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Design Patents – Requirements

A design patent can be obtained for any 
design that is:
• New;
• Non-obvious;
• Original;
• Ornamental; and
• Directed to an article of manufacture

Source: 35 U.S.C. § 171 “Whoever invents any new, original and 
ornamental design for an article of manufacture may obtain a 
patent therefor, subject to the conditions and requirements of this 
title. 
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Design Patents – Article of Manufacture

The Design Must be for an “article”

A disembodied design is not acceptable.
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Design Patents – Article of Manufacture

The Design Must be for an “article”

.
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Design Patents - Scope of Protection
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Design Patents – Scope of Protection

• Only one claim per application
• That claim protects the overall visual 

appearance of the design “described” in the 
drawings 

• Term: 14 years from grant, if granted prior to 13 
May 2015; 15 years from grant, if granted after 
that date.

• Foreign Priority Benefit: 6 months
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Design Patent Application (37 CFR 1.154)

(a) The elements of the design application, if applicable, should appear in the following order:
(1) Design application transmittal form.
(2) Fee transmittal form.
(3) Application data sheet 
(4) Specification.
(5) Drawings or photographs.
(6) The inventor's oath or declaration 

(b) The specification should include the following sections in order:
(1) Preamble, stating the name of the applicant, title of the design, and a brief description 
of the nature and intended use of the article in which the design is embodied.
(2) Cross-reference to related applications (unless included in the application data sheet).
(3) Statement regarding federally sponsored research or development.
(4) Description of the figure or figures of the drawing.
(5) Feature description.
(6) A single claim.
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https://www.law.cornell.edu/cfr/text/37/1.154


Design Patents Application - Claim

A Design Patent may cover less than the entire design.
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Design Patent Application - Description
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Design Patent Application - Drawings

(note - Portions shown separately do not get separate protection)
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Design Patent Application - Practice Notes

• The drawings should show all parts of the 
design claimed 

• Perspective is helpful 
• Show parts not claimed with broken lines 
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Design Patent Application – Another 
Example
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Design Patent Application – Another 
Example
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Well defined claim

Description of each 
drawing

Environment Explained



What’s so great about design patents?
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• Inexpensive to prepare and prosecute
• No maintenance fees
• Quick to issue (can be expedited)
• Bright-line enforcement against knock-offs
• Powerful remedies
• But:

Thin scope
Uncertain validity issues
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Patent Infringement Remedy Ranking

Injunctions (eBay / ITC)

Disgorged Profits (Design Only)

Lost Profits (Panduit Test)

Reasonable Royalty (Floor)
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Trade Dress

The definition of trade dress is broad, extending to “the total 
image of a product,” and it “may include features such as size, 
shape, color or color combinations, texture, graphics or even 
particular sales techniques.” Two Pesos, Inc. v. Taco Cabana, 
Inc., 505 U.S. 763, 765 (1992)
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Trade Dress

Must demonstrate that the trade dress has obtained 
“secondary meaning” to be protectable when applied to 
product design/configuration. Wal-Mart v. Samara Bros., 
529 U.S. 205 (2000)
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Trade Dress: Prohibition Against 
Functionality

• “[A] product feature is functional, and cannot 
serve as a trademark, 'if it is essential to the 
use or purpose of the article or if it affects the 
cost or quality of the article.’”TrafFix Devices, 
Inc. v. Marketing Displays, Inc., 532 U.S. 23, 
32, (2001). 
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Trade Dress: Prohibition Against 
Functionality

• In general terms, a product feature is functional if it 
is essential to the use or purpose of the article or if 
it affects the cost or quality of the article."

• "A product feature need only have some utilitarian 
advantage to be considered functional." 

• A trade dress, taken as a whole, is functional if it is 
"in its particular shape because it works better in 
this shape."

Apple Inc. v. Samsung Elecs. Co., 786 F.3d 983, 991 
(Fed. Cir. 2015)
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Trade Dress: Prohibition Against 
Functionality

22

• Trade dress was not protectable because it 
was functional:

• Claimed details such as "the seventh icon 
depicts a map with yellow and orange roads, a 
pin with a red head, and a red-and-blue road 
sign with the numeral '280' in white" are 
functional. See id. 

• Apple's user interface expert testified on how 
icon designs promote usability. “[T]he whole 
point of an icon on a smartphone is to 
communicate to the consumer using that 
product, that if they hit that icon, certain 
functionality will occur on the phone." 



Trade Dress Infringement Claims

- Validity
- Priority of use
- Likelihood of confusion

- Strength of the trade dress.
- Similarity of the trade dreess.
- Similarity of the products.
- Likelihood that the owner will bridge the gap. 
- The infringer’s intent user’s intent in adopting the mark. 
- Evidence of actual confusion. 
- Sophistication of purchases.
- Quality of the junior user’s products.
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Other Trade Dress Considerations

• Circuit split on availability of infringer’s profits 
absent willful or bad faith conduct

• Defendant has ability to allocate damages (i.e. 
can show that profits not attributable to 
infringement), though burden on infringer

• Trade dress can be registered with customs
• Trade dress can be renewed every 10 years in 

perpetuity as long as its in use.
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Useful Article Copyright

• Copyright extends to “pictorial, graphic or 
sculptural works” (“PGS”) 17 U.S.C. § 102(a)(5)

• Included in PGS definition– “Such works shall 
include works of artistic craftsmanship insofar 
as their form but not their mechanical or 
utilitarian aspects are concerned” 17 U.S.C. §
101.
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Useful Article Copyright

• “[T]he design of a useful article, as defined in this 
section, shall be considered a [PGS] work only if, and 
only to the extent that, such design incorporates [PGS] 
features that can be identified separately from, and are 
capable of existing independently of, the utilitarian 
aspects of the article.”  

• “A ‘useful’ article is an article having an intrinsic 
utilitarian function that is not merely to portray the 
appearance of the article or to convey information.  An 
article that is normally party of a useful article is 
considered a ‘useful article.’”

• 17 USC 101
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Useful Article Copyright

• Infringement is lower standard, requiring a 
showing of access and substantial similarity to 
an ordinary observer;

• Infringer profits available regardless of intent, 
only a “causal” connection required;

• Copyright owner’s lost profits allowed, as long 
as not duplicative;

• Statutory damages and attorney fees available
• Registration with customs available.
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Useful Article Copyright

• Virtually NO comparison to prior art
• Creativity required is minimal
• Something like comparison to prior art occurs 

through the scenes a faire doctrine, but not 
nearly as rigorous

• No use requirement
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Star Athletica Case
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Star Athletica Case
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Comparison

Functionality Cover Overall Product 
Configuration

Limited by Prior 
Art?

Term

Design Patent Some Functionality is 
ok, so long as design is 
not dictated solely by 
functionality.

Yes Yes 15 years

Trade Dress Feature cannot serve 
as trademark if it is 
essential to use or 
purpose or effects cost 
or quality

Yes Compares against 
senior user

Renewable every 
10 years in 
perpetuity

Copyright Feature must be 
physically or 
conceptually separable 
from function.

No Only if common Life of the author 
plus 70; 90 years 
from publication for 
works for hire
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Comparison (continued)

Register with 
customs?

Is Registration 
Necessary?

Infringer’s profits 
available

Design Patent No Yes Yes

Trade Dress Yes No Only on showing of 
willfulness

Copyright Yes Only to bring a claim Yes
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These materials have been prepared by Baker & Hostetler LLP for informational purposes only and are not legal advice. The information is not intended to create, and receipt of it does not constitute, 
a lawyer-client relationship. Readers should not act upon this information without seeking professional counsel. You should consult a lawyer for individual advice regarding your own situation. 
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