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I am excited to be writ-
ing my first remarks as
your new Chair of the
Entertainment, Arts and
Sports Law Section. For
those who do not know
me, I am a member of
Cleary, Gottlieb, Steen &
Hamilton and specialize in
commercial litigation and
sports law. In addition to
serving as Vice-Chair
under Judith, I have been
the Co-Chair of the Com-

mittee on Professional Sports for the past several years.
I have also taught Sports Law since 1996 at Rutgers Law
School and, most recently, at New York Law School.

I take over a Section from Judith Bresler that has
truly been energized over the past several years, due in
large part to Judith’s tireless work. Thanks to Judith and
our new Vice-Chair, Elissa Hecker, our Journal has been
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reborn as one of the best in the NYSBA. With the efforts
of our New Technology Committee Co-Chairs Ken
Swezey and David Sternbach, we succeeded in launch-
ing our Web site, <http://www.nyeasl.org>. For those
who have not yet visited our Web site, I would encour-
age you to check it out. You will find a wealth of infor-
mation, including a calendar of Section programs, past
issues of the Journal, membership information, industry
news, recent decisions of note and a collection of Inter-
net links to other sites of interest to Section members.
The Journal, industry news and recent case law are all in
a searchable format. 

It will be a challenge over the next two years for me
to continue such progress. I am pleased to undertake
this task with an excellent group of Executive Commit-
tee officers: In addition to Elissa as the new Vice-Chair
(although readers need not fear—Elissa accepted the
position on the condition that she be permitted to
remain Editor of the Journal), Alan Barson will serve as
Secretary, Stephen Rodner will be Treasurer, and Ken
Swezey will be our Assistant Secretary. I look forward to
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(Douglas P. Jacobs and Jennifer Ramo)
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(Alan J. Hartnick)
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working closely with all of them, as well as with the
other members of our Executive Committee.

I have two “new” Executive Committee members to
introduce: The first is Elisabeth Wolfe, former Director
of Programs at Musicians on Call, who joins us as
Membership Chair. The second is not a new Executive
Committee member at all, but a new position for my
predecessor, Judith Bresler, who has been appointed as
our Section’s representative to the House of Delegates. I
look forward to working with Elisabeth and to having
Judith provide guidance to me in my new position, and
to serve our Section in Albany. Judith and I both hope
that the Section will take a more active role in the
House of Delegates, and I would encourage members to
contact Judith or me concerning any issues on which
you believe the Section should be initiating discussion
or taking a position on in the House of Delegates. In
addition to Elisabeth and Judith, I anticipate announc-
ing several additional appointments in the next issue of
the Journal.

Our recent Annual Meeting on January 25th at the
Marriott Marquis was a huge success. Program Chair
Mary Ann Zimmer succeeded in putting together a
three-and-a-half hour program on “Sex, Fear and Popu-
lar Culture: Free Expression in the Aftermath of Terror.”
It featured short presentations by Marjorie Heins
(author of Not in Front of the Children: “Indecency,” Cen-
sorship and the Innocence of Youth) and Gail Markels
(Senior Vice President and General Counsel of the Inter-
active Digital Software Association), followed by a
panel discussion involving Congressman Jerrold Nadler
(D-NY), Robert Corn-Revere (partner at Hogan & Hart-
son LLP), Jeffrey Chester (Executive Director of the

Center for Digital Democracy), Ronald Collins (Scholar
at the First Amendment Center) and Mss. Heins and
Markels. I would like to thank our Legislation Chair
Steven Richman for his efforts in securing the partici-
pation of Congressman Nadler, who provided some ter-
rific insights into recent debates in the House of Repre-
sentatives. Also, thanks to Joyce Silver of Ellen Grauer
Court Reporting Services. For the second year in a row,
we have been able to provide our Section members
with a transcript of the program in this Journal.

On a sadder note, many of you may have read in
our last issue that Philip Cowan, one of the founders
and former Chair of this Section, passed away on
December 6, 2001. As Judith mentioned, at the sugges-
tion of Marc Jacobson, the Executive Committee has
decided to establish the Phil Cowan Memorial Scholar-
ship, which will be awarded each year to a deserving
local law student who is committed to practicing in the
field of entertainment, arts or sports law. We will be
announcing shortly the details of an essay contest to
select the recipients of the scholarship, and updated
information will be found on our Web site. Those who
are interested in contributing to the scholarship fund
can send donations to the New York State Bar Founda-
tion, One Elk Street, Albany, NY 12207 (specifically des-
ignating that the contribution is for EASL’s Phil Cowan
Memorial Scholarship). Such donations are tax
deductible.

I look forward to serving as your Chair for the next
two years, and hope to meet many of you at upcoming
Section and Committee events!

Jeffrey A. Rosenthal
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The Phil Cowan Memorial Scholarship
Phil Cowan, former Chair of the EASL Section, passed away in December 2001. Those of us

who knew him will remember him well as a leader, an advocate for his clients, partners and his
friends, as well as a student of the law and an active participant in life. The EASL Section is
establishing a scholarship in his memory, which will be awarded each year to a deserving law
student who is committed to practicing in the field of entertainment, arts or sports law. Details
about the eligibility and entry requirements will appear in the next issue of the Journal and on
our Web site, <http://www.nyeasl.org>. 

Those who are interested in contributing to the scholarship fund can send donations to the
New York State Bar Foundation, One Elk Street, Albany, NY 12207. Please designate that the contri-
bution is for EASL’s Phil Cowan Memorial Scholarship. Such donations are tax deductible.
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Editor’s Note

This issue also includes an analysis of a recent deci-
sion regarding the rarely litigated Section 104A of the
Copyright Act. The article addresses the doctrine of
simultaneous publication, restoration of a U.S. copy-
right and the dispositive effect of Section 104A(d).

This Journal also includes an article submitted by
two in-house attorneys from Court TV, who share their
insights into that cable network’s recent attempt to
open federal and New York trial courts to television
cameras. The article summarizes the history and rea-
soning behind the current laws and explains why Court
TV believes that the time has come for a change, in that
it is to the public’s benefit that the televised media be
allowed access to trials.

In addition, this issue includes an article that raises
the question as to whether folklore should be protected
by copyright law. There is an increasing international
awareness that indigenous and local communities
should share in the benefits of exploitation of their tra-
ditional knowledge and customs.

The Journal is also pleased to present an interesting
analysis regarding the legal and policy issues involved
with protecting privately developed codes and stan-
dards under copyright law, which are incorporated by
reference into state and local laws.

Finally, we are fortunate to have a piece that was
written by a Chief Information Officer, which addresses
the importance of accountable systems of internal con-
trol for companies who operate in the digital world. 

As always, I encourage Letters to the Editor and
articles of interest. Please feel free to contact me with
any ideas you may have. The next deadline for the
EASL Journal is FRIDAY, MAY 24, 2002.

Elissa D. Hecker

Elissa D. Hecker is Associate Counsel to The
Harry Fox Agency, Inc., licensing subsidiary of The
National Music Publishers’ Association, Inc., where
she is involved with legal, educational and policy
matters concerning the world’s largest music rights
organization and the U.S. music publishing industry
trade group. Ms. Hecker is the Vice-Chair of the EASL
Section. In addition to membership in the NYSBA,
Ms. Hecker is also a member of The Copyright Soci-
ety of the U.S.A., Chair of the FACE Initiative chil-
dren’s Web site, a member of the Steering Committee
of the FACE Initiative, Associate Member of the
Graphic Artists’ Guild and a member of other bar
associations.

I am extremely pleased
to once more offer a very
diverse selection for your
reading pleasure. Feel free to
read and ponder the analy-
ses, ramifications and asser-
tions presented within.

On January 25th the
EASL Section held its Annu-
al Meeting at the New York
Marriott Marquis. It was a
great success and included a
panel of experts who were well-versed in the issues and
challenges concerning the First Amendment, freedom of
expression and censorship. For those of you who were
unable to attend, this issue includes a transcript of the
event. 

One item of import that was introduced at the
Annual Meeting is the establishment of the Phil Cowan
Memorial Scholarship. Details regarding the Scholar-
ship will be forthcoming in future issues and on our
Web site at <http://www.nyeasl.org>.

I would like to take the opportunity to highlight a
very exciting and important week of events. The Copy-
right Society of the U.S.A., a not-for-profit educational
organization, has organized the first annual Copyright
Awareness Week. The events of this nationwide pro-
gram will take place during the week of April 22–28,
2002. Aimed at the youth of America, it is a national
push to educate the public about the importance of
copyright. Details are provided in Robert Bernstein’s
letter, the Copyright Awareness Week Mission State-
ment and participation guidelines, all of which are
included in this issue. The list of Friends of Copyright
Awareness Week is extensive, encompassing the U.S.
Copyright Office, the EASL Section and participants
from just about every creative industry that has an
interest in copyright law. I ask all readers to volunteer
and participate somehow, either as individuals or as
part of an organization, as this will truly grow into
something great. All EASL Section members will also be
getting a mailing from the Section in this regard, with
additional information.

This Journal contains several interesting articles.
One focuses on the case law surrounding the control
that an artist has over his or her voice when that voice
is distinctive. The article discusses some instances when
an artist may be protected from voice misappropriation.
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Dear Friends of Copyright Awareness Week:

The Copyright Society of the U.S.A. is pleased to announce

our first annual Copyright Awareness Week from April 22

through April 28, 2002, and to invite your participation.

The Copyright Society of the U.S.A. is a non-profit educational

organization with 900 members located in Chapters throughout

the United States. Our primary function is the gathering,

dissemination and interchange of information concerning the

protection and use of creative works, such as music, movies,

television, books, sculpture, painting and photographs.  The

Society seeks to promote better understanding of copyright

through its lectures, publications, panel discussions and

meetings, and to enhance dialogue among industry groups,

creators and users of works protected by copyright.

Because of the ever-increasing popularity of the Internet

among the American public, especially teenagers, and its

potential for facilitating the unauthorized use of creative works

easily and anonymously, the Society feels that its resources can

most effectively be focused at the present time upon

encouraging respect for copyright.

Toward that end, we are launching Copyright Awareness Week

as an annual nationwide event.  The purpose of Copyright

Awareness Week is to foster a greater awareness and

understanding of copyright by educating the public, and

specifically young people, about the significance and purpose

of protecting creative works.  As one of our main activities, we

are organizing copyright teach-ins for the week, in which

Society members will talk to students about copyright at

various schools, colleges, clubs and organizations throughout

the United States.  In addition, assuming sufficient funding, we

will conduct a widespread promotional campaign to make the

public take notice of our activities and goals.

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK
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The attached mission statement describes the goals of Copyright Awareness Week in more

detail.  Also included are guidelines and suggestions for participation in this project by outside

organizations. We realize that our goals are ambitious, but they must be in light of the daily

headlines concerning the challenges to copyright. Therefore, financial assistance for our

programs is most welcome and will help make Copyright Awareness Week a viable and effective

way to bring an important message to the public’s attention.  Every organization which signs on

to this project will be named a “friend” of Copyright Awareness Week, will be licensed to use

the CAW logo and will be listed on our website as an official participant.

We hope that you will consider becoming a friend of CAW through your financial or

participatory support. Please contact the Society with your commitment to become involved. The

more organizations that assist us, the more we can effectively spread the word where it is most

needed about what copyright is and why it should be respected.

Sincerely,

Robert J. Bernstein

President

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK
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MISSION STATEMENT

Copyright Awareness Week

April 22-28, 2002

The Copyright Society of the U.S.A. is launching Copyright Awareness Week in April 2002.

The mission of Copyright Awareness Week is to create a greater awareness among the youth of

America about the protection and use of creative works.   During Copyright Awareness Week,

copyright experts and educators throughout the country will seek to teach young people about the

basic purpose of copyright as articulated in our Constitution-- to promote the advancement of the
arts by providing creators with the exclusive rights to their works for limited terms.  A public

that has a basic understanding of copyright law and its relationship to the arts -- including its fair

use exceptions -- is far more likely to respect and comply with the law, than one that functions

on misinformation.

The Copyright Society of the U.S.A. is a non-profit educational organization with 900 members

located in Chapters throughout the United States. Our primary function is the gathering,

dissemination and interchange of information concerning the protection and use of creative

works, such as music, movies, television, books, sculpture, painting and photographs.  The

Society seeks to promote better understanding of copyright through its lectures, publications,

panel discussions and meetings, and to enhance dialogue among industry groups, creators and

users of works protected by copyright.

 Now more than ever, familiarity with copyright will play a crucial role in maintaining the

vitality of the arts in the United States.  Music, literature, theatre, television, film and the fine arts

enhance our lives.  These crafts tell us who we have been and help us to define who we are. It is

impossible to imagine life without the arts. What kind of world would it be if no one could make

a living writing songs or books, and in which producers dared not invest in new playwrights, or

publishers in novelists?

Copyright law ensures that the creators of our cultural heritage will be fairly compensated for

their works.  It enables the creators, producers, publishers and distributors of artistic works to

control whether, how and when their works of art are used.  Copyright provides incentives to

creators by reassuring them and those who invest in their works that others will not use the fruits

of their imaginations without fair compensation and/or rightful credit.

Copyright law takes on a particularly important role in the digital age, now that the consumer can

copy music, books, films and other creative works at home more easily than buying them in the

store.  If copyrights are to be protected in the digital age, copyright law needs to be understood

and respected.  This is particularly true with the younger generations.  It is our belief that, by

fostering an understanding of copyright law, including those activities which are prohibited and

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK
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those that are permitted as fair use, a greater respect for copyright and the creators it protects will

naturally follow.

Copyright Awareness Week will target students and educators.  Copyright Society members will

be called upon to speak in local schools, colleges, universities, libraries, arts and educational

associations and other organizations about the importance of copyright.  Throughout the nation,

copyright experts and educators will distribute materials and speak in schools and other

educational institutions and over the Internet.

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK



8 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1

ny-393785

THE COPYRIGHT SOCIETY OF THE U.S.A.
352 Seventh Avenue, Suite 307

New York, NY  10001
Telephone (212) 354-6401

Telefax (212) 2847

e-mail - barpan@rcn.com

url:  www.csusa.org

OFFICERS

President

ROBERT J. BERNSTEIN

Secretary

MARIA A. DANZILO

Assistant Secretary
ROSS CHARAP

Treas rer

BARRY SLOTNICK

Assistant Treasu r
GLORIA C. PHARES

Administrator

BARBARA S. PANNONE

TRUSTEES
ANNE S. ATKINSON

HELENE BLUE
JOHN CALDWELL

ROBERT CLARIDA
DONNA DeGRANDI

KAREN FRANK
JEFFREY L. GRAUBART

LAURIE HUGHES
JENNIFER INSOGNA

JEFFREY JACOBSON
MICHAEL KLIPPER

LILLIAN LASERSON
RICHARD LEHV

JEFFREY LIEBENSON
CHARLES LOZOW

ANDREW LURIE
STANTON MILLER

DENISE MROZ
JANET NEPKIE

JOSEPH SALVO
CHARLES J. SANDERS

CARYSHERMAN
TIM SMITH

C. PAUL SPURGEON
SARAH SULLY

JON TANDLER
MARKTRAPHAGEN

JOELLA WEST
DAVID WOLF

HONORARY TRUSTEES

RICHARD DANNAY
EUGENE L. GIRDEN

DAVID GOLDBERG
MORTON DAVID GOLDBERG

ALAN J. HARTNICK
WALTER J. JOSIAH, JR

BERNARD KORMAN
E. GABRIEL PERLE

MICHAEL J. POLLACK

JUDITH M. SAFFER

STANLEY ROTHENBERG

THEODORAZAVIN

ROGER L. ZISSU

CHAPTERS
JOSEPH M. BECK - SOUTHEAST

CHARLES A. BUTTS - NEW ENGLAND

STUART DUNWOODY - NORTHWEST
KAREN FRANK - NO. CALIFORNIA

MICHAEL KLIPPER - DC AREA
WILLIAM T McGRATH - MID-WEST

SUSAN POWLEY - SOUTHWEST

NANCY RUBNER-FRANDSEN- PHILADELPHIA

JON TANDLER - DENVER
MARYA LENN YEE - NEW YORK

FRIENDS OF COPYRIGHT AWARENESS WEEK:

HOW TO PARTICIPATE

The Copyright Society of the U.S.A. welcomes the support and

participation of other professional and educational

organizations to help publicize and further the objectives of

Copyright Awareness Week.   Organizations who participate in

any of the ways described in these Guidelines will be identified

as “Friends of Copyright Awareness Week” in our promotional

materials and on our website.

Here are some of the ways an organization can participate as a

Friend of Copyright Awareness Week:

� Conduct copyright education initiatives

� Disseminate information to your members about Copyright
Awareness Week and request that they speak on copyright at

schools or other organizations during the week of April 22-28,

2002 (using curriculum and other materials we have prepared)

� Encourage members who are educators to teach their students
about copyright

� Produce and/or distribute stickers, posters, bookmarks, buttons,
etc. that contain the Copyright Awareness Week logo

(currently in development)

� Provide announcements or information about Copyright

Awareness Week in your organization’s newsletter or other

publication

� Produce and broadcast public service announcements or special
programming

� Distribute press releases

� Post advertising banners and publish information on your web
site

� Link to the FA©E website and its educational materials

� Provide funding for any of the above

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK
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We ask that you advise of us of how you plan to participate and coordinate with us to avoid any

duplication of efforts.  If you would like to use our logo for any of your activities, we can

provide you with a [jpeg] file or permit you to download it from our website, provided that you

agree to the terms of our CAW Logo License Agreement and deliver an executed copy to us.

The CAW Logo License will be made available in the Copyright Awareness Week area of our

website www.csusa.org.  All use of the Copyright Awareness Week logo and other trademarks

will be subject to the CAW Logo License.

The Copyright Society of the U.S.A. will be available to help with the substantive aspects of any

television or radio announcements or programming regarding copyright education.  Lesson

plans, which will include an easy-to-follow outline, interactive exercises and handouts, will be

available on the Copyright Society’s FA©E website at www.csusa.org for use in the classroom.

An outline on the basics of copyright law for adults will also be available on the site. The

Copyright Society’s FA©E website at www.face-copyright.org and our kids site at

www.copyrightkids.org (both of which are also accessible through our main site at

www.csusa.org) provide additional material on copyright that can be used by educators and

students alike.

Organizations interested in participating in Copyright Awareness Week may contact The

Copyright Society of the U.S.A. by email at:  barpan@rcn.com or by phone at: (212) 354-6401.

The Copyright Society of the U.S.A. is a not-for-profit, non-political organization that was

chartered by the New York State Board of Regents to educate the public about the U.S. copyright

law.  The Copyright Society of the U.S.A. is uniquely positioned to lead the initiative of

Copyright Awareness Week, as its aim is to present what copyright is in a fair and neutral way.

The goal of Copyright Awareness Week is to foster a greater understanding and appreciation for

copyright.  As the country’s second largest export industry, copyright is not an issue for the few

but for all of us.

THE NYSBA EASL SECTION IS PROUD TO BE A FRIEND OF

COPYRIGHT AWARENESS WEEK



Sex, Fear and Popular Culture: Free Expression in the
Aftermath of Terror:
Transcript from the EASL Section Annual Meeting
New York Marriott Marquis
Friday, January 25, 2002
EASL Speakers: Jeffrey Rosenthal, Mary Ann Zimmer

Panel Speakers: Marjorie Heins, Gail Markels, Robert Corn-Revere (moderator), 
Congressman Jerrold Nadler, Ronald Collins and Jeffrey A. Chester 

MR. ROSENTHAL: Good morning. A few very
brief welcoming remarks. First thing I want to do—and
I am going to turn over the microphone very shortly to
Mary Ann Zimmer—is, I would like to thank Mary Ann
for all the hard work that she has put in in putting
together this program. From having put together last
year’s annual program, I know that it requires a great
deal of hard work over many months to pull it all
together with Albany and with the speakers and put-
ting together panels. This is obviously a very ambitious
program with both speakers and a panel discussion
and, I believe, three-and-a-half CLE credits, which is
our biggest panel, our biggest program we have put
together since CLE. And, after the events of September
11th happened, Mary Ann completely changed course
in terms of the planning she had been doing to date,
and in just a few months managed to pull together this
entire program from scratch. And the entire section
really appreciates what Mary Ann has done. 

This was to be Judith Bresler’s last Annual Meeting
as Chair of the Section, and I would just like to take a
moment to thank Judith, in absentia, for all she has
accomplished and for really helping to further the revi-
talization of our Section over the past couple of years.
And I would just like to highlight a couple of accom-
plishments, in particular, that this Section has achieved
during the time that Judith has been Chair. I think the
two that she is most proud of are, one, the reemergence
of our Journal which I think is, perhaps, the best Section
journal now of the New York State Bar Association.
Elissa Hecker, the incoming Vice-Chair, has been editing
the Journal and, really, I think, putting out some first
quality content in there with a great deal of help from
some of our Section members in all areas of practice.
The second accomplishment that I think Judith really
deserves a lot of credit for is working with our Cyber-
law liaisons and, in particular, David Sternbach and
Ken Swezey in founding the Section’s Web site. And for
those who haven’t been on the Web site yet, it is
www.nyeasl.org. Some of the content is free and open
to the public and some of it just requires your New
York State Bar Association ID number to access. I think
our founders of the Web site have really done a phe-

nomenal job in putting that together, and I hope over
the coming years we will see that grow. But people can
check in regularly to see upcoming news, develop-
ments, Section programs and the like, and I hope that it
becomes something that people visit regularly. 

One other order of business I just wanted to men-
tion, is that some of you might be aware that one of our
founding members of this Section and one of our first
Chairs of this Section, Phil Cowan, passed away recent-
ly. The executive committee of the Section has decided
to form a Phil Cowan Memorial Scholarship available
to current law students who are dedicated to the prac-
tice of entertainment, arts or sports law. I just wanted to
mention that we are going to be developing details of
how it is going to be administered shortly, but we antic-
ipate an essay contest in which a committee of the for-
mer and current chairs will select a winner and give out
what we hope to be a $2500 annual scholarship. Dona-
tions for those who are interested can be made to the
New York State Bar Foundation, and that’s a 501(c)3
tax-exempt organization. And I just wanted to just take
a moment and commemorate what Phil has accom-
plished. Phil was a founding partner of the firm of
Cowan DeBaets Abrahams & Sheppard, which has pro-
vided us with a number of very active members in this
Section, including our two most recent Chairs. Tim
DeBaets and Judith Bresler are both members of Cowan
DeBaets. And he was a fine lawyer, and I think a really
strong leader of our Section.

Last thing I just wanted to mention are a couple of
upcoming programs that are going to be run by our
committees over the next month. On February 19th
there will be a program by the Copyright Committee
called, “One Suit, Two Suit, Red Suit, Lawsuit: Is Dr.
Seuss Gone With The Wind?,” which will be a program
on parody. That’s going to be two-and-a-half credits. It’s
going to be a lunch program. It’s going to be no charge
for Section members. And included within the two-and-
a-half credits will be a half-hour on ethics, for those
people who are looking for ethics credits. On February
28th, the Cyberlaw Committee will be running a com-
mittee on antitrust and the Internet. That is going to be
at the McDermott firm at 50 Rockefeller Center. 
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Eighth Congressional District, which includes Manhat-
tan’s West Side as well as parts of Brooklyn. And prior
to serving in the U.S. House of Representatives, he was
for 16 years in the New York State Assembly. He has
been a national leader on civil rights, civil liberties and
a host of other progressive issues. And he’s been a
prominent member of the House Judiciary Committee,
and there, he has been vocal in defending individual
rights and religious freedoms. And his unwavering
demands for bipartisan adherence to the Constitution
has earned him national praise. Within the Judiciary
Committee, Representative Nadler is both the ranking
member on the Subcommittee on Commercial and
Administrative Law, as well as a member of the Consti-
tutional Subcommittee which considers all proposed
constitutional amendments and deals with such issues
as constitutional rights, federal civil rights, abortion,
gay rights and government ethics. Congressman
Nadler’s work on First Amendment religious freedoms
is widely recognized. 

Also with us today is Ronald Collins, who is a
scholar at the Freedom Forum’s First Amendment Cen-
ter in Arlington, Virginia. He was a judicial fellow
under Chief Justice Warren Burger at the U.S. Supreme
Court. He has written many briefs to the U.S. Supreme
Court, as well as to state and appellate courts, and has
been a prodigious and prolific writer. Among his other
books is the upcoming, Comedy on Trial: The Free Speech
Struggles of Lenny Bruce, which will be published in
October of this year. Also, we have Gail Markels, who is
Senior Vice-President/General Counsel to the Interac-
tive Digital Software Association where she is responsi-
ble for managing all the legal issues affecting the organ-
ization, as well as for state public policy issues. And
prior to joining IDSA, she was Vice-President of State
Government Affairs at the MPAA, the Motion Picture
Association of America, and she was counsel to the film
industry’s rating system. 

Robert Corn-Revere, who is going to be hosting the
panel and who some of you have heard address this
group before, is a partner in the Washington, D.C. office
of Hogan & Hartson LLP; and Bob specializes in First
Amendment Internet and communications law. He has
been involved in a broad range of First Amendment liti-
gation, including the Communications Decency Act, the
Child Online Protection Act, Internet content filtering
and public libraries, public broadcast regulations and
export controls on encryption software. And he recently
successfully argued U.S. v. Playboy Entertainment Group
to the U.S. Supreme Court in which the Supreme Court
struck down Section 505 of the Telecommunications Act
of 1996 as a violation of the First Amendment. And
prior to joining Hogan & Hartson, Bob served as chief
counsel to interim Chairman Jim Quelloly of the FCC
and was his legal advisor for a number of years before
that. Marjorie Heins, who is also going to be addressing

The last order of business, and I’m probably the
first one to be in a position of introducing himself for
election as the coming Chair, is to elect our slate of offi-
cers for the next two years. The nominees that have
been nominated by the Nominating Committee and
presented for approval have been myself, Jeff Rosen-
thal, as Chairman; Elissa Hecker, our current Journal
Editor, as Vice-Chair; Alan Barson as Secretary; Ken
Swezey as Assistant Secretary; and Stephen Rodner as
Treasurer. I guess we can just—the simplest way, there
is no opposition that I know of yet, is just to do it by
acclamation of the Section members. If people could,
just by a show of hands, all approving the nomination
of the Committee? Any opposed? Thank you. And I
guess the Committee’s nominations then are approved
and those will be the current officers for the next two-
year term. I’d like to thank you for attending and turn it
over to Mary Ann Zimmer.

MS. ZIMMER: Well, good morning to all of you and
thank you, Jeff, for your very generous comments. This
program is going to be organized with two short pre-
sentations starting out and then followed by the break
and then the panel discussion. The subject of our pro-
gram today includes the events of September 11th. We
continue to see the repercussions of that day on a daily
basis. And so our focus today is on how we’ve changed
in ways of expressing ourselves and how we view the
limits on expression. Some of these changes have been
self-imposed, both as matters of good taste and editori-
al discretion, and some are exercises of the bully pulpit.
Some are based on arguments for greater restriction of
civil liberties. Recent examples of the entertainment
industry’s reaction to the World Trade Center tragedy
include immediate withdrawal of album covers depict-
ing or exploding the World Trade Center, the Clear
Channel do-not-play list, the decision of Hollywood to
delay the release or alter content of theatrical films, and
the screening of message boards on Yahoo! and other
Internet services. So this program is going to be a wide-
ranging discussion of the state of free expression in the
age of terrorism, and we are going to explore whether
the limits of free expression have shifted, as well as our
inclination to engage in free expression. 

We are really fortunate today to have a distin-
guished group of individuals who have been involved
in these issues and who are going to engage in them
today. This includes, first of all, Congressman Jerrold
Nadler of the New York Eighth Congressional District,
as well as leading First Amendment lawyers who,
among them, have written numerous scholarly articles
and briefs to the U.S. Supreme Court as well as state
and federal courts on these issues. And thank you, also,
to Steve Richman for helping make it possible for us to
have Congressman Nadler with us today. Congressman
Nadler is serving his fourth full term in the House of
Representatives and he’s represented the New York



us as well as being part of the panel, directs the Free
Expression Policy Project at the National Coalition
Against Censorship here in New York City. She is the
author of a book that has been widely noted in the last
year, Not in Front of the Children: “Indecency,” Censorship
and the Innocence of Youth, which is a thorough explo-
ration of our national preoccupation with repressing the
sexual thoughts of youth. She also has directed, for a
number of years, the ACLU’s arts censorship project,
and there she was involved in a number of Supreme
Court First Amendment cases. 

In addition, we have with us Jeffrey A. Chester who
is Executive Director of the nonprofit Center for Digital
Democracy, which is based in Washington. He has been
a vocal critic of the FCC and is engaged now in research
advocacy in public education to ensure that the digital
media serve the public interest. He is currently focusing
on preserving the Internet’s open architecture in the
new broadband environment. Prior to being involved
with the CDD, Jeff was co-founder and Executive Direc-
tor of the Center for Media Education whose mission
was to promote the democratic potential of the electron-
ic media. So without any further ado, I would like to
introduce Marjorie Heins, who’s going to be talking
about some of the issues that were raised in her book
and who has a number of materials that she has provid-
ed that are part of the coursebook. So I introduce Mar-
jorie. Thank you.

MS. HEINS: Thank you, Mary Ann. This is great.
Thanks for inviting me. I am going to see if I can follow
my notes without my glasses, but I have them just in
case. 

Has September 11th changed the censorship
debate—sex, violence and political dissent? That’s a lot
to cover in half an hour, so we are going to get sort of a
Monarch Notes version of at least the sex and violence
part of it. Of course September 11th has changed every-
thing for all of us. In terms of censorship we now have
some new issues. Before September 11th, sex and vio-
lence were the major targets of censorship in the United
States and, as I discussed at some length in my book,
presumably vulnerable minors were relied on most
often to justify the censorship attempts. After 9-11 polit-
ical dissent, attacks on presumably unpatriotic or even
insensitive speech were new targets in a way that I
don’t think we have really seen since the McCarthy era
of the 1950s. But sex and violence have not lost their
resilience as hot political issues, and they are just tem-
porarily on the back burner, I think. What I am going to
do is give you a very abbreviated overview of the sex
and violence issues by focusing on one case, one recent
case in each category; the so-called COPA case, Ashcroft
v. ACLU, now before the Supreme Court. I have a suspi-
cion that in the coming years there will be a lot of cases
named Ashcroft v. ACLU. And in the violence area, a

case called American Amusement Machine v. Kendrick,
which had to do with an ordinance from the great City
of Indianapolis that attempted to restrict violent video
games. Then I’ll talk about some of the First Amend-
ment issues relating to arts and culture in the wake of
9-11, and I’m sure that is going to be explored a lot
more during the panel discussion.

Sex, well, this is the one area, as you probably
know, where official government censorship of arts and
culture is still permitted. But the Supreme Court has—
and it’s primarily through obscenity laws—the
Supreme Court has struggled over the years with trying
to articulate the dividing line between constitutionally
protected obscenity and constitutionally protected arts
and literature about sexual subjects. And you all know,
Justice Potter Stewart didn’t throw up his hands, Justice
Brennan threw up his hands at this attempt, but Stewart
said we’ve got to have this dividing line, and we all
know it when we see it. Actually, there is not just one
standard for censorship of sexual content of arts and lit-
erature in this country, there are three separate stan-
dards. 

There is the famous Miller v. California standard for
adult obscenity, a case decided in 1973. And the Miller
standard, of course, has three parts, which a lot of you
know: Is the material patently offensive according to
contemporary community standards and that contem-
porary community standards test is a state and local
standard rather than a national standard. Does the
material, primarily taken as whole, appeal to prurient
interest, which I further defined in later Supreme Court
cases as unhealthy or morbid interest in sexual matters,
not healthy sexual interests. And the final part of Miller
is the so-called SLAPS test. Does the material lack any
serious literary, artistic, political or scientific value? And
that’s basically supposed to be the dividing line
between obscenity and arts and literature and entertain-
ment and constitutionally protected expression for
adults, for censorship for all of us. 

But there are two additional standards that are
focused on those vulnerable kids. One is Ginsberg v.
New York, 1968, and the problem that arose. Miller was
the last in a series of cases in which the Supreme Court
grappled with what should be the obscenity definition.
And before 1957, the definition had been basically
turned on vulnerable youth and, finally, in ‘57 the
Supreme Court, following what the Second Circuit had
been doing for about the previous 30 years, said, you
know, we can’t have a censorship standard for adults
that turns on what might be harmful to a child, so we’re
going to have a separate standard for adults. Well, that
still left the problem of the vulnerable child, a very
powerful and long-standing cultural and social concern
in Anglo-American culture. So in 1978, the Supreme
Court decides the case of Ginsberg v. New York, and
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being pushed very hard by the conservative right as the
more appropriately censorious. Courts should not have
to, prosecutors should not have to, look into whether
the work has value. If it’s patently offensive, the Inter-
net is just as invasive as radio and television. You turn
on the computer and there’s all this stuff, and so kids
have to be protected from anything that’s indecent,
even just vulgar words. I should step back for a minute
because this becomes relevant. 

In the Pacifica case—”seven dirty words” case—an
appendix to the opinion of the Supreme Court repro-
duces the Carlin monologue in all its vulgar and hilari-
ous glory. You can read it in the U.S. reports, you can
read it on LEXIS and lots of places on the Web. And
interestingly, because of the way the FCC operated,
indecency adjudications were never, after Pacifica,
essentially reviewed by a court. And so this was the
only actual legal adjudication of what was indecent and
what indecency meant. And it was all over the Internet
and it was in the law library and here was the Commu-
nications Decency Act which was now making it crimi-
nal if it was made available to a minor online. And, of
course, a lot of the litigation in the CDA case, the first
Internet censorship case, Communications Decency Act,
turned on whether there really were ways for Web sites
and other Internet speakers to identify and screen out
people under 18. And the case was persuasively made
that there really weren’t. So anything on the Internet is
essentially available to a minor who can turn on the
computer and knows how to type. And when the case
made its way through the court, and once the Commu-
nications Decency Act was struck down, the Supreme
Court pointed out that among the items that had
already been adjudicated indecent and therefore would
very likely be found criminal under this law was the
Supreme Court decision in the Pacifica case. So the CDA
is struck down. 

On to chapter two, within a short order, really just a
year after the CDA decision, Reno v. ACLU, Congress
passes COPA, Child Online Protection Act. And COPA
is narrower than the CDA in a number of respects, most
significantly the indecency standards have been struck
down as too broad and probably too vague for the
Internet, so Congress now adopts the Ginsberg harmful-
to-minor standard. And I’ll just review very briefly
what that standard is in COPA. It’s in the amicus brief
of the National Coalition Against Censorship and for
sexual scholars organizations. And we filed the brief in
order to, at least, identify for the court this underlying
issue which is very rarely articulated or litigated in
these child protection, sex censorship cases. What’s the
government’s compelling interest? There’s no empirical
proof that even explicit sexual content is actually harm-
ful to minors. Nobody is saying it’s the greatest thing or
educational or that they will understand it, but what’s
the proof that it is harmful, where is the government’s

upholds the conviction of a candy store owner for sell-
ing nudie magazines to a 16-year-old kid. And although
this material would not have been obscene for adults,
under the then-prevailing obscenity law, there was
going to be a variable obscenity standard for kids, and
that was going to be basically the same three-part test
that—it was actually earlier than Miller—but it was
essentially the same three-part test for obscenity, ratch-
eted down for kids: Would the material be patently
offensive, according to contemporary community stan-
dards of what would be appropriate for kids; would it
lack serious value to kids? So that’s the second sexual
censorship standard we have, Ginsberg. 

But there’s yet a third one and that comes from the
1978 Pacifica v. the FCC, the famous “seven dirty words”
case involving the George Carlin monologue that paro-
dies—and it’s a hilarious monologue—the taboos that
we have around those seven words that you can’t possi-
bly say on the air waves. And, sure enough, the FCC
sanctioned Pacifica for broadcasting the monologue;
and when the case got to the Supreme Court, five to
four, they said, okay, this does not meet the adult
obscenity standard. It doesn’t even meet the Ginsberg
harm to minors standard, but we are going to approve
the FCC’s indecency standard, yet a third standard for
censoring sexual content or vulgar words because the
airwaves invade the home and a child could be
irreparably harmed by hearing one of these words
before a parent even had time to turn off the radio. The
indecency standard the FCC essentially borrowed was
from the patently offensive prong of obscenity laws. So
you don’t have to have a serious value test. It can be
Ulysses, it can be the greatest sex education work of
great educational value, but if it’s patently offensive
according to contemporary community standards, as
determined by the Mass Media Bureau of the Federal
Communication Commission, it’s indecent and can be
sanctioned and banned from the airwaves. 

Why do I give you these three separate standards?
In order to introduce the case that I just want to talk
about for a minute or two, Ashcroft v. ACLU. What hap-
pened, the three standards for censorship of sexual
expression were sort of the situation we had in the
courts, chaotic as it was, in the mid-’90s and then, sud-
denly, all of our lives changed because the Internet
arrived and the World Wide Web arrived. And Con-
gress went into a panic about pornography on the Inter-
net. And the first response, which took about more than
a year for Congress to finally enact, was the Communi-
cations Decency Act of 1996. There was a lot of debate
in Congress over what standard we’re going to articu-
late. Now we’ve got to protect the kids from pornogra-
phy on the Internet, and a lot of debate—will it be the
Ginsberg harm-to-minor standard, which at least has the
three parts and has some inquiry into serious value, or
will it be the Pacifica indecency standard, which was



compelling interest in enacting a criminal law? That
was the purpose of the brief. Anyway, the standard
under COPA is, it’s criminal for commercial purposes
by means of the worldwide Web, if the material is avail-
able to minors and is harmful to minors. Harmful to
minors means any picture, writing or other communica-
tion depicting or describing an actual or simulated sex-
ual act or sexual contact if it is patently offensive and
prurient with respect to minors, according to contempo-
rary community standards, and if it lacks serious liter-
ary, artistic, political or scientific value for minors.
Essentially the Ginsberg test. 

The plaintiffs in the COPA case, Ashcroft—inciden-
tally, were not pornographers. They were all Web pub-
lishers who publish for commercial purposes, including
A Different Light Bookstore; Salon.com which carries,
among other things, the sexpert opinion columns of
Suzie Bright; and sex education sites Sexual Health Net-
work and RiotGirls.com. The COPA was struck down in
the Third Circuit on the ground, not unanticipated
ground, a broader ground, really, than the ACLU, or
anybody, anticipated. The Court looked at the Ginsberg
standard, and particularly the local community stan-
dards part of it, and said that’s passably constitutional,
or at least the Supreme Court has said it’s passably con-
stitutional to have different standards for what’s crimi-
nal in every different community, depending on what
they think is patently sensitive. That’s okay for books
and videos and things that have a geographic tangible
presence. But for the Internet, to have criminality turn
on a local community standards test means that all Web
publishers will have to self-censor to meet the most
puritanical community standard because their material
can be accessed anywhere and they can be prosecuted
anywhere. 

The Third Circuit said that’s unconstitutional, that’s
unduly chilling; it violates the First Amendment. They
were absolutely right, but it presents a very big political
and legal problem. The Supreme Court had said in
Miller that the national standards test isn’t going to fly
because there is no national standard. We are too
diverse as a nation. Well, if you can’t have a national
standard and you can’t have a local standard, how can
you censor? You have to start from scratch, rewrite with
this process that’s gone on for a hundred years without
much success of trying to define what’s going to be
punishable and what’s going to be permitted in the area
of sexual expression. The even bigger problem is if local
community standards won’t fly for harmful to minors,
it won’t fly for adult obscenity either and that’s just
politically untenable—unfortunately, in my opinion, not
in everybody’s—politically untenable situation. The
case was argued in November and the Supreme Court
was pretty clearly, the Justices were pretty clearly, inter-
ested in trying to find some way to save this COPA
statute. So we will see what they do. On to violence. 

Unlike sexual content in art and entertainment, vio-
lent content at least since the late 1940s has been consti-
tutionally protected. Of course there are exceptions.
There are always exceptions to the First Amendment.
It’s not an absolute. If you have incitement, if you have
threat, if you have extortion, or even if you have harass-
ment, those are not constitutionally protected. In the
early ‘50s the Supreme Court upheld laws like the
Smith Act which criminalized simply the abstract advo-
cacy of the violent overthrow of the government. By the
late ‘50s those laws were being struck down and you
had to have something closer to incitement to violence
to lose your constitutional protection for what is, in that
case, at least, political speech. 

In 1948 the Supreme Court decided a case called
Winters v. New York which involved one of these hybrid
statutes in, again, New York. We have a rich history of
censorship laws here. The Winters statute targeted both
sexual content and violent content, crime magazines,
police detective magazines that kids and adults as well
love to read; and the statute in Winters banned criminal-
ized publication, featuring “bloodshed, lust or crime.”
The Supreme Court, as it often does when it doesn’t
want to face a First Amendment issue head on, struck
down the statute as too vague. And the line went on to
say, in response to the argument, well, this stuff is crap,
it has no serious value, the line between the informing
and the entertaining is too elusive for the protection of
the First Amendment. So the area of violence, unlike
sexual content where the Supreme Court was playing
with—started with this utterly without redeeming
social value test and eventually settled on the Miller
SLAPS test, serious value. 

In the area of violence, there is no exception to the
First Amendment if somebody, the police or a jury or a
judge decides material has no serious value. Now this
difference in the treatment of sexual content and violent
content obviously has deep roots in our culture, but
that has not prevented some creative, enterprising theo-
rists from attempting to—from proposing that the
obscenity standard or the three obscenity standards that
I have described be extended to violence. And there
have been statutes that have been passed in a number
of places that basically try to include violent content or
excessively violent content or gratuitously violent con-
tent within the three-part patently offensive prurient
interest test, and those attempts have been rejected by
the courts. So there’s no basis under the First Amend-
ment for carving out this kind of exception. And when
you get out of the area of sexual content, which is such
a fraught issue in this culture and to the area of violent
content, it’s pretty clear that standards by patent offen-
siveness and serious value are completely vague and
subjective and wholly inappropriate and offensive of
the First Amendment to allow government, even in the
persons of judges and juries, to make be making those
kind of judgments about artistic entertainment. 
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word on the computer screen. And lo and behold, the
students who played the violent clip from the video
game recognized aggressive words, I guess they were
words like “kill” or “murder,” a millisecond faster. And
this was supposed to prove something about the actual
effect of these games played—some of these games take
hours and weeks, as you know—played in the real
world. So Posner says the studies they rely on do not
support the ordinance. There is no indication that the
games were used—and the studies are similar to those
in the record in this case or other games likely to be
marketed in game arcades—the studies do not find that
video games have ever caused anyone to commit a vio-
lent act as opposed to feeling aggressive or have caused
the average level of violence to increase anywhere. 

Posner also talks a little bit about the issue of cen-
soring violence, which is still very much with us politi-
cally. Violence has always been and remains an essen-
tial interest of humankind and a recurrent, even
obsessive theme. This opinion is in your materials. It
engages the interest of children from an early age, as
anyone familiar with the classic fairly tales collected by
Grimm, Anderson and Pearl are aware. To shield chil-
dren right up to the age of 18 from exposure to violent
descriptions and images, without any quixotic but
deforming effect, and leave them unequipped to cope
with the world as we know it. And in case any of you
were wondering, I don’t take the position that a steady
diet of disgustingly violent entertainment is good for
kids, or anybody else, or not harmful in some situa-
tions. What offends me, as a thinking person, is that
anyone would rely on these social science experiments
to prove it or that it could ever really be proven because
violence is a very widespread phenomenon in art, liter-
ature and entertainment. It comes in numerous vari-
eties, and context matters, and of course what matters
most is what predispositions and mental equipment the
viewer is bringing to it. So this is something that is not
likely to be known, proved by science, and something
that needs to be addressed through non-censorial edu-
cational kinds of media literacy efforts. 

I will just briefly mention another area of the law
where violence, art and culture is sought to be censored
and that’s the famous kind of copycat cases. Tort cases
where enterprising, usually contingent-fee lawyers, I
would suspect, prevail upon grieving families of vic-
tims of violent episodes perpetrated by young people
such as Columbine, to sue not the criminals but video
game producers, television producers, movie produc-
ers. And there are two examples in your materials. One
is the Byers case where Oliver Stone’s film, Natural Born
Killers, Stone himself, as well as the producers, were
sued because some young criminals purportedly imitat-
ed the crimes shown in that film. And another case—I
couldn’t find a reported decision, but it’s the Slayer case
involving music. There have been lots of lawsuits

The case I’ll talk about for a minute is Kendrick.
Indianapolis, inspired by these creative proposals to
add violence to the obscenity standard, passed a fairly
narrow statute restricting minors from access to video
arcade games that have graphic violence. And Indi-
anapolis, also, relied on the famous social science litera-
ture. Now there isn’t time here to go into the social sci-
ence literature on violence which has been so widely
proclaimed by so many of our political leaders to have
definitively proven that violence in entertainment has
deleterious effects, causes imitation, causes desensitiza-
tion, causes Columbine, causes all these horrible things.
And when I first—I accepted that when I first started
looking into that literature. It seemed commonsensical,
among other things. Although I had some lingering
doubts what’s meant by violence, there’s a lot of vio-
lence in literature right from the very beginning of civi-
lization; and when you started looking at the studies, in
fact, each social scientist, each researcher would have
some different example of what violence they were con-
cerned about and they thought was harmful, and some
of them thought it was cartoons because they trivialized
violence and some of them thought it was movies in
which the hero commits violence because then you
would identify with the hero. Some thought it was if
the film or the TV show showed a lot of blood and
gore—they thought precisely the issue of blood and
gore. So the definitions were all over the place. 

The brief that we did at the Coalition Against Cen-
sorship on behalf of media and communications schol-
ars to the Seventh Circuit in the Kendrick case, the video
games case, was primarily focused on why the city of
Indianapolis’ reliance on social science experiments that
purported to show violence in media in general or vio-
lent video games in particular had identifiable adverse
effects on youth was not reliable, and much more had
been claimed for it than could be reasonably extrapolat-
ed. The Seventh Circuit struck down the statute. And in
an opinion by the famous, although often erratic, Judge
Posner, I will just read you a couple of excerpts from
what he said. “As to the reliance on the social science
literature,” Posner said, “the studies that Indianapolis
relied on,” and they are actually very few in the area of
video games, “most of them showed no adverse effect.”
There is one in particular where the experimenters, this
is very typical of lab studies in this area. The experi-
menters take a little excerpt from the video game, a vio-
lent excerpt, show it to one group in a laboratory set-
ting; a control group will be shown something much
less exciting and less violent, and then they will be test-
ed in the laboratory. And in this particular study they
were tested for aggressive behavior by whether they
would give a white noise blast to a setting of the experi-
menter in the laboratory setting, questionable whether
that’s equivalent to real world violence. And then they
were, also, tested on what the research called aggressive
cognition, how fast they would recognize an aggressive



against heavy metal and rap musicians and producers
for these supposed copycat crimes. And I think it ought
not to take a lot of cogitation to see the rather dire First
Amendment implications of attempting to hold artists
and entertainers and producers liable for depicting
criminal or violent conduct. 

In the Byers court, the decision you have reversed
the dismissal without discovery or any further discov-
ery or further development of a lawsuit—of the lawsuit
involving Natural Born Killers on the theory that,
although most entertainment would be protected from
even the burdens of having to go forward with defend-
ing such a lawsuit here, the plaintiff alleged that the
producers intentionally and deliberately made this film
with the intention that it would be imitated, and some-
how putting that in a paragraph of the complaint, alleg-
ing that intent was enough to get the plaintiff to pass a
motion to dismiss. Ultimately after discovery, the case
was dismissed because they weren’t able to find evi-
dence of such intent. But even the Louisiana Court of
Appeals is not the most sensitive to free expression of
values in our nation. The Byers opinion, noting the
severe chilling effect that civil liability can have, in fact
could be markedly more inhibiting than pure prosecu-
tion under a criminal statute. I was looking yesterday
online for some articles about the ultimate dismissal of
the case and I think that the dismissal may again be on
appeal, but anyway, there was a little quote from Oliver
Stone: “Warner Brothers and I spent close to two mil-
lion dollars and close to five years, three years of which
were devoted to the discovery process in which the
plaintiffs weren’t able to discover anything. A great deal
of time and energy was taken for many lives to defend
the producers of the film against this charge.” And
that’s Warner Brothers and Oliver Stone, so you can
imagine what the chilling effects of these copycat law-
suits can be on less well-heeled defendants. 

Okay, September 11th. It really did change every-
thing. I mean you all know this was the first attack on
the continental United States in two centuries on U.S.
territories since Pearl Harbor, and the reaction was
understandably strong. But I have to admit I was
shocked. I was not prepared for the level of jingoism
and pro-censorship sentiment that we began to see. Not
only anything that was redolent of dissent or question-
ing of U.S. foreign policy or any kind of suggestion that
U.S. support for Saudi Arabia might have somehow
contributed to this, but even anything that was deemed
insensitive. And thus we had, as Mary Ann mentioned,
the famous Clear Channel episode where there were
no-play lists in the days after 9-11 including not only
songs like “Great Balls of Fire,” but “Bridge Over Trou-
bled Water” and “Imagine.” The Daily News and News-
day pulled the Boondocks strip. The strip that they
pulled had Hughey, which I am not reader of Boon-
docks, but Hughey Freeman calling the FBI anti-terror-

ist hotline to report that he had the names of Americans
who trained and financed Osama bin Laden. When the
FBI agent said that yes, he wanted the names, Hughey
began, “All right. Let’s see. The first one is Reagan.
That’s R-e-a-g-a-n.” The series of strips was pulled from
the Daily News and Newsday and shuffled off comic
pages in other papers.

Well, of course these are examples of private cen-
sorship by private entities. They were within their First
Amendment rights, most probably, to do that. But nev-
ertheless it’s of some concern because, as we know, the
media is—the mass media now is mostly controlled by
large conglomerates so these decisions can often have,
in fact, more impact on the marketplace of artistic and
cultural ideas than even government censorship. Clear
Channel owns about 1200 radio stations and 150 poten-
tially offensive titles were on its list. At the other end of
the First Amendment spectrum, there have been a few
direct and pretty intimidating, if not technically coer-
cive, efforts at government censorship. Condoleezza
Rice has requested TV networks, you may remember, to
limit broadcasts of bin Laden’s statements. And it was
only a request, and the networks rapidly agreed, but
one has to wonder what perhaps unstated message
there was about future access to the White House if the
stations did not accede. Ari Fleisher’s famous state-
ment, “That at a time like these, people have to watch
what they say.” And a couple of interesting visits from
the FBI investigations of what they called anti-Ameri-
can activity. 

I don’t know how many of you saw the article in
the Progressive a couple of weeks ago, one investigation
took place at an art gallery in Houston, Texas where the
FBI agents said they had reports of anti-American activ-
ity and wanted to see the exhibit. The exhibit was called
“Secret Wars” and contained many anti-war statements
made before September 11th happened. These guys
walked in. They looked at the art. They interrogated the
curator. They wanted to know where the artists were
from. They took notes. They pointed out things that
they thought were negative in the pictures, like a recent
painting of a Houston skyline burning and a devil
dancing around. Another incident that’s recounted in
the Progressive article, a freshman at Durham Tech Uni-
versity in North Carolina got a knock on her door on
October 26th. She opened it. There were two men who
said they were from the Raleigh branch of the Secret
Service. They had ID cards and they said we are here
because we have a report you have un-American mate-
rial in your apartment. And she was like, “What? No, I
don’t have anything like that.” “Are you sure, because
we got a report that you’ve got a poster, that it’s un-
American.” They asked if they could come into the
apartment. She said, “Do you have a warrant?” They
said no, but they wanted to come in and look around.
She said “Sorry, you’re not coming in.” And then one of
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and for people suffering in other countries,” said by
somebody at Boston University. “I’m not sure which is
more frightening, the horror that engulfed New York
City or the apocalyptic rhetoric emanating daily from
the White House,” said a professor of history at Har-
vard University. 

Well, one can say, okay, you know, they have a right
to be ridiculous and say these statements should not be
made, but what this document is very reminiscent of,
for anybody who remembers or remembers having read
about the McCarthy eras, is essentially blacklisting pub-
lications that were put out by private entities and circu-
lated within industries and universities, many of which
are public and all of which get public funds, which led
to the firing, the silencing, the blacklisting of hundreds
and hundreds of people. So that’s an interesting thing
to contemplate. And I guess my final word would be, at
times likes this we need more discussion of the world
situation and our American policies, rather than less. So
thank you very much and we will talk about this some
more.

MS. ZIMMER: Thank you Marjorie. That was great.
I also recommend to all of you who are interested in
this issue, the online index that the NCAC has at its
Web site and the focus of the index is “Free Expression
Post 9-11.” And there’s material from that in your
coursebook. Our next speaker is Gail Markels and she is
going to be talking about, “Industry Rating Systems—
Self-Censorship or Self-Defense.” Gail.

MS. MARKELS: Hello. Thank you all. It’s a pleas-
ure to be before you today. As Mary Ann said, my name
is Gail Markels, Senior Vice-President and General
Counsel to the Interactive Digital Software Association
which is a trade association representing companies
that publish or bring to market video games, games
that you play on the PC or that you play on a console-
based system. IDSA members account for 90 percent of
the entertainment sold in the United States and include
companies that you know, companies like Disney,
Activision, Microsoft, Vivendi/Universal, Electronic
Arts, Sega, Sony and Nintendo. As Mary Ann indicated
before, prior to joining IDSA, I worked for the Motion
Picture Association of America. I had involvement in
state government affairs and their rating systems. I was
also a former assistant district attorney in Brooklyn, so I
have had a little bit of experience in crime, and that
comes up when we hear issues made about how enter-
tainment media causes crime. But when you have been
in the trenches, dealing with prosecutors, defense attor-
neys, most of us who have done that throw our hands
up and say those who have been involved in that field
don’t see a cause and effect with media and criminal
acts. 

During my tenure at MPAA and IDSA, both indus-
tries faced numerous attempts to regulate the content of

the agents said “We already know what it is. It is a
poster of Bush hanging himself.” And she said, “No.
It’s a poster with a target on Bush’s head.” And what it
actually was was an anti-death penalty poster which
said, “We hang on your every word, George Bush, 152
dead,” referring to the number of people who had been
executed in Texas when Bush was governor. Ultimately
she agreed to let the agents see what the poster actually
was. They were taking notes on this, and she had other
posters, a free Louima poster, a picture of Jesse Jackson
and a Pink Floyd poster with a quotation “Mother
should I trust the government?” And then one of the
agents pulled out a little slip of paper and asked her
name, her Social Security number, did she have any
pro-Taliban stuff in her apartment. And then they called
two days later to make sure the information was cor-
rect, including asking for her phone number. So we can
laugh, but, anyway, that stuff is going on. And it has an
intimidating effect. There’s no question. 

One final idea though, just about official govern-
ment censorship in the wake of 9-11, which is the secret
tribunal, secret detentions, secret legal proceedings.
Lots of due process issues immediately come to mind,
but there is also a case, 1980 decision, Richmond Newspa-
pers v. Virginia challenge to essentially secret criminal
trials and Richmond Newspapers objected. The
Supreme Court said the First Amendment guarantees a
free speech and press, prohibits governments from
summarily closing courtroom doors which had long
been open to the public before the First Amendment
was adopted. 

The last thing I was going to talk to you about but I
think shouldn’t so that Gail has time and everyone else
has time. Perhaps we can talk about it in the panel. This
is somewhere in between government censorship and
private censorship. It’s a very interesting report put out
by a group that calls itself American Council of Trustees
and Alumni. It’s Lynne Cheney and Senator Joe Lieber-
man’s group. The report is called “Defending Civiliza-
tion: How Our Universities Are Failing America and
What Can Done About It.” And their basic argument,
their basic purpose in life pre 9-11, had been to try to
get rid of anything they considered PC on campus such
as Asian studies or black studies, and focus the humani-
ties curriculum strictly on the virtues of American
democracy and American capitalism. In the wake of 9-
11, they compiled a report which contains an appendix
of 115 incidents in which they say university professors
or students or statements made at teach-ins were insuf-
ficiently patriotic and supportive of U.S. foreign policy.
Pervasive moral relativism statements that were equiv-
ocal and divided in their response. I will just give you
one example of what they think is an unacceptable
statement, and then I’ll quit. “Our security can only
come by using our national wealth not for guns, planes
and bombs but for the health and welfare of our people



their products, as well as access to material by children
that was deemed inappropriate for them because of
depictions of sex, violence or the rating issued by the
bodies themselves. In the 1980s, the film industry was
hit with dozens of bills when attempts were made to
regulate access to videocassettes, then the new enter-
tainment media kid on the block. The number of bills
targeting videocassettes surged and finally tapered off
after a Missouri statute prohibiting the sale or rental of
violent videocassettes to minors was declared unconsti-
tutional in VSDA v. Webster back in 1992. Today the
video game industry is a new kid on the block, and we
are facing the legislative onslaught. 

Before I talk about the legal and legislative chal-
lenges we have faced over the past seven years, I think
it would be helpful to discuss the IDSA approach to
industry self-regulation through the Entertainment Soft-
ware Rating Board. We, at the IDSA, are strong support-
ers of industry self-regulation because we think that
industry self-regulation is the best and probably the
only defense to government intrusion into our business-
es. Seven years ago the members of the IDSA created a
rating system called the Entertainment Software Rating
Board to rate video and computer games. The ESRB is a
voluntary rating system which was developed to give
parents and consumers information about the contents
of video and computer games so they can make
informed purchase and rental decisions about what
materials are appropriate for their children in their
homes. To date the ESRB has rated over 8500 products.
Outside advisors, including nationally recognized aca-
demics, consumer representatives and children’s advo-
cates and educators helped shape the rating system and
ensured it’s a credible body. The ESRB has formed an
academic and consumer advisory board which meets
periodically to review how the system is doing and give
input as to what changes should be made. Membership
on the board includes people like Mary Ellen Fise, the
Consumer Federation of America, Dr. Parker Page of
the Children’s Television Resource and Education Cen-
ter, among others. 

The ESRB rating system has been called the most
comprehensive rating system in the country by the FCC
which studied this issue. Senator Joseph Lieberman has
characterized the ESRB ratings system as the best enter-
tainment rating system as well. This system has also
been praised by Peggy Charren, founder of the Chil-
dren’s Television and the Consumer Federation of
America, as well as retailers such as Wal-Mart, K-Mart,
Toys ‘R’ Us and Target. A recent national PTA report
card assessing industry progress in establishing rating
systems gave the IDSA an “A” for creating the ESRB
rating system. 

The ESRB rating system is based on the actual
review of product content by three raters who are ran-
domly chosen from a pool of over 200 demographically

diverse individuals. All raters undergo extensive train-
ing. These raters don’t see the whole product, they
can’t, since games can be 10, 20, 30, 40 or 50 hours. But
they do see a range, including a requirement of the
most extreme content. The raters assign the rating and
appropriate content descriptors, after reviewing these
materials. The ESRB ratings represent the use of typical
consumers with notices to the industry. In fact, that is
the only requirement, that’s the only requirement we
have, with respect to service as a rater, you cannot have
a tie into the industry. We look for people that, I believe,
are generally over 21 years of age and that have experi-
ence in different walks of life; sweeping diversity is
very important. The ESRB has five age-based rating cat-
egories. It is unique in that it, also, supplements the rat-
ings with short phrases called “descriptors.” We further
explain the content of the product. The rating categories
are early childhood, ages three plus; everyone, ages six
plus; teen, ages 13 plus; mature, 17 plus; and adults
only, which is limited to 18 and older. The descriptors
fall in several categories, including violent content, sex-
ual themes, language and others such as drug and alco-
hol use. No other rating system provides consumers
with both age and content information. 

I’d like to just show you, I brought a box with me, a
popular game from Activision called “Tony Hawks
Proskater 2,” that has a teen rating on the front of the
box. And on the back of the box it has what we call our
content descriptors. It says, “mild animated violence
and mild language,” because we think that parents are
in the best position to make those decisions. And if you
provided them with the information in the form of age
and what content influenced the rating, we think that’s
helpful and allows parents to do the jobs they are fully
equipped and able to do. And we understand that par-
ents are busy and parents can’t go and play the game in
advance of the child, but we think the rating sometimes
gives the information that helps them make informed
choices. 

The ESRB system was developed with the direct
input of consumers who participated in focus groups
aimed at making the system user-friendly and informa-
tive. To ensure that the ESRB ratings accurately reflect
the views of average Americans, the ESRB periodically
conducts reviews of consumers, conducts consumer
surveys. Recently the ESRB hired Peter Hart Research
to ask consumers what ratings they would assign to
actual games and compared the consumer preferences
to the ratings issued by the ESRB. More than 400 con-
sumers in 16 cities participated in the project. Hart
Research found that 84 percent agreed with the ESRB
ratings, and that those who disagreed with the rat-
ings—that more thought the ratings were too strict
rather than too lenient. The industry supports the goal
of protecting children and we have created a rating sys-
tem that gives parents the tools they need to determine
what content is appropriate for their children. 
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and they issued a report that looked at the causes of
school violence. And they have reviewed 30 factors,
including bullying, dysfunctional families, drugs, access
to guns but not games, or not the media, not television,
but they looked at those other factors. When the
National Association of Attorneys General looked at the
issue of school violence, they found as well that the
dysfunctional families and bullying were the two main
causes of school violence, not the media. Surgeon Gen-
eral David Satcher released a report last year on youth
violence in which he stated that youth violence is
caused by numerous factors and targeted lifestyle deci-
sions as the main culprit causing violence. Satcher also
said that it was extremely difficult to distinguish
between the relatively small long-term effects of expo-
sure to media violence and those of other influences. 

In the aftermath of the Columbine school shooting,
the video game industry, and the rest of the media, in
fact, as well, faced several congressional hearings, an
FTC investigation authorized by the President into mar-
keting practices, federal universal ratings legislation,
state and local legislative increase with much coming
from unlikely cities like Los Angeles and San Francisco,
as well as unlikely states as New York and California.
Legislation introduced at the state level exploded from
three video-games-specific bills in 1998 to 29 in 2001. Of
those bills, 15 carried over to this session with five
additional bills introduced, as starting in January, in
Mississippi, Tennessee, Washington and Florida. In
some states these bills are introduced by Democrats and
in other states Republicans. Generally they are not
introduced by both parties together, which is a good
thing too from the content providers’ point of view.
What do these bills attempt to do? The bills that we
have seen and that we’re concerned about fall into three
categories. The first creates state-run rating boards and
mandates retailer enforcement of those state-issued rat-
ings. The second would restrict minors’ access to vio-
lent video games variously defined as dismemberment,
blood shedding, decapitation or grotesque cruelty. The
third mandates retailer endorsement of ESRB ratings.
All impose criminal penalties. Many contain multiple
elements, including a rebuttal of the presumption that if
a game is rated M, that it is proposed to be violent as
well. There are, also, variations on this theme, with
some states attempting to impose special taxes on M-
rated games or authorizing studies of the issue of vio-
lence. 

The intensity of the battle we face has increased
exponentially. For the first time the California Assembly
Judiciary Committee passed a bill prohibiting the dis-
play of violent arcade games to minors. It was rather
stunning when you think it was a Democratic sponsor
of a bill in a Democratically run Committee. When I
approached the podium to address the committee, the
chairman asked me, he said, “Ms. Markels, I hope

At the same time, we have serious reservations
regarding the constitutionality of governmental efforts
to determine what magazines, books, motion pictures
and games are appropriate for children. And, quite
frankly, I can’t really speak to the issue of terrorism
now because it’s very early in the session. Most states
went back in January, some started in February. So I,
quite frankly, haven’t seen a spike in legislation that
influences the—that talks about the depiction of terror-
ist acts, but I can tell you that we saw increased efforts
to blame the media and target the media in the after-
math of the Columbine school shooting. As Marjorie
alluded to, everything changed after Columbine. As a
nation watched, the search began for answers and
scapegoating began almost immediately. As you know,
the game industry was a target of a lot of the scapegoat-
ing and finger-pointing. Never mind that violent crime,
particularly among the young, has decreased dramati-
cally during the 1980s or the 1990s, while video games
steadily increased in popularity. 

When I was assistant district attorney in Brooklyn
during the 1980s, that was before video games were
part of the scene, we had a tremendous amount of
crime. And in my experience it was factors such as dys-
functional families, poverty, the availability of guns and
drugs that resulted in the spike in the crime rate. And,
quite frankly, the most important thing, demographics.
When you have more young men in the population
between 18 and 25, that influences a crime rate more
than anything else, not the media. Never mind that as
Marjorie alluded to, there is no research establishing
that playing violent games causes violent behavior. We
have the same questions and skepticism as the research
that was presented. In fact, research has been done or
reviews of the research has been done where other
researchers say “there is no there there.” There is no
evidence of content-affecting behavior. In fact, there is
research, which is interesting, one of my favorite stud-
ies was performed by researchers from Hofstra Univer-
sity, and they found that children became more violent
or more aggressive after watching pro-social program-
ming such as Sesame Street. But that works with some-
thing that Marjorie said before. And that constitutes
anything that energizes or excites an individual,
whether it’s pro-social or whether it’s negative. Violent
content makes them more—kids more excited and,
therefore, more aggressive. There hasn’t been a lot of
research in that area, possibly because finding an
absence of cause and effect is a negative and people
don’t research that. But I think there are many different
ways of looking at research and what is actually hap-
pening. 

I consider myself a practitioner in the field, and I
think even more important than what the researchers
say or what they don’t say are what other practitioners
have said. The FBI looks at the issue of school shooting



you’re not going to tell us that violent content doesn’t
cause violent behavior,” which is an interesting intro-
duction as you’re going to speak about those issues.
And I responded to the Chairman hoping he wouldn’t
hold me in contempt that, well, perhaps let me tell you
what the FBI has said, let me tell you what the Surgeon
General has said, let me tell what you the National
Association of Attorneys General and Secret Service
think about this issue. Needless to say, the bill did pass
out of his Committee, but it’s being held in Appropria-
tions, and we’re waiting to see what happens. We’re
hoping that the Indianapolis violence case will help us,
but it’s not clear. Every sponsor of these bills sees him-
self arguing this issue before the Supreme Court. That’s
the goal, to change law and make new law. Whether it’s
realistic or not, they are clearly sponsoring the bills, and
although they will not be arguing these cases, they still
envision themselves there. The New York State Senate
passed a bill establishing the state-run Rating Board
with mandatory rating enforcement. The sponsor of the
bill, a Republican, told our lobbyist that he was trying
to deflect attention away from gun control. Irrespective
of his reasons, the bill did pass out of the Senate, is
pending in the Assembly, and he’s one of those spon-
sors who clearly wants to argue his case before the
Supreme Court, and we’re hoping he does not have that
opportunity. 

At the federal level, we have seen a number of leg-
islative issues. We have seen bills that would introduce
universal ratings legislation, mandate continuing FTC
oversight; and those bills, as far as my understanding
goes, are pending. It’s not a huge issue before Congress
with all the problems with terrorism and security and
the budget, but it is an issue that we faced last year and
we have faced in years before. In 2001, a single bill
mandating a task force to study the issue of media vio-
lence passed in Oklahoma City. Now that’s the good
news; and the bad news is that ISDA and other media
organizations have seats on that task force which meant
that we got to make numerous trips to Oklahoma City,
which is time-consuming and expensive, but the result
was that the task force was a balanced one and recom-
mended that parents be given more information about
the content of products. It endorsed the establishment
of a state-run Web site with information about content,
and we thought that was thoughtful and a less extreme
outcome than it might have been otherwise. In 2000,
there was a quite a different story at the legislative end.
The arcade and video game industry faced enactment
of two ordinances; one, as Marjorie alluded to, in Indi-
ana which limited violent arcade games, and the second
in St. Louis County that included arcade and video
games as well. I want to talk a little bit about the litiga-
tion, although I will not focus on Indiana, but I will talk
a little bit about St. Louis and also a little bit about, as
well, litigation that has been filed to impose civil liabili-

ty on video games and other companies in the after-
math of Columbine. 

The case, in Indiana, was a startling one. The enact-
ment was the first ordinance that was enacted after
three, four, five years of pushing. What was surprising
in Indianapolis is the initial decision of the district court,
that it refused to grant the preliminary injunction
motion; and that’s something that I don’t think any of
the representatives of the content media saw coming
and it was a wake-up call. And it resulted in the filing
of a number of well-drafted amicus briefs which I
believe had a tremendous impact on the court’s ruling
later. One of those was the brief that Marjorie worked
on, Bob Corn-Revere did a brief on behalf of one of his
clients, the IDSA submitted one as well. But I think all
of our hearts skipped a beat when the judge decided
not to grant that preliminary injunction motion. One of
the interesting things to come out of the Indianapolis
case is that a couple of weeks ago the consent agree-
ment was filed, and one of the terms of the consent
agreement contained a payment to the arcade industry
in the amount of $318,000 to cover the arcade industry’s
attorneys’ fees. And we also understand the city of
Indianapolis spent in excess of $400,000 defending the
lawsuit. So when you combine the two numbers it’s
over $700,000 to defend an unconstitutional statute.
We’re hoping that decision may not prevent the intro-
duction of future legislation, but it may slow down
their passage. It’s a cold splash of water when the citi-
zens have to, out of their tax dollars, pay these huge
attorneys’ fees, although that has more impact at the
local level than the state level, because there is a little
bit more distance between state officials and their con-
stituents than there are city councilmen and otherwise. 

The most important thing about the Posner decision
is that Judge Posner found that children—clearly stated
that children have First Amendment rights and that the
city must demonstrate legitimate grounds for claiming
that violent video games cause harm. This is the first
decision we have seen involving this form of new
media in video games, and that’s why Judge Posner
was building on case law from earlier media, from tele-
vision, from movies, from videocassettes, but this is the
first decision affecting our industry which is tremen-
dously important. As I mentioned a couple of moments
ago, a federal district court judge is—we hope will rule
soon on our IDSA motion for summary judgment to
overturn a St. Louis County law which seeks to ban the
sale or rental of violent video and arcade games. 

The St. Louis ordinance is a classic case of politics
and bad timing. St. Louis passed the Violent Video
Game Ordinance as an effort by a Democratic council
member, Council Member Wagoner, who was in a
shaky district, to bolster his chances of being reelected
and was introduced last October. The bill was support-
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told me that a girl in her junior high school who was
from the Soviet Union, who didn’t have any friends and
who smoked a lot of pot and took acid, said she was
going to get a gun and shoot all of the “Japs” in the
school. Now, for those who are not from New York,
“Jap” is a euphemism for a “Jewish American Princess,”
which my daughter is a proud member of that group.
The next day I called the principal, Dr. Mitchell, and
said, “Dr. Mitchell, I just don’t know if this is a prob-
lem, but my daughter shared something with me that
I’d like to share with you.” And I spoke to him and he
was very concerned. He said please come back to me
with the name of the girl. I spoke to my daughter. She
said, “Mom, everyone is going to think I’m a nerd. How
could you do this to me? I wasn’t there. She told my
friends.” And I said, “Well, were your friends scared?”
She said, “Oh, yes, my friends were scared.” So I called
the principal back, and I live in a suburban Westchester
community and said, Dr. Mitchell, I don’t know the
name of the girl, but how many girls were there that
come from the Soviet Union and live in Chappaqua,
New York. You figure it out. He brought the girl in but
he also brought the social workers, the psychologists.
And I don’t know if this girl had access to a gun and I
don’t know if she would have done what she said she
was going to do, but, if nothing else, a troubled kid got
some attention and, hopefully, some of her problems
were resolved. I sometimes wonder, am I the only par-
ent in America who would do that? After Columbine, I
think things changed a little bit, and I think there have
been a number of school shootings that have been
thwarted because kids, if not adults, have come for-
ward and said I have a friend who is in trouble. Was it
video games that influenced this girl from the Soviet
Union who smoked a lot of pot and dropped acid? Gee,
I don’t know, maybe she played games. Every kid in
America plays games. But, clearly, there were other
things that were going on that hopefully were rectified. 

Just very briefly, as Marjorie alluded to, attempts to
regulate a minor’s access to content that imitates vio-
lence are not new. The issue has gone on since the
1950s. And it seems that every new medium, whether
it’s detective novels, whether it’s movies in theaters,
whether its movies on videocassette and even serial
killer trading cards have been the target of litigation.
Each and every court, except for the District Court of
Indianapolis has said—and which was reversed—that
you can’t regulate a minor’s access to material. I think
it’s really a question of it’s the media. It’s not media, it
is the content. And I think that’s something that legisla-
tors sometimes have a problem with. They see a void
and they say, “Gee, there’s no regulation on video
games or videocassettes or serial killing trading cards,
let’s pass a bill,” which is understandable but it doesn’t
necessarily accomplish what they want to do. Marjorie
alluded to the Winters case. There are numerous other
cases. If any of you would like a listing of all the cases

ed by the Democratic majority who wanted to keep its
one-seat majority on the council so it was a four–three
split in favor of the passage of the bill. With respect to
timing, the district court’s refusal to grant the prelimi-
nary injunction motion in Indianapolis was issued the
day before the hearing in St. Louis, which sealed the
bill’s fate. It was an unhappy moment when I had to
stand up and discuss that bill and debate the city attor-
ney who was saying the bill is constitutional. Look at
what the district court did in Indianapolis; which, I
responded, I bet him, be reversed. I bet you $20, which I
have not yet collected on, but we’re still in litigation. I
think, hopefully, at one point I will be able to collect on
that because a lot of people’s egos get involved in the
passage of these bills and there are often a lot of other
things going on, other than the desire to protect chil-
dren. Unfortunately, the Constitution and taxpayers
have to suffer because of it until the courts sit back and
look at it. At the same time, after the district court’s
decision in Indianapolis, we worry about what the courts
will do. And that’s why we think the best defense is
industry self-regulation to keep these bills from being
enacted in the first part. Because the problem is, if they
get passed, you end up in court where the outcome is
unfortunately not as certain as we would like it to be.
With respect to St. Louis, we believe that, based on
prior U.S. Supreme Court and federal court decisions,
including Indianapolis, as well as the prior Eighth Cir-
cuit case in VSDA v. Webster in which the Eighth Circuit
found that a violent videocassette law was unconstitu-
tional, that this type of regulation will be stricken as
well. 

There are also two other lawsuits that merit discus-
sion regarding attempts to hold the media liable in
school shooting cases. In April of 2000, the U.S. District
Court for the Western District of Kentucky dismissed a
complaint against movie, video game publishers and
Internet Web sites alleging liability that had to do with
the Paducah, Kentucky school shooting. The court con-
cluded that the acts of Michael Karneal, by murdering
his classmates, were so highly extraordinary in nature
and unforeseeable in character, the media defendants
could not be held liable. The court further suggested
that to hold the media liable would violate the First
Amendment. Prior to the statute of limitations running,
a complaint identical to the lawsuit dismissed in Paduc-
ah, down to typos in the complaint and defendants,
was filed in Columbine, Colorado. We suspect it will
meet the same fate. Of course what is ironic here is that
in all school shooting cases there were ample warnings
that the children involved in the shootings were dis-
turbed, and that they planned the horrible acts and they
told others, not just one, not just two people, all of their
friends and, in some cases, adults. 

An interesting aside, a week before Columbine, my
daughter who was a junior in high school at the time,



on violence, send me an email. You can find me at Gail,
gail@idsa.com, and I will shoot out a list of cases. I
don’t want to bore you by going over this, but there are
10 or 15 cases that clearly indicate that regulation in this
area is not acceptable by the courts. 

Now, again, as I mentioned before, when we talk to
legislators sometimes, and we tell them, it’s their atti-
tude—well, it’s time for things to change, we want to
make new law. So we do have some members of the
legislature that are activists and want to make restric-
tions on violence part of the judicial framework. Will
they do that? I don’t know. Our concern is that it would
limit too much. It’s very hard to draw that line between
what is good violence, what is bad violence. Everyone
says, well, no, we don’t mean to say Saving Private
Ryan, but when they talk about violence, I can’t think of
any movie that was more graphic than Private Ryan.
Was that a bad product? Would I take my 11-year-old
son to see Saving Private Ryan? I don’t think so. Would I
take a 15-year-old, perhaps. Should all movies with vio-
lence or all video games with violence be prohibited?
As parents, we all have to make decisions as to what’s
suitable for our children. We make them every day.
Sometimes saying no is hard, but we do it all the time.
We all know our children. And my child is 11, would I
let him play with Tony Hawks Proskater game? Proba-
bly. He is a mild-mannered kind of a kid. I don’t think
it would have lasting problems or harm on him, but, as
a parent, I would like to make those decisions. 

We have talked a little bit about our ratings. We do
the ratings. M rating does indicate that it’s not suitable
for children under 17. And we, also, have legislative
issues, as I mentioned, with bills that attempt to require
the enforcement of the ratings. We oppose those bills
because we support industry self-regulation. We work
very closely with retailers across the country with their
organizations. We worked in the Video Software Deal-
ers Association with the Wal-Marts, K-Marts, the Tar-
gets to work with them to voluntarily enforce. Is it per-
fect? When I was a DA we had lots of laws in Brooklyn
and lots of people broke those laws. Do we think that a
good faith effort to monitor and manage makes sense
and it works? And if retailers aren’t good corporate citi-
zens, we all vote with our pocketbooks and can chose
who to do business with. So thank you.

MS. ZIMMER: Thank you, again, Gail. We have a
really distinguished panel here. Two of whom you
heard from. Also, we will be joined by Jeff Chester and,
of course, Congressman Jerrold Nadler and Bob Collins.
Bob Corn-Revere is moderator. There will be plenty of
time for questioning, so even during the proceedings, if
you would like to ask a question, raise your hand and
certainly afterward there will be time as well. So let’s
begin, please. Bob.

MR. CORN-REVERE: Thank you, Mary Ann. Let
me begin the panel discussion with a story. On Novem-
ber 30, 1917, Robert Goldstein was found guilty by the
Federal District Court for exhibiting a movie about the
American Revolution entitled, The Spirit of ‘76. Judge
Bledsoe, who was presiding, noted that ordinarily the
exploitation of such highly inspiring scenes as Paul
Revere’s ride, which is one of the most beautiful things
in history, could not be detrimental or distasteful to
anybody. Ordinarily it would be put on in such a way
as to be a source of unending delight and gratification
to any man, be he American or be he English. But that
is not the point, the judge said, because America was at
war and the film depicted British soldiers committing
atrocities against the colonists. Accordingly, Judge Bled-
soe wrote, “History is history and fact is fact. There is
no doubt about that. At the present time, however, the
United States is confronted with what I conceive to be
the greatest emergency we have ever been confronted
with at any time in our history. There is now required
of us the greatest amount of devotion to a common
cause, the greatest amount of cooperation, the greatest
amount of efficiency and the greatest amount of dispo-
sition to further the ultimate success of American arms
that can be conceived. As a necessary consequence, no
man should be permitted by deliberate act or even
unthinkingly to do that which would in any way
detract from the efforts which the United States is put-
ting forth or serve to postpone for a single moment the
early coming of the day when the success of our arms
shall be a fact and the righteousness of our cause shall
have been demonstrated. Because the film might cause
audiences to question the good faith of our ally and to
make us a little bit slack in our loyalty to Great Britain.”

The judge wrote, “Goldstein was convicted of vio-
lating the Espionage Act of 1917 for knowingly, willful-
ly and unlawfully attempting to cause insubordination,
disloyalty, mutiny and refusal of duties in the military
naval forces of the United States during a war.” The
Ninth Circuit confirmed that conviction two years later. 

Today we are once again at war, although it is not
as well-defined as the war and all wars of the past cen-
tury. And although we have not been in the post-Sep-
tember 11th environment for that long, it makes sense
at this point to assess the state of free expression in the
United States at this point. So far, Congress has not
enacted any restrictions on free expression quite as dra-
matic as the Espionage Act of 1917, although certain
provisions of the U.S. Patriot Act may come close. Nev-
ertheless, there have been some official actions that are
worth noting, some of which Marjorie talked about dur-
ing her presentation. There was the November 7th visit
of the Art Museum in Houston by FBI agents to investi-
gate the art there. On November 26th there was a visit
in Durham, North Carolina to freshman A.J. Brown
about the anti-American posters in her apartment; and
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uncanny. She says pornography destroys families just
as terrorists do. 

Well, we are going to discuss some of those issues
on this panel, and we have an excellent group to dis-
cuss the state of the First Amendment or perhaps, more
importantly, the state of free expression in the United
States after September 11. You have already gotten the
extended introductions, but let me just say a couple of
words. First of all, Congressman Jerry Nadler. I am very
pleased to have him on this panel, primarily because of
his membership on the Constitution Subcommittee in
the House. I was privileged to see him in action during
the legislative hearings on electronics surveillance,
including the FBI’s use of the carnivore system. And I
think he is uniquely qualified to address these issues.
To my far left is Jeff Chester.

MR. CHESTER: I know you wanted to say that. I’m
happy to give you the line you want.

MR. CORN-REVERE: Jeff, I think I would be able to
say that wherever you’re sitting. But you’re in need of a
more extended introduction. I first met Jeff when I was
still at the FCC and he was first coming to Washington
to help set up the Center for Media Education and has
been a fixture in Washington policy debates since that
time. We have Ronald Collins who is a distinguished
First Amendment scholar at the First Amendment Cen-
ter at the Freedom Forum. In addition to all of those
other things you heard about him, also in the fall the
Freedom Forum, because of Ron, will be announcing a
major First Amendment online database that he has
compiled. The site will have well over 3,000 links to
First Amendment cases and articles about it when it’s
launched, and it is designed to be the nation’s first
online library about the First Amendment. Gail
Markels, who just spoke, is from IDSA. She is involved
in all of the ongoing debates about censorship and elec-
tronic games that are cropping up all over the country,
and we’re very pleased to have her on the panel. And,
finally, of course Marjorie Heins who formerly was with
the ACLU and is continuing her work with NCAC and,
also, in publishing. So, again, thank you everyone for
coming to talk about this important issue. Congressman
Nadler, I would appreciate it if you would tell us your
perspective on this for about five or ten minutes and
then we will go across the panel and hear from the oth-
ers.

CONGRESSMAN NADLER: Thank you very much.
Let me begin by welcoming all of you to the Eighth
Congressional District and warn you not to walk across
the street because then you will no longer be in the
same precinct of the Eighth Congressional District, at
least pre-reapportionment, which will happen some
time this year. 

on October 23rd, Barry Rheingold of San Francisco was
visited by two FBI agents after someone at his gym
reported that he had said that President Bush is a ser-
vant of the big oil companies and his only interest in
the Middle East is oil. If there seems to be a chill in the
air, perhaps it is because Americans are being told to
watch what they say, literally. Of course the most noto-
rious example is White House Press Secretary Ari Fleis-
cher who admonished “Politically Incorrect” host Bill
Maher for his statements about the war effort. Fleischer
said that “Americans need to watch what they say,
watch what they do and this is not a time for remarks
like that. There never is.” On December 6th, Attorney
General Ashcroft told the Senate Judiciary Committee
that, “Those who had asked whether we are sacrificing
too much freedom only aid terrorists while they erode
our national unity and diminish our resolve.” 

There have been a number of indications that
Americans are taking these admonitions to heart. In the
days following the terrorist attacks, there of course was
the well-publicized do-not-play list on the Clear Chan-
nel stations. One record label withdrew an album cover
for a hip-hop group called the Coo which depicted the
World Trade Center in flames. Late night talk show
hosts curbed their monologues and strictly avoided any
subjects that could be construed as critical of the admin-
istration. Now this is not to suggest that these are nec-
essarily inappropriate actions. It is not censorship for
those in the entertainment industries to be sensitive to
the needs of a grieving nation, rather, this is an exercise
of editorial judgment. But there may be a fine and
uncertain line between responsible judgment and what
columnist Michael Kinsley had called, “Listening to
Our Inner Ashcrofts.” In this process, it is not formal
political dissent that is suppressed, rather it is the lesser
criticisms of our government and its leaders, the odd
speculative comment that you’re not sure of yourself or
the joke that may fall flat. What gets lost in this is the
spirit of free expression that is bedded in American cul-
ture. This may have been best captured in the recent
Doonsbury comic strips where Mike Doonsbury and
Zonker Harrison don fire hazard suits before voicing
any criticism of the administration. As playwright
Edward Albee said last year, “There are two kinds of
censorship. Government censorship imposed from
without and the censorship we impose on ourselves
which, in a democracy, is much more insidious and
much more dangerous.” Of course we are not only talk-
ing about self-censorship as the FBI examples I men-
tioned earlier, and, in addition to that, some are citing
the current situation to promote the same types of cen-
sorship that they were advocating before September
11th. For example, the anti-pornography group, Women
for Decency, is calling for greater restrictions on sexual-
ly oriented material and their director, a Jennifer Holt,
calls the parallels between smut and terrorism simply



The United States was attacked on September 11th,
and we’re obviously in a war of sorts. We are not sure
how to define victory in this war. We are not sure exact-
ly who all the enemies are, but it is a war. And it is not
the first war this nation has fought, and we have a his-
tory. In almost every nation, in almost every war, I
should say, in which the United States has been
involved, official actions have been taken, all of which
have the same characteristics. And I will talk about the
list: The Alien and Sedition Acts, in our pseudo war
with France in the late 1790s; the suspension of habeas
corpus in the Civil War; the Espionage Act of 1917 in
World War I; the Palmer raids after World War I; the
detention of Japanese Americans, including citizens of
Japanese descent in World War II; the McCarthy era
degradations on civil liberties during the Cold War; and
the covert operations of the FBI against the opponents
of the war in Vietnam in the late ‘60s and ‘70s. All of
these occurred during a time of national emergency or
national stress, wartime or pseudo war. All of them
were thought at the time to promote national security
and to enhance the war effort in some way. All of them
suppressed civil liberties to a greater or lesser extent.
All of them, in hindsight, added nothing to national
security or to the war effort. All of them we today apol-
ogize for; all of them almost nobody defends today. I
say “almost” because some of these things served, to
some extent, as cited precedents for some of the steps
that are being taken for today. 

Now today we are following in that tradition. And
we’re taking a number of steps that I fear will have no
real impact in helping national security or finding or
stopping terrorist acts but do effect liberty. And of
course we have a generally repressive atmosphere that
has developed and some of this has been remarked
upon, some of it is private, some of it is governmental,
some of it is a combination of both. When Bill Maher
observed on “Politically Incorrect” on TV that what
seemed to me an obvious factual observation, it’s one
thing to call the terrorists who flew the planes into the
World Trade Center SOBs and terrible people and crimi-
nals, which they certainly are, and immoral, which they
certainly are, it is another thing to call them cowards.
Bill Maher, as a lot of people did, observed it is proba-
bly less cowardly to commit suicide as part of what you
believe in. It may be horrible because you’re killing a
lot of other people, but it is less cowardly than it is to
drop bombs from afar when you don’t see what’s hap-
pening and you’re not materially endangering your
own life. For that observation a lot of people can agree
or disagree with, the White House Press Secretary said
this was terrible and people should watch what they
say, and he was threatened with a lawsuit, his show, his
job and it turned out only a few advertisers, just for that
remark. And that is obviously chilling and repressive of
free speech, and you don’t have to agree with the
remark, but it shouldn’t be commented upon by the

Press Secretary to the President of the United States and
it shouldn’t lead to loss of your platform. 

We mentioned the comic strip withdrawal, the FBI
invasion of a dorm room and of art shows looking for
what, for un-American speech? For un-American arts?
All of that is symptomatic. But we have more serious
results, too. First and foremost, the Patriot Act was
passed by the Congress last year. Now the Patriot Act,
so-called Patriot Act, the title is an interesting acronym,
but this was an anti-terrorism bill. Now remember that
in 1996 we passed the Anti-Terrorism and More Effec-
tive Death Penalty Act of 1996 which was the judgment
of Congress in 1996 as to how far we should go with
anti-terrorism measures. This was in the aftermath of
Oklahoma City and some bombings of American tar-
gets abroad. And there was a lot of controversy on that,
and it was thought that that was as far as we should go,
a lot of people thought it went too far. But the Patriot
Act was, is that when—after September 11th, the Justice
Department reached into the bottom drawer and took
out everything that they had tried to enact, tried to pro-
pose to Congress and Congress had rejected for the last
15 or 20 years, and then had not made its way into the
‘96 act and they said, now let’s use this as an opportuni-
ty to get these wiretap revisions and other provisions
that Congress has rejected enacted into law. 

And some of these have absolutely no relationship
to terrorism. For instance, increased wiretap authority,
which already existed for alleged terrorism or counter
espionage, applied to normal criminal investigations.
Now, maybe that’s a good idea, maybe it’s a bad idea,
but it certainly has nothing to do with terrorism
because those powers already existed for investigating
terrorist acts or threats to national security or counterin-
telligence. The Judiciary Committee, on which I sit, and
on which I am the ranking Democrat on the Constitu-
tion Subcommittee, currently is a very polarized com-
mittee. It tends to have some of the most liberal Demo-
crats in the house and some of the most conservative
Republicans because if you’re from a marginal district,
you don’t really want to be highlighted all the time on
hot button issues like abortion and cloning, and you
name all the hot button issues, gay rights, women’s
rights, you don’t want to be on the Judiciary Commit-
tee. If you come from a fairly safe district and you’re
very interested either in protecting civil liberties and
protecting the right of choice or in protecting the right
to life and killing the right of choice, as the case may be,
we tend to want to be on the Judiciary Committee. And
that’s why we are a very polarized committee, some of
the most liberal Democrats and some of the most con-
servative Republicans. I have served on another com-
mittee, the Transportation Committee, which tends to
be a much more unified, non-ideological committee.
Everybody wants highways, railroads, bridges, some-
thing, and the question is whose district should it be

24 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1



NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1 25

dissenting votes in the House, and it does a number of
things. It minimizes judicial supervision of telephone
and Internet surveillance, expands government’s ability
to conduct secret searches without court approval.
Gives the FBI broad access to sensitive medical, finan-
cial, mental health and education records without hav-
ing to show evidence of a crime and without a court
order. A lot of these things you could say okay to if you
could show a court first some probable cause of a crime
or likelihood of a crime being committed, to show why
it is necessary to do these invasions of privacy. But a lot
of these provisions lack that protection, lack any balanc-
ing. 

Remember, the drive for American independence
started in 1761 with opposition in Boston to the British
Writs of Assistance which was a writ given to the
King’s soldiers that commanded everyone to assist
them. So it was a broad, limitless writ. You could go in
to anyone and say, let me see your house or anything
else, your papers, unlimited. That’s why we have a
Fourth Amendment that says limited searches only
upon probable cause particularly describing the place to
be searched and the thing to be searched for, et cetera.
There are provisions in the Patriot Act that seem to
mock, seem very broad in what they can search for
without describing it, and instead it seemed to be—I, at
one point, asked the Deputy Attorney General when he
was testifying before us on the administration bill, on
language that eventually got into the bill. I said, I read
the provision of the Fourth Amendment. How do you
square these words that you’re proposing with these
words? And he said, We don’t. The Fourth Amendment
doesn’t apply to non-citizens, to aliens, to immigrants
which, of course, is ignorant of constitutional history,
because it says Congress shall make no law, most of the
Bill of Rights, it says no person shall be subject to vari-
ous things and no person shall be deprived of life, liber-
ty or property without due process of law, doesn’t say
“no citizen.” And the Supreme Court has repeatedly
held that most of these protections apply to everyone,
not just to citizens. We have seen the indefinite deten-
tion with very weak protections, or the bill provides for
the ability to have indefinite detention with very weak
protections of immigrants, of anybody who isn’t a citi-
zen. 

And we have seen that this is now being imple-
mented. We have had over 1200 people, now I think it’s
400, who have been in detention for four and five
months and we know nothing about them. We don’t
know if they had access to lawyers, we don’t know
what the charges are, we don’t know if there are
charges. No information has been released. This is
unprecedented and, obviously, very dangerous. Sec-
ond—that was the second. Third, the military tribunals.
The President put out this executive order establishing
military tribunals and delegating to the Secretary of

built in and where should the money go. Not a lot of
ideological decisions. They have a lot of moderates in
that committee. And, also, it’s not a large committee in
the House because it’s a nice committee to serve on.
The point is, the Judiciary Committee rarely agrees on
anything. Most amendments are done on party line
votes. Occasionally you get a stray Democrat voting
with Republicans. You rarely get a stray Republican
voting with the Democrats. But it’s basically a very ide-
ologically polarized committee. 

When it came to the anti-terrorism bill of 2001,
much to my surprise and delight, people seemed to be
much more reasonable. The Republicans became a little
more careful of civil liberties, the Democrats a little
more understanding of the necessity to tighten up some
provisions, and amendments were considered on their
merits; they were decided by votes that weren’t party
line. I can’t think of any party line votes during that.
And we eventually voted what I thought was a reason-
able anti-terrorism bill and it was considered by most
people a reasonable anti-terrorism bill. The vote was 36
to nothing. When you have myself and Barney Frank
and Maxine Waters voting the same way as Bob Bahr
and some of the other Republican ultras, either every-
body lost their mind or just—it was fairly reasonable,
and it was. It did things like catch up to the modern
technological developments on wiretapping, so-called
portable wiretapping. Some people objected to it, but
most people gave support. It didn’t do—it was very
carefully considered and it didn’t really do terrible vio-
lence to civil liberties. So after the committee considered
that bill for a few weeks and after a several-day
markup, voted the bill out unanimously. The Republi-
can leadership of the House took the bill and threw it in
the garbage. And overnight, negotiating with the Justice
Department, they negotiated a different bill. Much more
harsh, much more restrictive of civil liberties. They pro-
duced a 187-page bill which was printed at ten o’clock
in the morning and passed by the House at one o’clock
in the afternoon, which nobody, except the drafters, had
a chance to read. We voted based on summaries. And
there was 66 of us who voted against it because who
can vote against the Patriot Act?

One of the problems in modern politics, by the way,
because in the politics dominated by 30-second TV ads,
if you write a bill and you say this bill, and the first sen-
tence you write is this bill—you have a 200-page bill
and the first sentence is this bill shall be known as the
Terrorism Prevention and Public Safety Promotion Act
of 2001, or the Economic Stimulus and Prosperity Cre-
ation Act of 2001, it doesn’t matter what you write in
the next 200 pages. Most people will have a difficult
time voting against it because that 30-second ad looms
in the next campaign saying he voted against the Pros-
perity Bill or the Anti-Recession Bill or the Anti-Terror-
ism Bill. And so this bill passed, unfortunately, with 66



Defense all the legal questions; what shall be the stan-
dards of evidence, who shall the appeal be to. No writ of
habeas corpus, the President said—with what authority,
God knows—and so forth and so on. Now that’s a
doubtful constitutionality. They based it on the authori-
ty to do this on the Querying Decision. The Querying
Decision was eight Nazi saboteurs who had landed on
Long Island or somewhere else and they were arrested
and tried before a military tribunal established by Presi-
dent Roosevelt at the order of President Roosevelt, and
the Supreme Court upheld it but upheld it on the very
narrow grounds that these people were unlawful com-
batants. They were, in fact, Vermacht members. They
were members of the German Army out of uniform
behind American lines in the United States. And that,
traditionally, that is the one situation over which the
courts said you can have a military tribunal. 

There are two other Supreme Court decisions, one
going back to the Civil War, the Milligan decision,
essentially overthrowing President Lincoln’s suspension
of the Writ of Habeas Corpus. And what that decision
said you couldn’t try someone, I think it was in Mis-
souri, in a military court if the civilian courts were func-
tioning. If there was chaos and war, you can have a mil-
itary court but not if for lack of chaos the civilian courts
were functioning. And then you had a case shortly after
the querying case, also coming from 1942, in which,
after Pearl Harbor, martial law was declared in Hawaii
and alleged Japanese spies who were residents—people
who were residents in Hawaii and who were alleged to
be Japanese spies were then tried by a military court
because the civilian courts weren’t functioning because
of the martial law, and the Supreme Court said, no, no,
no. We told you in Milligan 85 years ago, whatever it
was, that you can’t have a military court if the civilian
courts are functioning. And you can’t stop the civilian
courts from functioning by declaring marshall law and
then say, well, they are not functioning, therefore, we
will use a military court. So if you read the Querying
Decision in context with this other decision that came
down about the same time, clearly the Court was draw-
ing a very narrow exception to the doctrine that the Bill
of Rights applies and you have all the normal rights of
trial in a military court. 

Let me say one other thing. There are probably cer-
tain cases outside the United States, because inside the
United States the civil courts are functioning, but if we
capture terrorists in Paris or Afghanistan, or whatever,
there may be situations where we could constitutionally
and properly have a military tribunal. But that military
tribunal should, and I think constitutionally it has to,
afford all the normal or at least equivalence of all the
normal due process rights. It doesn’t have to have a
jury of 12 people, but it has to have due process. It has
to have compulsory production of witnesses, it has to
have a right to confront your accusers, it has to have the

right to know what the charges are, it has to have the
right to effective assistance of counsel and it has to have
the right of appeal to a civilian court. Congress enacted
the Uniform Code of Military Justice to govern military
justice. It is often said that military justice is an oxy-
moron, and it may have been true at one point, but not
since 1950 when Congress, after some complaints about
military justice during World War II, enacted the UCMJ,
the Uniform Code of Military Justice, which has been
amended subsequently. But it is still in force and gov-
erns court martials and provides that if military person-
nel are tried in a military court for an alleged—for some
crime—and convicted, there are appeals first up the
line. But then to a civilian court, the court of military
justice, I think it is called, and from there to the United
States Supreme Court. The way the President has out-
lined these military tribunals, you have a set of officers
who may know damn well they are supposed to find
this guy guilty, the appeal is to another set of military
officers and from there to the Secretary of Defense to
the President who issued the orders to find them guilty
in the first place. It puts the Secretary of Defense and
the President in the position of being the prosecutor, the
judge, the jury and the appellate court all at the same
time. And obviously that denies fundamental fairness
and due process. 

We, also have now the order, based on what author-
ity, God knows, to allow the interception of
attorney/client communications when the President or
the Secretary deems it dangerous not to because maybe
they are communicating some terrorist information. If
that was done pursuant to a court order on a showing,
you might have a constitutionally defensible situation.
But just to give the President or the people he delegates
broad discretion to order that with respect to anybody
they call a terrorist, has no—I don’t see how they can
get away with it. Now Ashcroft and Cheney, I’m sorry, I
should be more respectful, Attorney General Ashcroft,
Vice-President Cheney, and I think the President sum-
marized their understanding of the constitutional situa-
tion in the United States in a pretty interesting quote
where they got it exactly backwards. The quote was,
“People who commit such heinous crimes,” referring
presumably to the World Trade Center attack and some
other things, “People who commit such heinous crimes
do not deserve the protection of the Constitution.” And
people who commit murder or rape should be strung
up without bothering with a trial because, after all,
these are heinous crimes, too. The whole point of the
American justice system, the whole point of our consti-
tutional system, the whole point of our due process tra-
ditions and laws is that nobody is guilty of a heinous or
other crime until they have been given a fair trial. Then
you can string them up if you believe in the death
penalty or throw them in jail if you don’t. But you have
to establish guilt with due process and proper protec-
tions. First, because if you don’t, our history reminds
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there is an always a flurry of discussion as to whether
the media—be it films or TV or video games—is too
violent and whether they contributed to the violent
acts. Columbine is a prime example of this. The point
was made that the murderers were fans of heavy metal
music and liked to play violent video games frequently.
Now when I hear heavy metal music, I want to get vio-
lent against the producers of the heavy metal music, but
my son insists on listening to it. But the fact is that there
is absolutely no evidence that listening to violent music
or watching violent films or anything contributes to
violence. One can even make the case that it may subli-
mate the urge of someone to commit violence. It may
give you an outlet for your aggressive urges. It is
important to note that the terrorists whose attacked our
country recently did not grow up exposed to heavy
metal music or violent video games or TV, but they
were on a mission to destroy what they say as a deca-
dent culture, decadent because of our entertainment
industry, among other things. 

We must support our freedom of expression from
attacks whether from people who think it will help our
national security or from people who think that vio-
lence on TV, or whatever, promotes violence in reality.
The Telecommunications Act of 1996 had numerous
flaws. Unfortunately, I was one of only 16 people that
voted against it in the House. One of the reasons I
voted against it was the Communications Decency Act,
which has been overthrown by the Supreme Court; but
now Congress came back with the Child Online Protec-
tion Act, which was discussed earlier, which is present-
ly on appeal. Similar laws have already been struck
down in Michigan, New Mexico, New York and Vir-
ginia, but this is on appeal to the Supreme Court. The
district court struck it down because it is impossible to
know the age of a person online, so you can’t—unless
eliminate what’s prohibited under this Act from the
Internet altogether you can’t give it to, you can’t deny it
to your children. In other words, this dumbs down the
Internet to what’s appropriate for children or what is
thought to be appropriate for children. Even if you
could have stuff appropriate for adults, you’re not
allowed to put it on. The appellate court struck it down
because the community standards test allowed the most
restrictive community in the country to regulate the
content of the World Wide Web. 

You have to look at all of this as a part of a long
battle for some individuals to impose their own values
on the information and artistic expression that others
may seek out in the name of protecting our children.
They are using the excuse of protecting our children
really to try to say that things that are offensive to them
should not be on the media at all. And, finally, parents
have many options for controlling what services they
subscribe to and what screening technology they pur-
chase. We do not need to reduce what adults can view

us, number one, you get tyranny and, number two, you
hang a lot of innocent people and guilty people walk
away because you thought you got them. Hopefully, I
am hopeful but not terribly confident, that the courts
will not be swept along on this wave of, I won’t call it
hysteria, but on this wave of something and will protect
our constitutional rights. 

Let me say one other thing. Wars have always done
this in this country. They have always produced a lack
of perspective and have damaged our civil rights and
civil liberties. And it is not only what you think of as
declared wars. Let me give you an example of another
current war, the war on drugs. Congress, in the year
2000, two years ago, passed a law, with almost no cov-
erage in the press, that said that the President must
publish annually a list of foreign narcotic drug king-
pins. How do you get to be a foreign narcotic kingpin?
The President says you are, on the recommendation of
the Attorney General or the Secretary of State. He says
so with no hearings, no necessity of any evidence, no
opportunity to say, “Hey, wait a minute, that’s my
brother,” or “It’s not me,” or “I’m not a foreign narcotic
drug kingpin.” And if someone is designated a foreign
narcotic drug kingpin, the sole restriction is that person
cannot be a citizen of the United States; he has to be a
foreigner. But if someone is designated by the Presi-
dent, it becomes a felony for any American to have any
business dealings whatsoever with him. If you sell him
your car, you’re a felon. If you sell him a milk shake,
you’re a felon. The courts specifically are denied juris-
diction to hear an appeal of the designation. And if an
American is prosecuted for having some dealing with a
foreign narcotic drug kingpin, the courts are specifically
denied jurisdiction to listen to your defense: “Wait a
minute, Joe is not a foreign narcotic kingpin. The Presi-
dent was wrong.” You can’t collaterally attack the Presi-
dent’s decision in court. Your only defense is, “I didn’t
deal with him.” Your defense cannot be, “He’s a fine
guy, the President was mistaken.” So the President
becomes a dictator in this respect. That bill was put
into—that was a rider. It was an amendment conducted
on the floor of the House with no hearings, no commit-
tee consideration, no nothing, into the intelligence
appropriations bill, the CIA appropriations bill of 2000.
I was one of the few people who opposed it on the
floor. I went to Henry Hyde who was then the Chair-
man of the Judiciary Committee and I said, “Henry, do
you have any suspicion that this bill might conceivably
be constitutional?” He said, “No no, absolutely not. It
didn’t come through my committee.” So he wiped his
hands of it, but it went through. So we have hysteria
and irrationality, not only when it comes to declaring
war. So let me make a couple of comments and then I
will finish because I’m talking too long already. 

On the video games and the CDA and some of the
other things, the pending litigation, after any violent act



to what is appropriate for a five-year-old. And the last
thing is, we have in Congress, pending in the legisla-
ture, the so-called filtering legislation that would man-
date that filtering devices that filter out sex or violence
be placed on all computers in schools, in libraries, et
cetera, to protect children. 

Now, research has shown that, as far as I know, all
of the existing filtering programs, software programs,
are very indiscriminate. They are all based on certain
algorithms and certain words and they would block
information on safe sex, on gender equality and other
issues. For example, the report by the Gay and Lesbian
Alliance Against Defamation concludes that most block-
ing products categorize and block all information about
gays and lesbians in the same manner that they block
sexually explicit and pornographic materials. Similarly,
another study found that one blocking software classi-
fied as full nude sex acts, Web sites of the United States
Army Corps of Engineers construction, engineering
research laboratories and Cafe Haven at Brigham Young
University. But there was one good filtering software
which blocked, as completely pornographic expression,
the Web site of Congressman Dick Armey. With the
exception of that very useful filtering software, we have
to be very, very careful of protecting, of censoring what
all of us can see. Thank you very much.

MR. CORN-REVERE: Mr. Chester.

MR. CHESTER: Hi, I am Jeffrey Chester and from
the Center for Digital Democracy and you can go on the
Web at democraticmedia.org to learn more about the
work of the Center. While the Congressman and Mar-
jorie and Robert have been talking about life and death
issues, what I am going to talk about is far less grave,
although, ultimately, I think a major threat to our civil
liberties, our Democracy and to journalism, in particu-
lar. But I first want to point out that—and to commend
to you the groups that have been fighting the attempts
of the Bush administration and others to restrict our
civil liberties as a result of September 11th. In defense of
Freedom.org, the work of the ACLU and the Electronic
Privacy Information Center, probably Marjorie’s group,
too, a very large coalition of public interest organiza-
tions that have been out there fighting the attempt to
extend the Carnivore, for example, et cetera. And I
want to thank Mary Ann for inviting me to speak today. 

Now, two days after September 11th, the Bush
administration went ahead with its plans to begin a
massive deregulation of the media and communications
industry. Really what I’m going to talk about is the role
which the communications and media industries are
playing to distort and weaken the First Amendment, to
reduce the ability of citizens and others to be guaran-
teed a diverse and open media and telecommunications
system, self-censorship of the press around these issues
which affect the coverage of September 11th, and, ulti-

mately, that the country is at a very critical crossroads
about what our media system will look like, what kinds
of democratic culture we will be able to raise our chil-
dren in. 

Now, the biggest media companies in this coun-
try—GE/NBC, NewsCorp./Fox, Viacom/CBS,
AOL/Time Warner, Comcast/AT&T—I hope I haven’t
left anybody totally out, Microsoft—Microsoft now
because of its partnership with Comcast and AT&T.
They have been engaged in a lobbying effort for a num-
ber of years which has taken on sort of an acceleration
after September 11th, and you will hear how they are
using September 11th. So I don’t know about if it’s bad
taste or bad judgment or a little bit of both. But here’s
what they want. They want to end rules, which have
been around a long time, that basically ensure a diverse
ownership of the major media system in this country
and an open and non-discriminatory Internet. 

The rules that these companies have targeted are
the rules which restrict the ability of one company to
own a newspaper and television station in the commu-
nity or radio station, the rules which limit the number
of stations that a television network can own. Right
now television networks can’t own more than a number
of stations that reach beyond 35 percent of the televi-
sion audience. The networks, everybody but Disney,
supports this, but Disney told me they didn’t file or sue
because they didn’t want to spend legal money on it.
They want no limits, unlimited number of TV stations
is what they are working on. They will accept 50. The
cable industry, AOL/Time Warner, and AOL has contin-
ued Time Warner’s steady attack on these ownership
rules. They don’t want any kind of limit on the number
of cable systems or the number of channels on the sys-
tems that any one company, namely them, in part, can
own. Right now there has been a very incredibly mod-
est ceiling. No cable company can own more than 30
percent of the nation’s cable systems. Well, AOL and
Time Warner have gotten that overturned and they just
told the FCC a few weeks ago there shouldn’t be any
limit on how many systems, how many channels. 

Finally, the Internet. The Internet up until now has
been governed under an open access paradigm. Every-
body can have access to multiple ISPs. There are more
than 7,000 ISPs in this country and groups like Con-
sumer Federation of America have looked at the tele-
phone-based Internet as the most competitive and,
obviously, the Supreme Court thought at one point, the
most diverse medium ever created. The cable industry,
which will be delivering us broadband for the most
part, doesn’t have any open access requirements; and
has been successful in resisting the calls by consumer
groups, competitors such as Earthlink, legal scholars
such as Larry Lessig and others to have an open access.
And very soon the Federal Communications Commis-
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ship between the Gulf War and the ‘96 Act. But the
media industries are now running around Washington
and saying, you know, you have to help us out. We are
an important part of the economy, and we are doing
our part in what I call, “we’ll wave the flags, you waive
the rules.” I don’t think there was a coincidence when
Walter Issacson of CNN and others were sitting in that
room at the White House with Condoleezza Rice, and
they said “we don’t want you to run the bin Laden
tape.” You know, all of a sudden, CNN and NBC
declared war before the country did. When you see the
peacock got a dye job and now has the flag, it’s not a
coincidence because we know from the Democrats and
the Republicans there is a quid pro quo here. And in the
mind of Walter Issacson, he understood that AOL/Time
Warner, his company, has asked that the rules on cable
ownership be eliminated. AOL/Time Warner, CNN’s
parent, has asked that the rules which prevent a cable
company from owning a cable system and a television
system in the same market be eliminated. This is going
on. There has been no press coverage. You have not
seen a single word, you didn’t see it in the ‘96 Act
except for one “Nightline.” You have not seen one tele-
vision network do one story which says here is our leg-
islative agenda right now that will affect you. 

So our media system is at a very important cross-
roads here. If you read what the media companies are
filing, and I don’t know, how many people here today
are representing companies who are major communica-
tions entertainment companies? Because if you read
what they are filing and what their legal arguments are,
it’s very clear what you’ll get. A, you’re going to get, on
the basic level, one company is going to own your
newspaper, several TV stations, several radios stations,
your cable systems, maybe your phone company. And
because there won’t be any open access, there wouldn’t
be any guarantee for non-discrimination about how
content flows. And the cable industry in particular has
made very clear, and I found a key document which
was used during the AOL/Time Warner merger, it’s on
our Web site, by the FCC to impose an open access on
AOL, it is clear what is going to happen. The people
that own the wires are going to be able to monopolize
and ensure that contents and services flow faster, be
more efficient. So you’re not going to have a competi-
tive market and non-commercial civic voices, in particu-
lar. And those people who have been left out of the
media system will get marginalized. So what the media
industry is now doing is a threat to our civil liberties
and our First Amendment, and not enough people are
speaking up. Because there should be some public
shaming about what is going on, let alone some resist-
ance, which we are going to try to build over the next
few years. Thank you.

MR. CORN-REVERE: Ron Collins.

sion—and unfortunately, let me tell you, this is a very
bipartisan kind of thing because of the campaign contri-
butions which the media industry gives to Congress—
for the most part. The Democrats and Republicans real-
ly are walking here in lockstep around these issues and
I can go into that further. But very soon, in the next few
weeks, you will hopefully read in the paper, hopefully
because we have to make sure it gets the kind of promi-
nent placement it deserves, that the FCC says cable
broadband doesn’t have to have any open access. The
cable monopoly that controls your television will, also,
be able to control your access to the Internet. And very
soon after that the local phone companies, because they
have been lobbying, they hope to get similar deregula-
tory treatment. 

Now, as I said, this campaign has been going on for
quite awhile. Unable to get what they wanted from the
Federal Communications Commission, unable to get
what they wanted to get totally from the Congress, they
have gone to the courts. And their message is consis-
tent. Our First Amendment rights, whether it’s
AOL/Time Warner asking that the cable ownership
caps be overturned or the television networks saying
that the caps on broadcast network ownership should
be overturned, our First Amendment rights restrict the
ability of the government to do anything around own-
ership. Any concern about ensuring diversity of owner-
ship, diversity of access, competition, free flow of ideas,
violates our First Amendment rights. And when you
read their filings and their pleadings, which I recently
did in preparing an article, what strikes me is—and
maybe because I am not a lawyer, I am a former inves-
tigative reporter and public interest advocate, so obvi-
ously this is what you do—but not even a discussion to
suggest that perhaps the public has some First Amend-
ment rights here to a diverse and open system. 

Now right after September 11th, and I knew this
would happen because there is a consistent theme of
bad taste here, the media industry began to say, wait a
second, we had a bad economy, it has gotten worse,
here we need deregulation. And, indeed, a few weeks
later, in the first week of October, Mel Karmazin, the
president of Viacom/CBS, got up at Goldman Sachs,
and if you come to my Web site, you can hear what he
said, and he said, “Well, you know,” this is a quote,
“there’s a silver lining in the September 11th attacks.” I
couldn’t believe he said that. Thank God, Mel, you’re
an idiot, because I have it on NPR and other places.
“There is a silver lining in those attacks because there is
now a lot of depressed media stocks and if only the
government would come in and deregulate us, we
could buy those stocks. And, by the way, didn’t the
government come in and deregulate after the last war,
the Gulf war? That’s why they had the ‘96 Act.” Well, I
said at the time, thank God, he is just a media executive
and not a media story because there was no relation-



MR. COLLINS: Uninhibited and wide-open and
always robust, Jeff, thank you for your comments. It’s
good to be in New York. Lenny Bruce once said that
“New York is such a sinful town, I love it.” Six months
later he was convicted for obscenity and, contrary to
popular belief, that conviction was never reversed in
the case of Lenny Bruce. But I come to not to speak
about Lenny Bruce, the book comes out in October, but
to offer a few general observations, and I will be brief
about what Bob Corn-Revere called the spirit of free
expression post 9-11. I would like to share some of
those observations with you. 

Let me just start off with three very basic observa-
tions about the spirit of free expression post 9-11. First,
it is well to remember that this congressionally unde-
clared war is only about four months or so old. In other
words, it is still very early in the day. And what may
come if we have more terrorist bombings or more
anthrax letters may very much change the relative
restraint vis-a-vis the First Amendment. I don’t say the
Fourth Amendment, the Fifth Amendment, the Sixth
Amendment, the right to habeas corpus the Congressman
discussed, but the relative restraint as to the First
Amendment, that may well change. 

Secondly, the USA Patriot Act aside, and that is a
big aside, the government’s relative restraint may have
less to do with its respect for the First Amendment than
with the fact that there has been a paucity of vibrant
criticism of the war. Almost no one is dissenting, is how
Michael Kinsley put it. In such an atmosphere there is
little demand for legislative or executive expression of
the kind we witnessed during the First World War. I
submit to you that had we had more vibrant dissent,
the attacks on freedom of expression could be far
greater than we have seen thus far. 

Third, thus far the greatest curbs on our First
Amendment freedoms have occurred in the area of
access to information. Here we have seen restrictions
placed on press access to combat zones. You may recall
early on in the war, the undeclared war, the press was
virtually denied access to combat zones. Press access to
detention centers and detention camps, how free that
access will be remains to be seen, at least as to the
detention centers. We know, as the Congressman has so
correctly pointed out, little or nothing about the people
who are being held there and why. Press access to ter-
rorist trials and also press access, should it come to it, to
military trials or military proceedings before military
tribunals—we don’t know at all if those proceedings are
to occur, those military tribunals, what press access will
or will not be allowed. 

And, finally, we have witnessed several govern-
ment lock-downs of information vis-a-vis FOIA
requests, that is Freedom of Information Act requests.
There really has, as my colleague Paul McMasters has

pointed out, been a lockdown of information. So those
are some general observations, I submit to you, about
the First Amendment post 9-11. 

I would like to add a few other observations about
the spirit of free expression in terms of the Court’s cur-
rent First Amendment docket, and I think they are par-
ticularly germane to this group. This term the United
States Supreme Court has agreed to hear seven freedom
of expression cases. There’s actually eight First Amend-
ment cases before the Court, but seven of them—by
before the Court, I mean in which they’re granted certio-
rari—so they granted cert. in seven freedom of expres-
sion cases. They have likewise declined to hear 16 free-
dom of expression cases. Now of the various free
speech cases before the court, one of the most impor-
tant, although there are a number of them that are quite
important, but one of the most important is City of Los
Angeles v. Almeda Books. That is the zoning case pro-
hibiting the operation of more than one adult business
at a single location. More specifically, the Almeda Books
case involves the application of the secondary effects
doctrine about which my colleague and others have
already written extensively, including, I think, Paul
McMasters had a publication in your own Journal here
about the secondary effects doctrine, so I will not add to
that. But if, as is suspected and indicated by oral argu-
ments in this case, the First Amendment claim is
denied, I think it portends ill for the future of what I
will label real world or face-to-face expression. 

Just in a nutshell, let me just say what my concern
is. I think our protection, as in Ashcroft v. ACLU and
these other cases involving online freedom, I think it
has to be vigorous. I think it has to be robust. I think it
has to be constant and I think we can give no ground.
What I’m concerned about is that there seems to be an
increasing tendency by the United States Supreme
Court to diminish the coin of First Amendment protec-
tion in what I call real world or face-to-face expression
context. And let me give you some examples if I may. 

With alarming frequency, the Court has imposed
even greater restrictions on real world or face-to-face
expression. It has done so, one, by broad applications of
the time, place and manner doctrine. Two, by broad
applications of the secondary effects doctrine. It’s all
well and fine to have a case like Miller v. California, the
one that Marjorie referred to, problematic though it is,
but when that case is being chipped away by time,
place and manner doctrine by the secondary effects
doctrine, one begins to wonder. Third, the relatively
narrow application of the public forum doctrine. Cer-
tainly this is an area that the public interest advocate
should be very concerned about as to what is happen-
ing to the public forum. Four, an increasingly lax atti-
tude towards anti-picketing laws. And, fifth, a relax-
ation of the Friedman v. Maryland requirements on prior
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there and you should have some elements or require-
ments of proof and people should have right to counsel.
Very important. Very troubling concept that this is
going on at the same time as has been noted speaking
out in that area is hardly very popular and everyone is
afraid of being labeled as supporting terrorists. 

But there are groups out there that are speaking.
There are groups like the National Coalition Against
Censorship—Joan Bergman is in the audience. Marjorie
is a member of that group as well, on the Board as well.
They are taking tough positions and it is not always
easy. I urge you to go on her Web site, <ncac.org>; is
that correct, Joan? That’s what I think, people do need
to speak out, although it’s hard and we get a little nerv-
ous about speaking out because nobody wants to be
labeled inappropriately. I also sometimes wonder if we
are that concerned about nabbing terrorists. Why are
we sort of nickeling and dime-ing and concerned with
things when it comes to issues like checking on who’s
been selling guns, gun shows. Who has been buying
guns? The administration all of a sudden just doesn’t
want to know. Inappropriate area to go to. It’s okay to
look at other things. But I don’t know. If I was with the
FBI, I’d think the FBI would want to know who is buy-
ing guns, who has been filing applications. But the Jus-
tice Department doesn’t want to go there. If you’re real-
ly concerned about terrorism, I want to know who is
buying guns everywhere. Terrorists buying it? Maybe
not, but why wouldn’t we want to know and why are
we taking a pass at gathering information that could
affect our security now and in the future. So I find that
troubling. 

With respect to industries and the way we operate
and the video game industry, we had—a number of our
members had—games that featured the World Trade
Center. Some had planes flying around the World Trade
Center. Some of those games were pulled briefly. Some
covers were changed. In fact, good, bad or indifferent, I
think it’s you’re responding to public tastes and
demands. And it’s like anything else, not every product
was pulled. There are probably hundreds of products
with the World Trade Center in them, but I think in
some cases, whether it was Hollywood or the video
game industry, in a rare moment of good taste stepped
back and said we’re going to respect public sensibilities
and do the right thing. Most of those products are back
on or they have been reconfigured a little bit to remove
some things that people might consider inappropriate. I
think that was the right thing to do. I think certain acts
where industry takes a lead and behaves responsibly
does make sense. I don’t consider that self-censorship
but acting responsibly.

MR. CORN-REVERE: Thank you. Ms. Heins.

MS. HEINS: I am going to try to be very brief so we
can have some opportunity to have an exchange. I just

restraints in the context of park permits. The net effect
of such rulings in these five categories is an increase in
government power to restrict real world or face-to-face
expression. It’s almost as if government has said, well,
we don’t want any adult businesses in our area and
we’re willing, if you want to have access to that, at least
for the time being, to let you go to the Internet. If we
can get to that, we will but, for the time being, there has
been quite a bit of a shutdown there. 

So in conclusion, while there is, of course, a great
need to protect online expression as in the case Ashcroft
v. ACLU and other cases indicate, that legitimate con-
cern should not blind us to the equally great needs to
safeguard more traditional venues of freedom of
expression. Thank you very much for having me, and I
will leave you with this. Like Lenny Bruce one said:
“We all need a First Amendment lawyer who rocks or
swings with the First Amendment in that spirit.” Thank
you for having me.

MR. CORN-REVERE: Ms. Markels.

MS. MARKELS: Thank you, Bob. Just a few obser-
vations on some of the subjects and what people have
been talking about a little bit. As a former prosecutor,
when I started reading about some of the different liti-
gations put on right to counsel and intercepting com-
munications between lawyer and attorney, I thought,
“Wow!” I mean I just sat back and took notes because
when I was with the DA in Brooklyn I had a 100 per-
cent conviction rate, and I figured you don’t really need
the extra stuff to get to the convictions. And what trou-
bled me is the unfairness of it. Clearly, you have cases
where juries run amok, but if you sit down and you
pick a jury, you understand them and they understand
you and you weed out people you think are a little
erratic, getting a conviction is not all that hard in Brook-
lyn. But, at the same time, I think all lawyers, particu-
larly people who practice in that area, respect that there
is a process and there have to be checks and balances.
Occasionally people that are not innocent do get let out,
but I was a little surprised when you started reading
about all these limitations on rights to counsel, and it is
troubling to see people languishing in jail. 

And the story we all read about the gentleman who
was at the hotel and there was talk that the radio was
found in his room. It wasn’t true. It was someone else’s
radio. And we think about what if this pilot never came
forward and said “it was my radio.” You’d have some-
one who is arguably innocent or is innocent just lan-
guishing in jail without counsel, and I think that’s trou-
bling. I think it says a lot about society when in an
effort to protect ourselves, we restrict the rights of other
people. I am not a bleeding-heart liberal with respect to
convictions and putting people in jail that are guilty. I
think people that are guilty should be punished. But I
also think we should make a little effort into getting



wanted to pick up on a couple of things that have been
raised before. 

Congressman Nadler mentioned Internet filters. A
favorite bête noire of mine is because what they do is
appalling, and we’re not talking about industry self-reg-
ulation or parental empowerment here because, in
addition to some of the legislation he has mentioned,
we already have on the books a third of the Internet
censorship laws that Congress has passed. This one is
called CHIPA, Children’s Internet Protection Act, and
just as Congressman Nadler noted with relation to the
titles of bills, when you have something called Chil-
dren’s Internet Protection Act, you’re not going to get a
lot of negative votes. And this one is in some ways
more troublesome than the criminal censorship laws
that we have seen on the Internet, the CDA and COPA,
because this one requires that every school and library
in the country that receives federal financial aid, for
example, to raise assistance for getting online filters
installed. And these filters are manufactured by private
companies; they don’t even let you know what their
blacklists are; they give you broad categories. You don’t
know what is actually being blocked in this category,
unless you try to find something. Congressman
Nadler’s favorite example is Dick Armey’s site. Mine
would be Archie R. Dykes Memorial Library at the Uni-
versity of Kansas. There are about a dozen copies out-
side of a public policy report on Internet filtering which
my project did and it really just pulled together all the
studies we could find. And the notion is to give the
information to policymakers, educators, students, par-
ents, everybody who is confronted with this law or
with the Internet filtering issue in general, because
sometimes people think, oh, chicken breasts or Dick
Armey, these are funny aberrations. They are not aber-
rations. And the filter companies are making a bonanza
off this law. 

One other thing they do, of course, to relate it back
to 9-11 and the whole issue of political dissent is among
their categories that you can choose to filter, and many
schools may choose to do this, are categories like anar-
chism or terrorism or intolerance and you really don’t
know what’s in there, but a lot of political dissent is
going to be in those categories. I think I’ll just stop here
and let’s have a conversation.

MR. CORN-REVERE: Well, we have heard about a
range of topics from the U.S.A. Patriot Act to Internet
filtering to FCC ownership restrictions, a wide choice of
things to talk about and ask questions about. I’d like to
start just among the panel members and see if there are
any questions or comments any panel members would
like to make and I will be taking the prerogative, Jeff.

MR. CHESTER: I have one, though.

MR. CORN-REVERE: I’ll start and then you can ask
yours. I notice that among these ranges of topics that
people have raised, most of it complains about too
much government power, particularly as it relates to
free expression. The issues that you raised about the
ownership restrictions called for a greater exercise of
government power over media companies. And I’m
thinking in particular of a newspaper broadcast cross-
ownership rule which really had its origins in the
Nixon administration when the President was con-
cerned about adverse Vietnam war coverage. So this
was then imposed on media companies.

MR. CHESTER: That’s not totally the history of it.
That’s your version of it. Let me add one thing that
wasn’t totally mentioned. Because I was part of a coali-
tion of groups pushing for Internet privacy and
expanding privacy online. And in my former organiza-
tion we got the only legislation through COPPA so they
can’t collect the data on kids under 12 without parental
permission. 

Since September 11, what’s happened is any
attempt to really raise a debate to protect privacy online
and elsewhere has really sort of disappeared. The
momentum behind it has disappeared. This is perfect
for the corporate political agenda of the industries. All
of these major media companies have been fighting
Internet privacy and digital media privacy protection.
Go on my Web site at <democraticmedia.org> and look
at my exposé of interactive television and data collec-
tion right on the home page, and you will see what the
endgame is here. That the big companies want to be
able to and are developing technologies so they will be
able to track every time, not only online, but when
you’re watching interactive television. Learning sophis-
ticated databases that create incredible profiles of your
behavior and your kids’ behavior and the system
allows for microtargeting and the elections are going to
be run by them. 

So you have to sort of balance this. What the indus-
try wants is a system that enables them to hear and
understand what is going on with individual viewing
and interactive participation with the electronic media
environment and then to target you. I don’t believe in
censoring on the First Amendment grounds the compa-
nies push with violent stuff. Frankly, as a parent I’m
concerned about it. They make their decisions about
what they want to buy, they buy cheap stuff, they are
flooding the market with it; but let me tell you some-
thing, their political agenda against privacy protection,
their political agenda that will allow them to do this
kind of microtargeting will enable them to know what
exactly, what way, a kid is vulnerable and a prospect for
the violent video game and the toys and all that, let
alone the other stuff. So they are creating a culture
which will be incredibly commercialized, incredibly

32 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1



NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1 33

company they control everything, then they control the
country and freedom of speech has to be not only the
freedom against government to listen but the freedom,
in effect, to be able to talk. And if you can only talk to
the people in this room, but five companies or three
companies control the ability to project anything and
can censor anybody, they can all make sure there is only
uniformity of the opinion, then you’re not going to
have free government in this country. 

So we have to stop going down that route and go
down the other route and make sure that there is a
democracy which is premised on the assumption that
there’s an open, robust, uninhibited debate and you can
choose from among competing opinions. But if you
never heard competing opinions because very few peo-
ple control what you hear or see, you can’t have a self-
government in any real meaning. And that’s a danger
that doesn’t come from the government, it comes from
large media companies, increasingly fewer media com-
panies and the only agency that can control it is govern-
ment. So it isn’t a question only of which is the tradi-
tional way of looking at greater or lesser government
power, it is the question of exercising the government
power to retain and promote the ability of people to get
and share and project information and not allow one or
two or three people or companies to seize and monopo-
lize that power.

MR. CHESTER: Can I say something? I thank you,
Congressman. I hope you will speak out because in a
few weeks the Federal Communication Commission
will announce that cable broadband is not going to be a
telecom service where open access is required by an
information service which, under the ‘96 Act, is basical-
ly deregulated. That will allow the company that
owned the wires, and you can have two companies in
control of the entire cable and most of broadband.
You’re going to have AOL/Time Warner and after the
merger sales go through in a few weeks or over the next
year, Comcast, AT&T, Microsoft, these are the three
partners. They are going to control because of no own-
ership rules, no open access. So it’s very clear. It’s two
companies. Two companies, there won’t be any owner-
ship limits, without any open access. This is their politi-
cal agenda and this is a major threat. And the fact part
is what we’re simply asking the government to do—
and what the companies are resisting which makes me
very anxious—is, open access means a policy of non-
discrimination. You have to treat me like you treat
yourself, and they don’t want that policy. I suggest to
you that we are setting ourselves up for a major prob-
lem here.

MR. CORN-REVERE: Marjorie.

MS. HEINS: I basically agree with you both. I think
the work you are doing is very important, Jeff. Part of
the problem here, of course, is the way courts have

invasive and because you don’t have open access, the
alternatives that parents and others really need to
grasp, whatever the public broadcasting is going to
look like in the 21st century, what are the alternatives
beyond “Sesame Street.” They are going to be harder to
access. That’s not my issue but I just sort of want to pre-
vent it. You have to really look at what the media
industry is doing here when you come to their defense
and start raising some concerns about what the
endgame is here.

CONGRESSMAN NADLER: I have to say a couple
of things. First of all, it’s startling when you mention
that the media companies are going to develop this
interactive software—very, very specific profiles of
every individual presumably for the purpose of market-
ing. I also presume that those profiles will be subject to
subpoena in criminal prosecutions or in commercial liti-
gation, because I don’t see what would protect them
offhand. So that’s another danger. One of the things
that some of us are trying to do, I must say this as a tan-
gent here, is that when the government subpoenas an
ISP to know what you’re logging on to, at least you
ought to get a copy of that subpoena so you can move
to quash because the ISP has no particular interest in
whether that subpoena should be honored or not. It is
just as easy to give it up. 

Let me say one other thing. I agree with essentially
what Mr. Chester is saying. I mentioned I was one of 16
people to vote against the Telecom Act of 1996. There
were two reasons. One is because it had the Communi-
cations Decency Act in it, which I thought was uncon-
stitutional, but the other was it started down the road, it
reduced ownership restrictions. It increased the ability
of one media empire to own more outlets. And the fact
is, the First Amendment was developed at a time when
the power that might be a tyranny, that might exercise
tyrannical power could only be conceived of as govern-
ment. You didn’t have large corporations, or joint stock
companies were just starting, you didn’t have large cor-
porations that controlled what you saw or heard or
read or did anything else. And freedom of speech was
envisioned as freedom from government suppression of
speech because anybody could go out and print a pam-
phlet and that’s what you had. 

Today I don’t know if it’s an equal or greater or
lesser danger than government suppression but a very
large danger that increasingly if you have fewer and
fewer outlets, if five companies end up controlling
essentially all the people hear and read and see and
control 99 percent of the information and because of
lack of open access paradigm in the Internet, you don’t
even know what else is out there, yeah, you can put
anything you want on the Web site but no one will ever
hear of it because under broadband you can’t get to the
ISP carrier or whatever. If five companies or three com-
panies or with mergers probably eventually two or one



interpreted the First Amendment. It’s a restriction
almost exclusively on government activity. So when we
get into the area of corporate censorship we are in very
legal limbo. And when it comes to regulation, I think
it’s important to distinguish between content-based reg-
ulation and content-neutral regulation. I don’t think
there is a First Amendment problem, Time Warner et al.
to the contrary notwithstanding, with government con-
tent-neutral antitrust-type regulation that puts restric-
tions on the economic power and, therefore, the media
power that these companies have, and government reg-
ulation of that access on equal terms. And, hopefully,
the courts will begin to recognize that when the corpo-
rate media comes in with First Amendment complaints,
with complaints about this content-neutral, antitrust-
type regulation or public access regulation and wrap it
in the First Amendment they are misusing the First
Amendment and that is a bogus First Amendment
claim. When it comes to content regulation we are in a
very different place, and that’s the main distinction I
would make. 

Another point is that since it is a very important
First Amendment value, although the courts have not
really recognized it, for the government; which, the
government certainly ought to have an obligation to try
to promote diversity and access, to prevent the monop-
olization of the media, another important way to do
that, in addition to regulating on antitrust-type
grounds, is public funding of diverse speech. And here
we get into the whole area of schools, libraries and,
dare I say it, public broadcasting and the National
Endowment for the Arts, and the crises and traumas we
went through in the ‘90s over imposing content regula-
tions, essentially censorship provisions on public fund-
ing of artistic expression broadcasting and so forth have
had a deleterious effect on that diverse marketplace of
ideas because it is the less mainstream, the arguably
indecent, the arguably disrespectful, the questioning,
the controversial speech that is the speech that is not
getting through and that needs the public funding. And
when we have restrictions imposed by people like Jesse
Helms, on agencies like the NEA not being able to fund
any art that is indecent or disrespectful and political
pressures being brought to bear on funded non-profits
that we are also reducing the marketplace.

MR. CORN-REVERE: Let’s go to the audience for
any questions or comments in the 10 minutes or so we
have remaining.

AUDIENCE MEMBER: I wonder if you could com-
ment on this. It was reported recently that government
or various government officials met with various mem-
bers of the Hollywood studios to discuss, I think it was
framed, as ways in which they could be of help, it’s
probably propaganda, whether you think that’s a good
thing or bad thing and I wonder if the panel members

could comment on the issues that kind of meeting
would raise.

MR. CHESTER: I left that out, that was the one of
the other things. I’m not saying there aren’t well-mean-
ing people in Hollywood here, but there is no question
in my mind that Jack Valenti, et cetera, organized it.
And, really, if you go to the television academy Web site
and see what their president said, basically the presi-
dent of the television academy said we need to do
propaganda for you. But this, once again, is part of the
reason the MPAA and the studios which are now
owned really by the cable companies here, except for
Universal which has the Bertelsmann connection now,
and now they have a piece of EchoStar. 

So, look, there is no doubt about it, this is part of
the political lobbying campaign. This is part of you
scratch my back, I scratch your neck. It happens all the
time, and it is unfortunate, but we’re playing ball here.
Come on, guys. Get rid of the ownership rules, get rid
of open access, play ball. That’s part of it. And the fact
is, by the way, I just want to say that in fighting the
cable ownership, who came in on our side, the con-
sumer unions, or the Federation of America, that’s my
coalition, but who came in on our side, saying there is
no real competition in the entertainment industry? The
Writers Guild. Go on our site and see what the Writers
Guild said. The powerful writers and half the billion-
aires in Hollywood are saying there is no marketplace
in Hollywood anymore because these three or four
folks own everything.

AUDIENCE MEMBER: I think the tale you tell is a
very chilling tale. It sort of reminds me of a film, Meet
John Doe, a Frank Capra film where the concentration of
wealth becomes so great they can control messages or
change the message overnight. And I think you really
gave a great call to action. I am not sure what we can
do except to write letters. But I found it moving. 

The question for Congressman Nadler, which may
sound like bomb throwing but he made a very good
point. Although I agree with your due process argu-
ments and I agree with all the concerns and maybe the
press was used improperly, an Israeli newspaper quot-
ed a court justice in Israel who brought up the argu-
ment which says if you caught a terrorist and he had
knowledge of a dirty bomb coming to New York harbor
and you had him in a room probably within the next 24
hours where that dirty bomb was and how to stop it
and save 500,000 lives, where would the Constitution
come in, in your mind at that point, and where would
extrajudicial action—we’re fighting a different foe.
What would be your view on that, taking into concerns,
legitimate concerns, of civil liberty and due process and
getting a lawyer, and 24 hours later we are talking
about a dirty bomb heading for New York harbor?
That’s my question.
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United States. And they want to spend $90 billion on
that. I think that’s a waste of money because if a rogue
nation has one, two or three or four nuclear bombs,
they are not going to put it on a missile because you’ll
know where the missile came from and that country
will cease to exist 30 minutes later with retaliation. But
if they want to bomb the United States, they will put it
into a ship and suddenly New York or Los Angeles or
San Francisco will have a nuclear explosion and nobody
will know who did it. There I would rather spend
whatever billions it takes to protect our ports. I’d rather
take that kind of action than worry about your situa-
tion.

MR. COLLINS: I would like to add comments to
what the Congressman said. If I could hurl the bomb
back, I think that question is a very loaded one. It is
precisely the one that Erik Strom raised several years
back in a book that he wrote and the purpose of that
book was calling on Americans to accept the paradigm
of justice, not so much based on our Bill of Rights, but
based more on an open-ended kind of clear and present
danger approach, if I can use that verse, as he said was
used in Israel. In that book he called upon the relax-
ation of the First, Fourth, Fifth, Sixth, Eighth Amend-
ments rights and all suspension of the writ of habeas cor-
pus. 

I think the problem with your hypothetical is, first
of all, it assumes—basically assumes that the person in
question is guilty. In other words, we don’t really need
to know anything about this person, he is guilty. What
we need is the precise information. That’s very prob-
lematic that you have that. Precisely the reason we have
our constitutional guarantees, one through nine, I don’t
include 10, maybe, if you forgive me, is that you cannot
assume someone’s guilt without some modicum of
process. Also, I think the problem that is suggested by
the hypothetical is that it creates a paradigm. It’s not a
one-time use; it’s not just this case and never again. It
becomes a paradigm that is used again and again and
again in any variety of cases. And when that happens,
you see the virtual annihilation of the Bill of Rights. So I
think we should take strong exception to what Ariel
Sharon and others suggested about diluting our system
of constitutional justice in this country in the name of
such hypotheticals—even if, even if they could exist
with that degree of specificity that you suggested in
your hypothetical.

MR. CORN-REVERE: I am afraid we are out of
time. I would like to thank all of the panelists for their
thoughtful participation and the audience. Thank you
very much.

Thanks to Joyce Silver of Ellen Grauer Court
Reporting.

CONGRESSMAN NADLER: It’s a very difficult
question. Thankfully, we have not faced that situation.
Traditionally, you have a different question. Put it a lit-
tle more realistically—you are a combat commander,
you’re a lieutenant and in Guadalcanal, or wherever,
and you’ve got a Japanese prisoner and he knows
where the enemy machine gun nests are. You have to
charge them in a few minutes. And either he tells you
where they are and saves some lives in your platoon or
he doesn’t and your platoon gets mowed down by the
machine gun nests. We have never judicially justified
that, but there are any number of anecdotes of you take
two prisoners, you shoot the first one and the second
one tells you where they are. That’s happened. Nobody
has ever been charged under that. The problem, of
course, you know Alan Dershowitz asks the question,
do you torture the guy to tell you where the bomb is,
make it a nuclear bomb, even worse. Hard cases make
bad law. The problem with answering the question in
the affirmative is that you will find that we will start
disregarding all Constitutional civil liberties protections
for speculative situations. I am not going to answer that
question because we haven’t been faced with it. I hope
we are never and I don’t know how you can provide
for it in law without destroying everything we have
built up in the last few hundred years since the Magna
Carta. You can posit such situations on a large scale,
like with the dirty bomb, but I can’t think of an instance
in American history where that has really happened on
any large scale. 

It is interesting that you ask me the question about
the dirty bomb coming in a ship because I’m drafting
legislation right now which is going to be denounced as
radical and expensive, and it is certainly expensive leg-
islation, which says that every container about to be
loaded on any ship—and there five-and-a-half million
containers that come into the United States—must be
inspected by an American inspection team in the for-
eign port before—and sealed and certified before it gets
on the ship. And if you’re in Hong Kong or Singapore
or Vladivostok and don’t want to permit American
inspection teams to do that, then you don’t trade with
the United States. Point one. And point two, that the
Navy or Coast Guard would have to board every ship
100 miles or 200 miles out and inspect the entire ship,
not just the containers and those accessible on top to
make sure the seals are still sealed, but look every-
where, in the hold, in the engine room, in the captain’s
stateroom, in the galley to make sure there isn’t a suit-
case nuclear bomb there before you let that the ship
within 200 miles of American shoreline. 

By the way, the President and a lot of the people are
pushing the missile defense system on the grounds that
you may have one or two or three rogue nations, Iraq,
Iran, North Korea which might have the capability of
launching one, two or three nuclear missiles to the



Waits v. Frito-Lay, Inc.: A “Step Right Up” for the
Right of Publicity
By Jeffrey H. Schulberg

The voice of Tom Waits has been described as “how
you’d sound if you drank a quart of bourbon, smoked a
pack of cigarettes and swallowed a pack of razor blades.
Late at night. After not sleeping for three days.”1 Such a
distinctive voice is protected from imitation by a com-
mercial advertiser, as the Ninth Circuit Court of Appeals
held in Waits v. Frito-Lay, Inc.2 However, the ground-
work for Waits’ victory was set four years earlier by fel-
low musician Bette Midler. Building on the Ninth Cir-
cuit’s decision in Midler v. Ford Motor Co., Tom Waits
forced the courts to extend even further the control that
an artist has over his identity so that any voice that is
widely known and distinctive is protected from voice
misappropriation when the primary purpose behind the
use is commercial exploitation, no matter what degree of
fame or success the entertainer has attained.

Background
In developing an advertising campaign to introduce

a new Frito-Lay product, Tracy-Locke found inspiration
in a 1976 Tom Waits song, “Step Right Up,” itself a
“jazzy parody of commercial hucksterism,” consisting of
a succession of humorous advertising pitches.3 Tracy-
Locke approached Waits about endorsing SalsaRio Dori-
tos. However, he declined, maintaining a policy of not
doing commercials.

Tracy-Locke auditioned a number of singers who
could imitate Waits’ voice. One such applicant was told
that his voice was too “bluesy” for what they were look-
ing for. Another applicant was Stephen Carter, a profes-
sional musician and a Tom Waits fan who had con-
sciously perfected an imitation of Waits’ voice.4 Carter’s
imitation was so convincing that Tracy-Locke’s execu-
tives were concerned about legal problems from its use.
They consulted the company’s attorney, who advised
that although there was a risk of legal problems due to
Midler, a recent case recognizing the protectability of a
distinctive voice, a suit by Waits would not stand
because there was no protectability of a singer’s style of
music.5

The advertisement for SalsaRio Doritos ran on over
250 radio stations in 61 markets in September and Octo-
ber 1988.6 In November 1988, Waits sued Tracy-Locke
and Frito-Lay, alleging claims of misappropriation under
California law and false endorsement under the Lanham
Act. A jury awarded Waits $375,000 in compensatory
damages and $2 million in punitive damages for voice
misappropriation, plus $100,000 in damages for viola-
tion of the Lanham Act.7

The Ninth Circuit Court of Appeals upheld the trial
court, reaffirming its previous decision in Midler, recog-
nizing that, when a “distinctive voice of a professional
singer is widely known and is deliberately imitated in
order to sell a product, the sellers have appropriated
what is not theirs and have committed a tort in Califor-
nia.”8

Voice Misappropriation
The tort of voice misappropriation, commonly

referred to as the “Midler tort” is a species of violation
of the right of publicity, which constitutes the right of a
person whose identity has commercial value to control
the commercial use of that identity. When the voice is a
sufficient indication of a celebrity’s identity, the right of
publicity protects against its imitation for commercial
purposes without the celebrity’s consent. 

The Supreme Court recognized the authority of
states to protect entertainers’ right of publicity in Zacchi-
ni v. Scripps-Howard Broadcasting Co.,9 by endorsing a
state right of publicity law to be in harmony with feder-
al patent and copyright laws.10 Hugo Zacchini was an
entertainer who performed 15-second “human cannon-
ball” acts.11 A freelance reporter videotaped his act, and
the video clip was aired on the news.12 The Supreme
Court allowed Ohio to provide Zacchini with the “right
to publicity value of his performance,”13 and stated that
“the Constitution does not prevent Ohio from making a
similar choice here in deciding to protect the entertain-
er’s incentive in order to encourage the production of
this type of work.”14 However, most courts have been
reluctant to grant relief to plaintiffs based on Zacchini
unless the cause of action was premised on copyright
law or the tort of commercial exploitation of name or
likeness. At least one court has noted that Zacchini is a
“narrowly drawn opinion effectively limited to its
facts.”15

The Ninth Circuit was one such court. In Midler,
Ford Motor Co. and Young & Rubicam, Inc. embarked
upon an advertising campaign in which they tried to get
original singers to perform their popular songs.16 After
Bette Midler’s agent informed the agency that she was
not interested (like Tom Waits, she had a personal policy
of not doing commercials), the agency found Ula Hed-
wig, a long-time backup singer for Midler. The agency
instructed Hedwig to sound as much as possible like the
Bette Midler song, “Do You Want to Dance.” After the
commercial spot aired, many people remarked to Midler
that they thought she was the singer.17 Midler subse-
quently sued Ford and Young & Rubicam. After the Dis-
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cial reputation of which to speak. Commentators have
noted that “Waits is more a cult figure than a household
name,”29 and have even suggested that Waits use his
award money to hire a good publicist, because no one
seems to know who he is.30 In other words, Tom Waits is
no Bette Midler. 

The defendants in Waits argued that because Waits
has not achieved the level of celebrity that Midler has,
he is not well known under the Midler standard.31 How-
ever, the court rejects this argument, as it would have
excluded from legal protection the voices of many popu-
lar singers who fall short of the level of super-stardom
that Bette Midler has achieved.32 Waits’ degree of fame
should not be an issue, as long as he is “widely
known”33 which, the district court and the Ninth Circuit
agree, the “great weight of evidence produced at trial
indicates.”34

Finally, an entertainer of any degree, whether a
well-known or a “prestige” artist, may be damaged by
appearing in an advertisement when the performer has
repeatedly staked a reputation on denouncing the com-
mercialization of his or her craft.35 It appeared to be very
important to the courts in both the Midler and Waits
decisions that the artists had refrained from participat-
ing in commercial endorsements. This seems to leave
open the question of whether an entertainer who makes
a living endorsing products, or “selling out,” would be
entitled to the same protection that Midler and Waits
were given in their respective cases. Accordingly, one
could argue that an entertainer who participates in
numerous commercials cannot complain about damage
to reputation when his or her voice is misappropriated
in a commercial for which the artist did not give
approval, as that artist may already be commonly
known as one who regularly endorses products. How-
ever, the opinions in Waits and Midler can be expanded
to require the law to protect a celebrity who has done
endorsements in the past, but who believes that an
advertiser appropriated the artist’s likeness for a prod-
uct that he finds distasteful or particularly shoddy.

Is Midler Constitutional?
Frito-Lay’s strongest argument was that Midler was

unconstitutional because it ignored Sears Roebuck & Co.
v. Stiffel Co. and Compco Corp. v. Day-Brite Lighting which
allowed courts to reject entertainers’ challenges to imita-
tions of their performances based on federal copyright

trict Court entered summary judgment in favor of the
defendants, the Ninth Circuit overruled the decision and
held that the imitation constituted voice misappropria-
tion under California Law.18

Since Midler’s claim did not fall under the Califor-
nia Civil Code § 3344, which protects only the use of a
person’s name, voice, signature, photograph or likeness,
the Ninth Circuit had to find another common law rem-
edy that was not precluded by the statute.19 Since a
companion statute concerning deceased persons identi-
fied such rights as property rights, the court analogized
from these statutes a common law right of publicity and
concluded that in California, appropriation of the attrib-
utes of one’s identity is a tort.20 Thus, because a voice is
distinctive, personal and “one of the most palpable ways
identity is manifested,” imitation was actionable.21 The
court was obviously aware that it was breaking new
ground, so it limited liability to instances where the pro-
fessional singer has a distinctive voice that is widely
known and is deliberately imitated to sell a product.22

Distinguishing Midler
The Waits decision is much more than a sequel to

Midler. The Ninth Circuit did not go so far as to hold
that every imitation of a voice to advertise merchandise
constitutes a cause of action, so the question continued
to loom after Midler as to how far the court would go to
broaden a celebrity’s right of publicity, so that all
celebrities had the right to maintain exclusive control
over the commercial uses of their identities.23

Many critics may attempt to distinguish the case
from Midler, which created the California tort of voice
misappropriation, and claim that Waits is not a proper
case for recovery under the relatively new tort law.24

Such critics may argue that the Waits defendants, unlike
the Midler defendants, did not deliberately intend to
imitate Waits in order to sell their product or that Bette
Midler is a more well-known singer than Tom Waits and
thus deserves more protection.25

The first argument must fail however, because as in
Midler, where the defendants’ intent to imitate Midler
was clear, the defendants in Waits similarly intended to
imitate Tom Waits’ voice. This was evidenced by the fact
that Tracy-Locke had Waits’ song “Step Right Up” in
mind when it formulated the idea for the commercial.26

In addition, Carter was recommended to the advertising
agency as someone who could do a good Tom Waits
imitation.27

The second argument would also fail, as Waits
stands to extend the right of publicity to protect lesser-
known performers from voice misappropriation.
Although Tom Waits has produced seventeen albums in
the past twenty years, he has never had a top-ten hit,
and neither he nor his music was recognized by the jury
before trial.28 In essence, Waits has proven little commer-

“It appeared to be very important to
the courts in both the Midler and Waits
decisions that the artists had refrained
from participating in commercial
endorsements.”



preemption. This argument failed for a number of rea-
sons.

First, state laws are subject to preemption under the
supremacy clause of the Constitution only if the state
law “actually conflicts with a valid federal statute” or
“stands as an obstacle to the accomplishment and execu-
tion of the full purposes and objectives of Congress.”36

The Zacchini court had stated that “States may hold
diverse viewpoints . . . in protecting intellectual proper-
ty relating to the subject matter of copyright. The only
limitation on the States is that in regulating the area of
patents and copyrights they do not conflict with the
operation of the laws in this area passed by Congress.”37

Thus, although the 1976 Copyright Act was not yet in
effect, the Zacchini court expressly mentioned the possi-
bility of federal preemption, but held that the state right
of publicity was not preempted by federal law.

Similarly, noting that Waits’ infringement claim con-
cerned his voice, rather than the infringement of copy-
rightable subject matter such as a sound recording or
musical composition, the court stated, as it had in
Midler, that “a voice is not copyrightable. The sounds
are not ‘fixed.’”38 The Midler court, correctly considering
a voice to be something inextricably linked to the intan-
gible property rights of one’s identity and distinct from
what may be protected sufficiently by copyright law,
had found that a voice was not a work of authorship
fixed in any tangible medium of expression, and there-
fore was not copyrightable subject matter.39 Thus, since
the elements of identity and likeness that are protected
by the right of publicity do not fall within the subject
matter of federal copyright law, the federal law does not
preclude a celebrity from recovering for an infringement
of his or her publicity rights.40

In addition, a state right is not equivalent to copy-
right, and thus is not subject to preemption, if the state
cause of action contains an element that is absent from
the cause of action for copyright infringement.41 The
court in Waits went even further than Midler had gone,
stating that “the evolving common law rights of privacy,
publicity and trade secrets . . . remain unaffected [by the
preemption provision] as long as the causes of action
contain elements, such as invasion of personal rights . . .
that are different in kind from copyright infringe-
ment.”42 As the California right of publicity cause of
action (in addition to being infringed by reproduction,
distribution or display) also requires a minimum
demonstration that the defendant profited by injuring
the plaintiff’s intangible, publicly recognized identity,
the right of publicity requires extra elements beyond
those of copyright law, and therefore evades preemp-
tion.43

Finally, Waits’ claim focused on whether the defen-
dants had misappropriated Waits’ voice itself and not
simply his style, and whether Waits’ voice was widely

known to give him protectable right in its use. There-
fore, since these elements were different in kind from
those in a copyright infringement case challenging the
unauthorized use of a song or recording, Waits’ claim
was not preempted by federal law.

Thus, the fact that voice is not a copyrightable sub-
ject matter, coupled with the fact that the California
right of publicity requires elements beyond those
required for infringement of copyright, proves that the
California right of publicity is not preempted by federal
law.

Expanding Midler: Damages
The Waits decision is much more than a sequel to

Midler. In addition to extending the right of publicity to
protect lesser-known performers from voice misappro-
priation, the damages award in Waits presents the great-
est departure from the Midler decision. In Midler, the
court propounded that a voice has economic value, and
thus limited Bette Midler’s damage award to the market
value of her voice.44 In contrast, Waits broadened the
scope of the damages spectrum and considered the pro-
priety of “mental distress” damages.45 Waits held that a
right of publicity claim for damages results when the
“appropriation of the identity of a celebrity . . . induce[s]
. . . humiliation, embarrassment, and mental distress.”46

In a show of compassion towards Waits and the mortifi-
cation and humiliation that he suffered, the Ninth Cir-
cuit affirmed the compensatory damages awarded by
the jury.47

The Ninth Circuit also upheld the jury’s punitive
damages award, noting that Midler provided notice to
the defendants that professional singers have the right
to control the commercial use of their distinctive voices.
The jury awarded $2.5 million to a man who would
have received only $100,000 had he actually done the
commercial himself.48 Waits reveals the Ninth Circuit’s
continuing intent to broaden the areas of protection
relating to a celebrity’s identity or persona.49

Expanding Midler: The Nature of the Use
The Waits decision also represents a dramatic expan-

sion of the publicity right defined in Midler. In the
Midler case, Ford admitted that it tried to imitate Midler
in a version of a song that she had made into a hit.50 In
Waits, Frito-Lay, like Ford, could not use the singer who
had inspired the commercial idea. Unlike Ford, howev-
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awarded $400,000 in damages by the Ninth Circuit.
Only four years later, Tom Waits was awarded $2 mil-
lion in punitive damages for voice misappropriation.
Accordingly, the verdicts will discourage advertisers
from using a previously common promotional tool.60

Certainly, the size of Waits’ judgment and the surprising
development of the protection in vocal style justifies the
caution of commercial producers and advertising agen-
cies.

In addition, most popular artists are not as reluctant
as Midler and Waits were to exploit their voices for uses
with commercial products. Commercial endorsement
contracts can involve millions of dollars and may repre-
sent a royalty stream far larger than that earned merely
through performing. “It is reasonable to suppose that
record companies and agents would at least consider the
economic incentive of such potential commercial possi-
bilities when deciding which artists to hire and pro-
mote.”61 Thus, if Tom Waits has the sole right to use a
“gravelly style” when singing, it is possible that agents
and producers would avoid bringing artists into territo-
ry already staked out by a celebrity rather than run the
risk of a lawsuit, which would result in fewer opportu-
nities for vocalists whose styles are reminiscent of any-
one famous.

While the First Amendment is unlikely to afford the
defendant’s commercial speech any protection in the
typical right-of-publicity action, the Ninth Circuit briefly
entertained the notion that a First Amendment defense
might be available for the media when it reproduces
likenesses or sounds, depending on the media’s purpose
behind using a person’s identity.62 When the defendant’s
goods or services carry a message of public or social
interest or constitute a form of entertainment, the defen-
dant may have an argument that its usage of the plain-
tiff’s identity is constitutionally protected.63 Similarly,
where the primary purpose of the defendant’s goods or
services is to disseminate information or ideas “concern-
ing newsworthy events or matters of public interest,”
the First Amendment may provide immunity for the
unauthorized use of a celebrity’s identity.64 However, if
a celebrity’s picture or persona is used merely to attract
attention, “rather than in connection with a legitimate
comment upon him or a subject of public interest with
which he is associated,” such use is not protected by the
First Amendment.65

Does Tom Waits Lose in New York?
What is most interesting about this case is that if it

was brought in New York (the other entertainment capi-
tal of the world and the home of most major advertising
agencies), Tom Waits might have lost. Under the New
York approach to right-of-publicity cases, as codified in
§ 50 and § 51 of the New York Civil Rights Law, the
statutory remedy is deemed exclusive—only appropria-

er, Frito-Lay’s sound-alike was given an original tune to
sing, a tune never associated with the plaintiff.51 In
essence, the court expanded the publicity right in voice
beyond association with a particular song to an associa-
tion with a particular artist’s distinctive voice.

In doing so, the court created a loophole by failing
to identify with any certainty the aspect of a celebrity
persona that has been infringed when another vocalist
sings in a style that reminds a number of people of the
celebrity.52 The prudent advertiser can avoid a right of
publicity claim by simply saying that it wanted to hire
someone who sang in a popular music style, with the
kind of tone, color, style and verve appropriate for the
musical composition.53 Certainly, Tom Waits cannot sue
everyone who sings in a “gravelly style” voice. If that
were the case, then the singer that Frito-Lay rejected
because his voice was too “bluesy” could sue Tom
Waits, should Waits choose to sing in a “bluesy” voice.54

This would also serve to restrain Waits from any experi-
mentation with his style for fear of losing the court’s
protection.

Expanding Midler: Which Voices Are
Protectable?

The Midler court focused on the “widely known”
prong of the test, whereas the Waits court shifted the
emphasis to the “distinctive” factor to decide which
voices are protectable.55 Waits held that a voice is dis-
tinctive if it is “distinguishable from the voices of other
singers” and “has particular qualities or characteristics
that identify it with a particular singer.”56 As a result, a
plaintiff need only prove that the defendant imitated his
or her “distinctive” voice to maintain a successful cause
of action. In sum, Waits rendered the Midler test bound-
less, and paved the way for “disproportionate awards
for cult celebrities.”57

The court in both cases took special notice of the fact
that both Midler and Waits were asked to participate in
the respective commercials but refused. However, it
appears that even if Waits and Midler had not been
invited to be in the commercials the court still would
have found the defendants liable because they misap-
propriated voices that were “distinctive” and “widely
known.”58 The court recognized in Midler that the cir-
cumstances surrounding the defendants’ use may not
matter “as long as the voice is a sufficient indicia of the
celebrity’s identity.”59 Thus, the fact as to whether or not
the plaintiff was asked to be in the commercial, while
important to the court in Waits and Midler, is not a cru-
cial fact as long as the voice that is misappropriated is
“distinctive” and “widely known.”

Practical Concerns
There are many practical concerns arising from the

Waits court’s expansion of Midler. Bette Midler was



tions of an individual’s name, portrait, picture, or voice
are actionable under the right-of-publicity rubric.66 In
addition, at least one court has acknowledged that other
characteristics existed—notably voice—by which one
may readily identify a celebrity, but which the New York
State Legislature had not included in the statute.67

In contrast, California has enacted legislation which
prohibits the misappropriation of an individual’s
“voice” or “likeness” for advertising or selling without
the individual’s consent.68 Section 3344 of the California
Civil Code provides that “any person who knowingly
uses another’s name, voice, signature, photograph, or
likeness, in any manner . . . for purposes of advertising
or selling . . . goods or services, without such person’s
prior consent . . . shall be liable.”69

Under the California approach, the statutory reme-
dy is not exclusive. California courts have reasoned that,
“because advertising has evolved from its almost exclu-
sive emphasis on pictures, print, and visual stimuli to its
present electronic incarnation directed towards a myriad
of senses, the right of publicity must be modernized as
well.”70 As a result, a person’s identity has increasingly
been defined by these courts as encompassing any trait
or characteristic that identifies a person, no matter how
it is manifested.

Conclusion
Although one commentator called the Ninth Cir-

cuit’s decision “starstruck and out-of-the-mainstream,”71

the decision in Tom Waits v. Frito-Lay, Inc. is a logical step
in the evolution of intellectual property law, establishing
a clear standard that protects musical performers from
having their public personae appropriated and used by
others for monetary gain.72

At the same time, commercial interests are still left
with a plethora of legitimate options in using popular
music to advertise products. As long as such interests
recognize and respect the media image rights of the per-
former, advertisers will have no fear of incurring liabili-
ty. One might say the Waits decision represents a “step
right up” in modern intellectual property law.

Endnotes
1. Waits v. Frito-Lay Inc., 978 F.2d 1093, 1097 (9th Cir. 1992), cert.

denied, 506 U.S. 1080 (1993).

2. See id. at 1093.

3. See id. at 1097. Also described as a “snappy patter song that
bopped through an animated parody of trite phrases used for
peddling commercial products.”

4. See id. at 1098. The commercial’s musical director warned Carter
that he probably would not get the job because he sounded too
much like Waits, which would pose legal problems (emphasis
added). See id.

5. Id.

6. Id.

7. Id.

8. Midler v. Ford Motor Co., 849 F.2d 460, 463 (9th Cir. 1988), cert.
denied, 503 U.S. 951 (1992).

9. 433 U.S. 562 (1977).

10. Id. at 573, 576–78.

11. See id. at 574.

12. Id.

13. Id. at 565.

14. Id. at 577.

15. Rogers v. Grimaldi, 702 F.2d 165 (2d Cir. 1982).

16. Midler v. Ford Motor Co., 849 F.2d 460, 461 (9th Cir. 1988).

17. See id. at 463.

18. Id. at 461–63. Midler did not bring a claim under the Lanham
Act.

19. See Richard McEwen, The Frito Bandito’s Last Stand: Waits Rocks
Performers’ Rights into the Media Age, 14 J.L. & Com. 123, 125
(1994).

20. See id. at 126.

21. Midler, 849 F.2d at 463.

22. See McEwen, supra note 19, at 127. See also 849 F.2d at 463.

23. Keith E. Lurie, Waits v. Frito-Lay: The Song Remains The Same, 13
Cardozo Arts & Ent. L.J. 187 (1994).

24. See Jennifer L. Howell, Comment, When the Lifeblood of Competi-
tion Creates a Likelihood of Confusion: Waits v. Frito-Lay, Inc., 1 J.
Intell. Prop. L. 353 (1994).

25. See id. at 367–68.

26. Id.

27. Id.

28. Paul Feldman, Tom Waits Wins $2 Million In Voice Theft Suit, L.A.
Times, May 9, 1990, at B1.

29. Id.

30. See Richard Harrington, On The Beat—The Music Industry’s Court
Hits, Wash. Post, May 30, 1990, at C7.

31. Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1102 (9th Cir. 1992). The
court rejected an instruction proposed by the defendants, which
reflected their contention that Waits is a “prestige” artist, known
only to music insiders and to a small but loyal group of fans. Id.
While Waits may fall short of the super-stardom that Bette
Midler has achieved, the court found that Waits has recorded
more than seventeen albums and has toured extensively, playing
to sold-out shows throughout the United States, Canada, Europe,
Japan and Australia. In 1987, Waits received Rolling Stone maga-
zine’s Critic’s Award for Best Live Performance and SPIN maga-
zine listed him in its March 1990 issue as one of the ten most
interesting recording artists of the last five years. Id. at 1097.

32. Id. at 1102.

33. Midler v. Ford Motor Co., 849 F.2d 460, 463 (9th Cir. 1988).

34. Waits, 978 F.2d at 1102. See supra, note 31.

35. See Patrick Buckley, Comment, The Implications of Waits v. Frito-
Lay for Advertisers Who Use Celebrity Sound-Alikes, 68 St. John’s L.
Rev. 241 (1994).

40 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1

“What is most interesting about this
case is that if it was brought in New
York (the other entertainment capital of
the world and the home of most major
advertising agencies), Tom Waits might
have lost.”



NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1 41

56. Waits v. Frito-Lay, Inc., 978 F.2d at 1101.

57. Lurie, supra note 23, at 218.

58. Waits, 978 F.2d at 1098.

59. Midler, 849 F.2d at 463.

60. Suzan Bibisi, Vocal Theft Leaves Ad World Speechless, San Diego
Union-Trib., Jan. 27, 1993, at E-8.

61. Staments, supra note 51, at 368–69.

62. Midler v. Ford Motor Co., 849 F.2d at 462.

63. Bruce P. Keller & David H. Bernstein, Comment, The Right of
Publicity: Towards a Federal Statute?, 532 PLI/Pat 413, 439–41
(1998).

64. Id. at 441.

65. Id.

66. N.Y. Civ. Rights Law §§ 55-51 (McKinney 1976). See Keller &
Bernstein, supra note 63, at 438.

67. Onassis v. Christian Dior-New York, 122 Misc. 2d 603, 472 N.Y.S.2d
254, 261 (Sup. Ct., N.Y. Co. 1984).

68. Cal. Civ. Code § 3344 (West Supp. 1989).

69. Id.

70. Id.

71. Felix H. Kent, California Court Expands Celebrities’ Rights, N.Y.L.J.,
Oct. 30, 1992, p. 3.

72. See McEwen, supra note 19, at 139–40.

Jeffrey H. Schulberg graduated from SUNY
Albany in 1997 with a degree in English Literature,
and the Benjamin N. Cardozo School of Law in 2000
with a concentration in Intellectual Property. He cur-
rently works for BMG Entertainment, where he is
Senior Contracts Counsel. In addition to working for
BMG, Mr. Schulberg has worked for the RCA Records
label, Billboard Magazine and the entertainment law
firm of Farr & Warzecha.

Thank you to David E. Malagold for his research
assistance. Also, a special thanks to Michael Sladek,
Ryan Ingrasin, Jason Black, Tresa Redburn and Tom
Waits for taking the time to read the article and for Mr.
Waits’ kind words and encouragement.

36. Edgar v. MITE Corp., 457 U.S. 624, 631 (1982).

37. Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. at 577–78
n.13 (citing Kewanee Oil v. Bicorn Corp., 416 U.S. 470, 479 (1974)).

38. Waits v. Frito-Lay, Inc., 978 F.2d at 1100.

39. See Sean Elliott, Comment, Dancing Promotions, Dodging Preemp-
tion, and Defending Personas: Why Preempting the Right of Publicity
Deprives Talent the Publicity Protection They Deserve, 73 Notre
Dame L. Rev. 1625 (1998). “The sounds are not fixed. What is put
forward as protectable here is more personal than any work of
authorship.” Midler v. Ford Motor Co., 849 F.2d 460, 462 (9th Cir.
1988). “A voice is as distinctive and personal as a face.” Id.

40. See Elliott, supra note 39, at 1648–49.

41. Waits, 978 F.2d at 1100.

42. Id.

43. See Elliott, supra note 39, at 1644.

44. Midler, 849 F.2d at 463.

45. See Lurie, supra note 23, at 190. Waits testified that when he
heard the commercial, “this corn chip sermon,” he was shocked
and very angry. Waits, 978 F.2d at 1103. These feelings “grew and
grew over a period of a couple of days” because of his strong
public opposition to doing commercials. Id. Waits testified, “It
embarrassed me. I had to call all my friends, that if they hear this
thing, please be informed this is not me. I was on the phone for
days. I also had people calling me saying, Gee, Tom, I heard the
new Doritos ad.” Id. Added to this evidence of Waits’ shock,
anger, and embarrassment is the strong inference that, because of
his outspoken public stance against doing commercial endorse-
ments, the Doritos commercial humiliated Waits by making him
an apparent hypocrite. Id.

46. Waits, 978 F.2d at 1103 (quoting Motschenbacher v. R.J. Reynolds
Tobacco Co., 498 F.2d 821, 824 n.11 (9th Cir. 1974)).

47. See Lurie, supra note 23, at 189.

48. See id. at 190.

49. See id. at 189.

50. Midler v. Ford Motor Co., 849 F.2d at 460.

51. See Russell A. Staments, Note & Comment, Ain’t Nothin’ Like The
Real Thing, Baby: The Right of Publicity and the Singing Voice, 46
Fed. Comm. L.J. 347 (1994).

52. See id.

53. See id.

54. Waits has recorded a number of songs that are blues in nature.

55. Midler v. Ford Motor Co., 849 F.2d at 463. See also Lurie, supra note
23, at 217–18.

REQUEST FOR ARTICLES
If you have written an article, or have an idea for one, please contact

Entertainment, Arts and Sports Law Journal Editor
Elissa D. Hecker, Esq.

The Harry Fox Agency, Inc.
711 3rd Avenue

New York, NY 10017
ehecker@harryfox.com

Articles should be submitted on a 3-1/2" floppy disk, preferably in Microsoft Word or WordPerfect, along
with a printed original and biographical information.



Publication, Restoration and Reliance Parties:
A Tale of Art and Statutory Construction in
the Southern District of New York
By Robert W. Clarida

In his recent decision in Hoepker v. Kruger,1 Judge
Alvin Hellerstein of the Southern District of New York
applied the Copyright Act to hold that noted artist Bar-
bara Kruger did not infringe the copyright in a 1960
German photograph by plaintiff Thomas Hoepker,
despite incorporating a large portion of the Hoepker
work into her 1990 silk screen, “Untitled 1990 (It’s a
small world but not if you have to clean it).” Moreover,
the Whitney Museum, the M.I.T. Press, the Los Angeles
Museum of Contemporary Art, Channel 13 (WNET)
and other named defendants were absolved of liability
with respect to their sale or display of the Kruger work,
or of books or gift shop items reproducing the work.
Unlike similar cases, however, the decision did not rest
on the fair use defense or the First Amendment rights
of artists, but on a seldom-litigated provision of the
Copyright Act, § 104A, under which Kruger’s work was
not even a technical violation of Hoepker’s U.S. copy-
right. This article will describe the doctrine of “simulta-
neous publication” which caused the Hoepker work to
lapse into the public domain in 1989, the restoration of
Hoepker’s U.S. copyright in 1996 under § 104A and the
dispositive effect of § 104A(d), which, notwithstanding
restoration, provided the defendants in Kruger with a
complete defense to the allegations of infringement.

ACT I: Simultaneous Publication
The Kruger court found that the plaintiff’s allega-

tions, even if true, did not state a cause of action for
copyright infringement and dismissed the claim with
prejudice. The complaint alleged that the Hoepker
photo was first published in Foto Prisma, a German
magazine, in or about 1960, “in strict conformity with
the provisions and all laws governing copyright in the
United States and Germany.”2 There was no allegation,
however, that Hoepker had registered or renewed the
work in the U.S. Copyright Office prior to commencing
the action in 2000. The work was never published in the
United States. From these allegations alone, it was
established as a matter of law that the Hoepker work
fell into the public domain in the U.S. at the end of
1988, under the doctrine of simultaneous publication.

Because Germany and the U.S. were both members
of the Universal Copyright Convention (U.C.C.) at the
time of the publication of the Hoepker photograph,3 the

plaintiff’s photograph was deemed simultaneously
published in the United States under Article II(1) of the
U.C.C., which provides that “[p]ublished works of
nationals of any Contracting State and works first pub-
lished in that State shall enjoy in each Contracting State
the same protection as that other State accords to works
of its nationals first published in its own territory.”
Thus Judge Hellerstein explained that 

in 1960, when Hoepker gained a Ger-
man copyright, he simultaneously
gained a copyright in the United States.
. . . [The U.S. copyright] ran for a term
of 28 years. Hoepker undisputedly did
not renew that copyright before the end
of 1988. American copyright protection
ended at that point, and the work
lapsed into the public domain in the
United States.4

This conclusion follows directly from the result
reached by Judge Batts of the Southern District in Barris
v. Hamilton.5 In Barris, the plaintiff’s Marilyn Monroe
photographs were first published in the U.K. in 1962, in
a newspaper which the court presumed to have carried
proper U.S. notice. The court noted that because the
U.S. and the U.K. were both members of the Universal
Copyright Convention in 1962, publication in the U.K.
had the same effect as domestic publication—for exam-
ple, it triggered statutory protection under the U.S. Act
and caused the 28-year renewal clock to begin running.

Unfortunately, the plaintiff in Barris failed to file for
renewal in 1990, thus permitting the copyright to lapse.
The plaintiff argued that his failure to renew in 1990
should not be to his detriment, however, because in
1986, prior to the end of the term, he had registered the
photos with the U.S. Copyright Office. This “premature
renewal” was rejected by the court as untimely under
the 1909 Act, which only allowed renewal to occur in
the final year of the first term: “That plaintiff was pre-
mature, as opposed to delinquent or totally remiss, does
not alter the outcome.”6 Accordingly, the plaintiff’s
copyright infringement claim was dismissed on sum-
mary judgment.7 In Kruger the status of plaintiff Hoep-
ker’s work was identical: He did not allege that any
U.S. copyright renewal was filed in or before the end of
1988. Therefore the work fell into the public domain in
the U.S. at that time. 
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U.C.C. is inconsistent with restoration under § 104A.
This observation seems to miss the distinction between
“publishing” a work in the U.S., which is defined under
§ 101 as the distribution of copies to the public, and the
doctrine of “simultaneous publication” under the
U.C.C., which merely grants to published works from
member states “the same protection as [the member
country] accords to works of its nationals first pub-
lished in its own territory.”10 Thus Judge Hellerstein
explained that “in 1960, when Hoepker gained a Ger-
man copyright, he simultaneously gained a copyright in
the United States,”11 not that the Hoepker work was
actually published here at that time, for purposes of
§ 104A.12

Hoepker’s work was therefore restored to copyright
automatically on January 1, 1996, with no need for any
filing or other action on Hoepker’s part, and was
restored to the term it would have had if it had not
entered the public domain in the U.S. Because the work
was initially published in 1960, that translates into a
valid U.S. copyright in the image until 2055.

ACT III: Reliance Parties
If Hoepker has a valid U.S. copyright until 2055,

why was his infringement action dismissed? The short
answer is that Kruger, and all of the other defendants
using her image with her consent, were “reliance par-
ties” under § 104A, entitled to continue making use of
the Hoepker work despite its restoration. Under § 104A,
enforcement of newly-restored copyrights differs,
depending on whether the owners seek to enforce them
against a new infringer or against a so-called “reliance
party.” Against new infringers, who acquired or began
exploiting the restored work after the new law was
adopted, a restored copyright is indistinguishable from
any other copyright and the owner has exactly the same
rights and remedies as with any other protected work.

Parties who began exploiting the restored work
prior to the date of enactment of § 104A, however, or
who prepared a derivative work prior to that date, are
termed “reliance parties” under the Act. Against
reliance parties, the owner of the work must file a
Notice of Intent to Enforce the restored copyright (NIE)
before pursuing an infringement action. If the owner of
the restored work filed an NIE with the Copyright
Office during 1996 or 1997, that filing constitutes con-
structive notice against any reliance party, known or
unknown. If no such filing was made in those two
years, actual notice may be served on a particular
reliance party at any time.

Upon receiving notice, whether directly or through
the Federal Register, the reliance party must cease repro-
ducing the restored work. The reliance party may con-
tinue to sell off stock of the work, however, or publicly
perform or display the work, for 12 months after the

ACT II: Restoration
Thus, as of January 1, 1989, the Hoepker photo was

in the public domain in the U.S. and, under the law
then in effect, could not ever again be subject to copy-
right protection in this country. When Barbara Kruger
created her 1990 silk screen, therefore, she had as much
right to incorporate Hoepker’s photo as to incorporate
the Mona Lisa.

On December 8, 1994, however, President Clinton
signed the Uruguay Round Agreements Act (the Act),8
which was the implementing legislation for the interna-
tional trade agreement known as the General Agree-
ment on Tariffs and Trade (GATT). There were three
substantive copyright provisions in the Act, but by far
the most significant was one added as 17 U.S.C. § 104A,
which automatically restored copyright in thousands, if
not millions, of foreign works that had previously been
in the public domain in the U.S. 

The statute defines a “restored work” as an original
work of authorship that is not in the public domain in
its source country due to expiration of term, but is in
the public domain in the U.S. due to

(a) noncompliance with U.S. formalities, including
failure to renew, lack of proper notice or non-
compliance with manufacturing requirements; or

(b) lack of subject matter protection in the case of
sound recordings fixed before February 15, 1972;
or

(c) lack of national eligibility when first published;
and

(d) which has at least one author or rights holder
who was, at the time of creation, a national or
domiciliary of a country which is a member of
the Berne Convention (“Berne”) or the World
Trade Organization (WTO).

If the work is published, it must have been first pub-
lished in a Berne or WTO country and not published in
the U.S. during the 30 days following publication in
such country.

Hoepker’s photograph fits this definition. As of the
relevant date, it was in the public domain in the U.S. for
lack of timely renewal, but was still under copyright in
its country of origin (Germany) which is a Berne/WTO
member. Finally, the complaint itself alleged that the
work was first published in Germany and never pub-
lished in the U.S. 

A recent comment on Kruger in the Copyright Law
Journal9 faults the Kruger court for applying the restora-
tion provision of § 104A to any work deemed “simulta-
neously published” in the U.S., as Hoepker’s was, opin-
ing that such simultaneous publication under the



receipt of the NIE. Under § 104A(d)(3), an additional
provision is made for reliance parties, like Barbara
Kruger, who create and exploit derivative works based
on or incorporating the restored works, where the
derivative works were created prior to the end of
1994.13 After receiving notice, and even after the 12-
month grace period has expired, these parties may con-
tinue to exploit their derivative works for the entire
duration of the restored copyright, upon payment of
“reasonable compensation” to the owner of the work, to
be determined by agreement of the parties. 

Moreover, the statute and its legislative history
clearly establish that Kruger’s reliance party status,
both before and after the service of any NIE, also inures
to the benefit of all of the other named defendants in
the action, because all were her licensees, using the
Kruger derivative work with her consent.14

Finally, it was undisputed in Kruger that plaintiff
Hoepker had never served or filed an NIE against any
of the defendants with respect to his restored copyright.
As this goes to press, he still has not done so. Therefore,
the court found that Hoepker could not maintain an
action for copyright infringement with respect to any of
the defendants. Because the accused work is a pre-1994
derivative work, it is also clear that any possible future
action, after the service of a proper NIE, would be limit-
ed to a claim for “reasonable compensation” under
§ 104A(d)(3).

Conclusion
The treaties and statutes at issue in Kruger are not

the stuff of everyday copyright litigation, but the result
is fully consistent with the equitable considerations
built into the restoration provisions of § 104A. A
reliance party like Kruger, having created a derivative
work at a time when the underlying matter was in the
public domain, should not be precluded from fully
exploiting that derivative work after restoration. Such
exploitation, moreover, should not be restricted to the
media in which Kruger herself can work effectively, but
should extend to projects carried out by Kruger’s
licensees, such as the museums and publishers named
in the action. In interpreting the statute to arrive at this
conclusion, the court reached a result, which should
serve as a model for future disputes of this kind.

Endnotes
1. Hoepker v. Kruger, 2001 U.S. Dist. LEXIS 13043 (S.D.N.Y. Aug. 28,

2001).

2. Complaint at ¶ 24.

3. Universal Copyright Convention at Geneva, Sept. 6, 1952.
Entered into force Sept. 16, 1955. TIAS 3324; 6 UST 2731. See also
Arpad Bogsch: The Law of Copyright Under the Universal Copy-
right Convention (3d ed., R.R. Bowker Co., New York, 1972) at
327 (Germany) and 636 (United States).

4. 2001 U.S. Dist. LEXIS 13043, at *4-5.

5. Barris v. Hamilton, 51 U.S.P.Q.2d 1191 (S.D.N.Y. 1999).

6. Id. at 1195.

7. The plaintiff’s attorneys in Kruger also represented the plaintiff
in Barris.

8. P.L. 103-465.

9. Vol. XV No. 6 at 71–72 (November-December 2001).

10. 2001 U.S. Dist. LEXIS 13043, at *4 (emphasis added), quoting
U.C.C. Art. (II)(1).

11. Id. (emphasis added).

12. If the comment’s points were accepted, moreover, Hoepker
would be left with no U.S. rights at all in his photo, rather than
the limited rights he enjoys for his restored U.S. copyright under
§ 104A.

13. The Copyright Law Journal comment, id., also faults the Kruger
decision for finding that Barbara Kruger’s reliance party status
was determined as of the end of 1994, noting that “the effective
date of copyright restoration is January 1, 1996.” While 1996 is
indeed the effective date of restoration, after which the owner of
a restored copyright can begin enforcing it, § 104A(d)(3) states
that a reliance party who creates a derivative work “before the
date of the enactment” of § 104A is entitled to a special exemp-
tion from normal enforcement. The date of enactment of § 104A
was December 8, 1994. This “early cutoff” of reliance party sta-
tus was designed to ensure that pirates were not given a free
pass to begin creating new derivative works in the period
between the end of 1994 and the start of 1996.

14. See § 104A(h)(4)(C) (any “successor, assignee or licensee” of a
reliance party is also a reliance party); Statement of Administra-
tive Action, House Document No. 103-316 at 997 (even after
receiving NIE, any reliance party may “sell off previously man-
ufactured stock, publicly perform or publicly display the work,
or authorize others to conduct these activities”) (emphasis added).

Robert W. Clarida (rwc@cll.com) is a partner at
Cowan, Liebowitz and Latman, P.C. in New York,
whose practice includes copyright litigation and coun-
seling for clients in media, publishing, fine art and
related fields. He represented artist Barbara Kruger in
Hoepker v. Kruger.

44 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1

WWW.NYEASL.ORG



NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1 45

Cameras in the Federal and New York Courts—
Still Unavailable
By Douglas P. Jacobs and Jennifer Ramo

said, the press’ role in the judicial process is crucial. It
acts as a “surrogate” for the people who cannot attend,8
and its presence and its ability to transmit what occurs
in the courtroom are essential to vindicating the overall
goal—in the information age—of keeping the court-
room “public property.”9

The precedent for banning cameras in federal
courts was set in 1965, in Estes, when the Supreme
Court held that the First Amendment right of access did
not extend to protecting television access to criminal tri-
als.10 However, in Justice Harlan’s concurring opinion,
he explicitly raised the possibility that with improve-
ments in technology, the Court might extend access in
the future. The ruling noted that a large part of the
reluctance to allow television cameras into courts had to
do with the unwieldy nature of the medium. In the
mid-1960s, the televising of a courtroom proceeding
would have required a camera weighing several
pounds with a large boom microphone, a soundman
and lights. Today, in contrast, technology allows for a
trial to be covered with a remote-controlled camera
located discreetly in the back of a courtroom, with no
lights required and microphones as small as a witness’s
thumb. 

But for a brief experiment in the mid-1990s and
except for the federal courts in New York, generally the
situation in the federal courts has remained unchanged
since 1965. In 1996, both the Eastern and Southern Dis-
tricts of New York ruled that the Federal Judicial Con-
ference did not have statutory authority to decide
whether cameras could be permitted in federal trial
courts.11 On the authority of the then Rule 7 of the
Southern and Eastern Districts of New York, cameras
were permitted in civil proceedings, which included tri-
als. (Criminal proceedings are covered by Rule 53 of the
Federal Rules of Criminal Procedure, a rule authorized
by Congress, which bars televised criminal trials.) Cur-
rently, however, Rule 1.8 of the Southern and Eastern
Districts of New York permits judges to decide for
themselves on a case-by-case basis as to whether to per-
mit the presence of cameras in their civil trials. Howev-
er, this situation is unique to the locale.

The answer to whether access to television cameras
will ultimately be permitted in the courtroom apparent-
ly rests with Congress. In its last two sessions, the
House passed legislation permitting camera access, sub-
ject to certain rules and guidelines, but the Senate did
not follow suit. In this session, however, the Senate
Judiciary Committee has favorably voted out of com-

Seeking to vindicate the right of the press to access
the federal judicial system, Court TV (later joined by
C-Span) petitioned the U.S. District Court for the East-
ern District of Virginia to intervene in the proceedings
against suspected 20th hijacker Zacarias Moussaoui,1
and to permit Court TV to record and broadcast the
trial. To accomplish this, Court TV asked Judge Leonie
M. Brinkema to find Rule 53 of the Federal Rules of
Criminal Procedure (FRCP)2 and Local Rule 83.3 uncon-
stitutional.3

While permitting intervention, Judge Brinkema
denied the request to televise the proceedings. The
court held that the rules were not only constitutional,
but that they gave her no discretion to permit cameras
in the courtroom. The court also concluded that, even if
the governing rule was unconstitutional and if she had
the discretion to allow cameras, the danger of harm to
the proceedings and participants far outweighed any
gain the public might accrue as a result of viewing the
trial. Finally, in dicta, Judge Brinkema stated that the
issue itself was a political and social question that
would be best left to the Congress and the Federal Judi-
cial Conference. Though Court TV lost this battle, it
hopes to win the long, and now historical, war. 

Cameras in Federal Courts
As the Supreme Court stated in Globe Newspaper

Company,4 the right of access to trials rests on the neces-
sity that in a democracy, the public, with the press as its
surrogate, knows as much as is possible about how the
judicial process functions.5 Given that those constitu-
tional principles have been embedded in First Amend-
ment jurisprudence for two decades, Court TV asked of
the Moussaoui court what possible basis there could be
for distinguishing in every single case between televi-
sion cameras, the tools of Court TV; and pens, pencils,
banks of reporters and sketch artists (with pads as large
as furniture); the tools of the other media.

Though the answer in the Moussaoui case was only
that television cameras are different, the general move-
ment has been leaning towards seeing cameras as real
tools of the press. In addition, the broadcast itself is
becoming a necessary extension of the courtroom,
expanding it beyond its physical capacity.

The assertion of generalized fears as a basis for pro-
hibiting the press from covering trials has long been
deemed unconstitutional.6 The result should be no dif-
ferent in the context of television.7 As the Court has



mittee S. 986, which would give federal district judges
discretion to allow particular trials to be televised. Simi-
lar legislation is pending in the House, H.R. 2519, but it
is unlikely to be acted upon until the Senate passes
S. 986.12

Cameras in State Courts
In 1965, when Estes was decided, 49 states had pro-

visions, such as § 52 of the New York State Civil Rights
Law, that banned cameras in courtrooms. Today, the sit-
uation is all but reversed. Cameras are permitted in
courts, in one form or another, in all 50 states. Forty
states permit trials to be televised and 38 of them per-
mit criminal trials to be televised. Indeed, the experi-
ence of New York’s experiments has been played out in
numerous other jurisdictions.

In the past two-and-a-half decades, 29 jurisdictions
have formally studied and evaluated the effects of tele-
vising legal proceedings, and some have conducted
more than one such evaluation. As with the studies
from New York, they have examined the impact of tele-
vised trials on the dignity of the proceedings, the
administration of justice and the effect of the cameras
on trial participants, including witnesses, jurors, attor-
neys, judges and other interested parties. The evidence
assembled by all of these studies leads to the same con-
clusion as the four conducted in New York: Televised
trials do not disrupt proceedings or impair the adminis-
tration of justice, and they provide substantial benefits
to the public. 

Take, for example, the Florida system, for which
constitutionality was upheld by the Supreme Court in
Chandler. In 1977, the Florida Supreme Court initiated a
pilot program allowing “the electronic media [to] tele-
vise and photograph” civil and criminal judicial pro-
ceedings in all courts of the state of Florida, subject to
specific restrictions on types of equipment, light and
noise levels, camera placement and audio pickup, and
subject to the “reasonable orders and direction of the
presiding trial judge in any such proceeding.”13 In con-
junction with the Florida experiment, “all media partici-
pants in the program, all parties hereto, and all partici-
pants and judges” were requested to furnish to the
Florida Supreme Court a “report of their experience
under the program.”

When the Florida experiment ended on June 30,
1978, the Florida Supreme Court received and reviewed
briefs, reports, letters, resolutions, comments and
exhibits. The court conducted its own independent,
separate surveys of witnesses, jurors, court personnel
(excluding judges) and attorneys. Responses were
sought from individuals who had participated in or
were associated with trials in which audio-visual cover-
age had been permitted, and all responses were to
remain anonymous. Prior to their distribution, the ques-

tionnaires were reviewed by the Supreme Court, the
Judicial Planning Unit of the Office of the State Courts
Administrator and interested academicians. Finally, the
Florida Conference of Circuit Judges conducted a sepa-
rate survey of trial court judges who had participated in
televised proceedings.14

After reviewing this material, the Florida Supreme
Court concluded that the Florida Code of Judicial Con-
duct should be amended to permit access to the court-
rooms of the state by electronic media subject to stan-
dards adopted by the Court and subject also to the
authority of the presiding judge at all times to control
the conduct of the proceedings before him to ensure a
fair trial to the litigants.15

Cameras in New York State
Despite the prior decade of successful experiments,

cameras have been banned from New York’s trial courts
for over four years. Section 52 of the state Civil Rights
Law bars “the televising, broadcasting, or taking of
motion pictures within this state of proceedings, in
which the testimony of witnesses by subpoena or other
compulsory processes is or may be taken, conducted by
a court, commission, committee, administrative agency
or other tribunal in this state.” As the statute prohibits
the televised coverage of any proceeding in which com-
pelled testimony “may” be taken, and because all trials
involve the potential for such testimony, § 52 constitutes
a per se ban on cameras in New York’s trial courts. Vio-
lation of the statute is a misdemeanor, and so carries
with it the possibility of imprisonment.

Between 1987 and 1996, the New York legislature
lifted the ban of § 52 and permitted a series of “experi-
ments”16 in which trial court proceedings were tele-
vised through the creation of § 218 of the Judiciary Law.
In reports that were commissioned by the legislature,
those experiments were declared to have been unquali-
fied successes. However, for reasons more to do with
politics than principle, the legislature decided against
doing away with § 52 permanently. On July 1, 1997,
pursuant to the sunset provision of § 218, New York tri-
als could no longer be televised.

On September 4, 2001, Court TV took the long-sim-
mering battle for cameras in New York State trial courts
to the next—and, if it succeeds, final—level. It filed a
Declaratory Judgment action against the state, the only
avenue left. In its lawsuit against the state (filed in the
Supreme Court of New York County, and also naming
as defendants the Governor, the Attorney General and
the District Attorney of New York County), Court TV
asserts that § 52 is unconstitutional under Article 1, § 8
of the New York State Constitution and the First
Amendment of the United States Constitution.17 The
central point of the lawsuit is as simple as it is common-

46 NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1



NYSBA Entertainment, Arts and Sports Law Journal |  Spring 2002  |  Vol. 13  | No. 1 47

court held that the only method to challenge § 52’s con-
stitutionality was via a declaratory judgment action
against the state, a procedure set up by the legislature
itself. Court TV, in effect, was invited to bring its law-
suit. Moreover, if it wanted to recapture the principle of
open trials vindicated by Judge Teresi’s decision in the
Diallo case, it had no choice.

The Future of Camera Access in New York
and Federal Courts

Based on its failure to resolve this debate since
1996, it would be more than optimistic to expect the
New York legislature to act on this issue. The future of
camera access in this state is likely going to be written
by the courts. Quite the reverse is true in the federal
system. With the federal rules firmly set against cam-
eras, and with the courts expressing no interest in
changing those rules (even individual Justices of the
Supreme Court have repeatedly expressed their nega-
tive views of camera access), change at the federal level
must come from Congress. With the Senate Judiciary
Committee’s recent approval of S. 986, which gives fed-
eral judges the power to permit photography, electronic
recording, broadcasting and the televising of court pro-
ceedings, it appears that progress is being made.
Though the bill, if made into law, would lapse after sev-
eral years, it would constitute an important gain for
camera access advocates. 

While the presence of cameras in federal court-
rooms remains extremely limited, one can see legisla-
tive and judicial movement on both the federal and
state fronts. We can only hope that as technology
improves, the perceived dangers of widespread publi-
cation of the judicial process will diminish. Then we
will be able to fully exonerate the public’s right to fully
access that which goes on in our courtrooms. 
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sensical: At the dawn of the 21st century, where New
York citizens obtain most of their information about
government from television, it is simply absurd—and
unconstitutional—to permit ourselves to be governed
by a statute that was enacted a decade before the
Nixon-Kennedy debates—a statute that bars the televis-
ing of every trial, in every instance.

Court TV’s filing of a lawsuit is not the first time it
or other members of the press have sought to establish
a constitutional right to televise trials. In 2000, after
more than two years without a single trial televised in
New York, four New York City police offers were
accused of murdering New York City resident and West
African immigrant Amadou Diallo.18 (The trial was
transferred to Albany County to avoid the effect of pre-
trial publicity.) Joseph Teresi, the presiding judge, real-
ized not only the societal importance of the case, but
also the need for public assurance of integrity in the
judicial process. He granted Court TV permission to
intervene in the criminal case and allowed the filing of
an application to broadcast the trial. In granting the
application to televise the proceedings, Judge Teresi—
as he had to do in order to permit the case to be tele-
vised—declared § 52 unconstitutional, thus removing
the bar to his ability to use his discretion to allow a
camera in his courtroom. 

Judge Teresi vehemently underscored his views on
§ 52 by portraying the continued existence of that
statute, and the death of § 218, as “the failure of the
Legislature to maximize the press and the public’s legit-
imate constitutional access to the courts.”19 However,
while the door was opened for the return of cameras to
New York courts, the conclusion was not unanimous.
Judges throughout the state thereafter independently
reached their own conclusions about § 52, with some
declaring it unconstitutional and others upholding it. 

Why, then, did Court TV sue the state of New York?
Following Justice Teresi’s decision, Judge William Bris-
tol of Rochester County Court also struck down § 52
and granted a request to televise one of the early death
penalty cases in New York. However, on appeal, the
Appellate Division reversed.20 It ruled that (a) no court
had ever held that a constitutional right to broadcast
trials existed—the court ignored, or deemed illegiti-
mate, Justice Teresi’s decision—and (b) because that
was so, those seeking to televise had no standing to
intervene to ask permission to do so. 

This procedural ruling, which the New York Court
of Appeals declined to consider, removed the central
method used by the New York press, albeit on a case-
by-case basis, to obtain consideration of its requests for
access. (It was, in fact, an implicit rejection of the man-
ner in which the press always obtains access to pro-
ceedings, not merely televised access. The same proce-
dure was followed in Moussaoui.) Further, the Santiago
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Folklore: Has Its Time Come?
By Alan J. Hartnick

and practices of indigenous and local communities
embodying traditional lifestyles as is.”

There are a number of limitations in Article 8(j). The
protection is subject to national legislation, and requires
“respect” of such knowledge, rather than full protection.
Even though indigenous and local communities have no
rights in traditional knowledge, this does represent the
beginning of a consensus.

The December 1996 WIPO Performance and Phono-
gram Treaty, acceded to by the United States, represents
another consensus. In Article 2, Definitions,3 “perform-
ers” are defined as actors and other persons “who act,
sing, . . . or otherwise perform literary or artistic works
or expressions of folklore.” Again, “folklore” has been
recognized.

In the preparatory meetings for the World Trade
Organization Seattle Ministerial Conference of 1999, a
number of groups of countries submitted proposals that
would allow sui generis protection for the traditional
knowledge of local or indigenous communities.4 This
again elevated to an international level the national
precedents for such protection, such as the laws of
Ghana, Nigeria, Tunisia, Venezuela, Brazil and the
Philippines. 

The Merck Agreement
In 1991, there began a collaboration between Merck

& Co., Inc. and Costa Rica’s National Biodiversity Insti-
tute (INBio).5

The terms of the agreement gave Merck access to a
limited number of plant, fungal and environmental
(soils, sediments, vegetation, water, insects and dung)
samples from Costa Rica’s protected areas for scientific
analysis to determine their viability as potential drug
candidates. In turn, INBio received financial resources to
support its ongoing effort to identify and classify Costa
Rica’s diverse biological species and to demonstrate the
socioeconomic importance of biodiversity conservation.

If any samples result in a marketed product, INBio
and the Costa Rican government will share in the royal-
ties. Although the formal agreement has expired, Merck
continues to maintain a positive relationship with INBio.
This agreement represents a significant breakthrough in
the sharing of the benefits that result from the coopera-
tion of positively exploiting local resources.

The United States government agency that has taken
the lead in bioprospecting is the National Cancer Insti-
tute (NCI) of the National Institutes of Health. The NCI
is involved in several ongoing overseas bioprospecting

Diversity has expanded beyond Western horizons.
The theory is that there is no predominant and superior
culture. Therefore, there is no longer any hierarchy
among diverse cultures because the prevailing attitude
is that all cultures have equivalent aesthetic values.
Diversity, then, has called Western values into question.
More important, multiculturalism has revised old pat-
terns of exclusion and brought voices into the main-
stream that have not been there before. 

If uncopyrightable databases may be protected, as
the developed nations believe, then why not protect
“folklore,” as the developing nations believe? In the
absence of armies, the poaching of the white colonial
elephant hunter is over!

What is “folklore” or “traditional knowledge”? Is it
an elastic term that will cause endless disputes and liti-
gation? Is the “public domain” gone? Is a children’s
book based on Ashanti myths covered? Must Paul
Simon pay royalties on a South African native beat that
he incorporated in the album Graceland? 

The African group, in a submission to the World
Intellectual Property Organization (WIPO),1 defined tra-
ditional knowledge as “that held by members of a dis-
tinct culture and/or sometimes acquired by means of
inquiry peculiar to that culture, and concerning the cul-
ture itself and the local environment in which it exists.”
According to such definition, indigenous knowledge fits
neatly in the traditional knowledge category, but tradi-
tional knowledge is not necessarily indigenous.

Traditional knowledge is therefore dynamic and is
transmitted from generation to generation. It is, as the
Africans say, the totality of all knowledge and practices,
whether implicit or explicit, used in the management of
the socioeconomic and ecological facets of life. Folklore,
representing the artistic heritage developed by the com-
munity, is part of traditional knowledge.

It is difficult to be precise with such a laundry list
definition. Notwithstanding, there has been internation-
al recognition of traditional knowledge before an
enlarged audience, whatever traditional knowledge
may be.

International Recognition
One hundred and eighty-one nations have signed

the 1992 Convention on Biological Diversity.2 The Unit-
ed States has signed but has not ratified. Article 8(j) con-
tains the provision that each Contracting Party shall, as
far as possible, “subject to its national legislation,
respect, preserve, and maintain knowledge, innovations



efforts, including collaborative projects in Brazil,
Cameroon and Suriname. Countries hosting these proj-
ects can expect financial rewards for their citizens,
investment in the research of priority diseases, a share in
royalties from the sales of drugs and the strengthening
of local institutions engaged in research and traditional
medicine. This policy matches the U.S. government’s
bioprospecting policy concerning Yellowstone Park, in
which the U.S. received payment from Diversa, Inc. for
sample collecting and collaborative research.

The hit rate from bioprospecting, according to a
paper entitled “United States Bioprospecting Policy” by
Dr. Robert Wolkow of Pfizer, Inc., is extremely low,
while the transaction costs are quite high. The Philip-
pines have developed clear guidelines for bioprospect-
ing activities, while other countries, like Brazil and
Columbia, have increased regulations, thereby harden-
ing their positions and discouraging foreign interest.
The future of bioprospecting may be made more secure
under the umbrella of the United Nations Conference on
Trade and Development.

Current Developments
In 1998 and 1999, WIPO conducted fact-finding mis-

sions in 28 countries to identify the intellectual property
needs and expectations of traditional knowledge hold-
ers. At WIPO’s 26th General Assembly Session in the
Fall of 2000, member states established a special body,
the Inter-governmental Committee on Intellectual Prop-
erty and Genetic Resources, Traditional Knowledge and
Folklore, to discuss intellectual property issues relating
to generic resources, traditional knowledge and folklore.
This body held its two sessions in Geneva from April 30
to May 3, and from December 10–12, 2001. The WIPO
Report of the first session runs to 74 pages!6

It is noteworthy that the official position of the dele-
gation from the United States is that “there were so
many different expectations, goals, and native systems
for approaching ownership and the transgression of
ownership of traditional knowledge that a useful,
enforceable global system would be virtually impossible
to create.”

Notwithstanding such an official position, some-
thing indeed is happening. Lawyers in the U.S. must
beware of a completely revolutionary approach, to us, of
protection of what we believe is public domain material.
It is quite possible that the United States can be out-
voted by the developing nations. That may be another
price of globalization!

To the developing world, traditional knowledge
may have no limit. To the Western world, it represents
the public domain knowledge that belongs to no one.
However, if one pays for oil, why then not traditional
knowledge? Is not Merck paying for traditional knowl-
edge?

The open matters are:

(a) the proper definition of the subject matter to be
protected; 

(b) the acts against which a possible protection
should apply; 

(c) the beneficiaries of the protection; and 

(d) the nature and scope of such protection, includ-
ing to what extent the existing intellectual prop-
erty protection systems could apply. 

Consideration may be given to a regime comparable
to the domaine public payant (fee-paying public domain),
and also to systems for the collective management of the
exploitation of knowledge, including the creation of
funds in which the proceeds from economic exploitation
would be deposited. This presents quite an agenda.
Although compromise may be difficult, statesmanship
may provide workable definitions and rules, as well as
diminished expectations. 

There is now increasing international recognition
that indigenous and local communities do not share, at
least in a fair and equitable manner, benefits arising
from the appropriation of their knowledge and its sub-
sequent commercial use. The possibility of protecting
traditional knowledge and folklore is becoming legit-
imized.

To those readers shaking their heads, be aware that
the European Community is committed to participate
actively in the discussions on how to establish proper
protection of expressions of folklore.7 Brave New World!
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Who Owns the Law?
By Kent E. Basson

Although § 105 of the Copyright Act of 1976 clearly
prohibits copyrighting works of the federal govern-
ment,1 the Act gives no direction regarding works of
state and local governments. In addition, there is ambi-
guity as to what constitutes a government “work.” The
adoption of privately developed building codes by state
and local governments presents an especially thorny
issue. Forbidding copyright protection allows maxi-
mum access to these codes, but reduces the incentive to
create the codes in the first place. 

There are at least two significant arguments for the
noncopyrightability of government works. The first of
these arguments is that government works are created
at public expense and the public should not be forced to
pay for the work twice—first in taxes to produce the
work and second in the purchase price of the work.2 A
second argument is that forbidding copyrights in gov-
ernment works promotes an informed public through
free dissemination of information.3

Related to the free dissemination argument against
copyright of government works is the claim that such
copyrights would allow a government body to charge
exorbitant prices for information, including compila-
tions of law not subject to market competition.4 Govern-
ment bodies could also award exclusive licenses to pub-
lishers, allowing the publishers to profit handsomely
from their government-granted monopolies. Between
pure government works and private works are private-
ly developed codes and standards adopted by govern-
ments. The government adoption of these privately
developed codes creates a conflict between the policies
against copyright of government works and the pur-
pose of copyright, “[t]o promote the progress of science
and useful arts, by securing for limited times to authors
. . . the exclusive right to their respective writings . . . .”5

Private developers of codes and standards such as
the American Society of Civil Engineers6 (ASCE) and
the National Electrical Manufacturers Association
(NEMA)7 encourage governmental entities to adopt
their products by incorporating the codes and stan-
dards by reference into statutes, ordinances and regula-
tions.8 These organizations often support themselves by
selling copies of their standards.9 Many of the same
arguments for denying copyright protection for govern-
ment works also apply to privately developed, govern-
ment-adopted standards. However, denying copyright
protection for these standards would deprive the pri-
vate standards organizations of much of their financial
support and possibly threaten the organizations’ exis-
tence.

This article will discuss the legal and policy issues
involved in copyright protection of privately developed
codes and standards incorporated by reference into
state and local law. The issues addressed by the Court
of Appeals for the Fifth Circuit in the most recent deci-
sion on copyrightability of building codes, Veeck v.
Southern Bldg. Code Congress Int’l Inc.,10 will be
analyzed. Finally, I will propose guidelines for deter-
mining when copyright protection should be provided
for privately developed codes and standards.

Legal Considerations

Copyrightability of Judicial Opinions

In its first copyright decision, Wheaton v. Peters,11

the Supreme Court held that opinions of the Court are
not copyrightable. Subsequent cases expand upon the
Wheaton decision, holding that neither court decisions
nor statutes can be copyrighted by individuals or the
government.12 Unfortunately, the Court did not elabo-
rate on its logic in the Wheaton decision in that the
Copyright Act of 1790 allowed copyrights in any “map,
chart, book or books. . . .”13 It is unclear as to why the
Court’s own former reporter, Wheaton, was not entitled
to a copyright in his Reports on that basis alone.

Fifty years passed before the Supreme Court again
addressed the issue of copyrightability of court
reporters. In 1888, the Court struck down a copyright
claimed by the state of Ohio in published opinions of
the supreme court of Ohio in Banks v. Manchester.14 In
the same year, the Court addressed which portions of a
commercially published court reporter are copyright-
able in Callaghan v. Myers.15

In Banks, a publisher of court decisions, operating
under an exclusive contract with the state, sued a com-
peting publisher who had reprinted the decisions of the
supreme court of Ohio.16 The circuit court in Banks had
broken the materials in the original reporters into two
parts: The uncopyrightable portion authored by the
court itself and the copyrightable work of the reporter
(indices, tables of cases and summaries of counsels’
arguments).17 The Supreme Court agreed with the con-
clusions of the circuit court, finding that:

Judges, as is well understood, receive
from the public treasury a stated annu-
al salary, fixed by law, and can them-
selves have no pecuniary interest or
proprietorship, as against the public at
large, in the fruits of their labor. This
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[w]ith MDC’s star pagination, con-
sumers would no longer need to pur-
chase West’s reporters to get every
aspect of West’s arrangement. Since
knowledge of the location of opinions
and parts of opinions within West’s
arrangement is a large part of the rea-
son one would purchase West’s vol-
umes, the LEXIS star pagination feature
would adversely affect West’s market
position.25

In Matthew Bender & Co., Inc. v. West Publishing
Co.,26 the United States Court of Appeals for the Second
Circuit found that court reporter volume and page
numbers did not meet the creativity standard necessary
to merit copyright protection.27 Matthew Bender can be
distinguished from Callaghan in the way page numbers
and page breaks were assigned. The court noted that
“West concedes that the pagination of its volumes—i.e.,
the insertion of page breaks and page numbers—is
determined by an automatic computer program, and
West does not seriously claim that there is anything
original or creative in that process.”28

The Second Circuit found that the automatic com-
puter assignment of page numbers eliminated any cre-
ativity in the process that the Myers court relied upon in
finding copyrightability of page numbering in court
reporters. The conflicting results of Bender and Mead are
a result of the intervening Supreme Court decision, Feist
Publications, Inc. v. Rural Telephone Service Co., Inc.,29 in
which the scope of the “sweat of the brow” doctrine
was significantly reduced.30

What Constitutes a “Government Work”?

The Copyright Act denies copyright protection “for
any work of the United States Government.”31 The Act
defines a “work of the United States Government” as “a
work prepared by an officer or employee of the United
States Government as part of that person’s official
duties.”32 Although these definitions would seem to
exclude works made on commission by government
contract or grant, such a conclusion is unwarranted
based on the legislative history of the Copyright Act.33

The House Report on the 1976 Copyright Act states
that “[a]lthough the wording of the definition ‘work of
the United States Government’ differs somewhat from
that of the definition of ‘work made for hire’, the con-
cepts are intended to be construed in the same way.”34

The report further explains that each government
agency “could determine in each case whether to allow
an independent contractor” to obtain a copyright in
government commissioned works.35 The report states
that copyright protection should be withheld from a
work commissioned by an agency for its own purposes,
if the work was contracted out “merely as an alterna-

extends to whatever work they perform
in their capacity as judges, and as well
to the statements of cases and head
notes prepared by them as such, as to
the opinions and decisions themselves.
. . . The whole work done by the judges
constitutes the authentic exposition and
interpretation of the law, which, bind-
ing every citizen, is free for publication
to all, whether it is a declaration of
unwritten law, or an interpretation of a
constitution or a statute. . . . . What a
court, or a judge, cannot confer on a
reporter as the basis of a copyright in
him, they cannot confer in any other
person or on the State.18

Although the Court said that “[w]hether the State could
take out a copyright for itself . . . is a question not
involved in the present case,” it noted that copyrights
were available to citizens or residents of the United
States, that the state fit neither category and, therefore,
could not hold a copyright.19

Callaghan involved the scope of copyright protec-
tion for court reporters rather than copyrightability of
the decisions themselves. The defendant, Callaghan,
claimed that it had edited only the public domain mat-
ter from plaintiff Myers’ reporters and therefore
Callaghan’s reporters were independent works of its
own employees.20 Upon comparing the Myers and
Callaghan volumes, the Court found that Callaghan
had indeed infringed on copyrightable aspects of the
Myers reporters.21 The Court noted that not only “the
title page, table of cases, head-notes, statement of facts,
arguments of counsel, and index” were copyrightable,
but also 

the order of arrangement of the cases,
the division of the reports into vol-
umes, the numbering and paging of the
volumes, the table of the cases cited in
the opinions, (where such table is
made), and the subdivision of the index
into appropriate, condensed titles,
involving the distribution of the sub-
jects of the various head-notes, and
cross-references, where such exist.22

In 1986, the United States Court of Appeals for the
Eighth Circuit addressed the issue of copyrightability of
the arrangement and pagination of legal reports in West
Publishing Co. v. Mead Data Central, Inc.23 The court in
Mead found that West’s case arrangements were protect-
ed by copyright because they were the “result of con-
siderable labor, talent, and judgment.”24 The court also
found that Mead’s use of West’s page numbers
infringed West’s copyright because,
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tive to having one of its own employees prepare the
work.”36

Congress further noted that “[t]here are almost cer-
tainly . . . cases where the denial of copyright protection
would be unfair or hamper the production and publica-
tion of important works.”37 The 1909 Copyright Act
contained a “saving clause” preventing a private work
from losing its copyright protection due to government
publication.38 The House determined that such lan-
guage was unnecessary in the 1976 Act because “(1)
[t]here is nothing in § 105 that would relieve the Gov-
ernment of its obligation to secure permission in order
to publish a copyrighted work; and (2) publication or
other use by the Government of a private work would
not affect its copyright in any way.”39

The thrust of the House Report in regard to the
copyrightability of published works seems to be that
copyright protection is not allowed in “official records
and documents.”40 This allows for the protection of pri-
vately authored works that are not normally considered
to be a product of government.

One of the most obvious examples of government
commissioned or subsidized works eligible for copy-
right protection is programming on the Public Broad-
cast System. Television programming in many countries
is controlled and produced by the government. In con-
trast, most programming in the United States is con-
trolled and produced by private entities. Thus, televi-
sion programming in the United States is not generally
considered to be a product or responsibility of govern-
ment. The attitude that programming is generally a pri-
vate function entitles even government commissioned
or subsidized television programs to copyright protec-
tion. A less obvious example of government-related
works eligible for copyright protection is publication of
the results of scientific investigation.

In the 1970s, Congress became concerned that for-
eign and private entities were getting a free ride due to
government-published scientific reports being in the
public domain.41 The National Technical Information
Service (NTIS) of the Department of Commerce is sup-
posed to support itself by selling government publica-
tions, but private and foreign entities were simply
copying the publications for themselves, cutting into
the NTIS’s revenue.42 In order to discourage such copy-
ing, Congress informally granted NTIS the right to
copyright its publications for a five-year term, to begin
upon the date of first publication.43 A more difficult
problem was determining the copyrightability of pri-
vately developed material that the federal government
mandated as a standard.

The Physician’s Current Procedural Terminology
(CPT) is a coding system, developed by the American
Medical Association (AMA) that allows medical person-
nel to identify medical procedures with precision.44 In

1977, when Congress instructed the Health Care Financ-
ing Administration (HCFA) to establish a code for use
in completing Medicare and Medicaid claim forms, the
HCFA contracted with the AMA to use the CPT.45 Prac-
tice Management Information Corp., a publisher of
medical books, filed a lawsuit seeking:

A declaratory judgment that the AMA’s
copyright in the CPT was invalid for
two reasons: (1) the CPT became
uncopyrightable law when the HCFA
adopted the regulation mandating use
of CPT code numbers in applications
for Medicaid reimbursement, and 
(2) the AMA misused its copyright by
entering into the agreement that HCFA
would require use of the CPT to the
exclusion of any other code.46

In Practice Management Information Corp. v. American
Medical Ass’n, the United States Court of Appeals for
the Ninth Circuit found that the AMA did not lose its
copyright in the CPT due to its adoption by the
HCFA.47 However, the court found that, by licensing
the CPT to HCFA on the condition that the HCFA not
use another coding system, the AMA had abused its
copyright because the agreement “gave the AMA a sub-
stantial and unfair advantage over its competitors.”48

Although § 105 of the 1976 Copyright Act refers
only to the federal government in denying copyright
protection to government works, the rationale behind
the provision also applies to state and local govern-
ments. The United States Court of Appeals for the
Ninth Circuit relied heavily upon CCC Information
Servs., Inc. v. MacLean Hunter Market Reports49 in its
Practice Management decision.50 In CCC, a computer
database provider challenged the copyrightability of the
“Red Book,” a publisher’s compilation of used car valu-
ations.51 Among other reasons the plaintiff offered for
copyrightability of the Red Book was that state insur-
ance statutes and regulations mandating insurance pay-
ments tied to Red Book values had caused the Red
Book to pass into the public domain.52 According to the
plaintiff, “the public must have free access to the con-
tent of the laws that govern it; if a copyrighted work is
incorporated into the laws, the public need for access to
the content of the laws requires the elimination of the
copyright protection.”53

In response to this argument, the United States
Court of Appeals for the Second Circuit compared
state-mandated use of the Red Book with state adoption
of copyrighted textbooks for use in mandatory school
curriculums and pointed out that “a rule that adoption
of such a reference by a state legislature or administra-
tive body deprived the copyright owner of its property
would raise very substantial problems under the Tak-
ings Clause of the Constitution.”54
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scenario as a result of a general policy of incorporation
by reference:

If assent to such a doctrine could be
given, a situation would arise where
owners of property with considerable
persistence might learn what all these
Code rules were, and incur the expense
of making their property conform
thereto, only to find that the National
Fire Protective Association had recon-
vened in Chicago, New York, or New
Orleans, and had revised the Code, and
that the work and expense had to be
undertaken anew. And there would be
no end of such a state of affairs. Fur-
thermore, there is no official way,
indeed no practical way, for the average
property owner to know what these
Code rules are.63

Although the general public has much easier access
to codes than when the court spoke in 1919, it is true
that codes and standards are in a constant state of flux
and that various adopted codes might conflict. Howev-
er, these shortcomings are not limited to privately
developed codes.

Incorporation by reference of the NEC was once
again at issue in City of Tucson v. Stewart.64 In that case,
the Supreme Court of Arizona distinguished it from
Crawford, in that it was the City of Tucson, rather than
the state legislature, that adopted the NEC.65 Although
the court held that the ordinance at issue in City of Tuc-
son was invalid as “discriminatory, arbitrary, oppres-
sive, and unreasonable,”66 it reversed the lower court’s
judgment that “the ordinance [was] invalid because the
electrical code was not published and posted.”67

Adoption of the NEC by local governments contin-
ued to be a source of controversy into the 1950s. A Cali-
fornia court held that the adoption of the NEC was
invalid in Agnew v. City of Culver City.68 In language
reminiscent of Crawford, the Culver City court found
that:

[Adoption of the NEC by city ordi-
nances] constitute[s] an unlawful dele-
gation of power. [The ordinances] leave
it entirely to the opinion of the persons
who formulate the National Electrical
Code, to various private and public
bodies, and to the license inspector to
determine the character and quality of
various electrical installations, and con-
fer on them the power to create an
offense to which criminal sanctions are
attached. The regulations can be
changed at any time at the will of such

State and local adoption of privately developed
building codes usually falls somewhere between the sit-
uations present in Practice Management and CCC in that
the developers of the codes actively encourage the
adoption of their products.55 Local governments that
adopt model building codes make copies of the codes
available at the appropriate city hall, county courthouse
or other government office.56 Much of the income of the
organizations responsible for development of these
model codes comes from selling additional copies of the
codes to building contractors, insurance providers and
other interested parties.57

Challenges to Validity of Privately Developed
Building Codes

There have been a number of challenges to the
incorporation of privately developed building codes
into statutes and ordinances. These challenges relate not
only to copyrights, but also to the validity of the adop-
tion of the codes at all. While most authorities support
the validity of government adoption of codes, the
minority view is that such adoption is open to the
objection of being indefinite and uncertain.58

In State v. Crawford,59 the supreme court of Kansas
addressed the adoption of the National Electric Code
(NEC) by the legislature. The court pointed out that the
NEC is revised every two years and found that:

The laws of this state to which our peo-
ple owe obedience must be officially
published. The people may learn what
these laws are, and they are privileged
to meet legislative committees and peti-
tion the Legislature for amendment,
improvement, and amelioration of the
laws. . . . If the Legislature desires to
adopt a rule of the National Electric
Code as a law of this state, it should
copy that rule, and give it a title and an
enacting clause, and pass it through the
Senate and the House of Representa-
tives by a constitutional majority, and
give the Governor a chance to approve
or veto it, and then hand it over to the
secretary of state for publication.60

The Crawford court did not want Kansans to be subject
“to some voluntary and unofficial conference of under-
writers and electricians, which occasionally meets here,
there or anywhere in North America for redress of
grievances.”61 The problems with such an arrangement
were “so obvious that elaborate illustration or discus-
sion of its infirmities is unnecessary.”62

Despite the Crawford court’s assertion that elabora-
tion on the shortcomings of adoption by reference of
private codes is unnecessary, it described a potential
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parties and at the whim of the license
inspector, whoever he might be. They
fix no ascertainable standard whereby
an electrical contractor may be gov-
erned.69

Challenges to Copyrights in Privately Developed
Building Codes

Rather than attempt to develop their own building
codes with limited resources and expertise, many local
governments have adopted privately developed stan-
dard building codes. At least two of the developers of
these standard codes, Building Officials and Code
Administrators International, Inc. (BOCA) and the
Southern Building Code Congress International, Inc.
(SBCCI), have seen the copyrights to their products
challenged as a result of incorporation by reference by
local governments. As with challenges based on indefi-
niteness and uncertainty, the copyright challenges have
met with mixed results.

In Building Officials & Code Adm. v. Code Technology,
Inc.,70 the United States Court of Appeals for the First
Circuit addressed copyright protection of model build-
ing codes after adoption by a state government. The
First Circuit held that BOCA failed to establish a likeli-
hood of success on the merits on the issue as to whether
a state’s adoption by reference of a building code result-
ed in the code becoming part of the public domain.71

Despite its ruling against BOCA, the court found that:

Groups such as BOCA serve an impor-
tant public function; arguably they do a
better job than could the state alone in
seeing that complex yet essential regu-
lations are drafted, kept up to date and
made available. Since the rule denying
copyright protection to judicial opin-
ions and statutes grew out of a much
different set of circumstances than do
these technical regulatory codes, we
think BOCA should at least be allowed
to argue its position fully on the basis
of the evidentiary record, into which
testimony and materials shedding light
on the policy issues discussed herein
may be placed.72

In Georgia v. The Harrison Co.,73 the state of Georgia
sued for preliminary injunction against a publisher that
sold copies of its code. The state had granted The
Michie Company a contract to publish the code of
Georgia, for which it claimed copyright protection.74

The United States District Court for the Northern Dis-
trict of Georgia relied heavily on BOCA in denying the
injunction against Harrison, finding that the “enactment
by reference had the effect of putting the statutory por-
tion of the codification in the public domain.”75

In Rand McNally & Co. v. Fleet Management Systems,
Inc.,76 Rand McNally accused Fleet Management of
infringing the copyrights of a highway mileage guide.77

The defendant maintained that when the Interstate
Commerce Commission allowed Rand McNally’s
mileage guide to be used in determining common carri-
er charges, the guide entered the public domain.78 The
District Court for the Northern District of Illinois found
that “[t]he government cannot be said to have adopted
the Mileage Guide, since the regulations leave to private
choice what type of distance information, if any, should
be on file.”79 The court further pointed out that if the
defendant’s contentions were correct, “a private party’s
choice of a map or mileage guide would automatically
move otherwise copyrightable material into the public
domain. While a state actor may be able to do so, see
Building Officials, it is questionable whether a private
person may do so.”80

The United States Court of Appeals for the Fifth
Circuit addressed a situation very similar to BOCA in
Veeck v. Southern Building Code Congress Int’l, Inc.81 Veeck
operated a Web site, called RegionalWeb and provided
information about news, sports and entertainment in
North Texas and Oklahoma.82 At least three of the
towns in Veeck’s coverage area had adopted SBCCI
model building codes.83 Upon learning of the cities’
adoption of the SBCCI codes, Veeck ordered electronic
copies of the codes from SBCCI and placed them on his
Web site, despite the software license and copyright
notice included with the software.84 Disregarding the
cease and desist orders which SBCCI sent when it
learned about the posting of the codes, Veeck filed a
declaratory judgment action in an attempt to have the
federal district court rule that he did not violate the
Copyright Act.85 SBCCI counterclaimed, asserting copy-
right infringement, unfair competition and breach of
contract.86

The Fifth Circuit affirmed the district court’s judg-
ment in favor of SBCCI.87 The judgment held that
SBCCI’s copyrights were valid and found five instances
of copyright infringement against Veeck.88 The court
pointed out that copies of the code were readily avail-
able not only at the city offices in the adopting towns as
required by due process considerations, but also avail-
able “in bookstores, public libraries, and directly from
SBCCI.”89

The Veeck court found that the reasons that judicial
opinions are not copyrightable do not apply to private-
ly developed model building codes.90 These reasons are
generally held to be that (1) the public has already paid
for the decisions when it paid the judges who authored
the opinions and (2) the public interest is served by free
access to the law.91 Addressing the first rationale, the
Fifth Circuit said that:
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rightable, the method itself and the ledger sheets
required for the method’s implementation were ideas
not subject to copyright protection.103 Likewise, SBCCI
cannot copyright the requirements of its building codes,
but only the manner in which those requirements are
expressed.104

Policy Considerations

Privately Developed Codes and Standards in the
United States

Americans, in comparison to Europeans, tend to be
leery of centralized power.105 James Madison argued
that promoting a large number of competing factions
protects minorities from domination by majority fac-
tions.106 In keeping with this spirit, the original Ameri-
can standards organizations were private.107

The United States Pharmacopial Convention was
the earliest American standards organization and was
set up in 1829 to establish uniform standards for
drugs.108 The 1850s saw the establishment of the Ameri-
can Iron and Steel Institute (AISI)109 and the American
Society of Civil Engineers (ASCE).110 The greatest
accomplishment of private American standard setting
may have been the development of railroad standards
in the late 19th century, allowing over 1,100 independ-
ent railroads and 240,000 miles of track with little gov-
ernment assistance.111 The railroads also privately
developed standardized time.112 Despite the prolifera-
tion of government regulatory bodies, private standards
organizations are still plentiful in the United States.

There are approximately 400 organizations within
the United States standards community.113 There are
five different types of standards organizations: Trade
associations, professional societies, general membership
organizations, third-party certifiers and consortia.114

Trade associations are made up of companies with-
in a given industry such as the American Petroleum
Institute (API)115 and the National Electrical Manufac-
turers Association (NEMA).116 Membership dues are the
primary means of financing these organizations, but
sales of standards are also a major source of revenue.117

Professional societies, such as the Institute of Elec-
trical and Electronic Engineers (IEEE)118 are made up of
individual members of professions rather than industry
representatives.119 These societies often receive much of
their financial support from selling standards.120

General membership organizations, such as the
American Society of Testing Materials (ASTM)121 and
National Fire Protection Association (NFPA),122 have
memberships representing a wide variety of back-
grounds and interests. Among the 69,000 members of
the NFPA are architects, engineers, firefighters, manu-
facturers, insurance company representatives, and gov-

In this case SBCCI is asserting a viable
proprietary interest because it created
the model codes using its own, private
resources. . . . We believe that if code
writing groups like SBCCI lose their
incentives to craft and update model
codes and thus cease to publish, the
foreseeable outcome is that state and
local governments would have to fill
the void directly, resulting in increased
governmental costs as well as loss of
consistency and quality to which stan-
dard codes aspire.92

Addressing the second rationale in CCC Info. Servs.,
the Fifth Circuit relied on the reasoning of the Second
Circuit.93 The Fifth Circuit found that the encourage-
ment of innovation through copyright took precedence
over the free access argument in the “narrow set of
facts” of the case and that “no court has held to the con-
trary.”94 The court further noted that Veeck had present-
ed no evidence of anyone being denied access to the
SBCCI’s codes or being forbidden to photocopy por-
tions of the municipal codes derived from the Southern
Building Codes.95

The Veeck court also addressed the contention that
“SBCCI’s building codes, once enacted by reference into
law, became a fact which can be expressed in only one
way.”96 The court pointed out that a building code
could be written in many ways and that, in fact, “there
are at least two other sets of building codes that com-
pete with SBCCI’s,” those of BOCA and the Uniform
Codes published by the International Conference of
Building Officials.97 Further, the court found that the
purpose of the merger doctrine,98 preventing copyright
protection of ideas, did not apply to model building
codes because “[i]n this circuit, the merger doctrine has
been applied to the question whether a work was copy-
rightable at the time of its creation, preventing a copy-
right from attaching in the first place, rather than as an
infringement defense focusing on merger at the time of
copying.”99

Because the merger “doctrine applies only when
there are few or no other ways of expressing a particu-
lar idea,” the doctrine should not be applied to building
codes.100 There are many ways of expressing the ideas
of any building code. The Fifth Circuit in Veeck found
that “SBCCI’s building codes are infused with the opin-
ions of their authors, from the requirements chosen in
the codes to their arrangement, level of detail, and
grammatical style.”101

The pioneering copyright decision, Baker v.
Selden,102 addressed merger issues similar to those pre-
sented in the copyrightability of model building codes.
The Court in Selden found that, while Selden’s book
explaining double entry bookkeeping was copy-
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ernment and union members.123 All members are
allowed to vote in making standards.124 Sales of stan-
dards can make up as much as 80 percent of a general
membership organization’s income.125

Third-party certifiers are mainly supported by man-
ufacturers who pay the organizations to test their prod-
ucts for conformance with standards.126 Underwriters
Laboratories (UL) is probably the most familiar of these
organizations.127

Consortia are groups that have emerged in recent
years to develop pioneering standards in such fields as
information and communication technologies.128 They
are not generally included among standards developers
and operate mainly without input from nonmembers.129

The confidence of Americans in a market economy
is demonstrated by the proliferation of private stan-
dards development. The purposes of these standards
include:

• Commercial Communication: Standardization
provides shortcuts and reduces transaction costs
for consumers searching for products with certain
characteristics. A consumer buying batteries for a
portable radio has only to look at the radio to
determine whether it needs, e.g., A, AA or D size
batteries and then picks the appropriate batteries
from the sales rack. 

• Technology Diffusion: The use of personal com-
puters expanded rapidly once IBM provided a
widely adopted standard.

• Production Efficiency: Henry Ford made auto-
mobiles affordable to the masses by producing
the Model T with standardized parts and scale in
production.

• Enhanced Competition: Octane ratings on gaso-
line make price comparison between similar
products easier.

• Compatibility: Stereo and computer equipment
use standard cables and jacks that allow intercon-
nection of components produced by different
manufacturers.

• Process Management: Standard computer lan-
guages allow rapid reconfiguration of numerical-
ly controlled tools.

• Public Welfare: Standard building codes backed
up by inspections allow buyers of homes and
office buildings to feel confident in the safety of
the finished product.130

One advantage of privately developed standards
over government created and mandated standards is
that the privately developed standards are more likely
to reflect market realities and achieve the desired

results. Consumer dissatisfaction with federally
imposed standards requiring toilets to use no more than
1.6 gallons per flush have resulted in Americans buying
American-made old-style 3.5 gallons per flush toilets in
Canada and reimporting them into the United States for
installation in their homes.131 Seventy-two percent of
respondents to a 1998 membership survey by the
National Association of Homebuilders said that the
low-flow toilets were a problem, leading to this creative
but inefficient method of avoiding the standard.132

Federally mandated Corporate Average Fuel Econo-
my (CAFE) requirements were intended to reduce fuel
consumption by making cars lighter and more efficient.
Instead, the standards are believed to be one of the
main factors in increased popularity of trucks and
SUVs, with a resulting increase in average vehicle
weight and an increase in deaths as a result of collisions
between trucks and automobiles.133 The standards also
put American automakers at a disadvantage to for-
eign—especially Japanese—manufacturers that special-
ized in smaller cars.134 Unlike politically motivated,
government mandated requirements, privately devel-
oped standards must be responsive to consumer prefer-
ences.

Building codes are not only imposed by local gov-
ernments, but compliance with such codes is also often
required by construction contracts in areas not other-
wise subject to building codes. The provision for build-
ing code compliance in private contracts reflects the fact
that the codes are responsive to the requirements of
construction companies, building owners and construc-
tion lenders.

As mentioned earlier, SBCCI is a not-for-profit pro-
fessional society standards developer that provides
codes that “cover the entire scope of the building indus-
try.”135 SBCCI was founded in 1940 and approximately
2,200 communities, primarily in the Sunbelt, have
adopted its codes by reference.136 Although SBCCI’s
standards staff is made up of only ten employees, 5,500
members are active in standards activities and SBCCI
holds public hearings twice a year to update codes.137

Any interested party may participate in the public hear-
ings and submit proposed changes.138

SBCCI has six membership categories, with mem-
bers ranging from governmental units and agencies to
students and information subscribers.139 Rather than
developing their own codes, state and local govern-
ments can incorporate portions of the SBCCI’s standard
codes and receive support from SBCCI for an annual
membership fee.140 The annual membership fees for
governmental units range from $40 for communities
with populations under 5,000 to $250 for populations
over 300,000.141 These memberships include a set of
codes, free code interpretations accessible by a toll-free
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allowing government copyrights can have far more
serious consequences than a policy allowing copyrights
in model building codes.

A government copyright holder can use political or
other discriminatory criteria to determine which viola-
tions to prosecute.158 An incident in Great Britain
demonstrates the mischief that can result from govern-
ment copyrights and how such power can be used to
control or punish those out of favor.159 In 1993, the
Queen of England sued a British newspaper for copy-
right infringement for publishing the text of her annual
Christmas message.160 The offending newspaper also
found that its press accreditation to photograph the
royal family attending Christmas day church services
had been withdrawn.161 The Queen was reportedly
angry over press reports concerning the marital difficul-
ties of her children.162 The Queen dropped the suit
when the newspaper agreed to print a front-page apolo-
gy, donate about $280,000 to charity and pay the
Queen’s legal costs.163

Although the incident with the Queen did not
involve access to laws or regulations, it demonstrated
how control of access to any government information
can be used against those out of favor.164 In addition to
its discretion in prosecuting infringement of govern-
ment copyrights, a bureaucratic organization can use
complex, time-consuming and expensive procedures to
control access to its copyrighted material.165 The copy-
right holder could offer favored users a much easier
path through the bureaucratic maze than the disfavored
would be forced to endure.166

One of the contentions of the plaintiff in Veeck was
that allowing copyrights in model building codes
adopted by local governments restricted the public’s
access to the building codes.167 The court pointed out
that ironically, Veeck was unable to buy copies of com-
plete building codes in approximately 20 towns he visit-
ed in North Texas (not all of which building codes had
been produced by SBCCI or based on SBCCI codes), but
was able to order copies of the model codes from SBCCI
with a choice of electronic or hard-copy formats.168

An Analogy to the Doctrine of Sovereign Immunity

In questions of sovereign immunity from tort
actions, many courts first determine whether the act or
function giving rise to the injury can be described as
governmental or proprietary in nature.169 The Supreme
Court distinguished governmental and proprietary
activities of local governments in Trenton v. New Jersey:

It has been held that municipalities are
not liable for such acts and omissions in
the exercise of the police power, or in
the performance of such municipal fac-
ulties as the erection and maintenance
of a city hall and courthouse, the pro-

number and unlimited use of SBCCI administrative,
technical and educational support services.142

SBCCI is only one of at least four organizations
writing model building codes.143 The other three organ-
izations are BOCA, the International Conference of
Building Officials (ICBO) and the Council of American
Building Officials (CABO).144 One particular code is
generally favored by local governments throughout a
given region.145 The regional favoritism is partly a
reflection of different climatic, soil and other conditions
particular to a given region.146 The predominance of a
particular code within a region also means that build-
ers and inspectors can count on some uniformity in
building practices if they work in more than one
municipality.147

The Risk of a Private Monopoly on Publishing of
Law Compilations

According to one theory, the public creates, and
thus owns, the law.148 This theory is reflected in the
Printing Law of 1895,149 which provided for the sale of
printing plates used to print government documents,
with the condition that works printed with the plates
could not be copyrighted.150

Another justification for denying copyright protec-
tion to court reports and compilations of statutes is that
“citizens must have free access to the laws which gov-
ern them.”151 Copyright protection of the law would
limit access, causing the public to be deprived of “the
notice to which due process entitles” them.152 The same
concept of right to free access of the law arguably
applies to regulations such as building codes.153

Copyright protection of laws and regulations pre-
sents several potential problems. One problem is that a
copyright holder could restrict access to politically
favored individuals or groups.154 While blatant
attempts to deny access to certain groups would clearly
violate constitutional principles such as equal protec-
tion, a marginally creative copyright holder could
develop facially neutral licensing conditions that would
disadvantage certain groups of individuals.155

Holders of copyrights in the law or regulations
would also be able to charge monopoly prices for their
products.156 A building code developer could induce
state and local officials to incorporate its standards and
then charge builders with no alternative monopolistic
prices for its codes.

The Risk of Government Copyrights in Law
Compilations

The U.S. policy against government copyright is far
from universal. Both the United Kingdom and Canada
have a tradition of Crown copyright, including copy-
righting of government regulations.157 The policy of
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tection of the city’s inhabitants against
disease and unsanitary conditions, the
care of the sick, the operation of fire
departments, the inspection of steam
boilers, the promotion of education and
the administration of public charities.
On the other hand, they have been held
liable when such acts or omissions
occur in the exercise of the power to
build and maintain bridges, streets and
highways, and waterworks, construct
sewers, collect refuse and care for the
dump where it is deposited. Recovery
is denied where the act or omission
occurs in the exercise of what are
deemed to be governmental powers,
and is permitted if it occurs in a propri-
etary capacity. The basis of the distinc-
tion is difficult to state, and there is no
established rule for the determination
of what belongs to the one or the other
class.170

The difficulty in distinguishing governmental and
proprietary functions becomes clear in that, almost 80
years later, most Americans would probably consider
“the power to build and maintain bridges, streets and
highways, and waterworks, construct sewers, collect
refuse and care for the dump” to be governmental func-
tions, while many states leave “the inspection of steam
boilers” to private organizations.

The distinction between governmental and propri-
etary functions derived from the doctrine of sovereign
immunity may provide useful guidelines in determin-
ing whether model building codes should lose copy-
right protection upon adoption by local governments.
As with many functions carried out by government
bodies, whether the development and enforcement of
building codes is properly considered a government or
proprietary function is subject to debate.171

Most Americans, if asked, would probably respond
that development and enforcement of building codes is
a government function. However, for most of American
history, private organizations have taken the lead in
development of codes and standards, as described
above. In addition, insurance companies have been a
driving force in enforcement of building codes and
standards.172

In 1625, the Dutch West India Company established
rules governing types and locations of houses that
could be built by colonists in New Amsterdam.173

Extensive laws governing construction, sanitation and
fire prevention were in effect by 1674.174 Despite the
early regulations on building, New York City did not
have a “Superintendent of Buildings” until 1860 and

did not have an independent “Buildings Department”
until 1892.175

Government involvement in building regulation
came much later in California than in New York City.
The National Board of Fire Underwriters began promot-
ing a “Recommended National Building Code” in
1905.176 It was 1909 before California enacted its first
public building law, the State Tenement Housing Act.177

In 1913, the state of California created the State Division
of Immigration and Housing, and the State Division of
Safety.178 This resulted in confusion as each department
responded individually to building problems with little
coordination between the departments.179

A private group, the Pacific Coast Building Offi-
cials, established uniformity of building codes in Cali-
fornia by publishing the first Uniform Building Code
(UBC) in 1927.180 The Pacific Coast Building Officials
became the International Conference of Building Offi-
cials (ICBO) and most local governments in California
have either adopted the ICBO family of codes by refer-
ence or used the codes as a pattern.181

For more than 165 years, Factory Mutual has
worked with industrial customers in setting standards
and preventing and controlling property loss.182 Factory
Mutual is only one of many insurance- and loss preven-
tion-related organizations engaged in research and stan-
dard setting for various fields.

The development of standards is much more com-
plicated than passing a law. Economist Ludwig von
Mises pointed out the importance of protecting intellec-
tual property in promoting technological progress:

[I]t is obvious that handing down
knowledge to the rising generation and
familiarizing the acting individuals
with the amount of knowledge they
need for the realization of their plans
requires textbooks, manuals, hand-
books, and other nonfiction works. It is
unlikely that people would undertake
the laborious task of writing such pub-
lications if everyone were free to repro-
duce them. This is still more manifest
in the field of technological invention
and discovery. The extensive experi-
mentation necessary for such achieve-
ments is often very expensive. It is very
probable that technological progress
would be seriously retarded if, for the
inventor and for those who defray the
expenses incurred by his experimenta-
tion, the results obtained were nothing
but external economies.183

Supporting the proposition that standards develop-
ment and enforcement should be considered a propri-
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Buying a copy of a standard building code may
well be the simplest and least expensive thing a builder
can do. The purchase is certainly simpler and cheaper
than overcoming the obstacles put in place by federal,
state and local governments.191

A simple addition to a home can involve obtaining
permissions from the Planning and Zoning Commis-
sion, Conversation Commission and Health District.192

It can take years to obtain all of the appropriate permis-
sions—if permission can be obtained at all.193 Govern-
ment officials responsible for making these decisions
are little affected by market forces and the safest course
for them often is delaying the project until it fades
away.194 No one can accuse an official of being wrong if
a decision can be avoided entirely.195

Unlike the arbitrary bureaucrat, standard building
codes are definite (although obviously open to some
interpretation) and accessible to anyone. One motive for
making the law freely available is so that citizens do not
violate it because they are unaware of it. With the mul-
titude of government controls on building, a building
code violation is not something a typical citizen will
commit due to lack of access to knowledge—unless one
is already violating other laws and regulations by
building without the appropriate permits.

There are four nationally known producers of
building codes. Unlike local governments, they must
compete in the marketplace and offer their products at
a competitive price. A city can charge any price it wants
for building permits and officials can use the bureau-
cratic process to deny permission to those out of favor.
Builders relying on a standard code can obtain interpre-
tations of provisions from the code authors themselves,
instead of being at the mercy of local enforcement offi-
cials.

Conclusion
The primary rationale for denying copyright protec-

tion to court decisions and statutory compilations—that
the public has already paid for the decision when it
paid the judge who wrote the decision or the legislators
who wrote and passed the statute—does not apply to
privately developed building codes. The organizations
developing the codes offer them to government entities
for a fraction of the price at which a municipality could
develop its own code. 

One rationale for denying copyright protection to
building codes is that a copyright holder could restrict
access or charge exorbitant prices for copies of its
code(s). Although municipalities within a given region
tend to adopt the same building code, limiting the
effects of competition between the code authors, this
has not been shown to be a problem. The popularity of
a particular code enhances its availability far beyond

etary, rather than governmental function, is the fact that
the loss prevention function of building codes is of
great interest to both property owners and insurance
providers. Insurance providers are looking to reduce
potential losses by requiring compliance with stan-
dards, while owners are looking to reduce losses and
insurance premiums. In addition, in areas where there
are no government building codes, building contracts
often require compliance with model building codes as
a means of ensuring quality, uniformity and safety in
the finished product.

Do Model Building Codes Actually Increase Access to
the Law?

In 1949, a report to the California State Legislature
said that:

The state has no one agency concerned
principally with building regulations.
There are at least ten state agencies
having some degree of authority in this
field, and not one of them is responsi-
ble for taking the lead in coordinating
the activity of all of them. This pro-
duces two kinds of confusion—conflict
between state agencies themselves
and too many kinds of relationships
between state and local agencies. There
is no consistent pattern for defining the
relative responsibility of the state and
local agencies in enforcing state regula-
tions.184

Not only were multiple state agencies responsible for
producing and enforcing building regulations, but the
standards were dispersed throughout the various titles
and over 30,000 pages (as of 1953) of the California
Administrative Code.185

The accessibility of the standards building codes
developed by SBCCI, BOCA, ICBO and CABO presents
quite a contrast to the difficulty involved in sifting
through the California Administrative Code. Nonmem-
bers can order a copy of the latest SBCCI Standard
Building Code for $82.50 and a “Standard Code Dis-
count Package, 1997,” containing 1997 editions of Build-
ing, Plumbing, Fire Prevention and Gas Codes, is avail-
able for $262.50.186 SBCCI also provides copies of the
standard codes to member local governments187 and
concedes that copying of portions of the codes for per-
sonal use constitutes fair use.188 Further, for $25 per
year, an individual can become an “Information Sub-
scription Member” of SBCCI, entitling her to “unlimited
use of most SBCCI administrative, computer, education-
al, and technical support services and member prices
for publications and educational courses.”189 Some
membership categories of SBCCI include free code
interpretations via a toll-free number.190
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what would be expected of a city-specific and locally
developed code. In addition, local governments have
copies of model codes available for the public’s use
during normal working hours and the code developers
agree that copying for personal use constitutes fair use. 

Upon adoption of a complete model code, a city
would arguably be within its rights to offer its citizens
access to the code by posting a complete copy of the
code on a Web site or making copies available on
request. This situation is easily distinguished from Veeck
in that Veeck posted the entire model code rather than
the code as adopted by local communities, posted the
code on a commercial site and reproduced it without
permission from SBCCI. This ability to copy a local gov-
ernment’s volumes of the codes effectively limits what
code authors can charge for their products.

Unlike laws regulating primary behavior, citizens
are unlikely to violate building codes unknowingly.
Building is usually done by people with expertise in the
construction field who are aware of the codes. Local
governments put many obstacles in the way of those
wanting to build on private property: Zoning restric-
tions, taxes and the requirement of easements. Unlike
these restrictions, which can be exercised arbitrarily by
local politicians, building codes are known factors for
would-be builders.

Finally, the production of building codes has not
historically been a government function in the United
States. As such, the codes should not be considered
“government works,” ineligible for copyright protec-
tion. 

Denying copyright protection to privately devel-
oped building codes would significantly reduce incen-
tives to code authors as they witnessed their incomes
drop from code sales. This reduction in income could
lead to code authors going out of business or seriously
reducing support staffs. It could also result in slower
revisions to codes with technological advances.

Despite the claim that allowing copyright protec-
tion of building codes restricts access to the law, the evi-
dence shows that privately developed building codes
are much more accessible than locally authored statutes
and local ordinances. In addition, such codes provide
uniformity that would be difficult to obtain with each
local government producing its own code. Until the
problems anticipated by critics of copyright protection
for building codes become reality, we would do well to
allow such protection to continue.
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Systems of Internal Control and Auditability
of Digital Transmissions
By Phil Teplitzky

The marketing and selling of music has undergone a major revolution in the last few years. Tra-
ditionally, one purchased an album, CD or some form of physical reproduction of the music. This
was the way it had been since Edison invented the Gramophone. However, with the introduction of
the Internet and the shift to downloading of bits, that has changed. The industry has morphed from
the acquisition of the tangible to the download of the intangible. The proof of this change is in the
numbers. In the last year, the number of requests for licenses for digital transmissions has increased
dramatically. 

This revolution in the music delivery business has resulted in a number of new rules and regu-
lations. In the 1990s, Congress passed laws that reaffirmed that the Copyright Act is just as applica-
ble to the Internet as it is to the physical world, and that it is illegal to download music without
obtaining the appropriate license authority and without making the proper royalty payments to the
copyright owners. Such legislation provides the creators with fair and equitable protection for their
works, reasonable and acceptable compensation and continues the principles laid down by the
founding fathers that the genius of creators is theirs to control. It should be noted that one of the
first laws enacted by the new United States of America was that of Copyright protection of creative
works. Creativity has to be protected and rewarded if we want to keep it thriving. 

A similar revolution is happening in the laws and processes that protect the financial rights of
copyright owners. The courts have upheld the principle that copyright holders have a financial right
in the music downloaded from the Internet. This right is protected by the issuance of licenses and
the collection of royalties associated with those licenses. Just as the rights of shareholders are pro-
tected by legislation, and just as there is a requirement for publicly traded companies to issue certi-
fied audits of their financial positions, so too must digital music companies provide the licensor of
music with audits of the number of downloads that have occurred and an accurate and complete
record of what royalty payments are owed, based on the terms and conditions of the licenses. 

This article encompasses the issues raised above, and addresses the following questions: 

1) What constitutes an adequate System of Internal Control (SIC) for digital transmissions; and 

2) How does one audit that SIC to ensure that it is accurate, complete and timely?

Without answers to these two questions, rights holders, like those with financial interests in a com-
pany, will have no way of knowing if their rights are being protected.

Digital Transmissions
Many of the musical compositions that one hears via digital transmission were originally

recorded in analog rather than digital form. The transformation to digital format is done at the time
when a CD is made. The analog to digital transformation is made possible by sampling the analog
sound reproduction and recording the numerical value of the sound. All sound waves can be repre-
sented by a digital number. The quality of the digital reproduction is a function of how often one
samples, the number of times a second that one calculates the value of the sound wave and the
number of tracks sampled. Many of the original sound recordings were done in analog mode but on
multiple tracks, with each track representing a different component of the composition and the
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quality of the equipment doing the sampling. In other words, the quality of the recording depended
on how fast and accurate the algorithms were. The digital representation can then be either stored in
its entirety, or compressed to save space. 

The MP3 and MPG formats are examples of compressed representation of original music. The
reason as to why music can be compressed, and why the number of bits (i.e., the number of discrete
sampling data points) may be reduced is that the human ear has a latency period. The ear does not
refresh the sound for a finite period. If the sound is reproduced at a rate greater then the ear’s abili-
ty to refresh, quality is lost. However, since the ear cannot respond fast enough to notice, that does
not matter. Compression algorithms and standards take advantage of this phenomenon. They
reduce the number of samples. They also save space on the CD and reduce the amount of time it
takes to download and store a song. In fact this technology goes even further, as modern signal pro-
cessing algorithms and hardware are able to fill in the gaps. They can determine what the value of
the missing bits should be based on; an analysis of the difference in values between the current bit
rate, the bits just played and by looking ahead to see what the upcoming bits are. The processor can
then fill in the missing pieces and smooth the curve. Thus although the number and quality of the
music is improved, less information is sent, and therefore less time is needed to download.

The major formats for music downloads are MP3 and WAV. However, these will soon be
replaced by new compression standards that will provide better quality with fewer or the same
number of bits.

Digital Rights Management (DRM)
In the early days of Internet music downloading (two years ago or, in Internet terms, nine terri-

torial years), the trade in music was wide open. There were no controls or regulation. Since then,
providers have introduced the concept of Digital Rights Management (DRM). DRMs encrypt the
bits and render them unplayable. The end user has to purchase a key to unlock the bits from the
provider. No key, no music—it is that simple. DRMs provide for several different types of protection
for songs that are downloaded and played:

• on your computer but only your computer; 

• for a specific number of times on your computer; and

• for a specific period of time on your computer.

This is accomplished by wrapping the song in a DRM envelope, which keeps track of the computer
one is on. It does this by using a unique attribute of each computer or downloaded software as part
of the DRM key, by keeping track of how many times and on what dates a song is played. DRMs
are very sophisticated pieces of software and are improving daily. The interesting part of using a
DRM is that it separates the process of downloading the bits from using the bits. One can download
or pass on all of the copies one has of a song, but without the key to unlock them, they are just use-
less bits of data, unplayable and unusable. It is only with the acquisition of the key that they become
useful.

What Are the Issues?
Several issues have arisen because of the introduction of digital music transmissions. Perhaps

the most effective way of articulating them would be to pose them as a series of questions that need
to be answered:
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• How do you know how many downloads have occurred?

• When does a download actually happen: When it starts, or when it finishes? What about par-
tial downloads?

• How do you know that a downloaded song has not been given to someone else?

• What happens when you want to back up and/or replace your hard drive and/or computer?
Do you still have the bits?

• What happens when you transfer the song to your portable player and/or computer? Do you
have the right to do this and play the song?

• Can you give the song to someone else (like you can with a CD)?

• If it is a limited download, how do you know that the time has expired or when the user has
reached the limit on the number of plays?

These are just some of the issues that the music industry is wrestling with. Tools and techniques
have been developed to address each case method. The mission of this article is not to discuss the
effectiveness or appropriateness of the various approaches, but to determine what reliance can be
placed on the information they generate. To put it in a somewhat different way, let us suspend dis-
belief and say that all of the tools, methods and techniques work perfectly. How then do we know
that they are operating, operating consistently and that the information they are producing is accu-
rate, complete and authorized? We do this by establishing an SIC.

What Is a System of Internal Control (SIC)?
SICs are the tools, methods and techniques that management employs to ensure that data is:

• Accurate: An SIC can show that a company that claims to have sold $500,000 worth of widg-
ets in a year in fact has sold that amount.

• Complete: An SIC can show that all of the data is there and that no transactions have been
missed.

• Authorized: An SIC can show that only those transactions that are legitimate have been
recorded and that no unauthorized, rogue or otherwise unapproved transactions have
occurred. 

• Secure: An SIC can show that only authorized and authenticated employees have accessed
the system and made changes.

• Timely: An SIC can show that the system operates in a way that is consistent with the cycles
it is intended to control. (For example, if changes are made on a real-time basis then batch
control tools and techniques are not appropriate.)

• Evidence of use: There has to be some way of determining whether the controls have in fact
been doing what they are intended to do. (An example of this would be the use of a security
system that prevents unauthorized access and creates an audit trail of unauthorized attempts
to use the system.)

SICs have many individual tools and methods that can be used to achieve control objectives.
For example, to ensure that a system is secure, some of the methods, tools and techniques that
might be employed include:
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• use of a locked computer room and physical security;

• sign-in and sign-out record sheets, physical security and evidence of use;

• SSL secure connection;

• password protection of servers;

• password protected computers with a mandatory change of passwords every 30 days;

• password protected environments for development, testing and operations with only limited
access ability to the operational environment; and

• encrypted password files.

All of the above are part of an SIC aimed at enhancing and maintaining the security of the environ-
ment.

Characteristics and Attributes of an SIC
SICs may be applied to many dimensions of the environment. There are two main types of con-

trols: financial and operational. Financial controls are aimed at keeping the books and records of a
company in agreement with actual sales and purchases. Financial controls are often reflected in a
financial report issued by a company at the end of the year. The numbers in the report can be
regarded as accurate, since an audit firm has evaluated the SIC and found it to be adequate.
Investors, banks and other people with a monetary interest in a company rely on these numbers to
give an accurate and fair representation of a company’s financial health. Operational controls
address how a company does business. These controls include the sending of goods, receipt of
goods, warehousing and the sales and ordering process. They also include the processes and meth-
ods used to develop and deploy computerized systems. In an era where the only product that a
company may produce is information, as with digital music services, the SIC associated with the
development and deployment of computer systems is often more important than any other. How
systems are developed, tested, deployed and maintained is of major concern. There needs to be an
SIC established in this area, just as there exists in the more traditional financial area.

What Is Auditability?
An audit is a way to determine if the SIC is operating effectively, consistently and constantly. In

effect, an audit is a way to have some level of assurance that the controls that were implemented are
in fact doing their job. Generally, an auditor, be it internal or external, using a set of audit tools,
methods and techniques, reviews and tests the SIC to determine if the system is operating properly;
and more important, if it is meeting the control objectives for which it was originally implemented.
It is possible to have a very well designed, operational SIC, but not have it meet the control objec-
tives for which it was designed. SICs must be appropriate for the operational and technological
environment in which they live. Batch controls, which are designed for a main-frame environment,
while perfectly conceived, may be very inappropriate for an online, Internet-enabled environment.
Therefore, not only must the controls work, but they also have to be matched to the environment.
Audits are a way to have an expert render an opinion as to the adequacy and appropriateness of the
SIC. To do this, auditors use an assortment of audit tools, methods and techniques. 
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The basic audit process can be divided into two types:

1. Substantive Review: This is often colloquially referred to as “counting the beans.” In the case
of a financial audit, it may be possible to re-compute or reconstruct the financial position of
the company by adding up all of the receipts (sales) and purchases (expenses) and recalculat-
ing the financial position of the company. Sometimes this process is shortened by using statis-
tical sampling techniques that permit the auditor to reduce the number of transactions that he
has to redo in order to achieve a reasonable level of correctness.

2. Compliance Review: In this case, the auditor reviews the SIC that has been put in place and,
via reviews and tests, determines if the SIC is operating effectively and meets the control
objectives for which it was designed. One of the major control techniques on which an exter-
nal auditor may rely is an internal audit group that performs substantive tests throughout the
year. Compliance reviews are generally the only kind of audit that can be done in a highly
automated, information-intensive environment.

What Is Different About the Digital World?
Therefore, the inevitable question must be asked: What is there about digital music transmission

systems that make them different from other systems? Without treading on the sublime, the answer
is everything and nothing! In terms of the general control and audit objectives, digital music systems
are the same as any other system. However, in terms of the specific control tools, methods and tech-
niques that have to be used, and by inference, the audit tools, methods and techniques, everything is
different. As was stated earlier, many of these issues have yet to be addressed. For example, no one
as yet determined how to control backups, portability, reacquisition of content (either due to crashed
hard drives or the replacement of computers), DRM management and associated public and private
key management and replication of content to portable devices, for people who do not have Internet
access. In the digital music world where the bits are the product, there is no way to conduct a sub-
stantive operational audit. It may be possible to conduct such an audit on the revenue side, but not
on the side that deals with the bits. All of the controls and audit techniques must be compliance-ori-
ented and by inference, would need to be conducted through the computer and contemporaneously
with actual operations. It would be awfully embarrassing to find out that the SIC did not work, but
that such failure was only discovered several days later because the audit approach chosen was not
contemporaneous with the speed at which the business operated. As the digital transmission world
is one of real-time operation, it is important that the SIC and audit reviews also be operative in real
time.

Conclusion
In this article, I have identified and defined some of the issues and challenges that will face digi-

tal transmission companies in the areas of control and auditability. This is only a survey of the
issues. Each of the topics identified is of such breadth and magnitude that each one warrants an arti-
cle of its own. What I hope to have done is make the reader sensitive to the issues, and start you on
the road to consider what to do next. These issues must be resolved if digital music providers are to
be successful. A good operational and reliable SIC is essential for corporate stability and confidence.
The recent events at Enron only make more apparent the need for control and auditability!

Philip H. Teplitzky is Senior Vice President and Chief Information Officer of The Harry Fox
Agency, Inc. Prior to joining HFA, he started, managed and built a successful Information Tech-
nology Consulting Practice; was the Managing Director of Technology for Technology and the
New York 911 Project; and managed the creation and growth of several start-up IT departments.
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