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Remarks from the Chair

These are my farewell
Remarks from the Chair. It
has been an honor to serve as
Chair of the Entertainment,
Arts and Sports Law Section
for the past two years. | ex-
tend my heartfelt gratitude to
my remarkable Dream Team:
Rosemarie Tully (Vice-Chair),
Diane Krausz (Treasurer), Pa-
mela Jones (Secretary 2011),
Monica Pa (Secretary 2010),
Jason Baruch (Assistant-Sec-
retary), and the entire EASL Executive Committee. | also
thank my dedicated Albany colleagues Tiffany Bardwell,
Dan McMahon and Leslie Scully, among others, whose
tireless support has been invaluable throughout my term.

I am proud of all that we have accomplished so far
during my tenure as Chair. We have formed seven new
standing Committees: Digital Media (including social
media), Diversity, Ethics, Lawyers in Transition, In-House
Counsel, International and Scholarship. For the first time
in EASL history, we have a District Representative for
each of the 13 Judicial Districts in New York State. We
have formalized our relationship with the Young Lawyers
Section by appointing YLS members to serve as Liaisons
to EASL and have organized several successful joint
programs.

We have also welcomed law students to serve as Liai-
sons to EASL. Our highly successful Law Student Liaison
program, which other Sections are enthusiastically emu-
lating, has expanded to 12 Law Student Liaisons in 2011,
including our first ever out-of-state and international Law
Student Liaisons. These talented students connect their
law schools with EASL and vice versa, attend Executive
Committee meetings and become involved in planning
programs and discussing new initiatives. By working
with law students at the Executive Committee level, we
are exposing them to our diverse practice areas and a
wide array of EASL activities at an early stage of their
careers while helping them hone their leadership skKills.
Together, our efforts have yielded several innovative pro-
grams and partnership opportunities between EASL and
law schools. We are grateful too for the fresh perspectives
our Law Student Liaisons provide.

Our Section continues to organize meaningful pro
bono activities and cutting edge programs in entertain-
ment, arts and sports law, as well as ethics. Our Fall Pro-
gram, entitled “Anatomy of a Hit TV Reality Show Series,
and Other Things We Think You Should Know” was one
of our best ever, featuring four superb panels of interest.
The first panel, which was inspired by EASL’s Young En-

tertainment Lawyers, offered an exposé of the history of
the creation and operation of one of the most successful
reality shows, A&E’s “Pawn Stars.” The panelists—mem-
bers of the actual production team behind the show—in-
cluded Brent Montgomery (Leftfield Pictures), Rob Miller
(Peleton Entertainment), Mary Donohue (History, A&E
Television Networks) and was expertly moderated by Pe-
ter Hamilton (Editor, DocumentaryTelevision.com). The
next panel, on the topic of free speech and video games,
featured Gena A. Feist (Vice President & Associate Gen-
eral Counsel for Take Two Interactive), John F. Wirenius
(Author, First Amendment, First Principles: Verbal Acts and
Freedom of Speech, and Deputy General Counsel to the
Office of Collective Bargaining) and was superbly moder-
ated by Jason Aylesworth (Sendroff & Baruch). Next we
focused on the representation of minors in New York,
with speakers Brian D. Caplan (Caplan and Ross), Paul
LiCalsi (Mitchell Silverberg and Knupp), and Joseph L.
Serling (Serling Rooks Ferrara Mckoy & Worob). The Fall
Program concluded with a much sought-after ethics com-
ponent, featuring Deborah A. Scalise (Scalise & Hamilton)
and Pery D. Krinsky (Krinsky, PLLC). Without a doubt,
this program was a “winning deal!” chock full of valuable
information and offering 7.5 CLE credits, including 2 CLE
credits in ethics and professionalism. Now THAT’S what
I call reality! Thanks to Program Co-Chairs Jason Ayles-
worth, Ethan Bordman, Diane Krausz and Pamela Jones.

In September, we held an outstanding program,
“Lending in the Sports and Entertainment Industries,”
which focused on contents of credit agreements, credit
enhancement documents, industry, league and regulatory
restrictions, among other topics. Our panelists included
Stephen Brodie (Partner, Herrick, Feinstein LLP), Nick
DeFabrizio (Chief Counsel Communications, Media and
Entertainment Group CIT Legal Department), Victoria
A. Gilbert (Partner, Kaye Scholer LLP), Bradley Rangell
(Managing Director, Team Leader, Sports Advisory, Citi
Private Bank), W. Wilder Knight Il (Of Counsel, Pryor
Cashman LLP), and Lucie Guernsey (Managing Director,
Woodland Bay Capital, Inc.). The 2-CLE credit program,
which was conceived and organized by Jessica Thaler,
was held at Herrick Feinstein. Kudos Jessical

Our aptly titled program in October “Exploring the
Wild, Wild West of Filmmaking: Borat, Hidden Cameras
and Investigative Reporting” was designed to help us
guide our clients through the murky waters of public
stunts, no releases, hidden cameras and more. The wild
wild West(-coast) guest speaker, Michael C. Donaldson, a
California entertainment lawyer and author of the newly
released Legal Guide to Independent Film Making, delivered
a lively presentation and commented on a variety of clips
from films that have been the subject of lawsuits, and
explained the release that was used by the Borat team. To
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round out the program, we discussed insurance to such
a highly risky business. This sold-out event was co-spon-
sored by the Litigation, Motion Pictures, and Television
and Radio Committees.

In addition, also in October, EASL’s Committee
on Alternative Dispute Resolution (Judith Bresler and
myself, Co-Chairs) co-sponsored Mediation Settlement
Day for the fourth consecutive year. This annual event is
sponsored by FINRA Dispute Resolution, the New York
State Unified Court System, and a coalition of over 100
alternative dispute resolution programs, bar associations,
community based programs, schools, public and non-
profit organizations. Several EASL Executive Committee
members participated in the Kick-Off event on October
18th at the New York City Bar Association, where we had
reserved a table to showcase EASL’s programs and ini-
tiatives. We were treated to a fascinating CLE program,
“Mediation in the Mainstream,” and a Keynote Speech by
Michael Sardo, Creator and Executive Producer of USA
Network’s “Fairly Legal.”

Looking ahead to our Annual Meeting, organized by
Program Committee Co-Chairs Judith Bass, Ethan Bord-
man, Diane Krausz and Carol Steinberg, we anticipate
another sold-out double-feature—with one panel on
“Trending Topics in Licensing and Branding” and another
panel on “New Models of Publishing: E-Books, Enhanced
e-books, Apps and How They Have Transformed the
World of Publishing.” A cutting edge program not to be
missed!

As | mentioned above, our Section has embraced new
areas of law and technology. We now have a Twitter ac-
count, thanks to our energetic new Co-Chair of Digital
Media, Megan Maxwell. Our Blog has become a mainstay
of our daily lives, with postings on the most current top-
ics, thanks to our remarkable editor Elissa Hecker, and all
of our Blog contributors.

We have also turned our attention to important initia-
tives, such as President Vincent Doyle’s groundbreaking
Diversity Challenge. | was very proud to present the
Diversity Challenge Team Report (described in page 10
herein) to NYSBA President Vincent Doyle on behalf of
EASL. | acknowledge our Diversity Committee Co-Chairs
Anne S. Atkinson and Cheryl L. Davis, who spearheaded
our initiatives, along with each of our other dedicated Di-
versity Challenge Team Members: Rakhi Bahadkar, Rich
Boyd, Nyasha Foy, Elissa Hecker, Jessica Thaler, Rosema-
rie Tully and myself.

Our Diversity Challenge Team met on a regular basis
throughout the summer to prepare our Report, which we
presented to the EASL Executive Committee in Septem-
ber. At this writing, two programs (described below) were
held in October and November, and other initiatives are
at various stages of development. President Doyle has
offered his thanks and gratitude for our Report and work

thus far. We hope you will appreciate our diversity efforts
and look forward to working with you to advance the
NYSBA’s and EASL’s diversity goals.

Our Diversity plan includes (i) holding programs
with minority bar associations, such as the one we held
with the Black Entertainment and Sports Lawyers Asso-
ciation (BESLA) described below, (ii) establishing a men-
toring program for diverse new lawyers, 2L law students,
and/or those who wish to shift areas of practice to the
entertainment, arts and sports law areas, (iii) providing
pro bono assistance and mentoring to newly admitted
attorneys, and (iv) coordinating with veterans groups,
starting with the Producers Guild of America East where
EASL would provide speakers and representatives for
roundtable discussions.

To start, we co-sponsored a program on October 12th
with the New York City Bar Association, titled “You're
an Up and Coming Talent: Be More, Do More and Dis-
cover More by Reaching for the Leader Within You.” This
free seminar was aimed at enabling lawyers of color to
determine effective ways to manage their career advance-
ment and success. The panel included Rakhi Bahadkar,
a member of EASL’s Diversity Challenge Team (Senior
Regulatory Services Consultant, New York Life Insurance
Company), Michael I. Bernstein (Partner, Bond Schoeneck
& King), Vincent T. Chang (Partner, Wollmuth Maher &
Deutsch LLP), Margo G. Ferrandino (Litigation Associate,
Bond Schoeneck & King), and Thomas Jackson (Executive
Vice President, General Counsel and Corporate Secretary,
EdisonLearning, Inc. ), and was moderated by Vera Sul-
livan (President and Founder Diversityforce LLC).

In November, our Diversity Committee partnered
with BESLA to present a program on “Legal Issues in Re-
ality TV.” This joint program—our first with BESLA—was
such a resounding success that we aspire to collaborate
again in the future. Congratulations to Rich Boyd and Rob
Thony, members of the EASL Diversity Committee, and
Matt Middleton, President of BESLA, for creating such a
superb program. Thanks also to Nyasha Foy, EASL Stu-
dent Liaison, for coordinating with New York Law School
for the perfect venue. We anticipate more programs such
as these, and look forward to implementing each of our
initiatives in the coming months. Please join us!

As our world grows increasingly global, it has be-
come evident that EASL should expand our activities to
address international issues. In September, we voted to
create an International Committee. This Committee—our
newest—will be chaired by Eric J. Stenshoel, Counsel at
Curtis, Mallet-Prevost, Colt & Mosle LLP in New York.
Stay tuned for exciting new developments.

In the legislation arena, EASL continues to support
the Art Consignment Statute Bill Proposal, which would
amend Avrticles 11 and 12 of the New York Arts and Cul-
tural Affairs Law, in relation to consignments of art works
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to dealers by artists, their heirs and personal representa-
tives. We appreciate NYSBA’s continued support on this
important piece of legislation.

Our Pro Bono Committee continues to dazzle us
with a wide array of speakers’ bureaus, clinics, and other
events. Our Pro Bono Clinics at New York Foundation
for the Arts (NYFA) in August and November were ter-
rific successes. Please see the Pro Bono Report on page 8
for details regarding the August clinic and the upcoming
Spring issue for the November one.

It's always a pleasure to acknowledge outstand-
ing EASL Executive Committee members and welcome
new faces. Our longtime Co-Chair of the Copyright and
Trademark Committee, Neil Rosini, has stepped down
after many years of distinguished service, and has been
appointed Member-at-Large. Alan Hartnick, a strong and
erudite presence in EASL almost since its inception, has
also been appointed Member-at-Large, and continues in
his role as District Representative for the First District.
We warmly welcome Cheryl Davis (Co-Chair, Diversity
Committee), Jennifer Liebman (District Representative,
12th District), Megan Maxwell (Co-Chair, Digital Media
Committee); John Britton Payne (Co-Chair, Copyright
and Trademark Committee); Eric J. Stenshoel (Co-Chair,
International Committee) and Brian Wynn (Co-Chair,
International Committee). We also welcome to our new
Law Student Liaisons for 2011-2012: Megan Bellamy (BPP,
London), Caitlin Lee Dempsey (Fordham), Peter Dagher
(Fordham), Nyasha Foy (New York Law School), Carey
Greenberg (St. John’s), Kibum Kim (NYU), William A. Lo-
renz, Jr. (Buffalo) and Aaron Rosenthal (DePaul, Chicago).

What a privilege it has been to serve as EASL’s Chair.
It will be an honor to play a vital role in EASL as your
Former Chair and to continue in my roles as Chair of the
Fine Arts Committee, Co-Chair of the ADR Committee,
and finally a member of the House of Delegates through
June 2012.

As | bid adieu as EASL Chair and join the distin-
guished pantheon of Former Chairs, | marvel at how
much we have accomplished together during my tenure.
As | look ahead, | am confident that we will continue to
achieve our goals for the NYSBA, EASL, our profession
and the greater community. In 2013 we will celebrate
our 25th Anniversary. EASL’s mission remains, as it was
in its early days—to provide forums for discussion and
debate and information-sharing in the EASL community.
We have grown to almost 1,700 members with varied
interests, including some of the hottest issues grabbing
headlines being debated in Congress, and being heard by
the courts.

I could not leave EASL in better hands than with my

successor, dear colleague and friend Rosemarie Tully,
whose vision for EASL is far-reaching and innovative.
For many years Rosemarie has demonstrated her impres-
sive talents and leadership skills (with a dash of style and
grace) within EASL and the greater Bar. Rosemarie will be
an effective and inspiring Chair and will serve EASL with
distinction.

I hope to see many of you over the winter and spring
months—and each and every one of you at our Annual
Meeting on January 23, 2012 and our Silver Anniversary
celebration in 2013!

Visit us on the Web: www.nysba.org/easl

Join the NYSBA LinkedIn group:
www.nysba.org/LinkedIn

Follow us on Twitter @NYSBAEASL to stay up to date on
news, events, programming, and publications.

Judith B. Prowda

thing for which the Award stands.

Congratulations Bennett Liebman

The EASL Section is so proud of Executive Committee and longtime EASL member

Bennett Liebman, recipient of the NYSBA CAPS Excellence in Public Service Award.
Bennett’s commitment to public service, his honor and his integrity represent every-
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Editor’s Note

It is with a mixture of ap-
preciation and sadness as we
bid goodbye to Judith Prowda,
a wonderful Section Chair, as
her tenure comes to an end.
Luckily, she will remain on the
Executive Committee in her
capacities as Chair of the Fine
Arts Committee, Co-Chair
of the ADR Committee and
as member of the House of
Delegates.

As Chair of the Section, Judith has been a power with
which to reckon. She has expanded the EASL Executive
Committee, filling its seats with powerful, influential and
smart representatives of our practice areas, and increased
the profile of the Section exponentially. She has fully sup-
ported and/or initiated our diversity, law student, and
lawyers-in-transition initiatives, and pro bono efforts.
Please see Judith’s final Remarks (on p. 4) for a more
comprehensive, albeit impossibly complete, list of her
accomplishments.

Working with Judith is always a pleasure, as she is a

doer; when she wants to make something happen, it does.

She is modest to a fault, and often people are unaware of
the graceful puppeteer behind the scenes.

We members of the EASL Section are eternally grate-
ful for the wonderful endeavors of Judith on our behalf,
and look forward to many more in the future through her
Committees.

We also welcome Rosemarie Tully as the incoming
Section Chair. We expect great things from her as well, as
she has a proven track record of leadership, integrity and
passion for all that is EASL.

As always, please feel free to email articles of inter-
est or questions to the Editor to me at eheckeresq@yahoo.
com.

Elissa

The next EASL Journal deadline is
Friday, JANUARY 20, 2012.

Elissa D. Hecker practices in the fields of copyright,
trademark and business law. Her clients encompass
a large spectrum of the entertainment and corporate
worlds. In addition to her private practice, Elissa is a
Past Chair of the EASL Section. She is also Co-Chair
and creator of EASL’s Pro Bono Committee, Editor of
the EASL Blog, Editor of Entertainment Litigation and
Counseling Content Providers in the Digital Age, a fre-
quent author, lecturer and panelist, a member of the
Board of Editors for the NYSBA Bar Journal, a member
of the Copyright Society of the U.S.A (CSUSA), a mem-
ber of the Board of Editors for the Journal of the CSUSA
and Editor of the CSUSA Newsletter. Elissa is a 2011
Super Lawyers Rising Star, the recipient of the CSUSA’s
first ever Excellent Service Award and recipient of the
New York State Bar Association’s 2005 Outstanding
Young Lawyer Award. She can be reached at (914) 478-
0457, via email at: EHeckerEsg@yahoo.com or through
her website at EHECKERESQ.com.

at eheckeresq@yahoo.com.

Seeking Mentors

EASL is seeking mentors for newly admitted and transitioning attorneys. To

volunteer, please contact Cheryl Davis at cdavis@mhjur.com or Elissa Hecker
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Pro Bono Update

Pro Bono Steering Committee:

Clinics: Elissa D. Hecker

Speakers’ Bureau: Carol Steinberg, Kathy Kim
NYFA: Elissa D. Hecker, Carol Steinberg
Litigations: Irina Tarsis

Clinics

On August 10th we had a highly successful Clinic
with the New York Foundation for the Arts (NYFA),
where over 30 volunteers from the EASL and IP Sections
helped a variety of clients.

Thank you to these volunteers;

Joana Aggrey
Elizabeth Barrett
Nicole Barton

Rich Louis
Michael Lydakis
Monica Corrine Moran

Mark Belkin
Jenna Norys
Ethan Bordman .
. Michael Pantalony
Rich Boyd
. Henry Park
Robin Brenner
Bret Parker
Jane Chuang A
Scott Pilutik
Carol S. Desmond .
Bill Samuels

Joe DiCioccio

David H. Faux

Ronald S. Goldbrenner
Daniel Goodman
Jenna M. Jordan

Brooke Smarsh
Carol Steinberg
Andrew Rausa
Maysa Razavi
Debra Resnick

iy o6 Nari L. Roye

Emily Lee .

Stacy Lefkowitz Prudence Thiry
Robert Thony

Adrienne Lester
Jennifer Liebman

The overwhelming feedback was positive, and we
also held another, expanded Clinic with NYFA in No-
vember (details will be discussed in the Spring issue).
We are also planning to hold at least two Clinics a year
with this organization. We always match newly admit-
ted attorneys, attorneys in transition and law students
with more senior attorneys for all of the clients, with
great results. Elissa will continue to work closely with
Cheryl Davis, Rich Boyd and Rob Thony on continuing
this practice and coordinating the Mentor and Diversity
Committee initiatives with Clinics and other Pro Bono
Committee activities.

Bernadette Williams

Kathy also reached out to The Field, an arts and en-
tertainment umbrella organization. The Pro Bono Steer-
ing Committee will be working with The Field to provide
programs and possibly a Clinic in the Spring.

Boot Camp Legal Advisors

The graduates of NYFA's Boot Camp program are
organizing an arts festival to take place in February 2012.
As we have reported, NYFA sponsors a Boot Camp for

artists, which is an intense course to make artists more
business savvy. (EASL has been providing and continues
to provide attorneys to speak to the group about legal is-
sues.) An example of the kind of event would be a night
of dance performances at the Joyce Soho, featuring short
works by all of the dance graduates. Similar kinds of
events will take place throughout NYC and in various art
forms. The participants will be forming committees to ad-
dress issues like fundraising, venues, marketing, account-
ing, programming, and legal issues. EASL will provide
attorneys to serve as advisors to the committees to help
guide them as to legal issues and how to resolve them.

Referral Service

EASL will work with NYFA to provide a national
referral service to artists. NYFA reports that there is a per-
ception that all lawyers charge $500 an hour (and more),
and a fear of the legal profession in general. Many artists
who contact NYFA do not meet the pro bono restrictions
but can not afford higher fees. Artists contact NYFA for
help with legal issues not only directly related to art-
making, but also primarily related to their arts practice
more generally. Examples include estate planning, crimi-
nal traffic violations for performers who need to transport
their equipment from job to job on a daily basis, landlord-
tenant issues for artists in need of space, and immigration
issues for artists who collaborate internationally. We have
just begun discussions with NYFA to partner with it to
address this real need in the artistic community.

Consultations

We will work with NYFA to set up Skype/phone con-
sultations for artists of all disciplines. This would be a fee-
based program. There are many logistic and legal issues
which must be addressed.

Litigations

Whenever the NYSBA receives requests for pro bono
representation in a litigious matter related to art, sports
or entertainment law, the inquiry should be forwarded to
the attention of Irina Tarsis, the EASL Litigations Coordi-
nator, who maintains a list of firms and solo practitioners
willing to represent pro bono clients. The database con-
tains contact information for the attorneys as well as their
areas of expertise and statistics regarding their pro bono
work. The Coordinator maintains a list of the pending
and resolved cases and monitors the progress of the cases.
Please let Irina know if you and/or your firm are interest-
ed in being included in the database. She has created an
online system where information can be entered directly
by the volunteer who wants to be in the pool.

* k%

For your information, should you have any questions or
wish to volunteer for our pro bono programs and initia-
tives, please contact the Pro Bono Steering Committee
member who best fits your interests as follows:
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Clinics
Elissa D. Hecker coordinates walk-in legal clinics
with various organizations.

= Elissa D. Hecker, eheckeresq@yahoo.com

Speakers Bureau
Carol Steinberg and Kathy Kim coordinate Speakers
Bureau programs and events.

e Carol Steinberg, elizabethcjs@gmail.com
= Kathy Kim, kathykimesg@gmail.com

Litigations
Irina Tarsis coordinates pro bono litigations.

e Irina Tarsis, tarsis@yu.edu

We are looking forward to working with all of you,
and to making pro bono resources available to all EASL
members.

NYFA/EASL
LEGAL
CLINIC

7™ FLOOR
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Diversity Committee Report

Below is the letter sent by Judith Prowda to NYSBA President Doyle about EASL’s newest Committee and its
goals:

Dear President Doyle,

I am very proud to present the Diversity Challenge Team Report on behalf of the Entertainment, Arts and Sports Law
(EASL) Section. | would like to acknowledge our Diversity Committee Co-Chairs Anne S. Atkinson and Cheryl L. Davis,
who spearheaded our initiatives along with each of our other dedicated Diversity Challenge Team Members: Rakhi Ba-
hadkar, Rich Boyd, Nyasha Foy, Elissa Hecker, Jessica Thaler, Rosemarie Tully and myself.

Our Diversity Challenge Team met on a regular basis throughout the summer to prepare this Report, which we presented
to the EASL Executive Committee. One program has already been scheduled for October and other initiatives are at vari-
ous stages of development. We hope you will appreciate our Report and look forward to working with you to advance
NYSBA's diversity goals.

All best wishes,

Judith B. Prowda

Chair

Entertainment, Arts and Sports Law Section

Diversity Challenge Report of the Entertainment, Arts and Sports Law Section
Our Section’s efforts to meet the challenge include:

= Holding at Least Two Joint CLE Events with Minority Bar Associations, with one or more of these followed by
networking/member appreciation receptions, subject to budget. This requires coordinating with the EASL CLE
committee and minority bar associations that have established entertainment, arts and/or sports law committees.

In charge: Rich Boyd and Rob Thony

Rich and Rob have reconnected with Matt Middleton, the president of the Black Entertainment and Sports Lawyers
Association (BESLA), and are currently targeting the week of November 7th as the date for the first program on Reality
TV. Matt Middleton stated that once we lock in a date, he can then work toward confirming panelist and moderator (ide-
ally at least 2 in-house counsels from either MTV, BET, NBC), a programming executive, an outside attorney, a production
executive, and a talent. He would like a few more days to wrap his mind around our objectives, but until then, Rich has
proposed a generic working title of “Legal Issues In Reality Television.” Although EASL’s schedule for the October Reality
program has been published, they still need to reconnect with Diane Krausz to get additional guidance on sufficiently dif-
ferentiating our program. It was also considered among the group as a possibility to feature the November program as a
follow-up, on approval. Rich and Rob have spoken to Tiffany Bardwell and have confirmed that the date for the event will
be November 7, from 6 pm-8 pm, and Nyasha has confirmed that New York Law School will be the location. While Lynn
Gonzales of Black Women in Entertainment Law (BWEL) remains enthusiastic about working with us, she has decided
that we should hold off on participation in the BWEL-sponsored event at Cardozo Law in October, and set up a meeting
this week to discuss a new program for late Nov/Dec.

Follow-Ups: Rich and Raob to (i) coordinate with Diane Krausz to assure that the program is sufficiently different and
(ii) coordinate with Lynn Gonzales of BWEL on working on the reality program or another one. In addition, Rahki Bahad-
kar is organizing and speaking at a non-CLE program on October 4 aimed at lawyers of color that is being jointly spon-
sored by the MBBA and the City Bar.

= Establishing a Mentoring Program for diverse new lawyers, 2L law students, and/or those who wish to shift
areas of practice to EASL. The mentoring could consist of career advice, or answering questions about agreements,
etc. This initiative would require (i) recruiting EASL members willing to mentor by providing a minimum of say
an hour a month to meet with mentees as well as to be available for a reasonable number of telephone and email
meetings, (ii) recruit a manageable number of mentees, and (iii) track the progress of the program from time to time.
Hold a celebratory cocktail party afterwards for participants.

In charge: Cheryl Davis and Elissa Hecker
Elissa and Cheryl have sketched out a proposed plan on how to organize the program.
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The program will be addressed not just to law students and recent graduates, but to attorneys who want to transition
into the EASL area. It will be a one year program; if the mentor/mentee hit it off and want to continue the relationship,
they can do it on an informal basis. Potential mentors were solicited at the 9/19 meeting, and they will ask the various
division chairs to reach out to their committee members as well. Elissa will also prepare an ad for the Journal seeking
mentors/mentees at the beginning of the year, and we hope to have a similar one at the end of the year congratulating the
participants.

They will prepare questionnaires for both potential mentors and mentees, so they can try to make the best possible
match. The mentors will be asked to have one hour per month of contact with the mentee; this can be over coffee, e-mail,
or telephone, whichever works best for the mentor/mentee. Elissa and Cheryl will divide the mentor/mentees, and will
check on progress on a quarterly basis. We will also have an end-of-year questionnaire to evaluate the program and see
how to improve it for next year.

They also hope to have a celebratory cocktail party at the end of the year, if we have enough participants

Follow-Ups: See above

= Establishing a Pro Bono Assistance/Mentoring Program. This initiative should function like the mentoring pro-
gram, but for admitted attorneys. This initiative will require (i) coordination with the EASL Pro Bono Committee,
(i) in conjunction with the Pro Bono Committee, recruiting EASL members willing to act as a resource for the newer
attorneys who are handling the pro bono matters, (iii) recruiting the newer diverse attorneys, and (iv) coordinating
the above. There will have to be a clear understanding that each matter must be pre-approved by both attorneys
handling it before it is taken on.

In charge: Rich Boyd, Elissa Hecker, and Rob Thony

Rich and Rob attended the Pro Bono Committee’s event with NY Foundation for the Arts, organized by Elissa and
Pippa Loengard. New attorneys sat in on the counseling sessions. They suggested that this format seemed to work well,
and therefore they would work with Elissa to replicate it perhaps in conjunction with the Metropolitan Black Bar Associa-
tion, BESLA and/or BWEL. They also discussed coordinating with Practicing Attorneys for Law Students (PALS), which,
per Rakhi, also works with new lawyers. When the discussion turned to coordinating with Lawyers in Transition, Jessica
stated that she was the NSBA co-chair of this committee, and Rich and Rob will coordinate with her.

Follow-Ups: Rich, Rob and Elissa to (i) discuss further, (ii) explore working with MBBA, BESLA, BWEL,
PALS and/or Lawyers in Transition, and (iii) explore further with Elissa on malpractice insurance
coverage

= Working with the Producers Guild of America East (“PGA East”) Veterans Initiative by providing speakers, and
representatives for roundtable discussions.

In charge: Rosemarie Tully

Rosemarie has reached out to PGA East Veterans Initiative, and to the lawyer at Paul Weiss to explore EASL’s sup-
port and assistance with program speakers and roundtable events. She spoke with Rachel Watanabe-Batton, Chair of the
Diversity Committee of the PGA East last week. They discussed opportunities for EASL to provide speakers on Entertain-
ment Law for various PGA East’s Veterans Initiative events. During our 9723 conference call, the EASL Diversity Commit-
tee agreed that we should invite Rachel (who is not an attorney) to an upcoming EASL program where she and Rosemarie
could meet and where Rachel could witness first hand the high caliber of EASL programs and speakers. Rosemarie will
invite Rachel to the Wild Wild West program on 10/25 or the first-half of the Fall Meeting program on 10/19.

Anne suggested that we may wish to consider offering three to five scholarship (free) spots at various EASL programs
for lawyers who are veterans. This idea was well-received and it was agreed that it would be explored with a view toward
offering these spots through the PGA East Veterans Initiative, while keeping in mind costs to EASL—particularly for pro-
grams where there is a per-person charge from the venue.

Follow-Ups: Rosemarie

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3 11



The New York State Bar Association
Entertainment, Arts and Sports Law Section

Law Student Initiative Writing Contest

Congratulations to LSI winners:

MEGAN BRIGHT, of Fordham University School of Law, for her article entitled:
AUTHORSHIP IN THE AGE OF REMIX AND FAN CREATIVITY

ALix CLAPs, of Rutgers Law School—Newark, for her article entitled:
ARE THERE RULES ON YOUTUBE?:
A GUIDE TO CREATING AN ORIGINAL WEB SERIES

JASON STEINER, of the Sandra Day O’Connor College of Law, for his article entitled:
GENETIC DOPING:
THE LANCE ARMSTRONG CASE AS A PREVIEW FOR FUTURE REGULATIONS

The Entertainment, Arts and Sports Law (EASL) law school club/organization (if applicable),
Section of the New York State Bar Association offers phone number and email address. There is
an initiative giving law students a chance to publish no length requirement. Any notes must be
articles both in the EASL Journal as well as on the in Bluebook endnote form. An author’s blurb
EASL Web site. The Initiative is designed to bridge must also be included.

the gap between students and the entertainment,
arts and sports law communities and shed light on
students’ diverse perspectives in areas of practice

e Deadline: Submissions must be received by
Friday, January 20, 2012.

of mutual interest to students and Section member e Submissions: Articles must be submitted
practitioners. via a Word email attachment to eheckeresq@
yahoo.com.

Law school students who are interested in enter-
tainment, art and/or sports law and who are mem-
bers of the EASL Section are invited to submit ar- Topics
ticles. This Initiative is unique, as it grants students
the opportunity to be published and gain exposure
in these highly competitive areas of practice. The
EASL Journal is among the profession’s foremost law
journals. Both it and the Web site have wide national
distribution. Judging

Submissions will be judged on the basis of qual-
ity of writing, originality and thoroughness.

Each student may write on the subject matter of
his/her choice, so long as it is unique to the enter-
tainment, art and sports law fields.

Requirements

< Eligibility: Open to all full-time and part- Winning submissions will be published in the
time J.D. candidates who are EASL Section EASL Journal. All winners will receive complimen-
members. tary memberships to the EASL Section for the follow-

ing year. In addition, the winning entrants will be

= Form: Include complete contact informa- featured in the EASL Journal and on our Web site.

tion; name, mailing address, law school,

12
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The Phil Cowan Memorial/BMI Scholarship

Law students, take note of this publishing and
scholarship opportunity: The Entertainment, Arts and
Sports Law Section of the New York State Bar Associa-
tion (EASL), in partnership with BMI, the world’s largest
music performing rights organization, has established
the Phil Cowan Memorial/BMI Scholarship! Created in
memory of Cowan, an esteemed entertainment lawyer
and a former Chair of EASL, the Phil Cowan Memorial/
BMI Scholarship fund offers up to two awards of $2,500 each
on an annual basis in Phil Cowan’s memory to a law stu-
dent who is committed to a practice concentrating in one
or more areas of entertainment, art or sports law.

The Phil Cowan Memorial/BMI Scholarship has been
in effect since 2005. It is awarded each year at EASL’s An-
nual Meeting in January in New York City.

The Competition

Each Scholarship candidate must write an original
paper on any legal issue of current interest in the area of
entertainment, art or sports law.

The paper should be twelve to fifteen pages in length
(including Bluebook form footnotes), double-spaced and
submitted in Microsoft Word format. PAPERS LONGER
THAN 15 PAGES TOTAL WILL NOT BE CONSIDERED.
The cover page (not part of the page count) should con-
tain the title of the paper, the student’s name, school, class
year, telephone number and email address. The first page
of the actual paper should contain only the title at the top,
immediately followed by the body of text. The name of
the author or any other identifying information must
not appear anywhere other than on the cover page. All
papers should be submitted to designated faculty mem-
bers of each respective law school. All law schools will
screen the papers and submit the three best to EASL’s
Phil Cowan Memorial/BMI Scholarship Committee. The
Committee will read the papers submitted and will select
the Scholarship recipient(s).

Eligibility

The Competition is open to all students attending eli-
gible law schools. “Eligible”” law schools mean all accred-
ited law schools within New York State, along with Rut-
gers University Law School and Seton Hall Law School
in New Jersey, and up to 10 other accredited law schools
throughout the country to be selected, at the Committee’s
discretion, on a rotating basis.

Free Membership to EASL

All students submitting a paper for consideration
will immediately and automatically be offered a free

membership in EASL (with all the benefits of an EASL
member) for a one-year period.

Yearly Deadlines

December 12th: Law School Faculty liaison submits 3
best papers to the EASL/BMI Scholarship Committee.

January 15th: EASL/BMI Scholarship Committee will
determine the winner(s).

The winner will be announced, and the Scholarship(s)
awarded at EASL’s January Annual Meeting.

Prerogatives of EASL/BMI’s Scholarship
Committee

The Scholarship Committee is composed of the cur-
rent Chair of EASL, all former EASL Chairs who are still
active in the Section, all Section District Representatives,
and any other interested member of the EASL Execu-
tive Committee. Each winning paper will be published in the
EASL Journal and will be made available to EASL members on
the EASL website. BMI reserves the right to post each win-
ning paper on the BMI website, and to distribute copies of
each winning paper in all media. The Scholarship Com-
mittee is willing to waive the right of first publication so that
students may simultaneously submit their papers to law
journals or other school publications. In addition, papers
previously submitted and published in law journals or other
school publications are also eligible for submission to The Schol-
arship Committee. The Scholarship Committee reserves the
right to submit all papers it receives to the EASL Journal
for publication and to the EASL website. The Scholar-
ship Committee also reserves the right to award only
one Scholarship or no Scholarship if it determines, in any
given year that, respectively, only one paper, or no paper,
is sufficiently meritorious. All rights of dissemination of
the papers by each of EASL and BMI are non-exclusive.

Payment of Monies

Payment of Scholarship funds will be made by
EASL/BMI directly to the law school of the winner, to be
credited against the winner’s account.

About BMI

BMI is an American performing rights organiza-
tion that represents approximately 350,000 songwriters,
composers and music publishers in all genres of music.
The non-profit-making company, founded in 1940, col-
lects license fees on behalf of those American creators it
represents, as well as thousands of creators from around
the world who chose BMI for representation in the United
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States. The license fees BMI collects for the “public per-
formances” of its repertoire of approximately 4.5 million
compositions are then distributed as royalties to BMI-
member writers, composers and copyright holders.

About the New York State Bar Association / EASL

The 77,000-member New York State Bar Association
is the official statewide organization of lawyers in New
York and the largest voluntary state bar association in the
nation. Founded in 1876, NYSBA programs and activities

have continuously served the public and improved the
justice system for more than 125 years.

The more than 1,600 members of the Entertainment,
Arts and Sports Law Section of the NYSBA represent var-
ied interests, including headline stories, matters debated
in Congress, and issues ruled upon by the courts today.
The EASL Section provides substantive case law, forums
for discussion, debate and information-sharing, pro bono
opportunities, and access to unique resources including
its popular publication, the EASL Journal.

NYSBA Guidelines for Obtaining

MCLE Credit for Writing

Under New York’s Mandatory CLE Rule, MCLE
credits may be earned for legal research-based writing,
directed to an attorney audience. This might take the
form of an article for a periodical, or work on a book. The
applicable portion of the MCLE Rule, at Part 1500.22(h),
states:

Credit may be earned for legal research-based
writing upon application to the CLE Board,
provided the activity (i) produced material
published or to be published in the form of
an article, chapter or book written, in whole
or in substantial part, by the applicant, and
(ii) contributed substantially to the continu-
ing legal education of the applicant and other
attorneys. Authorship of articles for general
circulation, newspapers or magazines directed
to a non-lawyer audience does not qualify
for CLE credit. Allocation of credit of jointly
authored publications should be divided
between or among the joint authors to reflect
the proportional effort devoted to the research
and writing of the publication.

Further explanation of this portion of the rule is pro-
vided in the regulations and guidelines that pertain to the
rule. At section 3.c.9 of those regulations and guidelines,
one finds the specific criteria and procedure for earning
credits for writing. In brief, they are as follows:

= The writing must be such that it contributes sub-
stantially to the continuing legal education of the
author and other attorneys;

= it must be published or accepted for publication;

= it must have been written in whole or in substantial
part by the applicant;

= one credit is given for each hour of research or writ-
ing, up to a maximum of 12 credits;

= a maximum of 12 credit hours may be earned for
writing in any one reporting cycle;

= articles written for general circulation, newspapers
and magazines directed at nonlawyer audiences do
not qualify for credit;

= only writings published or accepted for publication
after January 1, 1998 can be used to earn credits;

= credit (a maximum of 12) can be earned for updates
and revisions of materials previously granted credit
within any one reporting cycle;

< no credit can be earned for editing such writings;

= allocation of credit for jointly authored publica-
tions shall be divided between or among the joint
authors to reflect the proportional effort devoted to
the research or writing of the publication;

= only attorneys admitted more than 24 months may
earn credits for writing.

In order to receive credit, the applicant must send
a copy of the writing to the New York State Continu-
ing Legal Education Board, 25 Beaver Street, 8th Floor,
New York, NY 10004. A completed application should
be sent with the materials (the application form can be
downloaded from the Unified Court System’s Web site,
at this address: www.courts.state.ny.us/mcle.htm (click
on “Publication Credit Application” near the bottom of
the page)). After review of the application and materials,
the Board will notify the applicant by first-class mail of its
decision and the number of credits earned.
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Reflections On My Sixteen Years as Register of
Copyrights (1994 through 2010)

By Marybeth Peters

After 28 years in the Copyright Office, the highlight
of my professional career came on August 7, 1994 when
I became the U.S. Register of Copyrights—that is, Direc-
tor of the U.S. Copyright Office. Prior to that date | was
a Music Examiner and Senior Examiner, Attorney and
Senior Attorney in Office of the General Counsel, Training
Officer for the 1976 Copyright Act, Chief of the Infor-
mation and Reference Division, Chief of the Examining
Division, Policy Planning Advisor to the Register and
Acting General Counsel. During 1989 and 1990, while on
a leave of absence from the Office, | was a consultant in
the Copyright Division of the World Intellectual Property
Organization (WIPO) in Geneva, Switzerland.

Shortly after August 7 and after a day of jubilation,
reality quickly set in. This was an extremely daunting
and challenging position. Was | up to it? | was not sure.
The Register oversees a staff of more than 500 employ-
ees who carry out the administrative provisions of the
copyright law, Title 17 of the U.S. Code. Included are the
functions of registration of claims to copyright, claims in
mask works, claims in the design of vessel hulls along
with recording documents related to these works and
creating public records of such actions, administration of
a number of statutory licenses, and providing a number
of informational and educational services. It also includes
overseeing the mandatory deposit provisions of the law,
which add hundreds of thousands of copies of copyright-
ed works, such as, books, periodicals, films, sound record-
ings, maps and databases to the collections of the Library
of Congress. There are many policy responsibilities; they
include promulgating regulations, preparing reports
and studies on significant policy issues, testifying before
Congress on legislative proposals, participating in a wide
range of international meetings, conferences, negotiations
and litigation on important copyright issues.

My first major challenge as Register was to rebuild
the legal staff of the Office. Many of the Office’s lawyers
had left to pursue other career goals. The position of
General Counsel was vacant. Worse yet, all the policy
planning advisers, the international staff, had left. Inter-
national copyright was becoming increasingly important.
We had joined the Berne Convention, the World Trade
Organization (WTO) had recently been created, and the
Uruguay Round Agreements Act, which would restore
copyright protection to millions of foreign works, was be-
ing considered by Congress. Additionally, at WIPO there
were ongoing negotiations on two new treaties address-
ing a number of digital and other important issues.

One of my first acts was the creation of the position of
Associate Register for Policy and International Affairs. |
was fortunate; there were many qualified applicants, and
within three months | had hired a most qualified attorney;,
Shira Perlmutter, then a law professor at the Columbus
School of Law at The Catholic University of America.
Within a short time, she had assembled an impressive
staff of attorneys. The position of General Counsel, how-
ever, was not filled until September 1997, when David
Carson joined the Office. Like Shira, he was an exception-
al attorney, and well worth the wait. During my tenure,
many talented, wonderful attorneys came and worked at
the Office. | was extremely fortunate, and | knew it.

“[T]he highlight of my professional career
came on August 7, 1994 when | became
the U.S. Register of Copyrights....”

The 16 years flew by. There were many significant
changes that had already occurred, such as U.S. adher-
ence to the Berne Convention, implementing legislation
removing many formalities, making of renewal regis-
tration optional, protection of architectural works, the
Audio Home Recording Act, the National Information
Infrastructure projects that focused on the effects of the
marriage of computer and communications technologies
and the development of world-wide networks, includ-
ing a report on recommended changes in copyright law.
There was the emergence of Trade Agreements with intel-
lectual property provisions, such as TRIPs. Looking back,
I realize that no job could have been more challenging
and satisfying.

The pace of change increased dramatically during
my tenure, and a great deal was accomplished. The two
WIPO Treaties, now referred to as the “Internet Treaties,”
were concluded in Geneva in 1996. The Digital Millen-
nium Copyright Act (DMCA), which was massive, was
enacted in 1998. It included the implementing legislation
required by the WIPO treaties, limitations on liability for
online service providers under certain conditions with a
notice and take down system for alleged infringements,
and even sui generis protection for original designs of
vessel hulls. The WIPO treaties required protection for
technological measures used by copyright owners to pro-
tect their works. The DMCA prohibited circumvention of
access controls, e.g., Digital Rights Management (DRM).
This was controversial and a number of exceptions were
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included in the legislation. A key exception, known as
the fail safe exception, was the ability of the Librarian of
Congress, by regulation and based on a rulemaking con-
ducted by the Copyright Office, to exempt for three years
classes of works whose users would be adversely affected
in their ability to make noninfringing uses.

“The biggest challenge of my career came
from a long-held vision concerning the
registration of claims to copyright. In
2000, | decided | should move the Office
from the antiquated, cumbersome, time
consuming, paper-based system with
‘stove pipe’ processing to an electronic
filing and processing system.”

The Office’s triennial rulemaking on possible excep-
tions has always been a massive undertaking, requiring
many months and involving at least five lawyers, which
include the General Counsel, Register, and lawyers from
the Library of Congress General Counsel’s Office. From
2000 through 2010, there were four such proceedings. The
Register is required to consult with the Assistant Secre-
tary for Communications and Information of the Depart-
ment of Commerce and report on his or her views in the
recommendation to the Librarian. The rulemaking starts
with a Federal Register notice asking for proposals for the
identification of classes of works to be considered for an
exemption accompanied by justification for the exception.
Then a Federal Register notice, identifying all the pro-
posed exemptions, is published and comments and reply
comments supporting, modifying or opposing any of the
proposed classes are sought. Hearings are held, followed
by a long deliberative process. Each rulemaking results in
the Register’s recommendation to the Librarian of Con-
gress with identification of proposed exempted classes
and a list of proposed rejected classes: this is accompanied
by detailed analysis. After meeting with the Register and
his staff, the Librarian determines which classes he will
exempt for the next three years. In all but one instance
he has agreed with the Register’s recommendation. His
exemption decisions are published in the Federal Register
and codified in 37 C.F.R. Part 201. (All documents related
to these proceedings are on the Office website: www.
copyright.gov.)

| participated in four of these triennial rulemak-
ing proceedings (2000, 2003, 2006 and 2010). This is an
important task, and the Librarian’s decisions contribute
to a balanced copyright law. Nevertheless, in retrospect, |
realize that these proceedings, along with budget issues,
were my least favorite parts of the job.

There was also much legislative activity during my
tenure. | testified many, many times before Congress—
one of my favorite activities. A number of bills became
law. They include the Digital Performance Right in Sound
Recordings Act, the No Electronic Theft (NET) Act, the
1998 Sonny Bono Copyright Term Extension Act, the
Fairness in Music Licensing Act, the Technology, Educa-
tion, and Copyright Harmonization (TEACH) Act and the
Family Home Movie Act of 2005. One Senate bill that did
not get enacted would have moved the Copyright Office
out of the Library of Congress, which has had responsibil-
ity for copyright law since 1870. The bill proposed creat-
ing an Intellectual Property Office, thereby combining the
Copyright Office with the Patent and Trademark Office.

I believed this would drastically change the nature of the
Office and argued that the case for such a move had not
been made. This was the most stressful hearing of my 16-
year tenure, and | was pleased that the proposed legisla-
tion did not progress beyond a hearing.

The Copyright Office is often asked to study com-
plicated and controversial issues and to prepare reports
for Congress with legislative recommendations. | was
involved in many such studies. Few lead to legislative ac-
tion (one exception was the study on digital distance edu-
cation which led to enactment of the TEACH Act). Other
studies focused on the first sale doctrine and its applica-
bility in a digital age, the various statutory licenses, legal
protection for databases, orphan works (works whose
copyright owners cannot be found), and most recently on
issues related to application of provisions of the law relat-
ing to termination of authors’ transfers of ownership.

| believe that some of the most meaningful work has
been in the area of litigation. The results of litigation chal-
lenging Office regulations, definitions and the scope of
various provisions of the law, and the copyright provi-
sions of the Google Book Settlement Litigation, have been
rewarding, as have the decisions in the Grokster and Tasini
cases.

The biggest challenge of my career came from a long-
held vision concerning the registration of claims to copy-
right. In 2000, | decided | should move the Office from the
antiquated, cumbersome, time consuming, paper-based
system with “stove pipe” processing to an electronic filing
and processing system. This involved redoing all of our
processes and physical spaces, moving from Capitol Hill
to Crystal City for a year, and making massive changes to
our technology systems. It also entailed a critical educa-
tion program for staff and the public, and a retraining of
all catalogers, as their jobs were being abolished.

The original plan was to run parallel systems, with
the paper- based system being gradually eased out. How-
ever, this did not happen because of both the lack of space
to run dual operations and money to support two sys-
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tems. Consequently, almost all applications for copyright
registration had to be processed electronically. This meant
converting (imaging) all of the incoming paper applica-
tions and processing them electronically—a recipe for
disaster. These were very dark days. There were failures,
unbelievable challenges and incredible stress. The public
was unhappy; the staff was unhappy; | was unhappy.
Reflecting on this—the idea and concept were right, but
the implementation was flawed, and | believe | delegated
too much of the decision-making. By the time | retired on
December 31, 2010, many improvements to the system
had been made, including a major upgrade. The system
is now working well, and the public and staff are pleased.
Of course, much work remains to be done.

“[L]Jooking back over the past 45 years, |
am grateful for having the opportunity to
meet and work with so many talented,
dedicated, wonderful people...”

There has been and continues to be an increasing
importance of international activities on copyright law
and practice. The policy and international staff have
participated in and made great contributions to the activi-
ties of the U.S. Government. They attended all meetings
on copyright issues held at WIPO and participated in
many educational programs throughout the world. They
assisted the Office of the United States Trade Representa-
tive and other government agencies in a wide range of
activities. | am extremely proud of the international train-
ing and educational opportunities the Copyright Office
has made available to copyright officials in the develop-
ing and newly industrialized countries. Many of these
programs are jointly organized and sponsored by WIPO.
The Office has brought copyright officials together from
all over the world. It has conducted programs in French,
Spanish, Arabic, and Russian, although most are conduct-
ed in English. | planned and participated in many such
programs and enjoyed them immensely. | have learned
and been enriched by those who come to participate or
present papers at these programs, and | am pleased that
these programs will continue.

For me, there were many struggles and some failures
along the way. | am proud of the accomplishments of the
Office, and admit there are some things | could have done
better. There were many difficult issues; | was always
challenged and never bored. Over the years, I've seen a
huge growth in the number of constituencies affected by
copyright law, policy and practice. Getting agreement on
issues became more and more difficult. Legislation has
become harder to achieve. These trends will continue.
Copyright is an exceptionally dynamic body of law, and
there is a growing international and economic importance
in this area.

Finally, looking back over the past 45 years, | am
grateful for having the opportunity to meet and work
with so many talented, dedicated, wonderful people:
authors, musicians, software developers, performers,
artists, the companies that distributed and made their
creative works available to the public, the lawyers who
represented them, educators, librarians, museum ad-
ministrators and their lawyers, law professors, the staffs
of the Copyright Office, the Library, other government
agencies, the State Department, the Justice Department,
the United States Trade Representative, the Patent and
Trademark Office, and many others. | also acknowledge
the importance of the Copyright Society of the U.S.A. and
its members in my career (several of whom are also EASL
Section members). | learned so much from them. They
willingly offered wise advice and counsel. Many became
treasured friends.

Marybeth Peters is the former Register of Copy-
rights. She graduated with a B. Ed. from Rhode Island
College, and earned her J.D. with honors from George
Washington University Law School. Included among
her numerous awards are: The Library of Congress
Distinguished Service Award, the Jefferson Medal,
AIPLA Excellence Award, the Washington D.C. Bar
Association’s IP Champion Award, BSA’s Cyber Cham-
pion Award, and the ABA IPL Section’s inaugural Mark
Banner award. Marybeth is a member and trustee of the
Copyright Society of the USA. She is also a member of
the ABA IPL section, AIPLA, and ALAI-USA.

ENTERTAINMENT, ARTS AND SPORTS LAW SECTION

Visit us on the Web at www.nysba.org/easl
Check out our Blog at http://nysbar.com/blogs/EASL
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Will Recording Artists Be Able to Terminate Their
Agreements and Reclaim Rights?

By June M. Besek

The possibility that sound recording artists might be
able to terminate their agreements with record companies
and reclaim their rights has garnered considerable atten-
tion in the press.! How likely is it that this possibility will
become a reality?

“Frequently, neither the author nor
the publisher has a realistic idea of
how popular—and accordingly, how
lucrative—a work may become. The
termination provision allows an author
the opportunity to renegotiate the
original agreement, or even to select a
new publisher altogether.”

Section 203 of the U.S. Copyright Act gives authors,
or their heirs, the right to terminate any grant of copy-
right rights, such as a license or assignment, 35 years after
the grant was made.? This termination right applies only
to grants made by the author on or after January 1, 1978.3
The term “author” for this purpose includes creators of all
kinds: book authors, composers, photographers, illustra-
tors and so on.* The effect of termination is that the rights
transferred or licensed under the grant, whether they are
exclusive or non-exclusive, revert back to the author or
his or her heirs.

There is a five-year window for terminating the grant,
and specific procedural rules govern the act of termina-
tion.® A notice, as prescribed by the Copyright Office,
must be served on the grantor at least two years and not
more than 10 years before the termination date.” This no-
tice must specify the termination date and must be filed in
the Copyright Office.8 For example, if an author assigned
his or her rights in a musical composition on January 1,
1978, that grant of rights would be eligible for termination
beginning January 1, 2013. As 2013 is the earliest possible
date for terminations under Section 203, no terminations
have yet taken place under the law. However, since au-
thors can serve and file a notice of termination up to 10
years before the date on which they seek to terminate,
many authors have already filed such notices.

What is the purpose of the termination provision?
Authors often have little bargaining power when they
negotiate contracts. Frequently, neither the author nor
the publisher has a realistic idea of how popular—and
accordingly, how lucrative—a work may become. The ter-

mination provision allows an author the opportunity to
renegotiate the original agreement, or even to select a new
publisher altogether. Authors have the chance to gain a
greater share of the proceeds and perhaps more control
over the marketing of the work. In the past, authors or
their heirs had the opportunity to renegotiate upon re-
newal of the copyrights after 28 years.® However, the 1976
Copyright Act omitted the requirement of copyright re-
newal, so Congress included the termination provision to
provide authors with “a second bite of the apple.”® Rec-
ognizing that authors would likely be asked to sign away
this right to terminate, Congress included a provision that
specifically preserved the termination right, regardless of
whether the contract provided otherwise.!!

The termination provision in Section 203 of the Copy-
right Act affects only grants made by authors beginning
on January 1, 1978, the effective date of the 1976 Copy-
right Act.? Grants made prior to 1978 may also be eligible
for termination by authors or their heirs under another
provision of the law, either 56 years or 75 years from the
date that the copyright was originally obtained.’® In the
case of sound recordings, that termination right applies to
a relatively small group of works, in part because sound
recordings have been protected by federal copyright law
only since 1972.%

There is a significant exception to the termination
right provided by Section 203. Creators do not have the
right to terminate grants when the work is created as a
“work made for hire.” A work is a “work made for hire”
ifitis:

(1) a work created by an employee in the course of his

or her employment, or

(2) a specially ordered or commissioned work,
provided

(a) the parties expressly agree in a writing signed by
both of them that the work will be a work made
for hire, and

(b) the work was “specially ordered or commis-
sioned” for use as a contribution to a collective
work, as a part of a motion picture or other audio-
visual work, as a translation, as a supplementary
work, as a compilation, as an instructional text, as
a test, as answer material for a test.1

All types of authors have termination rights, but
recently attention has specifically focused on the termi-
nation rights of recording artists, in part because their
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contracts commonly provide that their recordings will be
works made for hire.

Whether recording artists will be able to terminate
their rights will largely depend on the circumstances
under which the recordings were created. If the record-
ing artist was an actual employee, the recordings made
in the course of the employment would qualify as works
made for hire, and termination rights would not apply.
During the first decade after the 1976 Copyright Act was
passed, the courts disagreed about who qualified as an
employee for the purposes of this provision. The Supreme
Court resolved the dispute in Community for Creative Non-
Violence v. Reid, ruling that one should look to the general
common law of agency to determine if someone was an
employee, considering factors such as:

the hiring party’s right to control the
manner and means by which the product
is accomplished...the skill required; the
source of the instrumentalities and tools;
the location of the work; the duration

of the relationship between the parties;
whether the hiring party has the right

to assign additional projects to the hired
party; the extent of the hired party’s dis-
cretion over when and how long to work;
the method of payment; the hired party’s
role in hiring and paying assistants;
whether the work is part of the regular
business of the hiring party; whether the
hiring party is in business; the provision
of employee benefits; and the tax treat-
ment of the hired party.!’

Some courts have subsequently ruled that certain
of these factors ought to be given more weight because
they are often probative of the nature of the employment
relationship, specifically: (1) the hiring party’s right to
control; (2) the skill required; (3) provision of employee
benefits; (4) the tax treatment of the hired party; and (5)
whether the hiring party can assign additional projects.1®
Using these criteria, recording artists would generally not
be considered to be employees of record labels.1®

Yet, even if recording artists acted as independent
contractors rather than as employees, their recordings
could still be considered works made for hire, and their
contracts therefore exempt from termination, if these re-
cordings satisfied the two-part definition of a “specially
ordered or commissioned work.”

The first requirement is that there must be a signed
written agreement stating that the work in question will
be a work made for hire.2 Typically, recording artists do
have such signed agreements with record companies.?!
Thus, in many instances, the determination of the status
of a work will depend on whether the second statutory
requirement has been met. In other words, the key issue

will be whether the sound recording falls into one of the
specific categories of works that can qualify as commis-

sioned works made for hire under the Copyright Act. If

the recording does not fit into one of the categories, then
it cannot be considered a work made for hire, regardless
of what the contract may say.

“Sound recording” was not included among such
enumerated categories in the 1976 Act.??2 However, in
1999, the law was amended to include “sound recording”
among the categories of works that could qualify as com-
missioned works made for hire.?® This amendment was
roundly criticized because it was made hastily and with-
out legislative hearings. A short time thereafter, the law
was amended once again to remove the explicit mention
of “sound recording” in the definition of “work made for
hire.”?* In so doing, Congress specifically provided that
neither the amendment nor the subsequent deletion of the
words added by that amendment should be “considered
or otherwise given any legal significance” or “interpreted
to indicate congressional approval or disapproval of, or
acquiescence in, any judicial determination” by the courts
or the Copyright Office.?> These changes were made effec-
tive retroactively, as of November 29, 1999.

Without an explicit mention of sound recordings in
the statutory definition, are these recordings categorically
barred from qualifying as commissioned works made for
hire? Some authorities have concluded that sound record-
ings can be works made for hire only if they are created
by employees.? However, even if sound recordings are
not eligible per se, it would seem to be possible for them
to qualify, in appropriate circumstances, in one of the enu-
merated categories. One of the leading treatises, Nimmer
on Copyright, suggests, for example, that a sound record-
ing might be commissioned as a “supplementary work”
to a children’s book.?”

A sound recording would most likely qualify as
a commissioned work made for hire: (1) as a part of a
motion picture or other audiovisual work, (2) as a com-
pilation, or (3) as a contribution to a collective work.
Certainly there are some sound recordings that were
commissioned as part of a motion picture or other audio-
visual work, but that is not the case for most recordings.?®
Establishing ownership of the copyright in a compilation
would not get a record label the scope of rights it desired,
since ownership of the copyright in a compilation extends
to the selection, coordination and arrangement of the
compilation, but not to the constituent elements.?® Thus,
a record label would most likely argue that the sound
recording was commissioned as a contribution to a collec-
tive work, i.e., to an album.

A collective work is defined as a work in which “a
number of contributions, constituting separate and in-
dependent works in themselves, are assembled into a
collective whole.”3? A record album frequently includes
multiple musical performances, and therefore might be
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seen as a collective work. Nevertheless, the success of this
claim will likely vary depending on the circumstances.
Certainly, if a sound recording is of a live concert, or the
recording was created and marketed as a “single,” the
argument that the recording was created as a “contribu-
tion to a collective work” would not be persuasive.®* On
the other hand, if a sound recording was created pursuant
to a contract to create an album (and recording contracts
frequently so provide), and released and marketed as an
album, this claim may be more tenable.

Some experts have argued that a “collective work”
in this context refers only to a collection including works
by different individuals, such as a Christmas album that
includes sound recordings by many artists.3? Yet others
maintain that there is no bar to categorizing a group of
works by a single author as a “collective work.”3 These
issues are unresolved and because they are so significant,
they will no doubt be vigorously litigated.

Another potential factor in defining a sound record-
ing as a work made for hire relates to the timing of the
contract. The courts are split on whether a contract must
be signed before the work is created in order for a commis-
sioned work to qualify as a work made for hire.3* In a cir-
cuit that requires the agreement to precede the work, any
sound recordings already created when the contract was
signed would not qualify as works made for hire.

Even if the grant of rights in a sound recording is
eligible for termination, not all rights will revert to the
recording artist. The law specifically provides that deriva-
tive works created “under the authority of the grant”
before it is terminated may continue to be used after ter-
mination, under the terms of the grant.® This provision
is designed to ensure that parties who, during the period
when the grant was in effect, invested in creating deriva-
tive works (e.g., a movie based on a short story) would
not lose their rights to exploit their works.

Accordingly, recording artists who exercise their
termination rights will not be able to terminate existing
licenses for derivative works, although they will continue
to be compensated under those licenses. The scope of
this derivative works exception in the context of sound
recording is not entirely clear, however. Sound record-
ings have a narrower derivative work right than other
works. A “sound alike” recording does not infringe the
copyrighted sound recording; a second work is poten-
tially infringing only if it captures the actual sounds in
the original .%® If a sound recording has been remastered
or remixed, the new version might qualify as a derivative
work, provided new copyrightable authorship is added.?
Additionally, a sound recording that contains a sample
from the original recording might constitute a derivative
work.38 This would likely depend on the length of the
sample and its significance to the second work.3® Howev-
er, courts might be inclined to interpret “derivative work”

broadly in this context, in order to protect the investment
made by the licensees in reliance on sampling licenses.

To the extent that the record company created a re-
mix/remaster that qualified as a derivative work, the
company will remain in the picture. It may also have a
continuing role with respect to derivative works created
under a license from the recording company to a third
party during the term of the license. In Mills Music, Inc.

v. Snyder, the authors of a musical composition sought to
terminate their licenses to their music publisher under a
termination provision applicable to works created prior to
January 1, 1978.%0 Licenses as to derivative works already
created by third parties (in that case, sound recordings of
the musical composition) could not be terminated, but the
composers sought to have the license fees that the third
parties previously paid to the music publisher instead
paid directly to them. The Supreme Court ruled that the
derivative works had been created under a license from
the authors to Mills Music and then from Mills Music to
various record producers, and both licenses had to stay in
place with respect to existing derivative works. In other
words, Mills Music would continue to get its 50 percent
share of the proceeds (the amount to which it was entitled
under the terms of its contract with the composer) from
the existing sound recordings, even after termination of
the principal grant. However, it is possible that the Court
will revisit this issue should it arise in the context of
sound recordings, particularly if the existing contractual
arrangements between the label and the recording artists
provide the artists with little financial benefit from the
third party licenses.

A final factor to consider is, who precisely will be
entitled to terminate? The principal recording artists are
generally the focus of attention in the popular press, but
there are often backup artists and musicians to consider
as well. Assuming that the recording does not qualify as a
work made for hire as to any of them, should all of these
parties be treated as “authors” for the purposes of ter-
mination, regardless of the nature of their contributions?
Under the termination provisions, a majority of the au-
thors who executed the grant must agree to terminate.*!
As Nimmer on Copyright points out, termination of the
contract with the record company may be a hollow vic-
tory if the lead artist has to share ownership rights (and
revenues) with a host of others.*?

What if the backup musicians were actually em-
ployed by the label, but the principal artists’ contributions
do not qualify the recording as a work made for hire?
Does that mean the entire work is not a work made for
hire, or is it some form of hybrid work? In the latter case,
would the court count employee authors in determining
whether a majority of the authors have sought to exercise
their termination interests? Or, in the alternative, would
the interests of the principal artists be considered sepa-
rately, leading to the possibility that upon termination the
recording might be jointly owned by the record label on
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the one hand (as to the interests of the musicians whose
work qualified as a work made for hire), and the principal
artists on the other? As these questions demonstrate, there
is great uncertainty concerning many aspects of termina-
tion rights under Section 203 of the Copyright Act.

Accordingly, there is no simple, straightforward
answer to the question of whether sound recording art-
ists will be successful in terminating their contracts with
record companies. Some recording artists and their labels
will likely reach new agreements to avoid protracted and
expensive litigation on these issues. Beginning in 2013,
termination rights are likely to be vigorously litigated,
and the courts will begin to develop a body of law that
will answer many of these questions. As the cases unfold,
it will be important to bear in mind that the outcomes
will be dependent on the specific facts surrounding the
creation of the particular recordings. Moreover, even if
record companies are successful in claiming that sound
recordings made in the 1970s and 1980s were commis-
sioned works for hire as contributions to albums, that
argument may be increasingly difficult to make over time,
as recordings of individual performances, rather than
albums, become the common distribution model in the
digital environment.*®

“[T]here is no simple, straightforward
answer to the question of whether sound
recording artists will be successful in
terminating their contracts with record
companies.”
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Genetic Doping: The Lance Armstrong Case as a Preview

for Future Regulations

By Jason Steiner

l. Introduction

Steroids. Human growth hormone. Human chorionic
gonadotropin. These are some of the usual suspects af-
filiated with major doping scandals in sports. Sports fans
are familiar with the doping scandal involving seven-time
Tour de France champion and the most famous American
athlete involved in the sport of cycling, Lance Armstrong.
However, fans might not be as knowledgeable with the
terms “genetic doping,” “EPO,” or “VEGF.” Over the
past few decades the world of sports has seen a dramatic
increase in the amount of performance-enhancing drugs
that are enabling athletes to run faster, jump higher, and
be stronger. What started as caffeine, cocaine and alcohol,
then led to HGH and anabolic steroids, has now recently
and dangerously evolved into genetic doping. Genetic
doping is essentially a rapidly evolving tool of gene
therapy. While gene therapy involves inserting DNA into
a person’s body for the purpose of restoring a function
related to a malfunctioning or missing gene, gene doping
is the opposite process of inserting DNA for the purpose
of enhancing athletic performance.!

To the extent that researchers are learning very
quickly how to maneuver and repair the genes account-
able for deadly diseases, they are also seeing the value
in those techniques in relation to modifying many other
human traits such as our physical, cognitive and person-
ality traits.2 Among these traits are those that influence
our athletic ability, including our strength, speed and
tolerance of injury and pain. According to researchers, the
widespread use of genetic doping is still forthcoming,®
but recent cases and allegations prove the exact opposite.

With an available window, the scientific world real-
izes that now is the time to develop social, ethical and
regulatory policies to govern, and develop techniques to
detect, the use of gene doping in athletes. What may come
as a shock to many is that the United States has no laws
or enforcement specifically banning gene doping. This
can be attributed to the fact that genes are not controlled
substances, like cocaine or steroids, and the use of them
as a doping mechanism is currently undetectable.

Most notably, the sport of cycling has fallen prey to
gene doping and has become a drug-filled competition. A
common belief in the sports world today is that cycling’s
main event, the Tour de France, has become a “competi-
tion between pills, not skills, and that the sports champi-
ons of the future will be chemically created.”* Cycling’s
sad reputation has notoriously grown in the past decade
as the sport has been under fire because of doping allega-

tions and scandals; even former chairman of the World
Anti-Doping Agency (WADA) Richard Pound expressed
that the state of the sport is “in the toilet.”®> However, cy-
cling is in the best position to be a foundation for bringing
the issue of performance-enhancing drugs into the public
arena and facilitating the implementation of new regula-
tions® that address the growing problem of gene doping.

Despite unparalleled success as the face of cycling,
Lance Armstrong has never been able to shed allega-
tions that he was a user of performance-enhancing drugs.
During Armstrong’s tenure as seven-time Tour de France
champion and still to this day, rumors and unfounded
allegations have spread that Armstrong’s career was
stimulated by doping. Even though Armstrong retired
from the sport and turned his attention to cancer research,
he still is confronted with doping allegations from former
teammates, competitors, assorted journalists and of-
ficials. Armstrong continually denied any use of illegal
performance-enhancing drugs and labeled himself as “the
most tested athlete in the world.”” However, allegations
published in Sports Illustrated in January 2011 questioned
Armstrong’s credibility yet again. Sports Illustrated re-
porters Selena Roberts and David Epstein alleged new
disturbing facts accompanied by unreleased and suppos-
edly credible sources. One of these allegations was that
Armstrong illegally obtained and took an experimental
drug called HemAssist, which was never distributed
beyond clinical tests.?

Armstrong has never tested positive for any per-
formance-enhancing drug and his scandal has been the
best example of how gene doping has made an absolute
mess of sports. The undetectable nature and uncertainty
surrounding the use and testing of gene doping has been
evidenced by the retroactive witch-hunt against Arm-
strong. Despite never once testing positively for doping,
allegations and suspicions of using performance-enhanc-
ing drugs, including gene doping, have undermined his
credibility, and more importantly, the integrity of cycling
as a sport. The reputation of cycling and Lance Armstrong
have been undoubtedly harmed by speculation of sub-
stance abuse without any hard proof.

Essentially, while there are countless critical questions
that remain as to whether gene doping can and should
be hindered, the anti-doping authorities’ more appropri-
ate focus should be on Armstrong’s career and the future
of cycling as testing for gene doping is developed and
federal investigations emerge. If Armstrong is ultimately
found to be innocent, although it may be impossible to

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3 23



ever prove innocence, what are the effects on the future

of gene doping, cycling, and proceedings against other
athletes? If Armstrong is found to be guilty of doping,
while it seems conclusive that the sport and his legacy
will suffer, the future of genetic doping regulations is far
more uncertain. In answering these questions the sports
world regulatory organizations should actively examine
cases like the one against Lance Armstrong to develop a
regulatory policy that effectively acknowledges r-EPO use
and genetic doping.

To more thoroughly analyze the legal and ethical
guestions facing the looming problem of gene doping as
it relates to cycling and its athletes, this article is divided
into six sections. Part Il contains a detailed history of dop-
ing in sports and specific developments in cycling that
have led to the sport being a prime candidate for imple-
menting gene doping procedures. Part 11l contains the
troubling, yet unproven, case against Lance Armstrong,
and discusses the outlook regarding his current federal
investigation. The background and science of gene dop-
ing is described in Part IV, including possible uses and
current testing methods. Part V contains ethical argu-
ments concerning either banning or allowing gene doping
in sports, such as cycling, and a preview of future regu-
lations. Finally, recommendations on how to effectively
implement a clear regulatory policy and testing regime,
manage statute of limitations issues, and the importance
of increasing awareness and research funding of gene
doping are proposed in Part V1.

II.  The Materialization of Doping in Sports

a. Comprehensive History of Doping

Until the early 1900s, the understanding of human
physiology in sport was so deficient that, for example,
the members of the Harvard football team decided only
to eat red meat thinking it would add to their on-field
toughness, but what resulted were digestive problems for
the entire team.® The first recorded case of performance-
enhancing drugs in the modern era was during the mara-
thon at the 1904 Olympic Games. The winner, Tom Hicks,
was given repeated doses of strychnine-laced eggs and
cognac during the race after being denied water. While he
did win the race, it was the slowest in Olympic history by
almost a half hour.® However, society’s poor understand-
ing of doping began to grow during the mid 1900s, and
athletes were able to grasp the idea of gaining advantag-
es. The gains are often described as taking the easy way
out by sacrificing practice and hard work for chemicals.!!

During the 1930s, amphetamines became increasingly
popular among athletes and officially replaced strychnine
as the doping drug of choice.!?2 This was about the time
that the International Olympic Committee (I0C) focused
its efforts in sports on regulating doping. During World
War |1, doping concerns were temporarily alleviated
while new amphetamines were being utilized by the mili-

tary.’® In the subsequent decade, the importance of steroid
research became quite prevalent, with the development
of two anti-inflammatories, prednisone and predniso-
lone, and the marketing of the first anabolic-androgenic
steroid, Dianabol.'*

In 1957, after The New York Times reported that
Olympic swimmers were routinely using “pep pills”
before their races'® and the death of an Olympic cyclist
who had taken amphetamine,!® it became clear to the
IOC that a large portion of the Olympic athletes were
engaging in regular doping. Subsequent to the rise of
amphetamines in sports, the use of anabolic steroids was
looming. Throughout much of the 1950s, the sports world
was filled with rumors that the Soviets and East Germans
were heavily experimenting with testosterone as a way to
increase athletic performance.’

In the years to follow, while doping became a large
topical issue in sports, it surprisingly did not receive
much political movement. Nevertheless, the problem
continued, when in 1967 British cyclist Tom Simpson died
during the Tour de France, his autopsy report indicated
positive tests for both amphetamine and methyl-amphet-
amine.'® Simpson’s death was extremely emblematic of
the widespread use of doping after he had previously
described his drug use to the press, comparing amphet-
amine effects to a couple of extra cups of coffee.’® Addi-
tionally, during this time, the sports world began to see
the rise of anabolic steroids. By 1968, a third of the Ameri-
can track and field team was reported to be using them.?
The response from the IOC was to begin testing athletes
for the first time, but anabolic steroids did not have a
testing mechanism until 1976, roughly 20 years after their
introduction into the market.?!

Though the 10C publicly condemned doping, its ef-
forts were deemed futile in stopping it.?2 In 1983, testos-
terone, diuretics, beta-blockers and blood doping were
added to the I0C’s banned drugs list, which originally
contained only two categories, stimulants and narcotic
analgesics.?® In addition to the difficulty of keeping up
with the methods of doping, the IOC was hampered with
the task of keeping track of masking methods such as ma-
nipulation of urine samples.?* The 10C also began blood
testing athletes and added human chorionic gonadotro-
pin (used to reverse testicular shrinking in steroid users),
HGH and peptide hormones in 1989.25

As the 10C’s expanding list of banned substances
continued to grow, its efforts at catching dopers were still
largely unsuccessful. At the Olympic Games in 1980, not
one athlete tested positive for doping, even though the
East Germans were known to have been doping their ath-
letes.26 Up until the mid 1990s, no more than 12 athletes
tested positive for doping in the Olympics, an unimpres-
sive figure for the IOC which increased its research and
testing methods in a era where doping was becoming
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more prevalent.?” Frustrated over the lack of positive tests
and embarrassing doping incidents, notably in the worlds
of cycling and sprinting, the 10C called for a World Con-
ference on Doping in Sport in Switzerland in 1999.28 Dur-
ing this conference, the 10C created the WADA, which be-
sides implementing its own policies, was delegated with
tracking the development of international anti-doping
policies with two specific goals in mind: to protect the
well-being of athletes and to promote fair play.?®

Today the 10C, WADA and other regulatory bod-
ies face a new undetectable threat in genetic doping. In
what could be considered a unique and new approach for
the regulatory agencies, they have launched a preemp-
tive strike against potential users by prohibiting the use
of genetic enhancement in all athletic competitions.°
However, the threat of gene doping is more present than
regulators may fear. In 2006, during a drug investigation
of German running coach Thomas Springstein, some of
his e-mails detailed references to Repoxygen, a substance
used in gene therapy for anemic patients.3!

The actual research on gene doping by the IOC began
in 2001.32 The results of the research supported taking
precautions to keep gene doping completely out of sports.
As the idea of genetic enhancement became more pos-
sible, more than a half-dozen major meetings and discus-
sions on the subject were held by organizations, including
the 10C, the American Association for the Advancement
of Science and the U.S. President’s Council on Bioeth-
ics.3 What may be considered the most important result
of these meetings was the Banbury Conference in 2002,
hosted by WADA, which presented two major recommen-
dations for the fight against gene doping.3* The first was
to fund a research program that would help detect gene
doping, and WADA has responded to this challenge by
awarding 21 grants between 2003 and 2007, all to help re-
search the process of detecting gene doping.3® The second
recommendation was for WADA and other regulatory
agencies to include genetic modification in their respec-
tive definitions of “doping” and to list gene transfers
alongside other banned drugs in the World Anti-Doping
Code.® The 2009 amended version of the Prohibited List
defined gene doping as: “the transfer of cells or genetic
elements or the use of cells, genetic elements or pharma-
cological agents to modulating expression of endogenous
genes having the capacity to enhance athletic perfor-
mance, is prohibited.”s’

Today, most regulatory agencies are in agreement
that gene transfer should be prohibited from sports, citing
mainly the risk of harm to athletes.®® H. Lee Sweeney,
chair and professor of the University of Pennsylvania’s
Department of Physiology, warns these agencies of the
potential problems ahead: “Are we going to be faced with
a situation where athletes can modify their athletic per-
formance using gene therapy? That’s cheating, but how
do you regulate it? Especially if society says this is OK

for old-age enhancements, without side effects. Someday,
these are going to be real issues for sports.”3 Unfortu-
nately, that “someday” is now.

b. The State of Cycling and the Sport’s Doping
Policies

The sport of cycling is at the forefront of drug-filled
scandals and federal investigations after a tumultuous
last decade. Cycling falls under the support of the I0C
and therefore is governed by the testing procedures and
policies of WADA.*° The sport has been filled with dop-
ing allegations and scandals since its inception; the very
first drug scandal of the Tour de France can be traced all
the way back to the 1924 race.*! The next explicit evidence
of the growth of doping in cycling was during the 1955
race, when the International Cycling Union (UCI) dis-
qualified a racer for encouraging other team members to
use controlled substances.*? The 1980s were also another
era filled with strong amounts of steroid usage.*® During
the 1990s, fans of the sport saw Bjarne Riis, 1996 Tour de
France champion, admit to doping and stripped of his
title.44

The next decade in cycling showed even more
widespread use of doping. Drug tests during the 2000
Tour de France reveal that in 45 percent of participants’
urine there was some evidence of both drugs and supple-
ments.*® The failed drug tests continued during 2004
when Olympic Gold Medalist Tyler Hamilton faced a
two-year suspension from the sport because he failed two
blood doping test results.*® In 2006 the doping allegations
worsened, when a number of cyclists were banned from
participating in the Tour because of failed drug tests.*’

The first major sightings of gene doping in the sport
surfaced in 1998, when the number one ranked Span-
ish team was expelled from the Tour because of large
amounts of EPO and growth hormone that were discov-
ered in the team car—more than 400 vials of drugs.*®
Thereafter, five other Spanish teams quit the race in a
supposed protest against the French police, whom they
believed treated the expelled team unfairly.*® However,
these other teams were also criticized, since much of the
media suspected their withdrawal was a result of a fear
of being caught.?® This latest allegation prompted the
creation of the anti-doping Code, which shows the ability
of cycling to act as a catalyst for prompting change in
doping policies.5!

In 2006, the Agency for Cycling Ethics (ACE) was
founded “as an organization of anti-doping specialists
that administered independent testing programs in which
several men’s pro cycling teams participated on a volun-
tary basis.”®2 ACE’s Pure Sport program tried to be proac-
tive against the rise of gene doping by using “longitudi-
nal analysis of blood samples to establish baseline levels
of numerous biomarkers (e.g., blood composition and
hormone levels)” for each competitive rider.>® The pro-
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gram tracked baseline values and once any minor devia-
tion was triggered, it could be identified and investigated
without needing to detect a specific banned substance.>
In 2008, the emergence of the “biological passport” pro-
gram was embraced by the UCI and WADA; however, it
is less thorough than the program offered by ACE.5®

Riders’ locations were tracked by wireless communi-
cation so that their availabilities could be determined for
blood and urine testing at least twice a month around the
world.%® ACE kept a well-managed and detailed data-
base of these testing results, which were provided to the
UCI and cycling team’s personnel .5’ Participating teams
added contract clauses to the riders’ contracts in order to
ensure compliance with the program.>® However, due to
the “frequency and thoroughness of the program, its cost
was beyond what anti- doping agencies could afford.”>°
ACE did plan to expand its program to other sports that
were also identifying with the rise of doping, but a lack
of funding forced the program to close in 2008.5° Today,
cycling teams such as the Garmin-Chipotle and Columbia
participate in a comparable program offered by Anti-
Doping Research, Inc.5!

While it may be considered somewhat normal and
prevalent today for cyclists to use performance-enhancing
drugs, the sport could also be a foundation for change
and serve as the model for implementing anti-doping
policies. “Arguably, the different doping scandals that
have afflicted the sport have served as a catalyst for
change in the doping policies and procedures throughout
all of sport.”

lll.  The Case Against Lance Armstrong

Lance Armstrong broke into the world of cycling
and pop culture when he won the 1993 World Profes-
sional Road Race Championship in Oslo, Norway.®? With
cycling star Greg LeMond retiring the following year,
Lance’s emergence came at the perfect time.®3 Arm-
strong’s arrogant, cold, and combative attitude brought
a unique figure to the world of cycling.5* Even given a
20 percent chance to live, Armstrong prevailed through
numerous bouts of surgery and chemotherapy related to
his diagnosed cancer.%® From there Armstrong became
an instant international sporting sensation on his way to
winning an unprecedented seven consecutive Tour de
France championships from 1999 to 2005.56 Armstrong
also displayed his philanthropic nature with the inception
of the Lance Armstrong Foundation (a/k/a Livestrong),
which provides support and education to cancer patients,
including funding for research.®” In addition, he has pub-
lished two best-selling inspirational books.

Despite consistently asserting numerous denials and
never having failed one drug test, Lance Armstrong’s pro-
fessional and personal career has been incredibly stained
by doping allegations, most particularly the alleged use of

r-EPO (recombinant erythropoietin) and EPO. However,
Armstrong’s image began to crack when it was revealed
that he had consulted with Michele Ferrari, an Italian
physiologist infamous for his drug support, who once
compared the inherent risks of using r-EPO to that of
drinking orange juice.’® Armstrong only decided to dis-
close his relationship with Ferrari when he learned about
a story that would be published, and claimed he only con-
sulted Ferrari because he wanted guidance on breaking
the World Hour Record.%® Armstrong also claimed that
he never intended to conceal his relationship with Ferrari
and that even numerous journalists were aware as well,
but no one has confirmed this.”

Greg LeMond, who had been a huge supporter of
Armstrong to this point, expressed great disdain towards
the allegations against Armstrong, saying that if he had
in fact cheated, Armstrong’s feat would be notorious for
something closer to a fraud than a comeback.” The al-
legations continued in 2004, when Armstrong announced
that he was immediately pursuing libel actions in London
and Paris against the journalists and publishing com-
panies whose articles presented strong suspicions from
testimonials from Armstrong’s former teammates about
his alleged doping.”

Even with Armstrong’s continual denials, he was
not paid a large bonus due to him for having won a
sixth straight Tour, largely because of the information in
the French newspaper.” In the course of suing for the
amount, former teammate and friend, Frankie Andreu,
along with Andreu’s wife, testified that “they heard
Armstrong admit in a hospital room in 1996 that he had
taken ‘testosterone, EPO, human growth hormone, and
corticoids.””" However, Armstrong was able to fight
this allegation when a third witness, apparently under
enormous pressure from Armstrong and the witness’ em-
ployer (Oakley, also one of Armstrong’s sponsors), altered
her previous statements that supported the Andreus’
testimony.” A medical doctor, Craig Nichols, testified
that Armstrong never made such an admission, and that
it would have been extremely odd for any doctor to ask
this type of question given the circumstances.”® Neverthe-
less, the blaming game continued when other oncologists
disputed Nichols’ claim, and “Armstrong’s own attorney
admitted doctors had questioned him about his past
substance use; he admitted to no more than drinking an
occasional beer.”"’

Moreover, Armstrong’s story began to dissolve even
more when just two days after the Andreus’ testimony
under oath, the Lance Armstrong Foundation proclaimed
a contribution of $1.5 million to Nichols’ medical depart-
ment at Indiana University.’® Nevertheless, the matter
was settled with Armstrong receiving not only the $5 mil-
lion bonus, but additionally $2.5 million in attorney’s fees
and interest.”® Armstrong used the settlement to declare
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his innocence, but in fact, the arbitration panel never
ruled on whether or not he had doped.®

In 2005, a French sporting newspaper, L’Equipe,
published the shocking reveal that frozen urine samples
from Armstrong’s six separate stages of the 1999 Tour
tested positive for EPO.8! To refute the claims, Armstrong
appeared on CNN'’s “Larry King Live,” and offered his
theory that the French National Doping Detection Labo-
ratory (LNDD) had intentionally altered his samples.®
Nevertheless, “each of Armstrong’s samples was tested
along with several others, and lab technicians were un-
aware of which sample came from whom, furthermore,
the pattern of results does not indicate that the samples
were spiked.”® Armstrong’s case was considered incred-
ible, mainly in part because he was very reluctant to
bring his claims to trial despite being so adamant about
his innocence. However, Armstrong eventually prevailed
somewhat again when the legitimacy of the testing of the
urine samples was heavily doubted and questioned by
the media and anti-regulatory agencies.

Armstrong’s quest to distance himself from the
genetic doping scandal in cycling became more vocal
and frequent. For example, during the 1999 Tour, French
competitor Christophe Bassons, who was known to have
nothing to do with doping, wrote numerous articles for
his newspaper detailing the widespread use of r-EPO in
the sport.8 Armstrong, on behalf of the sport, expressed
his disgust about the allegations stating, “His accusa-
tions are not good for the sport, for his team, for me. If
he wants to ride professionally, he can’t speak like that,
because sponsors will walk away from the sport.”8

Armstrong’s next dispute with Italian rider Fillipo
Simeoni was much more notable, and sent shockwaves
throughout the sport. Simeoni admitted to doping, and
testified in 2003 that Ferrari supplied him with certain
prescriptions for banned products dating back to 1996.8
Armstrong, who had ties to Ferrari, claimed that Simeoni
was a liar, after which Simeoni sued Armstrong for
defamation, leading Armstrong to countersue to maintain
face.®” Both parties eventually settled out of court and
the actions were dropped.® Ferrari, unsurprisingly, was
consequently charged and found guilty of “distributing
dangerous substances to cyclists and other athletes,” at
which point Armstrong finally cut ties to him.8 However,
Ferrari’s conviction was eventually overturned.®

In 2005, Armstrong confirmed a secret six-figure
donation he made to the UCI a few years back purport-
edly “to help fight doping.”®* What critics found to be
noteworthy about the donation is that it was made while
he was still an active athlete and subject to the UCI’s
discipline, and more notably, that the UCI even accepted
his gift.%2 Armstrong retired from cycling later that year
still amidst doping speculation. In 2007, retired Danish
cyclist Bjarne Riis admitted he had used r-EPO in his 1996

Tour win, prompting Tour officials to demand he return
his yellow jersey.?® Armstrong declined to comment
about Riis’ admission, but used the spotlight to redirect
frustration at Tour officials, condemning their actions as
hypocritical %

Even with Armstrong removed from the competition
aspect of the sport, his name surged back into headlines
soon after American Floyd Landis won the 2006 Tour with
a stunning comeback. After Landis’ win, it was revealed
that he had tested positive for increased levels of testos-
terone, sending familiar shockwaves through the sport.*
Landis denied the positive test and insisted it was a result
of “a natural overproduction of the hormone,” even
though he lacked any supporting documentation.® How-
ever, his defense became moot when it was revealed that
he had in fact tested positive for synthetic testosterone.®’

Armstrong made a triumphant return from his retire-
ment shortly after Landis’ fallout in 2008 and declared
that he would win the 2009 Tour.?® Expecting critics to
latch on to Landis’ doping past, Armstrong made a proac-
tive and unprecedented move when he announced that
he would “subject himself to ‘the most advanced anti-
doping program in the world,” which would be conduct-
ed in a ‘completely independent’ manner.”% Armstrong
requested that his new team, Astana, pay for the program,
and have renowned anti-doping expert Don Catlin, M.D.,
to be its “impartial administrator.”1%° Armstrong also
wanted to post his testing results online in order to allow
for complete transparency in his comeback.10!

Critics such as LeMond argued that the policy lacked
impartiality since it was not being conducted by an
independent party like WADA 192 LeMond further chal-
lenged the program’s effectiveness stating, “It’s all very
well checking blood values, but if you’re a smart doctor,
you just always keep your rider’s blood values high. EPO
is only detectable within a few days, and that’s why it’s
hard to [catch] it.”1% LeMond more importantly pointed
out that “athletes who use either EPO or do (autologous)
transfusions of their own blood can still escape being
caught.”1%4 _eMond passionately proposed collecting ac-
tual performance data by utilizing on-bike power meters
stating, “The power-output information this yields would
then be analyzed in light of physiological data, such as
VO2max, that would be collected in the lab along with
blood throughout the year.”105

Nevertheless, Armstrong’s first samples were not
drawn until January the following year and he began to
show signs of reluctance in allowing the program’s data
to be displayed to the media.l% Armstrong then abruptly
announced in February, two days before the Tour of Cali-
fornia commenced, that he had effectively ended his rela-
tionship with Catlin and would thereafter be tested by his
team’s own internal anti-doping program.%” Armstrong
expressed that the complicated plans he set forth with
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Catlin “were not feasible for administrative, logistical,
and financial reasons.”'%® The media used Armstrong’s
flip-flopping to its advantage by claiming that he manipu-
lated them in a ploy to enhance his image in light of his
return,’® which ended up being an unremarkable one, as
he did not win one Tour de France.

The new federal investigation against Armstrong,
headed by FDA agent Jeff Novitzky, is backed by new
evidence suggesting that Armstrong was involved in an
organized doping operation as a member of the team
sponsored by the U.S. Postal Service (USPS).1° The
federal investigation focuses mainly on the period where
Armstrong won six of his seven Tour de France champi-
onships from 1999 to 2004 and the USPS team received
more than $40 million in sponsorship revenue.!'! As
government sponsorship is involved in this investigation,
if Armstrong is found to have had directed illegal activ-
ity, he could also be charged with conspiracy, wire fraud,
money laundering, racketeering, drug trafficking, and
defrauding the government.*?

However, doping allegations have become extremely
familiar to Armstrong, and to this day he has success-
fully fought each one, mainly because they have been
extremely speculative and borderline hearsay. The report
further reveals that two of Armstrong’s teammates on the
1990 U.S. junior team filed a suit against USA Cycling in
2000 alleging that coaches administered steroids to them
in 1990 with Armstrong, which damaged their immune
systems and therefore shortened the duration of their
careers.’3 However, neither teammate tested positive for
steroids and the suit was settled in 2006. This again has
been labeled as just one of many unsuccessful attempts
at proving Armstrong’s use of performance-enhancing
drugs. During this decade, Armstrong was tested more
than two dozen times by the U.S. Olympic anti-doping
lab at UCLA.1* This lab had three of Armstrong’s test
samples from the 1990s that tested well above normal
levels for testosterone-epitestosterone, but because they
could not be confirmed by a second sample, the samples
were listed as negative.!®

The empty allegations were further brought to the
public when Stephen Swart, a previous teammate of
Armstrong, said that Armstrong was the instigator of
the team’s decision to start taking EPO, although he also
stated that he never saw Armstrong inject EPO or give it
to anyone else.!® Swart further claimed that he and his
teammates (including Armstrong) regularly tested their
hematocrit level, and Armstrong’s level was once around
54 or 56, which would have resulted in a 15-day ban.
Again, because of the lack of gene doping testing at the
time, Swart’s claims were nothing more than an unproved
allegation. Additionally, the report details that an arrest
of one of Armstrong’s former Radio Shack teammates
uncovered emails and texts that linked Armstrong to Fer-
rari in 2009, though Armstrong claimed to have severed

all ties with Ferrari in 2004.17 Lastly, the report included a
detailed allegation from Landis claiming that Armstrong’s
use of private planes allowed him to easily bypass cus-
toms, even when he was carrying large amounts of drugs
in his luggage.'*®

While Armstrong still has skeptics despite never fail-
ing a drug test, he also has strong supporters as well. Fans
cling to the fact that Armstrong never failed a drug test,
even though there were really none for r-EPO and genetic
doping (i.e., gene doping) throughout much of his historic
career, which took place during what is now known to
have been an era of widespread drug use.™'® However,
opponents believe that the totality of the circumstances
against Armstrong is far too coincidental for him to be a
credible figure; “there are simply too many ‘dots’ which,
when connected, reveal anything but a heroic figure.”?°

IV. The Science of Gene Doping

a. Description and Potential Uses

Genetic doping essentially applies the technique
and usefulness of gene therapy, in which doctors add or
modify genes to prevent or treat illness, to instead geneti-
cally enhance someone who is healthy. The line to draw
is rather gray, but if the cells or body functions being
modified are normal to start with, it is genetic doping.?*
There are two types of gene doping today. In somatic
cell modification, where genes are modified in regular
cells of the body, the genetic changes are not passed on
to children.'?? In today’s version of gene therapy, somatic
cells are the ones used in the modification. However, in
germline modification, genes are changed at a much more
impactful stage—in the father’s sperm, mother’s eggs or
an embryo.12® These genetic modifications are notewor-
thy because of their lasting effects on a family’s genetic
makeup, including future generations. Since the U.S. gov-
ernment has not funded any research on human germline
modification, and other governments have banned it,
somatic cells are the primary type of gene transfer that
requires focus for the foreseeable future.1?*

The techniques used for gene doping would essential-
ly rely on those already utilized in gene therapy, which at
this point are still highly experimental and unproven.125
However, the science required to perform gene doping is
not that complicated and could be easily rendered by stu-
dents with the right equipment.?® Supposedly, such a lab
would only cost about $10 million to fund and obviously
the demand would be great, given the history of doping
in sports.1%’

After the Human Genome Project, the scientific world
saw an increase in the attempted use of gene therapy
to treat diseases or malfunctioning gene expression.128
For example, after utilizing gene therapy, a person with
muscular dystrophy might regain normal muscle func-
tion.1?° Once researchers overcame the obstacle of how
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to introduce the therapeutic gene into the cell by using

a carrier,'® called a vector, the risks and benefits of gene
therapy became clearer. Gene therapy could be used for
treatment of a genetic abnormality of a disease such as
cancer, or in repairing sports injuries. Nevertheless, there
are risks of side effects, including possible disease from
the use of the viral vector, an immune response to endog-
enous and gene therapy-produced protein, autoimmune
response, or the development of “leukemia-like” symp-
toms from insertion of the gene into the wrong spot of
the genome gene.’®* However, when the purpose for gene
therapy becomes enhancement, it is called gene doping,
even though both practices employ essentially the same
techniques. Thus, while the purposes behind each method
may be different, anti-doping agencies are going to be
faced with a difficult task in differentiating between these
two techniques that utilize essentially the same methods
and produce relatively similar results.

Currently, there are three ways in which foreign genes
could be inserted into the athlete’s body: 1) cultured cells
could be genetically modified ex vivo and then inserted
into the body; 2) the foreign DNA could be directly in-
jected into the muscle or bloodstream; or 3) the potential
genes could be engineered into a virus, which would then
be used to “infect” the athlete’s cells with the genes.?
With the third method, adenoviruses would likely be the
virus of choice, because of their ability to carry a signifi-
cant amount of genetic material 133

An obvious advantage to genetic doping in compari-
son to other performance-enhancing drugs is the per-
manent stamp it leaves on one’s genetic makeup. Once
the foreign genes are inserted into the athlete’s somatic
cells, they essentially become part of that athlete’s genetic
makeup, similar to any other part of their original genetic
code. Thus, drug costs would go down enormously for
dopers if they used genes as the drug of choice, because
of its permanence. However, the real enticement for gene
doping to athletes is that they are currently undetectable.
Today'’s technology is incapable of detecting gene doping
because “proteins made by engineered genes look identi-
cal to the ones the body makes naturally.”*3* Moreover,
some genes that would be used for doping never make
their way into the bloodstream, where they would be de-
tected by blood analysis.'® Thus, the only current proven
and conclusive method for detecting gene doping would
be a muscle biopsy at the injection point, an extremely
invasive procedure to which most athletes will not be
subject.136

Athletes could be enticed to use genes as a form of
doping in numerous ways. An athlete with a recurring
injury in a particular part of his or her body might use
gene doping to enhance the muscle’s growth and rate of
recovery.!3” Others without such injuries might use the
genes in order to enhance the strength of muscles they
personally consider inadequate.'®® Additionally, athletes

who desire to enhance performance by increasing their
red blood cell counts might inject themselves with a gene
that produces EPO, causing their bodies to produce more
red blood cells naturally.'3®

Gene therapy studies have triggered the research into
a few types of genes that would be enticing for athletes to
use. EPO, a prime candidate for gene doping, is a life-
saving medicinal tool. EPO is a vital hormone used in the
process of normal blood production for humans and other
mammals.**? EPO is triggered in conditions in which a
mammal is exposed to lowered amounts of oxygen, and it
acts to increase the production of the red blood cells in the
bone marrow.'*! EPO is one of the world’s most impact-
ful therapeutic drugs because of its benefits to patients
with suppressed blood production by diseases, such as
cancer or kidney disease.'*2 Endurance athletes, such as
runners or cyclists, have taken note of the benefits of EPO,
where it could allow them to increase their athletic output
without tiring.'*® This was demonstrated in 2003, where
researchers at Stanford conducted ex vivo gene transfer
experiments in which they inserted a normal mouse EPO
gene into healthy mice, resulting in increased red blood
cell production.'** However, EPO thickens the blood,
increasing the risk of heart disease, stroke, and embolism
for short-term and long-term dopers.14°

A second potential gene that could be used by ath-
letes would be the use of human vascular endothelial
growth factor (VEGF), which stimulates the formation
of new blood vessels.1® Future dopers could utilize this
gene to increase the vascularization of muscles, the heart
and other organs.'*’” The increased number of blood ves-
sels would promote the increased delivery of oxygen,
which would result in a delay of exhaustion for endur-
ance athletes.'*8

However, when most people think of doping, they
think of increased strength. Not surprisingly, there
seems to be a gene doping tool for that desire and trait
as well. In 1998, Professor Lee Sweeney experimented
with in vivo gene transfers in mice using the insulin-like
growth factor 1 (IGF-1), a protein that stimulates muscle
growth.® The result was mice whose strength had been
increased by 35 percent, leading the press to nickname
them “Schwarzenegger mice.”1%0 The ability for the user
to insert the gene directly into the desired muscle presents
many attractions to athletes that use a particular muscle
frequently. A pitcher’s arm, tennis player’s shoulder or
soccer’s player’s leg would be potential targets of such a
gene transfer. Additionally, Sweeney’s research team has
worked on inhibiting a protein called myostatin, which
counteracts IGF-1 and also plays a role in fat deposit in
the body.!! Using myostatin would be extremely appeal-
ing to any athlete because of its ability to reduce body fat
and increase muscle strength.

Lastly, since diet and calorie intake is such a large
part of an athlete’s health, the ability to adjust the me-

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3 29



tabolism of particular muscles presents another entice-
ment. Research studies of the PPAR delta gene in mice
have shown that the gene is able to increase the number
of “slow-twitch” muscle fibers, which are utilized also
in endurance exercises, such as cycling, swimming and
running.'® These mice showed a significant reduction in
body fat, and surprisingly became more efficient energy
users during endurance training.'%

b. Testing and Existing Regulatory Policies

As of January 1, 2003, the 10C added gene doping
to the list of prohibited substances for international and
Olympic competition.’>* In 2004, WADA took over the
responsibility for maintaining and updating this list, but
the 10C Medical Commission continued to represent
the IOC in WADA committees.!®® WADA’s ban on gene
doping was the first time a regulatory agency had placed
a ban on a doping method not even in use.'® Thereafter,
the United States Doping Agency was designated by 21
U.S.C. § 2001 to work with the United States Olympic
Committee to make certain that athletes were “prevented
from using performance-enhancing drugs, or perfor-
mance-enhancing genetic modification accomplished
through gene-doping.”*%” Additionally, this statute stated
that the Agency was to “permanently include” gene dop-
ing among any list of prohibited substances.!%®

The stance on gene doping is the newest branch of
anti-doping organizations’ general prohibition of perfor-
mance-enhancing drugs in sports. In countries (such as
China) that use gene therapy under the umbrella of new
regulation, the uses have been directed at conditions that
represent diseases, such as cancer, neurodegenerative
diseases, cystic fibrosis and immunodeficiency states.>°
However, the testing and regulation for gene doping
became necessary when the intent for the uses of genes
was not to cure these diseases, but rather to take a normal
gene and make it better than normal.160

As stated earlier, the problem with testing for gene
doping lies in its undetectability, which also lends itself
to more users in sports. What athlete would not want a
performance enhancer that is undetectable and has a per-
manent beneficial effect on his or her abilities, with few
side effects? This is exactly why gene doping has become
such a major concern for anti-doping agencies, especially
WADA. WADA has held three international meetings on
the topic since 2002, which have focused on efforts to pre-
vent and detect the practice.'®* While neither prevention
nor detection has come to fruition, it is arguable that if
we do not learn of cases involving successful attempts at
gene doping, then maybe efforts to prevent or detect have
worked. WADA chairman Gary Wadler believes that the
race against gene doping is simply a matter of time: Ath-
letes “read the scientific literature and they know what'’s
cutting-edge—there’s no question about it,” he says.162

The U.S. government has established a protocol for
the approval of gene therapy studies. In this country, for
example, scientific researchers who wish to begin research
on gene transfer studies on subjects must get approval
from the FDA, NIH, and the Recombinant DNA Advisory
Committee.'®® The amount of unknown risks and benefits
to the athlete at this point in time makes it impossible un-
der ethical medical practice to obtain complete informed
consent in using gene therapy.'%* Therefore, it is easy to
assume that gene doping attempts by athletes would
have to occur outside of the governmental protocol, and
athletes could soon be headed to the black market or
foreign countries to get their doping accomplished. The
combination of unknown risks and permanent effect to
the athlete make it quite understandable that the doping
agencies want to prohibit gene doping in sport. Yet what
if the risks and benefits of gene doping become more
apparent and measureable in the future and what if the
risks are inconsequential? Does this make way for in-
formed consent, since the safety of athletes is no longer a
sufficient justification for banning gene doping?'% If this
is the case, then the only argument left is an ethical one:
“whether genetic modification is still ethically acceptable
in conditions where the technology is sufficiently safe.”16

V.  Concerns with Regulating Gene Doping

Many organizations, such as WADA, and individu-
als would view genetic doping in the same breath as any
other performance-enhancing drug. However, there are
those who are against regulating gene doping because as
of today, with the lack of testing and knowledge, there is
nothing wrong about it. Opposing ethical, legal, and mor-
al arguments exist on both sides.'®” While performance
enhancing drugs have a negative stigma against them in
society, outside of sports, performance enhancing drugs
are not forbidden. For example, should an athlete without
an arch in his or her foot be permitted to wear orthotics
during the game? Should he or she be permitted to take
a multi-vitamin or protein supplement after a workout to
build strength?*68 What about drinking coffee before the
game as well?1%° Where do sports draw the line?

Whether gene doping should be regulated in one’s
perspective truly depends on one’s view of sports. There
are those who fight and yearn for clean, unbiased compe-
tition to ultimately see who is the best at any particular
level. These opponents of doping argue for a romanti-
cized view of sport, where practice and natural ability
are at the forefront of the success of the players. On the
other side of that argument are those who view sports as
an entertainment industry that promotes those who shine
the brightest with the biggest personalities.

Those who view the sports industry as pure enter-
tainment may accept gene doping as an understandable
progression of science and technology. Others might be
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concerned about the health and mental prognosis of the
athletes they view as role models. In comparing these
interests, one who views athletes as entertainers might
draw a parallel between the inherent rights of an athlete
to alter his or her physical makeup to an actor’s decision
to have plastic surgery.'’? If gene doping is just the latest
and greatest mechanism that science has created to bet-
ter ourselves, and if it is available to all, then what is the
problem?

However, the more intriguing issues are less ethical,
and more legal in nature, as the case against Lance Arm-
strong has displayed. Procedurally, the only proceedings
against Armstrong have been investigations, but other
athletes have had different experiences with the regula-
tory policies of WADA and UCI. Issues revolving around
the biological passport program, the strict liability stan-
dard, and athlete testing and sanctions have only been
complicated by the increase in the use of gene doping.
More importantly, the ambiguity surrounding not only
the culpability of Armstrong, but also the creation of a
reliable detection method, have thrust Armstrong into the
forefront of the development of gene doping regulations.

a. Future of Gene Doping Regulations

While there will be numerous problems in prohibiting
gene doping, ethical or not, at the forefront is the difficul-
ty in detection. Currently, the only reliable ways to detect
gene doping (i.e., muscle biopsy) are too expensive to
researchers and agencies, and too intrusive to athletes.}’?
However, even if tests are developed to detect gene dop-
ing, the problem of distinguishing between enhancement
and a naturally higher-performing gene is extremely dif-
ficult.1”2 Even more problematic for testers is the perma-
nence of the genes once introduced into the body, since
there is no way to remove or “turn them off.”173

If testers for the anti-doping agencies were to make
a mistake in sanctioning or accusing an athlete for gene
doping, possibly like Lance Armstrong’s situation, the re-
sult would be extremely harmful to the athlete. Anti-dop-
ing agencies employ a lifetime ban for athletes in the use
of their strict liability standards, and WADA uses a two-
year ban for first time dopers.’* While Armstrong has
not faced such a ban, it easily can be said that his reputa-
tion, whether he is innocent or not, has taken a large and
possibly irreparable hit. Armstrong’s case only provides a
warning to future regulators of the problems genetic dop-
ing provides. The amount of gray area and inconclusive
results attached to the use of gene doping should place a
greater sense of urgency on regulators and testers to act
preemptively, possibly through the use of biological pass-
ports. As evidenced by the allegations against Armstrong,
implementing uncertain scientific results creates one of
the biggest potential messes in science.

i. Procedural Enforcement

The complex nature of genetic doping requires not
only carefully researched scientific data, but also a legal
system just as sophisticated in order to ensure the rights
of athletes. A doping infraction is a result of private con-
tract law, and sometimes criminal laws can be triggered as
well (e.g., Barry Bonds and Marion Jones).1”® By entering
into a competition, an athlete agrees to be governed by
the rules that make up that particular sport, including not
using prohibited substances or methods.'’8 If the athlete
breaches this agreement by doping, he or she has already
decided to be bound by the punishments set forth by the
sport’s governing body.'”” An anti-doping law is the en-
forcement of these private contractual agreements.>’8

The burden of proof required to show that there is a
presence of doping in the athlete’s biological sample lies
at first with the prosecuting sports body bringing forth
the accusation.’” The athlete at this point only has the
right to present contradicting evidence to defend against
the possible positive test.18? Since most doping allegations
involve a positive test of an athlete, it is easy to assume
that the burden is on that athlete to prove his or her in-
nocence; however, every athlete is rewarded with a full
presumption of innocence.’® Armstrong has evidenced
this standard by showing the unreliability of the doping
allegations against him and the lack of evidence of a posi-
tive test.

Next, as part of the process of showing evidence of
a banned substance in the athlete’s biological sample,
the governing sports body must show that it followed
strict and ethical procedures for gathering, storing, and
processing the samples, something that Armstrong has
exploited in defending against the various allegations lev-
ied against him.182 The standard of proof that the sports
body is required to meet when proving this sample pro-
cedure is the “comfortable satisfaction standard”;'® this
benchmark is essentially the equivalent of the “clear and
convincing” standard used in U.S. courts. However, when
the laboratory conducting the sample analysis is already
accredited by WADA, that laboratory is presumed to have
performed the analysis correctly under the governing
standards.'8

Much like the Armstrong case, if there is a legitimate
discrepancy between the standards required for the
collection and analyzing of the biological samples, “the
discrepancy must be reasonably considered to have affect-
ed the results of an otherwise valid test to influence the
ultimate finding of a doping offense.””*% For example, a
case arising out of the Olympic Games in Sydney showed
that even though two forms referenced different amounts
of the urine used in sample testing, the irregularity in
the record showing the amount of urine used could not
“reasonably be considered to have affected the results
and therefore had no effect on the finding of a doping
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offense.”*® At this point, once the governing sports body
has established that the athlete’s sample is evidence of

a prohibited substance, the burden of proof shifts to the
athlete to present exculpatory evidence.®

ii.  Implications of a Strict Liability Policy

The strict liability standard is considered a major ele-
ment of anti-doping regulations, affirmed by WADA in its
comment to Article 2.1.1.:

For purposes of anti-doping violations
involving the presence of a Prohibited
Substance (or its Metabolites or Markers),
the Code adopts the rule of strict liability
which is found in the [Olympic Move-
ment Anti-Doping Code, predecessor to
the WADC] and the vast majority of exist-
ing anti-doping rules. Under the strict
liability principle, an anti-doping rule
violation occurs whether or not the Ath-
lete intentionally or unintentionally used
a Prohibited Substance or was negligent
or otherwise at fault.'8®

There are two different consequences of a doping vio-
lation: disqualification from a particular competition and
indefinite suspension from future competition.'% If an
athlete is found to have a presence of a banned substance
during a competition, the disqualification is effective im-
mediately in order to preserve the fairness of the competi-
tion.1% However, an exception to the two consequences
listed above exists if an athlete can prove that he or she
was not at fault or there was an extraordinary circum-
stance, then the athlete may be subject to lesser sanctions
at the discretion of the governing organization.®!

The problem that the Armstrong case presents is that
his doping violations have come after the competitions
have ended, and therefore his opponents have had no say
in the fairness of their competitions. If Armstrong were
to have had the presence of enhanced amounts of EPO
or other types of doping in his system, it makes no dif-
ference to his competitors whether Armstrong obtained
the competitive advantage intentionally, negligently, or
unbeknownst to him;1%2 all that matters to competing ath-
letes is that they participated in a fair race where the best
athlete prevailed. Additionally, since Armstrong has only
been found guilty in the media’s point of view, the strict
liability penalty has not been enforced against him.

The strict liability standard comes into play when an
athlete’s biological sample, usually urine or blood, tests
positive for the presence of a banned substance.1®® The
obvious problem of the undetectability of genetic doping
makes this standard somewhat irrelevant. However, if the
presence of genetic doping becomes traceable, it will not
matter how the banned substance entered the athlete’s
body, because that athlete will be held strictly liable for

its presence alone. For example, the vastness and serious-
ness of WADA'’s strict liability standard was evidenced

in a case where a male athlete whose urine tested posi-
tive for a banned substance claimed his positive test was
the result of sexual intercourse with a woman who took
a medication containing the substance.’®* Even though a
WADA laboratory was able to confirm the athlete’s story,
he was still held to be strictly liable for having the steroid
in his system.1%

Obviously this standard creates many problems for
the future of competition, but some still argue its neces-
sity in order to maintain a sense of integrity to the sports.
Since intent is not an element of a doping offense, no
regulatory body cares why Lance Armstrong or any other
athlete decided to ingest the substance. However, the
amount of supplements and over-the-counter products
today make it rather easy for athletes to negligently ingest
something. Still, proponents of the standard maintain the
principle that preserving fair competition is supreme.'%

If the strict-liability standard was lessened to a case-
by-case basis, the work that would require regulatory
bodies to prove the intent of the athlete would make
the uphill battle against doping even more difficult. For
example, since Armstrong’s allegations are in the past, it
would be almost impossible to prove his intent on a case-
by-case basis. In fact, the strict liability standard might
never have been more relevant since the rise of the unde-
tectable use of genes as a form of doping. As mentioned
above, athletes have a contractual duty to ethically com-
pete in their respective sports. In order to maintain the
integrity of the game, athletes should respect and abide
by the strict liability standard by always being aware of
prohibited substances. While some doping allegations
produce unfair outcomes, the “sum of these injustices is
minor in comparison to the overall inequity that would
result from a standard lower than strict liability.”%

Effectuating notice upon athletes is also extremely
important in order to make sure they are aware of any
developments to the list of prohibited substances. How-
ever, some anti-doping rules must be kept vague for the
purpose of unpredictability, much like the case of genetic
doping. For example, the “...and related substances”
clause can be found at the end of the list of banned sub-
stances in each category (e.g., stimulants and anabolic
agents).1% Mainly, this provision ensures that an athlete
cannot ingest a particular substance that has been modi-
fied to the point where it is no part of the banned sub-
stances list and, therefore, not prohibited.1%

Not one regulatory body disputes the powerful
nature of such a permanent and undetectable doping
substance like gene doping, but until Armstrong’s case it
might have never been more necessary to include it as a
banned substance. Much like it took the BALCO scandal
to bring to the light the prominence of designer steroids,
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Armstrong’s case, while delayed in some respects, has
finally displayed the urgency needed with regard to gene
doping, as cycling might now never recover from the face
of its sport officially being deemed a cheater. However,

if Armstrong is finally deemed innocent, the future of
cycling, which has been marred with doping allegations
and violations, remains far more inconclusive.

iii. Implementing Suspensions

The effect of a potential suspension on an athlete
is far more detrimental than a disqualification. “Unlike
a disqualification, a suspension from future competi-
tion is based on some level of culpability of the accused
athlete.”?% While strict liability is the principle for the
doping offense, WADA does loosen its standards if excep-
tional circumstances arise and “the Athlete can demon-
strate that he or she was not a fault or significant fault.”2
In this situation, the athlete can have his or her sanction
reduced, but still faces a potential disqualification.?®? This
obviously leaves the question of what the athlete must
show to meet this standard. Following the standards
established by the WADA, “arbitrators have defined ‘no
fault or negligence’ as occurring when the athlete could
not, even with the exercise of the utmost caution, reason-
ably have suspected, that he [or she] had been admin-
istered a prohibited substance.”?% Given the detailed
circumstances surrounding the intent of Armstrong in
his doping violations, this seems to be a major hurdle he
probably will not be able to overcome.

For an athlete to show “no significant fault or liabil-
ity,” “he or she must establish that his or her negligence,
when viewed in the totality of the circumstances, was not
significant in relationship to the anti-doping rule viola-
tion.”204 If an athlete fulfills this standard, he or she is eli-
gible to have the imposed sanction reduced up to one half
of the minimum period detailed in the rules.?®> Regula-
tory bodies have held that it is not a valid excuse for ath-
letes to assert that they were given medications, supple-
ments, or other products by individuals who should have
known better.2% Therefore, it is only the athlete’s duty to
maintain his or her body in a natural state, and keep it
free from any banned substance.2

Moreover, arbitrators have found that a separate
inquiry should be made to assess whether the punish-
ment is proportional or not.?% Since Armstrong has not
been found guilty of any doping violation, it is anything
but pure speculation as to what punishment he would
receive. This is made even more difficult, considering his
allegations are so far in the past, that it would be tremen-
dously difficult to determine when, if ever, he actually
ingested any forms of gene doping. While some might
argue that stripping Armstrong of his seven Tour de
France titles is appropriate, it might only leave the sport
in a further state of uncertainty.

iv. The Effect of Gene Doping on Anti-Doping
Authorities

In order to have athletes follow their rules, anti-dop-
ing regulatory bodies must first follow their own rules
and enforce them with a sense of integrity and clarity.
The allegations against Armstrong are a prime example of
how the anti-doping authorities have exceeded their ju-
risdiction in order to effectuate a sanction. As mentioned
above, after a French sports newspaper obtained research
done on Armstrong’s urine samples in 1998, the news-
paper printed the information that Armstrong had used
EPO.2%® “There was no suggestion that any proper chain-
of-custody procedures had been followed, no evidence
that proper specimen storage and handling had occurred,
no B-sample to permit Armstrong the retesting rights that
any accused athlete would normally have and no proof
that the information was legitimate.”?'% While the leak
of information and laboratory’s breach of anonymity of
the research specimen alone were breaches of WADA
standards, Richard Pound did not distance WADA from
the scandal.?** Pound implied support for the accusations
against Armstrong and did not criticize the lack of cred-
ibility surrounding the newspaper’s tactics.?!? The UCI
condemned WADA for not following its own guidelines
more strictly?!® and gave further evidence of the problem
that the lack of information regarding to gene doping
presents to athletes and regulatory authorities.

Additionally, the Landis trial raised more serious
doubts about the testing procedures for gene doping. The
trial record showed alarming amounts of bookkeeping
abnormalities and errors by the French laboratory, with
testing results that were incredibly inconsistent.?** Under
explicit USADA rules, “testing agencies are only required
to produce records pertaining to specific tests performed
on an athlete’s own sample; they are not required to
produce anything regarding the facility’s general practic-
es.”?15 What might be the most telling is that the labora-
tory used in Landis’ case was the same one used in the
Armstrong case.?'6

The case against Spanish rider Iban Mayo is no dif-
ferent. On July 24, 2007, during the second rest day of the
Tour, Mayo tested positive for EPO and was suspended
by his team until the release of his “B” samples arrived.?’
“Mayo’s ‘B’ sample was tested in a different laboratory
than his ‘A’ sample, which ‘used a slightly different tech-
nique....”? The results of the “B” sample in the WADA-
accredited laboratory in Belgium were inconclusive,
which was effectively deemed a negative result.?’® As a
result, the Spanish national cycling federation would not
allow any retesting of Mayo’s “B” sample, since it would
have subjected him to double jeopardy.?2° Nevertheless,
the UCI decided to retest the sample a third time and a
positive result was returned.??! The UCI refused to clear
Mayo at that point and left him without a team and an
uncertain future in cycling.???2 This outcome is extremely
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representative of a flawed testing procedure and regula-
tory policy. The lack of uniform testing and technological
awareness on the topic has left many athletes’ careers
motionless in the process.

Realizing its immediate imperfections, WADA revised
the Code in 2007 to take full effect in 2009.222 For athletes
like Armstrong, Mayo and Landis, the most important
revision was that which reduced penalties for athletes
who facilitate investigations against other athletes who
are suspected to have used a banned substance, such as
gene doping, or use a banned substance with no original
intention of improving performance.??* Additionally,
WADA hoped to increase efficiency by eliminating the lag
time between testing for “A” samples and “B” samples.?
Nevertheless, the new Code took a much-needed harsher
approach against first-time users that involved “aggravat-
ing circumstances.”?2

Athletes such as Armstrong must not only be able
to rely on the credibility of the strict liability policy, but
also those overseeing the anti-doping efforts against gene
doping. Whether or not Armstrong did use gene doping
and/or r-EPO as a form of performance-enhancement, he
should not be saddled with a regulatory system riddled
with ambiguity and inconclusive results. The uniform
application of testing and rules on the use of gene doping
is extremely necessary to maintain and improve upon the
trust of competing athletes, sporting organizations and
fans.

v. Intrusive Monitoring and the Biological Passport
Program

As previously mentioned, the only current method
for detecting gene doping is by the use of a muscle biopsy
at the doping injection point, an extremely expensive and
invasive procedure that will probably cause alarm and
concern among athletes. However, the biological passport
program presents a promising alternative for the detec-
tion of gene doping. The program came about in 2006
during the Winter Olympics in Italy when many athletes
faced penalties for increased amounts of hemoglobin
in their blood.??” In an urgent response, WADA and the
UCI took proactive measures toward implementing a
program that would establish baseline blood samples for
cyclists.??® WADA''s ultimate goal was to implement the
program for all Olympic sports.?®

The biological passport is an electronic database for
an athlete that “consists of a personalized ‘hematologi-
cal and steroid profile.””’2%0 The program’s purpose is to
establish any deviation from baseline blood levels that
will hopefully lead to better detection of gene doping.
The athlete will be suspended when there are proven and
detectable fluctuations in his or her blood sample.?3! The
passport program also distinguishes the effects to an ath-
lete for banned substances from the effects of undetected

drugs or changes in training regimens.?®? In addition to
testing, riders involved in the program “are subject to a
strict rider location program developed and administered
by the WADA and dubbed the Anti-Doping Administra-
tion & Monitoring System (ADAMS).”233 Summarizing
appropriately how the program will be effective, a French
regulatory official stated, “The blood passport doesn’t
follow products, but the athlete.”?3* Hence, the biologi-
cal passport program is the best-suited testing regime for
gene doping. Assuming that monitored parameters are
relatively stable and do not fluctuate normally, having
athletes such as Armstrong and Landis submit their blood
samples regularly to WADA and the UCI to be tested
against their own baseline sample could be the most effec-
tive weapon in the fight against gene doping.

While the biological passport program provides
intriguing opportunities for anti-doping authorities,
the program also presents policy concerns. One issue is
the statute of limitations argument surrounding blood
samples taken from athletes. When should anti-doping
authorities remove the samples from their databases?
Should doping authorities let bygones be bygones and
vindicate those whose samples were wrongfully tested
or who were found to have tested positive for a banned
substance? What about the exorbitant costs that will be
needed to maintain such doping databases?

Currently, samples are frozen and kept for eight
years, during which they may be retroactively analyzed
if a new test is made available.?*> WADA's statute of
limitations for enforcing doping sanctions on an athlete
who has used performance-enhancing drugs is also eight
years.236 WADA's current eight year safeguard allows it
to shelter the integrity of the sport while it furiously tries
to find a way to effectively test for gene doping. With this
standard, WADA can retroactively test an athlete’s old
sample in light of any new gene doping test under devel-
opment. WADA should expect some athletes to argue that
eight years is too lengthy, especially those that are out of
the sport by the time their samples are retested. However,
I0C president Jacques Rogge defended retroactive testing
as a cornerstone for international drug testing, saying:
“We hope that this will work as a strong deterrent and
make athletes think twice before cheating.”?¥’

The storage and implementation costs needed to
maintain and develop such a vast database will likely
bring critics as well. Currently, the cost of gene doping
testing and who will pay for it are unknown, although ex-
perts say that testing for EPO can cost more than $300 per
sample.238 If a valid test for gene doping is not developed
by the 2012 Olympics, athletes and skeptics will criticize
such high storage and maintenance costs in conjunction
with a doping mechanism that has no useful test.
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VI, Recommendations

a. WADA Must Institute a Clear, Broad, and Rigid
Policy

Discrepancies and questionable actions on the part of
anti-doping organizations and laboratories have severely
undermined the battle against gene doping. While gene
doping presents a very uncertain enemy to WADA and
other anti-doping organizations, the policies implement-
ed in regulating it cannot be just as ambiguous. The case
of Lance Armstrong, while it may be the most renowned
at the moment, is not the only proceeding against an ac-
cused athlete that has ended in a mess because of a lack
of a credible policy, objective and reliable testing regime.
Cases involving Mayo and Landis also emphasize crucial
problems with the amount of credibility given to labo-
ratories in proceedings against accused athletes. These
popular examples are a good representation of the incon-
sistent outcomes in cases against athletes, due in part to
a combination of lack of informed testing with regards
to types of doping, and issues with anti-doping testing
procedures in general. Other than the revisions in 2007,
WADA has not done much to remedy these issues. One
lawyer stated, “The rules [of the WADA] are designed to
make it as easy as possible to convict an athlete.”?3° How-
ever, the ease of obtaining or the amount of convictions
should not be the goal in anti-doping efforts.?4

In order for WADA to avoid future “Lance Arm-
strong” situations involving EPO or another banned
substance, WADA needs to be extremely proactive and
relentless in improving its testing procedures, laboratories
and Code provisions concerning gene doping. As seen by
the growing number of EPO users and positive tests, gene
doping has been in widespread use for some time now.
Nevertheless, proper testing and a clear policy against the
use of gene doping is nowhere in sight. While gene dop-
ing is on the WADA Prohibited List, an ethical policy for
testing procedures and staying ahead of the uses available
to athletes is sadly non-existent.

To begin, WADA and other federal regulatory agen-
cies need to make the supply of genes used for doping
a criminal action. By halting supply and instituting a
behavioral aspect to the act of gene doping, WADA might
be more successful in reaching possible dopers. However,
some athletes might view the compliance with a criminal
law against the use of gene doping as a huge competitive
disadvantage, which runs the risk of athletes being left
behind while others enhance themselves to be stronger
and faster. Nevertheless, by taking a firm policy stance
against gene doping, WADA could possibly halt the
growth of this popular doping mechanism. Additionally,
despite knowledge and awareness of steroids and other
performance-enhancing drugs in sports, the majority of
the general public is fairly in the dark about gene doping.
In educating the public about the potential uses of gene
doping and the regulatory stance against the practice,

WADA and other agencies can gauge the public’s opinion
and also possibly deter potential users. By informing the
public about the side effects of gene doping and possible
criminal sanctions alike to those for designer steroids,
WADA could have a realistic opportunity to implement a
clear and rigid policy against the use of gene doping.

Furthermore, WADA should amend the Code to
allow for unbiased testing by independent laboratories.
Considering the work-in-process that is genetic test-
ing, WADA “should afford athletes a higher standard of
due process and allow meaningful challenges to labora-
tory procedures, instead of presuming the athletes are
guilty.”*! Each gene doping scandal in which WADA
has been involved has found the organization bending
its own rules in order to effectuate a witch-hunt against
the athlete. This does nothing but undermine anti-doping
efforts and the credibility of sports.?*? By instituting
independent testing in addition to WADA-approved
laboratories, WADA could restore its integrity in the eyes
of fans, athletes and even the UCI. Moreover, once a reli-
able test is developed, independent laboratories could be
instrumental in preventing a future legal mess similar to
Armstrong’s.

WADA could also rectify any future “Lance Arm-
strong” predicaments by offering to reimburse athletes
for their legal counsel if they are vindicated.?*® To date,
athletes have borne the economic and personal effects of
laboratory mistakes in their pursuit of perfecting genetic
testing. ** The UCI could promote a policy effort by en-
dorsing team anti-doping programs, which would allow
even more control of athletes.2*® However, the UCI should
still maintain some control over the teams’ testing re-
gimes by possibly requiring teams to provide their results
to UCI for an unbiased approval. In order to promote this
effort, WADA should encourage UCI to suspend or dis-
qualify teams who do not subject their riders to the UCI
monitoring program.

b. Enhance Gene Doping Research, Technology, and
Funding

i Discriminate Gene Therapy from Gene Doping

A potential problem in gene doping cases like Arm-
strong’s is in the use of therapeutic gene therapies, which
allow injured athletes to receive treatments with banned
substances by obtaining a Therapeutic Use Exemption
(TUE) authorized by the anti-doping regulatory agency
governing the competition.?6 Once the treatment is com-
pleted on the injured athlete, he or she is able to resume
competition.?*” However, an interesting problem exists
when a child undergoes gene therapy by the permis-
sion of a TUE, and then later develops athletic ability.?®
Should that athlete be banned from entering international
athletic competition for the TUE he or she received as a
child??49 Similarly, is it possible that Armstrong could
have been banned from competition due to the years of
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cancer treatment he underwent, including the numerous
cycles of therapeutic drugs?

As there is no current test for gene doping, any future
tests employed will most likely not be able to distinguish
between genetic therapy techniques or genetic enhance-
ment. While gene therapy will most likely in all circum-
stances enhance the athlete’s performance because of
the rehabilitated muscle, WADA could potentially ban
an athlete even though the athlete’s intent is permissible
under the strict liability standard. This result should
make it clear that WADA has to correctively employ a test
that accurately distinguishes the intention of the original
treatment for the athlete. While anti-doping agencies have
expressed the difficulty in distinguishing between both
types of treatment, the need for a test distinguishing the
athlete’s intent is highly advantageous to maintaining
the integrity of sport as the technology of gene therapy
advances.

ii. Increase Funding for Possible New Testing
Breakthrough

The market and demand for gene doping will most
likely grow quicker than the knowledge of WADA and
similar anti-doping agencies. While there is no proven
available test for detecting gene doping, scientists in Ger-
many recently said they have come up with a blood test
that can provide the closest thing to conclusive proof of
gene doping, with the ability to go back as far as 56 days
from when the doping took place.?>° Authorities have
said that the testing needs to go through more scientific
validation and could possibly be available for the 2012
Olympics.?! Possibly is not good enough.

The anti-doping authorities should increase their
research funding in light of this possible breakthrough in
order to stay a step ahead of potential dopers and have
an available testing procedure in place before the 2012
Olympics. While WADA funded $2 million in research
projects in order to devise a reliable gene doping test,2%2
more funding is desperately needed in order to prove the
reliability of the new possible test. As athletes and fans
expect that anti-doping agencies will employ the most
current scientific knowledge in their testing, funding
should be made available in order to increase research ef-
forts into the potential uses and detection of gene doping.
Since the outcome of any scientific test would be signifi-
cantly more dependable with new scientific research, the
determination of an athlete’s eligibility after a doping
test requires diligence and funding in obtaining the most
knowledge.?%?

Regarding the new possible test, WADA director gen-
eral David Howman said, “It’s not through markers, it’s
through actual detection. There’s a significant difference
there. Using the marker method is more a probability ap-
proach, whereas the method these researchers have come
up with is stone cold dead, 100 percent.”?>* However, de-

tailed studies into highly sensitive detection strategies for
gene doping have led scientists to the use of biosensors
and biomarkers. WADA should still keep this approach
in its arsenal. This technique involves monitoring specific
secondary changes or biomarkers that arise as a result

of transgene transfer and expression.?®® The underlying
theory is that “expression of the transgene as a result

of gene doping activates signal transduction pathways
ultimately leading to quantifiable changes in expression
of other genes, their protein products, and downstream
biochemical pathways and their metabolites.”2%

Researching these particular effects of gene manipula-
tion and transfer provides “identification of a ‘signature
pattern’ following manipulation of gene expression and
ultimately may form the basis for designing detection
methodologies.”?5” While WADA believes its new ap-
proach could be conclusive proof of gene doping detec-
tion, the use of biosensors and markers have been in-
volved in prior testing and could be a reliable option for
future gene doping testing.

iii. Privacy and Statute of Limitation Concerns

Due to the prolific and vast nature of the sports busi-
ness, athletes already have diminished privacy expecta-
tions, and the biological passport program only “neces-
sitates further intrusion into their already compromised
private lives.”?% However, in order for the biological
passport program and other future testing procedures to
work, there must be complete access to athletes’ labo-
ratory results and uniformity among the anti-doping
authorities. While requiring athletes to participate in the
program may bring criticism, more importantly, it brings
credibility to the testing process and establishes baseline
laboratory results that will only help restore a currently
plagued and imperfect testing system.

Additionally, WADA should increase the current stat-
ute of limitations for keeping the thousands of samples
tested in laboratories in order to preserve the integrity of
international competition. Even though a reliable method
for detecting gene doping might soon be available, the
fate of prior world records and championships is far more
inconclusive. While incredible competitors like Lance
Armstrong established world records and titles, they also
might have forever ruined the honor of their sports, no
matter how long ago the victories occurred. Armstrong,
and many other athletes who have been suspected of
doping, are far removed from their sports at this point
and no reliable method to test their samples exists.

Therefore, in order to prevent the statute of limita-
tions clock from stopping soon, WADA should increase
the statute in order to protect the possibility that a new
testing procedure will allow it to retroactively test ques-
tioned champions like Armstrong. Furthermore, in order
to preserve its own reliability and image, WADA should
also implement a public relations campaign that vindi-
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cates wrongfully accused athletes, like Armstrong, if their
samples are ultimately proven to be clean.

VIl. Conclusion

Much, if not all, of Lance Armstrong’s fate has been
speculatively and inconclusively decided in the media.
This can most likely be attributed to the fact that since no
reliable test can implicate Armstrong, information-starved
media constituents, fans, journalists, and anti-doping
authorities have decided to fill the void. However, inter-
national sport is too crucial to society, regulatory authori-
ties, and the athletes, to have the fate of its athletes and
competition decided by uncertain testing and conjecture.
While many will argue that the book on Armstrong has
been closed no matter what future tests reveal, the state
of cycling and gene doping detection is anything but
decided.

If anyone were to analyze the state of cycling and
gene doping, in the past decade-long debacle of sanc-
tioned and battered performance-enhancing athletes, it
is a far stretch to wonder if Armstrong was that much
more talented or if he was participating on a even play-
ing field? Despite the fact that Armstrong has never failed
a drug test and consistently disputes any doping claims
against him, it is fairly easy to discredit him since most, if
not all, of his competitors have been found to have used
performance-enhancing drugs, like gene doping.

Nevertheless, Armstrong still has staunch sup-
porters, like Bob Stapleton, co-owner of the rival HTC-
Highroad team, who stated that Armstrong’s career, his
battle against cancer, and his inception of the Livestrong
foundation “is a legacy wrapped more in good than
bad.”?% “| think the story is so extraordinary,” Stapleton
said, “that it is the results on the bike and with cancer that
will be remembered 20 years from now. Whatever hap-
pens with the grand jury, it may call into question some
of the magnitude of his athletic success but as an overall
historical figure not much.””20 Stapleton also argues that
despite many public battles, Armstrong had respect from
his peers, “He was just a beast on the bike, a ferocious
competitor and if he proved unstoppable it was because
he did the work to improve.”28! Stapleton’s claims point
out a real key in restoring or defining Armstrong’s legacy:
“doping or no doping, Armstrong won on an even play-
ing field.””262

Even if a new reliable testing method for gene dop-
ing is implemented soon, Armstrong’s feats and contro-
versies are far enough in the past that he might never
be proven to have used performance-enhancing drugs.
However, if statute of limitations concerns and increased
funding towards a new possible test are taken seriously,
Armstrong’s case could finally be decided appropriately
and set a precedent for future proceedings involving an
athlete’s decision to use gene doping as a way to enhance
his or her athletic ability.

Armstrong’s case is much more useful as a warning
to anti-doping authorities of the problems they may face
in trying to retroactively rectify their records books in
light of new gene doping detection methods. More impor-
tantly, the ultimate mess of allegations that has resulted
from the case against Armstrong might finally show the
necessity of anti-doping authorities to desperately move
forward with gene doping testing methods and research
and preserve the past as it currently stands. However,
that might be a question for a grand jury, WADA, or the
media to answer—just ask Lance Armstrong.
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Unsafe Bid—The Online Caveat Emptor
An Argument for an International Convention Covering

Internet Auction Fraud
By Julia Engel

As technology advances, it is often a challenge for
law to keep pace with the new developments.! This has
been the case for the online auction market, which, due to
a lack of effective regulation, fails to protect its users from
fraud. In addition, current protective measures in place
only address issues on a national level, while ignoring
the Internet’s global reach, which highlights the need for
an international approach. Hence, there is a need for an
international convention that works towards the unifica-
tion of laws across borders.

Internet auctions are the world’s largest and fast-
est growing channel of commerce.2 The top 18 auction
websites have more then 130 million listings.® Each day
more than six million new listings are posted on eBay, the
most popular auction website.* The process of participat-
ing in an online auction is very straightforward. Sellers
and buyers register with the auction site and pay transac-
tion fees in addition to an initial participation fee. Online
auctions begin with a seller posting items and continue
with subsequent bids from prospective buyers. After a
prescribed period of time has passed, the highest bid-
der on the website wins and the seller and buyer usually
agree through email about the terms of payment and
delivery. Traditionally, the seller sends the merchandise to
the buyer after having received payment. Online auction
sites, such as eBay, however, are removed from responsi-
bility in the transaction since they neither take physical
possession of goods nor supervise terms of payment and
delivery.®

The loose oversight of this process allows for vari-
ous types of fraud to emerge. The seller can post fake or
illegally obtained goods. A seller can also, upon receipt of
payment, deliver a good of lesser quality or not deliver at
all. The buyer can use stolen credit cards, bounced checks
or other techniques to receive the goods without proper
payment.® Additionally, the buyer or seller could commit
additional fraud through the use of fake online escrow
services. Traditional escrow services prevent fraud by act-
ing as a secure third party, which holds the money for the
seller until the buyer inspects and confirms the quality of
the item. However, buyers and sellers can exploit this in-
termediate process and disappear with the money or mer-
chandise through the use of a fraudulent escrow service.’
As proof of the severity of the issue, Internet auction
fraud is always in the top of Internet Crime Complaints.®

The online auction industry is not ignorant to the
negative impact of fraud on its business through possible

decreases in user participation.® Accordingly, there are a
number of self-regulation solutions against fraud. eBay is
probably the best example of a company creating proac-
tive initiatives to protect users. The company has been
implementing various “Trust and Safety Programs,” the
first being a feedback system, where users could rate each
other.? Further, eBay enacted the Verified Rights Owner
Program that allows retailers to notify it if counterfeit or
unlawful merchandise is sold on the auction website, in
which case eBay will remove the listing.** Due to increas-
ing concerns, eBay made its Selling Practices Policy strict-
er and announced the eBay Buyer Protection Program,
which reimburses the full purchase price to the buyer in
the event of fraud.’ However, only users who purchase
via the U.S. website are eligible for this protection. In ad-
dition to various exclusions, eBay also reserves the right
to refuse the reimbursement service at its discretion.
Essentially, all of those approaches are based on voluntary
participation and on an ex post facto approach,* where
victims of fraud are helped, but fraud is not prevented.
Most importantly, the existing procedures and protections
fail to address the international nature of online auction
fraud. eBay currently operates in 22 countries in Asia,
Europe and North America. It has hundreds of millions of
registered users globally, out of which 90 million partici-
pate actively, and its total worth of goods sold amounted
to approximately $60 billion.1®

Although other smaller market players do not have
the resources and capabilities to implement similar pro-
grams, there are some solutions and other initiatives to
prevent fraud that can be used. For example, an online
Trustmark seal on a user’s account symbolizes that the
user is reputable or that his or her identity has been con-
firmed.18 In addition, some companies outsource auto-
mated fraud detection software, which scans their data-
bases for fraud patterns and compares them to reported
fraud schemes. Unfortunately, however, many users are
unaware about Trustmark seals and automated software
often fails to catch new and creative fraudulent activi-
ties.r” Therefore, the self-regulation undertakings of all
players in the industry fall short of what is necessary both
domestically and internationally.

However, since there is no legal framework in place
that covers online auction fraud, many victims refrain
from taking legal action.!® Online auction houses cannot
be sued because they are allowed legal abdication from
responsibility.X® In addition, Internet auction websites
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are not classified as auction houses, but as “Interactive
Service Providers” (ISPs).2° Under the Communications
Decency Act,? ISPs are protected from certain liability
for material originating from third parties’ postings on
their service sites.?? Fraud victims are limited to litigating
the other party to the transaction, yet this legal expense
may cost more than the loss incurred in the sale. Further-
more, lawmakers embrace a policy akin to caveat emptor,3
which has been in place for years and therefore is seen as
sufficient. Accordingly, laws that are designed for other
jurisprudential landscapes?* are being used to address
Internet auction fraud.? In most cases, the Uniform Com-
mercial Code or mail and wire fraud laws are applied.?
Yet it is not possible to sue for breach of contract over a
sale on auction websites.?’ Since there is no law govern-
ing Internet trade fraud, fraud victims do not have legally
valid recourse.

One option for fraud victims is to contact trade orga-
nizations, which have for years tried to monitor online
auctions and provide legal advice. For example, consum-
er groups like the National Fraud Information Center,?®
the National Consumers League,?® and the Better Busi-
ness Bureau Online® track auction fraud developments
and present tips to avoid common schemes. In addition,
for-profit online dispute resolution (ODR) enterprises that
specialize in Internet issues have emerged.! Governmen-
tal organizations go even a step further and try to track
down defrauders. The Department of Justice created the
Internet Fraud Initiative to prosecute Internet fraud.®? The
Internet Crime Complaint Center, a special partnership
among various legal entities, offers cyber-crime victims
the possibility to report Internet crimes and alert the
authorities.® It releases annual reports with data about
the complaints received. The FBI also works closely with
the Internet Crime Complaint Center to stop defrauders.3*
As a result, the first federal prison sentence resulting from
Internet auction fraud occurred in 1999, when Robert
J. Guest exploited people on eBay by never delivering
bid-upon goods.?® The government sued him and he was
found guilty of mail fraud.36

However, the most notable organization to deal with
the issue has been the Federal Trade Commission (FTC).
The FTC fiercely tries to fight Internet auction fraud
through education training and law enforcement.®” For
educational purposes, the FTC published a guide for buy-
ers and sellers about Internet auctions. The organization
also created OnGuard Online, a free training program
designed to assist individuals against auction fraud.38
Moreover, the FTC Consumer Sentinel fraud database
collects consumer complaints and disseminates them
to law enforcement organizations.®® The FTC even sues
defrauders directly. Its first case dates back to 1998, when
Craig Lee Hare*® was sued for violating the FTC Act and
the Mail or Telephone order Merchandise Rule,*' because
he accepted payment and never delivered goods. He was
found guilty of wire fraud.*? Yet all of those efforts are not

proactive or preventive, since they respond to fraud after
it has already been committed.

There is a real need for an international solution, as
there are large inconsistencies in the decisions of online
auction fraud cases, depending on in which country the
trial is held. While the United States believes in economic
self-regulation, the European Union wants to protect the
consumer through stricter state-imposed regulations.*?
The contradictory decisions reached in lawsuits brought
against eBay in the United States and Europe exemplify
this conflicting ideology.** In the 2004 case Tiffany & Co. v.
eBay Inc.*® the jewelry company claimed that eBay should
be held liable for trademark infringement through the
sale of counterfeit goods on its website. The company
wanted the auction site to police listings preemptively
and not solely rely on notifications received from Tiffany
& Co. Yet eBay was acquitted of all charges, including
for contributory liability in its duty to prevent fraud.*®
Contrary to this, in 2006 in France, the case Moét Hennessy
Louis Vuitton v. eBay Inc.*” was a notable defeat for eBay.
Moét Hennessy Louis Vuitton (LVMH) claimed that the
Internet auction site was liable for both the sale of coun-
terfeit goods advertised as LVMH products and the illegal
sale of its originals.*® Further, it was claimed that eBay
did not establish enough mechanisms to prevent fraud.*°
The court’s decision ordered eBay to pay LVMH 38.6
million Euros in damages.*®® These starkly different deci-
sions reached in different countries serve as evidence for
the growing need for international unification on auction
regulations.

As the current efforts are not effective enough and
ignore the international aspects of Internet auction trans-
actions, buyers and sellers worldwide would benefit from
an international convention.5! An effective agency for
instituting this convention would be the United Nations
Commission on International Trade Law (UNCITRAL),
which establishes conventions in order to unify trade law
through legal obligations.*? It should propose a Conven-
tion for Internet Fraud Prevention, with the purpose of
setting uniform online auction fraud regulations. These
new regulations must then be implemented in the exist-
ing auction websites and serve as the standard for new
entrants. Each website should be required to educate its
users about the danger of fraud. Furthermore, each com-
pany has to establish mandatory fraud prevention efforts
which include identity and credit verification for sellers
and buyers, a free in-house escrow system or a partner
escrow system, and the possibility to purchase insurance
in case of fraud. As an added layer of security, only one
username per party should be allowed and the online
auction house would be required to keep records of its
users’ histories. Fraud detection software has to become
mandatory. Online auction houses also have to invest
into research for new ideas to fight Internet auction fraud,
for example, by using social network analyses to locate
groups of potential fraudsters.>® Finally, online auction
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houses must accept further responsibility and be held
financially liable if they do not fulfill their due diligence
to educate customers and prevent fraud. “Unless and
until the online auction sites are held financially respon-
sible for fraud on their sites, they have no real incentive to
clean up fraud beyond the minimum necessary to ensure
a customer base using their sites’ services.”® This way
the UNCITRAL convention will finally establish a global
solution to assure users’ protection from Internet auction
fraud.

Given that the current efforts by the U.S. government
and the self-regulation of the industry prove ineffective in
globally protecting users from Internet auction fraud, an
international convention is required. This convention will
provide a unified basis to prevent fraud through impera-
tive consumer education, mandatory fraud prevention,
research efforts and financial liability of auction websites.
The law needs to keep pace with new technologies and
their widening reach, or else its outdated structure will do
more harm than good.
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More Than Just a Game: Former Players’ Suits Against the
NCAA and Electronic Arts Could Have Serious Consequences

By Joseph M. Hanna

Although Doug Flutie’s 1984 Hail Mary pass to se-
cure a last-second victory for Boston College over the
University of Miami continues to receive widespread
television play as one of the greatest moments in college
sports, neither Flutie nor any of the other student-athletes
on the field have received payment for the use of the foot-
age. That is just part of life as a student-athlete. Yet former
UCLA basketball star Ed O’Bannon and former Arizona
State and University of Nebraska quarterback Sam Keller
aim to change that—and if they succeed, their efforts
could have a similarly game-changing effect for athletes
in the big business world of collegiate sports.

In consolidated suits pending in the U.S. District
Court for the Northern District of California® and current-
ly on appeal to the Ninth Circuit,? O’Bannon and Keller
argue that the National Collegiate Athletic Association
(NCAA) and its licensees, including video game producer
Electronic Arts Inc. (EA), have infringed upon student-
athletes’ right of publicity by requiring all student-ath-
letes to forever relinquish all future rights in the NCAA’s
licensing of their likenesses as a condition of participating
in college sports.

While the lawsuit specifically addresses the use of
student-athletes’ likenesses, it promises to have broad im-
plications for sports and other entertainment industries in
defining the limits of the right of publicity and the degree
to which the First Amendment affords protection against
such claims.

Right of Publicity

The right of publicity generally prohibits appropri-
ating a person’s name or likeness for commercial gain
without that person’s consent. The right bears certain par-
allels to trademark law by preventing customer confusion
regarding a person’s association with commercial goods
or services.

A person’s “likeness” is an intangible asset that is
broader than a literal image of the person and can extend
to other aspects associated with that person. For example,
in one of the more notable right of publicity cases, Woody
Allen successfully brought suit against a video chain
whose advertising featured a Woody Allen celebrity
lookalike claiming to be a satisfied customer.® In another
case, a professional race car driver brought a successful
right of publicity claim, where the defendant’s cigarette
advertising featured an image of a race car with remark-
ably similar pin striping and coloring to the driver’s and,
thus, implied that the plaintiff endorsed the cigarettes.*

NCAA Student-Athlete Name and Likeness
Litigation

NCAA-licensed products, such as commemorative
DVD sets or EA Sports video games, are part of a multi-
billion-dollar industry generated from uncompensated
student-athletes. Footage of college championship games
or memorable plays is often used decades after the
events, whether in commercials or ESPN replays.

O’Bannon and Keller argue that students are in es-
sence forced to sign away their likenesses and that the
NCAA thereby unfairly capitalizes off of the student-
athletes, even after the students have left their colleges
or universities.® To be eligible to play college sports,
student-athletes must sign certain authorizations, such
as Form 08-3a, which authorizes the NCAA “to use your
name or picture to generally promote NCAA champion-
ships or other NCAA events, activities or programs.”®
Based on the players’ execution of such documents, the
NCAA claims entitlement to license uses of the student-
athletes’ images in perpetuity without offering them
compensation.

At least theoretically, the NCAA’s amateurism rules,
however, seek to avoid commercially exploiting an in-
dividual student-athlete’s likeness. Specifically, NCAA
Bylaw 12.5 prohibits commercial licensing of a student-
athlete’s “name, picture or likeness.”

Whether the NCAA follows this Bylaw is open to de-
bate. For example, in licenses granted to EA, the maker of
the popular EA Sports video games, EA is given free rein
to feature virtual players with undeniable resemblances
to their real life student-athlete counterparts, though
without using actual names. The virtual players feature
the same jersey numbers, heights, weights, home states,
playing styles, and even highly individual traits, like tat-
toos, as the actual student-athletes.

The plaintiffs argue that there can be no mistaking
that the virtual players feature the likenesses of the real-
life student-athletes and that EA intentionally violates
not only the spirit of the NCAA’s amateurism rule, but
also its unambiguous terms, since video game players
can download rosters to assign the real student-athlete’s
names and personal information to their virtual perso-
nas.” EA also contracts with the in-game play-by-play
announcers so that the actual student-athletes’ names will
be spoken after the roster download.®
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First Amendment Defense

EA counters that its use of the players’ likenesses is
protected speech under the First Amendment, specifically
that its use of the players’ likenesses is constitutionally
protected as “transformative.” Under the transformative
use test, courts consider whether a product containing
a person’s likeness is so transformed that it has become
primarily the defendant’s own expression rather than the
person’s likeness.

In denying EA’s motion to dismiss, the district court
looked to the video games’ depictions of the individual
student-athletes and noted that the games depicted the
virtual players as close to their real-life counterparts as
possible.® The court concluded that this was not suf-
ficiently transformative to provide a First Amendment
defense as a matter of law.°

EA argued before the Ninth Circuit that the district
court should have looked at the video game “as a whole”
to see that it contained enough creative elements to be
considered transformative. It also argued on appeal that
the district court’s application of the transformative-use
test, by looking at the individual depictions of the stu-
dent-athletes as opposed to the work as a whole, would, if
affirmed, have widespread repercussions on the use of fa-
mous persons’ likenesses in other entertainment. Specifi-
cally, the game maker noted that if courts looked solely to
the individual depiction of those persons, as opposed to
the works as a whole, the transformative use test would
afford no protection to widely popular works of historical
fiction, such as Forrest Gump or The Social Network.!!

Additionally, EA argues that the Ninth Circuit should
adopt the more stringent Rogers test applied by the Sec-
ond Circuit in determining whether the First Amendment
affords protection against right of publicity claims. Under
the Rogers test, the First Amendment provides protection
unless the use of the person’s likeness “is wholly unrelat-
ed” to the content of the work or was “simply a disguised
advertisement for the sale of goods.”*?

While the plaintiffs contest EA’s interpretation of the
First Amendment, they also argue that the Ninth Circuit
need not address the constitutional issue because EA con-
tractually waived its First Amendment rights. The plain-
tiffs point to EA’s licensing agreement, which, consistent
with NCAA Bylaw 12.5, prohibits “the use of NCAA
athlete names and/or likenesses in NCAA branded video
games.”!3 The plaintiffs argue that after having entered
in such a licensing agreement, EA cannot now turn to the
First Amendment to “recapture surrendered rights.”14

A Potential Game Changer

An NCAA loss in the O’Bannon/Keller litigation
could essentially mandate payment to student-athletes.
Footage of plays like “Flutie’s Miracle” in Miami, or for-
mer Duke basketball star Christian Laettner’s three-point

buzzer-beater in 1992, have been repeatedly recycled for
commercial use for decades without payment to the play-
ers, such that any damages could be huge.

Additionally, a victory by O’Bannon and Keller
would pose many practical questions: Would Carmelo
Anthony-like star players be entitled to greater compen-
sation than other players on their college teams, or would
compensation be equal? If student-athletes are entitled
to damages, to what extent is the NCAA or its licensees
on the hook? Are individual colleges, which indirectly
receive much of the licensing fees collected by the NCAA,
liable to their student-athletes and, if so, how will colleges
afford to cover those damages?

Alternatively, if the defendants prevail in their argu-
ment that the use of the student-athletes’ likenesses is
transformative, this would cast doubt on the need for EA
to secure expensive licenses for the depiction of profes-
sional players in games such as NBA Live or Tiger Woods
PGA Tour. Currently, EA pays large sums to secure li-
censes to feature professional players’ likenesses and such
players have a vested financial interest in the current ar-
rangement. Indeed, several of the professional players’ as-
sociations have submitted a joint amicus brief supporting
the plaintiffs in the NCAA action.®

The full extent of this case’s potential repercussions
remains to be seen, but one thing is for sure—its legal and
economic impacts could be significant and far-reaching.
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Legal Issues in Conserving Contemporary Art

By Cristina Biaggi

“Collecting art is such a great thing. Not everything that you pay money for will be there for centuries to come.”?

Donald L. Bryant Jr—one of New York’s most promi-
nent art collectors—recalls an inherent characteristic of
art: the assumption and expectation that art is made to
last for eternity. What it takes to preserve a work of art is
easily forgotten or simply taken for granted.? The average
museum visitor is not aware of the amount of effort and
specialized attention given to a work of art. Conservators
have one of the most difficult tasks in the art world. The
profession is a complex activity, which involves a high
level of responsibility, expertise and skill.2 When it comes
to the conservation of contemporary art, the challenges
conservators face are even greater. Contemporary art
brings with it a wide range of specific problems. For ex-
ample, many artists use unusual and unconventional ma-
terials that were initially not intended to be used for art
works. Chocolate, latex, rubber and organic materials like
insects, are just a few examples. Although these materials
have inherent issues with their longevity, the conservator
is still required to find ways to make them last in perpetu-
ity. Further, many artists see change and decay as part of
their intention for their works. How can the artist’s intent
be reconciled with the conservator’s duty to preserve
what is considered cultural property?

“There is still no body of law governing
the profession of art conservation.”

From a legal perspective, conservators can face sev-
eral problems when trying to conserve and preserve con-
temporary art works. There is still no body of law govern-
ing the profession of art conservation. Creating a system
of licensing or accreditation, and certain legally enforce-
able professional standards to monitor the activities of art
conservation, seems appropriate and plausible.* A num-
ber of individuals and institutions have addressed the
need for governmental regulation of conservation.> Most
of these see legislation as a way to protect fine art from
the bad judgment of art conservators and would ensure
that works of art are not damaged by them.® It is impor-
tant not to forget to view this issue from the perspective
of the conservators as well, and especially the conserva-
tors of contemporary art. If a conservation statute should
be enacted, the specific difficulties and problems regard-
ing contemporary art must be considered and included.

Moral rights are the main concern conservators
should bear in mind when working with works by
contemporary artists. In the United States, as well as in
Europe, creators of works of art are granted with moral

rights that are intended to protect the bond between an
artist and his or her work. These rights are based on copy-
right law, which is automatically awarded to the creator
of an original work.” Copyright law is based on economic
purposes with the intent of protecting the creators from
unauthorized use of their inventions and creations. Moral
rights are concerned with the protection of the integrity of
the artist and his or her artistic intent.? In 1990, Congress
passed the Visual Artists Right Act (VARA),® granting
new rights to U.S. artists. These rights include the “right
of attribution,” which gives artists the right to be identi-
fied with their works and the “right of integrity,”° which
assures artists the right to protect their works from modi-
fication and destruction.™ Full moral rights last for the
life of the artist.’> VARA only applies to artists, and not to
collectors, dealers or museums. Although VARA applies
only to a rather narrow scope of works, it is often exactly
these works that require conservation, namely “works

of recognized stature” and works created by renowned
artists.'®> Under VARA, the modification of a work of art
resulting from conservation is not considered a mutila-
tion or destruction unless the modification is caused by
“gross negligence.”'* This provision, however, should

not lead to the assumption that an artist cannot invoke
his or her integrity right against a conservator. Under

tort law, a person is considered to have been “negligent”
when he or she has “failed to exercise the degree of care
that someone of ordinary prudence would have exercised
in the same circumstances.”*® “Gross negligence” refers
to a person who has fallen very far below the ordinary
standard of care that one can expect.’® When this person
with the duty of care is a professional in his or her field,
the standard for duty of care is higher than for an average
person.t” Therefore, if an artist can show that his or her
work was harmed by the conservator’s negligent act, he
or she can file a claim for damages to integrity. One ex-
ample of such an allegation of gross negligence occurred
in Flack v. Friends of Queen Catherine, Inc.!® In this case, the
artist Audrey Flack claimed that the defendants had acted
in a grossly negligent manner when they hired an assis-
tant to restore a part of her sculpture. Flack argued that
the result was “a grossly negligent or intentional modifi-
cation within the meaning of VARA.”® The court found
her allegation sufficient to deny the defendants’ motion to
dismiss.?’ The case was ultimately settled.

An artist can further deny the attribution of an altered
work and the conservator could be held responsible for
the resulting negative economic effect this has for the cre-
ator.?! It is not easy to distinguish between what is “dis-
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tortion,” “mutilation” and “other modification,” but if an
artist rejects any alterations to his or her work and there
is a serious harm caused to the piece, even if done so by

a conservator, the artist can claim damages or ask that
the work be restored to its original state.?> There have not
been many cases in which an artist invoked his or her in-
tegrity rights to a conservator. If this does arise, however,
the court has to make a decision by weighing the interests
of both parties against each other.?® In short, a conserva-
tor can violate the artist’s moral rights if the conservation,
intentionally or by being grossly negligent, modifies or
damages a work of recognized stature and in a way that
causes harm to the artist’s reputation or honor.?*

”In America, a person wishing to become
an architect has to meet the requirements
of his or her respective state.”

In addition to VARA, an artist can bring several po-
tential claims against conservators who he or she finds
to have damaged a work. In addition to tort law, there
are other common-law rights, such as contract law, that
predate VARA, but are still available today.?> Contract
law can provide similar protection to what moral rights
offer; however, the artist must make sure that specific
provisions regarding his or her rights are included in the
contract.?® One example in which a conservator was sued
under contract law is the case of The City of Amsterdam v.
Daniel Goldreyer.?” Goldreyer, a well-known New York art
restorer, was hired by a Dutch museum to repair a Barnett
Newman painting that had been slashed by a vandal.
Although Goldreyer had agreed per contract to use a spe-
cific method of restoring which would not overpaint the
canvas, it was later discovered that he had painted over a
large section of the painting and used a sealant that could
not be removed.?® The Stedelijk Museum in Amsterdam
brought suit against Goldreyer in the Eastern District of
New York to recover damages for breach of contract. Al-
though Goldreyer argued that the contract claim should
be dismissed, as the museum had signed releases when
it received the painting, the court held for Amsterdam on
the grounds that the validity of the releases was “a ques-
tion of fact that must be resolved at trial.”?® The lawsuit
was settled out of court.

Under tort law an artist can sue a conservator for
“defamation,” which is the “act of harming the reputa-
tion of someone by a false oral or written statement.”%0
This can occur for example, if a conservator’s interven-
tion diminishes the quality of the piece, which can then,
if displayed, harm the reputation of the artist.®! In a
similar way, section 43(a) of the Lanham Act,*? a federal
statute that protects trademarks, prohibits the act of “re-
verse passing off.” This occurs when a person removes or
changes something of an original trademark of somebody

else’s goods before these goods are sold.®® Therefore, if

a conservator alters a work, it can be considered a false
description of representation.®* Furthermore, a violation
of the Lanham Act occurs when the artist is subsequently
falsely identified as the creator of this altered work. In
the case of Flack v. Friends of Queen Catherine Inc., Audrey
Flack also sued under the Lanham Act, alleging that the
display of her distorted statue, which she now considered
an inferior work, would be associated with her name and
would negatively impact the market for her works.®® The
court dismissed the claim on the grounds that the de-
fendants had agreed not to display the statue in the first
place.36

Conservation is a profession that requires a high level
of expertise as well as prudent and careful practice. The
legal issues for which a conservator can be held liable
underline the complexity of the field and the complicated
matters that he or she must consider. As there is a high
recognition of the value of art and cultural property in
general, it is surprising that this profession still lacks an
official system of licensing. Any person can present him-
self or herself as a conservator. As conservator Christian
Scheidemann says, “anyone who is capable to hold a
brush can open their own practice and work on precious
works of art.”%’

Creating a licensing statute would insure a certain
standard of training without which one would not be al-
lowed to begin conservation. This would not only protect
the art works but also be in the interest of a greater pro-
fessionalism within the field of conservation.®® In Europe,
there are at least two states, Greece and Mecklenburg-
Vorpommern (Germany), which have enacted statutes
regulating the practice of art conservation.®® For the
United States, the same model could be considered for
conservation professionals, as already exists for architects.
In America, a person wishing to become an architect has
to meet the requirements of his or her respective state.*°
Each state has its own licensing board with specific estab-
lished standards.*! The three common requirements for
registration are education, experience and examination.
Several states require that students have graduated from
an architectural program approved by the National Archi-
tectural Accrediting Board (NAAB). Furthermore, another
national registration board helps ensure parity between
the states and issues a national certificate to qualified li-
censed architects.*” The U.S. licensing model for architects
exemplifies what can be enacted for conservators.

Caselaw has already accepted the difference between
professionally trained conservators and those practi-
tioners who lack proper qualification. In Frey v. Chicago
Conservation Center,*® an Illinois district court held that
the opinion of an art consultant practicing conservation
without proper training was not qualified to testify as an
expert regarding the cause of the deterioration of the de-
fendant appellees’ art collection.*
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When a conservator approaches a work of art, he or
she has to know exactly which steps to take before even
laying hand on the work. A licensing statute would en-
sure that everybody working in the field of conservation
has received the proper training and is aware of the es-
sential precautionary measures that must be taken. The
conservator should run prior tests, just as a doctor does
with the patient. This provides both protection for the
work of art as well as for the conservator.* If there had
been a licensing requirement in Goldreyer, then he could
have been held liable for malpractice and his license
could have been revoked, protecting potential subsequent
artists, museums and collectors, as well as the reputation
of his professional colleagues.*

When working in conservation, every work step
should be well documented, and the conservator must
be fully aware of all the effective techniques that can and
should be taken into account. Legal recognition of the
practice of conservation would require conservators to
follow certain standards and methods. Professional as-
sociations, such as the Association of Conservators in
America (AIC), could help standardize the important
methodologies of conservation practice. The AIC provides
a code of ethics and certain guidelines for practice that
could be adopted as a set of binding rules for the entire
profession.*’ Legal recognition of the practice and en-
forceable standards would require conservators to follow
certain standards or risk losing their eligibility to practice.
This would be an advantage to the conservators, as being
required to disclose and communicate all risks and prob-
lems could help them avoid incurring legal liability.

The AIC code of ethics, however, does not include
certain provisions specifically important for the conserva-
tion of contemporary art. Section Il states that “all actions
of the conservation professional must be governed by
an informed respect for the cultural property, its unique
character and significance, and the people or person who
created it.”*® There is no obligation to consult the artist
about the conservation. Although this can lead to a wide
range of conflicts, since the artist’s wishes might not co-
incide with the conservator’s regarding the physical state
of the work,* the artist should always give written per-
mission before any conservation or restoration is applied.
Several paragraphs of the AIC code require conservators
to choose the appropriate methods and treatments for a
specific object.5° When dealing with the difficult materials
and technologies used in contemporary art, conservators
should further be limited to practicing work in a field in
which they have absolute expertise or would otherwise
need to consult with another professional colleague in
that area. Lastly, a provision advising conservators to take
into consideration that other countries extend their moral
rights to individuals other than the artist could be of great
benefit to them.>!

Conservators of contemporary art are faced with
considerable challenges. They must consider the artist’s
intent or the message as well as preserve the work in its
original state as far as possible. If an artist does not agree
with the intervention or considers it threatening to have
modified the work of art, then the artist may invoke his
or her integrity right.5? To avoid incurring legal liability,
the conservator must follow strict and precise methods
and be very cautious when intervening with the work of
a living artist. Although conservation brings such high
responsibility and requires great expertise and knowl-
edge, there is still no legal recognition of this profession.
A form of certification or licensing such as already ex-
ists for other similar professions would be appropriate.
Standardized and enforceable rules and guidelines would
assure a proper and professional treatment of works of
art and would further benefit the reputation of the profes-
sion. Such guidelines would need to consider the specific
precautionary measures for the conservation of contem-
porary art.

“By acknowledging these difficulties and
including instructions that must be met
before beginning work with a creation
of a living artist, conservators are given
essential guidelines that diminish their
risk of incurring legal liability and support
them when confronted with these
complex choices and decisions.”

Existing ethical codes for conservation mainly look
at conservation from the perspective of the object and the
need to preserve cultural property. This view is difficult
to reconcile with the problems conservators face with con-
temporary art. By acknowledging these difficulties and
including instructions that must be met before beginning
work with a creation of a living artist, conservators are
given essential guidelines that diminish their risk of in-
curring legal liability and support them when confronted
with these complex choices and decisions.

Endnotes
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Independent Contractors/Work for Hire Agreements

By Andrew I. Bart

New York City, as the nation’s cultural capital, has a
dazzling array of cultural institutions, ranging in scope
from the Museum of Contemporary African Diasporan
Art in Fort Greene to the Metropolitan Museum of Art on
Manhattan’s Museum Mile, that are visited by millions
of tourists and residents alike. These institutions, despite
their diverse missions and constituencies, have one unify-
ing administrative issue that they all face: how to engage
creative individuals to work on special projects while en-
suring that no employment relationships are created with
said individuals and how to retain the intellectual prop-
erty rights to the created work.

It is a difficult area to negotiate because, while on one
hand an institution wants to retain artistic workers (such
as curators and catalogue contributors) that contribute
value and creativity to a project, the institution must also
ensure that it protects itself for both tax and intellectual
property purposes. In general, if a worker is considered an
employee and not an independent contractor, an institu-
tion must withhold income taxes, withhold and pay Social
Security and Medicare taxes, and pay unemployment tax
on wages; an institution will have to also have to pay over-
time and for benefits, such as health insurance and retire-
ment contributions. However, if a worker is an indepen-
dent contractor, the institution, besides avoiding overtime
and costly benefit payments, does not have to withhold or
pay any taxes on payments made to the worker.

In terms of the right to the completed work, a “work
for hire” is the intellectual property of the institution.
Thus, the artistic contributor is not entitled to any pro-
ceeds that may be derived from a reproduction of the
work.

As institutions are seeing their government funding
dry up and financial contributions wither in these tight
financial times, they clearly want to maximize any finan-
cial returns that may result from a worker’s contribution
to a project (such as profits derived from a special exhibi-
tion catalogue) while minimizing any unnecessary costs
(such as the payment of unemployment tax). In order to
fully protect an institution’s interests, one must under-
stand how to avoid the creation of an employer/employee
relationship and how to ensure that the completed work
is a “work for hire” and thus remains the property of the
institution.

Preventing the Creation of an Employer/Employee
Relationship

An institution clearly wants to prevent the creation of
an employment relationship to avoid the extensive costs
associated with overtime pay, employee health benefits,
retirement contributions, and unemployment insurance.

Unfortunately, avoiding having a worker classified as an
employee will often prove to be difficult in practice. In
terms of unemployment insurance law, “the existence of
an employment relationship presents a question of fact

for the [New York State Unemployment Insurance Board]
to resolve, and while not single factor is determinative,
control over the means used to achieve the desired result is
particularly significant.”!

While a contract may state that a worker is an “inde-
pendent contractor,” that language alone does not deter-
mine whether an employment relationship exists.? Thus,
while an institution may have a guest curator, for example,
execute an “independent contractor” agreement, that
alone will not be sufficient to prevent the finding that he is
an employee of the institution.

A. New York State Unemployment Insurance
Appeals Board

What factors does the New York State Unemploy-
ment Insurance Appeals Board (Board) consider when
determining whether a worker is an independent contrac-
tor or an employee? The New York State Department of
Labor (Labor Department) looks to the common law test
of agency in this regard. While the Labor Department cau-
tions that the “real” distinction depends “primarily on the
level of supervision, direction and control exercised by the
person engaging in the services,” it finds that the follow-
ing are indicators of an employment relationship:

= Control over the worker’s activities by such
means as requiring full-time services, stipulating
hours of work, requiring attendance at meetings,
and requiring prior permission for absence from
work;

= Requiring the worker to comply with instruction
as to when, where, and how to do the job;

= Direct supervision over the performed services;

= Providing facilities, equipment, or supplies for the
performance of the services;

= Setting the pay rate;

= Compensating the worker in the form of a salary
or hourly rate of pay;

= Reimbursing or providing an allowance for busi-
ness or travel expenses;

= Evaluating job performance;
= Providing fringe benefits;
= Providing training;

= Requiring oral or written reports;
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= Reserving the right to review/approve the work
product;

= Furnishing business cards or other means of iden-
tification demonstrating that the worker is a repre-
sentative of the employer; and

e Restricting the worker from performing services
for competitive businesses.?

On the other hand, the Labor Department finds that
“signs of independent contractor status include a person
who”:

= Has an established business offering services to
the public;

= Advertises his services;
= Uses business cards, stationery and billheads;
e Carries his own insurance;

= Has his own place of business, equipment, and
supplies;

= Pays his own expenses;
= Negotiates his own pay rate;
= Sets his own schedule;

= Has the freedom to provide services concurrently
for other businesses, competitive or non-competi-
tive, during the term of the contract;

= May refuse work offers;

= Isnot required to attend meetings or training ses-
sions;

= Is not required to submit oral or written reports;

= Assumes the risk of profit or loss in providing ser-
vices; and

= May hire his own help.*

B. IRS Evaluation of the Worker Relationship

The Internal Revenue Service (IRS), like the Board,
also uses common law factors when determining whether
a worker is an independent contractor or an employee. In
its online guide to assist businesses in determining wheth-
er a worker is an independent contractor or an employee,
it states that “all information that provides evidence of the
degree of control and independence must be considered.””®
The IRS divides the evidence of the degree of control and
independence into three categories:

1. Behavioral: Does the company control or have the
right to control what the worker does and how the
worker does his or her job?

2. Financial: Are the business aspects of the worker’s
job controlled by the payer? (including how the
worker is paid, whether expenses are reimbursed,
and who provides tools/supplies).

3. Type of Relationship: Are there written contracts
or employee type benefits (i.e., pension plan, insur-
ance, and vacation pay)? Will the relationship con-
tinue and is the work performed a key aspect of the
business?®

While this article will not delve into the IRS’ analysis
of each category, it is unclear what the IRS means by the
phrase “[w]ill the relationship continue and is the work
performed a key aspect of the business?” The IRS finds
that, if the relationship is to continue “indefinitely,” then
it is more likely that the intent of the parties was to create
an employee-employer relationship. As to a “key aspect
of the business,” the IRS finds that if a worker provides
such services, it is more likely that the business will have
the right to direct and control his or her activities. The IRS
thereafter gives the example of a law firm hiring an at-
torney; the law firm will present the work as its own and
have the right to direct/control such work. An employer-
employee relationship is formed in such a situation.”

Institutions should be aware, however, that the IRS
(like the Board) cautions that:

There is no “magic” or set number of
factors that “makes” the worker an em-
ployee or an independent contractor, and
no one factor stands alone in making this
determination...The keys are to look at
the entire relationship, consider the de-
gree or extent of the right to direct and
control, and finally, to document each of
the factors used in coming up with the
determination.®

How then is an institution to prevent the creation of
an employment relationship? One first should examine
how the courts weigh the various common law factors in
rendering their decisions.

C. How the Courts Weigh the Employment
Relationship Factors

The Scotia-Glenville® case is illustrative in this regard.
There, as stated above, the Appellate Division, Third De-
partment upheld the Board’s determination that exhibit
teachers, who worked for a museum that offered pro-
grams at schools and libraries, were employees because
the museum “exercised sufficient direction and control
over the services of the...teachers.”%? Specifically, the court
found that the teachers had to:

< Adhere to museum guidelines;
= Attend four meetings a year; and

= Become museum members so that they could “fa-
miliarize themselves with the museum’s policies,
procedures, and...programs.” !

Moreover, the museum:

= Made all of the work assignments;
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= Prepared an outline for the teachers’ presentations
at the schools and libraries; and

« Did all of the billing and collection for the pro-
grams.12

Matter of Ted is Back Corporation [Roberts]*® provides a
useful contrast to institutions seeking to avoid the finding
of an employment relationship. In this case, the Court of
Appeals held that the Board’s finding that an employment
relationship existed between its salespeople and the cor-
poration was not supported by substantial evidence in the
record. The Court held, in relevant part, that:

Although a determination that an em-
ployer-employee relationship exists may
rest upon evidence that the employer ex-
ercises either control over the results pro-
duced or over the means used to achieve
the results...control over the means is the
more important factor to be considered.
Thus, incidental control over the results
produced without further indicia of con-
trol over the means employed to achieve
the results will not constitute substan-
tial evidence of an employer-employee
relationship.

The Court found that “the evidence does not support the
finding of control over the means of achieving the results,”
as the salespeople “worked at their own convenience,
were free to hold outside employment and were not lim-
ited to any particular territory...they were not reimbursed
for expenses and received no salary or drawing account,
but were paid on a strictly commission basis. No taxes
were withheld on their compensation.”°

The recent case of Matter of Empire State Towing and
Recovery Association, Inc. v. Comm’r of Labor6 actually re-
versed the Board and found that a lawyer who worked as
a lobbyist, attorney and administrator for a trade organiza-
tion was not an employee of the organization. In this case,
the attorney performed services from his own office, was
free to set his own schedule, and was not working exclu-
sively for the association. The court found that neither the
fact that the association’s treasurer had to co-sign checks
for over $500 nor that the attorney had to submit periodic
reports to the board and attend board meetings supported
a finding that he was an employee of the organization.’

D. Guest Curator lllustration

As an example of how to avoid an employment rela-
tionship, let us assume that a museum in New York City
is retaining a guest curator for a Picasso exhibit. While this
article does not detail specific contractual provisions in
such an agreement, it would be prudent for the museum
to consider the following:

= Do not provide the guest curator with an exclu-
sive office for the duration of the project;

= Do not set standard working hours for him or her;

= Do not provide him or her with any materials (i.e.,
a laptop computer) or supplies or instruct the cu-
rator where to buy supplies;

e Have a set fee for the services;

= Do not specify what work must be performed by
what individual (if the museum is employing a
consulting group);

= Do not provide him or her with specific detailed
instructions as to how/what/where to perform
the work;

= Do not reimburse for expenses;

= Do not sign the curator to an exclusive contract for
the project period,;

< Do not provide any benefits; and

= Do not require him or her to submit oral and/or
written reports.

This list is certainly not exhaustive and an institu-
tion should tailor any independent contractor agreement
to best satisfy the project at issue. It is a very fact-specific
analysis and involves examining the specific needs of the
institution verses the desires of the guest worker. An in-
stitution, furthermore, wants to ensure that it retains the
intellectual property rights to the work performed by the
independent contractor. For that, one must examine the
work for hire doctrine.

Work for Hire Doctrine

The work for hire doctrine governs the intellectual
property rights surrounding the creation of the creative/
artistic/literary work at issue. The Copyright Act of 1976
(the Act)® provides, in relevant part, that:

In the case of a work made for hire, the
employer or other person for whom the
work was prepared is considered the au-
thor for purposes of this title, and unless
the parties have expressly agreed other-
wise in a written agreement signed by
them, owns all of the rights comprised in
the copyright.t®

The Act explicitly defines a work for hire as either:

(1) a work prepared by an employee with-
in the scope of his...employment;?° or

(2) a work specifically ordered or com-
missioned for use as a contribution to

a collective work, as part of a motion
picture or other audiovisual work, as a
translation, as a supplementary work, as
a compilation, as an instructional text, as
a test...if the parties expressly agree in a
written instrument signed by them that
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the work shall be considered a work made
for hire.2

Several questions that immediately arise are: (1) is the
work “specifically ordered or commissioned”?; (2) what
are the qualifying categories of “specifically ordered or
commissioned work™?; and (3) have the parties expressly
agreed that the work “shall be considered a work made for
hire”?

A. Specially Ordered/Commissioned Work

First, a work is “specially ordered or commissioned”
under the Act “if the hiring party was the ‘motivating fac-
tor’ behind the work and the independent contractor was
paid for the work.”??

As an illustration, in Logicom Inclusive, Inc. v. W.P.
Stewart & Co.% the plaintiffs, developers of computer pro-
grams, brought an action against the defendants, users of
the programs, alleging, among other things, copyright in-
fringement. The Southern District found that the “specially
ordered or commissioned” requirement of the three-prong
test was met, as the independent contractor was paid a
sum certain for making targeted modifications to the com-
puter programs at issue. Thus, the plaintiffs were “clearly
the motivating factor behind the creation of the...work.”?*

This aspect of the three prong test should not be dif-
ficult to meet; the institution would clearly seek out, for
example, a noted expert to write a piece for an exhibition
catalogue and pay him or her a set fee for his or her contri-
bution thereto. Such a piece would be considered to be one
that was “specially ordered or commissioned.”

B. Qualifying Works

The Act defines a collective work as a “a work, such as
a periodical issue, anthology, or encyclopedia, in which a
number of contributions, constituting separate and inde-
pendent works in themselves, are assembled into a collec-
tive whole.”?® Two categories are thereafter specifically de-
fined: (1) a supplementary work; and (2) an instructional
text. A supplementary work is a “work prepared for publi-
cation as a secondary adjunct to a work by another author
for the purpose of introducing, concluding, illustrating,
explaining, revising, commenting upon, or assisting in the
use of the other work, such as forewords, afterwords, pic-
toral illustrations...charts, tables, editorial notes, musical
arrangements...bibliographies, appendixes, and indexes”;
an “instructional text” is a “literary, pictorial, or graphic
work prepared for publication with the purpose of use in
systematic instructional activities.”?

Based on these definitions, an institution hiring an edi-
tor of an exhibition catalogue (or contributor to such a cat-
alogue) or a graphic artist to design exhibition illustrations
can safely assume that those contributions will be most
likely be “qualifying works” and thus meet the second
prong of the work for hire test. Clearly, what constitutes
a “qualifying work” is a very fact-specific determination

based upon the contribution of the independent contrac-
tor. The institution should be aware, however, that not ev-
ery work prepared by an independent contractor qualifies
as a work for hire under the Act.?’ If a work does not fall
within one of the qualifying categories, it will not qualify
as a “work for hire” “with the special legal consequences
which flow from this designation.””?8

In order to meet the third prong of the test, the institu-
tion, as set forth below, must ensure that the independent
contractor executes a valid written agreement in connec-
tion with the work at issue.?®

C. Valid Work for Hire Agreements

Potential copyright claims will likely be ripe for dis-
missal if there is a valid work for hire agreement executed
by the parties.°

In Morris, the plaintiffs claimed, among other things,
that the production of “The American President” and
“The West Wing” infringed on their copyrighted material,
namely an original film treatment about a widowed Presi-
dent raising a young daughter. The court, however, found
that the plaintiffs were unable to establish their ownership
of a valid copyright because the contract at issue clearly
stated that the plaintiffs’ produced work was to be done
in the context of a work for hire relationship with all intel-
lectual property rights assigned by the plaintiffs to the pro-
duction companies.®! The court held that the “language in
this assignment provision is unambiguous.”® The “unam-
biguous” assignment provision in the agreement stated, in
relevant part, that Walt Disney Productions obtained:

[T]he copyright...and all now or here-
inafter existing rights of every kind or
character whatsoever pertaining to said
work, and the title thereof, whether or not
such rights are now known, recognized
or contemplated; and...the complete,
unrestricted, unconditional, and unen-
cumbered title in and to said work, and
all results and proceeds of [plaintiffs’] ser-
vices hereunder, for all uses and purposes
whatsoever.*

While it is recommended that an institution obtains a
strongly worded provision that it retains all the rights and
any proceeds that result from a work, such a provision
may alienate artistic contributors and must be carefully
crafted to balance the institution’s needs with the artistic
integrity of the contributor. Thus, for example, an institu-
tion may hire a writer for a special exhibition catalogue.
The writer may want to be able to reproduce the catalogue
piece at a later date for his or her own professional devel-
opment. Perhaps the solution would be that, in the specific
work for hire provision of the agreement, the parties agree
that the piece remains the property of the institution but
that it can be reproduced by the writer only upon written
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permission of the institution and only after a set time pe- 17.  Id. at 438; see also, Matter of Hertz Corporation v. Comm’r of Labor,
riod after the exhibition itself has closed 2 N.Y.3d 733, 735 (2004) (Promoter not found to be an employee
' even though Hertz gave her “instruction on what to wear, what
It should be noted that the Act “requires that the par- products to promote and how to make a presentation™ as “the
ties aqree before the creation of the work that it will be a requirement that the work be done properly is a condition just as
9 ’ . a readily required of an independent contractor as that of an em-
work for hire.”3* A written work for hire agreement may ployee and not conclusive as to either”).

be executed after the work has been created, however, pro- 18. The Act governs all works created after January 1, 1978.

ylded Fhat |_t is confirming the parties’ explicit or implicit 19. 17US.C. §201(b).

intent in this regard.® - _

20. For the purposes of this article, we will assume that the worker at
. issue is an independent contractor and not an employee. Courts

Conclusion will analyze the worker’s status using the general common law of
In these economic timeS, New York C|ty institutions agency. Cmty. for Creative Non-Violence v. Reid, 490 U.S. 730, 751-

certainly want to minimize their costs while ensuring that 752 (1989).

they retain professionals of the highest artistic caliber to 21. 17U.5.C.8101.

contribute to their exhibitions. In order to do so, the artistic 22. Archie Comic Publ'ns, Inc. v. DeCarlo, 258 F. Supp.2d 315, 333-334

contributors clearly should be treated as “independent (S.D.N.Y. 2003), aff’d, 88 Fed. Appx. 468 (2d Cir. N.Y. 2004) (Artistic

v | h he instituti contributions to a comic book held to be works for hire); Playboy
contractors™ and not employees, so that the institutions are Enterprises, Inc. v. Dumas, 53 F.3d 549, 562-563 (2d Cir. 1995), cert.
not responsible for unnecessary costs. The museums must den., 516 U.S.1010 (1995); 1 Melville B. Nimmer & David Nimmer,
also make sure that an independent contractor’s work is Nimmer on Copyright 85.03 [2][a][ii][d](2008) (A work is produced

a “work for hire” that remains the intellectual property of on commission where one party “is requested by another to pre-

L . L . pare a copyrightable work’).
the institution; if so, the institution can safely profit from _ )
itself. 24. Id.at25.

25. 17U.S.C. 8101.

Endnotes 26. 17 U.S.C.8101(2).
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Cinderella’s New Ball: The History and Outlook
of Title IX as it Celebrates its Fortieth Year

By Wesley Ryan Shelley

l. Introduction

Though Title IX legislation was not originally intend-
ed to specifically regulate college athletics, its interpreta-
tion has changed the face of intercollegiate sports and the
way university athletic departments conduct business.
The brief language of Title I1X left room for numerous
ambiguities to be resolved through executive clarifica-
tions and judicial rulings. Despite varying degrees of Title
IX’s applicability throughout history, the law has gener-
ally seen an increase in scope that now includes nearly all
aspects of college sports. While hundreds of groups and
individuals have challenged Title 1X legislation and those
who violate it, athletic departments have been forced to
adjust and comply with the constantly evolving regula-
tions Title IX places on intercollegiate athletics. Women
have gone from being a heavily underrepresented minor-
ity in higher education and college athletics prior to Title
IX, to having mainstream acceptance today. Their rise to
prominence against a history of discrimination has been
nothing less than a Cinderella story. As 2012 marks the
fortieth anniversary of the enactment of Title IX, many
questions about the current and future status of the law
remain unanswered.

This article will first examine the history of college
athletics and the evolution of women’s sports. It will then
discuss Congress’ role in creating Title IX legislation and
the changes it has made to Title IX since its inception.
Next, the article will look at how the courts have dealt
with interpreting Title IX, first from challenges to schools
accused of discriminating against female athletes, then
to challenges against schools accused of reversely dis-
criminating against male athletes. The article ends with a
discussion about some of the unintended negative effects
Title IX has imposed on women’s sports, as well as is-
sues and solutions that may shape the future of Title IX’s
evolution.

Il.  Early History of Intercollegiate Athletics

Originally, athletics were thought by lvy League in-
stitutions and other top universities to be a supplement to
the academic curriculum for males, with the idea that be-
ing physically fit as a student would increase his potential
for knowledge and scholarship.! The first college sports
were merely gymnasiums with gymnastics equipment
and a few weights.2 What once began as simple exercise
for students quickly turned into competition between
rival schools, notably beginning with gymnastics meets
and rowing regattas between Harvard’s and Yale’s top
intramural teams.® Not long after, students began compet-

ing in sports such as football and baseball, and spectators
became a regular part of college athletics.*

“While hundreds of groups and
individuals have challenged Title IX
legislation and those who violate it,
athletic departments have been forced
to adjust and comply with the constantly
evolving regulations Title IX places on
intercollegiate athletics.”

In the early era of men’s college sports, school
presidents were opposed to the financial cost and time
that would be spent by students participating in inter-
collegiate athletics, believing that time would be better
served in the classroom.® Further, even physical educa-
tors had their doubts about football, considering it to be
a barbaric sport with a high risk of injury, and arguing
that coaches had a greater interest in weeding out weak
football players than developing all of the students who
participated into men, which was the ultimate goal of col-
lege athletics.® It did not take long for college athletics to
lose its focus as an educational tool meant to supplement
the curriculum of a university education, and to evolve
into a competition between schools to see who had better
athletes and could draw the most spectators.”

In contrast, the beginning of women’s sports cen-
tered on the same ideals that the men’s had: that athletics
were intended to supplement education, the purposes of
which were exercise, fun and the gain of practical skills
that could be used after graduation.® Despite strides by
women in Olympic and professional sports, such as ten-
nis, in the early part of the 20th century, governing bodies
of women’s collegiate athletics did their best to downplay
the competitive role of women in sports.® The original
ideals that fueled men’s college athletics were the foun-
dation for women’s sports in college, and the competi-
tive and business-like nature that took hold of the men’s
games was the result which women’s athletic administra-
tors sought to avoid.°

Men'’s intercollegiate sports would go on to become
mainstream long before women’s sports.'! Excerpts from
earlier times include stories of women with less experi-
ence being hired to higher positions than men’s coaches
with the same credentials due to the void of coaches for
female sports.12 Part of the discrepancy was due to dif-
ferent governing bodies for men’s and women'’s sports,
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the Association for Intercollegiate Athletics for Women
(AIAW), and the National Collegiate Athletic Association
(NCAA) for men.'® The AIAW sought to control competi-
tion from becoming too similar to the men’s game, want-
ing women'’s sports to resemble only the academic ideal
of men’s sports.™ Title IX would be the spark which be-
gan to level the playing field between men’s and women’s
athletic programs.®

Ill. Legislative History of Title IX

Title 1X of the Education Amendments of 1972,
commonly referred to as Title IX, was enacted with the
purpose of ending discrimination on the basis of sex in
educational programs and activities that received fed-
eral financial assistance.'® The law largely came about
as a revival of the women’s rights movement after great
strides had been made during the civil rights movement
in the 1950s and 1960s.%” Part of the civil rights move-
ment included the passage of the Civil Rights Act of 1964,
and in it Title IV, which forced educational institutions
receiving federal financial assistance to end practices of
racial segregation.'® Title IX gained its focus from gender
discriminatory hiring practices against female college
and university employees.’® Reform of women’s rights
was initially spearheaded by Bernice Sandler, a female
student at the University of Maryland, who wished to
challenge inequalities in the admission and hiring stan-
dards between men and women.? Sandler had been a
doctoral candidate in psychology and was not selected
because she was “too strong for a woman” to be on the
University of Maryland faculty.?! The formal complaint
lodged by Sandler with the Department of Labor, where
she was joined by the National Organization for Women
and the Women’s Equality Action League, as well as her
assistance in the hearings of the House Subcommittee on
Higher Education, laid the foundation for women’s rights
in education and the first proposals for Title IX legisla-
tion.?2 Title IV and Title IX eventually would use similar
language to give racial and gender minorities, respec-
tively, equal opportunity to access education at federally
funded schools.?

Though the law eventually had a dramatic impact on
high school and college athletics, the original draft of Title
IX made no mention of extracurricular athletics, and there
was very little talk of Title IX’s effect on high school and
collegiate athletics during the congressional hearings.?
The initial intent of Title IX’s drafters even specifically
exempted private institutions as well as military and
religious schools whose compliance with Title 1X would
violate the tenets on which the schools were founded.? It
also specifically excluded activities and programs with a
“unique facet,” such as football and men’s locker rooms,
though Colorado Senator Peter Dominick jokingly con-
ceded that he “would have had much more fun playing
college football if it had been integrated.””?® The law was
created with the express provision that a quota system to
promote compliance with Title 1X was prohibited, though

consideration of the proportion of males to females could
be taken into account when determining whether a school
was compliant.?’ Early challenges and interpretations

to the law would prove to expand its scope beyond the
original intent.?® While Title IX was founded without ath-
letics as a primary concern, college and high school sports
quickly became a topic of clarification and a medium for
lawsuits wishing to challenge Title 1X violations.?®

"Though the law eventually had a
dramatic impact on high school and
college athletics, the original draft of Title
IX made no mention of extracurricular
athletics, and there was very little

talk of Title IX’s effect on high school

and collegiate athletics during the
congressional hearings.”

Early questions regarding the implementation of Title
IX were focused on how to determine what an “educa-
tional program or activity receiving Federal financial
assistance” was, as well as how equality between men
and women was to be defined.® President Richard Nixon
put the now defunct Department of Health Education and
Welfare (HEW), which would go on to become in part the
Department of Education as it is known today, in charge
of interpreting the brief language of Title 1X.3! Senator
John Tower of Texas, with support from the NCAA and
other southern senators, unsuccessfully attempted to
amend the law in 1974 so that it would exempt revenue-
generating sports from Title IX equality numbers.32 This
was a clear effort to take football out of the Title IX equa-
tion, since it was the men’s sport with the greatest impact
on scholarships and expenditures and was, as it remains,
a paramount of southern culture.®® The rejected proposal
was replaced by a more general amendment from New
York Senator Jacob Javits that simply allowed HEW to
issue public regulations and have authority over Title IX
issues within athletics.3* Despite extreme criticism from
the NCAA and others, the Javits amendment stood, and
HEW became the governing body of Title IX.%° In 1975
HEW drafted regulations including information pertain-
ing to Title IX’s role in athletics, generally obligating
institutions to “effectively accommodate the interests and
abilities of members of both sexes.”® The regulations fur-
ther required that athletic facilities and support services
be provided equally for male and female athletes.®’

In 1979, HEW released a new policy interpretation
containing a three-part test to determine whether a school
was within the boundaries of Title 1X.%8 If a school could
prove that it satisfied one of the three elements of the test,
it was deemed to be compliant.®® This three-part test re-
mains the key guide to educational institutions on how to
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comply with Title 1X, as well as the most scrutinized piece
of Title 1X enforcement.*

The first part of the test asked whether a school’s ratio
of women to men in the athletic department matched that
of the general student body.*! This element served as a
safety net for schools, because if their men’s and women’s
numbers matched, they were absolutely immune from
Title IX challenges.*? Despite being the most commonly
used avenue to compliance with Title IX, the first element
often draws criticism for essentially being a quota and for
being so rigid as to not take into account differences in
the interests of males and females.*® Proponents of Title
IX argued that the law did not equate to a quota because
it offered two other avenues of compliance, an explana-
tion with which courts would later agree.** The other two
elements of the three-part test, however, required a court
determination during a lawsuit to establish whether the
school had taken sufficient steps to provide equal oppor-
tunities for its women as it had for its men.*®

The second element required the school to prove a
“history and continuing practice” of increasing activities
for women.*® The third way a school could show that it
was compliant with Title IX was to prove that it had fully
accommodated the athletic interests of all of the female
students on campus.*’ The second element could hypo-
thetically be shown by adding one female athlete to one
team every year to demonstrate growth; however, courts
have continually established a higher standard.*® The
third element required administrators to keep up with
the interests of every female at the school, a task nearly
impossible with the evolving interests of students as well
as the changing demands of every new incoming class of
freshmen.®

While the three-part test provided options for schools
to comply with Title IX, only the first option allowed a
school to preemptively be sure it was compliant without
having to first be sued.?° For this reason, the argument
continued as to whether the ratio rule of the first option
was a quota, which was prohibited under Title IX, or was
not, because there were other avenues to compliance out-
side of the ratio element.>!

Congress gave more responsibility to schools by
issuing the Equity in Athletics Disclosure Act (EADA)
in 1994 to increase transparency of university athletic
departments and make monitoring of Title X violations
easier.>2 Schools were required to provide a list of their
varsity teams, number of athletes, whether the coaches
were full or part-time, the gender of the coaches and
assistant coaches, salaries for coaches, total operating
expenses and total financial aid available for athletes.>® By
forcing schools that received federal financial assistance
to publish data on the athletic opportunities available to
male and female athletes at their schools, the legislation
was effective in increasing the scope and authority of Title
IX.5* Steps were also taken in 2007 to create similar federal

legislation that would require high schools to disclose
gender equity statistics in the same way the EADA did
for colleges.® In 1996, the Department of Education took
further action to clarify implementation of Title IX by
releasing detailed guidelines on how to comply with the
three-part test.>® The roadmaps to compliance outlined

in the 1996 clarification would assist schools by relieving
them of the need to rely on whatever was the most recent
court decision, and instead gave specific examples of
means to reach compliance.®’

In 2002 President George W. Bush formed the Com-
mission on Opportunity in Athletics (the Commission),
whose express goal was to “assess the workings” of Title
IX through town hall meetings across the United States
(Atlanta, Chicago, Colorado Springs, and San Diego)
during the summer and fall of 2002.% The 15-member
Commission, made up of a cross section of athletic and
academic coaches, administrators, former athletes, and
students, was given a list of seven questions to address
and eventually returned 14 findings.>® Based on those
findings, the Commission presented 24 recommendations
for Title IX reform to Secretary of Education Ron Paige.5°
Of those, 15 were unanimously supported, eight received
majority support and one received a tie vote.®! Secretary
Paige later decided only to pursue those recommenda-
tions that received unanimous support.5?

Although it was not entered into the official record of
the report, Commission members Julie Foudy and Donna
DeVarona also issued a “minority report.”%® This report
criticized the Commission for the process by which it
reached its conclusions, and largely recommended that
Title IX be enforced as it had been previously.®* Further,
Foudy and DeVarona questioned the Commission’s
failure to address budgetary crises in college sports that
they claimed were a major cause of men’s programs’
removal, rather than Title IX concerns which were being
used by athletic directors as a scapegoat for cutting men’s
programs.® To curb the elimination of men’s teams, the
“minority report” suggested that athletic directors try
harder to harness the unrestrained expenditures of their
football programs.®8

The Bush administration was active with regard to re-
searching and investigating Title IX early in its first term,
giving hope to many opponents of Title IX that new laws
limiting the effectiveness of Title IX were imminent.%’
Despite the initial optimism, fear of alienating the par-
ents of athletic daughters before the 2004 election forced
inaction in the Executive Department and resulted in little
change being made to the law and its most controversial
aspects.®

The law saw additional clarification in 2005 by pro-
viding a model survey that would allow schools to use
email and Internet polls to gauge interest in sports from
their student bodies for purposes of the third prong of
the three-part test.® The NCAA and others vehemently
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opposed the 2005 clarification, however, with few schools
ever using the model online surveys because of the way
the non-responses were counted as a lack of interest in
sports participation.” The 2005 clarification to the third
prong was eventually abandoned in 2010 under the
Obama administration, reverting guidelines for the third
prong back to those laid out in the 1996 clarification, to
the delight of the NCAA."

In 2006, the Department of Education amended Title
IX to give elementary and secondary schools more flex-
ibility to offer single-sex program opportunities, while
also allowing them to operate within the bounds of the
Equal Protection Clause of the Fourteenth Amendment.”
Though the amendment was brought about to embrace
the recent growth of single-sex education in the United
States, many question its constitutionality, and the Su-
preme Court has refused to hear and clarify the issue of
separate but equal programs in college sports.”® However,
the issue of separate but equal athletic programs under
Title 1X has been heard by numerous lower courts and al-
ways upheld.” Change to Title IX may be looming again
after a 2010 series of recommendations from the U.S.
Commission on Civil Rights amended the survey tech-
niques that measure college students’ interest in athletics
for purposes of the third prong of the three part test, and
additionally addressed concern for Title IX in the future
to “explicitly take into account the interest of both sexes
rather than just the interest of the underrepresented sex,”
which is almost always female.”

IV. Legal Challenges Involving Title I1X

A. Cases Against Title IX Violators

Clarifications to Title IX legislation also came in the
late 1970s and 1980s in the form of court decisions where
female athletes challenged schools they believed to be
in violation. In 1979, the Supreme Court ruled that an
individual had a right to sue if he or she was affected
by a violation of Title IX.”® This gave authority to courts
to interpret Title 1X, rather than just HEW, and hand
down punishments to schools deemed to have violated
the law.”” In determining the amount of federal funding
necessary to be within the scope of Title IX, University of
Richmond v. Bell found that because the athletic depart-
ment did not directly receive federal money even though
other parts of the school did, it was exempt from Title IX
legislation.”® Shortly after, in Haffer v. Temple University,

a separate court contrarily found that not only could an
athletic department not receiving federal funds be within
the scope of Title 1X, but that a school with a ratio of
women to men greater in its athletic department than in
its general student body could still be found noncompli-
ant with Title IX if its expenditures for female athletics
were disproportional with its male sports’ expenditures.”®
To reconcile the discrepancy between Richmond and
Temple of whether athletic departments could be sued for
violating the provisions of Title IX, the Supreme Court

decided to hear Grove City College v. Bell.& The Supreme
Court found that Grove City was not bound by Title I1X
because the programs in question did not directly receive
federal funding.®! This decision came as an immense
victory for opponents of Title IX and greatly limited the
law’s applicability, though its effects were short-lived.8
The Civil Rights Act of 1984 was passed within the year to
expressly overturn the Grove City decision.?® Specifically,
the law was amended to put all programs at educational
institutions receiving federal financial assistance under
the umbrella of Title IX, therefore forcing athletic depart-
ments to be compliant with Title IX once again.®* Later,
the Civil Rights Restoration Act of 1988 ensured that all
programs within a school were subject to Title IX regula-
tion if the school received any direct or indirect federal
financial assistance.®

The scope of Title I1X continued to increase in the
1990s with cases such as Franklin v. Gwinnett County
Public Schools and Favia v. Indiana University of Pennsyl-
vania.® The next major case to take on the issue of Title
IX, however, would be Cohen v. Brown University, where
Brown University attempted to justify the disparate ratio
of women to men in its athletic programs by claiming that
women simply were not as interested in sports as were
men.®” This argument was defended by proponents of Ti-
tle IX, who claimed that perhaps the reason women were
less interested in sports than men was because they were
historically not afforded equal opportunity to participate
as were men.® Brown University’s attorneys also revived
the claim that forcing the school to match its women-to-
men athletic ratio with that of the general student popula-
tion was a quota.?’ The Supreme Court refused to hear the
case, and Brown University lost on all counts.*

Shortly after the Brown decision, in 1997 the Na-
tional Women'’s Law Center filed 25 separate Title 1X
complaints against schools of varying sizes and cultures
in conjunction with Title 1X legislation’s 25th anniver-
sary.®! The overall result of these cases was a generally
stricter enforcement of the law.%? School administrators
were unhappy with the new interpretations, as Toledo
athletics director Peter Liske claimed, because they “were
measured by a stick no one knew about...and the hardest
part is that things change—[athletes] leave midyear or
transfer or flunk out” making it more difficult for schools
to comply with the new strict standard.®® In addition to
the increased Title IX scrutiny developed by the courts in
the 1990s, the EADA in 1994 was forcing schools cov-
ered by Title IX to submit reports to the Department of
Education detailing data on operating expenses, coach
salaries, athletic scholarships, recruiting expenditures,
and revenues.?* Title IX’s applicability was drastically
increased during the 1990s through legislative revisions
and clarifications from court cases, and much of the law
that was extended during that time still remains to limit
the discriminatory practices of educational institutions
receiving federal funds.
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In 2005, the Supreme Court again expanded the ap-
plicability of Title IX by ruling that whistleblowers, or
individuals who have been retaliated against by their
superiors for bringing attention to gender inequities in
school sports programs, had a private right to action
under Title 1X against those who retaliated against them.%
The plaintiff in that case was ironically a male coach of
the high school girls’ basketball team, who was relieved
of his duties as coach after telling a female school ad-
ministrator that the girls’ basketball team did not receive
equal funding or use of athletic equipment or facilities as
the men’s team.%

B. Male Reverse Gender Discrimination Cases

As plaintiffs realized that Title 1X was not going
anywhere, the frequency of challenges to schools being
in compliance with the law became less, while challenges
from males claiming to have been reversely discriminated
against as a result of Title IX implementation grew.®” A
common criticism of Title IX has been the negative impact
it has on non-revenue generating men’s sports that have
been cut in order to increase the ratio of women to men in
athletic programs as well as cut expenditures to balance
athletic department budgets.®® Many women’s groups
set aside the claim that men’s teams were cut because
of Title 1X, often citing the period after Grove City in the
1980s when men’s teams were being cut despite Title IX
hardly being enforced.®® The women’s group’s stance
was countered, however, by athletic directors specifically
citing compliance with Title 1X as the primary reason for
dropping men’s athletic programs, as well as the number
of male athletes in NCAA Division | sports decreasing
by 10 percent in the 1990s, while the number of female
athletes increased by the same amount.’® From 1992 to
2000, men’s teams were discontinued at a rate of 386 to
150 women’s teams, with 54 percent of Division I schools
citing gender equity concerns as a “‘great or very great in-
fluence” on the decision.’®! While women'’s sports partici-
pation has grown exponentially from its pre-Title IX num-
bers, the gap between men’s and women’s participation
has been narrowed even more due to decreased oppor-
tunities for men’s teams.1%2 By getting rid of sports like
men’s wrestling, swimming, tennis and soccer, athletic
departments decreased their male-to-female ratio for Title
IX purposes and were freed from the burden of men’s
programs that spent more revenue than they generated.1%
Lawsuits from the male athletes whose programs were re-
moved focused mainly on violations of Title IX’s express
provision requiring no quotas and theories of reverse
gender discrimination under the Fourteenth Amend-
ment.1% Despite numerous challenges from male athletes,
the Sixth, Seventh, Eighth, and Ninth Circuits found no
Title IX violation in cases commenced by men whose
teams had been cut.’® Further, in a case alleging reverse
sex discrimination but not Title IX violation, a court for
the Eleventh Circuit upheld a university reducing the
salary of its men’s basketball coach to match that of the

women’s coach, instead of raising the women’s coach’s
salary to that of the men’s.1% The University of Delaware
even presumptively cut its men’s track and cross-country
teams in 2010, not to immediately become compliant
with Title IX, but out of concern that the school’s athletic
department may run afoul of Title IX sometime in the
future.1” Though numerous cases have been brought by
men’s programs that were cut in order to comply with
Title 1X, only one was victorious in court, and was subse-
quently overturned on appeal.1® In sum, it could be said
that the courts are more interested in seeing the end goals
of Title IX be achieved than constantly having to oversee
the avenues schools take to reach those goals and the col-
lateral damage potentially caused to male student athletes
in the process.1%

"By getting rid of sports like men’s
wrestling, swimming, tennis and soccer,
athletic departments decreased their
male-to-female ratio for Title IX purposes
and were freed from the burden of men’s
programs that spent more revenue than
they generated.”

C. The Strangest Case, but the Same Result

In 2006 one of the only instances of a school taking
action for having a disproportionate number of female
athletes came when the Western Kentucky University
Board of Regents decided to upgrade its Division | FCS
football program to Division | FBS.1? The university was
close to being in violation of Title IX for giving female
athletes six percent more of the scholarship budget than
male athletes, which would be balanced by the addition
of 22 more football scholarships allowed in Division | FBS
football.*! Before 2009 when the school would implement
the transition to Division | FBS football, however, Western
Kentucky University was forced to cut its men’s soccer
program, citing “current and future budget reductions
from the state government.”'2 Despite starting out hav-
ing an overabundance of women’s sports in the percent-
age of the Title IX equation, Western Kentucky University
chose to fall for the financial draw of Division | FBS
football at the eventual expense of its men’s soccer team
rather than eliminating a less expendable women’s sport.

V. The Current Status of Title IX

A. Negative Effects

Complaints about Title 1X’s effects concern the
women’s game becoming too similar to the men’s and
losing sight of the core educational values that the AIAW
intended to supplement, instead moving toward the ultra
competitive win-at-all-costs style that it is today.™3 With
the increased competitiveness comes specialization from
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an early age in a particular sport, a primary reason for
children to lose interest in sports before they ever reach
the collegiate level.™* The lower admission standards
of student-athletes are an additional example of college
athletics having lost their focus on the student part of
student-athlete.''®

”A proposed solution for the future

of Title IX has been to professionalize
revenue-generating men’s sports at the
university level.”

Another complaint made by college athletics officials
has been the way women’s sports are added, choosing
sports like soccer and rowing that require little equipment
and a large number of women to play, which benefits
the school’s Title IX numbers without incurring much
financial cost.11® Rowing is particularly troublesome due
to the fact that it is nearly non-existent at the high school
level, yet women receive scholarships every year based
on other athletic ability and potential to learn the sport.1’
Meanwhile, men who dedicated their lives to specific
sports are forced to walk on without scholarships, or
worse, quit their sports because they are not competitive
at a collegiate level 118

Additionally, of the women’s sports being added to
athletic departments since Title 1X, they have been filled
by more than 97 percent non-black females with the
exception of basketball and track.1® Women competing
at a high level have also shown a greater tendency to be
injured than men, primarily in the knee and ACL, for
which doctors have been unable to identify a cause for the
disparity in male and female injuries.1? Further, the high
stress competitive nature of women'’s sports has been
criticized for leading to increased eating disorders among
female athletes.'?!

B.  Future Issues Facing Title IX

A proposed solution for the future of Title 1X has been
to professionalize revenue-generating men’s sports at the
university level.’? The reasoning behind this plan would
be to alleviate some of the problems with cheating and
paying players that have plagued major college football
and basketball by paying the athletes legally; however,
its effect on Title IX would be equally as great, as some
argue that the professionalized sports would no longer
be within Title IX consideration because they would not
be functioning within the educational programs.'? This
would almost always decrease the number of men in the
male to female ratio by taking football and men’s bas-
ketball out of the Title IX equation without touching the
number of women’s teams.'?* Alternatively, some argue
that by professionalizing revenue generating sports and
paying those athletes, there is a Title IX duty for schools

to equitably compensate female athletes.'?® Besides the
benefits to athletic departments in reaching their Title IX
goals, there is a growing perception amongst Americans
that commercial interests in college sports often prevail
over academics and that there is a clear conflict between
the modern business model of athletic departments and
the academic values of student-athletes.'?8

In 2003, the Nebraska state legislature passed a bill
which would officially compensate football players
beyond that allowed by the NCAA, in an effort to thwart
unofficial compensation in the forms of illegal gifts and
under-the-table payments to the players.'?” The bill came
under instant criticism and was never implemented as
intended, because not only would the school implement-
ing it without doubt be heavily punished for blatantly
violating the bylaws of the NCAA, but also because many
believed that the payment to one group of athletes created
an inequity against the provisions of Title IX, creating a
situation where female athletes would also have to be
compensated.'? Despite taking steps to semi-profession-
alize college football in Nebraska, the law inevitably nev-
er came to fruition, as Title IX supporters and the public
chose to stick with the status quo and dismiss the idea of
turning what they called “first-class amateur programs”
into “third-rate professional sports franchises.”*?°

The growth of commercial interests in college sports
can easily be seen by looking at the increasingly lucrative
coaching contracts in football and men’s basketball, or
the financial benefits universities gain from sponsorship
and media rights deals.’*® Some universities in fact have
already taken steps to separate their athletic departments
from the rest of the school, by establishing distinct legal
entities in the form of non-profit foundations to house
the athletic departments, remaining school affiliated but
serving a different mission than that of the greater uni-
versity.3! The separation of academic and athletic aims
of the schools raises even more questions about the place
of athletics in higher education and the non-profit charity
status of gifts earmarked for athletic programs.'32 Focus
has been taken off of the best interest of the student-ath-
lete and instead has taken a back seat to the best interest
of the spectators who financially support the athletic
departments.13

Despite the conflict, most Americans are comfortable
with the direction that college athletics are headed and
have an overall positive view of university sports.13* It
can be inferred from those trends that Americans would
favor a system of increased commercialization to the
point of turning some college athletics into professional
sports as a way to separate the already profit-driven
sports from the true amateur, non-revenue generating
sports that would likely remain under the authority of
Title IX.135 The effects on Title IX of professionalizing
revenue-generating sports would come full circle to mir-
ror the original intent of the failed Tower Amendment, by
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only including non-revenue sports which primary aim is
to supplement the academic goals of student-athletes in
the Title 1X equation.'% One concern, however, is the pro-
fessionalization of all university athletics, at which point
there will be an erosion of states’ willingness to uphold
the application of Title 1X to sport, as no athletic programs
will serve an educational purpose.’®’

Another movement that has gained mass popularity
in recent years, and even endorsement from President
Barack Obama, has been the abolishment of the Bowl
Championship Series (BCS) in favor of a Division | FBS
college football playoff.13 Multiple bills have been intro-
duced in Congress seeking to establish a Division | FBS
college football playoff, but none have been passed into
law.'3® A major reason for the delay in creating a Divi-
sion | FBS football playoff, as cited by proponents of the
BCS, has been not knowing where the over $68 million in
bowl money currently being dispersed to participating
BCS schools would go.*° Title IX plays a major role in
this question, as BCS money helps to float many athletic
department budgets, without which schools would have
to make drastic cuts to remain fiscally viable and compli-
ant with Title IX.1*! Should schools lose out on this money
or have it reduced, the problem of eliminating non-reve-
nue-generating men’s sports to comply with Title IX only
stands to get worse.'*? The reality of trying to balance
men’s and women’s sports without what is currently one
of athletic departments’ greatest sources of income could
be the abolition of all non-revenue-generating men’s
sports. While the debate over whether to implement a col-
lege football playoff continues, none of the bills proposed
thus far have stated a solution explaining how to remain
within the boundaries of Title 1X while coming up with
a different way to disburse the enormous bowl revenues
currently seen through the BCS on which athletic depart-
ments have become dependent.'*3

An additional likely change to come in the future that
will affect Title IX is the increase of women being admit-
ted to colleges and universities. Title 1X has historically
protected women as the underrepresented sex in higher
education, but as men become the minority in colleges
and universities it is unclear what steps lawmakers will
take to alleviate the difficulty of complying with the first
prong of the three-part test, with increasing proportions
of women to men in the general student population.'** If
female athletic programs continue to grow while men’s
programs are cut, it is possible that seemingly bizarre cas-
es like that of Western Kentucky University will become
commonplace as schools try to reach a middle ground of
Title IX compliance. Will there be a point in the growth
of women'’s access to athletic opportunities where the
goals of Title IX are reached and both men’s and women’s
sports are allowed to naturally grow, or as a former cap-
tain of the now defunct Delaware track team asked, will
“we ever get to a place where a program [Title IX] that is
supposed to be about creating opportunities for women

is now being used in a way to create no opportunities for
women and to cut men?”’14> A similar argument was seen
in Grutter v. Bollinger, where the Supreme Court upheld
affirmative action in law school but acknowledged that a
day would come (25 years, in that case) where the minor-
ity group would no longer need legislative assistance

to gain equality.!*® It seems that eventually the returns
gained from strict adherence to the current guidelines of
Title IX will diminish, and at that time Congress will be
forced to determine whether females still need the assis-
tance of Title IX legislation to enforce equal opportunities
in education, or if Title IX has succeeded in its goals and
put women at equal standing with men.

“A major reason for the delay in creating
a Division | FBS football playoff, as cited
by proponents of the BCS, has been not
knowing where the over $68 million in
bowl money currently being dispersed to
participating BCS schools would go.”

Other issues for the future of Title IX include whether
gender segregated elementary and secondary school
programs made possible through the 2006 amendment to
Title IX will be challenged, and if so how they will be re-
solved.’” In 1996 the Supreme Court held in United States
v. Virginia that there was no persuasive justification for
excluding women from Virginia Military Institute (VMI)
or for establishing a separate but equal women’s military
college; however, that sentiment has somewhat changed
as Americans have acknowledged the possible benefits of
single-sex education.*® Further, the court in Virginia did
not necessarily invalidate single-sex schools, but rather
ruled that the Commonwealth of Virginia had failed to
justify why VMI should be available to only males, leav-
ing open the door for other schools to attempt justifiable
single-sex education.’® Further, Title IX has expressly
permitted gender segregation in activities such as frater-
nities and sororities, the Boy and Girl Scouts, father-son
or mother-daughter activities, or beauty pageants.1
Though separate but equal racial programs have long
been declared unconstitutional, courts have adamantly
upheld separate but equal gendered athletic programs.1°?
Should the idea of single gender schooling become more
widely accepted, it is difficult to know the effect it would
have on college athletics and how enforcement of current
Title IX laws in athletic programs would change. If aca-
demic institutions simply implemented the athletic sepa-
rate but equal model, there would likely be no change to
college athletics;’2 however, an extreme permission of
single-sex institutions created with a justifiable purpose
of being single sex, without equal counterparts of the
opposite gender, could lead to courts accepting justified
imbalances in men’s and women'’s athletic programs.

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3

63



VI. Conclusion

Despite the extensive scrutiny of Title IX from execu-
tive officials and judges, the law remains uncertain in the
eyes of many athletics officials. In Title 1X’s short nearly
40-year history with athletics, it has had its scope expand-
ed, been made nearly obsolete, then been resurrected and
had its scope expanded more, and now seems to be facing
another trend of limiting its applicability. Throughout all
of this, athletic departments have adjusted the programs
they offer to comply with evolving regulations set forth
by Title IX. Though problems have arisen as a result of the
law, it has been overwhelmingly successful in increasing
women’s participation in intercollegiate athletics. While
some suggestions have been made to solve the contro-
versy that surrounds the law so that both sides of the
argument can reach an agreement in the future, perhaps
the only thing that can be certain for the future of Title IX
will be its continued tendency to force adaptation from
schools to evolve with each new challenge and interpre-
tation. Though Title IX has yet to fully reach its goals,
the ability of women to overcome years of adversity and
grow to prominence in college athletics is extraordinary,
and Title IX has transformed women in this Cinderella
story from going to the ball, to playing with one.

“Though Title IX has yet to fully reach
its goals, the ability of women to
overcome years of adversity and grow
to prominence in college athletics

is extraordinary, and Title IX has
transformed women in this Cinderella
story from going to the ball, to playing
with one.”

Endnotes

1. Welch Suggs, A Place On the Team: The Triumph and Tragedy of
Title 1X, 13-17 (2006).

Id. at 15-17.
Id. at 17.
Id. at 18.

Id. at 19.

Id. at 18-20.

Id. at 20-25.

Id. at 25.

. at 25-26, 31.
. at 46.

© ©® N o g~ wDd
o

R o =
M W N PO
o o a a o

. at47-48.

15.
16.
17.
18.
19.
20.
21.
22.
23.
24.
25.
26.
27.
28.
29.
30.
31
32.
33.
34.
35.
36.

37.
38.

39.
40.
41.
42.
43
44,
45,
46.
47.
48.
49.
50.
51.
52,

53.
54.
55.

56.

57.
58.

Id. at 41-44.

20 U.S.C. § 1681.

Suggs, supra note 1, at 33.
Id. at 33-35.

Id. at 38-40.

Id. at 38.
Id. at 38-41.
Id. at 34-35.
Id. at 40-42.
Id. at 42.
Id. at 41.
Id. at 42.
Id. at 37-42.
Id. at 41-44.
Id. at 42-43.
Id. at 43.
Id. at 67-68.

Id. at 69-70.

U.S. Dept. of Education, Secretary’s Commission on Opportunity
in Athletics, Open to All: Title 1X at Thirty 15 (Feb. 2003) [hereinafter
SCOA Report].

Id.

David S. Cohen, Title IX: Beyond Equal Protection 28 HARV. J. L. &
GENDER 237, 238 (2005) [hereinafter David S. Cohen].

SUGGS, supra note 1, at 79.

SCOA Report, supra note 36, at 15.
Id.

Id. at 130-31.

Id. at 126.

Id. at 121.

Id. at 81.

David S. Cohen, supra note 38, at 237-38.
Id.

Suggs, supra note 1, at 79.

Id. at 131.

Id. at 130-31.

Id. at 126-28.

Abigail Crouse, Equal Athletic Opportunity: An Analysis of Mercer v.
Duke University and a Proposal to Amend the Contact Sport Exception
to Title IX 84 MINN. L. Rev. 1655, 1680 (2000).

Id. at 1663.
Id.

Marcia D. Greenberger & Neena K. Chaudhry, Worth Fighting For:
Thirty Five Years of Title X Advocacy in the Courts, Congress and the
Federal Agencies 55 CLEv. ST. L. Rev. 491 (2007).

U.S. Dept. of Education, Clarification of Intercollegiate Athletics Policy
Guidance: The Three-Part Test (Jan. 16, 1996).

Id.

Catherine Pieronek, Title IX Beyond Thirty: A Review of Recent Devel-
opments 30 J.C. & U.L. 76 (2003).

64 NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3



59.

60.
61.
62.

63.

64.
65.
66.
67.
68.
69.

70.

71.

72.

73.
74.
75.

SCOA Report, supra note 36, at 21-32. The seven questions were:

1. Are Title IX standards for assessing equal opportunity in ath-
letics working to promote opportunities for male and female
athletes?

2. Is there adequate Title 1X guidance that enables colleges and
school districts to know what is expected of them and to plan
for an athletic program that effectively meets the needs and
interests of their students?

3. Are further guidance or other steps needed at the junior and
senior high school levels, where the availability or absence of
opportunities will critically affect the prospective interests and
abilities of student athletes when they reach college age?

4. How should activities such as cheerleading or bowling factor
into the analysis of equitable opportunities?

5. How do revenue producing and large-roster teams affect the
provision of equal athletic opportunities? The Department has
heard from some parties that whereas some men athletes will
“walk-on” to intercollegiate teams—without athletic financial
aid and without having been recruited—women rarely do this.
Is this accurate and, if so, what are its implications for Title IX
analysis?

6. In what ways do opportunities in other sports venues, such as
the Olympics, professional leagues, and community recreation
programs, interact with the obligations of colleges and school
districts to provide equal athletic opportunity? What are the
implications for Title IX?

7. Apart from Title IX enforcement, are there other efforts to pro-
mote athletic opportunities for male and female students that
the Department might support, such as public-private partner-
ships to support the efforts of schools and colleges in this area?

Id. at 59-60.
Id.

U.S. Dept. of Education, Paige Issues Statement Regard-
ing Final Report of Commission on Opportunity in Athletics
(Feb. 26, 2003), available at http://www?2.ed.gov/news/
pressreleases/2003/02/02262003a.html.

Joanna Grossman, The Future of Title IX, The Federal Statute Con-
cerning Gender Equality In Athletics: Can It Survive the Secretary of
Education’s Planned Revisions?, FINDLAw (Mar. 11, 2003), available at
http://writ.news.findlaw.com/grossman/20030311.html.

Suggs, supra note 1, at 154-58.
Id. at 174.

U.S. Dept. of Education, Dear Colleague Letter (April 20, 2010),
http://www?2.ed.gov/about/offices/list/ocr/letters/
colleague-20100420.html.

Michelle Brutlag Hosick, OCR rescinds 2005 Title 1X clarifica-

tion (Apr. 20, 2010), http://www.ncaa.org/wps/portal/
ncaahome?WCM_GLOBAL_CONTEXT=/ncaa/ncaa/ncaa+news/
ncaa+news+online/2010/association-wide/ocr+rescinds+2005+tit
le+ix+clarification_04_20 10 _ncaa_news.

Id.

Rebecca A. Kiselewich, In Defense of the 2006 Title IX Regulations for
Single-Sex Public Education: How Separate Can Be Equal 49 B.C. L.
REev. 217 (2008).

Id. at 254, 258-59.
Id. at 254.

Erik Brady, Commission: Title IX interpretation unnecessarily hurts
men’s sports, USA Tobay, April 2, 2010, available at http://www.
usatoday.com/sports/college/2010-04-01-title-ix_N.htm.

76.

77.
78.
79.

80.

81
82.
83.
84.
85.
86.

87.

88.
89.
90.
91

92.

93.
94.
95.
96.

97.
98.
99.

SCOA Report, supra note 36, at 15. See Cannon v. University of Chi-
cago, 441 U.S. 677 (1979).

Id., at 15-16.
University of Richmond v. Bell, 543 F. Supp. 321 (E.D. Va. 1982).

Haffer v. Temple University. of the Commonwealth System of Higher
Education et al., 524 F.Supp. 531 (E.D. Pa. 1981), affirmed, 688 F.2d
14 (3d Cir. 1982).

Grove City College v. Bell, 687 F.2d 684, 691 (3d Cir. 1982), affirmed
465 U.S. 555 (1984). Grove City College was a religious school in
Pennsylvania that had cut itself off from all forms of federal fund-
ing as a way of remaining autonomous from government interfer-
ence. The school therefore believed it was not bound by Title IX,
while HEW argued that because individual students at the school
received federal money in the form of Pell grants, that Grove City
was within the scope of Title IX.

Id.

Suggs, supra note 1, at 89-90.

Id.

SCOA Report, supra note 36, at 16.
20 U.S.C. §1681.

Franklin v. Gwinnett County Public Schools, 503 U.S. 60 (1991) (hold-
ing that damages could be awarded in an action brought to enforce
Title IX); Favia v. Indiana University of Pennsylvania, 7 F.3d 332 (3d
Cir. 1993) (holding that a school’s financial hardships are not an
excuse for non-compliance with Title 1X).

Cohen et al. v. Brown University et al., 809 F. Supp. 978 (D. R.1., 1992),
affirmed, 991 F.2d 888 (1st Cir. 1993), cert. denied, 117 S.Ct. 1469
(1997).

Suggs, supra note 1, at 110.
Id. at 121.
Cohen v. Brown University, supra note 87, at 888.

National Women’s Law Center, 25 Colleges and Universities Being
Challenged by Center for Intercollegiate Scholarship Violations Under
Title IX of the Education Amendments of 1972 (June 2, 1997), http://
www.nwlic.org/sites/default/files/pdfs/25complaints.pdf. The
25 schools were: Bethune Cookman University, Boston Univer-
sity, Coppin State University, Wofford College; Boston College,
Bowling Green State University, Brigham Young University,
Colorado State University, Duke University, Hampton University,
Liberty University, Northeastern University, South Carolina State
University, Utah State University, Vanderbilt University, Wake
Forest University, the College of William and Mary, the University
of Colorado at Boulder, the University of Maine at Orono, the
University of New Hampshire, the University of North Texas,

the University of Oregon, the University of Texas at El Paso, the
University of Toledo and the University of Tulsa.

Id. Suggs, at 133-34. In the Bowling Green and UTEP cases, officials
claimed that disparities of more than 1% in proportionality or in
expenditures compared to that of women on campus would create
a strong presumption of discriminatory practices. Before, a more
complicated formula and process were used to determine whether
a school was in compliance.

Id. at 133.
20 U.S.C. § 1092(g).
Jackson v. Birmingham Bd. of Educ., 544 U.S. 167 (2005).

Adam Epstein, Whistle-Blowing and the Continued Expansion of Title
I1X in Jackson v. Birmingham Board of Education, 2 WILLAMETTE SPORTS
L.J. 1 (2005).

Suggs, supra note 1, at 135.
Id.
Id. at 90.

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3 65



100. Id. at 139. 127. Skidmore, supra note 125, at 319-20.
101. SCAO Report, supra note 36, at 19. 128. Id. at 319-23. (The bill also required three states with Big XII Con-
102, 1d ference schools to pass similar laws before the Nebraska law could
S be implemented).
103. S , te 1, at 135-36.
11995, supra note -, & 129. Id. at 335. See also Myles Brand, Welfare of Student-Athletes NCAA’s
104. Id. at 136-39. Top Priority, DENVER PosT, Aug. 17, 2003.
105. Diane Heckman, The Glass Sneaker: Thirty Years of Victory and 130. Crosset, supra note 126, at 686-87.
Defeats Involving Title IX and Sex Discrimination in Athletics 13 . . . . . .
FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 583 (2003); Harper v. Bd. 13L. !F‘ it 69Il (C|t|ngdtr;]e LLJJnI_verSI_ty offlgorlda}, G&_el%rgﬁ 'T‘S““fte Zf h
of Regents of I1I. State Univ., 35 F. Supp. 2d 1118 (C.D. IlI. 1999), aff'd ooy, & tl e University o ) eorgia). e .”"’ers'ty.blt .
sub nom. Boulahanis v. Bd. of Regents of Il State Univ., 198 F.3d 633 etic slioc!atlont,hlnc_. S mlS;lO[lJS'Ea em_fnt']:'\":I 'C,d's I’eS[t)OFIISI efor
(7th Cir. 1999); Kelley v. Bd. of Regents of the Univ. of IIl., 35 F.3d 265 intercollegiate athletics at the University of Florida, states:
(7th Cir. 1994); Neal v. Board of Trustees of the Calif. State Univ., 198 [TThe UAA is governed by a Board of Directors who
F.3d 763 (9th Cir. 2000); Chalenor v. Univ. of North Dakota, 142 F. provide guidance and direction through approval of
Supp. 2d 1154 (D.N.D. 2000), aff’d, 291 F.3d 1042 (8th Cir. 2002); policies, procedures and the budget. The UAA has
Miami University Wrestling Club v. Miami University, 195 F. Supp. 2d developed a mission statement that was adopted by
1010 (S.D. Ohio 2001), aff’d, 802 F.3d 608 (6th Cir. 2002). the Board of Directors to provide goals and objec-
106. Heckman, at 611; Reinhart v. Georgia State University, No. 95-CV- tives in thtet?;vﬂopmer!'i an]ccilf:ell_\éery_r?]f_ tr,],e fat'hle’t’lcs
0204 (N.D. Ga. 1996), aff"d without op., 119 F.3d 11 (11th Cir. 1997). program at the niversity ot Forida. 1his “vision
provides the road map for the University’s commit-
107. Katie Thomas, Colleges Cut Men’s Programs to Satisfy Title IX, ment to be second to none in the area of intercolle-
N.Y. Times, (May 1, 2011). Available at http://www.nytimes. giate athletics.
com/2011/05/02/sports/02gender.html.
. . 132. Id. at 692.
108. Suggs, supra note 1, at 136-37. Neal v. California State Board of Trust-
ees, 198 F.3d 763 (9th Cir. 1999), cert. denied, 124 S.Ct. 226 (2003). 133. Id. at 688.
109. Walter T. Champion, Jr., Fundamentals of Sports Law § 13:4 Title 1X 134. 1d.
(November 2010). 135. Id.
110. Western Kentucky University, WKU Regents Approve Move to Divi- 136. Suggs, supra note 1, at 67-68.
sion 1-A Football, News Release (Nov. 2, 2006), http://wku.edu/
news/releases06/november/football.html. 137. Crosset, supra note 126, at 694.
11 1d. 138. Leslie Bauknight Nixon, Playoff or Bust: The Bowl Championship
. . . Series Debate Hits Congress (Again) 21 ST. THomAs L. Rev. 365 (2009).
112. The Missouri Valley Conference Website, Western Kentucky Athlet-
ics Discontinues Men’s Soccer (Feb. 13, 2008), http://www.mvc- 139. Id. at 372-82.
sports.com/msoccer/news/2007-08/3917/western-kentucky- 140. 1d. at 384.
athletics-discontinues-mens-soccer/. 141 1d. at 384-85.
113. Suggs, supra note 1, at 177. 142 1d.
114, 1d.at177-79. 143. 1d. at 385.
115, 1d. at 179-80. 144. Thomas, supra note 107.
116. Id. at 140. 145 1d.
117. 1d. .
146. Grutter v. Bollinger, 539 U.S. 306 (2003).
118, 1d. at 136-37. 147. Kiselewich, supra note 72, at 231-32.
119. Id. at 180. . L
9. 1d.at180 148. 1d. at 231-40; United States v. Virginia, 518 U.S. 515 (1996).
120, 1d. at 185. 149. Kiselewich, supra note 72, at 241-43.
121. Id. at 186-87. 150. 1d. at 247,
122. 1d. at 193. 151 1d. at 254.
123. 1d. 152. 1d. at 258-60.
124. Id.
125. Greg Skidmore, Payment for College Football Players in Nebraska, 41 . .
Harv. J. on LEGIs. 319, 320 (2004), Wesley Ryan _Shelley graduateo! in 2010_W|th a BA
126. Todd Crosset & Lisa Masteralexis, The Changing Collective Defini- from the UmverSIt_y of .SOUth C‘tiro.l m.a and in 2013 with
tion of Collegiate Sport and the Potential Demise of Title IX Protections al.D. from the Un"_/er5|ty of M ISSISSIppl School of Law.
34).C. & U.L. 688 (2008); Sharon Shields, Educational and Athletic The author would like to extend a special thank you to
Pursuits Should Be Separate, USA Topav, Sept. 20, 1996, at C20 (“It's his friends, family, and professors for their patience and
time for us to face the reality that sports in college is a business, assistance with this article, without whom none of this
and it’s revenue-generating and it’s entertainment and it sacrifices .
the student-athlete. If we believe that is a reality, then there may be would have been possible.
a need for a separation of sport from education.”).
66 NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3



What’s a “Bunker”?: The Curious Case of How Dustin
Johnson Lost the 92nd PGA Championship and Why
the PGA Must Revise the Now Infamous Local Rule at

Whistling Straits

By Brian Pelanda

l. Introduction

Dustin Johnson stood on the 18th tee on Sunday after-
noon at Whistling Straits poised to capture his first major
championship victory, a feat that had painfully eluded
him in the final round of the U.S. Open at Pebble Beach
only six weeks earlier in perhaps the most infamous col-
lapse by a third-round leader in major golf championship
history.! Now, only a single hole stood between him and
redemption in the form of the Wanamaker Trophy. Most
players would have never recovered so quickly from the
embarrassment that he had endured at Pebble Beach to
put themselves back in contention to win another major
championship in the same season—but Johnson did.
Anyone who might not have been a fan of the previ-
ously unknown South Carolinian at the U.S. Open back
in June was at least now pulling for the amiable young
linksman to redeem himself in what appeared to be one
of the more remarkable comebacks in professional sports.
Unfortunately, Johnson ended up as the tragic hero in
yet another historically disappointing championship
moment.

Just after finishing the final hole with what he and
everyone else had thought was a bogey to put him into
a three-way tie for first place in the championship and a
playoff with Bubba Watson and the eventual champion
Martin Kaymer, Johnson, to his surprise, was approached
by Rules official David Price about a possible Rules in-
fraction earlier on that hole. Price told him “I think you
grounded your club in the bunker,” to which the flabber-
gasted Johnson replied, “What bunker?’2

Johnson had launched his tee shot to the far right of
the fairway into the middle of a sea of spectators. The
crowd had narrowly parted around his lie, in what was a
small grassless patch of earth that the officials eventually
ruled was a bunker. The swarm of fans gathered closely
around Johnson as he evaluated his shot, obscuring the
topography of the area as they stood within only a few
feet of his ball as he fired it toward the green. Everything
seemed perfectly fine, as Johnson had moved on after the
shot without the officials indicating that anything was
wrong. Unfortunately, Johnson’s possible violation of the
Rules for grounding his club while his ball was in a bun-
ker on that shot was not brought to the attention of the
Rules officials until after he had moved on to finish the
hole for an apparent tie for first place.

After a long and drawn out meeting in the official
scoring area that left spectators reeling for an explana-

tion, the tournament committee penalized Johnson two
shots according to the Rules for having grounded his club
in what was an arguably unrecognizable bunker.2 The
penalty dropped his name from atop the leaderboard and
out of contention, down to a tie for fifth place.* Martin
Kaymer went on to outlast Watson in an anticlimactic
three-hole playoff. Instead of cashing in for the $1.35 mil-
lion grand prize, or the $660,000 that he at least would
have won just for making it into the playoff, Johnson took
home a check for $270,833.33.°

Having one of the most coveted accomplishments
in professional sports and more than a million dollars
practically taken out of your hands by a murky ruling
on a mere technicality is probably enough to make even
the most rational person react irrationally. It does not
take much imagination to envision how John McEnroe
or Bobby Knight might have responded had one of them
been in Johnson’s predicament. Yet the lanky 26-year-old
out of Coastal Carolina University put on a clinic for how
to show class in the midst of bitter disappointment. No
temper tantrum. No whining. No accusations. No mut-
tering under his breath. Nada. Disappointed for sure, but
as much of the post-event news coverage of the incident
surmised, Johnson might have been the only person not
demonstrably upset with the ruling. When asked how
Johnson reacted after having the devastating final ruling
explained to him, co-chairman of the PGA of America’s
rules committee Mark Wilson said, “he couldn’t have
been more of a gentleman about it. He really couldn’t
have been.””

In a USA Today poll conducted just after the tourna-
ment that had more than 29,000 respondents, when asked
whether they agreed with the penalty assessed against
Johnson, 63 percent responded that they disagreed, while
another 20 percent responded that they agreed but that
there was room for doubt about the call.” The overwhelm-
ing disagreement and doubt seems to have stemmed from
legitimate confusion over the application of the Rules that
led to Johnson’s dramatic penalization.

The video replay had confirmed that Johnson had
lightly tapped the ground with his club as he addressed
the ball on his second shot, and he never denied hav-
ing done so. At issue was whether he was actually in a
bunker when he did it, because the Rules explicitly pro-
hibit players from touching the ground with their clubs
prior to making a stroke when their balls lie in a bunker.?
“Never once did it cross my mind it was in a sand trap,””®

NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3 67



Johnson stated afterward. Now this is an interesting state-
ment coming from a professional golfer, because even for
those of us who are only casually familiar with the game
of golf, we all know what a bunker is. Or do we?

For someone who did not watch the coverage of the
tournament held at Whistling Straits, a course located
just off the coast of Lake Michigan in the town of Haven,
Wisconsin, the thought of there being any question as to
whether a player’s ball was in a bunker or not is likely
to sound a bit perplexing. Bunkers are typically lightly
colored sandy pits scattered throughout contrasting green
grassy golf courses. However, at Whistling Straits that
is not necessarily the case. The incomparable links-style
course boasts over 1,000 bunkers strewn throughout its
treacherous terrain, many of which the grounds crew nei-
ther maintain nor groom and lay outside of the spectator
ropes.? By comparison, the Old Course at St. Andrews
has 112 bunkers.™ Johnson’s second shot on his final hole
came to rest on a small dusty barren patch of earth square
in the middle of a throng of spectators. “I just thought
I was on a piece of dirt that the crowd had trampled
down,” he explained afterward.12

Whereas other tournaments often consider unmain-
tained bunkers outside of the rope-line to be “waste
bunkers” that can be played as non-hazards, because of
Whistling Straits’ uniquely “hazardous” landscape, the
PGA implemented a blanket Local Rule for the tourna-
ment that held that all areas of the course that were “de-
signed and built as sand bunkers” would be played as
hazards without exception.!® Tournament officials had
provided all players with written notice of the Local Rule
prior to and throughout the tournament that further ex-
plained that many bunkers outside of the ropes would be
unraked and would likely include numerous footprints
from tournament patrons.!4 Johnson admittedly failed
to read and make himself aware both of the Local Rules
sheet that had been provided to him, and of the notices
of the Local Rule that tournament officials had posted all
around the course, one of which was actually located near
his locker.t®

Of course, ignorance of the law is no defense. Yet
while many have been quick to point out that it was ob-
viously Johnson’s sole responsibility to be aware of the
Local Rule on the play of bunkers and that “a rule is a
rule,”1 there has been very little analysis of the collec-
tion of rules at issue and their application.” The interplay
of the actual rules and the factual circumstances sur-
rounding Johnson’s alleged infraction are not nearly as
clear as some would like to believe. For instance, after
the incident, Bruce Patterson, a member of the PGA of
America’s board of directors, proclaimed, “It’s very black
and white to me. The rules were posted everywhere, and
it’s the player’s responsibility in golf to know the rules,
period.”18 According to Ed Mate, the executive director of
the Colorado Golf Association, “[I]t was Dustin Johnson’s
responsibility to know the rules, and he failed to fol-

low them...It’s up to the players to know the rules.”?
Rick Morrissey of the Chicago Sun Times wrote, “Rules
are rules...If Johnson didn’t know the rule, he should
have.”? Even Johnson himself chimed in along with the
chorus of his critics afterward, stating that while he obvi-
ously knew that the Rules of Golf do not permit players
to ground their clubs in bunkers, “Maybe | should have
looked at the [local] rule sheet a little harder.”?!

The problem is that even had Johnson been aware of
the local course rule on bunkers it probably would not
have mattered, because he never once thought he was in
a bunker. This may be going too far to state the obvious,
but it is unlikely that a player will follow a rule specific
to playing a shot out of a bunker when the player either
(A) is not in a bunker, or (B) is not aware that he isin a
bunker. Johnson never argued that he did not know that
the alleged bunker was to be played as a hazard—which
is all that the Local Rule said—his excuse was that he did
not know he was even in a bunker to begin with. Thus,
Johnson’s tragic incident complicated the heretofore
seemingly basic question of what constitutes a bunker un-
der the Rules of Golf, and raises questions as to whether
the Local Rule on bunkers at Whistling Straits might have
unexpectedly and impermissibly altered that definition.

While questionable rulings are an inherent aspect of
any sport, the arc of analysis that this article swings is im-
portant for at least one reason. While Johnson’s mishap at
the 2010 PGA Championship was enough to at least cause
a reasonable person to pause for serious consideration
of the bunker rules at issue, before the dust—or rather,
the sand—had even settled around the controversy, the
PGA announced on the day immediately following the
tournament that it is unlikely that it will opt to change the
ambiguous Local Rule when the championship returns
to Whistling Straits in 2015.22 PGA President Jim Remy
opined that there just was not a practical solution for the
bunker issue at the course. “Do you mark 900 of them not
as bunkers and 300 as bunkers? How do you ever mark
them?” he said.?® Yet the numerosity of bunkers on the
course is not the real issue. The issue is a simple problem
of identification. Remy announced the PGA’s apparent
decision to maintain the current Local Rule—which states
that all areas of the course that were merely designed and
built as sand bunkers are to be played as hazards—in
spite of the fact that the co-chair of its rules committee
had actually admitted after the incident that many of the
estimated 1,200 bunkers at Whistling Straits are so diffi-
cult to identify that “I think that even the superintendent
and his staff would admit that they have never been able
to count them all.”*

Considering the fact that if the rule does not change,
tournament officials will no doubt require the players to be
aware of every conceivable bunker on the course regard-
less of what some might appear to be, it begs the question
as to why the officials think it would be too burdensome
and unimportant for them to even attempt to somehow
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mark or identify them. Furthermore, if the best profes-
sional golfers in the world such as Johnson have difficulty
identifying some of the sand traps at Whistling Straits,
there is no reason to believe that tournament officials,
who already expressly find it too difficult just to even find
and mark all of the bunkers on the course, will not have
similar difficulties in identification the next time around.

The Rules of Golf have changed before in response to
ambiguities and practical problems,? and the PGA must
both clarify the Local Rule at Whistling Straits and clearly
define the bunkers there. The real issue surrounding the
92nd PGA Championship is not about whether Dustin
Johnson should have been aware of the rules, but about
whether the rules were clear and their application sound.
Players are not the only ones that must abide by the Rules
of Golf. Tournament committees themselves also must
adhere to the Rules, and under the Rules a committee
cannot merely decide to call anything a bunker. If the lo-
cation where Johnson incurred his ill-fated penalty was a
bunker, the question thus becomes, what is a bunker?

Il.  The Rules at Play

Promulgated jointly by the Royal and Ancient Golf
Club of St. Andrews (R&A) and the United States Golf
Association (USGA) for more than a century, the Rules
of Golf are notoriously strict. They are so strict that one
federal judge quipped in a decision published several
decades ago that even “[flederal district court is no place
for the strict rules of golf.”?® The austerity of the Rules
is one of the game’s singularly defining characteristics.
More than a century ago as the USGA considered revi-
sions to the official Rules in 1907, an editorial in the New
York Times advocated that for medal games, the term
for tournament-style stroke play, “there should be the
strictest provisions possible and no possible compromise
with the letter of the law.”?” Countless Rules decisions at
competitive tournaments over the years since have held
true to this request. Yet it has not always been merely the
strictness of the Rules that fans and players have come to
recognize; over the years their clarity and application has
also been subiject to fierce debate and criticism. One head-
line that ran in the New York Times in 1960, after a series of
Rules-related incidents in professional golf events, read:
“Golfers Advised to Hire Lawyer or Study Rules Book
Carefully.”?8

Perhaps the most infamous Rules violation to
ever cost a player a major championship victory was
Argentinean Roberto De Vicenzo’s innocuous scorecard
mishap at the 1968 Masters. Under circumstances strik-
ingly similar to Johnson’s finale at Whistling Straits,
De Vicenzo bogeyed the 18th hole in the final round at
Augusta National to place him in a tie for a share of the
lead and a playoff with Bob Goalby. While thousands of
on-site spectators and millions of television viewers had
witnessed De Vicenzo shoot a 65 for his final round, after
finishing the round he had signed-off on and submitted
the un-subtotaled scorecard that his paired playing part-

ner Tommy Aaron had kept for him without noticing that
the card mistakenly totaled 66. Aaron had erred by writ-
ing a par 4 on De Vicenzo’s card for the 17th hole rather
than the birdie 3 that he had actually scored. Under the
Rules of Golf, “No alteration may be made on a card after
the competitor has returned it to the committee. If the
competitor returns a score for any hole lower than actu-
ally played, he shall be disqualified. A score higher than
actually played must stand as returned.”?® A rule is a rule,
so De Vicenzo’s mistake tacked an extra shot on to his
overall score, which in turn knocked him down to second
place and fitted Bob Goalby into a Green Jacket.

Whereas the application of the Rule in De Vicenzo’s
case may have been harsh, the Rule itself and the factual
circumstances of the infraction were crystal clear. The
same cannot be said, however, of the penalty assessed to
Dustin Johnson at Whistling Straits.

The interplay of three distinct Rules lies at the heart
of the controversy that erupted in the final minutes of the
2010 PGA Championship. The first is the prohibition on
grounding a club in a bunker, the second is the definition
of a bunker, and the third is the Local Rule that the PGA
implemented at Whistling Straits that stated that any area
that was designed to be a bunker would be played as a
bunker. Any adequate analysis of the application of the
Rules in Johnson’s situation must begin with the text of
the Rules themselves.

A. Rule 13-4. Ball in Hazard; Prohibited Actions

Johnson was penalized two strokes on the 18th hole
for grounding his club in a bunker on his second shot.
Under the Rules of Golf, players are not permitted to im-
prove the lie of their balls by pressing their clubs on the
ground behind the ball. However, the Rules specifically
state that a player incurs no penalty by “grounding the
club lightly when addressing the ball,”*° so long as the
ball does not lie in a hazard. Rule 13-4 expressly prohibits
such an action. The text of the Rule reads as follows:

Except as provided in the Rules, before
making a stroke at a ball that is in a haz-
ard (whether a bunker or a water hazard)
or that, having been lifted from a hazard,
may be dropped or placed in the hazard,
the player must not:

a. Test the condition of the hazard or any
similar hazard;

b. Touch the ground in the hazard or wa-
ter in the water hazard with his hand or
aclub; or

¢. Touch or move a loose impediment ly-
ing in or touching the hazard.3!

In essence, Rule 13-4b states that if a player’s ball lies
in a hazard, the player may not touch the ground in the
hazard at all with his or her hand or club prior to strik-
ing the ball. The penalty for breach of the Rule in stroke
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play is two strokes. The policy underlying the rule is to
prevent players from improving their lies when their balls
are in bunkers. Grounding a golf club in a bunker prior

to making a stroke could improve a player’s lie both be-
cause it would allow a player to test the condition of the
sand and create additional space behind the ball prior to
making a stroke, which would allow him or her to make
cleaner contact with the ball. The only exceptions to the
Rule are when the player touches the ground in a hazard
as a result of or to prevent falling, removing an obstruc-
tion, in measuring or in marking the position of, retriev-
ing, lifting, placing or replacing a ball under any other
Rule, or if the player actually places his or her entire set of
clubs in a hazard.®

The video replay confirmed that Johnson did in fact
lightly ground his club as he addressed his ball, and he
admitted that he had done s0.% Thus, the issue turned on
whether his ball was in a hazard and hence whether Rule
13-4 governed the circumstances, or whether the general
allowance for grounding the club prior to making a stroke
applied. Fortunately, the Rules also provide a definition
for what constitutes a hazard.

B. Definition of Hazard

Similar to many statutory code titles, Section Il of the
Rules of Golf consists of a list of definitions for various
terms used in the Rules of Play. Similar to specific statuto-
rily defined terms, these definitions are part of the Rules
themselves. Hence, the definitions are also rules.

Courts in the United States often invoke a doctrine
known as “the plain meaning rule” when evaluating
statutory language. According to the plain meaning
rule, “where the language of an enactment is clear [or, in
modern parlance, plain], and construction according to
its terms does not lead to absurd or impracticable conse-
guences, the words employed are to be taken as the final
expression of the meaning intended.”3 In essence, if a
rule is unambiguous according to the standard meanings
of its terms, one should not look to anything further to in-
terpret its meaning. While American courts obviously do
not have jurisdiction over golf tournaments, and although
the Rules of Golf themselves do not include a provision
for the standard by which the Rules should be interpret-
ed, the plain meaning rule is generally a sound rule and
thus will be used here for analytical purposes.

The Rules define “Hazard” simply as “any bunker or
water hazard.”% “Bunker” itself is a defined term as well,
and this is where the situation begins to get interesting.
The definition reads as follows:

A “bunker” is a hazard consisting of a
prepared area of ground, often a hollow,
from which turf or soil has been removed
and replaced with sand or the like.

Grass-covered ground bordering or
within a bunker, including a stacked turf
face (whether grass-covered or earthen),

is not part of the bunker. A wall or lip of
the bunker not covered with grass is part
of the bunker. The margin of a bunker
extends vertically downwards, but not
upwards.

Aball is in a bunker when it lies in or any
part of it touches the bunker.36

Under the definition above, a bunker has three dis-
tinct elements: it must consist of (1) a prepared area of
ground, (2) from which the turf or soil has been removed,
and (3) the space therein must be replaced with sand or
the like. The structure of the sentence is perfectly clear:
nothing can qualify as a bunker unless all three elements
are present.

Analyzing the terms of each element, the second
and third are straightforward: the turf or soil must be
removed from the area and the remaining space must be
filled with sand or the like. However, what constitutes a
“prepared” area of ground under the first element is not
so apparent at first glance. Nevertheless, we can look to
the dictionary definition of “prepared” to understand the
plain meaning of the word. According to the Merriam-
Webster dictionary, “prepared” means “subjected to a
special process or treatment.”%” This definition clarifies
any ambiguity that might be alleged to exist within the
first element. The element should be properly construed
to mean an area of ground subjected to a special process
or treatment, and this makes sense when read in con-
junction with following two elements. The removal of
soil and its replacement with sand is consistent with the
special treatment required under the first element. The
three elements combine to create a practical rule for what
constitutes a bunker: (1) there must be an area prepared
to be a bunker, (2) the turf or soil must be removed from
that area, and (3) the remaining space must be filled with
sand or the like. Under the elements of this rule, bunkers
should be relatively simple to construct, and a properly
designed bunker should be an easily recognizable feature
on a golf course.

Applying the plain meaning rule, because the con-
struction of the definition for a bunker according to its
terms does not lead to absurd or impracticable conse-
qguences, the words used in the rule itself should be taken
as the final expression of the meaning intended. In other
words, an area on a golf course will only qualify as a bun-
ker if it adheres to the language of the rule. An area on the
course would not qualify as a bunker merely because the
course designer or tournament committee intended for it
to be a bunker.

This last point is where the controversy over the Local
Rule on bunkers at Whistling Straits begins to emerge.

C. The Local Rule

Rule 33-8a of the Rules of Golf allows a committee
in charge of a competition to “establish Local Rules for
local abnormal conditions if they are consistent with the
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policy set forth in Appendix 1.2 In fact, Appendix | sets
forth several policies however, only one of them could
possibly apply to the conditions at Whistling Straits. Part
A 4b states that: “Adverse conditions, including the poor
condition of the course or the existence of mud, are some-
times so general, particularly during the winter months,
that the committee may decide to grant relief by tem-
porary Local Rule either to protect the course or to pro-
mote fair and pleasant play.”®® The PGA Championship
tournament committee allegedly came to the conclusion
that the unusual overabundance of bunkers at Whistling
Straits—especially those that are ungroomed and located
outside of the ropes in high-traffic spectator areas, thus
making them more difficult to identify—was an “adverse
condition.” Rather than attempt to identify which bun-
kers should be played as hazards and those that should
not, the committee apparently thought it would “promote
fair play” by simply establishing a blanket rule that every
area that was “designed and built” to be a bunker would
be played as a bunker.*? In hindsight, it appears that the
real effect of this rule was to make things easier for the
tournament officials, as it shifted the entire onus onto the
players for identifying what might and what might not be
a bunker, even as the officials themselves simultaneously
acknowledged the near impossibility of that task.

The fact that the tournament committee decided to
implement a Local Rule for the championship is not prob-
lematic. Regardless of the wisdom or reasoning behind
the Local Rule itself, even the committee’s intention to
establish a blanket rule on the play of bunkers was not
necessarily faulty. The actual rule that the committee ad-
opted, however, does prove to be quite problematic.

Several days after the event, David Price, the Rules
official who walked with Johnson’s group during the final
round, explained: “We told the players on the information
we gave them that all sand on the course was considered
a hazard, even if there were footprints or tire marks.”*
Yet the Local Rule that the committee adopted did not say
that “all sand” was considered a hazard.*? Even if it did,
under the Rules, a tournament committee cannot just
decide to call “all sand on the course” a hazard. For an
area on a golf course to qualify as a hazard, it must meet
all of the elements under the definition in the Rules. The
Local Rule that the PGA implemented and its application
strayed from this requirement.

In its entirety, the Local Rule stated as follows:

All areas of the course that were designed
and built as sand bunkers will be played
as bunkers (hazards), whether or not they
have been raked. This will mean that
many bunkers positioned outside of the
ropes, as well as some areas of bunkers
inside the ropes, close to the rope line,
will likely include numerous footprints,
heel prints and tire tracks during the play
of the Championship. Such irregularities

of surface are a part of the game and no
free relief will be available from these
conditions.*3

This rule effectively replaced the objective definition
of what constitutes a bunker under the Rules with a new
and subjective one. While the Rules require a bunker to be
(1) a prepared area of ground, (2) from which turf or soil
has been removed, and (3) replaced with sand or the like,
the Local Rule redefined a bunker as being any area that
was merely “designed and built” as a sand bunker, regard-
less of its present condition. This essentially required the
players to have an intimate knowledge of the architect’s
plans for Whistling Straits, a course that was built more
than a decade ago.** Even if we were to presume for the
moment that holding players responsible for being famil-
iar with the course’s architectural plans would be fair, we
cannot reasonably apply such a presumption in Dustin
Johnson’s case, because tournament officials actually ad-
mitted that the reason they did not provide players with
a map of all the existing bunkers on the course was pre-
cisely because no such map even exists, primarily due to the
fact that not all of them can be readily identified.*> Among
other things, this point raises the troubling question as
to how the tournament officials were thus ever able to
conclusively determine whether Dustin Johnson actually
was in an area that was “designed and built” as a bunker
when he took his second shot on the 18th hole.*

Had Johnson been aware of the Local Rule as he
should have been—despite the Rule’s obvious faulti-
ness—it’s possible that he might have been more careful
around areas that looked like they could have been de-
signed and built as bunkers. Yet what about areas on the
course that did not look like bunkers at all, but were sup-
posedly “designed and built” as bunkers?

The problem with the Local Rule is simple. While the
definition for a bunker under the Rules of Golf requires
a bunker to consist of (1) a prepared area of ground, (2)
from which the turf or soil has been removed, and (3) that
the space therein be replaced with sand or the like, under
the language of the Local Rule, it is easy to imagine an
unidentifiable-bunker-scenario where the course archi-
tect supposedly had “designed and built” an area on the
course to be a bunker, but the turf or soil from that area
has since returned, or the sand has vanished—things that
are more than likely to happen with thousands of specta-
tors trampling through it over a six-day period and when
the bunker itself is not maintained by the grounds crew.
Under the Rules of Golf, a bunker is required to be objec-
tively identifiable, not subjectively determinable.

After the championship, Johnson told the press,
“Rules are rules. Obviously, | know the Rules very well.
I just never thought | was in a bunker, or | would have
never grounded my club. Maybe walking up to the ball,
if all those people hadn’t been there, maybe | would have
recognized it as a sand trap. | knew there wasn’t [sic]
any waste bunkers. But all the bunkers on the course
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had a darkish color to the sand. This was white dirt.”*’
Whether we find this to be a good explanation or not, the
uniqueness of Whistling Straits and the Local Rule itself
opened the door for debatable interpretations as to what
constituted a bunker, and neither the players nor the of-
ficials were ever given sufficient information to be able to
identify what areas were in fact “designed and built” to
be bunkers.

lll.  So, What Is a “Bunker”?

According to Rick Morrissey of the Chicago Sun Times,
“By the PGA’s definition, it was a bunker, and that’s the
only definition that matters.”*® This assessment is pain-
fully mistaken. The only definition that matters is the
definition that the USGA and the R&A have provided
in the official Rules of Golf, and that definition requires
that a bunker consist of (1) a prepared area of ground,

(2) from which turf or soil has been removed, and (3) that
the space therein be replaced with sand or the like. From
the visual pictures of the area where Johnson incurred the
penalty, it was not clear at all that the area was prepared
to be a bunker, nor that any turf or soil had actually been
removed and replaced with sand. However, it is unde-
niable that there was not any grass within a few feet of
where his ball lay and that the small area of ground was
very dry and dusty. Nevertheless, hundreds of spectators
had encircled the ball and stood packed tightly within
only a club’s length of it, preventing Johnson from notic-
ing any possible outer rim or lip of the “bunker” that
might have warned him of its existence (although even
had the crowd been held back it still probably would not
have helped, considering that CBS television announcer
David Feherty went back and stood in the exact same
spot after the crowd had left and he still could not iden-
tify it as a bunker).*®

As Ron Kroichick of the San Francisco Chronicle stated,
“It still defies common sense to think tournament officials
considered the resting spot for Johnson’s drive a bun-
ker. No way. Not when spectators traipsed through it all
week. Not when they stood there as he launched his tee
shot. Not when they surrounded him in the ‘bunker’ as
he took his fateful swing.”®° Stewart Cink, the 2009 cham-
pion of the British Open, made the seemingly obvious
suggestion that “Maybe Whistling Straits should rethink
some of those obscure bunkerish features.”5!

Nonetheless, the PGA remains firmly behind its Local
Rule.5? And the issue remains that the Local Rule itself
both fails to give players adequate notice of what might
constitute a bunker and might also have impermissibly
altered the definition of what constitutes a bunker.

Rule 33-1 of the Rules explicitly states that a commit-
tee in charge of a competition “has no power to waive
a Rule of Golf.”%® Furthermore, Rule 33-8b goes on to
say that “A Rule of Golf must not be waived by a Local
Rule.”® As it is, the Local Rule that the PGA implemented
at Whistling Straits effectively waived a Rule of Golf by

broadening the definition of what constitutes a bunker

to anything that was merely “designed and built” to be a
bunker. However, Rule 33-8b does carve out an exception
to the no-waiver rule: “[I]f a committee considers that lo-
cal abnormal conditions interfere with the proper playing
of the game to the extent that it is necessary to make a
Local Rule that modifies the Rules of Golf, the Local Rule
must be authorized by the USGA.”% There has been no
indication that the PGA Championship tournament com-
mittee sought or received such authorization.

The existing definition of what constitutes a bunker
under the Rules is sound. Under that definition, an area
on a golf course does not become a bunker just because
a tournament committee says so, or because some sand
or dirt by chance happens to be there. The requirement
that a bunker consists of a prepared area of ground from
which the turf or soil has been removed and replaced
with sand or the like establishes an objective standard by
which any reasonably observant player can easily distin-
guish between areas that are bunkers and areas that are
not. The Local Rule that the PGA implemented and plans
to maintain at Whistling Straits altered this requirement
by establishing that a bunker is any area that was simply
“designed and built” to be a bunker, regardless of the
area’s actual condition or appearance.

This Local Rule is problematic both in the sense that it
requires players to know something of which they are not
capable of knowing (i.e., whether an area was originally
designed and built to be a bunker), and because it estab-
lishes that certain areas are to be considered bunkers even
when they might not appear to be bunkers at all. The in-
numerable hazards at Whistling Straits make it a unique
and challenging course for the world’s top golfers. That is
fine, but if tournament officials are going to strictly con-
strue the rules of the game against players, the rules must
be unambiguous and comport with the standards set
forth by the official Rules of Golf. The Local Rule at issue
here does not, and Dustin Johnson was the unfortunate
victim of its ambiguity.

IV. Where to Go from Here

After Roberto De Vicenzo’s scorecard incident at
the 1968 Masters, fans and even some other professional
golfers denounced the seemingly unfair scorecard rule.5®
While many argued that the Rule should be changed or
that an exception should have been made, others argued
that there were other obvious measures that would have
prevented the incident from happening in the first place,
and the USGA immediately took steps to ensure that simi-
lar bookkeeping mishaps would not happen to players at
future events.%’

De Vicenzo’s failure to notice that his scorecard erro-
neously gave him a par 4 on the 17th hole rather than the
birdie 3 that he had made was mostly attributable to the
fact that after he finished his round, he did not have a qui-
et place where he could go to concentrate and review his
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card. After the incident, Don January, the PGA Champion
from the previous year, expressed that “I don’t think the
Rule should be changed but I think a separate area should
be established at the 18th green at every tournament
where players can go over their scores.”® Joseph Dey, the
USGA'’s executive director, agreed and proposed creat-
ing an isolation booth that would protect players from
the crowd and provide them with a private location to
check their scorecards after finishing their rounds.%® Dey
followed through, and a few days prior to the U.S. Open
later that season, the USGA'’s president Hord Hardin
announced that “the de Vicenzo incident has made us
aware of what can happen here. All our people have been
instructed to give players a quiet place at the 18th green
and [to] help them in every way.”%° Hardin even made
sure to provide a Rules official in the isolated scoring
area who would offer to help players tabulate their cards
before submitting them if they so desired.5! Ever since,
almost all professional golf tournaments have provided
players with a secluded place to review their scorecards.
Problem solved.

The bunker controversy at the 2010 PGA
Championship poses a problem of even greater magni-
tude that the PGA cannot afford to have repeated in the
future. Whereas the De Vicenzo incident highlighted only
the need to take certain measures to enable players to
more easily comply with a perfectly clear Rule, the Dustin
Johnson incident highlighted an untenable ambiguity in
the Local Rule on the play of bunkers at Whistling Straits,
where even the tournament officials themselves admit-
tedly could not visibly identify all of the existing bunkers
on the course.

Just as the USGA acknowledged that a curable prob-
lem had contributed to De Vicenzo’s mistake in the 1968
Masters and thereafter responded with an effective solu-
tion, the PGA should similarly acknowledge the inherent
problem with its Local Rule at Whistling Straits and take
appropriate steps to fix it for future events.

Nothing can be done to change the outcome of the
92nd PGA Championship—it is a sport. Bad calls happen,
which is part of the game. The question is where to pro-
ceed from here. The PGA needs to ask itself whether it is
worth risking the possibility of another leaderboard-alter-
ing-unidentifiable-bunker-scenario when the tournament
returns to Whistling Straits in 2015, or when it hosts the
Ryder Cup there in 2020. It is not. The faulty Local Rule
deprived Dustin Johnson of a chance to win the tourna-
ment in a playoff, and it deprived Martin Kaymer of a
major championship victory untainted by controversy.
For the sake of fairness and to prevent another bunker
blunder, the PGA must change the now infamous Local
Rule at Whistling Straits.

The very least that the PGA could do is (1) revise the
Local Rule to state that only bunkers within the specta-
tor ropes are to be played as hazards, and (2) mark any
bunker that sits on both sides of the ropes so as to clearly

identify the status of the area. This would mean that most
playable bunkers would be free from the erosion of spec-
tator foot traffic, making them easier to identify, and the
questionable areas that would be subjected to foot traf-
fic because they border spectator areas would be clearly
identified for players. The tournament officials would not
even have to locate every bunker on the course, but only
the potentially confusing ones near the ropes. Further, if
the officials also resolved to groom and maintain all of
the bunkers within the ropes, it would probably prevent
an incident similar to the one Johnson suffered from ever
happening again.

The confusion during the final moments of the 92nd
PGA Championship spoke for itself. The Local Rule on
the play of bunkers at Whistling Straits simply cannot
remain in effect during future tournaments without dam-
aging both the PGA’s credibility and the game of profes-
sional golf.
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Brady, et al. v. National Football League—Refining the
Legal Landscape of Collective Bargaining in the NFL and
Across North American Professional Sports Leagues

By Brian C. Laskiewicz

A Blog entry by Brian C. Laskiewicz is currently available at nybar.com/blogs/EASL, which updates the issues described herein with

regard to the NBA.

l. Introduction

Until July 2011, the dominant theme of news devel-
opments regarding professional football concerned the
ongoing collective bargaining negotiations being held be-
tween the National Football League (NFL or League) and
National Football League Players’ Association (NFLPA).
These negotiations moved at a very slow pace prior to
the outcome in the antitrust case of American Needle, Inc.
v. Nat’l Football League, which was decided by the United
States Supreme Court in May 2010.! Even so, the NFL
and NFLPA failed to make significant progress in their
collective bargaining negotiations in time to avoid the
expiration of the parties’ collective bargaining agreement
by March 11, 2011. This resulted in the decertification of
the NFLPA as a collective bargaining unit, a lockout insti-
tuted by the NFL, and antitrust litigation filed by current
and former players, which was a path cleared by way
of NFLPA decertification. Between March and July the
developments were centered largely on the cases of Tom
Brady, et al. v. National Football League, a class action filed
by current and incoming rookie players, and Carl Eller, et
al. v. National Football League, a class action filed on behalf
of retired players. These filings resulted in applications
for injunctive relief before both the United States District
Court for the District of Minnesota and the Eighth Circuit
Court of Appeals. The Eighth Circuit ruled that the NFL
owners had the right to impose the lockout, but suggest-
ed that rookies and free agent players could be entitled to
injunctive relief, and that the antitrust case-in-chief could
remain on track.? The two sides were then able to reach
an agreement on a new Collective Bargaining Agreement
(CBA) in July that preserved the current season’s full
schedule of regular season and playoff games, forcing the
cancellation of only a single preseason contest, the annual
Hall of Fame Game. This new agreement is significant
for both its terms, which include ten years of labor peace
until early 2021, as well as an indication that a new era
may have arrived with respect to the recognition of rights
between owners and players in North American profes-
sional sports leagues. This new era may be characterized
by a strong emphasis on the actual damages at issue and
respective rights of players and owners, whereby blanket
legal victories by players may no longer be assured, due
in large part to the significant rights and benefits gained
by players in years past. History and current circumstanc-

es indicate that this dynamic is not confined solely to the
realm of football, but may in fact be seen in the present
National Basketball Association (NBA) lockout, as well
as the labor negotiations taking place that involve Major
League Baseball (MLB), the National Hockey League
(NHL), and their respective player unions.

II.  Background of the Parties and Applicable
Law

A. National Football League

The NFL is the preeminent professional sports league
that conducts competitive games of professional Ameri-
can football. It was formed in 1920 by a number of inde-
pendent professional football clubs, and prior to 1922 was
known as the American Professional Football Association.
Originally existing on the fringe of the American college
and professional sporting landscape, the NFL gradually
obtained stability of its franchises and increased its stand-
ing in the world of sports and entertainment. The NFL
grew in size through a series of self-initiated expansions
and mergers with other leagues, including a partial merg-
er with the All-America Football Conference in 1950, as
well as a full merger with the American Football League
(1960 through 1970) that received the formal approval of
Congress in 1966, exempting the merger from antitrust
scrutiny.®

Along with the growth of television and mass media,
the NIFL became the most popular professional sports
league in the U.S. The NFL-AFL merger brought about
the Super Bowl championship game, which has grown
from a non-sellout debut in 1967 to the unofficial national
holiday that currently exists. The NFL has certainly used
its increased attention to promote the game and its star
players. Historic championship teams have benefited
from promotions. Much, if not all, of this increased atten-
tion by sports fans and the general public has come by
way of tremendous television, multimedia, and Internet
exposure, as well as through the extensive intellectual
property licensing and promotion conducted by the NFL
since the 1960s.* The expanded business earnings, as well
as collective bargaining negotiations and litigation involv-
ing the NFL and NFLPA, have brought about significant
and ever-increasing earnings shared between the NFL
and its players throughout the years.?
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B. National Football League Players Association and
Collective Bargaining

The NFLPA is the collective bargaining entity formed
by the players of the NFL, which primary purpose is to
represent the interests of the players with respect to work-
ing conditions and collective bargaining. The NFLPA
was originally formed in 1968, during a time in which
the players across various professional major team sports
leagues in North America were organizing and actively
fighting for a number of increased rights concerning com-
pensation and free agency.’

Throughout the years, the NFLPA pursuit of im-
proved player rights and working conditions has led to a
number of work stoppages, including the player strikes
that took place in 1974, 1982, and 1987. These labor dis-
putes were fought within the context of antitrust and
labor law, which have generally recognized collective
bargaining as a right of labor and that the business of
professional football must comply with antitrust require-
ments. Significantly, upon the expiration of a CBA be-
tween labor and management in a management-imposed
lockout or strike by labor often results. Whenever this
happens, management has the ability to impose work
rules based upon its most recent offer in negotiations,
which may then be subject to litigation by labor.” This is
precisely what transpired following the previous NFL
work stoppage, the players’ strike in 1987. The owners
imposed work rules in the aftermath of the strike. Several
lawsuits were then filed by or on behalf of NFL players,
which also involved the NFLPA’s move to decertify as a
collective bargaining entity for the purposes of the labor
dispute. The League subsequently operated without a
negotiated CBA until 1993, when the players won signifi-
cant victories in federal court. Prior to 1993, the players
enjoyed relatively little in the way of the right of free
agency. Following the resolution of litigation instituted by
the players, the NFL and NFLPA reached a deal on a new
CBA, which resulted in the tremendous expansion of free
agency rights, as well as the imposition of a salary cap
and increased revenue sharing among the teams.? Such
provisions were widely hailed for creating parity among
the teams, regardless of market size, and for providing
teams with the ability to become competitive in much
shorter timescales than ever before. Thereafter, relative
labor peace ensued until 2006, when the negotiations on
the current CBA were completed, leading to the present
climate.’

Conversely, management asserted the ability to im-
pose a lockout of players upon the expiration of a CBA,
which is what occurred following the expiration of the
2006 CBA on March 11, 2011. The NFL used this tactic by
imposing a lockout on March 12, 2011, which followed
the NFLPA's exercise of its ability to decertify as a collec-
tive bargaining unit, itself clearing the way for the players
to file an antitrust lawsuit challenging the NFL’s imposi-
tion of a lockout. This dynamic was further complicated

by the NFLPA’s filing of a legal challenge against the
NFL’s broadcast agreement, which had provided for ap-
proximately $4 billion in guaranteed television contract
revenues for the 2011 season (even if the season were
cancelled due to a lockout), asserting that such tactic pro-
vides an improper NFL team owners’ fund by which to
ride out any NFL work stoppage. The NFLPA prevailed
on this challenge at the district court level prior to the set-
tlement and new CBA in July 2011, which also resolved all
outstanding litigation, including the Brady antitrust suit
filed in March 2011, undoubtedly factors in determining
the relative negotiating power of the respective parties.'°

As set forth further below, the courts preserved the
general contours of antitrust and labor law in this dispute,
but resulted in a ruling suggesting that significant player
gains during the last 40 years across various professional
sports leagues have been substantial enough that players
would not automatically win litigation against owner-
ship in every dispute involving issues relating to labor,
collective bargaining, or compensation rights. Rather,
the opinion issued by the Eighth Circuit suggested that
the balancing of the interests of the parties, as well as in-
stant factual circumstances, could lead to more nuanced
legal analysis in the future. In order to understand this
dynamic, it is helpful to analyze both the Brady litiga-
tion and background of the general state of antitrust law
through the 2010 Supreme Court case, American Needle,
Inc. v. National Football League, which provided at least one
significant source of delay in the most recent NFL-NFLPA
negotiations toward the present CBA, as such talks did
not begin in earnest until after the May 24, 2010 decision
even though the NFL exercised a right under the 2006
CBA in 2008 to opt out of the agreement by 2011.1

C. Antitrust Background and American Needle

Section 1 of the Sherman Antitrust Act prohibits
“[e]very contract, combination in the form of a trust or
otherwise, or, conspiracy, in restraint of trade.”'? With the
historical exception and retrospectively historical odd-
ity of MLB, professional sports leagues have long been
subjected to the contours of antitrust law.'® The courts
have reviewed various practices of the NFL and other
leagues under antitrust analysis since at least the 1950s.1
As a result, the business practices of the NFL have a long
history of either being litigated, as in cases involving fran-
chise relocation and labor practices, or being the subject
of legislation designed to protect such activity from being
invalidated under the Sherman Act.1®

Antitrust law provides for two different standards
of review: (1) per se review for certain kinds of § 1 viola-
tions, where a restraint reveals a “predictable and perni-
cious anticompetitive effect;”1® and (2) rule of reason
review, which courts have commonly applied to other
types of enterprises, such as joint ventures, including
professional sports leagues, and involves fact-intensive
discovery along with a balancing test between competi-
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tive and anti-competitive effects.’” The rule of reason
standard of review has prevailed with respect to the NFL,
which had historically been regarded by the courts as

a joint venture of individually owned franchises. These
franchises competed at various levels while combining
their efforts to enhance their products in areas that were
beneficial, or even necessary, to the enterprise until tem-
porary uncertainty caused by the Seventh Circuit’s deci-
sion in American Needle. There, the single entity defense
gained some traction for the NFL.'® While the difference
between a joint venture and a single entity for limited
purposes (such as licensing) may appear to be subtle, the
difference is pronounced with respect to the subject mat-
ter of the instant litigation, as well as the broader applica-
tion to other aspects of the business of the NFL, especially
toward labor relations between the League and NFLPA.
For example, the NFL has long been subject to antitrust
requirements with respect to labor, working conditions,
collective bargaining, and other legal requirements.’® In
order for the NFL to institute and maintain certain types
of personnel practices that would be considered anticom-
petitive under antitrust law (such as a player draft, salary
cap, free agency rules, and other conditions concerning
wages, hours, and other working conditions), such prac-
tices would have to be collectively bargained with the
NFLPA so that they would fall within the “non-statutory
exception” safe harbor that protects collectively bargained
provisions from attack under antitrust law.?°

The law appeared to be settled prior to American
Needle and its ultimate resolution by the United States
Supreme Court, except for the existence, advocacy for,
and ultimately temporary application of the judicially rec-
ognized single entity defense. This defense stems largely
from Copperweld Corp. v. Independence Tube Corp., a case in
which the Supreme Court found that a parent corporation
and its wholly owned subsidiary were a single entity and
acting with a “complete unity of interest.”?! This finding
provided a critical distinction between a single entity and
joint venture, by clarifying that there were no separate
parts to a single entity, while a joint venture is deemed to
contain a number of constituent parts with both common
and diverging interests. This distinction was critical, be-
cause a single entity by definition cannot compete against
itself, which therefore exempts the entity from Sherman
Antitrust Act 81 scrutiny for any purpose that the entity is
deemed to operate as a single entity.??

B. American Needle v. NFL Litigation

American Needle, Inc. (American Needle), a longtime
manufacturer of apparel that had a licensing agreement
with the NFL through 2000, appealed the NFL'’s decision
to award an exclusive 10-year contract to Reebok for the
manufacture of NFL team apparel. Summary judgment
was entered by the district court in favor of the NFL, rea-
soning that the League, its teams, and licensing entities
had integrated their operations for intellectual property
purposes so that they should be deemed a single entity.?

The Seventh Circuit affirmed, and did not limit the appli-
cation of the single entity defense to intellectual property
operations.?* In response, both American Needle and the
NFL filed petitions for certiorari with the United States
Supreme Court. In contrast to American Needle’s ap-
peal of the rulings below, the NFL took the unusual step
of a successful party appealing the decision as part of a
calculated risk. The League saw the potential to gain a
long-coveted expansion of the protection of its business
practices from requirements under the Sherman Antitrust
Act, including conceivably altering the bargaining power
between the NFL and NFLPA substantially in favor of the
former.?

On May 24, 2010, the United States Supreme Court
reversed the decision of the Seventh Circuit by a unani-
mous 9-0 vote, a decision that attracted significant atten-
tion from the news media and members of the NFL and
NFLPA establishment.?® The opinion was delivered by
Justice John Paul Stevens, who was set to retire at the con-
clusion of the October 2009 Term. The Court remanded
the matter for pre-trial discovery and a trial on the spe-
cific facts of American Needle’s antitrust claims under the
rule of reason standard.?’” Notably, the Court rejected the
NFL’s single entity argument, indicating that “[a]lthough
NFL teams have common interests such as promoting the
NFL brand, they are still separate, profit-maximizing enti-
ties, and their interests in licensing team trademarks are
not necessarily aligned.”?® The Court also focused on the
potential competition among different teams in various
ways “to attract fans, for gate receipts and for contracts
with managerial and playing personnel, which included
competition with respect to intellectual property.”?°

The opinion defused a contention by the NFL that
an adverse ruling would turn every collectively made
League decision into an antitrust conspiracy by focusing
on the specific nature of the NFL'’s decision to award an
exclusive license to Reebok for the production of head-
gear, explaining that “[d]ecisions by NFL teams to license
their separately owned trademarks collectively and only
to one vendor are decisions that ‘deprive the marketplace
of independent centers of decisionmaking...and therefore
of actual or potential competition.”% Justice Stevens also
noted that “[t]he fact that NFL teams share an interest in
making the entire league successful and profitable, and
that they must cooperate in the production and schedul-
ing of games, provides a perfectly sensible justification
for making a host of collective decisions.”®! In this sense,
the Court distinguished the common interests in NFL
teams pursuing promotion of intellectual property from
their own competing interests relating to the desired
performance of each team’s own intellectual property as-
sets, thereby precluding a finding of single entity activity
supported in Copperweld, while also recognizing that a
certain level of cooperation among a group of actors may
be necessary to preserve a form of competition desired by
them.32 Accordingly, the status quo of antitrust law was
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preserved in this narrowly tailored decision, which would
permit the NFL and its teams to make a number of collec-
tive decisions, although the Supreme Court did not find
as to the legality of any particular decision, the merits of
each which would be subject to rule of reason analysis

in the event any collective decision of the League was
challenged.3®

C. Reaction and Impact on CBA Talks, May 2010-
March 2011

Following the Supreme Court opinion, a number of
individuals, including commentators and NFLPA Presi-
dent DeMaurice Smith, made observations indicating
that: (a) the pending nature of the American Needle deci-
sion was one of the main obstacles to meaningful labor
negotiations up to that point; and (b) that the actual out-
come provided a beneficial effect that enhanced the bar-
gaining power of the NFLPA vis-a-vis the NFL owners’
comments and actions that suggested preparation for an
extended lockout.>* Upon the announcement of the opin-
ion, Smith issued the following statement:

Today’s Supreme Court ruling is not
only a win for the players past, pres-

ent and future, but a win for the fans.
While the NFLPA and the players of the
National Football League are pleased
with the ruling, we remain focused on
reaching a fair and equitable Collective
Bargaining Agreement. We hope that
today also marks a renewed effort by the
NFL to bargain in good faith and avoid a
lockout.®

The NFL downplayed any link between American
Needle and the ongoing CBA negotiations, but chose to
focus on the positive aspects of the case and expressed a
commitment to reaching a new CBA in order to prevent
a work stoppage. NFL spokesman Greg Aiello stated that
the ruling “has no bearing on collective bargaining, which
is governed by labor law,” welcomed the recognition that
collective decisions by sports leagues may be protected,
and expressed confidence that the League would prevail
in the remanded lawsuit, “because the league decision
about how to best promote the NFL was reasonable, pro-
competitive, and entirely lawful.”38 NFL Commissioner
Roger Goodell indicated that talks with the NFLPA would
restart in June 2010, that the timing of an agreement was
unknown, a labor-cost number acceptable to owners and
players was the biggest obstacle, but that “[w]e will have
a labor agreement” that “will be collectively bargained
and not through the courts.”?’

It is clear that the outcome in American Needle elimi-
nated ambiguity that previously clouded the recent NFL
labor dispute, although the resolution of the case failed
to provide enough impetus to help the parties avoid a
subsequent lockout and litigation on several legal fronts.
Since the status quo was preserved, the NFLPA retained

its potential leverage to challenge on antitrust and labor
law grounds any possible League-imposed labor condi-
tions or lockout in the event a CBA was not reached by
March 2011.38 Sports attorney William David Cornwell, Sr.
described the opinion as a rare instance where a Supreme
Court decision is considered “landmark’ when it does
little more than maintain the status quo.® Still, it was only
the first significant development of what turned out to be
a long and difficult process for all involved. The expira-
tion of the salary cap and free agency system, which has
reduced the mobility of players between NFL teams, set
in motion a process whereby teams did not spend lav-
ishly for players, thereby creating uncertainty leading to
gridlock.*

Negotiations proceeded at a rather slow pace, with
the parties meeting on an irregular schedule, often with
weeks passing between bargaining sessions and state-
ments often being made at each other through the media,
rather than to each other. The CBA negotiations focused
on four main issues, relating to the $9 billion in revenues
that the NFFL generates on an annual basis: (1) a reduction
in the players’ receipt of 57 percent of football-related rev-
enues, essentially an increase from approximately $1 bil-
lion to $2 billion deducted off the top of revenues to cover
operating costs, in part due to NFL team investments in a
number of new stadiums built in recent years; (2) a rookie
wage cap, ending the blockbuster contracts that top draft
choices would receive ahead of proven veteran players;
(3) an increase in the schedule to 18 regular season games
per team; and (4) enhanced testing for performance en-
hancing drugs. During the course of the negotiations, a
fifth main issue was raised: removal of judicial oversight
by United States District Judge David Doty of the District
of Minnesota, as owners perceived a bias on the basis that
a number of significant rulings had been made in favor of
players ever since Judge Doty first had jurisdiction over
any legal matters involving the NFL (dating back as far
as 1988). Negotiations failed to produce tangible results
in advance of the expiration of the CBA, which was set
for March 4, 2011, and extended to March 11th during the
course of mediation sessions that took place in February
and March. As the deadline drew near without sufficient
progress, the NFLPA then took action to decertify and
permit the filing of the Brady class action.*!

D. White v. NFL Television Revenue Litigation

Shortly after the decision in American Needle, the
NFLPA sought to launch a counterattack aimed to reduce
the likelihood of a lockout by the filing of a legal chal-
lenge on June 9, 2010 against the NFL’s current broadcast
agreement with the television networks that broadcast
NFL games. These agreements provide the NFL with ap-
proximately $4 billion in guaranteed television contract
revenues for the 2011 season, even if it were cancelled
due to a lockout, although the event of a cancelled 2011
season would have resulted in reduced rights fees for fu-
ture seasons. The challenge by the NFLPA was designhed
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to attack what the NFLPA saw as the League’s strategy

of creating a lockout fund designed to ride out any NFL
work stoppage.*? The underlying authority for this chal-
lenge came from the 1993 settlement in White, which
included a clause engineered by Jeffrey Kessler (whereas
the current lead attorney for the NFL players), that re-
quired the NFL owners to maximize revenue during the
term of the agreement and prohibited “transactions that
circumvent” this duty.*® Mr. Kessler recently explained
that this clause was written to “protect the players against
what is happening now.”* This most recent challenge
considered whether the NFL had given away valuable
content in breach of the CBA, and included an analysis
of individual agreements with DirecTV, Fox, ESPN, NBC,
and other broadcasters. Proceedings were initially consid-
ered by Special Master Stephen Burbank of the University
of Pennsylvania, and were subject to appeal through the
United States District Court for the District of Minnesota
and the Eighth Circuit. The NFLPA challenge was a po-
tential threat to NFL team owners who were subject to
going from projecting profits to potentially losing income
and facing stadium and interest payments in the event of
a lockout that resulted in the cancellation of the 2011 NFL
season. The NFLPA indicated that such television monies
should be deposited into an escrow fund via court order,
which would provide additional leverage for the NFL’s
players.*> After Special Master Burbank initially ruled in
favor of the NFL, the NFLPA appealed this decision to
United States District Judge David Doty in the District
Court for the District of Minnesota. Judge Doty reversed
the decision, criticizing legal errors where the NFL had

a duty to represent the best interests of both owners and
players in making television contractual agreements.
Judge Doty also cited an NFL “Decision Tree” that il-
lustrated League intent: “Moving forward with a deal
depended on the answer to the questions: ‘Does Deal
Completion Advance CBA Negotiating Dynamics?’ If yes,
the NFL should ‘Do Deal Now’; if no, the NFL should
‘Deal When Opportune.”” Judge Doty wrote that “[t]he
record shows that the NFL undertook contract renegotia-
tions to advance its own interests and harm the interests
of the players.”*® The ruling prevented the NFL from ac-
cessing such monies during the remainder of the labor
dispute and subjected the parties to a potential award of
up to $707 million in damages to NFL players (though an
order was not issued to this effect prior to the amicable
resolution of all outstanding issues). This litigation had a
significant ancillary effect on the status of overall negotia-
tions, although the main action was fought on the Brady
antitrust front, as set forth below.*’

[ll. Brady v. NFL Litigation
A.  NFLPA Decertification and District Court
Litigation over Injunctive Relief

March 11, 2011 was the expiration date of the most
recent CBA, and therefore the date by which the NFLPA
needed to decertify in order for players to be able to file

antitrust litigation or be unable to exercise such right

for six months pursuant to the CBA. In addition, on that
date federal law would have prevented the filing of anti-
trust litigation in a dispute involving labor-related issues
where a labor union served as the authorized collective
bargaining entity on behalf of labor. Therefore the NFLPA
took formal action on March 11th to decertify, relinquish-
ing its right to collectively represent NFL players in the
ongoing labor dispute with the NFL. On the same date
and immediately following decertification, 10 NFL play-
ers led by Tom Brady, Drew Brees, and Peyton Manning
filed a class action against the NFL and each of its 32
franchises.*® The named plaintiffs chosen for this class
represented a cross-section of different players, including
superstars, role players, players under contract for fu-
ture seasons, players who were set to become free agents
upon the expiration of the CBA, and an incoming rookie
expected to be selected in the 2011 NFL Draft.*® As with
other litigation involving the NFL and its players, the
action was filed in the District of Minnesota, the jurisdic-
tion established in the Stipulation of Settlement between
the NFL and NFLPA stemming from the resolution of
White. The Complaint also asserted that jurisdiction was
brought under 84 and §16 of the Clayton Act and 81 of
the Sherman Antitrust Act.>° Class certification pursuant
to Rule 23(b) of the Federal Rules of Civil Procedure was
also sought for the “Under-Contract,” “Free Agent,” and
“Rookie” sub-classes based upon each player’s respective
contract status.>

The Complaint contained further allegations, includ-
ing: (1) the character of NFL business in terms of inter-
state commerce along with a recitation of the history of
legal recognition of the relative monopoly power of the
NFL;% (2) factual allegations concerning the instant labor
negotiating and decertification process;>® (3) a description
of player acquisition rules provided under the terms of
the CBA that might otherwise be considered anti-compet-
itive under antitrust law, such as the pending imposition
of a lockout by NFL team owners, conducting the 2011
NFL Draft of rookie players without a CBA in place, the
existence of a League-wide salary cap on all teams’ pay-
rolls, and free agency restrictions such as “franchise tags”
that allow a team to prevent a single free agent player
from hitting the open market;>* and (4) the nature of ir-
reparable harm to be suffered by NFL players if a lockout
was not enjoined from operation, in part due to the nature
of difficulty in estimating monetary damages, the need
for players to constantly demonstrate their skills, and
short nature of players’ careers.>® The players included
seven causes of action based upon violations of 81 of the
Sherman Antitrust Act. This was due to the imposition of
a lockout by the NFL and conducting the 2011 NFL Draft,
maintenance of free agency restrictions and a salary cap
without a controlling CBA, breach of contract and tortious
interference of contract or prospective contract rights of
players, as well as declaratory judgment concerning the
legality of the decertification of the NFLPA and filing of
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the Complaint, based in part upon the NFL’s previous
filing of a complaint in February 2011 with the National
Labor Relations Board anticipating the decertification and
asserting that such was a “sham” designed solely to seek
damages under antitrust law (an argument that the NFL
had previously and unsuccessfully made following the
NFLPA decertification in 1989 that ultimately led to the
1993 CBA).%8 In addition to seeking monetary damages
in the Complaint, the Brady plaintiffs also sought in both
their Complaint and a motion seeking injunctive relief

in the form of enjoining the lockout and to declare vari-
ous player acquisition practices illegal in the absence of
a CBA. Although the players sought to have continued
practices, such as the NFL Draft, declared illegal in their
requested relief, the common belief was that the players
really sought an injunction to end the lockout as well as
better leverage in the labor negotiations.5’

Following the decertification and the Brady plaintiffs’
filings, the NFL imposed a lockout on March 12th that
froze all League activities concerning player acquisi-
tion and free agent signings of veteran players, includ-
ing those who were either currently under contract or
who were free agents by way of the expiration of their
previous contracts. Such activities also prohibited play-
ers from engaging in contacts with all team staff, such as
coaches, and denied players access to team facilities, such
as weight rooms. Oral argument was held for the motion
on April 6, 2011, and thereafter, on April 25, 2011 United
States District Court Judge Susan Nelson issued an or-
der providing for a preliminary injunction that lifted the
lockout.5®

Judge Nelson issued this order in the form of an 89-
page opinion that asserted jurisdiction over the Brady
plaintiffs’ request for a preliminary injunction, found that
the players demonstrated the threat of irreparable harm,
found a likelihood of success on the merits, and enjoined
the lockout.>® As a threshold matter, Judge Nelson dealt
with the main contention of the NFL, which concerned
the power of a district court to issue injunctive relief in
a labor dispute. First, Judge Nelson rejected the NFL'’s
argument that the matter was governed by labor law as a
labor dispute, and not as an antitrust matter based upon
the National Labor Relations Act of 1935, also known as
the Wagner Act, as well as the Norris-LaGuardia Act of
1932.%0 In connection with the National Labor Relations
Act, Judge Nelson found that the National Labor Rela-
tions Board did not hold exclusive jurisdiction pursuant
to any statutory policy, and that policy considerations
favored the instant district court hearing where issues of
delay and irreparable harm were concerned.5! The court
held that the Norris-LaGuardia Act, which was enacted
to restrain federal courts from issuing injunctive relief
in non-violent labor disputes, (which had the effect of
protecting organized labor activities from the issuance of
injunctive relief in favor of employers on the basis that
actions by organized labor to provide economic pressure

would be in violation of the Sherman Antitrust Act as
restraints on trade) was inapplicable to the instant matter,
where the NFL players were no longer being represented
by the NFLPA, which had decertified and no longer
served as the collective bargaining unit for the players.5?
Finally, Judge Nelson found that the Brady plaintiffs had
demonstrated the possibility of irreparable harm by way
of the relatively short length of playing careers and the
need for players to maintain their abilities to perform in
their profession, as well as the likelihood of success on the
merits based upon the alleged Sherman Antitrust viola-
tions, and the public interest weighing against the lockout
due to the significant economic impact that would result
from the cancellation of 2011 season games. Accordingly,
the district court found that the NFLPA disclaimer for col-
lective bargaining purposes was legitimate, and the lock-
out was enjoined. A parallel application filed by the Eller
plaintiffs was declared moot.%?

B.  Eighth Circuit Appeal

The Brady plaintiffs and remaining NFL players brief-
ly obtained the ability to access team facilities, resulting in
workouts and obtaining new playbooks, which were es-
pecially significant for incoming rookies and teams whose
coaching staffs and/or playing systems had changed
during the 2010-2011 offseason.®* After failing to obtain a
stay from the district court, where the NFL resisted imple-
menting the order insofar as acting on player acquisition,
the League obtained a pair of orders from the United
States Court of Appeals for the Eighth Circuit. The first
of these orders came on April 29th, where by a 2-1 vote
United States Circuit Judges Steven Colloton and Duane
Benton issued a decision providing for a temporary stay
of the district court’s order pending review of a possible
full stay during the NFL’s appeal. Circuit Judge Kermit
Bye provided the dissenting vote, arguing that temporary
stays should be issued only in emergency circumstances
the likes of which appeared not to be present in the Brady
case.® A full stay pending the ultimate appeal was is-
sued on May 16th, again by a 2-1 vote of the Eighth Cir-
cuit panel.%® During the course of these applications and
orders, the Eighth Circuit signaled that it was leaning
toward the position presented by the NFL with respect
to the Norris-LaGuardia Act, which would provide that
such is applicable to labor disputes that included matters
where collective bargaining units, such as the NFLPA,
had decertified. Oral argument was held on June 3, 2011.
During this time, the Eighth Circuit encouraged the par-
ties to resolve their differences outside of the Court, and
Judge Bye warned that the decision to be issued by the
Court would be such that neither side would be happy
with the result.%”

On July 8th, the Eighth Circuit issued its decision on
appeal, affirming its prior orders by the same 2-1 vote
beforehand, with Judge Colloston writing the majority
opinion. In this opinion, the court ruled that the Norris-
LaGuardia Act applied to all non-violent labor disputes,
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including those where a collective bargaining unit had
provided a disclaimer, such as the decertification filed by
the NFLPA in this case. Indeed, the Eighth Circuit ruled
that the Norris-LaGuardia Act applied even where no
union was present as a formal party, and that antitrust
litigation did not have the effect of trumping labor dis-
putes, specifically opining that “[w]hatever the effect of
the union’s disclaimer on the League’s immunity from
antitrust liability, the labor dispute did not suddenly
disappear just because the Players elected to pursue the
dispute through antitrust litigation rather than collective
bargaining.”® While this portion of the decision main-
tained the status quo on the lockout and favored the NFL
and its team owners, other aspects of the ruling appeared
to favor the NFL players. Significantly, the ruling did not
consider the NFL argument that the labor-antitrust statu-
tory exemption preventing antitrust litigation extended
beyond the NFLPA decertification date, thereby reserving
the antitrust litigation and potential for treble damages, a
rather significant aspect of the underlying litigation. Fur-
ther, the ruling also provided that free agent and rookie
players not under contract might be able to maintain
injunctive relief, although evidentiary hearings would

be required.®® Judge Bye provided a dissenting opinion
maintaining that the Norris-LaGuardia Act’s prohibition
against the issuance of injunctive relief by federal courts
in non-violent labor disputes was intended by Congress
only to apply to unions that strike, and not on employers
that impose lockouts.”™

IV. NFL-NFLPA Agreement on New CBA

The NFL and NFLPA ultimately reached an agree-
ment on a new CBA on July 26, 2011, following the previ-
ously outlined sequence of events. In addition to the anti-
trust litigation and pending television contract litigation,
the parties conducted a series of mediation sessions with
District of Minnesota Chief District Judge Arthur Boylan
throughout June and July. An agreement was struck dur-
ing the time in which training camps were set to open,
even forcing the cancellation of the annual NFL Hall of
Fame Game in Canton, Ohio, traditionally the start of
the NFL Preseason. This game had been scheduled for
August 7, 2011, to feature the St. Louis Rams and Chicago
Bears. In addition to the overall urgency that the sides
felt with respect to the loss of revenues that would be in-
curred due to the loss of both Preseason and Regular Sea-
son scheduled games (among other things), the NFLPA
also reportedly disclosed to the NFL that it had taken
out its own insurance policy, indicating that the players
had greater capacity to financially withstand a prolonged
lockout than had previously been believed.”

The parties reached an agreement on a reduced per-
centage of revenue to be provided toward players, but
offset by an expanded definition of revenues and imposi-
tion of a salary cap and floor system, increasing league
minimum player salaries, imposing minimum require-
ments that teams would have to spend on players, vary-

ing by year but located within the 95 to 99 percent range
of the salary cap value. The new CBA was set for a 10 year
term, expiring in March 2021. The players also triumphed
in terms of enhanced player safety, reducing the amount
of offseason workouts required, as well as delaying any
expansion of the regular season schedule from 16 to 18
games for at least three seasons, and even then subject to
negotiations. The NFL owners were able to obtain a lack
of judicial oversight and instead have disputes submitted
to arbitration, a significant departure from the judicial
oversight through the District of Minnesota, present for
approximately 20 years as of the present time. In the pro-
cess, all litigation matters were amicably resolved and the
NFLPA was reconstituted and recertified as the collective
bargaining entity for NFL players, just as had occurred in
the resolution of the labor negotiations that were resolved
in 1993.72

V. Conclusions—Implications for the NFL and
Other Sports Leagues

Going forward for the NFL and NFLPA, it appears
that the era of nearly automatic legal victories on behalf
of the players in antitrust litigation may be ending, as the
gains of the last several decades have taken players all
the way from fully restricted and relatively low paid per-
formers to extremely well-compensated athletes with sig-
nificant freedom of movement among League teams. The
Eighth Circuit’s ruling did not provide either side with a
blanket victory, although the lockout was allowed to pro-
ceed. Furthermore, the possibility of permitting unsigned
classes of players to seek injunctive relief, albeit with evi-
dentiary hearings, as well as the players to continue with
the antitrust case-in-chief, strongly suggests that future
sports labor and antitrust litigation may be decided by an
approach that attempts to account for actual damages and
balance the interests of players and owners.”

The NFL-NFLPA saga has had the effect of maintain-
ing the status quo in terms of collective bargaining rights
across professional sports leagues with respect to team
sports, which is dictated within each sport at least in
part as a function of the relative strength of each players’
union. The NHL and National Hockey League Players’
Association (NHLPA) previously extended their present
CBA by one year from expiring at the end of the 2010-2011
season to the conclusion of the 2011-2012 season, and are
in the process of seeking an additional extension, perhaps
seeking to avoid the damage inflicted by the 2004-2005
lockout where the entire season was lost, and curiously
where the NHLPA never attempted to decertify and file
an antitrust lawsuit. Interestingly, the prior actions of
the NHLPA and its new leadership, former MLBPA chief
Donald Fehr, seem intent on taking a harder line in a bar-
gaining period likely to begin in 2012 where further sal-
ary rollbacks, player revenue percentage rollbacks, length
and variability of annual payments over the lifetime of
player contracts, team revenue sharing, and continued
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player participation in the Winter Olympics are likely to
all become significant issues.”

MLB and the Major League Baseball Players’ As-
sociation have also been working toward reaching an
agreement to extend labor peace beyond the expiration
of the current agreement following the end of the 2011
season, without a trace of harsh rhetoric from prior labor
disputes, such as the 1994 players’ strike that resulted in
the cancellation of the World Series. Indeed, the present
MLB discussions have included topics such as potential
disciplinary penalties for DUI offenses, league realign-
ment, and expanding the number of teams that qualify for
the Playoffs.”

“In the uncertain landscape of collective
bargaining in professional sports leagues
in North America, the only certainty is
that the course of litigation that includes
the American Needle and Brady cases has
had a rather significant role in shaping
the legal landscape of professional team
sports for a number of years to come.”

However, the NBA and National Basketball Players’
Association (NBPA) have engaged in rather acrimonious
discussions that bear some resemblance on the surface to
that of the NFL and NFLPA, where the NBA owners are
seeking significant changes to the cost structure of the
game. The financial circumstances are somewhat worse
for the NBA than the NFL, creating a potential distinction
in the context of any hypothetical NBPA decertification
and players’ pursuit of antitrust litigation. On October
10th, NBA Commissioner David Stern announced that
the first two weeks of the season were cancelled due
to the ongoing lockout and state of labor negotiations,
characterizing the state of discussions as containing a sig-
nificant gulf “on virtually all issues,”’® primarily related
to the proposed division of “Basketball Related Income”
between owners and players. The owners are seeking a
significant reduction in the percentage allocated toward
players’ salaries, as well as the structure of a stricter luxu-
ry tax system, which the NBPA views as the equivalent of
a hard salary cap without the kinds of exemptions used in
years past, both of which are unwelcome developments
to players. NBPA Executive Director Billy Hunter stated
that the owners’ plan has consistently been to cause the
players to miss game checks in an effort to pressure them
into accepting an agreement, saying, “I’m convinced that
this is all just part of the plan.” Hunter added the follow-
ing: “I think everybody’s waiting for the players to cave.
... They figure that once a player missed a check or two,
it’s all over. I’'m saying...that would be a horrible mistake
if they think that’s going to happen, because it’s not going
to happen. The players are all going to hang in.”"’

The relative positions of the respective leaders and
sides are reminiscent of 1998, when a lockout lasted for
204 days, resulting in a reduced 50-game schedule for
each team. NBPA President Derek Fisher of the Los An-
geles Lakers acknowledged that union decertification
remained a possibility, although there was no specific mo-
mentum toward such a decision. Still, Hunter did not be-
lieve the entire 2011-2012 season was in jeopardy. By way
of reference, the NBA has had three prior work stoppages,
all lockouts: 1995 (74 days), 1996 (1 day), and 1998-1999
(204 days).

As of this time, the NBPA has considered, but has
stopped short of decertifying and pursuing antitrust liti-
gation, although such tactics remain viable due to the out-
come of the NFL-NFLPA labor-related events of 2010 and
2011, including significant litigation in federal court.”®

In the uncertain landscape of collective bargaining in
professional sports leagues in North America, the only
certainty is that the course of litigation that includes the
American Needle and Brady cases has had a rather signifi-
cant role in shaping the legal landscape of professional
team sports for a number of years to come.
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Are There Rules on YouTube?;

A Guide to Creating an Original Web Series

By Alix Claps

Introduction

More than half of all U.S. adults, including almost
70 percent of adult Internet users have downloaded or
watched a video online.! In December 2006, 33 percent of
those viewers watched video on video-sharing sites, such
as YouTube or Google Video, but by June 2010, that had
gone up to 61 percent.2 A comScore report reveals that in
July 2011 there were over 180 million total unique viewers
who averaged 1,107 minutes per viewer and over six bil-
lion viewing sessions.® Google Sites, for which YouTube
is the primary video site, accounted for over 158 million
of those users, and over three billion viewing sessions.*
In contrast, the next most popular property is VEVO,
which had nearly 62 million viewers and approximately
502 million viewing sessions.® At this point, YouTube is
the largest. “YouTube provides a forum for people to con-
nect, inform, and inspire others across the globe and acts
as a distribution platform for original content creators
and advertisers large and small.”® It therefore follows that
YouTube should be the 21st Century equivalent of “we’ve
got a barn, let’s put on a show!”

Making and uploading online video takes only the
equipment available to most households these days.
While many videos uploaded are in the style of “baby’s
first steps™ or “my dog can talk,” there are artists creating
original scripted content for Internet distribution, also
known as New Media, and depending on the talent they
use to write and perform, there may be legal consider-
ations of which they are unaware. This article explains
what an aspiring producer of a web series needs to con-
sider so that rules are not inadvertently violated, and
about the protections provided to original content on the
Internet.

I.  Responsibilities

A. Actors

Whether a producer has any responsibilities to his
or her actors depends on who the actors are. While that
may seem to be the tail wagging the dog, there are many
ways in which this flexibility is positive. A cursory glance
at a non-exhaustive list of web series’ and the Streamy
Awards Nominees® reveal many series that seem to be
base amateur original work, but also a surprising number
that are linked to existing television series,® or which are
produced by major television studios.!® There are also
many independently produced web series that use pro-
fessional actors, such as PG Porn!! or perhaps the most
famous web series to date, Dr. Horrible’s Sing-Along Blog.12
These are the web series most likely to seek outside legal

advice, and consequently the ones most likely to have
obligations of which the producers are unaware. In the
last few years, several series have emerged around the
theme of struggling actors. Created partly out of an excess
of creative energy and partly out of the hope that the web
series would provide exposure and career advancement,
The Battery’s Down,'3 Submissions Only,4 and An Actor Pre-
pares'® (to name only a few) each utilize several elements
that may have union requirements, depending on the sta-
tus of the various talents used in the show.®

The three series use professional actors, under the
technical definitions of the term. When an actor joins Ac-
tors’ Equity Association (AEA), the Screen Actors Guild
(SAG), the American Federation of Television and Radio
Artists (AFTRA), or any one of several other unions that
are members of the Associated Actors and Artistes of
America (4As), he or she agrees not to accept work on
a non-union project. SAG calls this “Global Rule One,”
which states: “No member shall work as a performer or
make an agreement to work as a performer for any pro-
ducer who has not executed a basic minimum agreement
with the guild which is in full force and effect.”%’

As of January 1, 2009, SAG applied Rule 1 to New
Media,8 although that expansion of Rule 1 specifically
allows that “SAG Members may work in New Media
under an AFTRA Agreement.”2® AFTRA’s New Media
Agreements, extrapolated from the Exhibit A (and the CW
supplement)? and the Network Television codes, went
into effect in 2008.2 Therefore, if a producer wishes to
use an AEA, SAG, or AFTRA actor in a web series, he or
she must negotiate with either SAG or AFTRA for a New
Media contract. Yet which union? They overlap control
for certain types of productions in traditional media, most
notably dramatic, or scripted, television.22 The unions
extrapolated their New Media agreements from their
existing television agreements, so the agreements do not
offer any specific guidance as to what type of web series
should seek which union’s contract.?® If SAG and AFTRA
are ever able to reach a One Union agreement, which has
been under discussion for over a decade, the then televi-
sion and web series uncertainty should be clarified.?* In
the meantime, the simplest solution may be to consider
which actors who are wanted for the project are already
members of SAG or AFTRA, and seeing which union has
more members involved. Again, while this may seem to
be the tail wagging the dog, these projects are in large
part begun with the involvement of a group of friends
who want to work together, rather than the issuing of a
casting notice.
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Both unions have made it remarkably simple to be-
come a producer of a New Media project. They seem to
agree with what the statistics above suggest—that the
Internet is the next big market for original program-
ming—so they want to make sure that their members are
protected. As the market gets bigger and its profile grows
exponentially, the regulations may become as complicated
as the current television agreements. For now, however,
they remain friendly to the less experienced producer.

The Screen Actors Guild provides all of the instruc-
tions and forms required for a producer on its website.?
The five required documents can be submitted via email,
with a deadline of only two weeks before the first day of
shooting.?® Assuming the production qualifies for a New
Media agreement, a contract will be issued, and some
additional paperwork will be required as the produc-
tion moves forward.?” There is no fee to become a SAG
New Media producer, nor is there a minimum rate for
pay scale, other than federal and state minimum wage
requirements.?® Without reprinting the entire agreement
here, certain sections are worth a specific mention.

Pension and Health Plans:2° SAG members employed
as Performers under the New Media Agreement are en-
titled to a 15.3 percent Pension and Health Contribution
from the producer.2® SAG Background Actors have a 15
percent Contribution rate. An individual contract may
have a contribution limit.3!

Reuse (Residuals): In most cases, where the original
work is posted on a no-pay site, like YouTube, no pay-
ment of residuals is required. Should the original work
be posted on a for-pay site, after the initial 26 consecutive
week period covered by the initial compensation, residu-
als in the amount of 3.6 percent of the Distributor’s Gross
will be due, if the Original Program was budgeted at or
above $25,000 per minute.®? If the New Media program is
eventually exhibited in traditional media (i.e. the release
of Dr. Horrible’s Singalong Blog on Netflix), other residu-
als will apply as per the side letter on Programs Made
for New Media in the Basic Agreement and Television
Agreement.

Non-union performers also in the original work: For any
principal cast member who is not already a member of
SAG, a Principal Performer Taft-Hartley Report must be
submitted, explaining why this non-SAG actor was cho-
sen.3* Likewise, if any of the first 10 background actors
hired per day is not SAG, a Background Performer Taft-
Hartley Report must be filed.3

AFTRA, on the other hand, actually has two separate
New Media agreements, one based on Exhibit A of the
AFTRA Network Code and the CW Supplement, which
covers original scripted dramatic shows,3® and one based
on the AFTRA Network Television Code, concerning non-
dramatic original programs.?’ Like the SAG agreement,

AFTRA covers the principal performers, and the first 10
background actors on a given day.®®

AFTRA also includes a category under the Exhibit
A agreement, called “Experimental New Media Produc-
tions,” which basically applies to low-budget original
New Media productions “(1) for which the actual cost
of production is either: (a) $15,000 or less per minute of
program material as exhibited, or (b) $300,000 or less per
single production as exhibited, or (c) $500,000 or less per
series of programs produced for a single order; and (2)
does not utilize a “covered performer.”?® The definition of
“covered performer” was expanded as of July 2011 to in-
clude “any individual who has previously been employed
as a principal performer under a SAG or AFTRA contract
and who is engaged as a principal performer in the Made
for New Media program.”*° That definition joins others
from the 2008 New Media agreement, which includes (but
is not limited to) actors with:

...at least two (2) television...or theatri-
cal credits; ...at least two (2) credits in a
professional stage play (e.g. Broadway,
Off Broadway (as that term is understood
in the live theatre industry), under the
LORT, COST, or CORST contracts or as
part of an Equity national tour)...or...has
been employed as a principal performer,
announcer, singer or dancer in a national
television or radio commercial, interac-
tive game, or non-broadcast/industrial
production.*!

The parameters for residuals under the AFTRA Ex-
hibit A New Media agreement are the same as those for
the SAG New Media Agreement.*? There are also addi-
tional residual requirements for New Media programs as
listed in the Exhibit A formulas.*® Notably, the terms of
the AFTRA Network New Media agreement for the provi-
sions listed are the same as those for the AFTRA Exhibit A
New Media agreement.*

In reality, the union actor is the one who is respon-
sible for not taking non-union work. A producer has the
option to elect to produce an entirely non-union show.
However, when he or she decides to use union talent, he
or she must enter into and adhere to a union agreement.
The ramifications of ignoring the union agreements when
using non-union talent are unlikely to be legal in nature.
What may happen, however, is that the actor will be per-
manently kicked out of the union and the producer may
be unable to enter into a union contract at a later date.

B. Writers

While union actors may be the most likely union
members a producer of New Media will hire, they are not
the only ones. For example, if the producer wishes to em-
ploy a professional writer, a member of the Writers Guild
of America (WGA), the producer must be familiar with
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WGA's requirements for New Media. Coverage for writ-
ing in New Media was one of the outcomes of the 2007-
2008 Writers Guild strike.*® The production company
must first become a signatory to the WGA Theatrical and
Television Basic Agreement (MBA), because WGA mem-
bers are under restrictions similar to those of SAG and
AFTRA actors: they cannot work for any non-signatory. 46
In this case, the WGA supplies a list of situations in which
a writer would qualify as a “professional” writer for the
purpose of a New Media project.*” Even if none of the
writers of a project are considered “professional” writers
by the WGA, if the budget for the project exceeds certain
thresholds, an MBA is still required.*®

Compensation: Again, as with the SAG and AFTRA
agreements, there is no minimum compensation for origi-
nal New Media projects, although pension and health
contributions are based on whatever the actual compensa-
tion is, and billed at 14.5 percent.*?

Credits: The WGA has approval over the writing
credits, so a Notice of Tentative Writing Credits must be
submitted to the WGA.*® For scripted dramatic program-
ming, the screen credit must read “Written By,” and for
other programming, “Writer” or “Writers” is the credit
form.5! There may also be a “Created By” or “Source Ma-
terial By” credit.5?

Residuals: For original New Media released on free
access platforms, such as YouTube or Hulu, there are no
mandatory residuals.* If the work is released on a paid
platform, no residuals are required for the first 26 weeks,
but after that, if the budget of the show exceeds $25,000
per minute, residuals in the amount of 1.2 percent of the
distributor’s gross are due.>* Should the project ever be
reused on traditional television, other residual require-
ments apply as well.»®

Separated Rights: There are certain rights to the ma-
terials that are not given to the producer under an MBA,
when the copyright is otherwise turned over to the pro-
ducer, which are known as Separated Rights.>® For New
Media, the separated rights include:

First, if an original New Media program
becomes the basis for a television show
or feature film, and the writer of the New
Media program also writes the television
show or feature film, the writer may be
entitled to separated rights in the televi-
sion show or feature film. The sole fact
that the story was first developed for
New Media will not prevent separated
rights from existing in a traditional media
project.

Second, if the writer of an original New
Media program would have been entitled
to separated rights had the program been
written for free television, the writer re-

tains television and theatrical separated
rights. The writer may exploit these
rights or sell them to a party other than
the Company; however, the Company
has a right of first refusal if the writer
intends to sell the television or theatrical
rights to a different party.5’

These rights may be purchased from the writer separate
from the New Media agreement at any time, through a
written agreement and additional compensation.®® If an
original series is distributed entirely through New Media,
a writer may be entitled to sequel payment if certain con-
ditions apply.>°

Writer Owned Companies: If the producer is also the
writer, and intends for the New Media project to count
towards the WGA membership requirement, the WGA
will have to confirm that the production company is
bona fide.%° Additionally, more complicated requirements
surround the pension and health contributions for self-
employed writers.5!

WGA, like the acting unions, is aware of the power of
Internet television. While at this time there is more expo-
sure and business in reruns on Hulu, Netflix streaming,
and network television websites than in original content,
the WGA is protecting the role of professional writers
in New Media. If a producer is looking to hire a WGA
writer, he or she should be prepared to enter into an MBA
for the project.

C. Composers

Several of the New Media projects created and pro-
duced in recent years utilize original music, written by
a variety of contributors. Somewhat surprisingly, the
American Society of Composers, Authors and Publish-
ers (ASCAP), which handles licensing for non-dramatic
performances of songs from dramatic productions, does
not handle licensing for a dramatic performance of the
same.®2 ASCAP, Broadcast Music, Inc. (BMI), and SESAC
license previously recorded music for the Internet, radio
streaming or website background music.52 The producer
for an original web series seeking music to be used in the
dramatic context must interact with the composer or the
music publisher directly to reach an agreement.*

Hal Leonard is the world’s largest music publisher,
which publishes the music of many musical theatre
composers/lyricists.%® Hal Leonard is able to provide
broadcast licenses for works that it publishes,® but only
a non-dramatic performance,’” and, of course, only for
works already published. Many composers and lyricists
are members of the Dramatists Guild of America (DGA).
However, the DGA is not a collective bargaining organi-
zation; it merely maintains sample contracts for members
to use as a basis for their own negotiations.%8 The Song-
writers Guild of America (SGA) helps facilitate contracts
and collect royalties for songwriters who join, for a per-
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centage of the royalties brought in per year.®® However,
because no organization exists to handle collective bar-
gaining on behalf of composers, there are no specific rules
that producers need to follow in striking an agreement to
acquire new music for an original web series.

Although there are no guild requirements of concern,
a producer should still formalize an agreement with his
or her composing team. The WGA contract may function
as a useful reference for what issues should be built into
those agreements.

D. YouTube Terms of Service

Some original web series may choose to self-dis-
tribute, by posting the video directly to an independent
website. However, there are some advantages to using a
video site such as YouTube to upload the video, even if
it is additionally embedded on an independent website.
There are certain responsibilities that go along with those
advantages, listed in YouTube’s Terms of Service:

3. YouTube Accounts

A. In order to access some features of the
Service, you will have to create a You-
Tube or Google account. You may never
use another’s account without permis-
sion. When creating your account, you
must provide accurate and complete in-
formation. You are solely responsible for
the activity that occurs on your account,
and you must keep your account pass-
word secure. You must notify YouTube
immediately of any breach of security or
unauthorized use of your account.

B. Although YouTube will not be liable
for your losses caused by any unauthor-
ized use of your account, you may be
liable for the losses of YouTube or others
due to such unauthorized use.”

These provisions do several things. By requiring the cre-
ation of an account that contains identifying information
that must be “accurate and complete,””! YouTube ensures
that there is someone to hold responsible for the content
uploaded through that account, in case of copyright viola-
tions or obscenity. By creating the requirement that users
report any unauthorized use of their accounts, YouTube is
placing the responsibility on the users, preventing a later
claim of “someone must have hacked my account” if any
problems arise.

There are also Terms of Service specific to accounts
that choose to upload content:

6. Your Content and Conduct

A. As a YouTube account holder you may
submit Content to the Service, including
videos and user comments. You under-

stand that YouTube does not guarantee
any confidentiality with respect to any
Content you submit.

B. You shall be solely responsible for your
own Content and the consequences of
submitting and publishing your Content
on the Service. You affirm, represent,

and warrant that you own or have the
necessary licenses, rights, consents, and
permissions to publish Content you
submit; and you license to YouTube all
patent, trademark, trade secret, copyright
or other proprietary rights in and to such
Content for publication on the Service
pursuant to these Terms of Service.

C. For clarity, you retain all of your own-
ership rights in your Content. However,
by submitting Content to YouTube, you
hereby grant YouTube a worldwide,
non-exclusive, royalty-free, sublicense-
able and transferable license to use,
reproduce, distribute, prepare deriva-
tive works of, display, and perform the
Content in connection with the Service
and YouTube’s (and its successors’ and
affiliates’) business, including without
limitation for promoting and redistribut-
ing part or all of the Service (and deriva-
tive works thereof) in any media formats
and through any media channels. You
also hereby grant each user of the Service
a non-exclusive license to access your
Content through the Service, and to use,
reproduce, distribute, display and per-
form such Content as permitted through
the functionality of the Service and under
these Terms of Service. The above licens-
es granted by you in video Content you
submit to the Service terminate within

a commercially reasonable time after
you remove or delete your videos from
the Service. You understand and agree,
however, that YouTube may retain, but
not display, distribute, or perform, server
copies of your videos that have been
removed or deleted. The above licenses
granted by you in user comments you
submit are perpetual and irrevocable.

D. You further agree that Content you
submit to the Service will not contain
third party copyrighted material, or
material that is subject to other third
party proprietary rights, unless you have
permission from the rightful owner of
the material or you are otherwise legally
entitled to post the material and to grant
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YouTube all of the license rights granted
herein.

E. You further agree that you will not
submit to the Service any Content or
other material that is contrary to the You-
Tube Community Guidelines, currently
found at http://www.youtube.com/t/
community_guidelines, which may be
updated from time to time, or contrary
to applicable local, national, and interna-
tional laws and regulations.”

While it may seem as though the user who uploads origi-
nal content to YouTube is subject to a litany of restrictions
outweighing the benefits, as subsection C points out, the
ownership rights are retained by the user,”® which leads
to a set of protections discussed below.

II. Rights

A. Brand Protection

Content protection through copyright will be covered
in the next section, but overall brand protection is also
important. If the web series develops a high profile, such
as Dr. Horrible’s Singalong Blog, trademark protection is
important so that others, whether purposefully or inad-
vertently, are not redirecting viewers through their uses
of the show’s title. The easiest protection to acquire is the
purchase of the domain names of or related to the title of
the show. Even if the show is broadcast via YouTube, the
owning of the domain name prevents cybersquatting af-
ter the show becomes successful.

Dr. Horrible,”* The Battery’s Down,”® and Submissions
Only’® each have an active, designed website for its
shows. At last visit, however, anactorprepares.com was an
owned but undeveloped site.”” If the producers of An Ac-
tor Prepares decide that they want to purchase the already
owned domain name, they will need to first find the
owner, which may be difficult in this situation since the
WHOIS listing provides a proxy contact,’”® and then see if
the owner is willing to sell, and at what price.

Additionally, the show’s name and logo may be
registered with the United States Patent and Trademark
Office (PTO).” The benefits of registration include the
“legal presumption of your ownership of the mark and
your exclusive right to use the mark nationwide on or in
connection with the goods/services listed in the regis-
tration” and “[t]he ability to bring an action concerning
the mark in federal court.”® Dr. Horrible’s trademark
protection covers the title of the show not only when it is
used in conjunction with the show episodes (for a DVD,
perhaps), but also when it is used on a wide variety of
merchandise.’!

B. U.S. Copyright Considerations

1. Registering a Work

A work does not need to be formally registered with
the United States Copyright Office in order to be pro-
tected.?? “Copyright exists from the moment the work is
created.”® By definition,

[a] work is “created” when it is fixed in
a copy or phonorecord for the first time;
where a work is prepared over a period
of time, the portion of it that has been
fixed at any particular time constitutes
the work as of that time, and where the
work has been prepared in different ver-
sions, each version constitutes a separate
work.8

Although copyright protection is automatic, formal reg-
istration with the Copyright Office is advisable, as it puts
the existence of the copyright in the public record and
provides the copyright holder with a “certificate of regis-
tration.”®® “The effective date of a copyright registration is
the day on which an application, deposit, and fee, which
are later determined by the Register of Copyrights or by a
court of competent jurisdiction to be acceptable for regis-
tration, have all been received in the Copyright Office.”8
Submitting the application as soon as the work is created
may smooth the way should trouble arise later.

2. Making a Claim

Perhaps the most important reason to register the
copyright with the U.S. Copyright Office is that “no civil
action for infringement of the copyright in any United
States work shall be instituted until preregistration or reg-
istration of the copyright claim has been made in accor-
dance with this title.”®” Further, some remedies, such as
statutory damages and attorney’s fees, are only available
after registration.8®

If a producer has not registered with the U.S. Copy-
right Office before an infringement happens, registration
can happen after the fact. “Indeed, because registration
is not mandatory under the Act, copyright holders fre-
quently register specifically for the purpose of being able
to bring suit.”®® In that case, “receipt by the Copyright
Office of a complete application satisfies the registration
requirement,”® even before the Register of Copyrights
certifies it.1 “[T]he Copyright Act requires that, to obtain
statutory damages, the work must have been registered
before the infringement (or within three months of its first
publication).”2

If small sections of the web series are found in anoth-
er work without the producer’s permission, the producer
may not prevail in a copyright case if the defense of de
minimis is raised. “In determining whether the allegedly
infringing work falls below the quantitative threshold of
substantial similarity to the copyrighted work, courts of-
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ten look to the amount of the copyrighted work that was
copied, as well as the observability of the copyrighted
work in the allegedly infringing work.”%

Alternatively, if another web series or a television
show (or work in a different medium) emerges that the
producer feels is based on his or her intellectual property,
he or she may have a claim for copyright infringement
under a theory of substantial similarity. “The federal con-
stitution requires...that to be actionable, the copying must
be of elements of the copyrighted work that are ‘original.’
To be original, an element must both be an independent
creation of its author and involve at least minimal cre-
ativity.”®* The court must determine which elements of a
protected work are also original, and then, without con-
sidering the unprotectable elements, see “whether a lay
observer would consider the works as a whole substan-
tially similar to one another.”% Additionally, “a plaintiff
must either introduce direct evidence of the defendant’s
copying or prove it indirectly by showing that the defen-
dant had access to the plaintiff’s work and that there is
a substantial similarity between it and the defendant’s
work, thus giving rise to an inference of copying.”?

A defendant may also attempt to raise a fair use de-
fense. However, if the work is being used for commercial
gain, or if the court determines that too much of the work
has been reused, the defense may fail.®” The court will
also “consider not only the harm to the market caused
by the allegedly infringing use, but also the potential for
harm caused by others following in the alleged infringer’s
footsteps, as well as any harm to the market for derivative
works.”% In any instance, “willful copyright infringement
requires evidence that a defendant has knowingly or reck-
lessly infringed on the copyright.”%

The purpose of many of these original, independently
produced web series is to provide a forum for talented
writers and actors to raise their profiles in an inexpen-
sive manner. As the distribution platform is free in most
cases, these artists are not trying to protect lost profits, but
rather their creativity and reputations, which have an in-
tangible but extremely high value. It is in the best interest
of these producers to overtly protect their works through
trademark and copyright protections before any problems
develop, so that they are better equipped to handle any
problems that might arise.

3. Defending a Claim

On the flip side of the copyright issue, if the produc-
er/creators of the web series are erroneously accused of
willful copyright infringement, the best way to defend the
suit is to demonstrate the elements of the show that are
clearly original.

Original, as the term is used in copyright,
means only that the work was indepen-
dently created by the author (as opposed
to copied from other works), and that it

possesses at least some minimal degree of
creativity. To be sure, the requisite level of
creativity is extremely low; even a slight
amount will suffice. The vast majority

of works make the grade quite easily,

as they possess some creative spark “no
matter how crude, humble of obvious™ it
might be 1%

If a copyright infringement claim is made through
YouTube, a process for appeal exists within its Terms of
Service, which is discussed below.

C. ISP Liability

1.  Strict Liability

When a copyrighted work is reposted without per-
mission on a website, especially a video hosting site
such as YouTube or Vimeo, the copyright owner (often a
producer) may be tempted to file a suit for infringement
against the host. However, the Digital Millennium Copy-
right Act (DMCA) allows Internet Service Providers (ISPs)
such as YouTube the opportunity to earn Safe Harbor
status to avoid any liability in this regard.1! “A service
provider shall not be liable for monetary relief, or...for
injunctive or other equitable relief, for infringement of
copyright”192 through the process of merely transmitting
unaltered data for third parties.1® In a case such as that,
the ISP “is simply the owner and manager of a system
used by others who are violating...copyrights and is not
an actual duplicator itself, [and] it is not directly liable
for copyright infringement.”%* “Although copyright is a
strict liability statute, there should still be some element
of volition or causation which is lacking where a defen-
dant’s system is merely used to create a copy by a third
party.”105

In order to qualify as a Safe Harbor, an ISP must have
a Designated Agent to “receive notifications of claimed
infringement described in paragraph (3), by making
available through its service, including on its website in
a location accessible to the public, and by providing to
the Copyright Office” the agent’s contact information.10
The Northern District of California, when considering if a
video hosting site qualifies for Safe Harbor protection, de-
termined that it does when it “has a strong DMCA policy,
takes active steps to limit incidents of infringement on its
website and works diligently to keep unauthorized works
off its website.”107

A copyright holder may make a claim of copyright
infringement with an ISP by providing the Designated
Agent with information identifying the infringing work
and its location, as well as a claim in writing that “the
complaining party has a good faith belief that use of the
material in the manner complained of is not authorized
by the copyright owner, its agent, or the law.”1% YouTube
provides an abbreviated version of the DMCA for its us-
ers, explaining how to make a claim directly to YouTube’s
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Designated Agent, and recommending that users provide
a URL to the allegedly infringing material.1® “The DMCA
requires that a copyright owner put the service provider
on notice in a detailed manner but allows notice by means
that comport with the prescribed format only ‘substan-
tially,” rather than perfectly.”™° This applies particularly
to holders of multiple copyrights, or to copyright hold-
ers who are reporting multiple infringements in a single
report. “[T]he requirements are written so as to reduce
the burden of holders of multiple copyrights who face
extensive infringement of their works. Thus, when a let-
ter provides notice equivalent to a list of representative
works that can be easily identified by the service provid-
er, the notice substantially complies with the notification
requirements.” 1t

YouTube also specifically warns its users not to
make false infringement claims,'? because if material is
removed by an ISP due to a knowingly false claim, the
person who made the claim “shall be liable for any dam-
ages, including costs and attorneys’ fees, incurred by the
alleged infringer, by any copyright owner or copyright
owner’s authorized licensee, or by a service provider,
who is injured by such misrepresentation....”'* Recently,
a lawsuit was filed by Hotfile, a file hosting site, against
Warner Brothers accusing the latter of using automated
techniques that submit thousands of false copyright in-
fringement claims. Hotfile claims that Warner Brothers’
technology uses keywords to identify file names that
resemble the names of Warner Brothers’ properties, but
without doing anything to confirm the content of those
files.!'* When evaluating the potential effectiveness of this
technology, it is worth noting that “YouTube and Google
maintain that ‘no source code in existence today can dis-
tinguish between infringing and non-infringing video
clips—certainly not without the active participation of
rights holders.’”115

If an ISP receives a claim against a user for copyright
infringement and removes or disables the material upon
which the claim is based, the ISP must “notify the sub-
scriber that it has removed or disabled access to the mate-
rial.”6 At that point, the user may file a counter notifica-
tion stating that “the subscriber has a good faith belief
that the material was removed or disabled as a result of
mistake or misidentification of the material to be removed
or disabled.”1t

In short, if the producer of a web series finds the
show re-posted on YouTube or another ISP’s site without
permission, he or she should file a notice and take down
request through the Designated Agent. If there is no Des-
ignated Agent, then the ISP cannot qualify for the safe
harbor provisions and therefore the notice and take down
requirements do not apply. A claim should not be filed
unless the content has been manually verified.

2. Vicarious or Contributory Liability

Several lawsuits have been filed against suppliers of
the technologies that are used to commit copyright in-
fringement under the theories of vicarious or contributory
liability, but with little success.

If vicarious liability is to be imposed on
petitioners in this case, it must rest on the
fact that they have sold equipment with
constructive knowledge of the fact that
their customers may use that equipment
to make unauthorized copies of copy-
righted material. There is no precedent in
the law of copyright for the imposition of
vicarious liability on such a theory.!®

Web hosting is analogous to other entertainment technol-
ogy, and “does not constitute contributory infringement
[since the technology] is widely used for legitimate, unob-
jectionable purposes. Indeed, it need merely be capable of
substantial noninfringing uses.”?

Likewise, the knowledge that copyright infringement
generally happens on the Internet does not create a duty
for ISPs to independently track down infringements. “The
phrases ‘actual knowledge that the material or an activ-
ity’ is infringing, and ‘facts or circumstances’ indicating
infringing activity describe knowledge of specific and
identifiable infringements of particular individual items.
Mere knowledge of prevalence of such activity in general
is not enough.”120 “Contributory liability requires that the
secondary infringers ‘know or have reason to know’ of di-
rect infringement.”'?! “To let knowledge of a generalized
practice of infringement in the industry, or of a proclivity
of users to post infringing materials, impose responsibil-
ity on service providers to discover which of their users’
postings infringe a copyright would contravene the struc-
ture and operation of the DMCA.”122

[I]f a service provider knows (from no-
tice from the owner, or a “red flag”) of
specific instances of infringement, the
provider must promptly remove the in-
fringing material. If not, the burden is on
the owner to identify the infringement.
General knowledge that infringement is
“ubiquitous” does not impose a duty on
the service provider to monitor or search
its service for infringements.123

“To state a claim for vicarious copyright infringe-
ment, a plaintiff must allege that the defendant has (1)
the right and ability to supervise the infringing conduct
and (2) a direct financial interest in the infringing activ-
ity.”124 If a company “with knowledge of the infringing
activity, induces, causes or materially contributes to the
infringing conduct of another, [it] may be held liable as a
‘contributory’ infringer.”2> However, to sustain the claim,
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the defendant must “be in a position to police the direct
infringers.”?6 Under the DMCA, though, no policing
burden is placed on the ISP. If the ISP establishes these
three elements, it is protected from a charge of vicarious
infringement:

A. It does not have actual knowledge that
the material...on the system or network
is infringing;

(ii) in the absence of such actual knowl-
edge, is not aware of facts or circum-
stances from which infringing activity is
apparent; or

(iii) upon obtaining such knowledge or
awareness, acts expeditiously to remove,
or disable access to, the material;

B. It does not receive a financial benefit
directly attributable to the infringing ac-
tivity, in a case in which the service pro-
vider has the right, and ability to control
such activity; and

C. Upon natification of claimed infringe-
ment...[it] responds expeditiously

to remove, or disable access to, the
material....1%’

The possibility does exist, however, for an online
company to be found vicariously liable. “[O]ne who dis-
tributes a device with the object of promoting its use to
infringe copyright, as shown by clear expression or other
affirmative steps taken to foster infringement, is liable
for the resulting acts of infringement by third parties.”*?8
“[W1]here evidence goes beyond a product’s character-
istics or the knowledge that it may be put to infringing
uses, and shows statements or actions directed to promot-
ing infringement, [potential legal use] will not preclude
liability.”*?° “The inducement rule...premises liability
on purposeful, culpable expression and conduct, and
thus does nothing to compromise legitimate commerce
or discourage innovation having a lawful promise.”*3 A
company like YouTube would have to ignore information
about infringement brought to its attention in order to be
found vicariously liable for copyright infringement di-
rectly committed by a subscriber.

Unless a future court decision wildly diverges from
the current case law on this matter, a suit against YouTube
or an ISP for contributory liability is unlikely to be suc-
cessful. Further, a producer should never rely on YouTube
to ferret out cases of infringement on his or her behalf. To
protect his or her assets, the producer of an original web
series needs to be actively checking for infringements and
registering the appropriate complaints. YouTube will pro-
tect copyrighted material, but it must be notified of viola-
tions in order to act.

Conclusion

In many ways, original programming for New Media
is still in its infancy. The agreements for New Media have
only been in effect for a few years, and the producers of
New Media may largely be unaware of them. It would be
naive, however, to think that New Media is merely a fad.
The statistics demonstrate a rise in the amount of video
watched online,'3! and the general nature of economics
instructs that as the demand rises, so shall the supply.
From the philosophy of forewarned is forearmed, ensur-
ing that the producers of New Media are aware of both
their obligations and their rights is to their benefit as well
as the benefit of their employees.
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Authorship in the Age of Remix and Fan Creativity

By Megan Bright

l. Introduction

Today the Internet urges each of us to “unleash []
our imagination”! and “broadcast [Joursel[ves],”? our
sound, our video, our art—our perspective—to millions
of people across the world.® Many of us have heeded
this call and some have even become quite famous.*
Nick Bertke, better known on the web and in the music
scene as “Pogo,” is one such success story.® Born in Cape
Town, South Africa, in 1988 and currently based in Perth,
Australia, Bertke is best known for his “vividly imag-
ined” musical video remixes,® which he makes by splicing
pieces of sound, dialog, music, and video from a single
“wide-eyed” classic childhood movie (like Mary Poppins,
A Little Princess, or Willy Wonka and the Chocolate Factory)
together in aurally appealing and visually stimulating
ways.” The result is a new work that both stands on its
own and “captures” what Bertke loves about the film.8

“The creative enterprises of our fellow
human beings each have the potential to
inspire us and enrich our lives.”

Although Bertke has been creating music since age
seven, his work did not go viral until he posted “Alice,”
his remix of Disney’s Alice in Wonderland, on YouTube in
2007.° Since then, the 2:44-minute piece has been viewed
nearly six million times!® and has elevated Bertke’s
“[IMnternet identity as a music producer far beyond [his]
expectation.”!! Bertke has received tangible benefits from
his work in the physical world as well.}2 He was recently
commissioned by Walt Disney Studios to create remixes
for The Little Mermaid, Pirates of the Caribbean, and Toy
Story,3 and was even flown to Disney Pixar Animation
Studios in San Francisco where he met with the mas-
terminds behind Up and created a remix of the movie,
entitled “Upular,” which has been viewed over four mil-
lion times on YouTube.!* Bertke’s remixes have opened up
other doors as well—he has produced work for Honda,
Showtime, and Harpo Studios, is regularly approached
by talent agencies, and performed at the Guggenheim
museum in New York.®

Not everyone, however, has appreciated Bertke’s
success. In September 2009, Sony Pictures Entertain-
ment (Sony) accused Bertke of infringing its copyright
in the movie Hook.1® The offending remix, which Bertke
had called “Bangarang,” was a mere 3:26 minutes long
and—Iike the rest of Bertke’s remixes—was created from
dialog, sound, and footage found in the film.1” Sony sent

a Digital Millennium Copyright Act takedown notice
with YouTube and “Bangarang” was promptly removed.8
In protest, many YouTube users openly criticized Sony’s
action on Bertke’s YouTube page and uploaded several
copies of the remix onto the site.’® Bertke himself quickly
responded with a counter notice with YouTube, arguing
that Sony’s action was improper because “Bangarang”
did not infringe upon its copyright in Hook.2° Not long
thereafter, YouTube reactivated “Bangarang” and Bertke’s
remix was officially resurrected.?!

In many ways, Nick Bertke’s story reflects an espe-
cially bright view of remix culture and fan creativity—his
work was recognized and rewarded by one of the largest
content providers in the world and his right to distribute
that work was successfully defended. Nevertheless, it is
not entirely clear how Bertke would fare under our copy-
right regime.?? It is not even clear that the law would for-
mally recognize him as the author of his own work and
the rights flowing therefrom. Yet it is quite evident that
Bertke is talented, his work loved, and that his remixes
are extremely different from the movies from which he
borrows.

This article argues that the authorship of remixes
and fan works is a valuable activity and should—in most
cases—hbe considered a legitimate creative enterprise. In
order to appropriately accommodate remixers and fan
authors under U.S. copyright, the Copyright Act’s no-
tions of authorship will need to be expanded to include
remixes and fan works, and reduce uncertainty in the Fair
Use Doctrine.

II.  Responding Creatively to Another’s Creation

It is no wonder so many people choose to “unleash
[their] imagination” on websites like YouTube, Vimeo,
Sound Cloud, and FanFiction.Net.2® The creative works of
others are all around us.?* We hear them when we walk
down the street, in restaurants and advertised on buses,
in subways, or plastered across billboards and buildings
along our daily commute. They are nearly impossible to
avoid. Some have argued that exposure to these works,
to this “mass media,” is a choice—a nonessential activ-
ity—and one that might even “thin out and weaken™ an
individual’s identity.2°> This author suggests, however,
that we withhold judgment on the value of the expression
surrounding us. The creative enterprises of our fellow
human beings have the potential to inspire us and enrich
our lives. It would thus be unwise to discount a work
because we personally believe it lacks some essential
attribute.
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For some individuals, their love (or sometimes hate)
for creations compels them to do more than simply
consume the works—they need to live in it and “make
it their own.”?® They do this, increasingly, by creating
remixes and fan works.?” Remixers and fan authors use
others’ influential works as building blocks in their own
“amateur” works, much like how a photographer uses a
landscape or a painter uses the color cerulean blue.?® In
this way, the creative—and often copyrighted—works of
others become raw material for new and often unauthor-
ized creative expression.?

A. Fan Works and Remixes Defined

“Fan works” may be defined as “any kind of...cre-
ativity that is based on an identifiable segment of popular
culture” that “is not produced as [a] ‘professional’ writ-
ing.”%% As implied in part above, they are often consid-
ered the work of amateurs and are usually noncommer-
cial in nature.®! Fan fiction is perhaps the most common
type of fan work.%? A story entitled “Magnetic Attraction”
by “ellamalfoy8,” which chronicles the unlikely adven-
tures of characters Hermione Granger and Draco Malfoy;,
is one example of a popular fan fiction or “fanfic” based
on J.K. Rowling’s Harry Potter series.33

Other popular types of fan works include “fan vid-
eos,” or “fanvids” for short, which typically incorporate
video and sound from different sources, including the
author’s own voice.3* Anime music videos, or “AMVs,”
are a particularly popular type of fan video.3® Another is
called “machinima” (“machine” plus “cinema”), which
uses video captured from video games to create new
animations.®® The Internet series “Red vs. Blue,” which
uses footage from the massively multiplayer online game
“Halo,” is a tremendously successful machinima, so much
so that it even premiered its second season at Lincoln
Center for the Performing Arts.3

Fan works are related to and occasionally fall within
the broader category of “remix.”3® Remixes, like fan
works, are often the noncommercial product of ama-
teurs.%® Nevertheless, some of the most popular remixes
were produced by professionals*® and could be character-
ized as commercial in nature.** Although the term “re-
mix” is used to describe many dissimilar forms,*? these
works are generally “created by taking...snippets from
various sources and combining them to create a new
work.”#3 It is, however, possible to create a remix from
only one source.*

“Mash-ups” are probably the most well known type
of remix. These works are new sound recordings cre-
ated entirely from the immediately recognizable pieces
of other prior sound recordings.*® Greg Gillis and Brian
Burton are two well known and controversial mash-up
artists. Gillis, who goes by the name Girl Talk, produced
the alboum Night Ripper, which was named one of the best
albums of the year by Rolling Stone.*® Night Ripper remixes

between 200 and 250 samples from 167 artists, and could
thus be characterized as an “extreme” mash-up.*’ Burton,
who is professionally known as DJ Danger Mouse, has a
different style.*® His critically acclaimed The Grey Aloum,
which earned him a cease and desist from EMI, mixes just
two works—the Beatles’ The White Album and rapper Jay-
Z’s The Black Album.*®

“Appropriation art,” which is something of a precur-
sor to remix culture, also fits quite comfortably within the
remix rubric.%° Artists working in this movement “incor-
porate objects and images taken from popular media and
consumer advertising.”®* One of the most well known
examples of appropriation art is Jeff Koons’ “Niagara,”
which was commissioned by Deutsche Bank and Guggen-
heim as part of his Easyfun-Ethereal series.>? The painting
features four pairs of women’s legs dangling over images
of junk food.*® At least one set of legs was taken from a
layout in Allure magazine without the permission of the
photographer, the copyright owner in the work.>*

Although this section has described fan works, remix-
es, and their various subcategories separately they should
not be viewed as clearly distinct—the boundary between
remixes and fan works is fluid, not static. Sometimes a
fan work will be a remix and a remix will be a fan work.%®
What category the “amateur” work belongs to matters
little. It is more important to understand why the remix
or fan work exists in the first place and how its creation
affects our notions of authorship.

B. Why Remixers and Fan Authors Use Copyrighted
Works in Their “Amateur” Works

As should be clear from above, a remix is not a remix
and a fan work is not a fan work if it does not borrow
from someone else’s work.% It is especially important to
keep this in mind because these “source” or “underlying”
works are usually protected by copyright.5” Remixers and
fan authors are therefore subject to the rules—and some
might say whims—of our copyright law.58 In Campbell v.
Acuff-Rose Music, Inc., one of the most important copy-
right cases of the past two decades, the Supreme Court
advised against using a copyrighted work merely “to
avoid the drudgery in working up something fresh,”
something “new” and “original.”®® Some critics of remix
culture have thus argued that society and the law should
encourage the creation of “original” works® and, by
implication, discourage the creation of remixes and fan
works.® To these critics, fan authors and remixers do little
more than pirate others’ copyrighted works.5?

Such criticism misses the point and relies on an
extremely narrow view of authorship.52 Although there
surely are instances where a remix or fan work unduly
rides upon the coattails of another’s creative efforts and
adds little to the underlying work,%* the core purpose of
remix and fan authorship is not to create a transcript of
the source work, but to add value by “expand[ing] the
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meanings present in the original.”% Since the “expression
[of the source work] is inextricably intertwined with [its]
idea,”% a remixer or fan author can only expand upon
its meaning by using the work itself.5” As appropriation
artist Koons stated in defense of his work: “By using an
existing image, | ensure a certain authenticity or verac-
ity that enhances my commentary—it is the difference
between quoting and paraphrasing—and ensure that the
viewer will understand what | am referring to.”% The
goals of many remixes and fan works can therefore not
be achieved through the creation of distinct “new” and
“original” characters, plots, or sounds.5°

”In addition to providing valuable insights
into a work, remixes and fan works can
also be instrumental in externalizing

and focusing the ‘dialogue’ that exists
between the audience and the author

of an underlying work, and thus help
transform seemingly passive consumers
into active cultural participants.”

The ability to use or “quote” a recognizable copy-
righted work is significant.”” Remixes and fan works can
change or supplement popular understandings of un-
derlying works, enhance the voice of the minority,”* and
even “debunk[] the mythical cult of the original.”’2 They
do this not only by expanding upon the various meanings
intrinsic in an underlying work, but also by powerfully
and effectively commenting on, critiquing, and challeng-
ing accepted interpretations of a source work.” In addi-
tion to providing valuable insights into a work, remixes
and fan works can also be instrumental in externalizing
and focusing the “dialogue” that exists between the
audience and the author of an underlying work, and thus
help transform seemingly passive consumers into active
cultural participants.”

[ll. Challenging the Idea of the Romantic Author

Prevailing legal notions about authorship—an un-
defined and surprisingly ambiguous concept—present
substantial challenges to the formal acceptance of remix-
ing and fan authorship. In the early 18th Century, William
Wordsworth, the great romantic poet, declared that the
only proof of “genius”—of bona fide authorship—is “the
act of doing well what is worthy to be done, and what was
never done before.””® Half a century earlier, Edward Young,
commenting on this very concept—the idea of utter
originality and authorship thereof—wrote that an origi-
nal work is “of a vegetable nature; it rises spontaneously
from the vital root of genius; it grows, it is not made.”’
According to Young and Wordsworth then, originality
and authorship are tied tightly together, such that the ex-

istence of one is completely dependent upon the existence
of the other.”” Thus a work is not original unless it is the
product of true authorship and a person is not “worthy”
of being called an author unless he or she has produced a
highly original work.” This circular logic gave rise to the
concept of the romantic author and has been used time
and again to justify the author’s sole ownership of his or
her work.”

Although many literary theorists argue that the au-
thor is dead,® that is as a practical matter simply not the
case.8 Our copyright law quite fundamentally relies on
our notions of authorship and on the idea of the roman-
tic author in particular.?? The law’s reliance is the result
of the Copyright Act itself® and, as some have argued,
the judiciary’s tendency to use “author-reasoning” to
suppress the complexity of our increasingly convoluted
world.2* This reliance is especially troubling in the context
of remixing and fan authorship because a conception of
authorship based upon the idea of the romantic author
and its high bar for originality often mischaracterizes the
true nature of creation® and even contradicts copyright’s
mandate “to increase and not impede the harvest of
knowledge” for the public good.® This requires an expan-
sion of our concept of authorship to include alternative
forms of creation.

A. Recognizing Limitations on the Idea of Romantic
Authorship in Light of Remixes and Fan Works

Peter Jaszi has argued that the notion of a “clearly in-
dividualized romantic author” can prevent copyright law
“from recognizing, rewarding, and protecting alternate
modes of creative cultural production.”®” This is because,
at its core, romantic authorship tends to ignore a basic fact
accepted by the Supreme Court, namely that:

In truth, in literature, in science and in
art, there are, and can be, few, if any,
things, which in an abstract sense, are
strictly new and original throughout.
Every book in literature, science and art,
borrows, and must necessarily borrow,
and use much which was well known
and used before.88

Focus on the singular creative genius can therefore “dis-
able our ability to recognize the contribution of ‘sources’
and make us “discount the interpretative and other inter-
ests of audiences and other downstream uses.”%

The construction of the romantic author, as envi-
sioned by Young and Wordsworth, is thus in direct ten-
sion with the reality of creation.?® Authors do not exist in
a vacuum.® Their works reflect the work of others and,
if they are lucky, are reflected in others’ works.?2 Many
of the most brilliant and celebrated authors reference,
borrow from, and use the works of others in their own
works.® Yet many would think their works still possess
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some degree of originality.®* Acknowledging this truth

would help validate works created outside the narrow

confines of romantic authorship and would enlarge the
scope of authorship to include valuable nontraditional

forms of creativity, like remixes and fan works.%

B. Realizing the Full Value in Remixes and Fan
Works and the Authorship Thereof

It is nearly universally recognized, in the academic
community at least, that the remixes and fan works and
the authorship thereof are generally of “clear and distinct
value in serving the core goals of copyright law” and
should be encouraged by society in some way.%¢ The rea-
sons for this are many. Our copyright law is intended to
“promote the Progress of Science and the useful Arts” for
the benefit of the public.®” Remixes and fan works do this
in many ways. At their most basic level, remixes and fan
works foster a love for creating® and are often instrumen-
tal in building vibrant fan and consumer communities
around their underlying works.* These communities and
the works on which they are based give young authors “a
place to start, heightens their enthusiasm for writing and
provides them with an eager and helpful audience.”%

From an economic perspective, remixes and fan
works also contribute to society’s store of “expressive
diversity,” a value encouraged by our copyright law.10
As remixes and fan works are usually created for the sake
of creation itself and not for profit, they are generally not
subject to the market forces bearing down on works pro-
duced in the commercial sphere.'%? This is a surprisingly
important point. Authors working for profit are often
motivated—at least in part—by economic realities and
thus tend to cater to large and hopefully lucrative mass
markets.1% As a result, these authors are generally not as
well positioned as remixers and fan authors to cater to the
individual tastes of niche interests.1%4

Ultimately, though, remixes and fan works are most
valuable when they comment on or critique an underly-
ing work or society itself.1% Our copyright law looks
upon comment and criticism rather favorably.% Anupam
Chander and Madhavi Sunder have persuasively argued
that remixes and fan works may be exceptionally effec-
tive forms of comment and criticism because they can
“highlight the absence of society’s marginal voices” and
underscore “the stereotyped actions or inactions of certain
characters” in an original work.1%” The expression of the
remix or fan work and the way it uses a source work can
thus destabilize preconceived notions about the underly-
ing work and even counteract negative stereotypes found
in the mass media.'%®

Alice Randall’s The Wind Done Gone is an excellent
example of a remix that comments on, criticizes and
combats negative stereotypes in a source work—specifi-
cally, Margaret Mitchell’s Southern epic Gone With the
Wind.1% Randall’s novel tells the story of her own original

character, a young mulatto woman named Cynara who
lives in a world very similar to the one described in Gone
With the Wind.''% She interacts with characters that greatly
resemble Scarlett O’Hara and Rhett Butler and witnesses
events found in Mitchell’s original plot.''* The Wind Done
Gone nevertheless tells a very different story, one that
deliberately “flips” Gone With the Wind and its treatment
of race roles.!*? In Randall’s remix, Gone With the Wind’s
“powerful whites” become “stupid or feckless,” while its
slaves and free blacks—whom Mitchell describes as “crea-
tures of small intelligence”—become cunning, beautiful
and courageous characters.'?

When Randall attempted to commercially publish
The Wind Done Gone, the Mitchell Trust sued her and her
publisher for copyright infringement and attempted to
prevent the novel’s publication.’* The future of the book
was in limbo until the Eleventh Circuit concluded that
Randall’s use of Gone With the Wind was fair.1*° In its final
judgment the court wrote:

It is clear within the first fifty pages of
Cynara’s fictional diary that Randall’s
work...sets out to demystify [Gone With
The Wind] and strip the romanticism from
Mitchell’s specific account of this period
of our history.... Itis hard to imagine
how Randall could have specifically
criticized [Mitchell’s work] without de-
pending heavily upon [the] copyrighted
elements of [her] book.16

The outcome of this case may seem obvious, but the re-
sult was hardly guaranteed.!'” The Mitchell Trust—not
Randall—prevailed at the district court level '8 Had
Randall not appealed, her remix—nher critique—of Gone
With the Wind may never have been published, her status
as an author would have implicitly been denied, and the
authorship of works like The Wind Done Gone would have
been in danger.1?

IV. Reconciling Remix and Fan Culture with the
Rights of the Author and Copyright Owner
of the Underlying Work

Reconciling remixers’ unauthorized uses of copy-
righted works with the rights of authors and copyright
owners is undoubtedly the biggest challenge to legitimiz-
ing the authorship of remixes and fan works.'2° Whether
or not we believe notions of romantic authorship to be
valid, “the author” remains central to our copyright
law.’2! In order to “stimulate activity and progress in the
arts” our copyright law “permit[s] authors to reap the
rewards of their creative efforts.”1?2 These rewards are
designed to “encourage the creation of original works”123
by ensuring authors a “fair return for their labors.”12*
They include an author’s exclusive right to make copies
of his or her work and to create new works based upon
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his or her work and occasionally the characters therein
(i.e., derivative works).1? Some authors and copyright
holders have used these rights to silence remixes and fan
works,'?® but as Randall’s case suggests, not all of their
efforts have been—or will be—met with success.’?’ This is
due to the doctrine of fair use.

”For the vast majority of remixers and fan
authors, the [fair use] doctrine provides
the only currently available means to
legally validate their works—and their
authorships thereof—and the only form
of protection against legal liability for
their use of others’ copyrighted works.”

A. How the Fair Use Doctrine Can Validate Remixes
and Fan Works and the Authorship Thereof

As the Honorable Pierre N. Leval noted, copyright
is not an “absolute or moral right” forever and always
enforceable by the copyright owner.18 It has exceptions,
most notably the doctrine of fair use.!?® The ability to
fairly use another’s copyrighted work for criticism or
comment has long been considered “necessary to fulfill
copyright’s very purpose, ‘[tJo promote the Progress of
Science and useful Arts.””*% This is because:

[There is an] inevitable tension between
the property rights [copyright law] it
establishes in creative works, which must
be protected up to a point, and the ability
of authors, artists, and the rest of us to
express them- or ourselves by reference
to the works of others, which [also] must
be protected up to a point.13!

The fair use doctrine relieves this tension by balanc-

ing the rights of copyright owners with everyone else’s
right to freedom of expression.3? Without this media-
tion, copyright protection would be “excessively broad”
and “would stifle, rather than advance, [the law’s]
objective,”133

Fair use is properly understood as a defense to a
claim of copyright infringement.134 For the vast majority
of remixers and fan authors, the doctrine provides the
only currently available means to legally validate their
works—and their authorships thereof—and the only form
of protection against legal liability for their use of others’
copyrighted works.13> Steven A. Hetcher believes that
many remixers and fan authors would be entitled to the
fair use defense because under current jurisprudence, a
significant amount of remix and fan work constitutes fair
use.13® Many, however, is not all, which begs the ques-
tion: how does a remixer or fan author know that his or
her work fairly uses a copyrighted work?'3” How does a

remixer or fan author know that under the law he or she
is an author and not an infringer?

Unfortunately, the answer to this question could be
much clearer.!® Determinations of fair use are made on
a case-by-case basis*® and are based upon the following
four statutory factors:

(1) the purpose and character of the sec-
ondary use, including whether such use
is of a commercial nature or is for non-
profit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the
portion used in relation to the copyright-
ed work as a whole; and

(4) the effect of the use upon the potential
market for the copyrighted work.140

These factors, as Judge Leval warns, “do not represent

a score card that promises victory to the winner of the
majority.”1#! Rather, each one should “be explored, and
the results [of all] weighed together, in light of the pur-
poses of copyright.”4? The application of fair use is thus
difficult to generalize.'*® Nevertheless, below is a brief
description of each of the four fair use factors to illustrate
the legal landscape in which remixers and fan authors
find themselves and highlight the issues they would most
likely encounter if sued.

i The Purpose and Character of the Secondary Use

For most remixers and fan authors, a finding for fair
use will turn on the first factor of the fair use test, and
in particular on the issue of transformative use.'** The
test for whether a remixer or fan author’s use of a copy-
righted work is transformative is whether the use “merely
‘supersedes the objects’ of the [copyrighted work], or
instead adds something new, with a further purpose or
different character, altering the [copyrighted work] with
new expression, meaning, or message.”**® This inquiry is
highly fact-specific and thus cannot be outlined in much
further detail here.'#¢ It should be noted, however, that
current jurisprudence requires the use to “in some way
comment on, relate to the historical context of, or critically
refer back to the original work,”**" or at least to the genre
of which the original work is typical or representative.'*®
Some remixes that use a copyrighted work in a purely
satirical way or only to comment on society at large may
have difficulty meeting that requirement.'4°

A court will also look at the commercial or noncom-
mercial nature of the remix or fan work.**® Although com-
merciality tends to weigh against fair use, the weight of
this sub-factor should be reduced if the remix or fan work
is highly transformative.’®! Overall, Steven A. Hetcher
argues that the first fair use factor will generally weigh
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in favor of remixers and fan authors because “a signifi-
cant amount” of those works are transformative and
noncommercial 152

ii.  The Nature of the Copyrighted Work

The second factor of the fair use test recognizes that
some works are “closer to the core of intended copyright
protection than others” and are thus less likely to be fairly
used.53 Expressive or creative works therefore generally
receive more protection than factual or informational
works.!>* As the vast majority of remixes and fan works
use expressive or creative works, one might think the sec-
ond factor would in most cases weigh against fair use.!®
However, this is not necessarily the case. Courts have
limited the weight of the second factor where the second-
ary use is transformative.1%® If it is true therefore that most
remixes and fan works are transformative, as Hetcher
and others have argued, the second factor should usually
weigh only slightly against a finding of fair use.’

iii. The Amount and Substantiality of the Use

Under the third fair use factor courts will consider
the “quantity and value” of the source copyrighted work
used.1%8 Generally, the larger the portion used or the
greater its importance to the underlying copyrighted
work, the more likely it will be an “affront to the interests
of the copyright owner,” and the less likely it will consti-
tute a fair use.!® The quantity or quality of the amount
used should be analyzed in light of the remixer or fan
author’s justification for the use.'®0 Accordingly, a court
should decide whether the remixer or fan author’s use is
excessive or “reasonable in relation to the purpose and
character of the use.”®1 The third fair use factor will thus
vary according to the circumstances of the individual
case.162

iv. The Effect on the Market

The fourth and final fair use factor has widely been
considered to be one of the most important,'63 despite the
Supreme Court’s assertion that “[a]ll [four factors] are to
be explored.”16* The focus on this factor goes to the de-
sign of copyright law itself and its promise that authors at
least have “the opportunity to realize rewards” for their
creative efforts.!6> To that end, the fourth factor requires
courts “to consider not only the extent of market harm
caused by the particular actions of the alleged infringer,
but also whether unrestricted and widespread conduct
of the sort engaged in by the defendant would result in
a substantially adverse impact on the potential market
for the original [work]” or the “market for derivative
works.”%66 This factor will weigh against fair use when
the secondary use usurps or supplants the market for the
original work or its derivatives.'%’

In most cases, a copyright owner cannot reasonably
claim that a remix or fan work supplants the market for
the original work.168 The very nature of remix and fan

work makes this improbable.'®® The derivative market
issue, however, is much more complex.'’® Two impor-
tant factors should assist remixes and fan works in this
context.’”* First, according to the Supreme Court “there

is no protectable derivative market for criticism.”'? The
fourth factor is therefore less likely to weigh against
remixes and fan works that critique or comment upon the
original work.'"® Second, the derivative market is limited
to works the copyright owner would usually develop or
license others to develop.t”* Accordingly, an unlicensed
mash-up of the Beatles’ The White Album and Jay-Z’s The
Black Album should, in theory, only usurp the market for
mash-ups of those two albums.”® Nevertheless, a number
of claims have still been brought—and emerged victori-
ous—over commercial remixes and fan works adversely
impacting the derivative market.1’

B. How Copyright Law Could Treat Remixes and Fan
Works: Problems with a Categorical Exception

Lawrence Lessig has passionately argued that un-
certainty in the law and the actions of intolerant copy-
right owners will “chill”” the creation of remixes and fan
works.'’” As he believes that the fair use doctrine does
not sufficiently remedy this problem, Lessig has pro-
posed that we formally legalize remixes and fan works by
exempting noncommercial “amateur creativity”—i.e., the
vast majority of remixes and fan works—from copyright
regulation.”® At first blush, Lessig’s revision of copyright
law seems like a fair and reasonable solution that is in
line with the intent of U.S. copyright law.?”® Copyright
owners could still enforce their rights against professional
or commercial remixes and fan works—and thus con-
tinue to receive what amounts to a “fair return for their
labors”®—and the authors of amateur noncommercial
remixes and fan works would no longer be considered
infringers.18!

However, the situation in which professional pho-
tographer Patrick Cariou recently found himself suggests
that Lessig’s solution could unjustly curtail the rights
of authors in their works.'# Cariou published a book of
photographs entitled Yes Rasta, which contained portraits
of Rastafarian individuals.'® All of the photographs were
taken in Jamaica and were the result of some six years’
worth of work.18* After Yes Rasta’s publication, Cariou
made arrangements with a Manhattan gallery to exhibit
his work from the book.18 The gallery originally planned
to show 30 to 40 photographs from Yes Rasta and to sell
multiple prints of the works at prices ranging from $3,000
to $20,000 each.'8 However, these plans were abruptly
cancelled and Cariou’s show completely scrapped when
his gallery learned that appropriation artist Richard
Prince had used at least 41 Yes Rasta photographs—some
in their entirety and barely altered—in a series of works
that would appear in Prince’s Canal Zone exhibit at an-
other gallery.18”
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In the litigation against Prince that followed, the gal-
lery owner who had initially agreed to exhibit Cariou’s
photographs testified that she cancelled his show because
she did not want others to think that she was trying to
“capitaliz[e] on Prince’s success and notoriety” and be-
cause she did not want to “do” work that had been “done
already.”'® This mentality raises important concerns
when considered alongside Lessig’s suggested revision of
copyright law.

“The copyright law—and its potential to
impede remixing and fan authorship—is
not absolute.”

Lessig’s proposal is based on his belief that “there
is no good reason for copyright law to regulate” non-
commercial amateur creativity.'® Yet given the gallery
owner’s rationale for cancelling Cariou’s show, one must
wonder if Lessig’s assertion really rings true. What if, for
example, a well-known amateur remixer had taken pho-
tographs from Cariou’s Yes Rasta and—Ilike Prince—had
tinted them blue and placed pictures of electric guitars in
the Rastafarians’ hands? What if this amateur remixer had
then posted these Yes Rasta-remixes for free on a popular
Internet meme site'®® where they were viewed by millions
of people and became famous? Would Cariou’s Yes Rasta
showv still have gone forward? Would the gallery owner
think the situation was different because the remixer was
an amateur and the work was noncommercial?

Cariou’s story is important in two respects. First, it
reminds us that real people—with lives, families, and bills
to pay—create the works that remixers and fan authors
use to create theirs.’®! The fact that many of these people
rely on their copyrighted works to make a living and to
create more works should not be forgotten.1%2 Cariou’s
story also illustrates the danger in romanticizing remix-
ing and fan authorship. As Prince’s use of Cariou’s work
demonstrates, remixes and fan works do not always com-
ment on, critique, or transform the underlying copyright-
ed work or society in any meaningful way.%

V. Conclusion

The goal of copyright law is to encourage the creation
of works for the “intellectual enrichment of the public.”1%
It does this by endowing authors with rights that en-
able them to make a living off their art and allow them
to devote themselves to the creation of more works.%

In so doing, copyright takes away the ability of others to
use copyrighted works as tools for speech and creative
expression free from the risk of legal liability.2*® The law
thus appears to discount the creation of non-traditional
works—particularly remixes and fan works—and fails
to recognize the creator of such works as an author in
his or her own right.'%” Such a narrow view of author-

ship is especially troubling in the context of remixes and
fan works, because these works can be tremendously
valuable to the creator and to society at large and should
therefore be encouraged.'® Yet their status as secondary
works lacking romantic notions of originality preempts
an assumption that they are the valid products of true
authorship and opens up their creators to the risk of legal
liability.

Although remixes and fan works and the author-
ship thereof can be immensely valuable, our notions of
fair-play strongly suggest that the rights of authors and
copyright owners should not be subverted when a remix
or fan work has a substantially adverse impact on the
author or copyright owner of an underlying work.%°
The copyright law—and its potential to impede remixing
and fan authorship—is not absolute.?® It is important to
remember that the rights of copyright owners are limited
by the doctrine of fair use.?’! Fair use can be and has been
used to “balance the legitimate claims of content creators
and remixers.”’2%2

Some will surely believe that the fair use doctrine
is an imperfect and perhaps even unacceptable way to
legitimize remixes and fan works because it does not
completely eliminate the risk of legal liability, can un-
duly burden remixers and fan authors, and only implic-
itly acknowledges the authorship of the remixer or fan
author.?® It is true that fair use is a murky area of law
poorly understood (if at all) by the average remixer and
fan author.?%* It is also true that remixers, fan authors,
and copyright owners would all benefit from additional
clarity in the doctrine’s application to remixes and fan
works, particularly in its application to noncommercial
and amateur works.?% Despite these shortcomings, and
short of an author explicitly permitting remixers and fan
authors to use his or her work,%% the fair use doctrine cur-
rently provides the fairest measure between the rights of
copyright holders and the creative efforts of remixers and
fan authors.
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Architecture and Interior Design Under the Law:
Trade Dress, Copyright, and Sui Generis

By Johanna Barger

As consumers in today’s increasingly globalized
world we are inundated with design on multiple lev-
els—graphic design, interactive design, industrial design
and much more. The digital era has afforded society
opportunities to participate in activities that increase the
awareness and importance! of design in our daily lives.
Media attention to issues stemming from the design
community has introduced the general population to
several aspects of legal protection for design.2 While
copyright and trademark law might be familiar topics for
the protection of visual art and graphic design, where do
the design disciplines of architecture and interior design
fit? Under United States federal law, are architectural and
interior design creations adequately protected in the built
environment?®

U.S. law offers protection to architectural and interior
design works in the built environment; however, this pro-
tection is limited and stems from several areas of the law.
Unlike the sui generis* design regimes of European coun-
tries, protection for design under U.S. law is composed
of a complex of legal regimes—trademark law, copyright
law, and design patent law.® The lack of a single, free-
standing design law in the United States requires the care-
ful ability to balance distinct legal paradigms through a
familiarity with intellectual property law.

As addressed in an article in the Cardozo Arts & Enter-
tainment Law Journal, Orit Fischman Afori offers a simple
and insightful perspective on how design is related to the
three regimes of the law:

Design is connected to copyright law
because designs are connected with form
and external appearance or shape. It is
clear, therefore, that a design is a creation
of a similar nature to that of an artistic
work in general, which are protected

by copyright. And design nowadays is
already acknowledged as art, since its
boundary lines are notoriously hard to
define. Patent law affects design because
in certain cases, aesthetic and utilitarian
qualities merge, which results in a novel,
technological idea for the function of the
device or article. Finally, design is related
to trademark law, because in certain
cases, the form of the product is a means
for identifying the source of goods and
distinguishes the original producer from
competitors. It belongs to the branch

of trademark law that deals with “get

up” or “trade dress,” where a product’s
physical configuration functions as a
trademark.5

While Afori refers to design within the discipline of in-
dustrial design, he taps into the main aspects of protec-
tion for overall design within each paradigm of the law.
In order to determine whether or not architectural and
interior design creations are afforded adequate protection
under these three caveats, it is imperative to examine the
basics of these areas of the law. Trademark and copyright
law both offer protection (albeit in a limited sense) for ar-
chitectural and interior design creations. On the contrary,
design patent law is less applicable to these disciplines
unless the work in question has a useful purpose, such
as a machine or process, and will not be discussed in this
article.

Trademark Law and Trade Dress

Trademark law is governed by the Lanham Act of
1946 as well as the Trademark law Revision Act of 1988
(TLRA). A trademark is “any word, name, symbol, or
device, or any combination thereof used...to identify and
distinguish...goods, including a unique product, from
those manufactured or sold by others and to indicate the
source of the goods, even if that source is unknown.”’
Where this becomes important for architectural and
interior design works is within a subset of the law encom-
passing the idea of “trade dress.”

Trade dress is defined as “[...] the total image of the
business,” “the total image and overall appearance [of a
product],” and “[...] may include features such as size,
shape, color or color combinations, texture, graphics, or
even particular sales techniques.”® The concept of trade
dress is important to the protection of elements of interior
design of a commercial space as illustrated by the court in
Two Pesos, Inc. v. Taco Cabana, Inc.

The plaintiff, Taco Cabana, sued Two Pesos for trade
dress infringement under §43(a) of the Lanham Act,°
claiming that the defendant had copied the theme and el-
ements of its restaurants. The case was appealed and then
granted certiorari by the Supreme Court on the grounds
as to whether or not inherently distinctive trade dress
without proof of secondary meaning was protectable un-
der §843(a) of the Lanham Act. Justice White delivered the
Court’s opinion, holding “the trade dress of a business
may be protected under 43(a), based on a finding of inher-
ent distinctiveness, without proof that the trade dress has
secondary meaning[.]” Thus, the factors for establishing
protection of the trade dress of a business, or interior of a
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business as discussed in Two Pesos, require the identifying
mark to be (1) inherently distinctive or (2) acquiring dis-
tinctiveness through secondary meaning. It is also clear
that eligibility for protection under 8§43(a) depends on a
non-functionality aspect of the trade dress. Additionally,
enforcement for liability under 8§43(a) requires proof of
the likelihood of consumer confusion of the mark.*0

Of particular note to interior design and protection
under trademark law is the District Court’s instruction to
the jury regarding the facts outlining trade dress in Two
Pesos. The court instructed the jury that “Taco Cabana’s
trade dress may include the shape and general appear-
ance of the exterior of the restaurant, the identifying
sign, the interior kitchen floor plan, the décor, the menu,
the equipment used to serve food, the servers’ uniforms
and other features reflecting on the total image of the
restaurant.” This definition helps to establish general
guidelines for a definition for trade dress as composed of
a combination of elements in the interior environment.
While the court does not explicitly define trade dress
in terms of interior design or interior architecture, this
case-specific example would be helpful in order to create
a definition when establishing a singular, design regime
protection under the law.

The law provides different types of remedies for a
cause of action for trademark infringement under the
Lanham Act 834 and 8§35. For an infringement upon a
registered mark, the court “shall have the power to grant
injunctions, according to the principles of equity and
upon such terms as the court may deem reasonable.” In
addition, limited injunctions are permitted as deemed
necessary by the court. In Two Pesos, the court awarded
damages based on the intentional and deliberate infringe-
ment upon Taco Cabana’s trade dress by Two Pesos.?
Section 35 of the Lanham Act also permits the award of
attorney’s fees to the prevailing party.1?

Copyright Law

Another intellectual property law that offers protec-
tion to architecture and interior design works is copyright
law. Before 1990, architectural works were considered to
be “useful articles4 and were not protected under the
Copyright Act of 1976.1> An additional caveat for build-
ings was added under the Architectural Works Copyright
Act of 1990 (AWCA).16 Under the AWCA, structural
architectural works, not plans or drawings (which are
protected under U.S.C. 8102 as pictorial, sculptural or
graphic works), are protected to a certain extent, depend-
ing on circumstances:

Purely nonfunctional or monumental
structures would be subject to full copy-
right protection under the bill, and the
same would be true of artistic sculpture
or decorative ornamentation or embel-
lishment added to a structure. On the

other hand, where the only elements

of shape in an architectural design are
conceptually inseparable from the utili-
tarian aspects of the structure, copyright
protection for the design would not be
available.'’

Thus while architectural works are protected under copy-
right,'8 they are not afforded the protection of combined
elements of a mark, like in trade dress under trademark
law.

However, the overall form as well as the arrangement
and composition of spaces and elements in the design can
be protected under copyright law.'® The law recognizes
the arrangement of architectural elements: “(1) creativity
in architecture frequently takes the form of a selection,
coordination, or arrangement of unprotectable elements
into an original, protectable whole; (2) an architect may
incorporate new, protectable design elements into oth-
erwise standard, unprotectable building features; and
(3) interior architecture may be protected H.R. Rep. No.
101-735 reprinted in 1990 U.S.C.C.A.N. at 6949.”72 An im-
portant fact to note is that this caveat of the law does not
prevent the protection of “staple building elements” such
as windows and doors.?*

Sui Generis and the Future

The most significant obstacle in establishing a uni-
fied law for design protection is the difficulty of render-
ing non-verbal designs in a verbal format, thus, why a
sui generis approach has not been adopted in the United
States.22 The Supreme Court has wavered in jurispru-
dence over designs® and how they should be protected.
In fact, Congress has considered freestanding design
protection legislation over 70 times; however, it has never
enacted legislation of this kind to date.2* While no con-
sensus has been established on the precise form of design
protection, it is evident from judicial precedent that de-
sign and the design process require legal protection.

The predominance of visual imagery in modern cul-
ture suggests that design is everywhere and in multiple
forms.2> Author Alice Rawsthorn ponders the idea that
design has become an “ambiguous term” over time and
really holds only one meaning: “the process of conceiv-
ing and creating things in the hope of making life easier
and more enjoyable.”? If this general definition of design
holds true for the disciplines of architecture and interior
design, then why seek any protection under the law? Yet
in a competitive global market, architects and designers
must establish ways in which to distinguish their busi-
ness, works, and style, therefore negating Rawsthorn’s
idealistic definition. In order to remain competitive, a
unified form of legal recourse is needed for the design of
buildings, interiors, fixtures, and other architectural and
design elements. The current system of three regimes
under which designers can bring a cause of action is
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severely lacking and needs reform through the collabora-
tion of both the legal and design communities.

Similar to industrial design, architecture and interior
design are hybrid in nature much like the three areas of
U.S. law—trademark, copyright, and design patents—
used to protect it.?” This hybridization of design is ap-
plicable across the various design disciplines. As pro-
posed by Orit Fischman Afori, the protection of industrial
design is also in need of an overhaul within the law.?® His
model for industrial design protection examines claims
on “an ex-post?® basis according to the alleged infringing
act. Specifically, the nature of infringing copies will de-
termine whether the protection will be invoked either by
copyright or by design right.”*° While Afori is addressing
the protection of industrial design, he introduces valid
points that could be harnessed to help structure similar
and potential protection under U.S. law for architecture
and interior design works.

What then does the future of law hold for design?
The idea of a sui generis form of protection, specifi-
cally for architecture and interior design, is paradoxical
in nature and raises unique questions about traditional
processes for these fields. As designers create, brainstorm,
work, live, and breathe, they are constantly exposed to
and inspired by design within their environments.®! In
order to craft a successful form of design protection under
the law for architecture and interior design, it is impera-
tive to understand the commercial nature needed in this
potential body of law. A successful implementation of a
sui generis design protection regime would require sub-
categories for each discipline. When crafting a protection
for architectural (exterior) design, copyright, and specifi-
cally AWPA, is most relevant. However, when protecting
interior design, it can be argued that it is most applicable
to look at trademark law and, in particular, the subset of
trade dress.
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The Art of Fame:

The Rise and Rise of Celebrity Culture and the Law

By Kibum Kim

In 2003, the Sixth Circuit stated in
ETW Corp. v. Jireh Pub., Inc.: “Celebrities
are important elements of the shared
communicative resources of our pub-
lic domain.”* It opined that there are
times when curbing the right of public-
ity protects First Amendment interests.

It is hard to argue with that sentiment.
Celebrities are indeed becoming an ever-
greater presence in our lives and forming
the transcultural common vocabulary for
citizens of the digital age. The Internet
and the real-time informational over-
load culture that it generated incessantly
bombard us with news bits, from the
trivial to essential, and it is dramatically
reshaping what it means to be a celebrity.
Fame is no longer the means to success;
it is success. Whereas one once needed

to achieve successes in “proper” careers (often in arts and
entertainment) to garner fame, for many celebrities now,
projects in music and film are corollary activities to their
main careers: their extended 15 minutes of fame.?

Artists have not let this cultural shift go unnoticed.
Increasingly, we see personality, identity, and celebrity
become the canvas for artistic expression.® The seeds of
modern pop artistic phenomena that Andy Warhol has
sown—fame, mass culture, commercialism, amanuen-
sis—have sprouted a monster of Jack and the Beanstalk
proportions, and art and culture are headed on a collision
course with the law as law’s conception and treatment of
celebrity are becoming quickly outdated.

This article outlines the legal conflict that is brewing
in right of publicity law: the balancing test of the celeb-
rity’s property interests in his or her fame and the public’s
First Amendment interests in communicating on celebrity
will grow ever more contentious as both sides’ interests
grow. Part | will review right of publicity law. Part Il will
show how contemporary culture is changing, making
fame a per se dignitary and creative expression interest.
Part 11 will lay out the clash in right of publicity law that
may result from the cultural shift. The article will explore
the point of dissonance between the current cultural cli-
mate and the existing legal framework, but will not make
prescriptive proposals for right of publicity law, as the
question is outside its scope.

I.  Right of Publicity

Fame takes work, whether it is earned through ac-
claim received for one’s achievements (e.g. Albert Ein-
stein) or through relentless, shameless self-promotion (e.g.

WL WA WIIEEE, RN, AND WY i TRE WOmil of STYLE

It’s __a"‘ about me

I mean you

Qm.eu'n. me

Kim Kardashian), it rarely just falls on
someone’s lap. Law recognized the labor
involved and bestowed property rights
over one’s fame in the right of publicity.

THE ART ISSUE
g
T

- Kim Ka

dashian
Iﬁ. e

The etiology of the right of publicity
can be traced back to an influential 1890
law review article by Samuel Warren
and Louis Brandeis.* Focusing on one’s
dignitary interests, Warren and Brandeis
argued for legal protection of “the right
to one’s personality.”® It was framed as a
right to privacy, not publicity.® The first
77 case brought under this right of privacy
- was Pavesich v. New England Life Insurance
> Co., where a man brought suit for the
use of his name and likeness in an insur-
N ance advertisement.” In finding for the

plaintiff, the Georgian court emphasized

the dignitary harm Pavesich suffered “as it deprived him
control over his identity” and compared the appropriation
of his identity to enslavement.?

Modern “right of publicity” developed out of the
tradition of the right of privacy when the Second Circuit
in 1910 coined the term and gave celebrities economic
property rights over their fame in Haelan Laboratories, Inc.
v. Topps Chewing Gum.® Ruled by state law, more than half
of the United States now recognizes the right of publicity
through either common law or statutory law.°

Rationales for the right of publicity include: “provid-
ing incentives for creativity, allowing those who achieve
notoriety to enjoy the fruits of their own labor, guard-
ing against consumer deception, and preventing unjust
enrichment.”** Hence, some of the underlying reasoning
resembles that of copyright law. As the Supreme Court of
California said in a famous case involving a portrait artist
Gary Saderup, who sold lithographs and printed t-shirts
of his charcoal depictions of celebrities:

The right of publicity, like copyright,
protects a form of intellectual property
that society deems to have some social
utility. “Often considerable money, time
and energy are needed to develop one’s
prominence in a particular field. Years of
labor may be required before one’s skill,
reputation, notoriety or virtues are suffi-
ciently developed to permit an economic
return through some medium of commer-
cial promotion. For some, the investment
may eventually create considerable com-
mercial value in one’s identity.”!?
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Saderup thus recognized fame as something celebri-
ties earn and off which they deserve to reap monetary
benefits.

While right of publicity rewards the labor and effort
that has gone into the development of the intellectual
property, right of publicity, like copyright, does not give
the rightsholder unchecked proprietary interests, the most
significant limit being the First Amendment rights of the
public. In Saderup, which involved faithful portraits of
the Three Stooges, the Supreme Court of California, not-
ing that celebrities do not have a “right of censorship,”
expounded on the First Amendment issues at play in
right of publicity cases: “Because celebrities take on pub-
lic meaning, the appropriation of their likenesses may
have important uses in uninhibited debate on public is-
sues, particularly debates about culture and values. And
because celebrities take on personal meanings to many
individuals in the society, the creative appropriation of
celebrity images can be an important avenue of individual
expression.”13

Saderup then imported the transformative test for fair
use from copyright law to weigh the economic public-
ity interests of the celebrity, a “balancing test between
the First Amendment and the right of publicity based on
whether the work in question adds significant creative el-
ements so as to be transformed into something more than
a mere celebrity likeness or imitation.”'* The court found
that Saderup’s reverential depictions of the Three Stooges
were not transformative and infringed the right of public-
ity.® Thus, the main battle line drawn in right of publicity
law pits the celebrity’s economic interests in his or her
fame and the public’s interest in referencing the celebrity
for public discourse.

As mentioned earlier, it is important to note that al-
though the right of publicity’s purpose is supposed to
be limited to the protection of economic interests, there
are strains of privacy and dignitary interests in its juris-
prudence that hark back to Warren and Brandeis.'® As
Jonathan Kahn notes, right of privacy and right of public-
ity are “conjoined twins of our modern media-saturated
society.”!’

Il.  Celebrity Culture

The media-saturated society is transforming celebrity
culture in ways that make fame increasingly lucrative and
important. The cultural shift will only make celebrities’
interests in exercising proprietary ownership over fame
grow.

One can look at the proliferation of the “famous for
being famous” genus of celebrity. Some, like Kim Kar-
dashian, have no discernable talent. Some, like Bethenny
Frankel, have turned being on reality shows into a career.
Some, like Lindsay Lohan, have made their personal
degeneration into infotainment phenomena that have
spawned entirely new media industries (i.e. TMZ). Some,
like Spencer Pratt, have turned infamy into careers. The

cliché “there is no such thing as bad publicity” rings ever
truer. Fame justifies further fame. Celebrities increas-
ingly spend more time proactively crafting, amplifying,
and prolonging their fame with staged photo-ops for the
paparazzi and incessant social media communications
through media like Twitter and Facebook.

Shrewd management of fame has become enormously
lucrative. Jessica Simpson was a second-tier pop star lan-
guishing in the shadows of Britney Spears and Christina
Aguilera before she became a professional celebrity. She
played the fame game and eventually ended up with a
billion-dollar fashion brand.!®

Yes, celebrity, fame, and notoriety are ends in
themselves.

It is easy to dismiss all this cultivation and manage-
ment of fame as a phenomenon that privileges style over
substance and legitimates crass attention hogging.'®
Therefore it may appear easy at first to dismiss the grow-
ing interest celebrities have over their fame and believe
that law should not protect and encourage this social
trend. Yet these themes—fame, self-promotion, redrawing
of the boundaries of privacy—pervade the zeitgeist of the
times, and many are using fame not merely to cash in but
as a medium of creative expression, for art.

Fame as Art

Fame and celebrity are at the center of artistic dis-
course today.

CELEBRITY AS SUBJECT MATTER: Robert Pruitt’s “Signature Se-
ries” consisted of collecting various celebrities’ signatures
on printed canvases and hanging them up in a gallery.?°

CELEBRITY AS ARTISTIC MEDIUM: Keith Edmier’s “celebready-
made” collaboration with Farrah Fawcett that consisted of
the two in a series of photographs and respective sculp-
tures each made of the other.?!

FAME As ART: James Franco’s befuddling Hollywood-celeb-
rity-as-performance-art persona project.??

As fame becomes a medium of artistic expression, the
control over one’s fame and reputation becomes essential.
Take James Franco’s hyped turn on “General Hospital.”
The star self-anointed himself a performance artist in
explaining the endeavor: “I disrupted the audience’s sus-
pension of disbelief, because no matter how far | got into
the character, | was going to be perceived as something
that doesn’t belong to the incredibly stylized world of
soap operas. Everyone watching would see an actor they
recognized, a real person in a made-up world.”? Thus to
Franco, his fame (as an avant-garde celebrity), the level of
his notoriety (too well-known to be believable as a charac-
ter), and the quality of his fame (a Hollywood movie star
who should be above doing soap operas) were all integral
pieces of the conceptual art and message.

In the notorious Wall Street Journal op-ed, where he
claimed his “General Hospital” stint was performance
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art, Franco mentioned Marcel Duchamp’s “Fountain” that
consisted of placing a urinal in a gallery as an example of
the tradition of performance art in which he was engag-
ing.?* The parallel Franco draws with his soap-opera stint
and Duchamp’s readymade sculpture is apt: modern art is
very much about recontextualization.

A key difference between what Franco is doing and
what Duchamp did in figuratively pissing all over the
art establishment is the role fame plays in the recontex-
tualization. With Duchamp, putting a urinal in a gallery
setting itself constituted the recontextualization; the
artist, his identity, or fame was not so important. With
Franco, who he is and how he is perceived is crucial to the
recontextualization.

Consider another example in the blue-chip artist
Richard Prince and the historical arc of his art. Prince is
an appropriator, which is all about recontextualization.
His famous 1983 rephotography work Spiritual America of
a nude 10-year-old Brooke Shields incorporated Shields’s
celebrity as subject matter for recontextualization.?> Now
the recontextualization draws on his own fame.

Prince recently lost an appropriation case where the
court rejected his fair use defense.?8 The series called “Ca-
nal Zones” borrowed heavily from photographer Patrick
Cariou’s photography book Yes Rasta featuring Jamaican
Rastafarians and made mostly minor aesthetic changes
with the color scheme and pasting on cutouts of images,
such as electric guitars.?’ In the trial, Prince testified that
“he didn’t really have a message,” which the judge found
weighed heavily against finding transformativeness un-
der the first factor of fair use.?® Judge Batts wrote that to
clear the transformative test, the art must “in some way
comment on, relate to the historical context of, or critically
refer back to the original works.”?®

What was not acknowledged at the trial or in the
opinion was the fact that it was Richard Prince with his
fame and notoriety as one of the art world’s most respect-
ed appropriationists who created “Canal Zone,” that gave
the art context and meaning. The works are informed by
who he is. The art’s meaning derived significantly from
the attribution to Richard Prince. His fame, his oeuvre,
and his persona were all important contextual elements.
In some ways, Prince’s intellectual property in his fame
was a specter in the background of this case.

Indeed, Prince does have artistic vision, but it comes
through context that has been constructed largely by his
reputation. Prince’s well-known artistic approach involves
a thoughtful, deliberate mix of high and low. “Despite be-
ing one of the most erudite artists around, a fan of Joyce
and Apollinaire, Norman Mailer and Bob Dylan, the Paris
show combines texts by these writers with the most crude
pornographic books.”% Patrick Cariou, the photographer
of Yes Rasta, said of Prince: “I think he’s a good art direc-
tor, and a great thief.”3! Cariou may have meant it in a de-
rogatory way, but his comment gets to what makes Prince

a great artist.®? Prince is an artist as collector, curator, re-
mixer, and his reputation is a key ingredient in his art.

It is the engagement and acceptance by the art com-
munity, the association with the Gagosian Gallery, and
institutional and personal interpretation, that gives mean-
ing to Prince’s art. Art is contextual. It is discursive, and
the audience participates to imbue it with meaning. It
does not stand alone. The swagger of Richard Prince, the
impudence of John Currin, their celebrities, their notori-
ety, and their refusals to appease and explain, it is all part
of the art.

Therefore it is more important than ever for artists to
control their precarious and fragile fame and reputation.

Right of publicity is thus poised to become an ever
more important legal tool for celebrities. Right of publicity
analysis involves a balancing test of celebrities’ intellectu-
al property rights and First Amendment rights of the pub-
lic. The rise of celebrity culture makes both sides’ interests
ever greater. It is bound to come to a head.

lll.  The Looming Battle in Right of Publicity:
Celeb v. Public

Law’s conception of fame and celebrity is not keeping
up with the Kardashians.

The importance of the interest in celebrities is grow-
ing on both sides of the right of publicity balancing test.
Celebrities are using their fame for creative expression;
the public is also communicating on celebrities as com-
mon reference points.

Right of publicity essentially gives a property right
over one’s reputation and fame. Although technically it
is only supposed to cover the commercial value of fame,
courts have recognized the dignitary interests involved,
and, as fame becomes important to artistic expression,
courts may become more open to accepting arguments
based on dignitary interests.

Art is about reputation now, more than ever. There is
an irony in Saderup’s loss in that Saderup’s own reputa-
tion or lack thereof was used against him by the court.?
With greater credibility and fame as an artist, perhaps the
court would have been inclined to see more conceptual
transformativeness in his work.

As public figures’ dignitary interests in their celebri-
ties grow, the current logic of favoring parody and gross
distortions in the transformative test adopted in Saderup
and ETW Corp may become an area of conflict.3* If we al-
low room for celebrities’ dignitary interests in the law, the
more exaggerated and distorted the depiction, the more
detrimental the effect can be for the celebrities.

Of course, the public has interests in being able to
comment on celebrities as well and the public may de-
velop needs to use fame as artistic expressions.® One
may even be able to argue that celebrities do not have
monopolistic proprietary claims over fame on labor and
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effort grounds since fame requires an audience willing to
bestow the attention. Fame is also inherently difficult to
manage, and perhaps it would not make sense to try to
give one legal protection over what kind of fame one has.

Conclusion

Nevertheless, it is undeniable that culturally fame is
a canvas on which creative expression is happening. As
the examples mentioned above show, art and fame are en-
gaged in a dance. Fame is giving context and meaning to
art; at times it is the critical element that makes something
art. It may be that the right of publicity will expand and
evolve to recognize the expressive faculties of fame. As we
have seen with Constantin Brancusi’s sculpture, as long
as art retains its vitality and artists push the boundaries
of traditional notions, law will have to grapple with what
constitutes art.
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Music Publishing:

What the Songwriter and Practitioner Need to Know

By James A. Johnson

Once a song has been written, the songwriter should
protect his or her legal interest in it by formally register-
ing the song with the U.S. Copyright Office. The legal in-
terests in the song or composition consist of five exclusive
rights under the Copyright Act: reproduction, adaptation,
distribution, public performance and public display.t

1. Reproduction is the right to reproduce the copy-
righted work in copies or phonorecords.

2. Adaptation is the right to prepare derivative works
based on the copyrighted work.

3. Distribution is the right to distribute copies or pho-
norecords of the copyrighted work to the public by
sale, rental or lease.

4. Public performance is the right to publicly perform
the copyrighted work including by means of a
digital audio transmission.

5. Public display is the right to publicly show a copy
of sheet music or lyrics by means of a film, televi-
sion, motion picture or the Internet.

Moreover, registration with the Copyright Office is a
condition precedent to filing a lawsuit in federal court to
protect and enforce the copyrighted song against infring-
ers.? Further, since the United States is a member of the
Berne Convention, registration in this country will be
recognized by all other member countries.® (However,
songwriters should require their publishers to secure
valid copyright protection for their songs throughout the
world.) For sound recordings, Form SR may also be used
where the copyright claimant is seeking simultaneous
registration of the underlying musical, dramatic or liter-
ary work embodied in the phonorecord.*

The next step is to get the song published to generate
income. A professional songwriter must understand basic
concepts and the economics of song exploitation. Music
publishing rights initially belong to the copyright holder
of the musical composition. The writer of the composition
owns the copyright in the song and is its sole publisher.
Therefore the songwriter/copyright owner usually enters
into an agreement with a publisher and assigns in whole
or in part certain copyrights to the publisher. A writer/
copyright owner will want to take this step in order to
have a more experienced party handle the administra-
tion, collection, accounting and distribution of publishing
income.

The purpose of this article is to provide guidance
about music publishing for general practitioners, song-

writers, and entertainment attorneys. Music publishing
income is derived from four separate sources as well as
royalties earned from foreign countries through subpub-
lishing. These income sources are generated from the
exploitation of the composition in print, public perfor-
mances, mechanical recordings and synchronizations.
Print, mechanical and synchronization rights are related
to the copyright owner’s right under the Copyright Act
to reproduce the copyrighted work in copies or phonore-
cords® and to distribute such copies or phonorecords to
the public.t Mechanical rights permit reproduction and
distribution in phonorecords and digital downloads. Syn-
chronization rights permit a song to be combined with a
visual image, reproduced and distributed as part of a mo-
tion picture, television production, video or DVD. Print
rights are the right to reproduce and distribute the words
and music of a musical composition in sheet music and
song folios. Public performance rights in musical compo-
sitions are specifically granted in the Copyright Act.” The
copyright owner has an exclusive right to broadcast a mu-
sical composition by radio, television or on the Internet.®
This right also applies to live public performance of the
composition.®

Types of Income

Performance Income is collected by performing
rights organizations (PROs). The United States has four
performing rights organizations: American Society of
Composers, Authors and Publishers (ASCAP), Broadcast
Music Incorporated (BMI), SESAC, and SoundExchange.
These PROs administer the performance licenses, collect
the license fees and pay the royalties for a particular song
to the copyright holder (the publisher and the songwriter,
usually on a 50/50 basis). Public performance royalties
are paid directly to the songwriter by the appropriate
PRO. These royalty payments stem from every time a
song is played on the radio, live concert, in a business es-
tablishment, on television or at a website. The party play-
ing the song must pay for the performance.

SoundExchange is a relatively new organization cre-
ated for handling public performance rights in certain
non-interactive digital and satellite transmissions of
sound recordings of music over the Internet. SoundEx-
change collects and distributes public performance royal-
ties for the sound recording copyright owners and for the
featured and non-featured artists. It is also the principal
administrator of the statutory licenses under §§ 112 and
114 of the Copyright Act.?®
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A songwriter should join a PRO upon his or her first
recording, commercial, television program, video or
placement in a film. It is the publisher’s responsibility to
register the compositions with the appropriate PRO.

Mechanical Income is earned from the manufacture
and sale of sound recordings. Mechanical income is paid
to the publisher of a composition by the record company
that manufactures recordings of the composition pursu-
ant to a mechanical license agreement, which is based on
8 115 of the Copyright Act. The Harry Fox Agency, Inc.
(HFA) issues mechanical licenses to record companies and
conducts audits of such companies to ensure that proper
payments are made. Permission to sample a composition
is also granted by the music publisher through a Mechan-
ical License. Limits on the term, territory, number of units
sold and other conditions may be required by music pub-
lishers. Below is a sample Mechanical License that grants
a one-time flat fee buyout and perpetual worldwide right.
Please also note that such extensive rights are not always
granted.

MECHANICAL LICENSE

In consideration of the sum of $ which covers

% of the copyright and full payment for the rights
and license herein granted thereto, ("Licensee”)
has the nonexclusive right, license, privilege and au-
thority to use, in whole or in part, the copyrighted
musical composition known as written by

and (hereinafter referred to as the

“Composition”):

1. In the recording, making and distribution of pho-
norecords (as that term is defined in Section 101
of the Copyright Act) to be made and distributed
throughout the world in accordance with the pro-
visions of Section 115 of the Copyright Act of the
United States of America of October 19, 1976, as
amended (the “Act”), except it is agreed that: (1)
Licensee need not serve or file the notices required
under the Act; (2) consideration for such license
shall be in the form of a one-time flat fee buyout;
(3) Licensee shall have the unlimited right to uti-
lize the composition or any portion thereof as em-
bodied in the phonorecord, in any and all media
now known or hereafter devised for the purpose of
promoting the sale of the phonorecord which is the
subject of this agreement and (4) this license shall
be worldwide.

2. This License permits the use of the Composition

or any portion thereof, in the particular record-

ings made in connection with the sound recording
(“Album”) by (“Artist”)

and permits the use of such recording in any pho-

norecord in which the recording may be embodied

in whatever form now known or hereafter devised.

This license includes the privilege of making a mu-

sical arrangement of the Composition to the extent
necessary to conform to the style or manner of in-
terpretation of the performance involved.

3. Licensor warrants and represents that it has the
right to enter into this agreement and to grant to
Licensee all of the rights granted herein and that
the exercise by Licensee of any and all of the rights
granted to Licensee in this agreement will not vio-
late or infringe upon any common law or statutory
rights of any person, firm or corporation including,
without limitation, contractual rights, copyrights
and rights of privacy.

4. This license is binding upon and shall inure to the
benefit of the respective successors, assigns and
sublicensees of the parties hereto.

5. This agreement sets forth the entire understand-
ing of the parties with respect to the subject matter
hereof and may not be modified or amended ex-
cept by written agreement executed by the parties.

6. This license may not be terminated for any reason,
is entered into in the State of New York and its va-
lidity, construction, interpretation and legal effect
shall be governed by the laws of the State of New
York applicable to contracts entered into and per-
formed entirely therein.

IN WITNESS WHEREOF, the parties have entered into
this license agreement as of this day of ,
2011.

AGREED TO AND ACCEPTED:

Licensor (Company Name) Licensee (Company Name)

Signature Signature

Name and Title
(Authorized Signatory)

Name and Title
(Authorized Signatory)

Print Income or sheet music is the smallest revenue-
producing source. However, print music can contribute
substantial earnings to a songwriter if the publisher man-
ufactures its own edition or licenses such right to another
company. In addition, electronic sheet music is now avail-
able and should be promoted by the publisher or music
attorney to increase print income.

Synchronization Income is the money paid by televi-
sion production companies, motion picture companies
and advertising agencies for the right to use compositions
in motion pictures or dramatic presentations on televi-
sion. Here is a sample of an abbreviated version of a Tele-
vision Synchronization License:
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TELEVISION SYNCHRONIZATION LICENSE

Agreement between , Music Publisher of
,and , Producer of

1. The musical Composition for which this license is
issued is: written by

2. The individual television Program for which this
license is issued is: Episode No.
(Airdate)

3. The term for which this license is issued is for
the duration of the worldwide original term of
copyright in and to the Composition and any and
all renewals or extensions thereof that Music Pub-
lisher may now own or control or hereafter own or
control.

4. The Territory for which this license is issued is
worldwide.

5. The type and number of uses of the Composition
to be recorded in the soundtrack of the program
are only as follows: One (1) continuous back-
ground vocal use not to exceed one (1) minute and
fifty-five seconds (1:55) in duration.

The are no fixed fees for a “synch license,” and televi-
sion commercials can be a lucrative source of income for a
songwriter, often drawing fees of $300,000 and more.

Music Publishing Contracts

There are two basic types of songwriter contracts: the
songwriter agreement and the copublishing agreement.
Under the songwriter contract, income is generally split
50/50 between the songwriter and the publisher. Gener-
ally this includes performance, synchronization, print
and foreign income. Notwithstanding that the songwriter
is paid an advance upon signing and transferring the
copyright to the publisher, a practitioner should negoti-
ate the return or reversion of the copyright in the song to
the writer within a period of seven years, especially if the
writer is also the recording artist. The practitioner should
always include a contractual provision reverting the com-
position when such composition has not been commer-
cially exploited within a specified period of time. Further,
songwriters can protect the integrity of their music by
requiring prior consent to use in commercials, political
advertising, X-rated films and for other merchandizing
purposes.

Under the copublishing agreement, the songwriter
not only receives the writer’s share of the publishing in-
come, generally 50 percent of the gross revenues of the
composition, but also shares in that portion of what tradi-
tionally was the publisher’s share of the music publishing
income. This agreement allocates approximately 75 per-
cent of the net publishing receipts to the writers.

Another important area of negotiation for the song-
writer who is also the recording artist is the “controlled
composition” clause. This clause authorizes the record
company to pay a reduced mechanical royalty, usually 75
percent of the prevailing statutory mechanical rate, as the
royalty fee for the right to reproduce the song on phono-
records that are sold to the public. A controlled compo-
sition is any song that is written or owned by the artist
who is recording the song. Record companies expand this
definition to include compositions written or owned by
the recording artist’s producer and third parties. The me-
chanical royalty paid to the artist for controlled composi-
tions is less than the royalty that might be paid if the artist
recorded a song written by someone else.

The usual controlled composition rate is 75 percent of
the minimum statutory amount. Artist’s counsel should
negotiate to limit the controlled composition definition
solely to compositions written by the artist and eliminate
from the definition of controlled composition “any com-
position written, composed, (owned or controlled directly
or indirectly by the artist or any individual producers
of master recordings or any person, firm, corporation or
other entity affiliated with one or more of the foregoing).”

The practitioner should also negotiate the best pos-
sible date for the per-song rate of controlled compositions
to take effect, so that it is not when the record company
signs the artist to a contract but rather the date of the al-
bum’s initial release. This later date, possibly one or two
years later, may provide for an increase in the statutory
mechanical rate because the rate is reviewed every other
year and may be adjusted upward to account for inflation.

Controlled composition clauses often provide that if
a song is used more than once on an album, the record
company will only pay mechanical royalties for one use.
For example, if an album contained a song and a remix
version of the same song, the record company would treat
the two versions of the song as one use. This should be
avoided because the record company is obtaining one use
of the song for free.

These provisions include budget records and records
sold through record clubs, mail order and television ad-
vertising. The record company will want to pay 50 per-
cent of the statutory rate rather than 75 percent. Savvy
counsel should also try to remove a provision out of the
controlled composition clause that concerns a reduction
in the mechanical royalty rate for records sold through
other than usual retail outlets.

Music Copyright Infringement*!

One of the benefits of membership of joining a PRO
and/or HFA is that they have the resources and ability to
monitor use of music throughout the U.S. Each can help
the copyright owner to detect copyright infringement,
and audit licensees’ books to ensure that the licensees are
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properly distributing to the organization on behalf of its
members on most of the royalties that their works have
earned.??

Music copyright infringement claims usually begin
with a cease and desist demand. If a prompt settlement
cannot be reached, then a lawsuit must be filed by the
copyright owner. To establish a claim of copyright in-
fringement, the plaintiff must first demonstrate three
elements: (1) that he or she owns a valid copyright in
the complaining work, (2) that the defendant copied the
plaintiff’s work (usually by proof of access together with
proof of similarities probative of copying or by “striking
similarity”), and (3) that the two works are “substantially
similar.”® The law permits a copyright plaintiff to prove
copying through “circumstantial evidence,” by showing
that the composer of the defendant’s song had “access”
to the plaintiff’s song and that the two songs are substan-
tially similar.'4

Access means that there is a “reasonable possibil-
ity” that the composer of the defendant’s song heard the
plaintiff’s song or saw a print version of it before writing
the defendant’s song.’® One way access can be established
is by showing that the plaintiff’s song was successful
before the defendant’s song was written,'6 and the defen-
dant, as a member of the general public, had a reasonable
opportunity to hear it.!” The plaintiff must establish a ba-
sis or opportunity from which a jury can reasonably infer
that the defendant had access to the music.*® The Seventh
Circuit case of Selle v. Gibb demonstrates that similarities
alone cannot support an infringement claim.'® Access,
or that similarities were so striking that they could only
result from copying, must be shown.?° The inference of
access may not be based on mere conjecture, speculation
or a bare possibility of access.?!

Substantial similarity has no precise definition, and a
plaintiff must show not only access, but also that there are
elements in the two songs in issue that are substantially
similar.?? “Striking similarity” is defined by the caselaw
as similarities so striking as to preclude the possibility
of independent creation that can only be explained by
copying.?® The federal courts have not reached a consen-
sus as to whether “striking similarity” alone suffices to
prove copying, and eliminates the need for other proof
of access.?* Moreover, the Second and Ninth Circuits are
illustrative of contrasting analyses of substantial similar-
ity. As mentioned above, to prove copying, the plaintiff
must also show “access.”?® To infer access, only an expert
can testify that similarities are so striking that they could
only result from copying.?® Without expert testimony on
this point, the plaintiff cannot meet his or her burden of
proof.?’

In the Second Circuit’s infringement analysis, it is
only after actual copying has been established that the
plaintiff then proceeds to demonstrate that copying was
improper or unlawful by showing that the second work

bears “substantial similarity” to the protected expres-
sion in the earlier work.?® The “substantial similarity”
test determines whether that copying rises to the level

of improper appropriation, which is copyright infringe-
ment. Substantial similarity requires that copying be
quantitatively and qualitatively sufficient to support the
legal conclusion that infringement (actual copying) has
occurred.?® The qualitative component concerns the copy-
ing of expression, rather than ideas (facts, works in the
public domain or other nonprotectable elements).%° The
guantitative component generally concerns the amount of
the copyrighted work that is copied, which must be more
than de minimis.3!

The Ninth Circuit infringement analysis uses a two-
part inquiry to determine whether two works are “sub-
stantially similar.”®2 The first is called the “extrinsic test”
and asks whether the two works share a similarity of
both ideas and expression based upon external, objective
criteria.®® If the extrinsic test is met, then the trier of fact
moves on to the subjective “intrinsic test” that determines
whether an ordinary, reasonable observer would find a
substantial similarity of expression in the two works.3*

Even if the plaintiff songwriter establishes ownership
of his or her song and that the defendant’s song copied
from it, the plaintiff must also show that more than a min-
imal amount of material contained in defendant’s song
was copied from the plaintiff—it must be qualitatively
important to both songs in issue.® Thus, the copying of a
very brief musical passage, melodic hook, or a few notes
may result in a finding of infringement.3®

The parties are faced with great challenges in present-
ing music evidence. The evidence presented to establish
similarities or to delineate differences between the two
songs typically includes live expert testimony and docu-
mentary evidence, such as sound recordings and sheet
music. The evidence should be offered through the expert
testimony of a musicologist. Not to be overlooked is the
assistance of both the plaintiff and defendant songwriters
in preparing the case for trial and witness testimony. If
the expert for the defense can trace the music in the alleg-
edly infringing song to similar music in the defendant’s
own earlier songs, his or her testimony will counter the
plaintiff’s claim of originality. This will demonstrate the
defendant’s independent creation of the subject work.3

Remedies

The six important remedies for the plaintiff are: in-
junctive relief, impounding and disposition of infringing
articles, statutory damages, actual damages, profits, cost
and attorney’s fees.38

1. Injunctive Relief is a court order prohibiting the
defendant from further distribution and selling
works or products that contain material that in-
fringes plaintiff’s song.
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2. Impounding, disposition, and destruction of in-
fringing phonorecords and other articles may be
ordered by the court.

3. Statutory Damages are damages provided for in
the Copyright Act. The option of statutory dam-
ages should be considered where it would be dif-
ficult to prove actual damages and the defendant’s
profits are minimal or nonexistent.

4. Profits of the infringing defendant are the most
significant remedy available to a prevailing plain-
tiff. The plaintiff is only required to present proof
of the gross revenues realized by the defendant
from its exploitation of the infringing song. The
defendant is required to prove its properly deduct-
ible costs and expenses.

5. Actual Damages are those damages actually suf-
fered by the plaintiff as a result of the infringement
of the plaintiff’s song.

6. Attorney fees and costs are discretionary with the
court and decided on a case-by-case basis. Courts
may allow recovery of full costs and an award of
reasonable attorney’s fee to the prevailing party as
part of costs.

Conclusion

A songwriter’s ability to negotiate a contract, by
and through his or her attorney, begins with a basic un-
derstanding of copyright ownership, music licensing
and standard music contract terms used in publishing
agreements and recording contracts. Astute counsel and
personal involvement in negotiations are paramount to a
composer gaining a full understanding of his or her costs
and obligations. With this information, songwriters and
recording artists can make informed decisions and negoti-
ate terms acceptable to them, and possibly avoid lengthy
and expensive litigation.

Music publishing has been the major source of in-
come for songwriters since the early 1900’s and is a con-
stantly evolving industry. Songwriters can benefit from
sources of income resulting from CDs, music players, the
Internet and digital transmission. A song can earn money
in digital configurations such as MP3s, ACCs, CD burn-
ing and DPDs.*® Songwriters should consult and employ
business managers and music attorneys to advise them on
the best methods and procedures to navigate the intrica-
cies of music publishing. Musical fads will come and go,
but there will always be a demand for good songs. It is
possible that with one hit song and a skillful music pub-
lishing agreement, together with astute counsel, can make
a songwriter a millionaire.

Helpful Internet Websites for Songwriters

www.nysba.org/EASL—NYSBA Ent., Arts and Sports
Law Section

nysbar.com/blogs/easl—NYSBA Ent., Arts and Sports
Law blog

www.nashvillesongwriters.com—Nashville Songwriters
Association International

www.countrymusic.org—Country Music Association
www.loc.gov/copyright—U.S. Copyright Office
www.songwriters.org—Songwriters Guild of America

www.ascap.com—American Society of Composers, Au-
thors & Publishers

www.bmi.com—Broadcast Musical International

www.nmpa.org—National Music Publishers Assoc./
Harry Fox

www.sesac.com—SESAC
www.soundexchange.com—SoundExchange

www.riaa.org—Recording Industry Association of
America

www.theccc.org—California Copyright Conference
Www.songwritersuniverse.com—Songwriter Universe

www.aimp.org—Association of Independent Music
Publishers

www.socan.ca—Society of Composers, Auth. & Music
Publishers of Canada

www.cmrra.com—Canadian Musical Reproduction Right
Agency

www.governor.state.tx.us/music—Texas Music Office

www.wipo.org—World Intellectual Property
Organization

www.bluesmusicassociation.com—Blues Music
Association

www.afm.org—American Federation of Musicians

Endnotes

17 U.S.C. § 106 (2010).

17 U.S.C. § 412 (2010).

Berne Convention, March 1, 1989-WIPO; 1B.D.I.E.L. 715.
www.copyright.gov/forms/formsr.pdf; IRS Circular 56A.
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See 17 U.S.C. § 106 (6) (2010).
Id.

For a more expansive discussion on music licensing, read James A.
Johnson, Thou Shalt Not Steal, N.Y. St. B.J., vol. 80., no 5, at 23 (June
2008).

See ENTERTAINMENT LITIGATION KNOW THE ISSUES AND AVOID THE
CourTtroOM, edited by Peter Herbert and Elissa D. Hecker, for an
excellent manual and authoritative guide covering a bevy of enter-
tainment litigation subjects and areas.

See Maralee Buttery, Blanket Licensing: A Proposal for the Protection
and Encouragement of Artistic Endeavor, 83 Colum. L. Rev. 1245
(1983) (explaining the two major types of blanket licenses: the
common blanket license and per program license, the main differ-
ence being the base used to calculate the association’s license fees).

See Lotus v. Borland, 49 F.3d 807, 813 (1st Cir. 1995).
Jorgensen v. Epic/Sony Records, 351 F. 3d 46, 51 (2d Cir. 2003).
See Three Boys Music Corp. v. Bolton, 212 F.3d 477 (9th Cir. 2000).

Selle v. Gibb, 567 F. Supp 1173 (N.D. IlI. 1983), aff’d, 741 F. 2d 896
(7th Cir. 1984); see also Ferguson v. National Broadcasting Co., 584
F. 2d 111, 113 (5th Cir 1978).

Id.
Id.

See generally Ty, Inc. v. GMA Accessories, 132 F.3d 1167, 1169 (7th
Cir. 1997).

Id.

See Repp V. Lloyd Webber, 132 F. 3d 882 (2d Cir. 1997) (reversing
summary judgment based on claim of striking similarity despite
little, if any, evidence of access); see also Grubb v. KMS Patriots.
L.P., 88 F. 2d 1, 5-6 (1st Cir. 1996) (rejecting the argument that when
the works are identical necessarily eliminates need for additional
proof of access); see also Ty, Inc v. GMA Accessories supra note 22 at
1167 (striking similarity may alone establish access); see also Fodor
V. Time Warner, Inc., 1994 U.S. App. LEXIS 4250 (9th Cir. Mar.
2,1994) (in absence of access, even striking similarities must be
deemed fortuitous).

See Arnstein v. Porter, 154 F. 2d 464 (2d Cir. 1946).

26.
27.
28.

29.
30.
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32.

33.

34.

35.
36.
37.

38.
39.

See Selle, supra note 19.
Id.

See Castle Rock Entertainment, Inc. v. Carol Publishing Group,
Inc., 150 F. 3d 132, 137 (2d Cir. 1998) (quoting Repp v. Webber,
132 F. 3d 882, 889 n.1 (2d Cir. 1997); quoting Laureyssens v. Idea
Group, Inc., 964 F. 2d 131), 139-140 (2d Cir. 1992)).

Id. at 138.
Id.

See Castle Rock supra note 28 (citing Ringgold v. Black Entertain-
ment Television, Inc., 126 F. 3d 70, 75 (2d Cir. 1997)).

See, e.9., Sid & Marty Krofft Television Prods., Inc. v. McDonald’s
Corp., 562 F.2d 1157 (9th Cir. 1977).

Id.

See, e.g., Dr. Seuss Enterprises L.P. v. Penguin Books USA, Inc., 109
F. 3d 1394, 1398 (9th Cir. 1997); see also Smith v. Jackson, 84 F. 3d
1213, 1218 (9th Cir. 1996).

See Newton v. Diamond, 349 F.3d 591 (9th Cir. 2003).
Id.

The Prioritizing Resources and Organization for Intellectual Prop-
erty Act of 2008 (Pub. L. 110-403) (the PRO-IP Act) benefited song-
writers and recording artists. The main purpose of the PRO-IP Act
was to strengthen criminal and civil laws that pertained to copy-
right and trademark infringement, allocate key personnel and re-
sources to monitor and enforce intellectual property infringement,
and enhance strategic federal initiatives against counterfeiting
and piracy. Victoria A. Espinel was appointed in 2009 by President
Barack Obama as the Intellectual Property Enforcement Coordina-
tor (formerly known as the copyright czar).

17 U.S.C. §8 502-504 (2010).
Digital licensing of DPDs is handled by HFA.

James A. Johnson (johnsonjajmf@yahoo.com) of

James A. Johnson Esq., in Southfield, Michigan, con-
centrates on intellectual property licensing with an em-
phasis on sports- and entertainment-related intellectual
property litigation. Mr. Johnson is a Trial Lawyer and an
active member of the Michigan, Massachusetts, Texas
and Federal Court Bars.

Entertainment, Arts and Sports Law Section Blog
Provides a Forum and News Source on Issues of Interest

The blog acts as a new informational resource on topics of interest, includ-
ing the latest Section programs and initiatives, as well as provides a forum for
debate and discussion to anyone in the world with access to the Internet. It is
available through the State Bar Web site at http://nysbar.com/blogs/EASL.
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Is There An App for Trademark Infringement?

Understanding the Legal Implications of the
Apple-Amazon Trademark Litigation

By Daniel R. Goodman

App Store: A New Generic Term, or a Trademark?

Almost anyone even remotely familiar with smart-
phones has either heard the phrase “there’s an app for
that,” or the word “app,” even if they do not really know
what an “app” is, or how to get one. The more tech-savvy
smartphone users will likely know that “apps” can be
downloaded from “app stores.” Apps, short for the word
“applications,” refer to downloadable or preprogrammed
smartphone applications and accessories. There are GPS
apps, sports score-alert apps, traffic-alert apps, and even
apps that tell you where the cheapest local gas may be
found.

Not only have apps become a familiar component of
tech-life, but so have app stores; after all, once a certain
product or service becomes popular, competing busi-
nesses will open more and more stores that sell these
products. In this respect, Internet stores continue to mimic
brick-and-mortar stores. An entire panoply of app stores
has also recently sprouted up across the Internet.!

In the age of the smartphone, the word has quickly
vaulted into our lexicon as a term of everyday use. When
used as a noun, it has become almost as ubiquitous in
everyday conversation, as “google” is as a verb.

Most people would not blink at using “google” as a
verb; indeed, “just google it” is now a typical response to
many questions. Others would similarly not be bothered
by how familiar words like “app” have become, but these
shifts in jargon are not only noticed by linguists, word-
smiths, and lexicographers; they are monitored closely
by trademark lawyers and by businesses with famous
brand names. When these words become part of everyday
conversation far from being a company’s dream, it in fact
becomes a company’s nightmare.

In the world of marketing and commercialism, famil-
iarity is usually a goal. Advertising jingles are designed to
literally get in the heads of listeners so that a company’s
product and name stays in their heads as well.? Many oth-
er forms of advertising (such as product placement) are
utilized for the express purpose of increasing a product’s
or company’s awareness. The more people see, hear, and
think about Coca-Cola, the better it is for the Coca-Cola
Company.® However, if Coca-Cola advertisements and
product-placements became so familiar to the extent that
people would substitute the term “Coca-Cola” or “Coke”
for any soda, then the company name would be in dan-

ger. By achieving such dominance in a product market as
Google has in the field of search-engines (or as Kleenex
and Xerox once had in their respective markets), a com-
pany risks becoming too successful for its own good.*
When a company’s brand name becomes so common in
language usage that people use the brand when adding
the actual generic product, then the company’s trademark
itself risks losing its protection and becoming generic.®

If a company’s brand name becomes generic, its
trademark is considered to have become “genericized,”
no longer within a company’s sole ownership, and free
to be used by any other company as a descriptive term.®
This happened to Aspirin,” and almost to Xerox.2 This
phenomenon is known as “genericism” in trademark law,
and a company’s loss of its trademark due to generecism
can be so severe that another word has been coined to de-
scribe it: “genericide.”® Navigating the boundary between
developing name-brand recognition while staving off ge-
nericide can be the bane of existence for famous brands’
marketing and legal departments.1?

At the same time, companies are also wary of the
reverse situation; that is, when words they believe are
rightly their trademarked terms may have already be-
come so familiar as to be considered generic before they
can even register them as trademarks. Such is the case for
Apple and the phrase “app store.”

Since “app” is a generic term because of its us-
age (and because it is short for the word *“application”),
seeking trademark protection for the phrase “app store”
presents Apple with a significant legal hurdle. Even
Apple, a company very close to the word “app” both in
sound and perhaps in association as well, would likely
not be able to trademark the phrase. Considering how
familiar apps have become, owning trademark rights to
the phrase “app store” has become as difficult as owning
trademark rights over the phrase “book store.” Yet Apple
is still trying to make the case that because it popularized
the concept and usage of the “app,” consumers would
associate any “app store” with its brand.™ If so, any non-
Apple “app store” would confuse consumers into think-
ing that the rival company’s store is owned or sponsored
by Apple.

Apple indeed deigns to claim the phrase “app store”
as its trademark for online smartphone applications
stores, and is attempting to prevent other companies from
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using the term when selling smartphone applications.!?
While it cannot completely remove “app” from the lexi-
con or prevent people from calling smartphone applica-
tion stores “app stores,” what it can do—if successful in
trademark litigation—is prevent other companies from
non-Apple smartphone application stores from using the
term.

New Technology Generates New Terminology

At first glance, it may be self-evident that new
technology generates new terminology, but this observa-
tion has important implications for trademark law and
trademark registration. Terms that were once unique and
almost foreign-sounding can become generic if technolog-
ical change makes a unique word popular. Technological
innovation has always changed the way we use language,
and imposes new meanings on previously strange words.
This principle is understood by laymen, also recognized
by philologists, linguists, and historians of language as a
more profound phenomenon. Individuals familiar with
semiotics—the theory of how we attach meaning to sym-
bols—understand that that written language has mean-
ing because each culture has decided to interpret certain
symbols as letters, and certain groups of letters as words
(i.e., language does not have inherent meaning; rather, its
meaning is extrinsically constructed by groups of people
speaking and writing that language). Every letter is a
symbol that triggers a sound or association in the minds
of those who see it, and a combination of letters, such as
“app,” triggers multiple sounds and associations in our
minds. If the association of the three letters “app” is sig-
nificant, we attach meaning to it and our minds signal to
us that these three letters are not random, but are in fact a
word.

Whether combinations of letters form meaning-
ful words as understood by the majority of people in
a society depends upon how each society in each age
interprets these ‘symbols.” In the pre-industrial age,
words such as “factory,” “mechanical,” and “railroad”
would have been considered fabricated language, but
today, it is hard to think of terms that are any less generic.
Modern technology has had the same result, thrust-
ing meaning upon formerly strange letter combinations
and turning these combinations into meaningful words,
such as “telegraph,” “fax,” and “email,” to even stranger
combinations of letters with numbers, such as “MP3.” As
technology changes so quickly, we are constantly in the
process of creating new words by attaching meaning to
bizarre letter-combinations: for example, “P2P,” “Wi-Fi,”
an “RSS-feed,” and a myriad of others. Twenty years ago,
a company would have had no problem registering “P2P”
as a trademark; today, registering that term, even as part
of a combination with another word, such as “MyP2P,”
could be problematic.13

Such new terms generated by technological innova-
tion pose novel challenges for trademark registrants.
When considering whether to grant an applicant registra-
tion for a proposed mark, the United States Patent and
Trademark Office (USPTO) considers the distinctiveness
of a mark; the more distinctive a mark is, the more likely
it is to be granted registration, while the less distinctive it
is (for example, a generic term), the less likely it is to be
granted registration.'* Under trademark law, the scale of
distinctiveness ranges from generic at the low end to fan-
ciful at the high end.’® Generic terms are unregisterable
and cannot function as trademarks; descriptive terms are
granted registration if consumers associate the term with
its producer (so that the mark has acquired *“secondary
meaning”'); suggestive marks (i.e., marks that suggest a
feature of the product) are considered distinctive and pro-
tectable as trademarks; and arbitrary and fanciful terms
are nearly always granted trademark registration, regard-
less of whether secondary meaning is attached to the
mark.Y Thus, a term like P2P would have been arbitrary
or fanciful before the development of the technology;
now, however, technology has rendered the term generic.
Therefore, a phrase such as MyP2P may be viewed by the
USPTO as descriptive, and a trademark examiner would
not likely grant the phrase registration unless a secondary
meaning develops between it and its sponsor.

One example that illustrates the challenge of trying
to trademark a word that could have previously been
considered fanciful and unique, but has become generic
due to technology changes, is the word “synch.” Prior
to the invention of MP3 devices, the term “synch” may
have baffled most people. Its meaning was non-obvious;
would it have been a noun, a verb, or simply a fabricated
word? However, today the word “synch” has taken on
entirely new meaning. It is now a generic term used as a
short-hand for synchronize, and refers specifically to the
process of synchronizing an MP3 player to a computer,
or for generally synchronizing electronic devices with
each other. Either way, to “synch” is just one example of
countless other ways in which new technology has taken
what once were strange-sounding and unique terms and
turned them into household words. In short, new technol-
ogy and new products create new generic terms, and new
technology takes terms that were previously fanciful and
generecizes those words by making them part of every-
day speech.

The fact that formerly unique terms can become
genericized because of technological development has im-
portant implications for Apple’s bid to claim the phrase
“app store” as its own intellectual property. While an
“app” may have been a fanciful term before the smart-
phone, technological change has ushered it into the popu-
lar lexicon in the same way that the MP3 player popular-
ized the term “synch.” This is the dilemma Apple faces
in its ongoing attempts to use trademark law to prevent
others from using the term “app store.”
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Apple v. Amazon: The App Goes to Court

Apple believed that it was and is the rightful owner
of the term “app store” because of the word’s association
with Apple and its smartphone applications.'® Hence,
when it learned that Amazon was seeking to call its
virtual store for Google Android applications an “app
store,” it sued Amazon to try to prevent it from using that
name.® In its claim for trademark infringement, dilution,
and unfair competition that was filed on March 18, 2011
in the Northern District of California, Apple contended
that customers would likely be confused “as to whether
Amazon’s mobile software download service is spon-
sored or approved by Apple.”?® Even though the exact
phrase Amazon said it would be using was “Appstore,”
as distinguished from Apple’s “App Store,” Apple still
believed that consumers would be confused into thinking
that Amazon’s app store was associated with Apple’s app
store.?

Demonstrating a likelihood of confusion, such as
sponsorship confusion, regarding a product’s source of
origin is the key element in proving trademark infringe-
ment.?? To prevail in its pursuit of enjoining Amazon from
using the phrase, however, Apple needed to go above
and beyond demonstrating that consumers primarily as-
sociated the term “app store” with it.22 Apple could only
remove the “app store” from the business lexicon and
mark it as its exclusive term for its own downloadable
smartphone applications if it also could show that “app
store” had not yet become genericized.?* The crucial issue,
then, became whether the term “app store” had already
become generic, as Amazon countered, and therefore
free for any company to use when selling mobile phone
applications.®

The USPTO had in fact granted Apple trademark reg-
istration for the phrase “App Store” on July 17, 2008, as
the name under which Apple was selling downloadable
iPhone, iPod touch and iPad applications.?® Since then,
however, Amazon contended that the term had become a
generic phrase for all downloadable smartphone applica-
tion stores. Indeed, Apple acknowledged that the phrase
was being contested by Microsoft before the Trademark
Trial and Appeal Board.?’

While the legal and lexicographical communities
debate whether “app,” or “app store,” are generic, arbi-
trary, or descriptive terms, California’s Northern District
Court removed some of the suspense by denying Apple’s
demand for a preliminary injunction, thereby temporarily
freeing Amazon and others to use the term “app store.”?8
Apple may still yet prevail on the merits as the case pro-
ceeds to a full trial in October 2012, but a jury would have
to find that “app store” is not generic term. This would
present Apple with a significant burden to overcome,
since it would have to demonstrate that “app store” is a
descriptive term that has acquired secondary meaning
due to its association with Apple, and therefore a likeli-

hood of confusion would result if Amazon and other
companies use the term.?® Apple will have to show that
most people hearing the phrase “app store” would as-
sume that the store is either selling Apple products or that
the store is somehow associated with or sponsored by
Apple. Proving all of these contentions will not be easy,
especially after the District Court’s preliminary order,
where it explicitly cited evidence that “app store” is used
as a descriptive term by other businesses who sell down-
loadable mobile phone apps.® In addition, the October
2012 trial date will likely compound Apple’s difficulties in
establishing that secondary meaning has attached to the
term “app store,” as more time means more opportuni-
ties for non-Apple app stores to accustom customers to
the notion that an “app store” is not necessarily solely by
Apple.

Even if Apple can convince a jury that all “app stores”
would cause consumer confusion, or even if it reaches a
settlement with Amazon, the larger issue would still be
unresolved: considering the speed by which language
evolves and people’s speaking habits change, determin-
ing whether terms are generic, descriptive, arbitrary, or
fanciful is becoming more difficult than ever. Language is
so fluid that what once was “fanciful” or “arbitrary” can
become “descriptive” in a few months’ time. The looming
specter of trademark generecide is even more of a threat
during the digital age, where all kinds of trends, includ-
ing language trends, can “go viral” and spread too fast for
trademark owners to catch. This leaves companies and
trademark owners in the difficult but necessary position
of having to constantly monitor changes in speaking hab-
its and language usage (in addition to the due diligence
they must make to police the usage of their marks). Oth-
erwise, terms they popularized but either delayed reg-
istering as trademarks, or registered marks which usage
they were lax in monitoring because they assumed were
fanciful and would never become generic, could become
generic after all.

Preventing Terms from Becoming Generic

Companies must therefore recognize that when new
products and new technology create new terminology,
and especially if the new terms are words that they have
helped popularize, such new terminology may already be
generic, even though prior to the introduction of the new
product these terms would have been utterly unique. This
is the dilemma that the word “app” has caused for Apple,
and this word has thus far confounded Apple’s attempts
to claim sole ownership over the term. The word “app”
would be fairly distinctive and unique (or at least sug-
gestive as a word that is short for “application”) had the
smartphone not come along and generecized the word.
With “app” having become a generic word so quickly,
Apple’s efforts to trademark an “app store” were bound
to be met with at least initial disappointment. It is still
possible for Apple to prove to a jury that “app store” has
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acquired secondary meaning; there is a long history of
companies being vindicated in courts by proving that
their marks have acquired secondary meaning.3!

In the virtual age, even the most unique sounding
words can become generecized virtually overnight. If it is
not careful, a company could lose the ability to register a
word as a trademark if that word has already become too
commonly used. How, then, can companies and pro-
spective trademark registrants protect their marks from
genericism and premature generecide?

One step would be for a company to seek trademark
registration not only for its brand name and logo, but for
all the words it deems most closely associated with its
product. If it can forecast which words are the likeliest to
become popular, it should seek to register these words as
an intent to use, or already in use, in commerce. If a com-
pany lacks employees with such predictive powers, seek-
ing the advice of language consultants would be prudent
as well. Even though it would have to file an intent to use
application and with the intention that it will actually use
these words in commerce, it would be a small price to pay
in order to prevent a loss of valuable intellectual property.

A company should be especially sensitive to words
it assesses are most likely to be used by other companies’
similar products as a result of evolving language trends,
and proactively seek registration for the terms it thinks
would quickly become commonly used words. Although
it would take a high degree of prescience to predict how
a company’s product would implicate the lexicon, per-
haps the primary lesson of the Apple/Amazon app store
trademark litigation is that in the digital age, a company
must be particularly proactive when it comes to words
and terms associated with its product. If it truly feels it is
the rightful owner of a term relating to its product, a com-
pany should not wait to register the mark. In the age of
technology and the Internet, language usage changes too
fast for any company to delay registering its marks; in the
span of even a few months, previously unheard of words
can become generic.

While businesses big and small (and especially large
companies) have certainly become more aggressive in
protecting their trademarks and other intellectual prop-
erty, they will likely become even more aggressive in the
wake of Apple Inc. v. Amazon Inc. Apple’s app dilemma
will likely mean that diligent companies will be even
more proactive than ever in applying for early trademark
registration and more vigilant in policing their marks’
usage. If they do not, trademark owners run the risk of
leaving their registered marks vulnerable to generecide,
and may also be sacrificing their potential trademarks to
the even more cruel fate of premature generecide.
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The Real Housewives Suicide: (Lack of) Liability
In Reality Television for Violent Events

By Nili Wexler and Stacy Wu

l. Introduction

In this article, we discuss whether the networks and
producers of reality television shows are liable for violent
events perpetrated in connection with their shows. This
topic arises from the suicide of a reality television star,
Russell Armstrong, of Bravo’s “The Real Housewives of
Beverly Hills.”

First, we present a background for our discussion.
Next, we review cases discussing the incitement to vio-
lence doctrine, including a discussion of foreseeability
and its applicability to reality television. Subsequently, we
propose an alternative analytical framework from which
to view network and producer culpability. Finally, we
introduce and analyze a code of best practices that was
recently proposed by a social media critic.

II.  Background

On August 15, 2011, Russell Armstrong of “The
Real Housewives of Beverly Hills” was found dead in
his home of an apparent suicide a few weeks before the
show’s season premiere.! Speculation emerged as to
whether the show, which highlighted his recent marital
and financial problems, drove him to take his own life.
The producers did not admit any responsibility for his
actions, nor did Bravo postpone the season premiere. In-
stead, it prefaced the episode with brief comments from
cast members and provided the number for a national
suicide hotline.? This discussion of whether the show
“incited” Armstrong’s actions naturally leads to an ex-
amination of the liability (or lack thereof) of a show’s net-
work and producers for programs that potentially incite
violence.

I1l. Incitement to Violence

A. The “Jenny Jones” Case

First, we discuss the relevant case history for wheth-
er a show’s network and producers are liable for tragic
incidences allegedly incited by their shows. The seminal
case on this matter is Graves v. Warner Bros., otherwise
known as the “Jenny Jones” case.? In 1995, Jenny Jones
hosted a show in which guests revealed their surprise
same-sex crushes to other unsuspecting guests. In one
episode, Scott Amedure revealed his crush to Jonathan
Schmitz, and not long after the show aired, Schmitz pur-
chased a shotgun and murdered Amedure. In the criminal
proceeding, Schmitz was found guilty of second-degree
murder and felony-firearm, and sentenced to 25 to 50
years’ imprisonment for the murder conviction.*

The estate of Scott Amedure (the Estate) then brought
a wrongful death suit against the “Jenny Jones Show,”
its owner Warner Brothers, and its producer, Telepictures
(collectively, the Defendants). In the suit, the Estate pur-
ported that the show ambushed Schmitz and did not at-
tempt to determine the effect it might have on him, and
that the Defendants knew or should have known that
these actions would incite violence. The Estate alleged
that this negligence was predicated by “the sole purpose
of the show being the increase in television ratings.” In
reversing the Oakland Circuit Court’s decision in favor of
the plaintiff, Judge Griffin of the Michigan Court of Ap-
peals held that the producers owed no duty to protect the
victim from the homicidal acts of a third party because,
“[w]hile defendants’ actions in creating and producing
this episode of the show may be regarded by many as
the epitome of bad taste and sensationalism, such actions
are...insufficient to impute the requisite relationship be-
tween the parties that would give rise to a legally cogni-
zable duty.”®

B. Cases Alleging Incitement to Suicide

Several years prior to Graves, two cases discussed
whether the creators of a song (the same song in both
cases—Ozzy Osbourne’s “Suicide Solution”) that pur-
portedly “caused” two teenagers to commit suicide were
liable for incitement to violence. In McCollum v. CBS, Inc.,
the Court of Appeals stated that in order to find that the
song incited the teenager’s suicide, it would have to be
shown: “(1) that Osbourne’s music was directed and
intended toward the goal of bringing about the imminent
suicide of listeners and (2) that it was likely to produce
such a result.”” Likewise, the court in Waller v. Oshourne
found that “there is no evidence that defendants’ music
was intended to produce acts of suicide, and likely to
cause imminent acts of suicide.”® The Waller court cited
Zamora v. Columbia Broadcasting System in establishing that
a plaintiff could not ask the court “to fashion a new cause
of action for the dissemination of protected speech which
caused ‘an untoward reaction on the part of any ‘suscep-
tible’ person.”®

C. Foreseeability

1. Introduction

Clearly, in the case of Armstrong’s suicide, it is un-
likely that the actions in scripting and editing the show
were “intended to produce acts of suicide, and likely to
cause imminent acts of suicide.”1% The intent requirement
discussed above is not always dispositive, however. In a
case discussed below, the defendants’ ability to foresee
that their actions would incite dangerous behavior was
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sufficient for the court to impose liability upon them. We
suggest that a court could apply similar logic to find that
the network and producers of a reality television show
are culpable for actions leading to tragic consequences
that are reasonably foreseeable.

"With the proliferation of reality television
shows that depict families, and often
minor children, strong policy reasons have
emerged for imposing a higher degree of
culpability for their creators.”

2. Case History

Weirum v. RKO General, Inc.™! established that li-
ability may be imposed for incitement to violence when
foreseeability can be established. In Weirum, a radio sta-
tion urged its listeners to locate a host of one of its shows
within a certain amount of time in order to win a prize.
Two teenagers driving to locate the host ran another car
off the road and killed one person. The court ruled that
the urging of the station to find the host quickly created
a foreseeable risk that listeners who participated would
drive recklessly and thus cause dangerous conditions and
potential violence.?

3. Foreseeability as Applied to Reality Television

The above case demonstrates that when events are
reasonably foreseeable, a court might rule that defendants
are liable for incitement of violent or dangerous behavior.
Under a case-by-case approach, courts would have to ap-
ply different thresholds of foreseeability depending not
only on whether the First Amendment applies, but also
whether public policy reasons are compelling. This no-
tion finds support in the McCollum opinion, in which the
court, citing Isaacs v. Huntington Memorial Hospital, states
that “[i]n cases where there are strong policy reasons for
preventing the harm, or the harm can be prevented by
simple means, a lesser degree of foreseeability may be
required.”!3

With the proliferation of reality television shows that
depict families, and often minor children, strong policy
reasons have emerged for imposing a higher degree of
culpability for their creators. In some cases, such policy
reasons may be compelling enough to survive a First
Amendment analysis. Designing and fostering conflict-
filled environments are likely to have a negative psycho-
logical impact on cast members, particularly children,
who are essentially forced into these situations by their
guardians.* Such policy reasons may potentially affect
future courts’ perspectives on the foreseeability of vio-
lence incited by reality television shows. This potential
shift in perspective notwithstanding, below is the sugges-
tion of another lens through which to view the actions of
reality television’s creators.

IV. Alternative to “Incitement” Theory

Bullying/Harassment

One possible framework through which to view trag-
ic events such as Armstrong’s suicide and the potential
related liability is that of “bullying” or “harassment.” The
producers’ behavior in developing a show that is meant
to create conflict and present its characters in a largely
negative light might be likened to the type of bullying or
harassment that is now potentially subject to liability.

One of the recent cases involving harassment is the
case of Phoebe Prince, in which a teenager committed sui-
cide after being subject to consistent bullying and harass-
ment by some of her peers. The teenagers involved were
charged with a number of crimes, including harassment
and stalking.®

In May 2011, four of the teens charged in connection
with this case “admitted to sufficient facts” capable of
supporting a misdemeanor harassment charge, and one
of the students ultimately pled guilty. The students were
sentenced to probation and community service.'6

Even more recently, police have opened a criminal
investigation into the suicide of 14-year old Jamey Rode-
meyer, who killed himself on September 18, 2011, and are
determining whether they may bring charges of harass-
ment, cyber-harassment or hate crimes against bullies
who tormented Rodemeyer about his sexual orientation
for over a year.'’

The tactics used by reality television show produc-
ers might be likened to the bullying by the defendants
in the Prince case and the potential defendants in the
Rodemeyer case. The producers’ “stock in trade” is creat-
ing situations of drama and conflict and presenting their
characters in an unfavorable light. Clearly, from an ethical
perspective (and, as suggested above, potentially from a
legal standpoint) it would behoove the networks and pro-
ducers of reality television shows to implement practices
that better protect against unintended tragedies. Below
is one such set of practices proposed by Linda Holmes of
NPR’s entertainment and pop-culture blog Monkey See.

V. “Best Practices” Code

A. Background of the Code

Holmes proposed a “best practices” code (the Code)
for television producers that includes 13 suggestions to
increase accountability and transparency.!® The Code is
aimed at reality competition shows like “Project Runway”
and “Top Chef”!? (rather than the “Real Housewives”
franchise) and originates from the concept of “ethical
viewing”—where watching a “Code-compliant show”
might be akin to buying fair trade coffee or fair wage
clothing. Still, in the Code’s suggestions one can find ap-
plicability to reality television in general. Below is a dis-
cussion of four of the Code’s proposals.
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B. Four Selected Proposals from the Code

1. Limitations on Footage of Intoxicated Cast
Members

The Code suggests that producers agree to withhold
footage of participants who are intoxicated when the in-
gested alcohol was provided by the producers. Certainly,
some reality shows rely heavily upon alcohol consump-
tion to exacerbate drama, and this practice would dis-
courage producer involvement in intoxication.

If pushed to its limits, however, the proposed rule
raises questions on how to define the terminology “pro-
vided by.” Even if producers did not directly provide
alcohol to participants, would they remain secondarily
liable for providing the arena in which participants be-
came intoxicated? If so, what impact would that have on a
show like “Jersey Shore,” which commonly uses bars and
house parties as locations?

2. Sleep Requirements

Another proposal in the Code is to schedule filming
so as to allow at least six hours of uninterrupted sleep at
least five nights out of every calendar week.

In addition to employing alcohol as a tactic for induc-
ing drama, some reality shows, such as “America’s Next
Top Model,” have been purported to use sleep depriva-
tion to similar effect.?2 Unions such as the American Fed-
eration of Television and Radio Artists (AFTRA) imple-
ment “turnaround rules” that typically require 12-hour
rest periods in between daily call times, but producers
commonly “invade turnaround,” i.e. shorten the rest
periods, in exchange for a monetary penalty.?! The sleep
requirements proposal could safeguard against abuse
of existing turnaround rules and producers’ attempts to
evade union or guild bargaining agreements.?

3. “Aftercare and Counseling” Proposal

The Code would also require “aftercare and counsel-
ing,” whereby shows would agree to provide up to three
months of post-appearance counseling for any participant
who requests it. Though optional post-show psychologi-
cal assessments are certainly an ideal protective measure
for cast members’ mental health, this option might be
difficult due to budgetary constraints. Established shows
with network backing, however, might be better able to
bear these costs.

4. Public Contracts

The Code suggests that all contracts between the
show and its participants be available for viewing on the
show’s website. This proposed rule seeks to balance the
bargaining power between participant and producer by
fixing public scrutiny onto their contractual relationship.
In the case of CBS’s “Kid Nation,” the blanket liability
waivers publicized by the New Mexico Attorney Gen-
eral’s office upon an “open records” request eventually

resulted in the show’s cancellation.?® Drawing from this
instance, it can be concluded that while the Code’s public
requirement rule would likely temper the aggressiveness
of producers, it would also inhibit development and sus-
tainability in reality television.

“Despite the potential burdens and
drawbacks, creators of reality television
programming should examine their
practices and consider self-regulation,
whether such measures are drawn from
the Code or independently developed.”

C. Overall Impact of the Code

It is difficult to assess whether a voluntary “best prac-
tices” model would work in an industry driven by “bad
taste and sensationalism.”?* The “best practices” model
provides a blueprint for the “humane treatment” of real-
ity stars, but it also threatens to widen the gap between
those who can afford to comply, and those who cannot.
Compliance with at least four of the proposed best prac-
tices (aftercare and counseling, medical care, background
checks, and repeat appearances) would cause production
budgets to swell enormously. As a result, non-compliant
shows would face the danger of being stigmatized as “un-
ethical” and therefore less palatable to network distribu-
tors as well as insurers.

Under the traditional distribution regime, where
producers bear the cost of production, the pressures of
compliance may heighten barriers to entry or cause some
players to drop out of the industry altogether. Unless they
have already pre-sold their episodes or otherwise secured
distribution, independent producers may balk at the risk
involved in making Code-compliant shows. As a result,
adoption of the Code could threaten innovation in the re-
ality television arena.

In light of this goal of increased accountability, the
Code will be most effective when implemented with in-
put from reality show participants. During the audition
process, for instance, participants should be required to
fully disclose their mental illnesses and criminal histories
to help avoid violent confrontations and outcomes.

VI. Conclusion

Despite the potential burdens and drawbacks, cre-
ators of reality television programming should examine
their practices and consider self-regulation, whether such
measures are drawn from the Code or independently
developed. Judge Murphy of the Michigan Court of Ap-
peals, in dissenting from the majority in Graves, asserted
that “[as] a matter of public policy, if defendants, for their
own benefit, wish to produce ‘ambush’ shows that can
conceivably create a volatile situation, they should bear
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By David Krell

once a year, but law is forever.

Rudolph the Red-Nosed Reindeer

You know Dasher and Dancer and Prancer and Vixen,
Comet and Cupid and Donner and Blitzen.

You recall the most famous reindeer of all—Rudolph
the Red-Nosed Reindeer...but do you know the story
behind the story?

It begins in Chicago, Carl Sandburg’s broad-shoul-
dered city where Jack Frost launches vengeful chills off
Lake Michigan with a seemingly singular purpose—to
penetrate the city’s denizens to cause them misery.

At the beginning of 1939, misery cloaked Robert L.
May like an invisible shroud. He spent his nights caring
for his dying wife and tending to his four-year old daugh-
ter after finishing his day job—copywriter at retail giant
Montgomery Ward. “An icy January blast tore at my coat
as | hurried across the Chicago River bridge on my way to
work. | noticed that the Christmas street decorations had
been taken down, and in a way | was relieved. My wife
[Evelyn] was suffering from a long illness and I didn’t feel
very festive.”?

Still, May found silver linings in the clouds of despair.

Here | was, heavily in debt at age 35

and still grinding out catalogue copy. It
seemed I'd always been a loser, | thought
bleakly.

As the elevator doors opened at my
floor, | shrugged off my despondency. |
had much to be thankful for. Despite my
wife’s grave illness, we had had many
good years together. We also had four-
year-old Barbara. God had been good to
us.?

Montgomery Ward sought to enhance the festive aura
of Christmas goodwill—not to mention customer rela-
tions—surrounding the most wonderful time of the year
by implementing a giveaway plan featuring a booklet
with a holiday-themed story. May received the assign-
ment to write the story with a suggestion to make it an

A Very Legal Christmas

Krell’s Korner is a column about the people, events, and deals that shape the
entertainment, arts, and sports industries.

Three perennial gifts of the popular culture magi remind us of an important maxim—Christmas comes

animal tale. He recruited fellow store employee Denver
Gillen from the art department to draw the pictures.

That night as | hung onto the strap in the
lurching elevated train, | wondered about
what kind of animal it should be. Christ-
mas. Santa. Reindeer? Of course; it must
be a reindeer!

And then | found myself wondering:
What if this booklet did more than en-
tertain? What if it carried a message of
hope?

| started puzzling over the plot. It should
have a triumphant ending, tied to an un-
happy beginning. And, of course, it must
carry a lesson.

But what could a little reindeer teach
children?

Suppose he were an underdog—a loser,
yet triumphant in the end. But what kind
of underdog?

Certainly a reindeer’s dream would be to
pull Santa’s sleigh. But what could this
one provide that Donner, Blitzen and the
rest couldn’t?

Suddenly | had it! A nose! A bright red
nose that would shine through fog like
a floodlight. A nose that other reindeer
laughed at, but a nose that would help
Santa bring joy to others.?

Rudolph the Red-Nosed Reindeer was a smash. How-
ever, World War 1l prevented Montgomery Ward from
immediately capitalizing on it—businesses reduced their
uses of paper, among other materials, for military use. “In
March 1940, Wards stores voluntarily advance-ordered
1,624,550 copies for the following Christmas. The whole
give-away project was then shelved, however, because of
the development of the war in Europe.”
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Printing resumed for the 1946 Christmas season,
though the seven-year gap did not diminish Rudolph’s
appeal. “In other words, counting 1939 and 1946, a grand
total of 5,841,016 Rudolphs will have been distributed.
We understand that this last figure puts Rudolph way out
in front of any best seller on record...excepting only the
Bible.”

Gillen’s illustrations added a visually compelling
dimension to May'’s story about vulnerability, resilience,
and flaws that can turn into strengths. The numbers of
booklets distributed prove the strength of the match
between Rudolph’s artist and writer. Jenifer Gillen recalls
her father as an artist inspired by the simple pleasure of
drawing:

My dad was 25 when he did the artwork
for the Rudolph the Red-Nosed Reindeer
story. It was a significant drawing for the
popular culture arena, but he also had a
deep portfolio. He grew and prospered as
he continually refined his art.

He drew a lot of covers for Outdoor Life
magazine and he produced works of art
that eventually found exhibition space in
galleries in New York City, Chicago, and
the southwestern United States.

Art is a chronicle of culture. It shows us
how people lived and what we appreci-
ated at the time the artist created his or
her works. My dad just reveled in art. He
started working before the family woke
up. How do you explain a passion? It’s
internal within each artist.

I am so proud that my father is part of

the art world and the legacy of Rudolph
the Red-Nosed Reindeer. He passed away
in 1975, but an artist’s work is forever.®

Gene Autry furthered Rudolph’s legacy
on June 27, 1949 when he recorded
Columbia song 38610—Rudolph the Red-
Nosed Reindeer. Written by Johnny Marks,
Rudolph also featured Autry’s group—the
Pinafores.”

A perennial song on the airwaves between the holi-
day season goalposts of Thanksgiving and Christmas,
Rudolph benefits from May’s story, Marks’ melody, and
Autry’s tone. It has the feel of Autry singing to children
about a magical story.

Iconic though Autry’s version may be, it is not the
only interpretation, as Rudolph the Red-Nosed Reindeer has
been recorded more than 700 times.® Recording artists on
the Rudolph roster include Diana Ross and the Supremes,
Alan Jackson, Barry Manilow, The Jackson Five, Paul
Anka, The Crystals, and The Brady Bunch.

Recording a song—yparticularly a famous one—is
not a simple task. Music rights must be respected. Lisa
Tesoro, a music licensing and clearance specialist, former
music licensing executive at NBC, and President of Smart-
gal Publishing, LLC in New York City, says that obtaining
music rights is a tricky but navigable process:

First, you need to find out if the song is
copyrighted. If it is, then find out who
owns the publishing. Usually, a music
publisher is the copyright owner, though
a publisher may get an administrator

to handle the paperwork. The writer or
writers of the music and lyrics may also
own the copyright solely or jointly with
the music publisher and/or another
entity.

If you are using the original recording,
in any way, you need to buy the master
rights owned by the record company. In
recent years, repurposing of television
theme songs is a popular trend in the
advertising industry—Mary Tyler Moore,
The Dick Van Dyke Show, Bewitched, The
Courtship of Eddie’s Father.

You must convey to the rights owner how
you will use the song. If you want your
own arrangement, you pay the songwrit-
er and the owner of the rights. You may
be able to obtain copyright protection for
your specific arrangement, however.

A massive challenge for rights owners is
monitoring the usage of the song through
all platforms, including the Internet. Su-
san Boyle became a worldwide sensation
on the Internet because people forwarded
links to web sites featuring her perfor-
mance on America’s Got Talent. Publicity
for the song and the good will created by
Boyle’s performance outweighed, in that
particular instance, any value realized by
policing an otherwise illegal use of copy-
righted material and enforcing rights.®

Rudolph’s musical lineage is just one more reason
why he’ll go down in history!

It’'s A Wonderful Life

George Bailey’s wont in life is to sacrifice for his fam-
ily, friends, and community in his hometown of Bedford
Falls in upstate New York.

Childhood: He jumps into a frozen pond to save his
brother, Harry, who broke through thin ice while sledding
on a shovel that went beyond the safety boundary. Dur-
ing the rescue, George loses hearing in his left ear when
his head gets soaked in the cold water.
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Young Adult: He convinces the Board of Directors
of his family’s company—Bailey Brothers Building &
Loan Association—to continue rather than dissolve the
operation after his father dies. The board has one condi-
tion, however—George must take his father’s place as
Executive Secretary to run the building and loan. George
acquiesces and, consequently, transfers the money he
earmarked for college to his brother Harry, who becomes
an All-American football player and a pilot hero during
World War I1.

Adult: He gives his wedding gift money allocated
for honeymoon expenses—$2,000—to the building and
loan customers to prevent them from selling their shares
for fifty cents on the dollar to Henry Potter, the town’s
version of Ebenezer Scrooge. It occurs during a bank run,
an unfortunate yet not uncommon occurrence during the
scene’s time frame—early 1930s.

In his first post-World War Il role, Jimmy Stewart
plays George Bailey in the 1946 movie It's A Wonderful
Life, based on the 1943 short story The Greatest Gift, by
Philip Van Doren Stern. With World War Il achieving
closed chapter status because of the surrenders of Ger-
many and Japan in 1945, Stewart returned home from
the European theater where he flew bomber planes. He
refused a hero’s welcome when he decided to visit his
hometown—Indiana, Pennsylvania.

Jimmy made it clear that he did not want
any special attention at his homecoming.
Alex [Jimmy Stewart’s father] passed
along his request to a disappointed
chamber of commerce. There was no
parade. Yet, the town was glad to have
him home if only for a few days. Jimmy
was not only a popular son of the city
but a movie star as well. Now he was a
decorated war hero, and his presence in
the town was not ignored. The center of
attention and activity was the hardware
store with a beaming Alex, who had
decorated the store’s window with some
of his son’s wartime memorabilia, over
Jimmy’s objections. Stewart spent most of
his terminal leave in Indiana, just taking
it easy, unwinding, enjoying his family,
and trying to make a graceful transition
to civilian life.10

Despite the tremendous publicity value inherent in
his patriotic act of military service, Stewart maintained
his quiet status regarding his film career. “A clause was
written into his contract forbidding any publicity exploi-
tation of his exemplary war record. Stewart explained his
choice of his first postwar film role with a simple public
statement: ‘I don’t pick stories. | pick directors.’”!

Stewart picked Frank Capra. Capra and Stewart
worked together on the 1938 film You Can’t Take It With

You and the 1939 film Mr. Smith Goes To Washington. In the
former, Stewart played Tony Kirby, an upper middle class
suitor of Alice Sycamore (Jean Arthur), a member of an
eccentric family that contrasted with the staid Kirbys.

In Mr. Smith, Stewart plays the title role—a naive
Midwestern scoutmaster chosen by the governor of his
state to replace a recently deceased United States Sena-
tor. Again, Arthur plays the female counterpart—Clarissa
Saunders. After discovering the corruption of the state’s
other senator, Joseph Harrison Paine, Jefferson Smith
refuses to submit to the big business puppet masters that
ruined Paine.

Smith’s earnestness concerning America’s ideals of
freedom, justice, and liberty chip away at Saunders’ jaded
cynicism sourced from being a willing part of—or at least
turning a blind eye to—the corruption factor in the lattice
of Washington, D.C. politics and Paine’s parallel modus
operandi.

The film’s climax takes place on the floor of the
Senate where Smith holds a lengthy filibuster to defend
against Paine’s attempt to frame him as a corrupt politi-
cian. Ultimately, Smith collapses from exhaustion, physi-
cal and emotional. Paine then confesses from shame after
a thwarted attempt to commit suicide by shooting him-
self. Smith is vindicated.

Stewart’s choice of Capra to helm his first post-World
War Il film was deliberate. It was neither an afterthought,
nor an off-the-cuff decision.

“I’d decided some time before coming
back to Hollywood that if | could, I'd
make my first picture with Capra. Look-
ing back over the pictures I’d done before
going away, | felt that the two previous
ones I'd made under his direction had
been, to me at least, the most satisfying.”
Then, added Stewart, Capra called him
up and said, “I’ve got a script for you

to read.” Stewart said he went to pick

it up, read it, and called Capra the next
morning, saying, “This is it. When do we
start.”12

Stewart’s portrayal of George Bailey fits snugly into
a body of film work representing quiet heroes. Stew-
art played the type so well because he was the genuine
article. Where Cary Grant exuded a bon vivant aura with
impeccable tailoring, Clark Gable embodied a confident
machismo of unyielding determination, and Henry Fonda
conveyed a reluctant dismay without complete submis-
sion, Jimmy Stewart mirrored an avuncular approachabil-
ity with heroic undercurrents.

Stewart’s Indiana, Pennsylvania is a small town
like fictional Bedford Falls, New York, the setting for It’s
A Wonderful Life. “The Stewarts could trace their roots
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in Indiana County to 1772, when Jimmy’s third great-
grandfather Fergus Moorhead first arrived in what is now
Indiana County from Franklin County, Pennsylvania.”!3

Stewart reinforced his connection to Indiana in a con-
crete way—or at least a gold-plated one. When Stewart
won the 1940 Academy Award for Best Actor for his per-
formance as cynical newspaper reporter Mike Connor in
The Philadelphia Story, he gave the statue to his father, who
displayed it prominently in his store’s window.

It was the only Oscar that Stewart won.

The cosmopolitan atmosphere in Philadelphia’s Main
Line society in The Philadelphia Story contrasts with the
small town mentality of Bedford Falls, where Bailey’s
claustrophobia in his hometown emerges on the night
of Harry’s high school graduation party for the Class
of 1928. George has been working at the building and
loan since he graduated from high school four years ago.
Harry will take his place so that George can go to college
and then fulfill his dreams of exploring the world beyond
the confines of Bedford Falls.

Family patriarch Peter Bailey tries to convince George
to stay in Bedford Falls to continue assisting him in run-
ning the family business. Paternally, he acquiesces to
George’s plan. Simply, the elder Bailey sees George’s exit
strategy as pragmatic because staying in Bedford Falls
means dealing with Potter, a man with bottomless greed,
deep misery, and a ruthlessness that would make Scrooge
blush.

Men plan, God laughs. George goes to Harry’s gradu-
ation party in the Bedford Falls High School gymnasium
and what begins as a night of celebration and romance
takes a hairpin turn to tragedy. At the party, George meets
Mary Hatch, the sister of his boyhood friend, Marty.

Not the little girl next door any more, Mary is 18. After

a Charleston dance contest ends with George and Mary
unwittingly plunging into a swimming pool beneath the
gymnasium floor that opens, chaos erupts when the other
students follow suit.™*

As George walks Mary home, they stop by the aban-
doned Granville house on 320 Sycamore Street. Legend
says that if you make a wish, throw a rock, and break a
window, then your wish will come true. George follows
Bedford Falls tradition and, with fire in his eyes, reveals
his dreams to Mary after he breaks the window.

I know what I’m gonna do tomorrow,
and the next day, and the next year, and
the year after that. I’'m shakin’ the dust of
this crummy little town off my feet and
I’m gonna see the world. Italy, Greece, the
Parthenon, the Colosseum. Then, I’'m co-
min’ back here and go to college and see
what they know... And then I’'m gonna
build things. I'm gonna build airfields,

I’m gonna build skyscrapers a hundred
stories high, I’'m gonna build bridges a
mile long..."

Before he can finish his thought, Mary throws a rock
and breaks a window. She refuses to disclose her wish,
however, because disclosure could jinx the wish in her
superstitious paradigm. Presumably, she wishes for
George Bailey to stay in Bedford Falls. It happens because
Peter Bailey dies that night. Reluctantly, George stays to
fill his father’s place at the building and loan. Eventually,
he marries Mary. They have four children—Peter, Tommy,
Zuzu, and Janie.

Through the next 20 years, George Bailey becomes
the heart and soul of Bedford Falls. While his childhood
friend Sam Wainwright becomes a millionaire business-
man, George safeguards his hometown as the last vestige
of decency against Potter. On the morning of December
24,1945, George’s Uncle Billy goes to the bank to make a
deposit of $8,000 when he encounters Potter.

After bragging about Harry Bailey winning the
Congressional Medal of Honor and the family prepar-
ing for a hero’s homecoming later that day, Uncle Billy
absentmindedly leaves the $8,000 in a folded-up newspa-
per featuring Harry on the front page receiving the medal
from President Truman. Uncle Billy hands the newspaper
to Potter, but seemingly forgets the encounter when he
goes to the teller to make a deposit and later, when he and
George try to recover the money by retracing Uncle Billy’s
steps. Recovery efforts prove unsuccessful.

As the $8,000 deficit will cripple the company, George
and Uncle Billy are exposed to potential criminal charges.
Further, the bank examiner has a previously scheduled
appointment to inspect the building and loan’s books. An
$8,000 deficit will undoubtedly trigger a takeover by the
bank, which is run by Potter.

George crawls to Potter. He rejects George with a sar-
castic grin while pointing out that George is worth more
dead than alive because of a $15,000 life insurance policy.
George contemplates suicide, the ultimate sacrifice. Just
as he is about to jump off a bridge into the river, he hears
a man’s cries for help. George saves the man who claims
that he jumped into the river to prevent George from Kill-
ing himself by drowning. The man is Clarence Oddbody
111, AS2—Angel Second Class and George’s guardian
angel. If Clarence helps George through his crisis, he will
get his angel’s wings.

Based on an offhand comment by George that the
world would be better if he had never been born, Clar-
ence grants George’s wish. Consequently, George sees an
alternate Bedford Falls.

His brother Harry never committed heroic acts. He
died in a freezing pond at the age of nine because George
was not there to save him. His mother becomes a bitter,

132 NYSBA Entertainment, Arts and Sports Law Journal | Fall/Winter 2011 | Vol. 22 | No. 3



lonely woman after losing her only son, Harry. His uncle
is in an insane asylum. He has been there for 25 years
after losing the building and loan. Town flirt Violet Bick
is a harlot under arrest, presumably for indecency or
prostitution.

His old boss, town pharmacist Emil Gower, is an
alcoholic beggar who spent 20 years in prison for mistak-
enly poisoning a kid with the wrong drugs. In the original
Bedford Falls, young George Bailey prevented the deliv-
ery. He noticed a telegram explaining that Mr. Gower’s
son, Robert, died from influenza at college. Realizing the
shock distracted Mr. Gower from correctly filling a pre-
scription, George never made the delivery.

His friend Martini does not have the town bar. It
belongs to Nick, a caustic man who serves drunks rather
than being the friendly gentleman bartender he was in
Martini’s bar.

Bedford Falls’ main thoroughfare of Genesee Street is
a seedy place that would put New York City’s old 42nd
Street to shame.

Finally, Mary is an old maid who never married. It is
the final blow for George.

When Clarence explains that George really had a
wonderful life, George runs back to the bridge where
he prays that he wants to live again. George finds that
his life is restored, but he is ecstatic rather than despon-
dent. He sprints down Gennesee Street while screaming
“Merry Christmas!” to everything and everyone in sight.
Joy replaces despondency as George runs into the Bailey
house at 320 Sycamore Street, the shabby structure that
George once said he would not live in as a ghost, but long
since transformed into a vibrant family home because of
Mary’s dedication.

The townspeople of Bedford Falls come to George’s
fiscal rescue after Mary spread the word that George was
in trouble. Soon, the Bailey home is flooded with friends
who bear gifts of a few dollars here, a few dollars there,
and more than a few dollars in the case of Sam Wain-
wright. On business in London, he cables a telegram that
authorizes a wire of $25,000 for the Bailey Building &
Loan.

Harry then makes a grand entrance after flying
through a blizzard to return home. His toast brings
tears—“To my big brother George, the richest man in
town.”

It’s A Wonderful Life ends with George opening a
book—The Adventures of Tom Sawyer—with an inscription
from Clarence. “George—No man is a failure who has
friends.” The Bailey home resonates with the characters
singing Auld Lang Syne as the movie fades to black.

A staple of Christmas programming, It’s A Wonderful
Life graced television screens throughout the late 1970s

and 1980s, often broadcast more than once on multiple
stations in certain markets during December.

The abundance of viewing opportunities stemmed
from the film falling into the public domain. Republic
Pictures, copyright owner of It’s A Wonderful Life, failed
to renew the film’s copyright in 1974 at the end of its
initial 28-year term per the renewal rules outlined in the
1909 United States Copyright Act. Video distributors also
took advantage of the film’s public domain status as the
failure to renew coincided with the consumer home video
market that dawned in the late 1970s and exploded in
the 1980s. No license fee for It's A Wonderful Life meant
extraordinarily low cost and high profit margin for televi-
sion stations and home video distributors.

The United States Supreme Court changed the copy-
right paradigm with its ruling in Stewart v. Abend.26 In
Stewart, the Supreme Court ruled that a copyright owner
maintains the exclusive right to allow or veto the exploi-
tation derivative works based on the original or seminal
work. Stern properly renewed the copyright to The Great-
est Gift in 1971, the original work that was the basis for It’s
A Wonderful Life.l” Therefore, despite the film’s copyright
renewal lapse, Stewart v. Abend ensured that distribution
of the film through television stations, home video com-
panies, and movie theaters would trigger violations of the
seminal work’s copyright.

In the early 1990s, Republic used its provenance con-
cerning Stern’s story to ensure a limited exploitation of
It's A Wonderful Life.

Republic regained control of the lucrative
property in 1993 by flexing a new Su-
preme Court ruling that determined that
the holder of a copyright to a story from
which a movie was made had certain
property rights over the movie itself.
Since Republic still owned the copy-
righted story behind It’s a Wonderful Life
and had also purchased exclusive rights
to the movie’s copyrighted music, it was
able to essentially yank the movie out of
the public domain: It claimed that since
Wonderful Life relied on these copyrighted
works, the film could no longer be shown
without the studio’s blessing. (Techni-
cally, the film itself is not copyrighted.
One could hypothetically replace the
music, rearrange the footage, and sell or
show the new product—but no one has
done this.)!8

Since the mid-1990s, It’s A Wonderful Life has aired ex-
clusively on NBC at least once each December. Its limited
exploitation does not, in any way, void its impact artisti-
cally, emotionally, or inspiringly.

It’s a wonderful movie.
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Yes, David, There Is a Santa Claus

Ancestrally speaking, Santa Claus has counterparts
across the world—Das Christkind (Germany) and Sin-
terklaas (The Netherlands)—that form the foundation
of his gift-giving tradition. He also owes a debt to Saint
Nicholas, the fourth century patron saint of children and
students. They and others under Saint Nicholas’ purview,
including sailors, benefited from the saint’s generosity.

Or so the legend goes.

One story tells of a poor man with three
daughters. In those days a young wom-
an’s father had to offer prospective hus-
bands something of value—a dowry. The
larger the dowry, the better the chance
that a young woman would find a good
husband. Without a dowry, a woman
was unlikely to marry. This poor man’s
daughters, without dowries, were there-
fore destined to be sold into slavery. Mys-
teriously, on three different occasions,

a bag of gold appeared in their home
providing the needed dowries. The bags
of gold, tossed through an open window,
are said to have landed in stockings or
shoes left before the fire to dry. This led to
the custom of children hanging stockings
or putting out shoes, eagerly awaiting
gifts from Saint Nicholas. Sometimes the
story is told with gold balls instead of
bags of gold. That is why three gold balls,
sometimes represented as oranges, are
one of the symbols for St. Nicholas. And
so St. Nicholas is a gift-giver.1®

To the extent that Santa Claus is a mythical charac-
ter evolved from legend, he is also a mythical character
enhanced by American popular culture. Santa’s modern
genesis begins in advertising.

White Rock used Santa Claus in an advertisement to
promote its mineral water in the December 19, 1915 edi-
tion of The San Francisco Examiner. It shows Santa happily
driving a delivery truck overcrowded with toys, wreaths,
holly, and several boxes of White Rock water with the
caption below the picture reading: Santa Claus now in-
cludes the unsurpassed mineral water White Rock among his
tokens of the Yuletide.?°

White Rock followed with an advertisement show-
ing Santa using a relatively new mode of transporta-
tion—flight—in the December 10, 1916 issue of The New
York Herald. The caption reads: He includes in all his modern
equipment the unsurpassed mineral water White Rock.

In 1922, America saw a version of Santa Claus from
Coca-Cola. Fiercely proud of its holiday lineage, cor-
porate history, and popular culture status, Coca-Cola
preserves its heritage with requisite attentive care parallel

to that which safeguards the company’s legendary secret
formula for its namesake beverage.

The Civil War cartoonist Thomas Nast
drew Santa Claus for Harper’s Weekly in
1862; Santa was shown as a small elf-like
figure who supported the Union. Nast
continued to draw Santa for 30 years and
along the way changed the color of his
coat from tan to the now traditional red.
Though some people believe the Coca-
Cola Santa wears red because that is the
Coke® color, the red suit comes from
Nast’s interpretation of St. Nick.

The Coca-Cola Company began its
Christmas advertising in the 1920s with
shopping-related ads in magazines like
The Saturday Evening Post. The first Santa
ads used a strict-looking Claus, in the
vein of Thomas Nast.

At this time, many people thought of
Coca-Cola as a drink only for warm
weather. The Coca-Cola Company began
a campaign to remind people that Coca-
Cola was a great choice in any month.
This began with the 1922 slogan “Thirst
Knows No Season,” and continued with
a campaign connecting a true icon of win-
ter—Santa Claus—with the beverage.

In 1930, artist Fred Mizen painted a
department store Santa in a crowd drink-
ing a bottle of Coke. The ad featured the
world’s largest soda fountain, which
was located in the department store

of Famous Barr Co. in St. Louis, Mo.
Mizen’s painting was used in print ads
that Christmas season, appearing in The
Saturday Evening Post in December 1930.

Archie Lee, the D’Arcy Advertising
Agency executive working with The
Coca-Cola Company, wanted the next
campaign to show a wholesome Santa
as both realistic and symbolic. In 1931,
The Coca-Cola Company commissioned
Michigan-born illustrator Haddon Sund-
blom to develop advertising images us-
ing Santa Claus—showing Santa himself,
not a man dressed as Santa, as Mizen’s
work had portrayed him.

For inspiration, Sundblom turned to
Clement Clark Moore’s 1822 poem “A
Visit From St. Nicholas” (commonly
called ““Twas the Night Before Christ-
mas”). Moore’s description of St. Nick
led to an image of Santa that was warm,
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friendly, pleasantly plump and human.
For the next 33 years, Sundblom painted
portraits of Santa that helped to create the
modern image of Santa—an interpreta-
tion that today lives on in the minds of
people of all ages, all over the world.

From 1931 to 1964, Coca-Cola advertising
showed Santa delivering (and playing!)
with toys, pausing to read a letter and
enjoy a Coke, playing with children who
stayed up to greet him and raiding the
refrigerators at a number of homes. The
original oil paintings Sundblom created
were adapted for Coca-Cola advertising
in magazines, store displays, billboards,
posters, calendars and even plush dolls.
Many of those items today are popular
collectibles.

The Coca-Cola Santa made its debut in
1931 in The Saturday Evening Post and
appeared regularly in that magazine, as
well as Ladies Home Journal, National Geo-
graphic, The New Yorker and others. The
instantly popular ad campaign appeared
each season, reflecting the times. One ad
even featured Santa in a rocket!

White Rock continued its Santa Claus connection
with a full-color depiction in an advertisement for the
December 12, 1923 issue of Life. With a whiskey bottle,
a White Rock bottle, and a glass seemingly filled with a
combination of whiskey and White Rock water on his
desk, Santa looks amused as he reads a letter in his full
garb, including hat. White Rock followed with another
ad in the December 4, 1924 issue of Life featuring Santa
gladly holding a glass of White Rock, presumably on
Christmas Eve as he just dropped toys off for kids. 1925
saw yet another Santa Claus ad.?!

Caren Josephs knows the artistic challenges of creat-
ing effective advertising campaigns. A freelance Graphic
Designer and Creative Director, Josephs’ extensive
advertising portfolio includes currently active national
campaigns for Duracell Batteries, Ad Council, Playtex,
and Post Cereals, with tenures at leading worldwide
agencies—Grey Global Group, Rapp Worldwide, TBWA/
Chiat/Day.

Santa Claus is an interesting icon for
many companies’ advertisements, par-
ticularly those of soda companies. Before
White Rock and Coca-Cola, consumers
generally saw soda as a product for the
warm weather seasons—spring and sum-
mer. By using Santa Claus in the adver-
tisements, the soda companies visually

communicated that soda is a year-round
product.

Ironically, the entrenched winter image
inspired a reversal of the paradigm in
Pepsi’s campaign that ran during the
summer of 2011. Pepsi used Santa Claus
in a beach setting to show that he is not
merely a winter icon while also suggest-
ing, of course, that he is not aligned only
with Coca-Cola.

Because he is such a well-known figure,
however, anything that changed the ap-
pearance of Santa Claus in a traditional
setting triggered a backlash. Consumers
were intensely aware of the elements of
Santa’s costume and personal effects.
They wrote to advertisers if the portray-
als did not precisely depict the character,
from the direction of his belt buckle to
the wearing of his wedding ring—the ab-
sence of the ring in some advertisements
caused consumers to think he divorced
Mrs. Claus!

As a spokesperson, Santa has many sa-
lient characteristics prized by advertisers,
for example, credibility, affection, securi-
ty, benevolence, and fame. By associating
their product with Santa Claus in a well-
constructed advertising strategy, compa-
nies hope that consumers will match the
products with those factors.

Ultimately, Santa Claus is the arbiter of
naughty vs. nice. Advertisers certainly
want an association with the latter!

Although Santa Claus is, in fact, a public domain
property, content creators can protect their unique inter-
pretations of Santa Claus through copyright registration
or trademark registration. Christmas is, after all, a sea-
son of commerce where merchants hope to see the color
green not only in wreaths and trees, but also in their cash
registers, a figurative description in the digital age where
purchases via credit card and debit card are the norm.

Miracle on 34th Street depicts Santa Claus as a myth
embodied by a refugee from a home for the elderly, a kind
man who exudes kindness while using a cane more for
affect than walking assistance. Naturally, he calls himself
“Kris Kringle”—the American version of “Christkind”
that Germany embraces as its Santa.

Kris stumbles into the spotlight on the morning of the
legendary Macy’s Thanksgiving Day Parade as he walks
among the participants with his requisite cane. He notices
that the actor assigned the role of Santa Claus is drunk.
Doris Walker, Macy’s Store Manager, quickly gives Kris
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the job. When the crowd warms to Kris, Macy'’s hires him
as its Santa for the Christmas season.

Dr. Pierce—KTris’ overseer at the Brooks’ Memorial
Home for the Aged in Great Neck, New York—says that
Kris’ delusion is harmless. Macy’s in-house psychologist,
Granville M. Sawyer, disagrees—vehemently.

Sawyer has Kris admitted to Bellevue Hospital after
Kris hits him on the head with an umbrella. Kris’ physical
response reflected a deep-rooted sensitivity to Sawyer’s
attempts to break the generous spirit of Alfred, a 17-year-
old Macy’s worker—Sawyer told Alfred that playing
Santa Claus at the YMCA evidences a mental illness.

Fred Gailey, an attorney and Doris Walker’s love
interest, sacrifices his associate position at a prestigious
law firm—Haislip Haislip MacKenzie Sherman and Hais-
lip—to represent Kris as a solo practitioner at a New York
Supreme Court hearing to secure his release. Gailey must
prove that the delusion of Kris will not prove harmful to
himself or others.

Gailey’s strategy is to prove that Kris Kringle is who
he claims to be. If he fails, Kris could be committed to Bel-
levue on a long-term basis. Gailey begins by calling R.H.
Macy to the stand. With visions of negative headlines
if he opposes Gailey’s view—not to mention plummet-
ing sales—the department store mogul testifies that he
believes Kris to be Santa Claus.

Gailey follows by calling Thomas Mara, Jr., the son
of the District Attorney, to testify. Realizing that continu-
ing his legal arguments against Kris will shatter his son’s
trust, the D.A. retreats.

Your honor, the state of New York con-
cedes the existence of Santa Claus. But

in so conceding, we ask that Mr. Gailey
cease presenting personal opinion as evi-
dence. The state could bring in hundreds
of witnesses with opposite opinions. But
it’s our desire to shorten this hearing
rather than prolong it. | therefore request
that Mr. Gailey now submit authoritative
proof that Mr. Kringle is the one and only
Santa Claus.

Judge Henry X. Harper concurred. He requested
Gailey to submit “competent authority” that would prove
Kris is Santa Claus. On December 24th, Gailey’s out-
look was bleak. He was due before the court to present
his case, such as it was. Gailey had nothing to offer. Yet
earlier that day, a postal worker had a brainstorm when
he found out about the hearing. Presumably working at
Manhattan’s Post Office branch on 34th Street and Eight
Avenue, one block from Macy’s, the worker suggested to
his boss that they send the thousands of Santa Claus let-
ters to Kris at the courthouse.

With the letters, Gailey satisfies the “competent au-
thority” requirement of Judge Harper—the United States
Post Office is a branch of the federal government, a de
facto and de jure “competent authority” with the neces-
sary weight.

In Miracle on 34th Street, the film’s title perhaps re-
flects the miracle of changing the mind of Doris Walker
and her daughter, Susan. Initially cynical, they do not
believe in Santa Claus. Doris turns first and shares her
newly discovered mantra—*Faith is believing in things
when common sense tells you not to.” Susan, however, re-
mains adamant because she did not get the Christmas gift
she deeply desires—a home in the suburbs. She confided
as much to Kris earlier in the film.

At a Christmas morning party at the Brooks’ Me-
morial Home for the Aged, Kris gives Fred and Doris
alternative directions back to Manhattan. On their way,
Susan shouts for “Uncle Fred” to stop the car—she sees
her dream house and sprints up the walkway. It is vacant
with a For Sale sign.

Fred embraces Doris after Susan gleefully reveals her
mother’s statement about faith. He tells Doris that they
cannot let Susan down, a clear signal that they will marry
and move into the house as a family. “I must be a pretty
good lawyer. | take a little old man and legally prove that
he’s Santa Claus. Now, you know that...” Fred says with
his voice trailing off as he notices a cane in the corner of
the room.

“Oh, no. It can’t be. It must have been left by the
people that moved out,” surmises Doris.

“Maybe,” responds Fred with a new belief in Kris’ po-
tential influence beyond the simple gentility of an elderly
man seeking to spread kindness in a Santa Claus avatar.
“Maybe | didn’t do such a wonderful thing after all.”?

Miracle on 34th Street may have benefited from
Christmas magic. It received several Oscars—Best Writ-
ing (Original Story), Best Writing (Screenplay), and Best
Actor in a Supporting Role for Edmund Gwenn, the film’s
portrayer of Santa Claus.

John Payne plays Fred and Maureen O’Hara plays
Doris Walker in Miracle on 34th Street. Payne and O’Hara
worked together previously in Sentimental Journey (1946)
and To the Shores of Tripoli (1942). Natalie Wood plays
Susan.

In the end, everybody got a Christmas gift that tran-
scended previous belief systems seemingly entrenched,
impenetrable, and intractable—Susan got her dream
house. Doris enjoyed newfound faith. Fred won a seem-
ingly impossible case by legally proving the existence of
Santa Claus.

Miracles really do happen.
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Or at least they should, especially during the holiday
season.
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