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Letter from the Chairman

2007 is shaping up to be
another terrific year for the EASL
Section. The Spring Meeting
was held on May 21. It featured
acclaimed lawyer and law profes-
sor Stan Soocher, who presented
his comprehensive and well-
researched Entertainment Law
Update. The three-credit CLE
program was hugely successful
and sold out long before the event
took place. Grateful thanks go to
our Programs Committee co-chairs, Joyce Dollinger and
Tracey Greco, for running this program so smoothly. For
those of you who missed it, the NYSBA CLE Department
was there with its tape recorder (actually, a hard drive)
and you will be able to purchase it (and the CLE credits)
for self-study. Breakfast not included. Visit our website
(www.nysba.org/easl) for this and other recorded EASL

Alan D. Barson

CLE programs. Likewise, this year’s EASL co-sponsored
Fordham Sports Symposium, held on April 20, was for
the first time recorded and will also soon be available for
CLE self-study. The materials distributed at these pro-
grams alone will be worth the price.

As the Summer 2007 issue of the Journal goes to
press, I am pleased to announce that on October 18 the
EASL Section will once again be presenting, in conjunc-
tion with the 2007 CM]J Music Marathon & Film Festival,
the Second Annual Music Business Law Seminar. As with
last year’s sellout event, a full day’s worth of CLE credits
will be offered, plus, and this is a BIG plus, a three-day
pass to all CMJ events, programs, seminars, screenings,
concerts and clubs. This year, our A-list panelists will
explore the state of the music industry at the dawning of
the post-digital rights management era, and will consider
the difficult questions legal and business professionals
are facing as their clients embrace new business mod-
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els. A cocktail reception following this event is being
planned. Save the date now, or, even better, register to
ensure admission.

When I became Chairman of the EASL Section, I
knew the two-year term would fly by. At the mid-point
in my second year on the job, a slight sense of panic set
in about not having achieved all of the goals I set for the
Section under my leadership in this Letter in the Spring
2006 Journal. I am particularly unhappy about not having
achieved the goal of our membership becoming signifi-
cantly more ethnically diverse. Certainly, we are diverse
by age, gender and, with members all over the world,
geography, but we still fall short where ethnic diver-
sity is concerned. As I have said before in this column,
the EASL Section’s membership and leadership should
reflect, at least, the diversity in our respective industries.
Right now, it does not, and this is just plain wrong.

Growing a diverse membership is a shared respon-
sibility, and current EASL members can, and should,
do something to help this effort. Therefore, as of today,
every EASL Section member is being added to the roster
of our Membership and Diversity Committee, tirelessly
chaired by Rosemarie Tully, who, while bringing us clos-
er to these goals, cannot do it without your help. Each of
you, as a member, is in the perfect position to act as an
ambassador for this Committee. For example, you prob-
ably know why you joined the EASL Section, and why
you renew your membership each year. Maybe it is be-
cause you receive this Journal three times a year, packed
with timely and informative articles on cutting edge
topics in entertainment, art and sports law. Or maybe it
is for the invitations to exceptional meetings and CLE
programs. In 2006, there was a CLE program roughly
once every three weeks (see the roundup in this col-
umn in the Fall/Winter 2006 Journal), all of which were
inexpensive, enjoyable and oversubscribed. Or maybe
it is the networking opportunities, with access to some
of the most prominent lawyers in the entertainment, art
and sports law fields. How about the opportunities to get
involved in pro bono projects? Perhaps it is the opportu-
nity to be a member of one or more or our 16 active (and
occasionally hyperactive) committees? Or maybe because
of the myriad of NYSBA sponsored programs like life,
disability and professional liability insurance programs,
or opportunities for advancement in bar association

leadership? As a newly appointed ambassador for the
Membership and Diversity Committee, all you have to

do is tell one or two potential Section members why YOU
are a member, and provide the link to our home page

at www.nysba.org/easl. Then let Rosemarie know with
whom you spoke, and a personalized follow-up email or
letter will be sent. It really is that simple. I know that I can
count on you to help the EASL Section become stronger
and more representative of the fields of law it represents
by supporting this diversity initiative. Thank you.

Please remember to mark your calendar and join
your colleagues as we kick off the EASL Section’s 20th
Anniversary celebrations at the 2008 Annual Meeting and
Reception on Monday, January 28, 2008 at the Marriott
Marquis Hotel in New York City.

Finally, as always on June 1st each year, there was
a changing of the guard at the NYSBA. We warmly and
enthusiastically congratulate Kathryn Grant Madigan
upon her ascendancy to President of the NYSBA, and also
welcome the new President-Elect, Bernice Leber, who will
assume Kathryn’s duties and chair the House of Del-
egates. We also gratefully thank outgoing President Mark
Alcott for his selfless dedication and support during his
term at the helm. Please take a moment to read about the
initiatives Kathryn has announced for her tenure, which
you can find on the President’s Page on the NYSBA web
site.

Have a great Summer, and do not forget to pack this
Journal with the rest of your Summer reading!

Alan Barson
www.barsongs.com
(212) 254-0500

Alan D. Barson, Esq. practices entertainment,
copyright and trademark law. He is based in New York
City, and represents creative and executive talent in the
motion picture, television, home video, book, recording,
music publishing, licensing, touring, theatre and new
media industries. In addition to serving as Chairman
of the Entertainment, Arts and Sports Law Section of
the New York State Bar Association, Alan co-chairs the
Section’s Music and Recording Committee and is a Sec-
tion Delegate to the Association’s House of Delegates.
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Editor’'s Note

Happy Summer! I hope that
you are able to enjoy reading
this comprehensive Journal on
the beach or while relaxing this
season.

There are several items of
interest within these pages. Keith
Hauprich and Dan Coleman
have authored their first column
entitled “Independent Music

Publishers in Conversation.” I

look forward to publishing these authors regularly, and
their conversations will appear in each upcoming Journal,
addressing interesting issues of copyright and licensing,
among other items of interest.

I am grateful to Professor Sonia Katyal of Fordham
University School of Law for her permission to publish
her interesting discourse “Semiotic Disobedience,” which
was previously profiled in the New York Times Magazine.

There also several articles of interest to practitioners,
including our LSI winner’s piece on digital sampling in
Hip Hop, tips regarding how (or advise a client how) to
avoid a Workers” Compensation Board judgment, negoti-
ating tips for agreements concerning the development of
mobile games, and an analysis of the possible liabilities

Available on the Web

EASL Journal "
www.nysba.org/EASLJournal

for video on demand. There is also an interesting com-
parison as to the differences in the treatment of celebrities
and paparazzi between the U.S. and Europe.

There is a vast array of subjects within these pages.
I'hope that you learn from these authors as I have, and
enjoy these warm and sunny days.

THE NEXT EASL JOURNAL DEADLINE IS
FRIDAY, SEPTEMBER 7, 2007

Elissa D. Hecker of the Law Office of Elissa D.
Hecker, located at 90 Quail Close, Irvington, NY 10533,
practices in the fields of copyright, trademark and busi-
ness law. Her clients encompass a large spectrum of
the entertainment and corporate worlds. In addition to
her private practice, Elissa is Immediate Past Chair of
the EASL Section. She is also Co-Chair and creator of
EASL’s Pro Bono Committee, a frequent author, lecturer
and panelist, a member of the Copyright Society of the
U.S.A (CSUSA) and a member of the Board of Editors
for the Journal of the CSUSA. Elissa is the recipient of
the New York State Bar Association’s 2005 Outstanding
Young Lawyer Award. She can be reached at (914) 478-
0457 or via email at: EHeckerEsq@yahoo.com.

Back issues of the Entertainment, Arts and Sports Law Journal
(2000-present) are available on the New York State Bar Association Web site

Back issues are available in pdf format at no charge to Section members. You must be logged
in as a member to access back issues. Need password assistance? Visit our Web site at
www.nysba.org/pwhelp. For questions or log-in help, call (518) 463-3200.

Entertainment, Arts and Sports Law Journal Index
For your convenience there is also a searchable index in pdf format.
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NYSBA Guidelines for Obtaining

MCLE Credit for Writing

Under New York’s Mandatory CLE Rule, MCLE
credits may be earned for legal research-based writing,
directed to an attorney audience. This might take the
form of an article for a periodical, or work on a book. The
applicable portion of the MCLE Rule, at Part 1500.22(h),
states:

Credit may be earned for legal research-based
writing upon application to the CLE Board,
provided the activity (i) produced material
published or to be published in the form of

an article, chapter or book written, in whole
or in substantial part, by the applicant, and
(ii) contributed substantially to the continu-
ing legal education of the applicant and

other attorneys. Authorship of articles for
general circulation, newspapers or magazines
directed to a non-lawyer audience does not
qualify for CLE credit. Allocation of credit

of jointly authored publications should be
divided between or among the joint authors
to reflect the proportional effort devoted to the
research and writing of the publication.

Further explanation of this portion of the rule is pro-
vided in the regulations and guidelines that pertain to the
rule. At section 3.c.9 of those regulations and guidelines,
one finds the specific criteria and procedure for earning
credits for writing. In brief, they are as follows:

* The writing must be such that it contributes sub-
stantially to the continuing legal education of the
author and other attorneys;

¢ it must be published or accepted for publication;

¢ it must have been written in whole or in substantial
part by the applicant;

e one credit is given for each hour of research or writ-
ing, up to a maximum of 12 credits;

* a maximum of 12 credit hours may be earned for
writing in any one reporting cycle;

e articles written for general circulation, newspapers
and magazines directed at nonlawyer audiences do
not qualify for credit;

¢ only writings published or accepted for publication
after January 1, 1998 can be used to earn credits;

credit (a maximum of 12) can be earned for updates
and revisions of materials previously granted credit
within any one reporting cycle;

no credit can be earned for editing such writings;

allocation of credit for jointly authored publications
shall be divided between or among the joint authors
to reflect the proportional effort devoted to the
research or writing of the publication;

only attorneys admitted more than 24 months may
earn credits for writing.

In order to receive credit, the applicant must send
a copy of the writing to the New York State Continuing
Legal Education Board, 25 Beaver Street, 8th Floor, New
York, New York 10004. A completed application should
be sent with the materials (the application form can be
downloaded from the Unified Court System’s Web site,
at this address: www.courts.state.ny.us/mcle.htm (click
on “Publication Credit Application” near the bottom of
the page)). After review of the application and materials,
the Board will notify the applicant by first-class mail of its
decision and the number of credits earned.

Get CLE Credit:
Write for the EASL Journal!
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Pro Bono Update:

Helping Our Local Non-Profit Organizations

By Elisabeth Wolfe and Elissa D. Hecker

Although many New York arts-related non-profits
share similar legal issues as New York-based corpo-
rate and for-profit businesses, those that serve the more
disadvantaged segments of our communities often have
limited access to certain types of legal services.

Recently, the Pro Bono Committee reached out to
certain arts-related non-profit organizations in the New
York metropolitan area to find those that needed legal as-
sistance but that could not afford to hire outside counsel.
EASL hoped to match these organizations’ specific legal
needs with the skills and available time of EASL attorneys
who were interested in providing pro bono service to
community organizations.

In response to our outreach, the Pro Bono Committee
received a request from the We Are Family Foundation
(“"WAFE”). WAFF was launching a major new initiative.
Although WAFF has an attorney on staff, she needs a
trademark attorney with whom she could consult.

EASL jumped at the opportunity to pilot this partner-
ship program. The key to success is that the participation
of WAFF’s in-house counsel will keep the issues stream-
lined and focused. She will be able to provide a clear
understanding of the issues faced by the organization,
and therefore enable the EASL attorney to provide better
advice.

The next step in the process was to find a qualified
EASL volunteer. Everyone was thrilled when EASL at-
torney Mitchell E. Radin (partner at Cowan, DeBaets,
Abrahams & Sheppard, LLP) generously offered his
services. Radin heads the firm’s international trademark
practice and is well respected in the field, a perfect match
for WAFFE.

As we all know, The New York State Bar Association
urges each attorney to ensure that at least 20 hours each
year of his or her public service consists of pro bono—de-
livery of free legal services to the poor or to organizations
serving the poor. The EASL Pro Bono Committee’s goal
is to make fulfilling this aspirational requirement fun and
manageable. We think this partnership is a step in the
right direction. We look forward to making many more
matches between organizations and EASL volunteers.

* % ok

Spotlight: We Are Family Foundation

The following information was taken from the We Are
Family Foundation’s website. For more information about this
organization, visit www.wearefamilyfoundation.org.

The We Are Family Foundation, a not-for-profit
501(c)(3) organization, was formed in 2002 to promote di-
versity, understanding, respect and the vision of a global
family.

The Foundation celebrates the vision of a global fam-
ily by creating and supporting programs that inspire and
educate people about mutual respect, understanding, and
appreciation of cultural diversity.

The “We Are Family Project” began in response to the
tragic events of September 11th. Legendary songwriter/
producer Nile Rodgers and Tommy Boy Music president
Tom Silverman gathered 200 celebrities on the weekend
of September 22nd to re-record Nile’s world renowned hit
song “We Are Family” to commence the healing process.
The recording sessions that weekend again proved the
song’s power to give hope and allow people to feel better
through an uplifting beat and a message of unity. The
event was captured on film as a documentary by director
Danny Schechter entitled “The Making and Meaning of
We Are Family” and a music video by director Spike Lee.

The power of the “We Are Family Project” continued.
Rodgers and Christopher Cerf, award-winning children’s
TV /music producer, next called together over 100 be-
loved characters from the world of children’s television
for the first time in history and recorded a children’s
version of the song. The music video aired as a public ser-
vice announcement simultaneously on Disney Channel,
Nickelodeon and PBS on March 11, 2002 with a unified
message of the importance of a global family.

Nile had no idea that the hit song he and his late
music partner Bernard Edwards wrote for Sister Sledge in
1979 would be a part of history again by helping to bring
people together and give hope that we can live together
in a peaceful world.

Early Childhood Initiative

In March 2005, WAFF gave away 58,000 copies of “We
Are Family: A Musical Message for All” educational DVD
to every public and private elementary school in the U.S.
The DVD includes the “We Are Family” children’s video,
originally created as a public service announcement in
2002 by Nile Rodgers and Christopher Cerf, award-win-
ning children’s TV /music producer, featuring over 100
beloved children’s characters. The DVD teaches that
regardless of our differences, we are all part of one big
family. A teacher’s guide developed for elementary age
children by the Anti-Defamation League’s A WORLD OF
DIFFERENCE® Institute is included in the package.
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In January 2006, WAFF partnered with the National
Head Start Association and sent out the DVD program to
each of the 2,700 NHSA programs nationwide.

Mattie’s Movie & Poetry Slam in Children’s
Hospitals Nationwide

WAFF partnered with Lollipop Theater Network, a
not-for-profit organization dedicated to bringing first-run
films to children in hospitals, to create the highly suc-
cessful Mattie’s Movie & Poetry Slam program. Named
in honor of 13-year-old best-selling poet, peacemaker
and movie enthusiast, Mattie J. T. Stepanek, the original
Mattie’s Movie & Poetry Day started nationwide soon
after his death in June 2004 as a way to bring his message
of peace to children with chronic illnesses, to give them a
break from their difficult medical regimens and routines,
and to help them express and deal with their feelings.
These children often feel the sting of intolerance, and
Mattie’s Movie & Poetry Day helps them feel “normal.”

In 2006, WAFF renamed the program Mattie’s Movie
& Poetry Slam and introduced a highly interactive and
motivating poetry development session utilizing musical
instruments and spoken word improvisation. The poetry
slam encourages the children to actively participate by
getting their creative juices flowing and allowing them to
collectively develop a poem that reflects tolerance/diver-
sity issues and the positive messages of the film they just
saw together.

A typical program consists of a reading of Mattie’s
poems, a “preview” of the “We Are Family” children’s
music video, followed by a screening of a specially
selected first-run G, PG or PG-13 feature film and a 30-
minute Poetry Slam. There are 14 participating hospitals
across the country.

Building With Books

WAFF teamed up with Building With Books to fund
the building of We Are Family Schools in developing
countries and send small groups of U.S. high school
students overseas to experience another culture for two
weeks and help the local community build their school.

The first We Are Family School was constructed in
Mali, Africa, in February 2004 with the help of inner-
city New York and suburban Connecticut high school
students.

To date, 12 schools have been funded—11 in Mali,
Africa, and one in Nicaragua. In addjition, six student
treks, comprised of approximately 60 students, have been
funded.

Brooklyn EASL Event

By David H. Faux, District Representative,
2nd District

On June 7, 2007, the Fine Arts Committee hosted
a CLE panel that was rare in its Brooklyn setting, and
rarer still for its location in a Williamsburg gallery, Jack
the Pelican Presents. The panel was titled, “Fine Distinc-
tions: The Basics of the Law of Fine Arts,” and discussed
a broad spectrum of legal
issues involved with fine
art. Sergio Sarmiento
reviewed the details of
copyright, trademark, and
contracts. Carol Steinberg
then spoke on the typical
gallery contract, including
where seemingly standard
clauses may not be in the
artists’” favor. Next, John
Koegel presented the state of the fair use defense as it
pertains to visual artists. Finally, Judith Prowda explained
the various dimensions of arbitration for when conflicts,
such as those between gallery owners and artists, reach an
impasse.

During the Q&A, lawyers were able to focus on spe-
cifics of the legal issues while others kept the discussion
based in the concrete realities of the artist’s daily life. Gal-
lery owner Don Carroll sparked lengthy conversation by
challenging any preconceived notions of uneven bargain-
ing power between gallery owners and artists.

After the panel, most of the sixty-five in attendance
remained to enjoy the art and the company of artists and
lawyers. Soon enough, the party spilled into the streets.
Eventually, a handful of artists and the panelists enjoyed
dinner at Fada Restaurant, down the street. Certainly, the
panel was enough of a success that you should expect
to see more EASL events in the best city in the world:
Brooklyn!
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The New York State Bar Association
Entertainment, Arts and Sports Law Section

Law Student Initiative Winner
Summer 2007
Jonathan H. Marks, of Benjamin N. Cardozo School of Law, for his article:
“Digital Sampling in Hip Hop: Problems with Bridgeport and Current Copyright Law”
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The Entertainment, Arts and Sports Law Deadline: Submissions must be received by Friday,
(EASL) Section of the New York State Bar Asso- September 7, 2007.
ciation offers an initiative giving law students a
chance to publish articles both in the EASL Journal
as well as on the EASL Web site. The Initiative is

Submissions: Articles must be submitted via a
Word email attachment to eheckeresq@yahoo.com or via

designed to bridge the gap between students and mail to:

the entertainment, arts and sports law communities Elissa D. Hecker, Esq.
and shed light on students’ diverse perspectives in Editor, EASL Journal
areas of practice of mutual interest to students and 90 Quail Close
Section member practitioners. Irvington, NY 10533

Law school students who are interested in
entertainment, art and/or sports law and who are Topics
members of the EASL Section are invited to sub-
mit articles. This Initiative is unique, as it grants
students the opportunity to be published and gain
exposure in these highly competitive areas of prac-
tice. The EASL Journal is among the profession’s

Each student may write on the subject matter of
his/her choice, so long as it is unique to the entertain-
ment, art and sports law fields.

foremost law journals. Both it and the Web site Judging
have wide national distribution. Submissions will be judged on the basis of quality
of writing, originality and thoroughness.
Requirements Winning submissions will be published in the EASL
Eligibility: Open to all full-time and part-time Journal. All winners will receive complimentary mem-
].D. candidates who are EASL Section members. berships to the EASL Section for the following year. In

addition, the winning entrants will be featured in the
EASL Journal and on our Web site, and all winners will
be announced at the EASL Section Annual Meeting.

Form: Include complete contact information:
name, mailing address, law school, law school
club/organization (if applicable), phone number
and email address. There is no length requirement.
Any notes must be in Bluebook endnote form. An
author’s blurb must also be included.

Deadline:
Friday, September 7, 2007
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EASL Section and BMI Offer Law School Scholarship

The Entertainment, Arts and Sports Law Section of
the New York State Bar Association, in partnership with
BMI, will fund up to two partial scholarships to law
students committed to practicing in one or more areas of
entertainment, art or sports law.

The Phil Cowan/BMI Scholarship fund looks to
provide up to two $2,500 awards on an annual basis in
memory of Cowan, a past Section chair. Each candidate
must write an original paper on legal issues of current
interest in the areas of entertainment, art or sports law.
The competition is open to all students attending accred-
ited law schools in New York State along with Rutgers
and Seton Hall law schools in New Jersey. In addition, up
to ten other law schools at any one time throughout the
United States shall be selected to participate in the compe-
tition on a rotating basis. Students from other “qualified”
law schools should direct questions to the deans of their
respective schools.

The paper should be 12-15 pages in length, including
footnotes, double-spaced, in Bluebook form. Papers should
be submitted to each law school’s designated faculty
member. Each school will screen its candidates” work
and submit no more than three papers to the Scholarship
Committee. The committee will select the scholarship
recipient(s).

Submission deadlines are the following: October 1st
for student submissions to their respective law schools
for initial screening; November 15th for law school
submission of up to three papers to the committee. The
committee will determine recipient(s) on January 15th.
Scholarships will be awarded during the Section’s Annual
Meeting in late January.

Payment of scholarship funds will be made directly
to the recipient’s law school and credited to the student’s
account.

Law School Scholarships

The committee reserves the right to award only one
scholarship, or not to award a scholarship, in any given
year.

The scholarship fund is also pleased to accept dona-
tions, which are tax-deductible. Donation checks should

be made payable to The New York Bar Foundation, des-
ignating that the money is to be used for the Phil Cowan
Memorial/BMI Scholarship, and sent to Kristin O’Brien,
Director of Finance, New York State Bar Foundation, One
Elk St., Albany, N.Y. 12207.

Cowan chaired the EASL Section from 1992-94. He
earned his law degree from Cornell Law School, and was
a frequent lecturer on copyright and entertainment law
issues.

About BMI

BMI is an American performing rights organization
that represents approximately 300,000 songwriters, com-
posers and music publishers in all genres of music. The
non-profit-making company, founded in 1940, collects li-
cense fees on behalf of the American creators it represents,
as well as thousands of creators from around the world
who chose BMI for representation in the United States.
The license fees collected for the “public performances” of
its repertoire of approximately 4.5 million compositions
are then distributed as royalties to BMI-member writers,
composers and copyright holders.

About the EASL Section

The more than 1,700 members of the Entertainment,
Arts and Sports Law Section of the NYSBA represent
varied interests, including issues making headlines, being
debated in Congress and heard by the courts today. The
EASL Section provides substantive case law, forums for
discussion, debate and information-sharing, pro bono op-
portunities, and access to unique resources including its
popular publication that is published three times a year,
the EASL Journal.

About the NYSBA

The 72,000-member New York State Bar Association
is the official statewide organization of lawyers in New
York and the largest voluntary state bar association in the
nation. Founded in 1876, NYSBA programs and activities
have continuously served the public and improved the
justice system for more than 125 years.

Upcoming EASL Journal Deadline: Friday, September 7, 2007
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Independent Music Publishers in Conversation

By Keith C. Hauprich and Dan Coleman

This is the first of what will be a reqular conversation between representatives of independent music publishing companies. Vary-
ing issues of import regarding copyright and licensing, among others, will be discussed in this and future EASL Journals.

KH: Over the past year, independent music publishers
have watched as the multinational major publishers
continued in their unspoken pursuit of one unified
corporate letterhead.

DC: But the law of diminishing returns for major
publishers may redound to benefit the independent
publishers who can take advantage of opportunities

that are seen as too small for large firms to trifle with.

Do you see the changing technological field affording
advantages to independent publishers over multinational
major publishers in the area of licensing and business
development, and vice versa?

KH: Changing technology has allowed music publishers
to invest in their operations and systems in a very
meaningful fashion that has leveled the playing field
throughout the industry. Gone are the days of a shoebox
filled with index cards to keep track of songs. If it is
willing to invest the capital, an indie has access to the
same back office systems and operations used by the
majors.

DC: But does simply having access to the same
administrative technology (e.g., the increasingly
sophisticated enterprise software created for our
industry) mean that David can take on Goliath? What
are the other changing facets of our industry that enable
competition?

KH: The music publishing industry may serve as a
Darwinian field study in 2007. The “fittest” entities will
prove to be those that adapt to the changing landscape
and embrace new technology and the ubiquity of music.
Those that combat change and seek to preserve the status
quo through mere saber rattling will be far less suited for
2007 and beyond.

DC: The saber rattling tends to come from music
publishers who have been content to collect rents on their
income-producing properties. But there is another aspect
of property rights that has been generally neglected (or

at least minimized) by music publishers: the right to
develop property. This facet of music publishing has
never been ignored completely. But it is time to revitalize
the practice in new and creative ways. One example of
“development” is music publishers investing in, and
administering, master recording rights. To what extent do
you think a publisher should become involved in digital
distribution? Or, to rephrase the question: does the digital

realm bring the activities of publishers and labels closer
together?

KH: The base of power for the major labels for decades
was their control of the channels of distribution. With

the advent of digital distribution, this base of power has
eroded. There is tremendous opportunity to make content
available directly to the consumer. In certain scenarios,
traditional record companies, brick-and-mortar retailers
and other third-party middlemen have been cast aside.

“Changing technology has allowed music
publishers to invest in their operations
and systems in a very meaningful

fashion that has leveled the playing field
throughout the industry. Gone are the
days of a shoebox filled with index cards
to keep track of songs.”

DC: Music publishers of all sizes will need to invest in the
work of technology entrepreneurs who are developing
the “next, best” method for digital distribution.

KH: It seems that cutting-edge thinkers and private
equity money are always developing the “next, best.” It
also seems that rightsholders are very rarely involved
until allegations of unauthorized use of content
become the topic of the day:. Is it realistic to think that
rightsholders will ever be able to catch up?

DC: Content is copyrightable, while delivery systems

are patentable. A music publisher’s equity can be built

of both copyrights and patents. Some portion of the
acquisition budget for copyrights could therefore be
allocated to patent development if publishers want

to “catch up” to private equity money, but this would

be venturing into uncharted waters for many smaller
publishers. A larger firm would probably have to lead the
way.

KH: How do the performing rights (“PROs”) and
mechanical rights organizations factor into this new
paradigm? Do such rights organizations have licensing
schemes that could be useful paradigms that publishers
could learn from and use to monetize the “viral video”
Wild West?
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DC: ASCAP and BMI have invested in new patents that
supply performance data with a high level of granularity
(Blue Arrow and MediaGuide). The extent to which those
proprietary technologies can be aimed at the viral video
world is dependent on the PRO’s ability to work out
blanket licensing schemes with the web portals (such as
YouTube), which take into account the number of links
to the site, in addition to performances generated by the
site itself. I can conceive of a “broadcast mechanical,”
“fixing fee” or analogous fee that is borne by the owner
of the server (in addition to the standard blanket license)
that would offset the economic effect of links to that
particular copyright, but I am not aware of an economic
analysis of this approach. Any “copyright collective”—
whether a PRO or a moderately sized independent
publisher with clout—could theoretically negotiate a
blanket deal with a viral video site that affords access to
an entire copyright portfolio in exchange for guaranteed
payments. Indeed, the continued existence of SESAC

is predicated on the latter. Independent publishers
potentially have an advantage over PROs, in that their
contractual accounting obligations do not require
advances against entire portfolios to be prorated against
specific songs.

“[lln the Internet age we must ‘export’
the Grokster decision and ‘import’
Australia’s Kazaa rulings if we expect our
intellectual property to survive in a global
economy.”

KH: ASCAP and BMI (along with SESAC) may be able
to “work out” a viable system throughout the U.S.
However, viral sites are far more than a mere domestic
inconvenience.

DC: We now live in a world where copyright doctrines
must transcend national boundaries if they are to
survive in practice. To paraphrase copyright scholar
Graeme Austin, in the Internet age we must “export” the
Grokster decision and “import” Australia’s Kazaa rulings
if we expect our intellectual property to survive in a
global economy. The goal of harmonizing international
copyright law is not the purview of music publishers,
but they can expect Coase’s Law to apply: the various
collection societies will conform to the changing market.
Increased use of blanket licensing may be on the horizon,
and the publishing industry should be prepared for the
implications.

KH: Perhaps the inducement doctrine set forth by the
Supreme Court in Grokster will prove to be the silver
bullet of copyright infringement liability. The notice and
takedown provision of the Digital Millennium Copyright
Act will continue to be a trusted friend, a conservative
means of reminding popular culture that the bundle of

rights granted to copyright owners under the Copyright
Act is exclusive. When does the safe harbor exception
cease to provide sanctuary?

DC: It is possible to ask if the safe harbor exception ever
really provides adequate sanctuary, since contributory
infringement is not specifically addressed by the
provision. The Digital Millennium Copyright Act §
512(a)(4) specifies that the safe harbor applies only when
“no copy is maintained on the system or network in a
manner ordinarily accessible to anticipated recipients
for a longer period than is reasonably necessary for

the transmission. . . .” In other words, the owners of

any server that maintains a copy cannot find refuge

in the statute. But recent court decisions go further by
examining whether the purpose of the host was the
dissemination of the infringing work, despite the absence
of the actual file on its server.

KH: Some may decide that the promotional element
trumps their need to rein in sites that boast of daily
viewer and monthly visitor numbers that make post-
season Yankee Stadium attendance records seem dismal.
The advent of ad-based music download services

should add a viable additional stream of revenue to
music publishers’ bottom lines. The true litmus test will
be whether such services will be able to convert their
tremendous potential into actual, revenue-bearing,
kinetic energy. A strong argument, however, can be made
that simply making a legal download available as an
alternative to unauthorized downloads is its own reward.
As opposed to engaging piracy through the court system,
publishers may be wise to do battle in the marketplace.
Saturating the market with “free-to-user” legal
downloads allows content owners to go on the offensive
and take a proactive approach to combating piracy.

DC: But the “promotional value” of copyright
infringement is a circular argument at best, since the
amount of money lost to free riding is only promotional

if it does not exceed the total cash flow to the music
publisher. Smaller, independent publishers cannot risk
this kind of “promotion.” It seems to me that the tension
built into the current system may be caused by an
unwieldy synchronization licensing scheme. What do you
view as the benefits and disadvantages of such licensing
procedures? Are transaction costs too high?

KH: The current synchronization licensing procedures
simply work. Copyright owners have the exclusive
right to control the use and exploitation of their works
in synchronization with audio-visual works. Copyright
owners (or their administrators) are, and must remain,
free to negotiate a fee (whether it is a flat fee or an
advance with royalties) for the use of their works at the
highest rate traffic will bear. Transaction costs are only
too high if an administrator is not maximizing the talent
and resources of its employees. That is, bloated staffs are
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a detriment. Rather, it is far more cost effective to field
a lean staff with a passion for music, a solid grasp of
industry custom and practice and an excellent working
knowledge of the titles and composers within the
administrator’s catalog.

DC: I wonder how much longer we can keep this
procedure going, even with an efficient staff. The
explosion of viral video sites means that there is an
unprecedented demand for licensed music. If publishers
are not equipped to grant synchronization licenses
quickly and economically, there may be efforts to short-
circuit the process to make things easier for licensees—I
am imagining a scenario analogous to the recent

opinion by the Register of Copyrights, which grafted the
compulsory mechanical licensing scheme onto ringtones.

KH: That recent decision of the Copyright Office that
certain ringtones are subject to the compulsory license
provisions of § 115 will have repercussions felt far beyond
this year. The decision appears to represent a drastic
change from an arm’s-length negotiated royalty to a rate
to be set by the Copyright Royalty Board. The dollars and
cents involved and shifting paradigm may cause enough
concern to stimulate a legal appeal despite the court’s
deferential treatment to the decision of the Copyright
Office. Replacing the $600 million pool of “found money”
from ringtone sales within the United States in 2005 alone
is daunting.

DC: I would not dispute the potential for lost revenue—
but this strikes me as an acute problem which might
turn into a long-term gain. Call me an optimist, but the
concept of a “ringtone” is changing as mobile phone
technology is transformed and combined with mobile
media player and mobile computing technology. So, the
ease with which licensees can distribute music to these
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The Aversion to the Paparazzi

By Alan J. Hartnick

According to Wikipedia, paparazzi is a term for pho-
tographers who take candid photographs of celebrities,
usually by relentlessly shadowing them in their public
and private activities. The word paparazzi was popular-
ized from a character in the Federico Fellini 1960 film La
Dolce Vita.

The E! Network program “Celebrities Uncensored”
used often confrontational footage of celebrities made by
paparazzi. Mel Gibson in 2004 produced a movie called
Paparazzi in which the protagonist killed paparazzi. Time
Magazine in 2005 ran a story entitled “Shooting Stars,” in
which one of the top paparazzi in Los Angeles claimed
that if he took a certain picture, “I'll be able to buy a
house in those hills (above Sunset Boulevard).”

Is this “entertainment” rather than “news”? Is this a
distinction without a difference? Does the First Amend-
ment cover all? Does Europe have a different view from
the US.?

The U.S. View

For privacy, New York cases define what may be
considered “newsworthy” or “public interest” in the
broadest and most far-reaching terms. Matters of “public
interest” are not “limited to the dissemination of news in
the sense of current events but rather extend far beyond
to include all types of factual, educational and historical
data, or even entertainment and amusement, concerning
interesting phases of human activity in general.”!

As an example, fashion news is a legitimate public
interest. In Stephano v. News Group Publications, Inc.,* the
court stated that the “[plicture of the jacket does not lose
its newsworthiness simply because the defendant chose
to employ a person to model it in a controlled or con-
trived setting.” Another example concerns a movie star’s
state of undress in a motion picture as newsworthy, or “a
matter of great interest to many people.”3

Paparazzi have carte blanche in the U.S. Is Europe the
same?

Europe: More Stringent Views

Not too long ago, the U.K. had no law of privacy, but
in France, and for publication in France, the paparazzi
had to request permission to photograph celebrities.

However, everything changed with recent court
interpretations of the European Convention on Human
Rights, adopted under the auspices of the Council of
Europe in 1950. The European Convention is still the only

international rights agreement providing a high degree of
individual protection. As a result of Protocol 11, individu-
als have direct access to the European Court of Human
Rights.

There is tension between Articles 8 and 10. Subject
to certain exceptions, Article 8(1) states that: “Everyone
has the right to respect for his private and family life, his
home and his correspondence.” Article 10(1) provides
that: “Everyone has the right to freedom of expression.
This right shall include freedom to hold opinions and im-
part information and ideas without interference by public
authority and regardless of frontiers. . ..”

Article 10(1) is a European equivalent of our Freedom
of the Press. Are paparazzi therefore covered?

Von Hannover v. Germany*

Princess Caroline of Monaco, the adult child of Prin-
cess Grace Kelly, is, in our sense, a public figure. Her life is
the subject of envy. There has been intense media cover-
age of her life.

A German magazine published photographs of
Princess Caroline on horseback, with a boyfriend in a
restaurant, and playing tennis with Prince Von Hannover.
Princess Caroline sought an injunction in the Hamburg
Regional Court. Based on French law, the court granted
the application in respect to the distribution of the maga-
zines in France, but, in Germany, held that she was a
figure of contemporary society “par excellence” and had
to tolerate this kind of publication.

Princess Caroline certainly has a deep pocket. She
appealed first to the Court of Appeal, then to the Federal
Court of Justice, then to the Federal Constitutional Court.
Finally, she appealed to the European Court of Justice.

Her appeal came after the accident that cost Princess
Diana her life. The accident occurred while the Princess
had been pursued by paparazzi, but, in fact, the cause was
her drunk driver. Perhaps as a result of such publicity, and
on June 26, 1998, by Resolution 1165, the Parliamentary
Assembly of the Council of Europe essentially denounced
the paparazzi.

That was the climate for the decision. The European
Court of Human Rights stated:

57. The Court reiterates that although the
object of Article 8 is essentially that of
protecting the individual against arbitrary
interference by the public authorities, it
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does not merely compel the State to ab-
stain from such interference: in addition
to this primarily negative undertaking,
there may be positive obligations inher-
ent in an effective respect for private or
family life. These obligations may in-
volve the adoption of measures designed
to secure respect for private life even in
the sphere of the relations of individuals
between themselves. . . .

58. That protection of private life has

to be balanced against the freedom of
expression guaranteed by Article 10 of
the Convention. In that context the Court
reiterates that the freedom of expression
constitutes one of the essential founda-
tions of a democratic society. Subject to
paragraph 2 of Article 10, it is applicable
not only to “information” or “ideas” that
are favourably received or regarded as
inoffensive or as a matter of indifference,
but also to those that offend, shock or
disturb. Such are the demands of that
pluralism, tolerance and broadminded-
ness without which there is no “demo-
cratic society.”. . .

63. The Court considers that a fundamen-
tal distinction needs to be made between
reporting facts—even controversial
ones—capable of contributing to a debate
in a democratic society relating to politi-
cians in the exercise of their functions, for
example, and reporting details of the pri-
vate life of an individual who, moreover,
as in this case, does not exercise official
functions. While in the former case the
press exercises its vital role of “watch-
dog” in a democracy by contributing to
“impart[ing] information and ideas on
matters of public interest”. . .

64. Similarly, although the public has a
right to be informed, which is an essen-
tial right in a democratic society that, in
certain special circumstances, can even
extend to aspects of the private life of
public figures, particularly where politi-
cians are concerned. . . . [T]his is not the
case here. The situation here does not
come within the sphere of any political
or public debate because the published
photos and accompanying commentaries
relate exclusively to details of the appli-
cant’s private life. . . .

71. Lastly, the Court reiterates that the

Convention is intended to guarantee not
rights that are theoretical or illusory but
rights that are practical and effective. . ..

76. As the Court has stated above, it con-
siders that the decisive factor in balanc-
ing the protection of private life against
freedom of expression should lie in the
contribution that the published photos
and articles make to a debate of general
interest. It is clear in the instant case that
they made no such contribution since the
applicant exercises no official function
and the photos and articles related exclu-
sively to details of her private life.

77. Furthermore, the Court considers
that the public does not have a legitimate
interest in knowing where the applicant
is and how she behaves generally in

her private life even if she appears in
places that cannot always be described as
secluded and despite the fact that she is
well known to the public.

Even if such a public interest exists, as
does a commercial interest of the maga-
zines in publishing these photos and
these articles, in the instant case those
interests must, in the Court’s view, yield
to the applicant’s right to the effective
protection of her private life.

And so, there was a breach of Article 8 of the
Convention.

Recent Developments

Based on the UK’s Human Rights Act, which en-
shrined the European Convention on Human Rights into
English law, the House of Lords, 3-2, in 2004° decided that
a newspaper should not publish the fact that supermodel
Naomi Campbell was receiving treatment at Narcotics
Anonymous, details of her treatment, and a photograph of
her leaving the clinic.

The majority judges attached significant weight to
the publication of the photograph. Lord Hope of Craig-
head said that “had it not been for the publication of the
photographs . . . I would have been inclined to regard the
balance between [Article 8 and Article 10 rights] as about
even.”

Therefore, the House of Lords recognized a privacy
right which can extend to pictures taken covertly of Miss
Campbell in a road outside the building where she was
attending a meeting of Narcotics Anonymous.
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In March 2007, the Federal Court of Justice, Germa-
ny’s highest appellate court, ruled that Princess Caroline
and her husband were justified in their lawsuit against
German celebrity magazines for publishing covertly shot
photographs of them taken on vacation by paparazzi.
The Court made a distinction between a “contemporary
event,” which is permissible, and a photograph with no
informational value, which is verboten.

The German court’s response is one that has been
sensitized—perhaps over-sensitized—by Von Hannover.
An editor would find it difficult to distinguish what is a
contemporary event and what is not. I suppose that all
the paparazzi will move to America!

Conclusion

The concurring opinion in the 2004 Von Hannover
ruling by the European Court of Human Rights in Stras-
bourg noted that: “Moreover, I believe that the courts
have to some extent and under American influence made
a fetish of the freedom of the press.”

So be it. Perhaps the price of paparazzi may be worth
it. The difference, if any, between “entertainment” and
“news” perhaps should not be left to judges, but to edi-
tors. Fame and public interest inevitably give rise to a dif-
ference in treatment of the public life of an ordinary per-
son and that of a public figure. Long live the paparazzi!

There is, of course, considerable aversion to the
paparazzi. Recently, California toughened its Anti-
Paparazzi Act to create heightened penalties.® Jackie

Kennedy Onassis was able to keep a photographer 25 feet
away from her.” On the other hand, if photographs cannot
be made, they cannot be published, and therefore may
impose a disproportionate burden upon those engaged in
protected First Amendment activities.
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Digital Sampling in Hip Hop: Problems with Bridgeport

and Current Copyright Law

By Jonathan H. Marks

Biz Markie is a legendary gold-selling rap artist who is
championed for innovating a humor-driven yet streetwise
style of Hip Hop.! Unfortunately, he was also made an ex-
ample of in the realm of copyright law when courts first at-
tempted to address the issue of digital sampling.? In 1991,
Gilbert O’Sullivan served Biz with a lawsuit claiming that
the track “Alone Again” featured an unauthorized sample
of O’Sullivan’s hit record “Alone Again (Naturally).” The
case was heard in the now landmark decision, Grand Up-
right Music, Ltd. v. Warner Bros. Records.3 When the opinion
began with the biblical admonition “Thou shalt not steal”
and referred Biz to the United States Attorney for consid-
eration of criminal prosecution, it was clear that Hip Hop
artists were poised to fight an uphill copyright battle.*

Following that decision, both courts and scholars have
assumed various approaches to the question of whether
and when digital sampling constitutes a copyright in-
fringement, many of which have not mirrored the harsh
opinion set forth in Grand Upright. Indeed, the court in
Grand Upright reached its conclusion without even a show-
ing of substantial similarity between the works at issue, a
requirement implicit in most copyright infringement cas-
es.> The most recent standard, however—handed down in
Bridgeport Music, Inc. v. Dimension Films—is also the most
restrictive. The Sixth Circuit in Bridgeport has just returned
to Grand Upright’s bright line rule of per se infringement
when sound recordings are digitally sampled, abolishing
the de minimis defense and substantial similarity require-
ment.® This article will aim to provide a critical analysis of
Bridgeport, reasoning that the decision will stifle creativity
more than protect it, while subsequently discussing po-
tential solutions to the current misapplication of copyright
law to digital sampling of sound recordings.

It will argue that in order to better further the goals of
copyright, the following standards should be instituted:
plaintiffs claiming infringement must prove substantial
similarity as they would in any other copyright infringe-
ment action; the de minimis defense should be available to
artists who sample, as well as a broader fair use doctrine;
legislative action should be taken to ensure that the Copy-
right Act is in line with current technological innovations
in music; and finally, existing copyright frameworks in
general should take a more expansive view toward sam-
pling and Hip Hop? to reflect the historical and cultural
context of musical borrowing and recasting, thereby mov-
ing toward the ultimate goal of promoting innovation and
creativity.

Il.  Bridgeport Music, Inc. v. Dimension Films, 410
F.3d 792 (6th Cir. 2005)

A. Case Overview

In May 2001 Bridgeport Music (“Bridgeport”), West-
bound Records (“Westbound”), and two plaintiffs later
dismissed from the case alleged nearly 500 counts against
approximately 800 defendants for copyright infringement
related to unauthorized samples in rap records. The district
court severed the complaint into 476 separate actions, this
case being one of them.® Bridgeport and Westbound own
the musical composition and sound recording copyrights
in “Get Off Your Ass and Jam” (“Get Off”) by George
Clinton Jr. and the Funkadelics.’ “Get Off” was digitally
sampled in rap group NWA’s record “100 Miles,” which
was included on the soundtrack of No Limit Films’ I Got
The Hook Up. NWA sampled two seconds of a three note
guitar opening of “Get Off,” lowered its pitch, looped the
sample to seven seconds, and played it in “100 Miles” five
separate times.!?

The district court concluded that “whether the sam-
pling is examined under a qualitative/quantitative de
minimis analysis or under the so-called ‘fragmented literal
similarity” test, the sampling . . . did not ‘rise to the level of
a legally cognizable appropriation.””!! The United States
Court of Appeals for the Sixth Circuit disagreed, adopting
the appellant’s argument that “no substantial similarity
or de minimis inquiry should be undertaken at all when
the defendant has not disputed that it digitally sampled a
copyrighted sound recording.”!? The unanimous panel rea-
soned that its decision began and largely ended with the
applicable statute: Section 114(b) of Title 17 of the United
States Code, which provides in relevant part that “the ex-
clusive right of the owner of copyright in a sound record-
ing under clause (2) of section 106 is limited to the right
to prepare a derivative work in which the actual sounds
fixed in the sound recording are rearranged, remixed, or
otherwise altered in sequence or quality.”!* First noting
that its analysis extends only to sound recordings, which
are differentiated from the underlying musical composi-
tion,'® the panel interpreted the statute as meaning that a
sound recording owner has the exclusive right to “sample”
his or her own recordings, with no apparent qualification
of that rule.!

The Sixth Circuit also considered policy motives for
its decision. Taking into account the massive amounts of
litigation involving sampling, the panel believed that the
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ease and value of enforcing a bright line rule was appar-
ent. Musicians were instructed to “get a license or do not
sample. We do not see this as stifling creativity in any
significant way.”!” Furthermore, in explaining the basis for
applying an immensely stricter standard to sound record-
ings than to compositions, the court reasoned that taking
three notes from a composition was unlike taking the
same from a sound recording, which is never accidental, is
always something of value, and is a physical taking rather
than an intellectual one.!® Thus, in support of its assur-
ance that its admittedly unprecedented decision would
not stifle creativity, the panel explained that many artists
and record companies have sought licenses as a matter of
course! and that the market will control the license price
and keep it within bounds.?’

Finally, the Sixth Circuit panel concluded that if its
decision was at odds with the intentions of Congress, then
the record industry should seek congressional clarifica-
tion or change in the law. Indeed, the panel admitted that
“the court is never aware of much more than the tip of
the iceberg (and) to properly sort out this type of problem
with its complex technical and business overtones, one
needs the type of investigative resources as well as the
ability to hold hearings that is possessed by Congress.”?!
Ultimately, the one and only issue the panel left open to
interpretation was the applicability of an affirmative fair
use defense, which on remand the trial judge was free to
consider based on the facts presented.??

B. Critical Analysis of Bridgeport

Copyright expert William Patry describes Bridgeport
as “policy making wrapped up in a truncated view of law
and economics, shorn of analysis of all the public inter-
est factors and harm to derivative creators that nuanced
exponents . . . engage in.”?? In a recent addition to his fun-
damental copyright treatise, Nimmer explicitly criticizes
Bridgeport, submitting that the panel’s “conclusion rests on
a logical fallacy.”?* A Harvard Law Review casenote sug-
gests that the arguments underlying the Bridgeport deci-
sion “are unconvincing when examined individually,”?
and that “the court drew a bright-line rule where one
may not naturally exist.”?® The list goes on, but where did
Bridgeport go wrong?

To begin, it is argued that the Sixth Circuit misread
the statutory distinction between copyrights in a sound
recording and the same in musical compositions—a
fundamental element to the panel’s decision.?” The court’s
rationale for this interpretation is unpersuasive. For exam-
ple, it reasons that the taking of a sound recording differs
from a composition because the former is physical rather
than intellectual. However, this is illogically argued, as any
copyrightable work is statutorily required to be fixed in a
tangible medium.?® Indeed, copyright law does not protect
the intellectual (ideas), but only physical expressions of
such.?’ Thus, the written musical score is required by law
to be just as much a physical format as the master record-

ing of the sounds.* Furthermore, the panel’s argument
that a sound recording must be treated differently because
itis a “physical” taking runs contrary to court precedent,
which applies a de minimis analysis even when actual,
physical artwork is displayed in a television show without
permission.®!

The Sixth Circuit’s next contention—that using part
of a sound recording, as opposed to part of a composition,
takes something of value because the producer would
“save costs” or “add something to the new recording”—is
equally unconvincing.?? As the Harvard casenote suggests,
that logic would just as easily extend to the appropriation
of a small part of a composition; “why else would someone
build a new composition around part of a previous compo-
sition, if not to add to the music?”3 Moreover, record pro-
ducers would no doubt save costs if they could freely bor-
row from musical compositions—there would be no need
to engage the services of composers.> Finally, as Patry
conclusively states, “whether the portion copied has value
has never been the test for infringement.”% Rather, the
courts are to determine whether there has been improper
appropriation of protected elements, a finding traditionally
based upon proof of substantial similarity.3

Arguably, then, the panel erred most significantly in
its next statutory interpretation, holding that no inquiry
into substantial similarity was appropriate under its literal
reading of the Copyright Act. The court openly admitted
that “there is no Rosetta Stone for the interpretation of the
copyright statute”; however, it mistakenly then jumped to
the conclusion that “the legislative history is of little help
because digital sampling wasn’t being done in 1971.” As
Nimmer indicates, had the court consulted Section 114’s
legislative history instead of dismissing it as irrelevant, it
would have discovered that Congress explicitly intended a
ruling directly opposite to that of Bridgeport.3”

Pursuant to the House report on Section 114, a right in
sound recording is infringed “whenever all or any sub-
stantial portion of the actual sounds that go to make up a
copyrighted sound recording are reproduced in phonore-
cords by repressing, transcribing, recapturing off the air, or
any other method.”? According to Nimmer:

That excerpt debunks the court’s imputa-
tion that Congress, when adopting Section
114, intended to dispense with traditional
notions of substantial similarity. . . . When
one reflects that Section 114 imposes a
limitation on the rights granted copyright
holders by Section 106, it becomes even
less comprehensible how the court could
interpret Section 114 to expand the rights
enjoyed by proprietors, such that they

do not need to demonstrate substantial
similarity between defendant’s purport-
edly infringing production and their own
copyrighted works.*
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Even without congressional support, arguments against
Bridgeport’s relinquishment of substantial similarity are
strong.

The Sixth Circuit panel erred in its derivative work
line of reasoning, for example. The panel explained that a
copyright owner was afforded the right to make a deriva-
tive work under Section 106, and as discussed, Section 114
qualified this as meaning the derivative work could exclu-
sively sample from the original work. Thus, the panel held
“100 Miles” infringed on that right. However, as noted in
Marlon Williams v. Calvin Broadus—a sample claim against
rap artist Snoop Dogg—the test for whether a newly cre-
ated work infringes the right to create a derivative work is
the same as whether it would infringe the right to repro-
duce the copyrighted work itself.*’ In other words: “If a
secondary work transforms the expression of the original
work such that the two works cease to be substantially
similar, th[e]n the secondary work is not a derivative work
and, for that matter, does not infringe the copyright of the
original work.”#! Therefore, the ruling in Bridgeport errone-
ously jumped to the conclusion that “100 Miles” was an
infringing derivative work without the necessary finding
that it would even infringe the original.

Furthermore, while Patry admits the “get a license
or do not sample” bright line test does provide “ease of
enforcement,” he aptly highlights the fact that such a rule
would make any case easy, but that copyright law is not
that naive. Particularly, it would be equally effortless to en-
force a rule that said to parody a work, or to write a book
review, or to quote three words from a poem in a movie,
would require a license, but such is not the case.*? Simi-
larly, Harvard’s casenote suggests that there is no reason
to believe that a court could more easily apply substantial
similarity to a musical composition, a computer program,
or a painting than to a sound recording.*3

The Sixth Circuit has previously held that the test for
determining substantial similarity is “whether an average
lay observer would recognize the alleged copy as having
been appropriated from the copyrighted work.”# Further-
more, in the context of a copyright infringement claim,
summary judgment may be granted when any similari-
ties between the works relate only to non-copyrightable
elements or when no reasonable jury could find the two
works substantially similar.*® Thus, in granting summary
judgment to the defendant, the district court in Bridgeport
“found that no reasonable juror, even one familiar with
the works of George Clinton, would recognize the source
of the sample without having been told of its source.”4¢
While this finding would have been convincing had the
Sixth Circuit not reversed the ruling, it may not have even
been necessary if the activist panel had not similarly done
away with the de minimis defense.

A de minimis use takes such a quantitatively insub-
stantial portion of the copyrighted work so as to fall below
the threshold required for actionable copying—"“it is a
technical violation of a right so trivial that the law will not

impose legal consequences.”#” In Newton v. Diamond the
Ninth Circuit was presented with a situation nearly identi-
cal to that in Bridgeport: rap artists Beastie Boys were sued
by jazz flautist James Newton for sampling three notes

of Newton’s work in their rap record “Pass the Mic.”4
Although the court focused its discussion on the musical
composition, its analysis is equally applicable to the issue
in Bridgeport. This is so because the Beastie Boys did in fact
sample the sound recording, a use which was ultimately
held to be de minimis and therefore not actionable, even as-
suming that the sampled segment was sufficiently original
to merit protection.*” In Bridgeport, the panel not only failed
to apply a de minimis analysis, but never even addressed
whether the three notes sampled from “Get Off” should be
afforded protection. As Nimmer emphasizes, “even if Con-
gress had not spoken plainly in 1976, the Supreme Court
outlined the elements of copyright infringement in 1991

to include ‘copying of constituent elements of the work
that are original,™® [and] Bridgeport Music neither cites that
1991 authority nor explains how the copied two seconds
amount to an original composition.”>!

A critical analysis of Bridgeport reveals many flaws in
the decision, as well as highlights the pitfalls many courts
face when addressing the issue of digital sampling. The
following sections of this article aim to outline the goals
of copyright and how the law might be tailored to better
serve those goals in the advent of musical innovation.

Il. Copyright Law: Constitutional Goals, Hip Hop
Music, and Digital Sampling

The United States Constitution charges Congress with
the power “to promote the Progress of Science and use-
ful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings
and Discoveries.”>? This provision has consistently been
interpreted as implying a utilitarian goal of copyright: “it
is intended to increase and not to impede the harvest of
knowledge . . . to motivate the creative activity” by reward-
ing an individual for the ultimate benefit of the public.53
Thus, although a copyright offers individual creators a mo-
nopoly limited in scope, that private encouragement must
ultimately serve the cause of promoting broad public avail-
ability to literature, music, and the other arts.>* However,
the monopolies in copyright are too often manipulated,
stifling creativity more than nourishing it. The prosecu-
tion of sampling, for example, has been seen by many as
such an instance that will chill the development of artistic
advancements by discouraging new compositional tech-
niques and music.”®

Hip Hop has arisen as a prevailing cultural explosion
throughout the world in the past three decades. It has been
described as “the latest wave of innovative black music
that began with the ragtime of Scott Joplin and the Delta
blues of Robert Johnson . . . a fabulous, constantly mutat-
ing hybrid [that draws] on rhythm-and-blues, disco, salsa,
reggae and the ancient ritual of call and response—all
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brought together by D.J.”s who made a structurally new
music by scratching, cutting and sampling existing records
on double turntables.”>® While Hip Hop's “inventive
wordplay” and “brilliant linguistic contortions” perme-
ate throughout today’s culture, the inspired phenomenon
also extends to a broader visual manifestation in fashion,
sports, urban street art, and even broad-based corporate
marketing.”” Put simply, “Hip Hop is a big subject. It de-
serves big treatment.”> With digital sampling being such
a vital, inspirational aspect to Hip Hop music, copyright
law must aim to protect the expression rather than have it
stymied.

Tim Wu, a professor at Columbia Law School, de-
scribes Bridgeport as an unwelcome addition to the music
world. In his article, “Jay-Z Versus the Sample Troll: The
Shady One-Man Corporation That’s Destroying Hip-
Hop,”*® Wu suggests that Bridgeport and similar compa-
nies are “turning copyright into the foe rather than the
friend of musical innovation” by accumulating portfolios
of old rights and launching hundreds of lawsuits against
rap artists for routine sampling, no matter how insignifi-
cant or undetectable.®’ He writes: “The sample trolls need
to be stopped, either by Congress or by court rulings that
establish sampling as a boon, not a burden, to creativity.”®!
The next section of the article will address the various ap-
proaches that the law might undertake to accomplish this.

Ill. Fair Use

Many instances of sampling should be deemed de
minimis and therefore non-infringing,%* as previously
discussed. However, as the court held in Ringgold v. Black
Entertainment Television, a more elaborate fair use analysis
is in order when a more quantitatively substantial use of
a copyrighted work has been challenged.® Indeed, the
panel in Bridgeport expressed no opinion on the applica-
bility of the fair use doctrine to the facts of the case, but
explicitly held that the trial judge was free to consider
the defense on remand.** An expansive fair use analysis,
including factors not enumerated in the Copyright Act,
should remain as a viable defense to artists who sample in
order to ensure the progression of musical creativity.®®

Section 107 of the 1976 Copyright Act sets forth the
components of the fair use doctrine. In particular, Con-
gress stipulated that the fair use of a copyrighted work
would not infringe a copyright, setting forth four factors
to consider in determining whether a use is fair.® The
courts are to consider:

(1) The purpose and character of the use, including
whether such use is of a commercial nature or is for
nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used
in relation to the copyrighted work as a whole; and

(4) the effect of the use upon the potential market for
or value of the copyrighted work.®”

The language of the statute, which reads “factors to be
considered shall include,” implies the consideration
of non-enumerated items, and judicial discretion can
accordingly play an important role in digital sampling
cases if used to better tailor the doctrine to this
technological innovation.%

A. Purpose and Character of the Use

The language of the Copyright Act differentiates
between commercial uses and those which are non-profit,
the former clearly straying further from a fair use than
the latter. However, the Supreme Court, in its milestone
fair use decision Campbell v. Acuff-Rose Music, shifted the
focus more significantly to whether the defendant’s work
is transformative.® It has been suggested that if a sample
is the foundation for a new musical statement, the court
should classify the use as transformative.”® This is precisely
the case in many Hip Hop records, where artists might lay-
er together hundreds of diverse sounds to create a brand
new musical landscape. As one law article articulates: “The
combinations of these bits and pieces juxtaposed with rap
lyrics and instrumentals creates an interesting and original
composition.””! Thus, courts should weigh this first factor
in favor of those who creatively sample, thereby generat-
ing transformative new works.”

B. Nature of the Copyrighted Work

Judge Pierre N. Leval of the United States District
Court for the Southern District of New York proposed that
the issue presented in this second factor is the advance-
ment of the utilitarian goal of copyright. “Inquiry into
the ‘nature’ or ‘value’ of the copyrighted work therefore
determines whether the work is the type of material that
copyright was designed to stimulate, and whether the
secondary use proposed would interfere significantly with the
original author’s entitlements.””® As previously discussed,
many of those who sample should not really interfere
with another copyright owner’s rights, either because the
samples would be de minimis, not rise to a level of substan-
tial similarity, or would use the original work in such a
way that the new works are transformative. Furthermore,
the Supreme Court in Campbell noted that while an original
musical expression will fall within the core of copyright’s
protective purposes, this fact would never be of much help
in a parody case, since parodies almost inevitably copy
publicly known, expressive works.”* Most Hip Hop re-
cords are not parodies; however, the Supreme Court’s same
line of reasoning is equally applicable to digital sampling.
Thus, in assessing sampling infringement actions under
the fair use analysis, courts should not place much weight
on the second enumerated factor.

C.  Amount and Substantiality of the Portion Used in
Relation to the Whole

The third fair use factor instructs courts to consider
both the quantitative (amount) and qualitative (substan-
tiality) portion taken in relation to the original work as a
whole. The quantitative test would align with a de mini-
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mis use analysis, “where the portion of the work that is
sampled is so small or trivial that its use would neither
diminish the original’s value nor displace the original’s
market.””> Thus, for example, NWA'’s use—having taken
only three guitar notes from “Get Off”—would presum-
ably be viewed as fair under this test. However, it has
also been suggested that a qualitative analysis provides a
more efficient and reliable approach to the issue, as courts
often waver on how much is literally too much to take.”
Many samples utilized in Hip Hop are unimportant to a
claimant’s work as a whole—a drum kick or a few piano
notes do not generally go to the “heart” or “essence” of a
compositional sum. As groundbreaking rap group Public
Enemy’s producer Hank Shocklee explains: “We were
taking a horn hit here, a guitar riff there; we might take a
little speech, a kicking snare from somewhere else. It was
all bits and pieces.””” This type of digital sampling should
fall under the fair use defense. If, however, a more sub-
stantial portion of an original work is used—for example,
a record’s extended melody, chorus or “hook”—then this
factor could weigh in favor of a plaintiff.

D. Effect of the Use Upon the Potential Market or
Value of the Work

The Supreme Court has said that “[t]his last factor is
undoubtedly the single most important element of fair
use.””8 Considerations must be made into “not only the
extent of market harm caused by the particular actions of
the alleged infringer, but also whether unrestricted and
widespread conduct of the sort engaged in by the defen-
dant . .. would result in a substantially adverse impact on
the potential market for the original,” and “the enquiry
must take account not only of harm to the original but also
of harm to the market for derivative works.””?

Hip Hop music does not compete for a share in the
market of the records from which it samples. Consumers
who desire to hear a jazz standard, rock anthem, opera
ballad, or any other traditional form of music would not
be satisfied by purchasing a rap album that samples from
such.8 For example, NWA'’s abrasive, uncompromisingly
violent “gangsta” rap song “100 Miles,” which shared only
three notes of Clinton’s funk rhythm “Get Off,” would
never seize or even affect the latter’s market. Furthermore,
it is unlikely that a plaintiff in a digital sampling infringe-
ment action could claim it would develop or license to de-
velop potential derivative works in the realm of Hip Hop.
If, however, artists had planned to create similar derivative
remixes of their own works, this is clearly something that
could be addressed in the fair use analysis.

Additionally, the Supreme Court has held that no
presumption or inference of market harm is applicable to
a case involving something beyond mere duplication for
commercial purposes.?! Indeed, the Court prescribes an in-
verse relationship between the first and fourth factor of the
fair use analysis: the more transformative a new work is,
the less likely it will affect the original’s market in a man-
ner cognizable under this fourth factor.8?> Therefore, be-

cause courts should take the approach that most Hip Hop
is transformative in nature (as previously discussed), and
the sampled record’s market—even derivative—should not
be affected by use of the sample, the fourth factor of the
traditional fair use analysis should weigh in favor of artists
who creatively sample.

E. Additional Non-Enumerated Factors to Consider

The House Report on Section 107, in describing the
provision’s purpose, explicitly calls for litheness in judicial
application of fair use. As stated, “The bill endorses the
purpose and general scope of the judicial doctrine of fair
use, but there is no disposition to freeze the doctrine in the
statute, especially during a period of rapid technological change.
... [TThe courts must be free to adapt the doctrine to partic-
ular situations on a case-by-case basis.”® Digital sampling
technology should clearly fall within the drafter’s intended
scope here, especially considering the expressive and artis-
tic innovation it facilitates. The House report clarifies that
the fair use doctrine has been adopted to better balance
the individual monopoly in a copyright against ultimate
progression of the arts, and the doctrine must be flexible in
achieving that purpose.

One additional factor that courts may consider in ap-
plying fair use to digital sampling is whether and to what
extent the portion used has been digitally manipulated,
altered, or rearranged.® For example, if a piano chord
is lowered in pitch and reversed so that the lay observer
could not recognize the original sample, this should move
further into the fair use arena. Additionally, courts might
not only consider the substantiality of the portion to the
copyright’s whole, but also the qualitative importance to
the new work.®® For instance, if a rap record samples four
measures of a driving melody from an original work, loops
the sample without alteration, and performs lyrics on top,
the sample would not only be substantial to the original’s
whole, but also to the end effect of the rap record. How-
ever, if a rap artist merely utilizes a sample as one sound
layer amongst a multidimensional composition, creatively
piecing together various sounds much like a visual artist
would a collage, then this should be considered in favor of
the sampler under a progressive fair use analysis. Finally,
other factors that have been suggested as wielding poten-
tial assistance in a digital sampling case include whether
the sampler acknowledges use of the owner’s material,
the frequency with which the sample is used in the alleg-
edly infringing work, and whether attempts were made to
negotiate a license with the sampled artist.5

IV. Legislative Reform

The Sixth Circuit in Bridgeport not only left open the
applicability of a fair use analysis, but also instructed
the record industry to seek Congress for a clarification
or change in the law if its decision seemed at odds with
legislative intent.” This would no doubt facilitate copy-
right law in furthering constitutional goals with digital
sampling. For example, The American Business Law Journal
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submits that a new statutory provision related solely to
digital samples would help balance public access with
artistic rights by erasing court confusion and avoiding
costly, time-consuming litigation on the issue.8® As Profes-
sor Wu suggests, “Congress could . . . easily act against
the sample trolls. All that is needed is a ‘sampling code”:

a single section of the law that declares the usage of some
fixed amount of a sound recording, say, seven notes or
less, to be no infringement of the copyright law.”¥

Other academics advocate statutorily distinguishing
between three types of sampling. Legislation might dif-
ferentiate between sampling in which the original work
is not recognizable, sampling in which the original work
is recognizable but de minimis, and sampling in which
the original source is recognizable and not de minimis,
allowing greater or less leniency, depending on in which
category a sample may fall.”’ Thus, it seems, Bridgeport
may have done one thing correctly in advising those
discontented with their opinion to seek Congress. For in-
stance, amendment of the Copyright Act could establish a
straightforward solution to an issue that has been present
for decades, yet has consistently proven to be unreliable in
courts and oftentimes stifling to creativity.

V. Expanding Current Copyright Frameworks

Finally, existing copyright doctrine does not adequate-
ly reflect the reality that borrowing is a pervasive aspect
of musical creation in all genres and periods, focusing
instead on romantic notions of authorship that assume
complete independence and autonomy.”! For example,
classical music composers often recycled themes, motifs
and segments of prior works;”? jazz artists have typically
borrowed in the same fashion;?® and rock and roll has bor-
rowed extensively from blues and African American musi-
cal traditions both generally and from specific works,”*
but the existence of borrowing is obscured in legal com-
mentary by the pervasiveness of the contemporary visions
of authorship and originality.” This tension between legal
conceptions of music production and actual practice is
particularly salient in Hip Hop.%

In his article “From ].C. Bach to Hip Hop: Musical
Borrowing, Copyright and Cultural Context,” Professor
Olufunmilayo B. Arewa writes that “[t]he characteristics
of Hip Hop—its composition, construction and broader
social context—make it virtually impossible to fit [it]
within the autonomous Romantic Author representation
of musical production.”” Scholars propose that repeti-
tion and revision are fundamental to African American
artistic forms, including painting, sculpture, music and
language.”® A legal analysis of Hip Hop, therefore, must
properly contextualize such as an example of African
American expressive culture.”” Arewa argues: “Repetition
expressed through sampling and looping has been . . .
an inherent part of what makes Hip Hop music identifi-
ably Hip Hop. Consequently, the question of whether and
how sampling should be permitted is in some measure an

inquiry about how and to what extent Hip Hop can and
should continue to exist as a musical form.”1%

One proposition offered is to modify the focus on spe-
cific musical features which traditionally receive attention
in an infringement analysis. Courts by and large highlight
melody over harmony or rhythm, thereby preventing
adequate, comprehensive analysis of musical forms such as
Hip Hop, which is largely built upon syncopated, poly-
rhythmic structures.!’! Arewa further contends that orality
and linguistic play do not garner sufficient consideration
in legal analyses of Hip Hop.1?2 Indeed, the court in Marlon
Williams v. Calvin Broadus offered dicta setting forth a
condensed lyrical analysis of “The Symphony” (a rap song
sampling Otis Reading’s “Hard to Handle”), which could
easily be applied to future decisions. The court stated that
“a reasonable finder of fact could find that because the
lyrics of “The Symphony” do not use the copied portion of
‘Hard to Handle,” and because lyrics are the most signifi-
cant portion of “The Symphony,” it follows that ‘Hard to
Handle’ does not pervade ‘The Symphony.”"1%

The necessity of a more expansive, accepting legal
view toward sampling is further highlighted by sampled
artists’ vocal support of the craft. For example, George
Clinton not only contends that Bridgeport “stole” his copy-
rights, but favors sampling in Hip Hop.!** When Clinton
was recently interviewed by Rick Karr—a journalist report-
ing primarily on technology’s impact on culture—Clinton
said that “when Hip Hop came out I was glad to hear it,
especially when it was our songs.”'%° Further, artists are
now putting out CDs with the express purpose of allow-
ing the public to sample them. Sixteen high-profile artists,
including the Beastie Boys and David Byrne, for example,
have recently submitted new songs for a compilation
CD that will allow music lovers to freely copy and remix
the content.!% Additionally, Brazilian singer-songwriter
Gilberto Gil has teamed with non-profit copyright reform
organization Creative Commons in order to release a CD
allowing everyone to incorporate the material in their own
works.!%” The CD will include three of his biggest hits from
the 1970s, and instead of attaching the standard “all rights
reserved,” the notice will explicitly inform users, “You are
free . .. to make derivative works.”1%8

Thus, it seems clear that a legal reformation of exist-
ing copyright frameworks could better serve the musical
reformation that is pushing artistic boundaries in Hip Hop.
As Professor Wu succinctly and prophetically argues:

In the big picture, copyright must continu-
ally work to ensure that the basic building
blocks of creativity are available to artists
and creators, especially as new forms of
art emerge. . . . For rap music, it means

the freedom to sample. Rap’s constant
reinvention and remixing of old sounds
makes it what it is; now is the time for

the copyright system to get that. Vibrant
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cultures borrow, remix and recast. Static
cultures die.1®

VI. Conclusion

The fear following Bridgeport stems from the idea that
courts might follow the bright line Sixth Circuit decision
in hopes of ending inefficient and often unpredictable
digital sampling litigation. Bridgeport, however, reached
its conclusion erroneously, and in moving forward courts
must at the least reapply the customary copyright in-
fringement analysis to cases involving digital samples of
sound recordings. Furthermore, to ensure that the utili-
tarian goals of copyright are facilitated, progressive legal
inquiry is in order. In particular, a tailored, expansive fair
use defense should be available to those who sample, as
well as statutory clarification and/or amendment of the
applicable law. Finally, current copyright frameworks in
general need to examine Hip Hop and digital sampling in
the accurate cultural and legal context, taking into account
both the origins of the music and future innovations. In
the wake of Bridgeport, it will be interesting to see how the
law will approach this issue, and whether artists like Biz
Markie, NWA, and Jay-Z will continue to be muted, or in
turn, proclaimed both musical and legal pioneers.
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Semiotic Disobedience
By Sonia K. Katyal

“[T]he nation and the world are in dire need of creative extremists.
—Dr. Martin Luther King Jr., Letter from Birmingham Jail

Nearly twenty years ago, a prominent media studies
professor, John Fiske, coined the term “semiotic democ-
racy” to describe a world where audiences freely and
widely engage in the use of cultural symbols in response
to the forces of media.? A semiotic democracy enables the
audience, to a varying degree, to “resist,” “subvert,” and
“recode” certain cultural symbols to express meanings
that are different from the ones intended by their creators,
thereby empowering consumers, rather than producers.3
At the time, Fiske’s concept was revolutionary; it prom-
ised a complete reversal of the monopolistic hierarchy of
the author and the presumed passivity of the audience
in receiving meaning. The term “semiotic democracy”
offered an interesting juxtaposition of ideals—political
liberty, freedom of expression, and creation—alongside a
basic disruption of the common assumptions that inhere
in authorial control.

Although Fiske originally referenced the audience’s
power in viewing and interpreting television narratives,
today, his vision of semiotic democracy has become
perhaps the single most important ideal cited by scholars
who imagine a utopian relationship between law, technol-
ogy, and democratic culture.* Within a semiotic democ-
racy, individuals can become both producers and creators,
able to reinscribe and recode existing representations,
thereby expanding the rich cultural fabric of our nation.
Instead of relegating the audience to passive spectator-
ship, a semiotic democracy would empower individuals
to add to the rich and expansive cultural fabric of a true
public domain, where everyone participates equally in
the ongoing process of cultural production.’®

Today, the term has become as ubiquitous as it is
utopian, permeating commentaries on the relationship
between intellectual property and freedom of expression.®
Typically, scholars who embrace this ideal note that the
grand and sweeping vision offered by semiotic democra-
cy profoundly conflicts with the central precepts of exclu-
sive ownership, which has traditionally enabled authors
to direct and dictate a wide degree of control over an
original image or text.” Lawrence Lessig, for example, has
claimed in a recent book that a semiotic democracy must
be nurtured, protected, and secluded from the authorial
control of intellectual property ownership.® Terry Fisher,
echoing this view, has explained semiotic democracy as a
corollary of political democracy: if “political democracy”
describes a system in which individual citizens are able to
participate in the exercise of political power, then “semi-
otic democracy” describes a system in which individual
citizens are able to participate in the creation of cultural
meaning.’

il

Although Fiske’s vision is both brilliant and indelibly
important, it is also somewhat incomplete. In this Article,
I seek to introduce another framework to supplement
Fiske’s important metaphor: the phenomenon of “semiot-
ic disobedience.” Three contemporary cultural moments
in the world—one corporate, one academic, and one
artistic—call for a new understanding of the limitations
and possibilities of semiotic democracy and underline the
need for a supplementary framework.

Now more than ever, the continued production
of popular culture rests on the continued presence of
corporate sponsorship in many aspects of both public
and private life. The marketplace of ideas has rapidly
morphed into a vehicle for corporate speech. As public
spaces have become converted into vehicles for corporate
advertising—ads painted onto sidewalks and in build-
ings, schools, and other public spaces!®—product place-
ment has soared to new heights of power and subtlety.!!
And throughout, the law has generously offered near-sov-
ereign protection to such symbolism through the ever-ex-
panding vehicle of intellectual property protection. Princi-
ples of trademark and copyright ownership have allowed
corporations to consecrate their symbols and images,
allowing for a particularly robust form of incontestability.
Equations between real property and intellectual property
are ubiquitous.!? Underlying these themes is a powerful
linkage between intellectual and tangible property: as one
expands, so does the other.

In addition to the corporate moment, a second cultur-
al moment has emerged within the legal academy, flow-
ing quite obviously from the first: many scholars have
vociferously decried the growing effect of intellectual
propertization on artistic creativity and First Amendment
freedoms.!® The traditional argument goes something like
this: because of the expansion of intellectual property,
artists and activists have been forced to abandon artistic
projects for fear of being sued for infringement.! The
specter of property rights has thus ushered in an unprec-
edented era of self-censorship, where artists, activists, and
corporate critics are routinely threatened with lawsuits
over samplings of imagery or music and are unequivocal-
ly silenced as a result. There are undeniable truths to this
story: The Chilling Effects Clearinghouse demonstrates
the extent to which corporations exert their influence in
silencing the criticism and creativity of others.!®> Through
these commentaries, semiotic democracy becomes the
cause célebre of intellectual property theorists, crystal-
lized into an ideal vision of culture’s relationship to
media and meaning.¢
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Yet at the same time, there is a third facet that is often
left out of the picture, involving the increasing response
of artists who have chosen to expand their activities past
the boundaries of cultural dissent and into the boundar-
ies of asserted illegality. For every movement toward
enclosure that the law facilitates, there is an opposite,
underappreciated movement toward liberation from con-
trol—a moment where social activism exposes the need
for alternative political economies of information. Today
we have moved into a framework of semiotic disobedi-
ence, a world which importantly differs from, and yet
remains in, the shadow of semiotic democracy. As I ar-
gue, the recurrence of market failures within intellectual
property has not silenced the marketplace of expression,
but merely divided it into two coexisting and ultimately
converging markets—one legal, and formally protected
by the laws of property; the other illegal, and therefore
vulnerable to criminal and civil sanction.!” And yet the
difference between these marketplaces of speech—one
protected, one prohibited—both captures and transcends
the foundational differences between democracy and
disobedience itself.

Just as previous discussions of civil disobedience
focused on the need to challenge existing laws by using
certain types of public and private property for expres-
sive freedoms, today’s generation seeks to alter existing
intellectual property by interrupting, appropriating, and
then replacing the passage of information from creator to
consumer. In many cases, the object of artistic attention is
the appropriation and occupation of intellectual, tan-
gible, or even bodily property. I call these recent artistic
practices examples of “semiotic disobedience” because
they often involve the conscious and deliberate re-cre-
ation of property through appropriative and expressive
acts that consciously risk violating the law that governs
intellectual or tangible property.'®

Although public-spirited lawbreaking in the United
States can be traced back to incidents such as the Bos-
ton Tea Party,! semiotic disobedience has created new
and particularly vexing problems for lawyers and law
enforcement officials, both of whom are often bemused
by artists” increasingly creative and confrontational
approaches.? In San Francisco, a group known as the
Billboard Liberation Front routinely “liberates” and
“improves” billboard advertising by vandalizing and
altering messages and logos.?! The group’s tactics are
anonymously and meticulously arranged and deployed,
paying tremendous attention to mimicking actual ads
by matching paint colors, letter fonts, and other graph-
ics to the original.?? Other billboard alteration projects
are designed to highlight problems of social justice and
exclusion for minorities.® Countless other artists follow
these trends and repaint sign imagery, mutilate slogans,
replicate legal notices,?* scrawl responses on ads,” and
“jam” broadcast messages in the media.?® Others orga-
nize massive interruptions in public space,?” fund proj-
ects that are directed toward corporate sabotage,?® alter

products in the marketplace before they are sold,” and
vandalize preexisting works of art.3? Still others actively
hijack domain names, appropriate online identities, and
hack into private corporate spaces in cyberspace.’!

In this Article, I argue that it is too reductionist and
simplistic to dismiss these actions as adult pranks, devoid
of legal and political meaning. Indeed, the stark number
of contemporary projects that offer sophisticated critiques
of the relationship between culture and corporate com-
modification makes it impossible to do so. Rather, this
Article suggests that the phenomenon of semiotic dis-
obedience offers a radically different vantage point than
Fiske’s original vision, one that underlines the importance
of distributive justice in intellectual property.3> While
contemporary projects of semiotic disobedience bear
some similarity to the previous visions offered by such
distinguished theorists as Fiske, Lessig, and Fisher, they
also reveal some important limitations that are inherent in
semiotic democracy itself.

As I argue, semiotic disobedience suggests there is
another story that needs to be told, one that emanates
from the shadow of the limits of law’s governance. The
goal of semiotic democracy—the legislation of certain
types of speech—is intimately linked to the presumed
legitimacy of the democratic process and collective self-
governance.®® Within this framework, scholars seek to
expand the marketplace of protected speech through a
resuscitation of fair use and First Amendment defenses.
Yet, in doing so, they draw overly emphatic parallels
between the nature of intellectual property and speech at
the cost of overlooking its complex relationship to tan-
gible properties—land, products, and merchandise. By
overemphasizing the nonrivalrous, expressive character
of intellectual property, scholars often miss how intellec-
tual property becomes embodied and manufactured into
a material, tangible product that bears an equally intimate
relationship to the law of property as well. Thus, instead
of interrogating the limits of First Amendment freedoms,
as many scholars have already done,* I argue that a
study of semiotic disobedience reveals an even greater
need to study both the core boundaries between types of
properties—intellectual, real, personal—and how proper-
tization offers a subsidy to particular types of expression
over others.

Thus, the primary goal of this project is to provide
a brief introduction to the theory and practice behind
semiotic disobedience and to propose some ways that
this body of work might be applied more fruitfully to the
study and application of intellectual property doctrines.
Throughout, I will suggest that the dynamic interac-
tion between tangible property and speech forms part
of the background for the divergence between semiotic
democracy and disobedience. This interaction offers us
an important and insightful story that demonstrates how
private parties can offer a corrective overlay to the fail-
ures of distributive justice in intellectual property.*® For,
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as various social movements have shown, every move-
ment towards democracy has been accompanied by civil
disobedience, the willingness of a few stalwart believers
to openly challenge the laws in favor of some alternative
moral order.3¢ As our First Amendment jurisprudence
has aptly demonstrated, speech does not always have

to be protected in order to be powerful; indeed, some of
the most meaningful language of our time has been that
which falls outside of law’s protective boundaries.?”

Viewed through this prism, intellectual property
law is no different. It creates boundaries that enfranchise
certain types of speech at the expense of others. And,
in doing so, it enables certain types of legal and illegal
dissent, conferring legitimacy on some types of speech
through the prism of fair use, but often excluding other
types of expression from protection. Drawing on insights
both from media and semiotic theory, I argue that intel-
lectual property law tends only to protect appropriative
expression that occupies the extreme poles of audience
interpretation—works that either adopt, oppose, or
completely transform the cultural meaning of an original
commodity. Because the law fails to protect appropriative
works that fall short of these poles, the marketplace of
speech remains locked in a perpetual dance of opposites
rather than protecting true expressive diversity. Rather
than expanding the marketplace of protected speech, as
the First Amendment attempts to do, intellectual proper-
ty law tends to narrow its boundaries, thereby expanding
the boundaries of the prohibited marketplace of speech
instead.

And though scholars give abundant attention to the
ways in which propertization protects intellectual expres-
sion and ideas, the literature devotes scant attention to
the ways in which the act of propertization, by its very
act of exclusion, actually and unwittingly perpetuates
prohibited speech as a result. Thus, just as civil disobedi-
ence challenges basic conceptions of political democracy
by drawing attention to disenfranchised minorities,
semiotic disobedience challenges notions of semiotic
democracy by drawing attention to disenfranchised types
of expression. These alternative political economies of
expression operate largely outside of law’s protective en-
closures, even though they represent powerful examples
of the expressive diversity that the First Amendment is
supposed to protect. However, by becoming the symbolic
representation—indeed, the “broken window” of the
failure of Fiske’s vision—the laws of intellectual property
may unwittingly stimulate the expansion of prohibited
speech in the process.®

As a result, the spirit of semiotic disobedience reflects
some of the same classic goals and interests of traditional
civil disobedience. The individuals I am speaking of do
not expressly seek to reclaim the protection of the law;
rather, their very objective is to demonstrate the expres-
sive value of transgressing its limits.? If our First Amend-
ment jurisprudence has taught us anything, it has taught

us the importance of recognizing the value of symbolic
dissent, even when unpopular, as a key mediating tool in
integrating the marketplaces of prohibited and protected
expression. Toward this end, I present an alternative,
supplementary framework that balances the need for dis-
tributive justice in copyright with the need for the protec-
tion of property.

This Article will proceed in three parts. Part I de-
scribes the phenomenon of semiotic disobedience—its
history, tactics, and links to the study of language and
power. Part II turns specifically to intellectual prop-
erty and focuses on the law’s role in both enabling and
silencing semiotic disobedience. Part III addresses the
normative implications of situating semiotic disobedience
within the boundaries of the First Amendment. Draw-
ing from our jurisprudence on flag burning and symbolic
speech, I argue that if intellectual property law aims to
deter law-breaking, it must commit itself to honoring a
much more dynamic form of semiotic democracy than
currently exists.

. Between Semiotic Democracy and Semiotic
Disobedience

On Thanksgiving Day 1970 a group of approxi-
mately two hundred Native American activists, part of
the American Indian Movement (“AIM”), proceeded to
converge on Massachusetts at Plymouth Rock, the histori-
cally venerated site of the birth of the New America.*’
Although they were invited as official guests to take part
in the Thanksgiving celebration, the activists secretly
planned to perform a traditional ceremony to symboli-
cally inaugurate Thanksgiving Day as a day of national
mourning for the Native American population.*! Beneath
a statue of Massasoit, the Wampanoag Indian chief of the
region when the pilgrims arrived, AIM leader Russell
Means proclaimed, “Plymouth Rock is red. Red with our
blood. The white man came here for religious freedom
and he has denied it to us. Today you will see the Indian
reclaim the Mayflower in a symbolic gesture to reclaim
our rights in this country.”4

After burying Plymouth Rock under several inches of
sand, about twenty-five protesters symbolically boarded
an official replica of the Mayflower, detached its colonial
flag, and decamped, nonviolently, shortly thereafter.*?
Later that night, armed with little more than a paintbrush,
John Trudell (an AIM spokesperson) and others returned
to the site of the demonstration and proceeded to paint
Plymouth Rock a deep, solid red color to symbolize the

presence of Native Americans long before colonization.**

The demonstration brought AIM enormous media
attention and created great controversy, just as many of
their other symbolic occupations would subsequently
do.®> Some undoubtedly considered the act of painting
Plymouth Rock to be a brazen example of vandalism, an
unparalleled act that consciously challenged (indeed oc-
cupied) the symbolic birthplace of American civilization.

NYSBA Entertainment, Arts and Sports Law Journal | Summer 2007 | Vol. 18 | No. 2 25



For others, however, especially those in the Native Amer-
ican community and their sympathizers, the act typi-
fied—and personified—the previously unexpressed rage
of a community subjected to historical erasure, broken
treaties, and widespread discrimination for centuries.*6

But even aside from the broader historical and social
context behind their motivations, AIM’s simple, symbolic
act forces us to contemplate the complex implications
of the line between protected expression and prohibited
destruction, between the absence of a symbolic terrain
that provides a comparable expressive platform and the
presence of property rules that prohibit such transgres-
sion. There is no analogue in criminal law to adequately
capture this type of expressive criminality because its
very existence challenges the implicit hierarchy within
our law that actively favors tangible property over
expression. Our current theories of criminal law fail to
capture the event’s complexity; potentially, AIM’s act
represents a “broken window,” a symbolic expression
of social disorder, and relatedly, a failure of the prom-
ise of the order of law.*” Irrespective of the expressive
dynamics behind such activities, they are never viewed
as legitimate speech under the laws of property, intellec-
tual property, or First Amendment theory. Instead, these
activities are viewed purely through the lens of criminal
conduct, a label that excises them of any symbolic or
expressive value.

At the same time, however, somewhat paradoxically,
AIM’s act cannot be construed as anything other than
pure expression: to call it an act of vandalism strips it of
its semiotic value entirely. While it is true that AIM’s act
impinged on property in the tangible sense, it was also
an intimately expressive act, capturing an overlapping
significance to property in the metaphysical sense, par-
ticularly regarding the intellectual property of national
symbols.

In essence, by recoding an object of property—Plym-
outh Rock—AIM'’s act implicitly suggested the need for a
similar “rewriting” of the intellectual property of history;
the act crossed the divide between property and speech
in a single, profound moment of symbolic capture. By
marking the preexisting presence of Native Americans
on Plymouth Rock, the act sharply brought into focus the
link between presence and absence—here, the artistic oc-
cupation of a landmark in American history was used to
symbolically represent the absence of millions of Native
Americans due to historical erasure and genocide. At the
precise nexus of the paintbrush touching solid matter,
and at the socially constructed nexus between speech
and criminality, the AIM movement asked the public to
do something deeper than venerate property: it offered
the audience the chance to recode a national symbol,
demonstrating that the story was far more complicated
than the monument itself suggested.

Examples like this have existed ever since expression
and property intersected through legal regulation. But

they are generally fully prohibited, and often rightly so.#
No one could possibly deny the import of AIM’s power-
ful act of expression, just as no one could possibly defend
its legality under today’s legal standards. But AIM’s
conscious choice to engage in prohibited speech through
symbolic occupation helps us to understand where se-
miotic democracy ends and where semiotic disobedience
begins.

Today countless movements have replicated these
tactics, engaging in a series of symbolic occupations of
various properties, both tangible and intangible, tempo-
rary and permanent. Indeed, in the thirty-plus years since
AIM'’s demonstration, the differences between yesterday’s
civil rights movements and today’s forms of semiotic dis-
obedience highlight the global shifts in power that have
taken place since then. There has been a notorious rise in
the power of non-state actors—corporations are now as
powerful as governments.*’ Our information society now
operates virtually; we live surrounded by the constant cir-
culation of abstract images fed to us by advertising. Given
the powerful elevation of the corporation within public
life, it is no surprise that, for many activists, the ultimate
authoritarian regime—ripe for subversion—comprises the
law of property and intellectual property.*°

Since the dominant industry today is information, not
products, today’s semiotic disobedience reflects an inter-
national, global cosmopolitanism that varies widely from
the earlier local or regional character of civil disobedi-
ence.’! As one of the major proponents of the “electronic
civil disobedience” movement, Critical Art Ensemble
(“CAE”) has argued:

CAE has said it before, and we will say it
again: as far as power is concerned, the
streets are dead capital! Nothing of value
to the power elite can be found on the
streets, nor does this class need control of
the streets to efficiently run and maintain
state institutions. For [civil disobedience]
to have any meaningful effect, the resist-
ers must appropriate something of value
to the state. Once they have an object of
value, the resisters have a platform from
which they may bargain for (or perhaps
demand) change.>

For this reason, followers of semiotic disobedience
usually target information, brands, and advertising in
order to challenge the boundaries of corporate identity
in public space. Consider four contemporary examples,
taken from both real space and cyberspace:

A. The California Department of Corrections

During the summer of 1997, dramatic alterations to a
host of billboards began appearing throughout San Fran-
cisco, often targeting the corporation that had purchased
the billboard.>® A group called the California Department
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of Corrections (“CDC”)* took responsibility, circulating
a satirical press release that claimed its mission was to
“protect the public” by, among other things:

1. Altering California’s most criminal advertising in
a secure, safe and disciplined setting.

2. Providing work, academic education, vocational
training, and specialized treatment utilizing
California’s billboards.

3. Providing supervision, surveillance, and special-
ized services with the aim of subverting billboards
in the community and continuing some of the
educational, training, and counseling programs
that were initiated during alteration.®®

Since its debut, the CDC has altered over forty-
five billboards, criticizing a variety of corporations, the
criminal justice system, the war in Iraq, gentrification in
San Francisco, and environmental degradation.*® Its work
(including its deceptively “official” website for the Cali-
fornia Department of Corrections) has attracted a large
amount of media attention, generating a host of discus-
sions about authenticity within advertising.””

B. Jonah Peretti

In 1999, Nike launched a promotional program that
allowed consumers to personalize their shoes with a
word or short phrase placed next to the Nike “swoosh”
logo.”® So, in early 2001, Jonah Peretti filled out the form
and selected to have the word “sweatshop” stitched onto
his shoes.” In response, Nike wrote that his order was
cancelled “for one or more of the following reasons”:

1) Your Personal iD contains another party’s trade-
mark or other intellectual property.

2) Your Personal iD contains the name of an athlete
or team we do not have the legal right to use.

3) Your Personal iD was left blank. Did you not want
any personalization?

4) Your Personal iD contains profanity or inappropri-
ate slang, and besides, your mother would slap
us.%0

In response, Peretti argued that the word “sweat-
shop” did not violate any of these restrictions and that
he “chose the iD because I wanted to remember the toil
and labor of the children that made my shoes.”®! Nike, in
turn, then claimed that the order was cancelled because
the iD contained “inappropriate slang.”%? Frustrated,
Peretti wrote back, pointing out that according to Web-
ster’s Dictionary, “sweatshop” is “in fact part of standard
English,” not slang:

The word means: “a shop or factory in
which workers are employed for long
hours at low wages and under unhealthy
conditions” and its origin dates from

1892. So my personal iD does meet the
criteria detailed in your first email.

Your Web site advertises that the NIKE iD
program is “about freedom to choose and
freedom to express who you are.” I share
Nike’s love of freedom and personal
statement. The site also says that “If you
want it done right . . . build it yourself.”
I'was thrilled to be able to build my own
shoes, and my personal iD was offered

as a small token of appreciation for the
sweatshop workers poised to help me
realize my vision.®

In the end, Nike continued to refuse, and Peretti
finally gave up,® but not without sending the colloquy
to millions of individuals via email and copious media
attention.®

C. The Yes Men

On December 3, 2004, on the twentieth anniversary
of the Bhopal gas crisis, a man appeared on BBC World
News as “Jude Finisterra,” a Dow Chemical spokesman,
and claimed that Dow had finally opted to accept full
responsibility for the disaster.%® He also claimed that Dow
planned to liquidate Union Carbide and use the result-
ing twelve billion dollars to pay for medical care, waste
removal, and research into the hazards of Dow products
in the future.”” Within twenty-three minutes of this an-
nouncement, Dow’s share prices had allegedly fallen
more than four percent, a loss of more than two billion
dollars in market value.®® After two hours of wide cover-
age, “Dow” issued a press release denying the statement,
calling it an “elaborate hoax.”®” Eventually, Finisterra was
discovered to be Andy Bichlbaum, cofounder of the Yes
Men, an “affiliation of media pranksters . . . that special-
izes in what it calls ‘identity correction”” (a variation of
the idea of “identity theft”), wherein individuals “appro-
priate the identities of corporations or government bodies
in order to speak truths that, ostensibly, those entities
dare not.””® Previously, the Yes Men had created satirical
websites for Dow Chemical corporation and the WTO,
and they used these sites to gain invitations to WTO-re-
lated speaking engagements. At these engagements, the
Yes Men delivered speeches extolling the virtues of cheap
labor from the Third World, along with other uniquely
expository observations.”!

D. Label This

In the United States, a group called Label This has de-
cided to inform consumers about the genetically modified
ingredients in various products.”? The group performs
research to determine which products include genetically
engineered ingredients and then prints up labels which
members independently attach to products in grocery
stores before they are sold.”® Other “shopdropping” proj-
ects include the work of Ryan Watkins-Hughes, an artist
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who travels throughout supermarkets worldwide, alter-
ing the packaging of products with his own artistic work
in an attempt to subvert commercial space for artistic
expression.”*

Each of the above examples, though very different,
highlights the emerging relationship between democracy
and disobedience in terms of symbols, brands, and cul-
tural meaning. One magazine, Adbusters, says, “We be-
lieve [this movement] can be to our era what civil rights
was to the 60s, what feminism was to the 70s, what en-
vironmental activism was to the 80s.””> In each example,
an individual actively transgresses the private, sovereign
boundary of corporate property—a billboard, a domain
name, an identity, a tangible product—and transforms
it into a sort of “public” property open for dialogue and
discussion, an entity that is non-sovereign, borderless,
and thus incapable of excluding alternative meanings.

And that is the story of disobedience: the making of
meaning in the shadows of democracy, sometimes out-
side the protections of the law. I use the term “semiotic
disobedience” to purposefully capture two overlapping
elements: authorial disobedience—referring to the creation
of texts that consciously diverge from the original mean-
ing intended by an author and proprietary disobedience—
referring to the willingness of these artists and activists to
challenge the boundaries of property protections. Since
the social norms of semiotic disobedience often favor the
alteration of another’s property, rather than its indepen-
dent reproduction, the types of semiotic disobedience I
study in this Article, like AIM’s repainting of Plymouth
Rock, tend to fall outside of legal protection.”®

Although semiotic disobedience fails to capture all
of the elements of classical forms of civil disobedience,””
it does replicate its performative, dissenting character.”
As some authors have observed, civil disobedience, at its
most general level, is defined as “doing legally reprehen-
sible things in public, at times in an exhibitionist man-
ner, for the purposes of political or social protest.””’ As
defined by Carl Cohen:

Civil disobedience is an act of protest,
deliberately unlawful, conscientiously
and publicly performed. It may have as
its object the laws or policies of some
governmental body, or those of some
private corporate body whose deci-
sions have serious public consequences;
but in either case the disobedient pro-
test is almost invariably nonviolent in
character.®

Unlike traditional lawbreaking, which usually involves
situations where individuals assert their will “against the
will of the majority” for selfish reasons,®! civil disobedi-
ence involves breaking the law for expressive purposes.
Civil disobedience usually involves a political message of
dissent and an individual fairly willing to accept punish-

ment; the willingness to accept punishment communi-
cates some respect for the overall rule of law even if the
individual disagrees with a particular legal provision or
policy.82 “[T]he dissenter views what he does as a civic
act, an act that properly belongs to the public life of the
community.”83

As a result, civil disobedience has always enjoyed a
complicated relationship with the law. It is usually char-
acterized as one of two types: direct or indirect.3* With re-
gard to the former, “the law disobeyed is itself the object
of protest”; for example, in the 1960s African Americans
performed “sit-ins” at lunch counters legally restricted to
white citizens to demonstrate their refusal to obey laws
they deemed unjust.®> With indirect civil disobedience,
however, “the law broken is not itself the object of pro-
test,” though it typically relates in some manner to the
issue animating the action.8® For example, anti-trespass or
disorderly conduct ordinances are generally not the object
of protest, but are usually disobeyed for instrumental
reasons.

Semiotic disobedience, in contrast, collapses this dis-
tinction. Here, the law being disobeyed usually involves a
combination of intellectual and real property protections,
and is being broken for a host of instrumental, expressive,
and symbolic reasons. The point of semiotic disobedience
is to expose how classical legal rules protect certain types
of property—mostly tangible, corporate property—at the
expense of other, intangible types of expressions within
the marketplace of speech.

For this reason, semiotic disobedience represents both
an outgrowth of, and a departure from, traditional forms
of civil disobedience. However, it differs from classical
forms of civil disobedience in three major respects: first,
the object of protest is not the law itself, but usually a
corporate or advertising target; second, many participants
(unlike their predecessors in the Civil Rights Era) actively
avoid getting caught by using the mantle of anonymity;
and third, it can (though not always) involve the destruc-
tion or alteration of tangible property. There is another
important difference between civil disobedience and
semiotic disobedience as well. With the latter, the object of
protest is not just the state or federal laws that surround
the expanding sovereignty of intellectual property, but
also the private and corporate forces that rely on their
existence.

In this Part, I use two different lenses—one artistic
and one semiotic—to descriptively explore the dynam-
ics and theory behind semiotic disobedience. The first
focuses on semiotic disobedience’s interesting overlap
with art, vandalism, and criminality, aptly demonstrating
how semiotic disobedience encompasses what semi-
otic democracy cannot. The second lens explores how
semiotic disobedience draws upon theories of symbols
and language to capture the power of the audience and
consumer in redefining meaning within the marketplace
of expression, particularly within advertising.
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1. The Art of Disobedience

A piece in the New York University Law Review by Jack
Balkin quite eloquently explores the relationship between
digital culture and democracy, and extols the virtues of
a semiotic democracy in the process.®” “A democratic
culture,” Balkin writes, “is the culture of a democratized
society; a democratic culture is a participatory culture.”8
For Balkin, a wide range of forces engage in the process
of democratization—"institutions, practices, customs,
mannerisms, speech, and dress”—all of which involve
forms of social life that empower “ordinary people [to]
gain a greater say over the institutions and practices” that
govern and shape them.® A semiotic democracy is an in-
tegral part of this process because it empowers the art of
conversation: it enables individuals to fashion productive
and protected responses to the forces of culture which
shape and constrain them.

By empowering access to these multiple forces, a
semiotic democracy inherently reduces the monopolistic
power of an author, allowing the audience to respond by
utilizing the same channels and symbols as an original
owner.”® Digital technology has revealed the interactive
and appropriative features of freedom of expression—in
this way, it implicates both individual liberty and collec-
tive self-governance.”! Consider Balkin on this point:

Freedom of speech is appropriative
because it draws on existing cultural
resources; it builds on cultural materi-
als that lay to hand. Dissenters draw on
what they dislike in order to criticize it;
artists borrow from previous examples
and build on artistic conventions; even
casual conversation draws on common
topics and expressions. . . . In a demo-
cratic culture people are free to appropri-
ate elements of culture that lay to hand,
criticize them, build upon them, and
create something new that is added to
the mix of culture and its resources.”

Note, however, that most of Balkin’s observations
suggest a culture that appropriates through the copying
of information, rather than the subversion of its circula-
tion. As digital technology reduces the costs of copying
and distribution, Balkin details, it allows others to modify
certain cultural products and illustrates how copy-
ing enables annotation, innovation, and collage.”® But
Balkin’s examples are limited entirely to the principles of
“nonexclusive appropriation”—the idea that any cultural
product is open to comment, alteration, and innovation
so long as it is premised on copying the document first.**
The end result that is sought is clear: the expansion of
First Amendment and fair use principles to support the
existence of a semiotic democracy.”®> Through nonexclu-
sive appropriation, the marketplace of speech expands
and grows in both character and diversity.

Like yesterday’s civil rights activism, and as our body
of First Amendment jurisprudence has plainly recog-
nized, semiotic disobedience demonstrates that there are
spaces for political expression carved outside the bound-
aries of protected speech. Like semiotic democracy, the
phenomenon of semiotic disobedience aims to create a
dialogue where one is absent and tries to reclaim the
inducement of passivity among modern consumers.*”
Further, both semiotic democracy and semiotic disobedi-
ence seek to reverse the privileged position of the speaker
or author and make the audience an active participant
instead of a generally passive spectator.

However, although semiotic disobedience arguably
shares many of the same goals of semiotic democracy,
there are important differences between the two con-
cepts. First, semiotic disobedience deliberately situates
itself outside the boundaries of protected speech for the
purpose of challenging those boundaries altogether.
Second, unlike semiotic democracy’s willingness to place
consumers and corporations on an equal playing field,
semiotic disobedience is largely substitutive: it attempts
to occupy and “recode” the sovereignty of corporate
space for the purpose of restoring a sort of critical bal-
ance between consumer and corporation. In this way, the
tactics utilized by semiotic disobedience activists offer an
interesting convergence of property and speech by target-
ing—and challenging—the “sovereignty” of advertising.
As these activists are well aware, vandalism, defacement,
cyber-squatting, and property mutilation or alteration
enjoy little protection under the law; the end sought is not
protection, but protest.

Today’s projects of semiotic disobedience stem in part
from a world of activism known as “culture jamming,”
which originally meant illegally interrupting a signal.”®
The jammer’s method is to “introduce noise into the sig-
nal as it passes from transmitter to receiver, encouraging
idiosyncratic, unintended interpretations. Intruding on
the intruders, they invest ads, newscasts, and other media
artifacts with subversive meanings; simultaneously, they
decrypt them, rendering their seductions impotent.”*
According to Mark Dery, culture jamming constitutes an
“elastic category” that comprises “a multitude of subcul-
tural practices,” “directed against an ever more intrusive,
instrumental technoculture whose operant mode is the
manufacture of consent through the manipulation of sym-
bols.”1% As part of the endeavor, some culture jamming
projects, simultaneously creative and interruptive, risk
violating some law or license in an effort to communicate
the message the individual is trying to send, and, in doing
so, rise to the level of semiotic disobedience. Consider
the following observation by Johann Hari, building off
the work of Umberto Eco, who coined the term “semiotic
guerrilla warfare”:

[Eco proposes] an action [which would]
urge the audience to control the message
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and its multiple possibilities of interpre-
tation. When corporate interests go so far
as to employ viral marketing—where,
for example, two good-looking, trendy
people are employed to walk around
public places talking loudly about how
great Stella Artois is—subverting these
acts seems to some activists the only
meaningful way to protest.!’!

By reoccupying the symbol, and then reinscribing
it with a new meaning, semiotic disobedience creates a
modality that shifts the character of the speech in two
major ways: first, the identity of the speaker shifts from
a corporation to a potential consumer; and second,
the identity of the brand shifts from a commercial
commodity into an expression of political significance.

Unlike semiotic democracy, semiotic disobedi-
ence actively challenges the boundaries of fair use and
First Amendment expression by offering up a vision
that thrives on the outskirts of legality. While semiotic
democracy focuses on expanding the marketplace of
ideas, semiotic disobedience focuses on actually “correct-
ing” the marketplace by subverting some ideas in favor
of others. Moreover, unlike the goal of semiotic democ-
racy, which focuses on legalizing a self-created parody
alongside an original work, the theory behind semiotic
disobedience focuses on the occupation, alteration, and
mutilation of owned property itself by actually interrupt-
ing an original message with another one—warranting
(and sometimes inviting) criminal sanction. In doing so,
semiotic disobedience forcibly reclaims privately owned
intellectual property for a sort of alternative domain that
aims to place a pro-consumer, anti-corporate view at the
center of its discursive space.

For a semiotic democracy, the ideal involves a culture
rich in reproductive images, creating more speech (and
thus more property) in the marketplace of ideas. Semi-
otic disobedience challenges these categories by creating
expressions that are tangible, rivalrous, and substitutive;
its governing theory makes it more costly for corpora-
tions to advertise and protect the identity behind their
products and images. Unlike parodies that focus on
reproducing and then altering an original text or image,
the forms of semiotic disobedience I study in this Article
often appropriate or occupy the tangible image itself in
the marketplaces of products or advertising. Here the
existing image is not borrowed within the traditional
paradigm of non-exclusive appropriation. The appropria-
tion is material: something is subtracted from, and some-
thing is substituted for, the original work. The message is
“jammed,” instead of added to or extended.

a. Between Appropriation and Occupation

While it is widely held that some types of recoding,
like parody, can constitute a fair use defense to claims
of intellectual property infringement,!?? some acts of

semiotic disobedience seek to challenge, not to embrace,
this traditional defense. That is not to suggest they are
not deeply imbued with artistic expression; many projects
appropriate other works for artistic, as well as political,
purposes. Such projects reflect a complex merging of the
bipolarities between art and criminality, between “high”
and “low” forms of art, and between appropriation and
authenticity.!'®® While I discuss semiotic disobedience’s
linkages to postmodernism in the following section, it is
important, at the outset, to situate semiotic disobedience
along the veins of what art historian Hal Foster describes
as the “anti-aesthetic,” which is the practice of actively
questioning (and, in some cases, actively denying) the
legitimacy and privileging of certain cultural forms over
others.!1%

Through this complex transition, semiotic disobedi-
ence demonstrates an important rupture in the linear,
dialogic process that Fiske describes in his vision of
semiotic democracy.!®® Semiotic disobedience attempts to
create an alternative system of meaning that both appro-
priates and interrupts the protected associations within
the marketplace of ideas. In many examples, an advertise-
ment becomes transformed from a declarative statement
of commercial seduction into an open text for transgres-
sive commentary. And, in doing so, semiotic disobedi-
ence creates a new, converging marketplace of speech
that is largely designed to interrupt and interfere with
the “codes” of the previous one. The result is a world
in which the powerful purchase properties—billboards,
domain names, and the like—only to have their messages
exposed, occupied, and thus interrupted by their disen-
franchised counterparts. The idea behind semiotic disobe-
dience is not to permit a marketplace of speech where the
answer to objectionable speech is more speech, but rather
where the goal is to interrupt, disrupt, and replace the
speech of the corporate entity with that of the disenfran-
chised consumer.

As a result, an advertisement moves from being
a legally fixed space of private property into a public
space that invites the unauthorized commentary to sit
beside—or to replace—the authorized one. Many of these
methods are crucially distinct from vandals and graf-
fiti-artists for one simple reason: as author Naomi Klein
explains, whereas graffiti seeks to leave “dissonant tags”
on the slick face of advertising, today’s semiotic disobedi-
ence seeks to mesh its subversive message with its targets,
thereby borrowing “visual legitimacy” from the original
advertising itself.!% Billboard advertising tends to be the
favored method of disruption in real space.!”” The audio-
collage band Negativland observed, “[t]he skillfully re-
worked billboard . . . directs the public viewer to a consid-
eration of the original corporate strategy.”1%® Naomi Klein
described this interplay as follows:

The most sophisticated culture jams are
not stand-alone ad parodies but intercep-
tions—counter-messages that hack into a
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corporation’s own method of communi-
cation to send a message starkly at odds
with the one that was intended. The pro-
cess forces the company to foot the bill
for its own subversion, either literally,
because the company is the one that paid
for the billboard, or figuratively, because
anytime people mess with a logo, they
are tapping into the vast resources spent
to make that logo meaningful.!%”

In 1977, an advertising executive who calls himself
Jack Napier decided to found the Billboard Liberation
Front (“BLF”).10 The BLF is committed to “roadside
advertising enhancement” using canvas overlays, rubber
cement, and subversive wit.l!! Interestingly, “the group
never damages the billboards, and typically leaves a note
for the company explaining how to remove the over-
lays.”112 Billboards are, according to Napier, “the only
unavoidable mass advertising medium,” because they
cannot be cancelled or unplugged and because they rep-
resent a modicum of once public, now private, space.!!3
Similar projects are often undertaken online, though they
also involve the “jamming” of a sponsored website in
favor of an alternative message.!14

In this way, the audience places a value on the contes-
tation of the good itself, rather than on its ability to create
a one-way transmission of meaning from the producer
to the consumer. Along these lines, true transgression
requires contesting the values and symbolic seduction
of advertising as one tactical part of this revolution.!>
Consequently, the goal involves appropriating “authori-
tarian means and turning them against themselves”—it
is a negotiated resistance that is occupational, tangible,
semiotic, and appropriative, all at the same time.!!¢

b. Détournement and Disobedience

Although semiotic disobedience, as I define it, has
probably existed throughout history, its contemporary
roots are often linked to a movement called the Situ-
ationist International that took place during the 1960s
in France after the advent of Dadaism.!"” The Dadaists
focused on a type of “studied degradation” of their
artwork by strewing their pieces with obscenities, but-
tons, and tickets, ostensibly in order to suggest a kind
of devaluation of art that became part and parcel of the
work itself."® As Walter Benjamin explains, the Dadaists
“intended and achieved . . . a relentless destruction of
the aura of their creations. . . .”1"” By doing so, the Dada-
ists ensured that their creations received attention, not as
works of art, but as incidents of public scandal, designed
and calibrated to outrage the public.'?

In transforming art from a passive, fixed, declarative,
bounded work of expression into a permeable catalyst for
conversation between audience and artist, the Dadaists
offered two main insights. First, the process of creating
art became equally as valuable as the act of destroying

the aura surrounding art. Second, the conversation that

a work created became equally valuable to the art itself.

A third insight, however, focused on the importance of
rupturing distinctions between art and life. Following this
philosophy, Guy Debord, the leader and founder of the
Situationist International, aimed his movement towards a
“mutual destruction and fulfillment of art” and sought to
pick up the leftover pieces from Dadaism.!?!

Many followers of today’s semiotic disobedience take
Debord as their inspiration.'?> Debord wrote a powerful
essay called “The Society of the Spectacle” that comprised
a series of vignettes on contemporary society and the role
of the media in everyday life.'?* In an observation that
is central to the Situationist philosophy, Debord argued
that “[a]ll that once was directly lived has become mere
representation.”!?* Individuals continually and passively
consume the spectacle, so much so that it becomes a re-
placement for ordinary life activities.!? The Situationists,
like many semiotic disobedients today, were motivated
in part by a desire to expose the “emptiness of everyday
life in the modern world,” which they attributed, follow-
ing Marx, to the rise of consumption.'?® Consumption,
from their point of view, had eclipsed alternative defini-
tions of happiness, freedom, and selfhood.!?” In passively
consuming spectacles, they argued, one is separated from
actively producing one’s life.!?® By this process, workers
become separated from the products of their labor, art is
separated from life, and spheres of production become
separated from consumption.'??

Consequently, in May 1968 the Situationists called
for a new type of political engagement, a “détournement,”
which they defined as an image, statement, or action
that was lifted from its preexisting context and given
new meaning by the activities of the artist.!30 Détourne-
ment, which was also defined as a turnaround or diver-
sion of subversion, concentrated upon the reuse of old
concepts in a new formation. The idea was that “nothing
was inevitable because everything could be hijacked.”13!
Using this principle, they used manifestos, broadsheets,
montages, pranks, disinformation, and disruption to their
advantage.!3

Debord’s statements have powerfully influenced se-
miotic disobedience.'?® In order for semiotic disobedience
to be truly effective, some argue, there is a particular need
for the puncturing of the tangible as opposed to the in-
tangible. If society has become organized based on image
and appearance, the singular mode of resistance becomes,
as the Situationists suggest, “the puncturing of appear-
ance,” that is, the ability to transform speech and action
into a new meaning.'3* Borrowing or copying an image is
not enough, a true semiotic disobedient would say; true
resistance requires the very puncturing of the sign itself.
“We do not want to work toward the spectacle of the end
of the world,” Debord wrote, “but toward the end of the
world of the spectacle.”!%
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In many ways, semiotic disobedience follows this
basic expressive trajectory—converting privately owned
property into openings for further conversation. For
some forms of semiotic disobedience, however, altering
the tangible message is a necessary facet of subverting it.
In each example, a law is actively transgressed, a tan-
gible border destroyed, a property assertively converted
without apology and with no recourse or remedy. A mes-
sage is interrupted, subverted, and then recoded. These
works are not self-created; they rely upon altering, and
transgressing, the tangible borders of privately owned

property.

Consider, for example, a representative perspective
that helps us to theorize semiotic disobedience, an essay
entitled “Vandalism Is Art,”13¢ which widely circulated
the Internet a few years ago. In this essay, Andrew Still-
man describes the day after the memorable protests in
Seattle against the World Trade Organization as a “post-
capitalist gallery,” and (almost reverently) describes a
series of acts of vandalism, imbuing each with immense
expressive significance.!¥ While contemporary defini-
tions of vandalism focus on the element of intentional
defacement, Stillman exhorts the reader to look deeper,
to recognize that vandalism, too, carries expressive
elements.!® “Everywhere,” Stillman writes, “there are
flags adorned with new symbols . . . dozens of acts of
destruction, each loaded with aesthetic and social impor-
tance.”!%® While vandalism is traditionally defined as the
defacement of property owned by others, Stillman argues
that through these acts of re-creative criminality, vandal-
ism becomes a way to challenge dominant commercial
meaning and consumer culture.!%” “Vandalism is art,”
he writes, “when art can no longer rescue meaning from
the overwhelming absurdity of present material condi-
tions.”!4! He continues, “Could any art form of our age
offer a shred of hope for escape without a direct confron-
tation with property, the core value around which each
of us is driven to build a sense of self.”1#2 For Stillman,
much like Debord, vandalism becomes a form of détour-
nement, a way to recapture the self that has been lost or
commodified by advertising and the pull of seductive
marketing.

By actively reinscribing privately owned prop-
erty—indeed, by exposing the “true” message of the
corporation—semiotic disobedience (of the kind Stillman
suggests) attempts to convert a private act of criminal
rebellion into a publicly declarative act of consumer reha-
bilitation. Each act of vandalism, Stillman suggests, com-
plicates the line between speech and conduct, between
authentic speech and commodification, and between
speaker and audience.'*® Each act of vandalism, there-
fore, openly challenges authority through its perceived
elevation of speech over tangible property.!4*

Although I raise Stillman’s essay as a representative
example of the theory behind semiotic disobedience, I
do not necessarily agree with his premises or his conclu-

sions. Nevertheless, Stillman’s points are deeply relevant
to exploring how semiotic disobedience occupies a place
that destabilizes the seemingly “natural” division be-
tween the law of property and intellectual property. As
Stillman’s observations suggest, and as the AIM painting
of Plymouth Rock demonstrated, the label “vandalism”
suggests an important choice between overlapping prop-
erties, between tangible property and intangible expres-
sion. We use the label of vandalism in traditional terms

to describe expression that is, ironically, devoid of any
expressive value; work that is deemed “vandalism” or
“graffiti” is considered to be a symptom of public blight,
a sign of angry, wayward youth and criminality. Rarely
are such projects explored—or even valued—for their
expressive significance. And this is what makes Stillman’s
essay so poignant. Stillman imbues these acts with a
value that is deeply and intimately linked to dialogue and
resistance. The difference between his account and the
account of others is that his theory requires a sublimina-
tion of tangible property in favor of the intangible essence
of expression, instead of the reverse. Indeed, for Stillman,
the location of expression on privately owned property is
yet another emblem of its transgressive potential, a tabula
rasa that both enables, and creates, its intended message
of subversion.

2. The Semiology of Disobedience

As I suggested earlier, it is far too simplistic to write
off these projects as examples of anarchic pranksterism
alone, even though the urge to do so is seductive in its
simplicity. While I do not take issue with the law’s deci-
sion to penalize such behavior in appropriate cases, I also
want to suggest the need for a different vantage point
from which to rethink the relationship between semiotic
disobedience, criminal law, and expression. Instead of
merely characterizing semiotic disobedience as a clever
“broken window” of criminality, it might be far more in-
structive for scholars to dissect and pull apart the various
facets—discursive, legal, artistic, and semiotic—that oper-
ate beneath its subtext. Perhaps the most critical facet in-
volves understanding how it simultaneously decodes and
recodes certain signs through its manipulation of both
tangible and intangible properties within language itself.
As one commentator has argued, these practices might be
considered a kind of “guerrilla semiotics” that deciphers
“the signs and symbols that constitute a culture’s secret
language.”!*®> While Part II discusses the specific role of
intellectual property law in facilitating the creation of
semiotic disobedience, this section aims to capture the
linguistic structure behind semiotic disobedience, and
to situate it within a context that helps us better under-
stand its importance within contemporary discourse and
thought.!46

The great linguist Ferdinand de Saussure offered a
useful taxonomy of language wherein all language is con-
text; relationships between signs, images, and the mean-
ings that they suggest are entirely arbitrary.!#” Although
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the full complexity of de Saussure’s work is beyond the
scope of this Article, it is important to identify his central
theoretical contributions since they form the basis for

the study of both structural and post-structural means of
analyzing language and signs, and ultimately play a key
theoretical role in the study of semiotic disobedience.

In order to create differentiations between signs,
Saussure argued that cultural products act to break mean-
ings down into signifieds and signifiers.!*8 The signifier is
the trademark or brand; it can be a word, picture, sound,
or object, like the term “cat.”!*’ In contrast, the signified
is a meaning, mental image, or concept that is suggested
by the signifier, like the image of a cat itself.!> There is,
however, no essential connection between signifiers and
signifieds, according to de Saussure; meanings are sug-
gested by the process of referencing other meanings and
values that already exist.!>!

Since a product, at least initially, has no “meaning,” it
must acquire value through an association with a person
or object that already has some meaning to the consum-
er.12 To protect this association, then, advertising uses
intellectual property—trademarks, copyrighted works,
and the like—as a visual vehicle or code to evoke com-
mon threads of emotions and thereby connect consum-
ers to the psychological essence at hand.!*® Intellectual
property law, as I discuss further in Part II, operates as
a vessel that protects the commodification of the social
meaning behind a brand, product, or corporation. As
some theorists have argued, advertising also serves as a
vehicle to add value to products; ads “arrange, organize,
and steer meanings into signs that can be inscribed on
products.”'>* As Robert Goldman writes, “[a]ds tend to
invite us to step into the ‘space’ of the ad to try on the
social self we might become if we wore the product im-
age.”1% This process has operated largely like a miniature
political economy. Advertising commodifies certain signs
in order to build a “currency” of sign values, thereby per-
mitting the value of one thing to be expressed in terms of
another.!® And, in turn, an advertisement suggests that
by purchasing a good one acquires the symbolic proper-
ties of that good as well.'>” As a result, various adver-
tising theorists have argued that commodities have no
fixed meanings defined by financial value; instead, they
have become commodity-signs.!® A commodity-sign is
the image that is attached to a product. Goldman offers,
for example, a Rolex watch supplemented by an image
of affluent status.!® As the Rolex watch becomes a sign
of affluence, rather than a functional instrument, its sign
value eclipses its utility as a timepiece.'®0

This system has both economic and discursive
implications—advertising comprises a system of com-
modity-sign production that is designed to increase the
exchange value of commodities by differentiating the
meanings associated with each commodity.!®! Meanings
and psychological associations are subtly encoded within
these systems, encompassing both the institutional sys-

tems that produce meaning, as well as the language, style,
and performance of the advertisement itself.!%> As other
authors observe:

Constructing this currency of commodity
images requires that advertisements take
the form of semiotic equations into which
disconnected signifiers and signifieds are
entered and then recombined to create
new equivalencies. Ads invite viewers to
perceive an exchange between otherwise
incommensurate meaning systems, and
they must be structured to steer interpre-
tation in that direction if they are to fulfill
their purpose.'63

As a result of these consistent themes, appearing over and
over again in common language, the consumer is guided
by an underlying structure that results from a series of
homogeneous conventions that, over time, continue to
create stable associations between the signifier and the
signified.!®* Regarding traffic lights, for example, there

is no necessary relationship between the command

“g0” and the color green; the audience creates these
associations through the consistent association between
the two, and through distinguishing the color green from
other possible substitutes.!%® Our system of language
operates through this double action of relying both on
the consistency of established conventions and on the
oppositional effect of creating a sense of differentiation
between the terms themselves (e.g., green becomes
distinguished from other colors, further entrenching its
command-like meaning).!% This is the structural basis

of semiology, a system that remains exploited by the
advertising producer, and then actively challenged and
dismantled by semiotic disobedience.

a. Decoding the Myths of Advertising

Our system of advertising operates largely via pri-
vate, sovereign systems that lie wholly within the author-
ity of the corporate producer. As a result of the copious
use of signs and symbols through branding, we learn to
associate certain consumer identities with certain corporate
identities.'®” Thus, understanding the seductive pull of
signs, particularly within advertising, constitutes the first
step in decoding a politic of semiotic disobedience be-
cause such excavations lay the groundwork necessary to
actively dismantle the seemingly “natural” pull of brands
and consumer associations. In the 1950s, building on
Saussurean logic, Roland Barthes, in a seminal book titled
Muythologies, took on this central question and argued for
the existence of an additional organizing principle that
depended on the circulation of myth for the inculcation
of meaning within advertising.!%® This additional level
of meaning, Barthes argued, circulates underneath this
primary system, turning something culturally unstable
like images and expression into something that seemed
“natural” or “taken-for-granted.”1%
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Consider this example, where Barthes describes the
following image from a magazine:

On the cover, a young Negro in a French
uniform is saluting, with his eyes up-
lifted, probably fixed on a fold of the
tricolour. All this is the meaning of the
picture. But, whether naively or not, I
see very well what it signifies to me:
that France is a great Empire, that all her
sons, without any colour discrimination,
faithfully serve under her flag, and that
there is no better answer to the detrac-
tors of an alleged colonialism than the
zeal shown by this Negro in serving

his so-called oppressors. I am therefore
again faced with a greater semiological
system: there is a signifier, itself already
formed with a previous system (a black
soldier is giving the French salute); there

is a signified (it is here a purposeful
mixture of Frenchness and militariness);
finally, there is a presence of the signified
through the signifier.!”0

The notion of myth, Barthes writes, circulates throughout
the image, propagating a notion that rewrites the notion
of empire, just as it posits the very notion of empire itself
as a natural statement of fact.!”! The advertisement’s
underlying myth has an intentional force behind its
naturalizing tendency. As Barthes points out, it is

“a frozen speech: at the moment of reaching me, it
suspends itself, turns away and assumes the look of a
generality: it stiffens, it makes itself look neutral and
innocent.”172 This moment of suspension within the
advertisement, coupled with its generalizing tendencies,
contributes to the circulation of myth, but it depends on
consumer motivation for its success. As Barthes writes,
“[m]otivation is necessary to the very duplicity of myth:
myth plays on the analogy between meaning and form,
there is no myth without motivated form.”'73

It is the notion of myth, both the production and cir-
culation of it, that semiotic disobedience aims to decode
and then dismantle. Barthes, like many others writing
within this school, is careful to delineate between the
passive reader and an active one—a point of exigency
that captures the possibility of semiotic disobedience.'”*
In most cases, the reader (referred to by Barthes as a
“myth-consumer”) passively inculcates the myth in con-
suming the image, solidifying its “naturalizing” tenden-
cies as an image of pure, depoliticized representation.'”

Yet this need not always be the case. As Barthes sug-
gests, a consumer can both decode—and then recode—
the advertisement. Returning to the image of the French
soldier, for example, Barthes observes, “[i]f | read the Ne-
gro-saluting as symbol pure and simple of imperiality, I
must renounce the reality of the picture, it discredits itself
in my eyes when it becomes an instrument.”'”¢ Similarly,

Barthes observes that “if I decipher the Negro’s salute as
an alibi of coloniality, I shatter the myth even more surely
by the obviousness of its motivation.”?”” As Barthes sug-
gests, the audience has a choice to make: to propogate or
to resist the advertising’s mythologizing tendencies. To
read the advertisement as an imperial or colonizing force
is to irreducibly eliminate its mythologizing qualities and
excise it of its seductive potential, thereby decoding its
subtle message.

b. Recoding the Signs of Advertising

Like the active consumer discussed above, semiotic
disobedience aims to decode the impurities within visual
culture, uncovering the motivational impetus behind
corporate creations and activating the notion of audi-
ence participation. As soon as the moment of broadcast
or publication occurs, it is up to the viewer to actively
decode these meanings; the viewer actively receives and
interprets the encoded meanings within a given text.!”®
This opens the door for a recoding of the advertisement
based on audience participation.

However, whereas de Saussure identified an under-
lying structure to language and meaning, and Barthes
excavated its mythologizing tendencies, semiotic disobe-
dience takes most of its inspiration from post-structural-
ist thought, which takes issue with the whole notion of
“meaning” itself.!”” According to post-structuralist theory,
visual signs are susceptible to a wide variety of interpre-
tations—they are never fixed, but always dependent on
the response of the viewer, who engages in a complex
process of decoding the meanings that are often sug-
gested by the producer.'® Whereas structuralist thought
tended to ascribe far more power and motivation to the
dominant forces that govern language, post-structuralist
thought lends a particularly pronounced support in favor
of the audience’s agency in receiving, resisting, trans-
forming, and deciphering particular meanings.

According to prominent media theorist Stuart Hall,
a consumer can choose between three possible modes of
interpretation.!8! First, a consumer can choose to adopt
the dominant (or “hegemonic”) reading and fully accept,
adopt, and reproduce the preferred reading of the pro-
ducer or author.'®? Second, a consumer might choose to
adopt an oppositional (or “counter-hegemonic”) read-
ing whereby the reader understands but then rejects the
proffered interpretation—e.g., a situation where a person
watches a television show produced by a political party
that they normally vote against.!®® A third possibility in
Hall’s framework involves a reader who adopts a negotiat-
ed reading, whereby the reader might choose to adopt the
preferred reading, but also might resist and modify the
code to reflect his or her “own positions, experiences, and
interests.”18* A final type of audience response is offered
by the semiotician Umberto Eco, who adds the possibility
of aberrant decoding, which involves a situation where an
audience member might read the text in an unpredicted
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manner that produces a deviant meaning.!® Aberrant de-
coding is largely unintentional, as compared to the active,
subversive forms of resistance that occupy some of Hall’s
defining categories.!8

Enter semiotic disobedience, which both transcends
and challenges this formulation. Semiotic disobedience
adopts Hall’s third position of negotiation, but it does so
in a way that simultaneously “decodes” and “recodes”

a given text or image. On the one hand, it seeks to decode
along the lines Barthes suggests, by revealing a hidden
message. But, on the other, it also seeks to recode by focus-
ing on the importance of reinterpreting signs and images
in ways that subtly reveal the need for consumers to
actively “talk back” to the hidden codes within a text.

According to Michel de Certeau, author of the text,
The Practice of Everyday Life, consumers are forever in the
process of actively reworking seemingly established rules
and conventions.'®” To explain this process, de Certeau
draws upon the experiences of indigenous individuals
during the period of Spanish colonization, who contin-
ued to reflect a kind of modified interpretation of the
colonial conventions that they were expected to imitate:

[T]he ambiguity that subverted from
within the Spanish colonizers’ ‘suc-

cess’ in imposing their own culture on
the indigenous Indians is well known.
Submissive, and even consenting to their
subjection, the Indians nevertheless often
made of the rituals, representations, and
laws imposed on them something quite
different from what their conquerors

had in mind; they subverted them not by
rejecting or altering them, but by using
them with respect to ends and references
foreign to the system they had no choice
but to accept. They were other within the
very colonization that outwardly as-
similated them; their use of the dominant
social order deflected its power, which
they lacked the means to challenge; they
escaped it without leaving it.'88

De Certeau’s observations serve as the critical foundation
for Fiske’s own creation of the notion of “semiotic
democracy.” Fiske captures the power of the semiotic
system, describing it as a homogenizing force that, like
conventions within language, continually attempts

to centralize its power by maintaining a system that
suggests coherence and consensus.'® But, like de
Certeau, Foucault, and others, Fiske is careful to protect
the notion of resistance by suggesting the power of

the reader to construct meanings and interpretations

that differ from those proposed by the dominating
structure.!®® “[T]he origins of resistance,” Fiske writes,
“lie not just in the social experience of subordination, but
in the sense people make of it.”1!

Both Fiske and de Certeau, quite masterfully, capture
at least part of the ongoing struggle underlying AIM’s
pronounced, proprietary disobedience, and today’s strate-
gies of consumer resistance. Although de Certeau focuses
mostly on the tactics of consumer recoding and reappro-
priation in the everyday lives of consumers, his observa-
tions also extend to the work of today’s semiotic disobe-
dience, which demonstrates a similar departure from the
mythologizing tendencies of consumerism. These prac-
tices of reappropriation, de Certeau is careful to observe,
are not meant solely to decode the disciplinary processes
that consumers are subjected to, “but rather to bring to
light the clandestine forms taken by the dispersed, tactical
and makeshift creativity of groups or individuals already
caught in the nets of ‘discipline.””1%2

Similarly, rather than honoring the power of intel-
lectual property protections to define certain meanings,
semiotic disobedience demonstrates precisely the value
of contesting them entirely. “The more [social meanings]
appear natural, or necessary, or uncontested, or invis-
ible,” Lawrence Lessig has written, “the more powerful or
unavoidable or natural social meanings drawn from them
appear to be.”!%> However, Lessig is also careful to note
that the converse is true as well: “the more contested or
contingent, the less powerful meanings appear to be.”1%*
Thus, in the paradigmatic example of semiotic disobedi-
ence—billboard occupation—the alteration of property,
through appropriation or vandalism, is used in order to
propagate an expressive message that weakens the “au-
thorized codes” of meaning.!%> As subculture expert Dick
Hebdige observes:

[Clommodities can be symbolically
“repossessed” in everyday life, and
endowed with implicitly oppositional
meanings, by the very groups who
originally produced them. The symbio-
sis in which ideology and social order,
production and reproduction, are linked
is then neither fixed nor guaranteed. It
can be prised open. The consensus can
be fractured, challenged, overruled, and
resistance to the groups in dominance
cannot always be lightly dismissed or
automatically incorporated.!%

Semiotic disobedience draws its legitimacy from
replacing or mutilating a sign, but it does so in order

to communicate an intangible, expressive message by
occupying a previous one. It subverts the intended
signal that is offered by the advertising agency—the use
of technological overlays, clever design, and ingenious
semantic twists are all employed in creating a new
interpretation of the existing advertisement. It pierces the
merging of the signifier and the signified, and instead
attempts to create an alternative system of meaning in
the process, one that flourishes in the absence of legal
protections.
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Il. Aesthetic Discrimination in Intellectual
Property

Law—intellectual property, property, speech, and
the like—is inexorably tied to the emerging relation-
ship between semiotic democracy and disobedience.
In this Part, I will highlight how the laws of intellectual
property both enable and silence these different formula-
tions. As I will show, the laws that govern artistic cre-
ativity—copyright, moral rights, trademark law, and the
like—are silently animated by an almost mystical rever-
ence for intellectual property’s sovereign boundaries, as
well as the sovereign “code” or “meaning” contained in
the original work. Contrary to what many had hoped,
intellectual property protections have largely failed to
democratize the marketplace of speech; instead, they
have permitted the boundaries of democratic culture to
become deeply shadowed by the proprietary reach of
copyright and trademark ownership.!? As systems of
private ownership over symbols expand, fair use defens-
es become narrowed, leaving more and more individuals
without recourse to a system of expression that protects
the diversity of audience response.

197

The dominant theme within real property law, as I
have already suggested, implicitly draws upon the bro-
ken window theory, which suggests that expression that
falls outside of the boundaries of commodified property
(along the lines of AIM’s painting of Plymouth Rock) rep-
resents the breakdown of the order of law, and as such,
must be suppressed in favor of keeping some semblance
of control over the urban population. One book, implic-
itly supporting this view, begins with the observation:
“We all know the vandal. He is somebody else. . .. The
stereotype . . . is that of a working-class male adolescent,
and his act is the “‘wanton,” “senseless,” or “‘motiveless’
destruction of property, usually public property of some
kind.”'%

Yet this position, when viewed through another van-
tage point, reveals itself as far too simplistic and reduc-
tive. One of the most powerful critiques of the broken
window hypothesis has been eloquently articulated by
Bernard Harcourt, who argues, along Foucaultian lines,
for a deeper interrogation of the oppositional bipolarity
between order and disorder.?” In his rethinking of the
broken windows hypothesis, Harcourt asks the reader
to decode the mythologizing tendencies that operate as
a subtext beneath the common signifiers of criminality.
Consider, at the outset, James Q. Wilson’s description of
the “classic” cues of public disorder:

A noisy drunk, a rowdy teenager shout-
ing or racing his car in the middle of

the night, a loud radio in the apartment
next door, a panhandler soliciting money
from passersby, persons wearing ec-
centric clothes and unusual hair styles
loitering in public places—all these are

examples of behavior which “the public”
(an onlooker, a neighbor, the community
at large) may disapprove of.2%!

A teenager hanging out on a street corner
late at night, especially one dressed in
an eccentric manner, a Negro wearing a
“conk rag” (a piece of cloth tied around
the head to hold flat hair being “pro-
cessed”—that is, straightened), girls in
short skirts and boys in long hair parked
in a flashy car talking loudly to friends
on the curb, or interracial couples—all of
these are seen by many police officers as
persons displaying unconventional and
improper behavior.2?

While Wilson penned his observations in 1968, many
of his observations still suggest a penetrating tendency
to divide the world into categorical distinctions between
“orderly” and “disorderly” forms of representation.?%®
As Harcourt observes, Wilson fails to interrogate the
adequacy, or even the necessity, of categorization itself.2%
Harcourt then forces the reader to perform the interroga-
tion that Wilson avoids, asking:

But how is it that the line between the
disorderly and law abiders is drawn?

... Why is it that eccentric clothes, youth-
ful exuberance, or loitering is disor-
derly? What are the distinctions between
difference, eccentricity, disorder, and
criminality?2%

Along these same lines, Harcourt suggests that Wil-
son’s categorization is both underinclusive and overin-
clusive in its causal relationship between disorder and
criminality. He points out, for example, that Wilson fails
to explain why he focuses on street disorder, rather than
other, equally destabilizing forms of criminality (such as
avoiding taxes or paying individuals under the table).2%
At the same time, as Harcourt suggests, the meaning of
the signifiers suggested by Wilson—boys with long hair,
girls in short skirts, rowdy teenagers, drunks, and the
like—could also signal, not criminality, but an alternative
subculture, an oppositional movement, or, in Harcourt’s
words, “artistic ferment.”?"” Following Harcourt’s in-
sights, inasmuch as the “broken window” hypothesis
operates as a symbol of disorder, it also operates, simulta-
neously, both as a symptom and response to a perceived
need to divide the world into polarities between “order-
ly” and “disorderly” forms of expression.

The same tendency operates within intellectual prop-
erty law as well. “Orderly” forms of expression receive
protection through copyright and trademark law, whereas
“disorderly” forms of expression (like infringing speech,
unauthorized derivative works, or other forms of appro-
priation) are often relegated to a category that actively
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refrains from according them any expressive value. How-
ever, just as Harcourt’s observations entreat us to rethink
the metaphor behind the broken window in criminal law,
we might also recognize how intellectual property law’s
own categorizing tendencies might also elide a richer and
more contextual consideration of the ways in which these
polarities, collectively, may tend to narrow the boundar-
ies of semiotic democracy, while expanding the boundar-
ies of semiotic disobedience as a result.

As this section argues, as much as copyright and
trademark law premise themselves on bipolar distinc-
tions between tangible and intangible properties, the
law’s treatment of semiotic democracy actually reveals
something that directly conflicts with the principles of
our First Amendment: copyright and trademark law actu-
ally silence some forms of dissent in favor of a reverence
for tangible properties over intangible speech. In other
words, in failing to recognize a possible transition from
property into speech, the law actively overlooks an im-
portant dialectical dimension in the relationship between
real and intellectual property, subverting the latter for the
former.

At the same time, intellectual property’s allegiance to
authorial sovereignty also necessarily generates an oppo-
sitional effect that takes its shape in the form of semiotic
disobedience. As Michel Foucault famously observed,
“[w]here there is power, there is resistance, and yet, or
rather consequently, this resistance is never in a position
of exteriority in relation to power,” signifying that disci-
plinary forces always unwittingly engender the forces of
disobedience.?% Within this context, the phenomenon of
semiotic disobedience consciously draws attention to the
underexplored linkages between civil disobedience and
those who challenge intellectual property’s frameworks.
These moments of resistance become transformative, not
merely because they expose the limits of legal regula-
tion, but because they force us to confront the question of
where expression ends and criminality begins. Relatedly,
these moments also call upon us to explore the embedded
marketplaces of expression within each paradigm and
to dissect in particular ways how legal protection qui-
etly orders and privileges certain kinds of metaphor and
meaning over others.

In the first section, I will show how copyright law
tends to offer a robust degree of protection both for
the sovereignty of the message and the tangible work,
despite the existence of limiting principles like the fair
use and the first sale doctrines. In the second section, I
demonstrate how these outcomes unwittingly pervert the
regime of copyright by widening the boundaries of semi-
otic disobedience rather than democracy. The occurrence
of market failures in these contexts allows works to take
on a “broken window” effect where they become the tan-
gible illustrations of the failures of semiotic democracy,
potentially encouraging semiotic disobedience as a result.

A. The Sovereign Boundaries of Copyright

Typical accounts of property law are founded upon
drawing persistent binary divisions: real and personal
property are tangible, concrete, and material, in stark con-
trast to intellectual property, which is intangible, immate-
rial, and even ethereal in nature. These binary divisions
have powerful legal consequences. Whereas property is
considered exclusive, and thus rivalrous in nature, intel-
lectual property premises its existence on unfixed bound-
aries, both spatially and reproductively. Yet, despite the
fact that the original architecture of real, personal, and
intellectual properties is premised upon drawing clear
and oppositional distinctions between these categories,
recent developments in intellectual property have tended
to blur these divisions and to actively integrate theories
of real property into the development of intellectual
property.??”? In a famous essay written nearly eighty years
ago, entitled “Property and Sovereignty,” Morris Cohen
observed that ownership of private property involves
far more than a tangible product or piece of land, but,
instead, encompasses claims or entitlements over third
parties, future income streams, and significant bargain-
ing power.2!¥ His theory contributed to a robust vision of
property rights, enabling owners to control the activities
of third parties, and to exclude others from access except
in limited, clearly circumscribed situations.?!!

Today, it might be said that the nonrivalrous nature
of intellectual property has become steadfastly over-
shadowed by the quiet incorporation of Cohen’s vision,
enabling owners of intellectual property to control access
to an ever-widening degree. For example, copyright law
is premised on the rather tenuous balance of narrowly
defining originality while expansively embracing the pro-
tection of derivative rights.?!? In recent years, copyright
law has expanded both horizontally (through multiplica-
tion of the scope of derivative rights that apply to a single
work) and vertically (as the length of time protecting such
works has been extended into the future and past).?!3
Such developments, as Neil Netanel has pointed out,
have fostered a “speech hierarchy” that enables corpo-
rate entities to hold vast inventories of expressive works,
and has placed a disproportionate burden on individuals
and non-conglomerate speakers to obtain permission to
use existing works.?! Partly as a result of these devel-
opments, today’s copyright owner, for example, has an
increasingly robust right to exclude others from access,
to enjoy longer terms of protection,?'® to utilize a wider
degree of ownership over derivative markets,?'” and to
control the creation of derivative works that are based on
a primary work.?18

215

Part of the explanation for the emerging convergence
between intellectual and real property stems from the
genesis of copyright, which was predicated on a com-
mitment to concepts of certainty, objectivity, and closure,
all of which function principally to “delineate” and
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circumscribe particular objects of control.?!? The govern-
ing principle of copyright, advocates argue, is that it is
designed specifically to encourage and promote the arts
by creating legal and criminal barriers against unscrupu-
lous pirates.?? By protecting against free riding, it is said,
copyright affords owners an ex ante incentive to create,
since they can then reap profits from their creations, and
protect their investments.??! At the same time, however,
copyright is limited by its own utilitarian imperative, set
forth in Article I, Section 8, of the Constitution, which
grants Congress the authority “[t]o promote the Progress
of Science and useful Arts, by securing for limited Times
to Authors and Inventors the exclusive Right to their
respective Writings and Discoveries.”???> Consequently,
copyright’s threshold requirements center on original-
ity and fixation and then classify creations into one of
several different types: pictorial, photographic, graphic,
sculptural, applied or literary works.

Each of these categories, however, sows the seeds for
the divergence between democracy and disobedience in
intellectual property by drawing sovereign boundaries
around copyrighted property. Even at the onset, the law
extends its boundaries of copyright protection to certain
types of material, expressive goods, and leaves other
areas unprotected, even when they involve the same de-
gree of creativity, tangibility, and fixation as any protect-
ed work. The former group becomes enfranchised—and
therefore protected—and works that fall outside such
protections are left bereft of any legal recognition.

Consider originality. Definitions of originality stem
from Lockean conceptions of labor, which provide a
foundation for property ownership.??® The basic structure
of Locke’s reasoning is that labor belongs to a particular
person and when a person uses her labor to appropriate
objects from the public commons, she has attached an
ownership right to the objects in question.?* Because of
the intermingling of her labor with these objects, she may
be said to have obtained a “property right” in the objects
themselves.?”> European law, for example, developed
a powerful notion of literary creations as the function
of the author’s personality, a projection of the author’s
being.?2

Yet, curiously, the law recognizes only a one-sided
form of creativity; creativity is only recognized, and
therefore rewarded, to the extent that it produces a
sovereign entity—a fixed, tangible artwork that bears the
name of a clearly delineated author.??” The creativity that
inheres in works that fall outside of these categories—an
unlicensed improvement to a preexisting work, for
example—can be unrecognized by the laws of property,
copyright, and even speech.??® The result is an unspoken
triumph of property over expression, but one that goes
largely unrecognized and overlooked in the laws of each
realm.

As many authors have observed, one of copyright’s
primary functions, along these lines, is to give voice to

the “romantic” author. This involves an ideology in which
authors are regarded as “uniquely sensitive souls, val-
iantly transcending the prosaic routines and necessities
of everyday life to express their genius in works of the
imagination. . . .”?* Copyright law reflects these values
by exchanging its proprietary protections for a showing
of originality and fixation in a tangible medium.?° The
result is an unspoken emphasis on the sovereignty of an
artwork—it is afforded a kind of structural, artistic, and
moral integrity that is both directly and indirectly sup-
ported by the copyright regime.

As Peter Jaszi and Martha Woodmansee have pointed
out, the notion of the romantic author, with its requisite
emphasis on fixation and originality, has tended to “re-
ward certain producers and their creative products while
devaluing” the creative work of others.?*! As Anne Barron
observes, commenting on this observation, the trajectory
of copyright law focuses almost wholly—indeed, exces-
sively so—on the concept of authorship, to the exclu-
sion of other forms of creative energy and expression.?*
Within this regime:

[N]o copyright can exist in a work
produced as a true collective enterprise
(rather than by one or more identifiable
or anonymous “authors”); a work cannot
be copyrighted unless it is ‘fixed” [which
excludes body art, land art, and perfor-
mance art in general]; copyright does not
extend to works that are not “original”
[which rules out the art of the readymade
and appropriation art in general]; and
copyright does not protect “basic” com-
ponents of cultural productions [and so
radically limits the protection awarded to
minimalist and conceptual art].?3

As Barron has eloquently observed, copyright law’s
judgments have flowed from a dictionary of limited refer-
ence to determine the scope of protection, with no refer-
ence to whether these entities actually can claim the status
of “art” itself.?** If they are classified as “art,” Barron
observes, it is because their making or doing is accompa-
nied by the strident argument that “this is art,” inducing
the audience towards assent.?®®

Fixation, another key requirement, is similarly exclu-
sionary; “it has the consequence that any form of artistic
endeavor which does not yield some tangible thing, or
some record of an event, performance, or "happening,’
cannot be or generate anything that constitutes a work in
law.”2% Barron attributes this failure directly to the power
of certain interest groups to influence the range of protec-
tions afforded by copyright drafting and legislation.?”
However, as a result of this myopia, copyright law fails to
accommodate artistic gestures that escape classification.?®
Despite the creative impulse that inspires the appropria-
tion and reuse of various works, the laws of intellectual
property—copyright, trademark, and the like—provide
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remarkably thin or negligible areas of protection for such
negotiated readings to occur. These two factors—fixa-
tion and originality—contribute to a limited picture of
protection for any kind of expressive appropriation, and
pose significant hurdles for art that incorporates actual,
original pieces into a new creation.

B. The Sovereign Boundaries of Art

Since its inception, copyright law has suffered from
an internal paradox regarding the interaction of tangible
and intangible property. On one hand, copyright law has
limited the owner’s ability to control the tangible prod-
uct after it is sold because of doctrines like the first sale
doctrine, which has permitted the resale of copyrighted
items like books and movies.??? On the other hand,
however, the law establishes a wide berth of protection
for the copyright owner with respect to the governance
of derivative works—copyright law has slowly expanded
the boundaries of derivative works to cover both tan-
gible and intangible properties.?* The widening arena of
control afforded an author through copyright’s expan-
sion to derivative and moral rights affects the breadth of
potential defenses that can be relied upon in negotiated
recodings of copyrighted works.

1. Negotiating and Appropriating Resistance

As Part I explained, Stuart Hall’s work revealed that
individuals can respond to language by either adopt-
ing, opposing, or negotiating particular meanings.?*!

Yet copyright and trademark law is almost startlingly
focused on protecting the extremes of audience response:
the law tends to protect individuals who either adopt or
oppose (transform) particular meanings, with little atten-
tion paid towards negotiation. For example, copyright
has an internal bias that is oriented specifically toward
opposite poles: assimilation and transformation. Works
that assimilate previous texts are considered derivative;
works that transform previous texts are considered to be
fair uses. Yet the law has little to say about encouraging
the kind of creativity that falls between these two poles.
The comparable narrowness of the fair use and first sale
doctrines, particularly as compared to the widening array
of cultural products that fall under the definition of de-
rivative works, thus shrinks the boundaries of protected
speech while expanding the universe of unprotected
speech.?#

The result is a perpetual dance of polarities within
the marketplace of protected speech—one representa-
tion assimilates, the other transforms. While the fair use
doctrine offers some protection for transformative works,
the law offers no protection for works that appropriate
or assimilate previous texts in more limited ways, which
are usually considered to be unauthorized derivative
works. Under the law’s treatment of creativity, Hall’s
third category, that of negotiation, receives no protection
even though it represents an important facet of audience
participation and creative interactivity.243

This tension has remained hidden until recently,
when it surfaced in a series of cases that involved works
either that reproduced an image, or borrowed the materi-
al components of a preexisting work for use in a new cre-
ation. Consider satire as one example. In Campbell v. Acuff-
Rose Music, Inc., the Supreme Court held that some types
of parody could be protected if they transformed the
original work.?* Yet the Court drew a firm line between
parody and satire, noting that whereas “[p]arody needs to
mimic an original to make its point . . . satire can stand on
its own two feet and so requires justification for the very
act of borrowing.”?%> In practice, however, this distinction
is practically unworkable. As Christine Bohannan points
out, in the case of famous works it becomes impossible to
distinguish whether the appropriative work is meant to
comment on the original work (as in parody), or is used
to comment on broader social issues (as in satire).?4

This distinction also means that works that serve
classical First Amendment functions are left unprotected,
particularly those that use trademarks and copyrighted
works as instrumental tools in offering their criticism and
commentary. As Robert Merges has persuasively argued,
using a copyrighted work as a vehicular tool rather than
as a target for commentary and criticism is even more
deserving of fair use protections because it serves the goal
of promoting more commentary on larger social issues.?’
Yet, curiously, copyright law draws a firm line between
parody and satire, dividing the marketplace into two op-
positional polarities, one protected and one prohibited.
The first marketplace is characterized by the black and
white polarity of protected derivative and transformative
works; the second is characterized by “grey area” works
like satire that fall between the two poles and are ren-
dered unprotected by the laws of copyright.

Even aside from satire, the marketplace of speech
reflects a strained shift towards assimilation, rather than
diversification. A more productive way to think about
this shift is in terms of three overlapping, and sometimes
conflicting, property interests—those of the purchaser,
the author, and the “appropriator” of a single work. Our
English law system is premised on the idea that property
is alienable; this principle is coupled with copyright’s
utilitarian rationale, which assumes that authors” and
publishers” awards are determined by the marketplace.?*
Together, these principles support the idea that a copy-
righted product is a commodity that is an integrable part
of the private property system, which awards a private
property interest to the purchaser of a work.?* At the
same time, however, this perspective can be viewed as
in conflict with the Lockean labor-desert theory, which
suggests that products of the mind should be governed
by a robust property right owned by an original creator or
author.?® There is also a third, often overlooked, property
interest that tends to appear in the law—that of the “ap-
propriator” who seeks to utilize a work for expressive or
transformative purposes.

8
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Yet here, paradoxically, recent case law on the doc-
trinal limitations of copyright—fair use and the first sale
doctrine—often permits the author or creator to retain
primary control over the other property interests at stake
through the expansion of derivative rights to protect his
or her interests.?”! Moral rights, additionally, can trump
the purchaser’s property interest, and the property inter-
est of an appropriator is almost completely unrecognized
in copyright law, unless it is for the purposes of transfor-
mative parody.??

Consider, for example, the law’s treatment of ap-
propriation art, which has been recognized as one of the
most significant bodies of postmodern art.>> In the 1970s,
a number of artists, including performance artists, began
to challenge basic categories of copyright law by refram-
ing their work into a much more interactive experience
between the audience and the artist through the use of
readymade objects, mixed media, and video.?>* In most
forms of appropriation art, an image (usually copyrighted)
is borrowed from mass media, advertising, or other works
of art and then recycled into a new work of art.>® One
common example is Andy Warhol’s Campbell soup can;
the image of a consumer label is taken, copied, and then
radically expanded onto a canvas painting.>>® Many of
these artists developed a politic based on the notion of op-
positionality that actively interrogated the lines between
legal and illegal art.> As art historian Gregory Sholette
explains, “oppositional art actually dances in and out of
dominant culture”; it comprises a series of fragmented
moments in opposition that help to complicate the line
between high and low art.>®

Again, one might also note the profound parallel
between these artists and the experiences of other indi-
viduals (often from a postcolonial vantage point) who
challenged and altered the codes they were expected
to adhere to, as the work of AIM and de Certeau sug-
gests.?” Despite its creative contribution and rich com-
mentary on our cultural landscape, appropriation art
has often fallen prey to a number of critical judgments.
Sampling, either in collage or in music, has been found
infringing in a host of contexts?? due to its status as a
derivative work of art.?! In one famous case, the sculp-
tor Jeffrey Koons was found to have infringed upon a
photographer’s depiction of a line of puppies in a note-
card.?®? Rejecting Koons’s fair use defense, the court ob-
served: “[T]he essence of Rogers’ photograph was copied
nearly in toto, much more than would have been neces-
sary even if the sculpture had been a parody of plaintiff’s
work. In short, it is not really the parody flag that appel-
lants are sailing under, but rather the flag of piracy.”?%

AsIargued in Part I, the study of semiotics suggests
that the verbal and visual signs within language are
entirely arbitrary—meanings can be unpacked, reframed,
and pierced in new and inventive ways.?** Yet in con-
trast, as the Koons case illustrates, copyright law conse-
crates these images according to the creator’s original

vision, allowing both verbal and visual works to attain
an iconic status of mythic proportion.?®®> Although the
fair use doctrine does a fair amount to mitigate the harms
of silencing verbal commentary and parody, it fails to
protect visual works that are not completely transforma-
tive, or works that fall within a grey area of commentary
regarding the appropriation of the original work, like

the Koons example.?%® Such postmodern, appropriative
works are not protected by fair use unless they transform
the original work.?®” These works occupy a pole that
neither opposes nor adopts the original creator’s posi-
tion, but negotiates it in a way that explores and responds
to the original creator. Yet the expressive value of these
appropriations goes unrecognized, even though they
tend to be the works most in need of a robust structure of
protection.

2. Derivative Works and Democracy

Certainly, part of the instability over appropriation art
stems from a fundamental crisis that it causes regarding
the sanctity of the original, versus its overlapping copy.?®8
As art historian Rosalind Krauss suggests, art is often
embroiled in a kind of “aesthetic economy” that valorizes
the sanctity of the original, while discrediting and devalu-
ing its repetition, its copy, or its reduplication.?®® Yet part
of the genius of appropriation art lies not in its self-con-
scious critique of the content of a particular work, but in
its critique of the very notion of originality itself.*”° In this
sense, appropriation art acts as a transgressive force that
destabilizes the very pillars of copyright, originality, and
romantic authorship, and leaves nothing—no underlying
ideology—in its stead.

But this evisceration, perhaps, is precisely why appro-
priation art remains so vulnerable. Instead of being pro-
tected, works of appropriation art are treated as though
they subtract from the marketplaces of speech by serving
as substitutes for the original work. As a result, intellec-
tual property law skews the marketplace of speech so that
it only protects works that either assimilate or trans-
form copyrighted works. Works that fall between these
poles—works that are only partly appropriative, or which
reproduce a preexisting work for the purposes of satire or
commentary on a topic other than the critique of the origi-
nal—become excluded from the marketplace of protected
speech, thus falling within the descriptive confines of se-
miotic disobedience, rather than democracy.?’! As a result,
the law places a primary value on the sovereignty of the
product (and hence the sovereignty of the message of a
copyrighted work) and devalues the creativity inherent in
the message or product of the appropriative work. Con-
sequently, language and visual signs within the market-
place of speech fail to evolve—they occupy proprietary
polarities that are built on opposition and assimilation,
rather than a dialogic process of negotiation.

Further, as Krauss suggests above, the law implicitly
valorizes the notion of originality, even though a deriva-
tive right is supposed to be balanced against the first sale
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doctrine, which typically affords an individual purchaser
the right to own a tangible object and lend, resell, or
display the copyrighted work.?”? For example, the Ninth
Circuit, in Mirage Editions, Inc. v. Albuquerque A.R.T. Co.,
found that an individual who removed selected images
from a book of art prints and then pasted them indi-
vidually onto ceramic tiles for sale created an infringing
derivative work.?”3 There, it rejected the applicability of
the first sale defense on the grounds that the right to dis-
tribute and display did not include the right to prepare
derivative works.?”* The court concluded that the acts

of borrowing and mounting the preexisting copyrighted
images onto the tiles without permission constituted
actionable infringement, squarely rejecting the contention
that the defendant should escape liability because he had
not actually reproduced the work:*>

What appellant has clearly done here is
to make another version of Nagel's art
works . .. and that amounts to prepara-
tion of a derivative work. By borrowing
and mounting the preexisting, copy-
righted individual art images without the
consent of the copyright proprietors . . .
appellant has prepared a derivative work
and infringed the subject copyrights.?’®

The court admitted that the defendant did not actually
reproduce the copyrighted works but, instead, explained
that the process of mounting the works on the tiles either
“recast or transformed” the work such that it fell into the
boundaries of a derivative work.?””

In stark contrast to the Ninth Circuit’s view, the Sev-
enth Circuit reached the exact opposite conclusion in the
same type of case. In Lee v. A.R.T. Co., the court decided
that the new tiles were not infringing for two reasons:
first, the retiled pages qualified for protection under
the first sale doctrine; and second, they were not suffi-
ciently transformative to merit recognition as a derivative
work.?”® The court began by observing that this should be
“an open and shut case” under the first sale doctrine, giv-
en that A.R.T. bought the work, mounted it on a tile, and
then legitimately resold what it had already purchased.?””
Further, there was no economic interference with the
new, secondary market that had been created: citing
economists William Landes and Richard Posner, the court
explained that the original artist had already captured the
value of the art’s contribution in the purchase price of the
original transaction.?%

The court went on to discuss derivative rights, not-
ing that the right to prepare derivative works comprised
an exclusive right enjoyed by the copyright owner.?!
Although the court said little about the relationship
between the first sale and derivative rights doctrines, it
reached the opposite conclusion from the Ninth Circuit,
and analogized the tiling process to framing, mounting,
or changing the display of a picture, which were all unac-
tionable.?? It then noted that the tiling process lacked the

requisite degree of originality required to comprise a de-
rivative work and that, under the plaintiff’s definition of
derivative work, any alteration to a work would require
the author’s permission.?®3 The court continued:

We asked at oral argument what would
happen if a purchaser jotted a note on
one of the note cards, or used it as a
coaster for a drink, or cut it in half, or if a
collector applied his seal (as is common
in Japan); Lee’s counsel replied that such
changes prepare derivative works, but
that as a practical matter artists would
not file suit. A definition of derivative
work that makes criminals out of art
collectors and tourists is jarring despite
Lee’s gracious offer not to commence
civil litigation.?8

Consider, for a moment, what this division between
the Ninth and Seventh Circuits actually translates into.
On one hand, the Ninth Circuit rejects any notion of an
ownership-based defense, in favor of an expanded vision
of originality—it effectively concludes that gluing pic-
tures onto tiles represents the creation of an infringing
“original” piece of work.?®> On the other hand, the Sev-
enth Circuit embraces an ownership-based defense, but
then rejects an expanded view of creativity that would
favor the appropriator. In Lee, the court squarely rejected
any modicum of creativity in the tiled piece of work,
deciding that the new placement of the work was not suf-
ficiently creative to merit recognition.?¢

Such case law produces a complicated divergence—
not merely between individuals who retile and affix
postcards to tiles—but between future artists who might
seek to utilize tangible pieces of purchased artwork for
future creations. What this divergence suggests, simply,
is that works that contribute to, but do not transform,
the original copyrighted work receive no protection from
either the fair use or first sale doctrines under existing
analysis. Recall that the Seventh Circuit utterly rejects any
suggestion of originality in mounting the tiles,?®” and the
Ninth Circuit’s definition of originality is so narrow that
it winds up penalizing not just the individual who retiled
the artworks, but all others who might seek to create new
works based on their purchased, copyrighted products.?®
Conceivably, an owner could argue that the revised work
assimilates its original, thereby creating a derivative
work. Or, an owner might argue that a modification of an
existing work is not sufficiently transformative to fall into
the realm of parody or other protected fair uses. In either
case, the person who creatively appropriates the work
loses.

There are several reasons why this conclusion seems
to misapprehend the nature of artistic creativity. As I
suggested, there are at least three competing property in-
terests at issue in such cases—those of the original author
or artist, those of the purchaser or owner of a work, and
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those of the secondary creator (the appropriator) who
utilizes and contributes to the existing work.?® Yet the
outcomes of both cases ignore the interests of the third in
favor of a greater emphasis on the first two. Works that
appropriate escape protection—either because they are
classified as derivative works (in the case of Mirage), or
because they are too transformative to qualify for pro-
tection under Lee. The result is that the original author
retains perpetual control over the copyrighted work,
even trumping the first sale doctrine, despite a showing
of creativity and innovation.

Moreover, the divergence between both cases
demonstrates a critical problem in copyright law—the
problem of mistaken substitution. As I have suggested,
appropriation art that is based on the principle of non-ex-
clusive appropriation (i.e., purchasing a reproduction of
a work, and then adding something creative to it, along
the lines of Lee and Mirage) should fall into the category
of semiotic democracy because the work aims to con-
tribute to the marketplaces of speech, just as Jack Balkin
and others have suggested. Works of semiotic democracy
are wholly unlike classic cases of piracy because they
are not completely “substitutive” in the classic sense; the
reworked product acts to supplant, but not replace, the
original, and the work does not aim to replace the market
that an original work serves. Yet many courts rejecting
fair use or first sale defenses assume that such appro-
priative works aim to substitute for the market of the
original product, and therefore extend derivative rights
to a variety of new markets in the process. The result is
an almost wholesale consolidation of the marketplaces
of expression to protect the original creator, rather than
the creative improver or appropriative artist.>° The
undervaluing of such creativity, unfortunately, means the
creation of fewer commodities, and fewer markets, that
embrace the creativity inherent in such appropriations.

As a result, copyright law—inasmuch as it attempts
to protect the intangible—actually winds up subverting
its very purpose through its overbroad recognition of the
tangible. I want to focus on this problem, not merely as a
theoretical matter, but because I believe it demonstrates
a profound divergence between the nature of creativity
and contemporary treatments of originality, authorship,
and property. And this divergence, too, illuminates the
tradeoffs between semiotic democracy and disobedience.
The law’s undervaluing of appropriative art may perpet-
uate a “broken window” effect that inescapably draws
attention to the ways in which the law both silences
and enables a particular type of dissent that operates
outside of, rather than within, our systems of protected
expression.

If the boundaries of legalized speech become nar-
rowed through a reluctance to enlarge the public domain
or to apply the protections of fair use, two things may oc-
cur. First, some individuals may be deterred from speak-
ing, particularly if their speeches or texts draw from

copyrighted works. This is the story told by most scholars
like Lessig, Balkin, and Fisher, who have offered cogent
critiques of the copyright laws and their effects on free-
dom of expression. Yet, as I have suggested, there is also
another widely overlooked phenomenon. Expanding the
boundaries of copyright protection—like any other form
of property—can only provoke a wider range of dissent-
ing speech, particularly from individuals whose social
norms refuse to be deterred by those expansions. The re-
sult is not an outright silencing of dissent, but a protract-
ed division of the marketplace of speech—one a formally
protected realm of commodities, the other a prohibited
realm that draws on legal sanction for its communicative
impact. Market failures in such instances may lead to the
development of two parallel, and ultimately converging,
markets, one attempting to interrupt the other.

While the First Amendment has governed similar
market disjunctions in other spheres,®! it curiously has
failed to address this emerging divergence between the
first sale and derivative rights doctrines, particularly
with respect to mediating the interests of the purchaser,
creator, and appropriator of a work. Consider the latest
emanation of this phenomenon, the Visual Artists Rights
Act (“VARA”), which was passed by Congress in 1990
to amend the 1976 Copyright Act.?’2 VARA represents
the latest attempt in the United States to protect artists’
moral rights, which comprise a constellation of rights
that are well-recognized throughout Europe and many
developing nations.?”® Moral rights are thought to be both
economic and non-economic in nature; that is, they are
designed to protect both the reputation of the artist, as
well as his personality interest in the work.?* The con-
cept of moral rights traditionally includes three different
facets—the right to disclosure (which allows a creator to
decide when a work is ready for public dissemination by
affording him or her sole rights in an incomplete work);
the right of integrity (which protects against alterations
that would interfere with the work’s spirit and character);
and the right of attribution (which protects a creator’s
right of recognition and authorship for a work).2*> Along
these lines, VARA allows an artist to “prevent any inten-
tional distortion, mutilation, or other modification of that
work which would be prejudicial to his or her honor or
reputation.”?%

Yet the law’s treatment of appropriation art and
moral rights, I think, aptly describes how the law’s gov-
ernance of semiotic democracy can unwittingly expand
the boundaries of semiotic disobedience.?”” By effectively
deterring the appropriation of both the original and the
reproduction of a work, the law fails to recognize the im-
portance of enabling alternative modes of creative expres-
sion that would ensure protection of the original, while
allowing for the recoding of the reproduction.

Further, by allowing tangible property considerations
to remain paramount, the law also tends to devalue
creative expression as a result. Consider this example.
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In a VARA case involving the artist Ron English, a court
summarily rejected the notion that art was protectable

if it was installed illegally.?®® In that case, a number of
artworks, including murals and sculptures, were in-
stalled in a small community garden by a variety of local
artists.??” The artists argued that planned development
of the site meant that the sculptures would have to be
moved, and the murals obstructed.?®® However, because
the works were illegally installed, the court reasoned,
there was no need to determine whether or not they were
protected under VARA 3" Instead, the court argued that
recognizing VARA-type protections in the illegally placed
murals would allow illegal art to essentially “freeze” city
development.3?? Further, the court reasoned that protect-
ing the artists would require the city to expend enormous
resources in protecting and patrolling vacant lots—a cost
that the Court deemed unnecessary and undesirable.3%

In this case, we see two competing perspectives
on the VARA: one that suggests that it is the tool of the
recognized artist to protect the sovereignty, integrity
and property of her work; and the other, suggesting that
VARA has no role in protecting the work of the unrec-
ognized artist who deals in placing his work without
permission. In other words, the applicability of VARA is
just as limited by absolutist property-like considerations
as the rest of copyright law.

Such cases suggest the importance of stepping back
and considering the choices the law has just made, even
if we agree with the ultimate result. Typical accounts cast
such projects, at best, as public art, at worst, as “vandal-
ism.” Under this interpretation, the law permits a real
property owner to win over an artist, recognized or un-
recognized, irrespective of the value that the work adds
to the original site. In choosing to protect a real property
owner, rather than an artist, the court sends the message
that the protection a work deserves—whether it be a
Warhol, a Picasso, or a Basquiat—depends more fully on
the locus of its installation, rather than the nature of the
work itself.

Yet, the law can appreciably take a more mediated
position to relativize the different property interests at
stake and to think more creatively about how to protect
the utilitarian calculus that is so foundational to our intel-
lectual property laws. A much stronger regime would rel-
ativize the three property interests I listed earlier—those
held by the creator, the buyer, and the appropriator—and
attempt to reach a result that maximizes, rather than
shrinks, the protected marketplace of expression. What
would this more complicated inquiry look like? First, the
law might attempt to ensure, in the English case, that the
artist has the right to remove the work at his own cost.

In this way, the law continues to value creativity, but still
puts some cost on the artist to take responsibility for her
transgressive placement. Or, as I discuss further below,
in the case of appropriation art, the law might protect
works that alter reproductions of the original, instead of

the original itself. But the law, as it is currently applied,
does neither, thereby narrowing the boundaries of its
protection.

lll. The Commodity, the Crime, and the Sign

For obvious reasons, and like other types of civil dis-
obedience, part of the richness of the message of semiotic
disobedience inheres in its transgression of the operative
boundaries that govern both property and intellectual
property. In other words, its illegal character can also be
part and parcel of its message; thus, legalizing such forms
of disobedience might actually degrade the message the
artists are trying to send.3%* In the following sections,
however, I will sketch out a few basic ideas to demon-
strate how and why the First Amendment’s jurisprudence
shows us a variety of ways to balance the categories of
disobedience and democracy in the context of appropria-
tions of intellectual property. This Article suggests that a
richer and more complicated endeavor involves exploring
how the law can and should value the persistence of over-
lapping property interests, particularly when there exists a
tension between intellectual and tangible property.

To date, few have explored this possibility. Consider,
for example, George Kelling’s angry reaction to critics of
his broken windows thesis who questioned the need to
treat minor offenses like “begging, prostitution, public
drinking, graffiti, and so on” as serious crimes:

The far left—including a good share of
sociologists, criminologists and civil
rights lawyers and advocates—not only
does not want anything done about such
offenses, it views perpetrators of minor
offenses as victims of a corrupt/unjust
society who are “enriching” society with
their messages. Thus, begging is elevated
to the status of a political message about
the inequitable distribution of wealth;
graffiti is the “folk art” of disenfran-
chised youth who have no other means to
express their beliefs; and “squeegeeing”
(the unsolicited washing of car windows)
is the “work” of unemployed and home-
less youth. Liberal enlightenment in this
world means that, short of violence—and
even this may be questionable—there

are no outrages that are not “under-
standable” and deserving of toleration
given society’s inequities and pathology.
“Tolerating the intolerable” in America’s
great cities is the acid test of one’s true
commitment to civil rights and social
justice. Every “in your face” indignity

is someone’s constitutional “right” and
must be endured.3%

Kelling’s passionate outburst, therefore, must be
understood in the context of someone who cares deeply
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about the persistence of violent crime, and who remains
convinced that such causal markers of disorder serve as
the hallmarks of a deeper tolerance of criminality.

Yet when viewed through the lens of traditional
First Amendment protections, we see that our jurispru-
dence has already offered lessons that other areas of our
jurisprudence have, so far, failed to learn. The point of
this section is not to retread the fabled narratives of First
Amendment theory, but simply to suggest starting points
for building a more inclusive marketplace of speech that
mediates the boundaries between protected and prohib-
ited speech. This involves, in part, reconsidering some
of the distributive principles I outlined earlier regarding
the need for protection of appropriation art, as well as
recognizing the role of overlapping properties in chal-
lenging the boundaries of both tangible and intangible
expression.

More generally, however, our First Amendment juris-
prudence provides a valuable framework for integrating
the markets of speech we have discussed—one formally
protected, the other informally created (and sometimes
prohibited) in response to the first. Not surprisingly, case
law on flag burning and other mutilations of symbolic
property suggests a completely different picture than
that offered by the world of intellectual property.3® Here,
we see a world that actively expands the boundaries of
democracy to protect certain acts of disobedience, and
thus encourages individuals to choose democracy over
disobedience in the process.

In this section, therefore, I focus on three governing
cases—United States v. O'Brien,*”” Wooley v. Maynard,%
and Texas v. Johnson®”—in order to demonstrate how the
law can and must restore a balance between semiotic
democracy and disobedience that compels individuals
to choose the former, rather than the latter. In each case, I
demonstrate how First Amendment principles carefully
separated the issue of symbolic speech from physical
violation of property, and managed to protect the former
while penalizing the latter. In so doing, I suggest that
each case managed to recognize the persistence of over-
lapping interests that comprised both tangible property
considerations and intangible expression.

By focusing on building a potential jurisprudence of
“overlapping properties,” I argue that we can dramati-
cally alter the marketplaces of speech to reflect a vibrant,
colorful public domain that offers a fertile building
ground for dialogue and communication. In support of
this theory I offer, in these two sections, two somewhat
discordant principles, each stemming from basic prin-
ciples of distributive justice in governing the marketplace
of expression. The first principle, as | have suggested,
focuses on creating incentives that encourage semiotic
participation and dissent within the marketplace of pro-
tected speech. The second principle recognizes, at times,
the necessity for the law to protect an expressive message
of destruction, as our case law on flag burning suggests.

The First Amendment traditionally serves as a poten-
tial lightning rod that mediates the relationship between
semiotic democracy and disobedience. Along these lines,
this section suggests we must provide fertile ground for
the marketplace of speech that integrates the protected
and prohibited marketplaces, ground which (1) allows
individuals to appropriate and alter reproductions, not
originals, so that the marketplace expands, rather than
contracts; and (2) when that avenue is unavailable, allows
owners to alter their own purchased property where the
message carries the same symbolic value. That is why the
distinction between semiotic democracy and disobedi-
ence matters—if we expand democracy, we deincentivize
disobedience.

A. Democratizing Public Symbols: Protecting
Appropriative Reproduction

In this context, part of rethinking the balance between
semiotic democracy and semiotic disobedience requires
the law to recalibrate its interaction between tangible and
intangible properties, and to construct a jurisprudence
that recognizes their overlapping nature in its protection
of a diverse marketplace of speech. In an important recent
article, Professor Lior Strahilevitz explored the contours
of the expressive implications of a right to destroy in
case law.*! In one section, he notes that it should hardly
be surprising to anyone that property destruction has
enjoyed a historical notoriety for its effectiveness at com-
municating ideas, citing the Boston Tea Party as a notable
example.?!! Indeed, the Supreme Court has largely echoed
this observation, finding that in order to be communica-
tive, a destructive act must demonstrate much more than
“mindless nihilism,” but instead has to convey a “particu-
larized message” that is also likely to be understood by
the audience.?!? Noting this test, Strahilevitz largely re-
stricts his observations to the right of an owner to destroy
property, but then explains why traditional First Amend-
ment doctrine might view such acts as low-value speech:

[T]he destructive act is unlikely to con-
tribute to a healthy public discourse or
point society toward truth. . . . Under a
collectivist reading of the First Amend-
ment, then, the government could regu-
late destructive acts. Destroying a unique,
irreplaceable piece of property is, in some
ways, closer to heckling a speaker than

to responding to what he has to say. It
also may deter others from devoting the
necessary time and resources to future
creative activities. So the law might dif-
ferentiate between A, who gives a speech,
and B, whose contribution to the debate
is to ensure that no record of A’s speech
survives. All the government is doing

by privileging creation over destruction
is establishing a procedural rule that

the artist who intends to make a lasting
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aesthetic contribution cannot have her
speech cut off without her consent.?!3

Strahilevitz argues that the law should view property
destruction as low-value speech that should be restricted
in order to facilitate the deliberative process inherent in
democracy, and applauds the doctrine of moral rights for
taking this approach.3* His view is, of course, the stan-
dard rationale given by scholars examining the question
of property destruction.3!>

Yet his observations also highlight another, implicit
point regarding the need for law to create incentives that
compel individuals to choose democracy over disobedi-
ence. Under both collectivist and individualist theories,
his commentary notes that the First Amendment should
rightfully deter the destruction of property owned by an-
other person.?1® As this section argues, our First Amend-
ment jurisprudence is premised on this recognition, as
it actively distinguishes between the expressive value of
destroying property that is owned by the speaker and
property that is owned by someone else.3!” Both types of
properties have been valued differently, according to the
expressive value of the message, and each type carries
special significance for the interaction between semiotic
democracy and disobedience.

Consider “pure,” non-destructive, symbolic speech.
At the heart of our venerated jurisprudence on symbolic
speech lies an important, even primary, area of protec-
tion for the expressive uses of property in adding to
democratic discourse. The idea of symbolic speech was
first endorsed in 1931 in Stromberg v. California when the
Supreme Court struck down a California statute prohibit-
ing the display of a Communist flag.3'® The Court invali-
dated a statute that prohibited the display of a red flag as
a symbol of “opposition to organized government,” rec-
ognizing that the First Amendment protects certain types
of ideas that are expressed nonverbally.?!” The Court
reasoned that the statute might be read to prohibit some
types of public opposition to organized government and
found the display of red flags to be speech protected by
the First Amendment.3?° Similarly, in Tinker v. Des Moines
Independent Community School District,?*! the Court found
the wearing of armbands by schoolchildren to protest the
Vietnam War to be speech protected by the First Amend-
ment.??? Because the school could offer no particular
reason for its ban on the wearing of such armbands, the
Court found students could not be prohibited from wear-
ing them 32

This critical recognition—that some uses of property
might be more expressive of an idea than certain types
of verbal representations—animates the heart of First
Amendment jurisprudence regarding individuals’ power
to express political messages through certain types of
conduct. The Supreme Court takes a different approach,
however, in exploring symbolic speech where the proper-
ty involved is owned by another private party. Here, First
Amendment case law tends to inquire whether or not the

occupation or alteration of property involves a breach of
the peace.?** As such, the law has stopped short—and vo-
ciferously so—of allowing any protection or recognition
for property defacement or mutilation for expressive pur-
poses. Any type of intentional, lasting damage to prop-
erty or persons is not considered to be within the ambit of
First Amendment protection, even if it has the potential to
communicate expressive activity.’?® As applied to anti-
graffiti and anti-vandalism ordinances, courts have recog-
nized state interests stemming from a desire to maintain
property values, to “deter[] illegal activity,” and to protect
the “aesthetic character” of various neighborhoods “from
the devastation of graffiti vandalism.”% Typically, graffiti
and vandalism are prosecuted under “criminal mischief,
malicious mischief, intentional destruction of property or
criminal trespass statutes.”3*

Yet, at the same time, the Court has been careful to
proportionally weigh and distinguish the value of an
expressive message from the degree of infringement on
the property rights of another. In Brown v. Louisiana,*?
for example, five individuals were arrested for violating
a breach of peace statute for taking part in a library sit-in
to protest segregation.’” The Court held that Brown’s
speech was protected by the First Amendment, since it
caused no disturbance to others and did not violate any
library regulations.>* Lunch counter sit-ins also have
been protected as long as they do not cause any “distur-
bance.”*¥! Labor picketing, too, has been protected so
long as it is “peaceful” in nature.*

Here, we see that the Court’s jurisprudence has
been careful to recognize that some elements of property
disobedience, when coupled with expression, can play a
key role in fostering democratic dialogue. The expressive
import of a temporary occupation of property can often
go much further than a verbal defense of the principle
at stake.>®® And while the Court has also been careful to
balance this principle where permanent or lasting altera-
tion or mutilation of another’s property is concerned,* it
has still retained an almost ethereal optimism in seeking

out ways to protect the expressive value of the message at
hand 3%

Consider the best-known case analyzing the relation-
ship between speech, property, and conduct under the
First Amendment, United States v. O’Brien.3¢ In that case,
the Court held that when conduct contains both “speech”
and “nonspeech” elements, a sufficient governmental
interest in regulating the nonspeech elements can jus-
tify an infringement (incremental or otherwise) on free
speech.3¥ In other words, the Court placed primary value
on the inviolability of government property, rather than
the expressive message of draft-card burning.

Viewed from this vantage point, the facts of O’Brien
are a striking example of the principles of semiotic dis-
obedience. In O’Brien, the defendant burned his draft card
during a demonstration on the steps of a Boston court-
house in order to protest the draft system and the Viet-
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nam War.33® He was indicted and convicted for violating
a federal statute prohibiting the intentional destruction of
selective service cards, and the First Circuit overturned
his conviction, finding the federal law unconstitutional as
an impermissible restriction on free speech.’® The magic
of the case, however, turned on whether the draft card
could reasonably be construed as private, rather than
public property. The Court emphatically chose the latter
characterization, though recognizing that the desecration
or mutilation of government property communicated a
political or expressive message as well. 340

The Supreme Court upheld his conviction, recogniz-
ing that the property issue was patently unrelated to
the message O’Brien was communicating—by merely
destroying the draft card, O’Brien would have been in
violation of the statute, irrespective of the communica-
tive message that he was trying to express.**! One might
argue that O’Brien was convicted, not for the symbolic
import of his expression, but for the fact that it affected
tangible government property.>*? Further, because the
statute did not prohibit O’Brien from expressing his be-
liefs in another manner, the Court justified its prohibition
on the burning of draft cards on the grounds that it was
not an impermissible regulation of free speech because it
left open the possibility of alternative means to express
disagreement with the draft.34>* While O'Brien was an
admirable attempt by the Court to separate speech from
its non-speech elements, it was also resoundingly criti-
cized by scholars who argued that such a distinction was
impossible to make and called for a clarification of the
line between symbolic speech and conduct.3#

The important point for our purposes, however,
is that the result in O’Brien nicely tracks the difference
between semiotic democracy and disobedience. Note that
the Court in O’Brien strongly emphasized the importance
of incentivizing alternatives to the destruction of govern-
ment property and recognized the expressive nature of
his actions.3*® Writing on this point, Akhil Amar observed
that a “key tipoff” to the state’s interest in protecting
property, but not in silencing speech, “was that it would
have been no crime to make a lifesize or postersize copy,
a replica—a symbol—of the draft card and burn the sym-
bol as a purely ideological protest.”346

I would argue that the exact same principles raised in
O’Brien are at issue in the relationships I have identified
between semiotic democracy and disobedience. Here,
we may want to discourage individuals from engaging
in independent correction of the marketplace of speech
through semiotic disobedience. Critics might rightly
point out that legalizing semiotic disobedience would
suggest a radical evisceration of the role of tangible
property rights in protecting expressive messages—it
would allow individuals, everywhere, to attack, “jam,”
and recode messages wherever they were found. But
this also requires that the law allow negotiated “recod-
ing” of symbols within a robust semiotic democracy. This

means, in part, respecting and protecting the interests of
property owners. But this also means that we must ensure
that alternative channels of communication are not being
closed off by legal sanction, particularly when people
seek to add to, rather than subtract from, the existing
marketplace of speech. Access to the “sign,” or even the
billboard, is equally important in the realm of semiotic

disobedience as it is in the realm of semiotic democracy.>*”

Viewed in this light, the law can play a powerful role
in the construction of meaning by protecting recodings
that expressly and assertively disagree with the prop-
ertized message. If the law of copyright seeks to deter
interruptions, it must embrace the vision offered by Fiske,
Lessig, and others that celebrates the principle of “non-
exclusive appropriation”—that is, allowing individuals to
copy from the original for the purposes of appropriative
commentary. Further, it must allow space for the audience
to negotiate cultural meanings, rather than simply adopt
or transform them alone.

Consider this example, which nicely tracks the
dynamic transition from semiotic disobedience to democ-
racy in terms of the overlapping relationship between
tangible and intangible properties. In a district court
case in New York, the company Mattel, which owns the
copyright to the doll “SuperStar Barbie,” sued a woman
for copyright infringement who created and sold a series
of dolls known as “Dungeon Dolls.”3*® The Dungeon Doll
was comprised of a Barbie doll’s head on a repainted and
recostumed Barbie doll, adorned with Bavarian bondage
gear, and an accompanying storyboard that was based
upon “Lily,” the character of a dominatrix.3*’ Given the
tremendous divergence between the two dolls, the court
observed that the Dungeon Doll comprised a “patently
transformative” use of a Barbie doll.** Importantly, the
Court applied a broad definition of transformative work,
finding that the absence of an existing competitive market
sponsored by Mattel justified its protection of the work
under fair use principles.

However, perhaps most significant for our purposes
is the court’s refusal to distinguish between a work that
utilized an original copyrighted work and a work that
modified a reproduction of a famous photograph by Annie
Leibovitz that involved a pregnant Demi Moore.®! In that
case, a background and context similar to that of the Li-
ebowitz photograph was used, but Ms. Moore’s head was
replaced with that of the actor Leslie Nielsen; the goal
was to advertise the film The Naked Gun. The court then
continued, in stark contrast to Mirage:

Defendant’s dolls present a variation of
the Leibovitz fact pattern in that Defen-
dant used actual Barbie dolls (or at least
actual Barbie heads) in her creations as
opposed to dolls resembling Barbie but
slightly altered. Defendant here used the
entire copyrighted work—the unadorned
doll’s head—but changed substantially
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the decoration of the head and body of
the doll. Defendant’s customizing ap-
pears to have evoked the image of Barbie
while transforming the Barbie doll suf-
ficiently that the quality and quantity of
her copying weigh against judgment as a
matter of law in favor of Plaintiff.35?

Given all of these differences, the court did not find
any evidence of potential market substitution, observ-
ing that the differences between a SuperStar Barbie and
a Dungeon Doll were so significant that there was little
chance that the markets would ever overlap.> Indeed,
the Seventh Circuit in Lee echoed this view, observing
that “[a]n alteration that includes (or consumes) a com-
plete copy of the original lacks economic significance.”**
Again, the economic rationale is that the original creator
has already reaped the value of his or her investment
in the completion of the original transaction. While the
Dungeon Dolls case is but one promising example of the
utility of fair use in such circumstances, it is important to
note the utter lack of clarity regarding the preparation of
derivative works and their relationship to the first sale
doctrine, which remains unsettled in the wake of Lee and
Mirage. Nevertheless, the case suggests that courts should
permit the purchaser of a piece of property—whether a
Barbie doll, trademarked product, or website—to use and
appropriate that piece of property in a way that responds
to the “codes” of an original author or creator, particular-
ly if it offers an expressive message that contributes to the
marketplace of speech in a socially productive fashion.

B. Restoring Democracy over Disobedience

Further, the First Amendment already favors semiotic
democracy over disobedience where national symbols
are concerned. It has attempted to strike a balance by
allowing individuals to destroy or alter their own prop-
erty, particularly when their activities carry strong public
implications. Consider the example of the abolitionist
William Lloyd Garrison, who, in 1854, burned his copy
of the Constitution to protest its original bias toward
slavery.3® In this way, such acts of semiotic disobedience
add a classically new focus to the old regime of civil dis-
obedience, because they force the democratic and judicial
processes to grapple with the alteration of properties that
fall outside traditional realms of protected speech and
intellectual property.

As I have suggested, the law has provided a wide
berth of protection for such activity through its substan-
tial jurisprudence protecting those who dissent from
symbols of national leadership.®*® Consider, for example,
the dominant themes in Wooley v. Maynard, the celebrated
case that held that the First Amendment solidly protects
the temporary alteration and mutilation of license plates
for expressive purposes.® In that case, the Court clearly
honored a transition from semiotic disobedience to
democracy—it allowed individuals to alter the message
contained in government-sponsored license plates.35

While the case turned largely on protecting individuals
from compelled speech,®* the Court also focused strongly
on the importance of fostering a rich marketplace of ideas:

New Hampshire’s statute in effect
requires that appellees use their private
property as a “mobile billboard” for the
State’s ideological message or suffer a
penalty, as Maynard already has. . . .
The First Amendment protects the right
of individuals to hold a point of view
different from the majority and to refuse
to foster, in the way New Hampshire
commands, an idea they find morally
objectionable.3¢

The principles at stake in Wooley are intricately linked
to the “grey areas” identified between semiotic democ-
racy and disobedience, given the citizens” complicated
negotiation of the tangible and intangible license plate.
But here, the Court made a choice that honored semiotic
democracy by protecting the private property owner’s
right to alter or mutilate symbols that carry public import
for the purposes of dissent.

Indeed, a series of the most powerful antecedents
of this tradeoff involve flag burning, which represents a
perfect—though implicit—configuration of the first sale
doctrine and freedom of expression. On the one hand, a
flag is properly considered the property of the owner who
purchases, receives, or creates it. But on the other hand,
the American flag is an amalgam of different symbolic
values—it is both a citizen’s private property and public
property in the sense that it carries a special significance
as our national symbol. In the case of the flag, this special
reverence has justified regulation and protection even
though it remains private property; here, the expressive
value of the symbol overshadows its character as owned
property.3®! Justice Rehnquist echoed these sentiments in
his opinion, which observed that “[t]he American flag,
then, throughout more than 200 years of our history, has
come to be the visible symbol embodying our Nation. . . .
Millions and millions of Americans regard it with an al-
most mystical reverence. . . .”3%? The Supreme Court itself
has observed that the flag is a symbol of national strength
in the truest sense.3%3 Put best, it is the trademark of the
United States.

And, of course, this is precisely why someone would
want to deface, mutilate, or alter the flag—it is because of
the flag’s symbolic value that some individuals gravitate
toward exercising this hard-won option. In this manner,
laws governing flag burning might be viewed to suggest
that some kinds of property are so sacred, and carry such
public importance, that it makes sense to regulate them in
order to advance public benefit.*** Those who support the
prohibition of flag burning believe that there is something
deeply sacred about America’s national symbols, even if
an American flag is also an item of owned private prop-
erty as well.36
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At the same time, our flag-related jurisprudence
aptly demonstrates the law’s fierce protection of the First
Amendment values at stake in dealing with the expres-
sive import of the interaction between tangible and intan-
gible property regarding art and public protest. Consider,
for example, an art installation performed by the artist
Dread Scott at the Art Institute of Chicago in 1990.366
Entitled “What is the Proper Way to Display a U.S.
Flag?”, the conceptual artwork consisted of three parts:

a single, sixteen-by-twenty-inch silverprint, mounted

at eye level, which contained a photocollage of a South
Korean flag-burning demonstration, along with a series
of flag-draped coffins; a blank book placed on a shelf
underneath the photo, inviting the audience to record its
comments and reactions; and finally, on the floor before
the shelf, a three-by-five-foot American flag, spread
plainly on the floor before the book.%” As art historian
Stephen Dubin remarked, “[t]he piece seemed to entice
the audience to step on the flag to register their reactions
in the book.”%68

Almost instantly, Scott’s piece became a firebrand
of controversy, joining a chorus of cases exploring the
boundaries of acceptable behavior regarding the Ameri-
can flag. A few days after the exhibit opened, a series of
veterans “stormed the exhibit and attempted to confis-
cate the flag and close the show.”%* Thousands turned
out in protest of the work, and students and faculty
rallied in support of the work, at times offering to guard
the work from interference, despite the presence of bomb
threats.’”? Eventually, several veterans sought to obtain
an injunction against the work, but lost before a judge
who found that the exhibit did not violate any state or
federal laws regarding the proper treatment of a U.S.
flag.%’! The judge who ruled on the case observed that
“[t]his exhibit is as much an invitation to think about
the flag as it is an invitation to step on it,” and found the
work to be fully protected under the First Amendment.?”2

In these cases, we see the operative principles that
are at stake in the divide between semiotic disobedience
and democracy. Like the flag, or a government license
plate, commodities have both private and public implica-
tions—they may be privately owned as alienable objects,
but they are often suffused with inalienable interests
like personhood, identity, or expression that give rise to
claims that are markedly similar to moral rights consid-
erations.?” But these claims, while powerful, can often
mask equally persuasive interests that inhere in the ap-
propriator of a work as well, who may seek to reframe or
recode a work in ways that respond to the ‘myth’ of the
original.

Nevertheless, our case law on flag burning and muti-
lation suggests that property that is privately owned (like
a flag) can be burned or mutilated for expressive reasons,
and that the laws of the First Amendment are designed
precisely to protect, rather than interrupt, such activities.
In the case of flag burning, for example, the Court has

never fully answered the question of which character-
istic of the flag matters most—the private or the public.
Instead of definitively answering this question, the Court
has mostly opted to choose democracy over disobedi-
ence—it has allowed for the recoding of national symbols
in the absence of demonstrations of a breach of the peace.

In this sense, the Court has attempted to balance
the public and private interests by favoring enabling
speech over silencing it. A few years after O'Brien, the
Supreme Court clarified the line between private property
and public significance when it handed down Spence v.
Washington, a case that involved an appellant who dis-
played an American flag outside a window with a peace
symbol affixed to it.>”* Three officers charged him under
Washington’s “improper use” statute, which prohibited
the public display of an American flag with figures,
marks, or designs affixed to it.”> After his conviction and
ensuing guilty verdict before a Washington jury, Spence
challenged the improper use statute on First Amendment
grounds, arguing that it violated his right to free speech,
and the Court agreed with him.?”® One commentator,
studying the range of case law on flag burning, has ob-
served that the Court has treated all flag-related conduct
the same:

When the Court examines flag-related
conduct, it does not make any constitu-
tional distinctions based on whether that
conduct is flag burning, flag saluting,
flag displaying, or flag alteration. The
Court has also intimated that even more
outlandish flag-related conduct would
be viewed in essentially the same man-
ner: for example, cutting the flag onto the
shape of a vest and wearing it, sewing the
flag into the seat of one’s pants, and dis-
playing the flag in the form of the male
sexual organ. This holds true whether the
flag-related conduct violates an antides-
ecration statute or an improper use stat-
ute. Furthermore, the symbolic-speech
analysis remains the same whether the
context of the conduct is a public politi-
cal demonstration, a children’s summer
camp, an art gallery, or a public street.3””

However, despite the powerful reach of cases like
Spence, courts have generally cast a reproachful eye over
artistic representations that are designed to provoke
thought regarding cultural or legal regulations of civil-
ity, sexuality, and war. For example, just two years after
O’Brien was handed down, the Court supported an
extremely different analysis undertaken by the New York
Court of Appeals in New York v. Radich.%’® The defendant
in Radich was the proprietor of an art gallery in New York
City who was convicted of violating a New York flag
desecration statute for displaying a flag that was in the
form of a male sex organ.’” In response to his conviction,
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the New York Court of Appeals observed that the state
may legitimately restrict a number of different forms of
conduct, and that “no exception is made for activities

to which some would ascribe symbolic significance.”3%
Interestingly, because the art display was distributed to
such a wide community, the court held that a trier of fact
might find the potential for a breach of the peace.3®! In
other words, since the state offered a reason for regula-
tion that was unrelated to expression—preserving the
peace—the courts opted to affirm the conviction rather
than explore the apparently tenuous link between dis-
playing the flag and a potential breach of the peace.*2

It is this questionable relationship between outlawing
certain types of expression and keeping the public safe,
so to speak, that has animated several cases exploring the
boundaries of protection for symbolic speech.

The latest analysis of the relationship between
peaceful protest and flag burning, however, suggests
that courts are rather critical of the notion that symbolic
flag destruction automatically translates to a breach of
the peace. In Texas v. Johnson, the Supreme Court struck
down a regulation governing flag burning.?® In applying
the four-pronged O’Brien test, the Court found that the
asserted state interest was the preservation of the flag as
a symbol of nationhood and national unity.?* However
venerable the interest offered purported to be, the Court
observed, it was still “related to expression,” because the
state’s “concerns blossom only when a person’s treatment
of the flag communicates some message.”3%> “Whether
Johnson’s treatment of the flag violated Texas law thus
depended on the likely communicative impact of his ex-
pressive conduct,” the Court pointed out.* Yet there was
no evidence that a breach of the peace might result after
Johnson’s flag-burning; the state instead merely assumed
that offending members of an audience would result in a
breach of the peace.®” Since the state had failed to make
any showing that a breach of the peace was likely to oc-
cur, the Court decided that preserving the peace was not
implicated by the facts in the record.®®

In reaching its conclusion that the statute was a con-
tent-based restriction on expression, the Court important-
ly recognized that Johnson was convicted for displaying
his dissatisfaction with the policies of the Reagan admin-
istration, and not merely for failing to protect the physical
integrity of the flag.3® Writing on this point, Akhil Amar
observed that critics of Johnson, most notably the dissent-
ers, inappropriately conflated the physical and symbolic
import of the flag:

Again and again, [participants in the
flag-burning debate] confused the physi-
cal and the symbolic in speaking of their
desires to protect the “physical integrity”
of the flag. But the flag is, in its deepest
sense, not physical. Like a word, it is a
symbol, an idea. It cannot be destroyed;

it is fireproof. One can destroy only single
manifestations, iterations, or copies of the
symbol.>

As Amar points out, analogizing flag burning to
spray painting the fagade of the Lincoln Memorial (as Ste-
vens’s dissent does®”!) is inapposite; a better comparison
involves mutilating a toy model, a replica, or a symbol
of the Lincoln Memorial.32 Amar concludes, almost as if
by common sense, that the latter expressions would be
“wholly protected,” while the former would not.>® Yet,
as I have shown throughout this article, Amar’s conclu-
sions in the First Amendment context, surprisingly, do not
always ring true in the context of copyright law. Indeed,
in the case of moral rights and appropriation art, the law
effectively prohibits alterations of copies and originals,
despite their profoundly expressive character. The result
venerates the property rights of the idea of the symbol
over its tangible qualities, eviscerating any First Amend-
ment-style protection for appropriative expression.
However, as I have suggested, it only engenders further
dissent in the process.

Conclusion: Towards a True Public Domain

In his recent book, Promises to Keep, author William
Fisher argues that “[r]eversing the concentration of semi-
otic power would benefit us all. People would be more
engaged, less alienated, if they had more voice in the
construction of their cultural environment. And the envi-
ronment itself . . . would be more variegated and stimu-
lating.”3% Just as the passage of the Civil Rights Act led to
profound inclusion within the spheres of democracy, the
state has a profound interest in building greater access to
the marketplace of speech.

As I have suggested throughout this Article, the con-
flict between intellectual property, property, and speech
protections masks an underlying conflict between dif-
ferent types of markets—one a marketplace of protected
expression, and the other a marketplace of prohibited
response. And, as [ have shown, this tension also roughly
translates into a series of conflicts between democracy
and disobedience. Semiotic disobedience is a vastly un-
derappreciated phenomenon that underlies the dynamic
relationship between art and law. Projects of semiotic
disobedience are undeniably significant—they shatter the
law’s presumed distinction between speaker and audi-
ence, between protected speech and unprotected conduct,
and between the expressive functions of real and intellec-
tual property. The aim of this Article is not to invalidate
intellectual property or First Amendment doctrines that
draw a line between protected and unprotected speech,
but rather for us to descriptively contemplate how these
boundaries unwittingly foster the creation of semiotic
disobedience and, more normatively, how we can fashion
a more robust, rather than fragile, semiotic democracy in
the process.
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Consider a parting example. In 2001, librarians at
the main branch of the San Francisco Public Library
discovered that hundreds of books in their collection that
covered lesbian and gay issues, HIV/AIDS, and female
sexuality had been willfully and violently slashed with a
sharp object.3** In all, over 600 books were destroyed be-
fore the vandal was finally apprehended by the police.3%
Virtually all of them had been so seriously damaged that
they were beyond repair, and had to be withdrawn from
use entirely.>”” Yet rather than retiring the collection, two
staff members decided instead to undertake a massive
art project enlisting the work of artists nationwide. They
sent the books out to hundreds of artists, asking them
to recreate something from the destroyed remains of the
ruined books.?*® Almost one thousand artists responded,
and, “alone or in pairs,” they created hundreds of new
works, which eventually brought forth the “Reversing
Vandalism” exhibit.3

In some images in the collection, the artists have
“literally sewn or bandaged the sliced pages” back
together, a simultaneous act of creation, expression and
destruction.*® Consider this commentary by the art critic
Richard Meyer, who described an artist responding to
the slashing of Representing Women, a volume by the art
historian Linda Nochlin.*! Instead of using the origi-
nal title, Meyer describes, the artist retitled the work in
declarative form, calling it “Represent Women: A Prim-
er.”42 Meyer writes:

In fainter print, [the artist] has inscribed
the word “erasure” and then partially
occluded it beneath a brushy patch

of red pigment. Like the “Reversing
Vandalism” show of which it is part, the
work challenges the vandal’s violent act
of erasure both by rendering that era-
sure visible and by creating something
entirely different from it.4%

The artist then signed his or her name along with the
original author of the book.*%

I would posit that the same creative impulse—the
desire to recode through dual actions of creation and de-
struction—is at work in semiotic disobedience. An artist’s
desire to create, as many have argued, often springs from
a desire to transform existing images. But this process of
transformation requires, like the “Reversing Vandalism”
exhibit itself, a careful balancing of preservation and
destruction, a more complicated recognition of the notion
of overlapping properties, rather than a single propri-
etary interest. Through this more complicated approach,
the tangible markers of a preexisting work—a book, a
billboard, a product—become reworked through an ap-
plication of the intangible impulse to create, to transform,
and, ultimately, to recode the existing message. A new
marketplace of speech is created, one that involves the
recycling of images that respond to previous images and
to one another.

The importance of this conversation—to public ex-
pression, to private ownership—cannot be overstated, for
it is the very reason why each area of intellectual property
has attempted to reconcile itself with the First Amend-
ment at all. But courts have lost sight of this important
conversation in assessing the boundaries of real and intel-
lectual property, allowing one to overshadow the other all
too often. However, the richness of semiotic disobedience
involves its willingness to interrogate the overlapping
relationships between creation and destruction; semiotic
disobedience suggests that the interruption of the “codes”
of copyrighted artistic expression can be just as intimately
demonstrative of creativity as self-created work, even
though it elides legal protection.

In this way, semiotic disobedience offers a caution-
ary lesson for intellectual property enforcement: as law
attempts to suppress creativity, it may also give rise to an
even more innovative process of comment and criticism
than was previously imagined. Thus, as I have argued,
courts must balance the value of semiotic democracy
with the risk of engendering semiotic disobedience. The
answer, then, is to focus on the interactivity between the
tangible and the intangible; for, in recognizing the multi-
dimensional aspects of semiotic democracy, we can tran-
scend the binary divisions that render such commentaries
unprotected.
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Texas v. Johnson, 491 U.S. 397 (1989) (invalidating state statute
that prohibited any person from desecrating the American flag in
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PROFIT AND POWER (2004); The Hacktivist, What Is Electronic Civil
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See Nikebiz, Get Personal with Nike iD (Nov. 5, 2001), http://
www.nike.com/nikebiz/news/pressrelease jhtml?year=2001&mo
nth=11&letter=b.

See Jockbeat, Making Nike Sweat, VILLAGE VOICE, Feb. 14-20,
2001, available at http:/ /www.villagevoice.com/news/
0107 jockbeat,22274,3.html.
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Peretti’s final response was curt but thoughtful: “I have decided to
order the shoes with a different iD, but I would like to make one
small request. Could you please send me a color snapshot of the
10-year-old Vietnamese girl who makes my shoes?” Id.

See Deidre Macken, Chain Reaction, AUSTL. FIN. Rev., Apr. 21, 2001,
at 3.

See Democracy Now!, Yes Men Hoax on BBC Reminds World

of Dow Chemical’s Refusal to Take Responsibility for Bhopal

Disaster, Dec. 6, 2004, http:/ /www.democracynow.org/article.
pl?sid=04/12/06/1453248; see also The Yes Men, Routledge Just Says
“Yes” to Dow: The Collaboration of a Progressive Academic Press and a
Large Chemical Corporation, http:/ /www.theyesmen.org/dowtext/
(last visited Nov. 18, 2006) (explaining the Dow Chemical
spokesman hoax and the subsequent “press release” in the guise of
Dow, which was a hoax as well).

The Yes Men, supra note 66.
Democracy Now!, supra note 66.

The Yes Men, supra note 66. Of course, the purported press release
was also a hoax. Id.

Tom Vanderbilt, Affirmative Action, ARTFORUM, Feb. 2005, http:/ /
www.artforum.com/imprint/id=8261; see also Jen Haberkorn,

Yes Men Pull Halliburton Hoax, WAsH. TIMES, May 12, 2006, at A1,
available at http:/ /washingtontimes.com/business/20060511-
110534-5777r.htm; Democracy Now!, supra note 66; Andrew
Walker, WTO Falls Victim to Spoof Website, BBC NEws, May 24, 2002,
http:/ /news.bbc.co.uk/1/hi/business/2006536.stm.

Working closely with ®™ark, the Yes Men have created parody
websites at www.gatt.org and www.dow-chemical.com. See C.
Carr, Dow v. Thing: A Free-Speech Infringement that’s Worse than
Censorship, VILLAGE VOICE, Jan. 17, 2003, http:/ /www.villagevoice.
com/news/0304,carr,41320,1.html; Joyce Slaton, Bhopal Bloopers:
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S.E. GATE, Jan. 9, 2003, http:/ /www.sfgate.com/cgibin/article.
cgi?file=/gate/article/2003/01/09/bhopl.DTL; The Yes Men, Dow,
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2006).

See Sniggle.net, supra note 23.
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See C100, THE ART OF REBELLION 2: WORLD OF URBAN ART ACTIVISM
39 (2006).

Laura Barton, A Job for Consumers: Try to Buy Nothing, GUARDIAN
Epuc., Nov. 20, 2001, at 55.

This is not to say that all types of semiotic disobedience are illegal,
or that they should be. In other work, I draw attention to forms
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Hijackers Homepage, http://www.spacehijackers.org (last visited
Nov. 18, 2006) (a group dedicated to reclaiming public space);
Jeffrey Toobin, Girls Behaving Badly, NEW YORKER, MAY 30, 2005,

77. For example, whereas civil disobedience traditionally requires .
the actor Fo accept punishment for her actions, manyypagcicipants http:// Www'newyorker'com/ talk/content/ _amd,es/ 050530ta_
in semiotic disobedience trv to actively avoid detection and talk_toobin (detailing the work of the Guerrilla Girls, who stage

. 4 v d trations to protest male dominance in the arts).
punishment. See, e.g., Hakim Bey, The Temporary Autonomous €mons p
Zone, Ontological Anarchy, Poetic Terrorism, http://www. 99. Mark Dery’s Pyrotechnic Insanitarium, Culture Jamming: Hacking,
hermetic.com/bey/taz_cont.html (follow “Poetic Terrorism” Slashing, and Sniping in the Empire of Signs, http://www.levity.
hyperlink) (last visited Nov. 18, 2006) (“The best [poetic terrorism] com/markdery/culturjam.html (last visited Nov. 18, 2006).
is against the law, but don’t get caught. Art as crime; crime as 100. Id.
art.”).

. : o . Y 101. Johann Hari, How to Beat the Adman at his Own Game, NEW

78. quard Zmr,l’ fgr e'xample', defmes civil dlsobec?hence ias the STATESMAN, June 17, 2002, at 22 (quoting Eco, supra note 98, at 143

deliberate, discriminate, violation of law for a vital social . . . C .
” (first alteration added) (internal quotation marks omitted)).
purpose.” HOWARD ZINN, DISOBEDIENCE AND DEMOCRACY 119
(1968); see also Morris Keeton, The Morality of Civil Disobedience, 102. See, e.g., Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994)
43 Tex. L. Rev. 507, 508-11 (1965); cf. PETER SINGER, DEMOCRACY (holding that use of Roy Orbison’s copyrighted rock ballad
AND DISOBEDIENCE 84 (1973), reprinted in CIVIL DISOBEDIENCE IN “Pretty Woman” in rap song by 2 Live Crew as parody was
Focus § 122 (Hugo Adam Bedau ed., 1991); Brian Smart, Defining protected under fair use despite commercial gain); Suntrust
Civil Disobedience, 21 INQUIRY 249, 267 (1978), reprinted in CIVIL Bank v. Houghton Mifflin Co., 268 F.3d 1257 (11th Cir. 2001)
DISOBEDIENCE IN FOCUS, supra, at §§ 189, 211. (vacating injunction that prohibited publisher from publishing
. . and distributing “The Wind Done Gone,” a novel parodyin

7. erome B King, Book R.ez{zew.s, 86 H_ARV' L. Rev. 468, 469 (1972) “Gone With theg Wind” and told from the perspectlijve of}; slgave);
(reviewing books on civil disobedience). Leibovitz v. Paramount Pictures Corp., 137 E3d 109 (2d Cir. 1998)

80. CARL COHEN, CIvIL DISOBEDIENCE: CONSCIENCE, TACTICS, AND THE (holding that movie advertisement incorporating copyrighted
Law 39-40 (1971) (emphasis omitted). photo of a pregnant Demi Moore with the face of movie’s star,

81. Leslie Gielow Jacobs, Applying Penalty Enhancements to Civil Leslie N@lsen, was a parody Protected under fair use despite
Disobedience: Clarifying the Free Speech Clause Model to Bring the commercial purpose and use); Bl.anch v KO(fnS’ 396 F. Supp.
Social Value of Political Protest into the Balance, 59 OH1O ST. L.J. 185, 2d 476, 482 (SDN.Y. 2905) (holding p.alnter S approprlat.lo.n of
231 (1998). photograph.of women's Cl.rossed legs in san@als was sufﬁc1en.tly

transformative to merit fair use, especially since the appropriated

82.  Seeid. at 231-32; Bruce Ledewitz, Civil Disobedience, Injunctions, elements were “banal rather than creative”).
and the First Amendment, 19 HOFSTRA L. REv. 67, 71-80 (1990) . .

(narrating a short history of civil disobedience); see also COHEN, 103. As one C(')mmentator O,n p ostmodermsm observgs, [1],f p opular
supra note 80, at 39; RAWLS, supra note 19, at 366. culture 51gn§ and media images a1je takmg oyer ‘1n defining our
sense of reality . . . then any meaningful distinction between art

83.  Hugo A. Bedau, On Civil Disobedience, 58 J. PHIL. 653, 656 (1961). and popular culture can no longer be maintained.” Dominic

84. Katz, supra note 19, at 906. Strinati, Postmodernism and Popular Culture, 1 Soc. Rev. 2, 2-7

(1992), reprinted in CULTURAL THEORY AND POPULAR CULTURE: A

85. Id. READER 428, 429 (John Storey ed., 1994).

86. Id. 104. See Hal Foster, Postmodernism: A Preface, in THE ANTI-AESTHETIC:

87.  Jack M. Balkin, Digital Speech and Democratic Culture: A Theory of Essays ON POSTMODERN CULTURE ix, xv (Hal Foster ed., 1983)
Freedom of Expression for the Information Society, 79 N.Y.U. L. REv. 1, (describing the anti-aesthetic as “a practice, cross-disciplinary in
35 (2004). nature, that is sensitive to cultural forms engaged in a politic (e.g.

8. Id feminist art) or rooted in a vernacular—that is, to forms that deny

' ‘ the idea of a privileged aesthetic realm”).

8. I 105. See FISKE, supra note 2, at 239.

90. Id.at3. A.d emocrat%c 'cultu.re ensures that 1nd1Ylduals have a fair 106. KLEIN, supra note 10, at 285; see also MCQUISTON, supra note 21, at
opportunity to participate in the forms of meaning making that 182 (noti ¢ ition f “defacing” billboards to “refacing”
constitute” and construct identity. Id. otmg a transiuon trom _detacing ® biiboards to “refacing

them in the late 1980s and early 1990s).

oL Seeid. at6=9. 107. See Kauffman, supra note 21.

92. Id.at4-5. ,

108. KLEIN, supra note 10, at 281 (as stated on the album Jamcon '84).

93 Seeid. at7-9. 109. KLEIN, supra note 10, at 281.

o4 Seeid. atll. 110. Kauffman, supra note 21.

95.  Seeid. at55. 111. Kauffman, supra note 21. In over twenty-five years, the BLF has

96.  See Baines, supra note 18. “liberated” billboards belonging to Apple Computers, Levi Jeans,

97.  See Alexander Barley, Battle of the Image: Subvertising, NEw yaﬂb?ro' and.EXX,f’?‘ [d. One of its latest projects, deemed a
STATESMAN, May 21, 2001, at 45, code‘ installation, an(.)lVE.d rewiring a neon tobacco sign affixed

to a billboard. Id. By switching off two letters and blocking part

98.  Baines, supra note 18, at 14. Umberto Eco uses the term of a third, “CAMEL” became “AM L.” Id. At the bottom of the
“semiological guerrilla warfare” to refer to various subversive billboard, the group installed new neon letters to ask the question,
practices which involve the resignification of various signs. “Am I Dead Yet?” Id. It then attached a light-up neon skull
UMBERTO Eco, Towards a Semiological Guerrilla Warfare, in TRAVELS over Joe Camel’s face. Id. In the ensuing press release, the BLF
IN HYPERREALITY: ESsAys 135, 14344 (William Weaver trans., proclaimed:

Harcourt Brace Jovanovich 1986) (1983); see also KLEIN, supra note . . . .
10, at 289-92 (detailing the work of Carly Stasko, who defaces Th? Billboard Liberation F}‘ont has undertaken thls
advertising); Reverend Billy and the Church of Stop Shopping, action as a gesture of public support for the heroic
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112.
113.

114.

115.

116.
117.

118.

119.
120.
121.
122.

123.

executives of R.J. Reynolds in their valiant struggle
against the dark forces of regulatory oppression . . . .
By dramatizing the plight of Joe Camel, outdoor ad-
vertising’s most endangered species, we express our
outrage at those who would plot Joe’s extinction.

Brad Weiners, Long Live Joe!, WIRED, Apr. 1996, at 50, available at
http:/ /www.wired.com/wired /archive/4.04/scans.html?pg=5
(quoting Blank De Coverly, BLF’s acting minister of propaganda).

For other projects similar to those of the BLF, see Subvertising.
org, http:/ /www.subvertising.org (last visited Nov. 18, 2006),

and Irational.org, http:/ /www.irational.org (last visited Nov.

18, 2006). For other discussion, see Editorial, Spoiling Their Own
Message, DENVER Posr, Oct. 10, 2002, at B6; Nic Fleming, Keep

Us Posted: Demos Are One Thing, But Some Anti-Capitalists Are
Turning to a More Subtle Form of Protest, GUARDIAN (London), May
1, 2002, at G2; Chris Mooney, Billboard Protest Tells Firms Where

to Stick Capitalism, EVENING NEWS (Edinburgh), May 14, 2003, at

19; Richard Nangle, Pair Use Sign Language: Message Added to City
Billboard, TELEGRAM & GAZETTE (Worcester, Mass.), May 14, 2003, at
A1l; Fergus Shiel, The Art of Culture Jamming, THE AGE (Melbourne),
Jan. 10, 2001.

Kauffman, supra note 21.

Kauffman, supra note 21; see Sam McManis, Massaging the Message:
Using Urban Guerilla Tactics, Billboard Liberation Front “Adjusts’ Ads,
S.F. CHRON., Aug. 24, 2003 at E1; see also MCQUISTON, supra note
21, at 182 (“As the voice of commercial ‘programming,” billboards
are an authoritative and exploitative device, a one-way form of
communication. Defacing and graffiti magically transform this
into a two-way conversation: the voice of authority is overtaken
by the voice of resistance, and commercial power is subverted to
people power.”).

See, e.g., FreeMartha.org, http:/ /freemartha.org/index.php (last
visited Nov. 18, 2006) (now defunct parody of Martha Stewart
website); Gatt.org, http://www.gatt.org (last visited Nov. 18,
2006) (parody site of the World Trade Organization); Landover
Baptist Church, http://www.landoverbaptist. org (last visited
Nov. 18, 2006) (spoof of Evangelical Christian sites); Microsith.
com, www.microsith. com (now defunct site combining Microsoft
and Star Wars themes); Microsoftedu.com, http:/ /microsoftedu.
com/ (last visited Nov. 18, 2006) (now defunct parody site

of Microsoft); Welcome to the White House, http://www.
whitehouse.net (last visited Nov. 18, 2006) (recently “hacked”
parody of the White House website at www.whitehouse.gov).

Vincent Kauffman, Angels of Purity, in GUY DEBORD AND THE
SITUATIONIST INTERNATIONAL: TEXTS AND DOCUMENTS 285, 293 (Tom
McDonough ed., John Goodman trans., 2002).

CRITICAL ART ENSEMBLE, supra note 50, at 25.

See SIMON SADLER, THE SITUATIONIST CITY (1998); WHAT 1S
SITUATIONISM?: A READER (Stewart Home ed., 1996); Edward Ball,
The Great Sideshow of the Situationist International, 73 Y ALE FRENCH
Stup. 21, 25 (1987); Tom McDonough, Introduction to GUy DEBORD
AND THE SITUATIONIST INTERNATIONAL, supra note 115, at ix—x;
Mikkel Bolt Rasmussen, The Situationist International, Surrealism,
and the Difficult Fusion of Art and Politics, 27 OXFORD ART J. 365
(2004).

Walter Benjamin, The Work of Art in the Age of Mechanical
Reproduction (1936), http:/ /www.marxists.org/reference/subject/
philosophy /works/ge/Benjamin.htm (last visited Nov. 19, 2006).

Id.
Id.
McDonough, supra note 117, at ix.

See, e.g., Rebecca Schneider, Nomadmedia: On Critical Art Ensemble,
44 DrRAMA REv. 120, 126 (2000); Duncan Campbell, Subvertise, Don't
Advertise, GUARDIAN, Oct. 9, 2000, at 8.

Guy DEBORD, THE SOCIETY OF THE SPECTACLE (Donald Nicholson-
Smith trans. Zone Books 1999) (1967).

124.

125.

126.

127.
128.
129.
130.
131.

132.

133.

134.
135.

136.

137.
138.
139.
140.
141.
142.
143.

Id. at 12; see also Ball, supra note 117, at 28 (“One does not buy
objects: one buys images connected to them. One does not buy the
utility of goods; one buys the evanescent experience of ownership.
Everywhere, one buys the spectacle.”).

“It is not just that the relationship to commodities is now plain to
see—commodities are now all that there is to see; the world we see
is the world of the commodity.” DEBORD, supra note 123, at 29.

Greil Marcus, The Long Walk of the Situationist International, in
Guy DEBORD AND THE SITUATIONIST INTERNATIONAL, supra note 115,
at 1, 3; see also Ball, supra note 117, at 28 (“The first phases of the
domination of the economy over social life had brought into the
definition of all human realization an obvious degradation of being
into having. The present phase of total occupation of social life by
the accumulated results of the economy leads to a generalized
sliding of having into appearing, from which all actual ‘having’
must draw its immediate prestige and its ultimate function.”)
(quoting the 1970 anonymous translation of THE SOCIETY OF THE
SPECTACLE, thesis no. 17).

See Marcus, supra note 126, at 3.
See id.

Id. at 113.

KLEIN, supra note 10, at 282.

Anthony Paul Farley, The Poetics of Colorlined Space, in CROSSROADS,
DIRECTIONS, AND A NEW CRITICAL RACE THEORY 135 (Francisco
Valdes et al. eds., 2002) (citing GUY DEBORD, THE SOCIETY OF THE
SPECTACLE 123 (1967)).

Charles Shaar Murray, Books: Never Mind the Boulevards,
INDEPENDENT, July 14, 2001, at 11 (reviewing ANDREW CAPE, THE
GAME OF WAR: THE LIFE AND DEATH OF GUY DEBORD). For example,
working with another artist, Asger Jorn, Guy Debord produced

a work, Mémoires, that consisted of an entire book of elements
copied from other works, replete with sentence fragments,
superimposed texts, with the print in all directions, and bound in
a sandpaper cover so as to injure adjoining works. See Ball, supra
note 117, at 32 (describing Mémoires).

See Ball, supra note 117, at 25, stating as follows:

What's more, the situationist program of cultural
infidelity and sabotage has, over a relatively brief pe-
riod of time, been massively incorporated into styles
of discursive production (art, literature, cinema)

and even, in wider areas of exchange, into methods
of product development and marketing strategies

in the consumer economy. It sounds like a familiar
story: what was once subversive now turns a profit.
Yet there is more. The situationists, as we will see,
did not themselves become marketable; rather, they
taught an ensuing generation how to recycle the
detritus of official learning; how to reinscribe texts,
figures, and artifacts so as to empower them with
new meanings; and, despite their precautions, how
to make new products out of the leftovers of the
commodity economy.

Marcus, supra note 126, at 12.

Editorial Notes: The Meaning of Decay in Art, in GUY DEBORD AND THE
SITUATIONIST INTERNATIONAL, supra note 115, at 93.

See Vandalism Is Art, ADBUSTERS MAG., Spring 2000, at 45 (based on
a philosophical essay by Andrew Stillman).

Id.
See id.
Id.
See id.
Id.
Id.
See id.
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144. Seeid. 168. BARTHES, supra note 146; see also Laura A. Heymann, The Birth of the
. - . Authornym: Authorship, Pseudonymity, and Trademark Law, 80 NOTRE
145. Mark Dery’s Pyrotechnic Insanitarium, supra note 99, and stating Y P yimiy, ¢
further: DAME L. REv. 1377, 1394-95 (2005).
That is not to say that all of the jammers . . . know- 169. Rolgn:ifgrtées, Myth%"oday, in MYIT)HOLOGIEE:, supra note 146,
ingly derive their ideas from semiotics or are even ;%’g ke 1 01;1 1;;?; AL THEORY AND POPULAR CULTURE, stipra note
familiar with it, only that their ad hoc approach - at 107, 107=12.
to cultural analysis has much in common with the 170. Id. at 111.
semiotician’s attempt to ‘read between the lines’ of 171. Id. at 112
culture considered as a text. T '
172. Id.
1d. 173. Id.
146. Semiotics involves the study of signs in society and focuses .
on exploring the question of how both verbal and visual signs 174, Seeid. at 114,
communicate certain meanings. See generally ROLAND BARTHES, 175. Id. at 115 (“Myth does not deny things, on the contrary, its function
ELEMENTS OF SEMIOLOGY (Annette Lavers & Colin Smith trans., is to talk about them; simply, it purifies them, it makes them
Hill & Wang 2d prtg. 1977) (1964); ROLAND BARTHES, MYTHOLOGIES innocent, it gives them a natural and eternal justification, it gives
(Annette Lavers trans., 1972); UMBERTO ECO, A THEORY OF them a clarity which is not that of an explanation but that of a
SEMIOTICS (1976); FERDINAND DE SAUSSURE, COURSE IN GENERAL statement of fact.”).
Linguistics (Charles Bally et al. eds., 1966) (1916). 176. Id. at 114.
147. See DE SAUSSURE, supra note 146, at 67. De Saussure has long been 177, 1d.
considered one of the founders of structuralist thought; his work )
concentrates on the underlying relationships between cultural 178. See id.
texts and language. See ROBERT GOLDMAN, READING ADS SOCIALLY 5 179. See Storey, supra note 164, at 103-05 (explaining poststructuralism).
1992).
. See Stephen Bean, The Efficacy of Non-Verbal Images in
(1992) 180. See Stephen B The Efficacy of Non-Verbal Images i
148. DE SAUSSURE, supra note 146. Multimedia (manuscript on file with author).
149. Seeid. at 65-67. 181. See Hall, supra note 162, at 174-75.
150. See id. at 65-67. 182. See id.; see also Daniel Chandler, Semiotics for Beginners, http://
151. See id. at 67. www.aber.ac.uk/media/Documents/S4B/index.html (last visited
Nov. 19, 2006) (follow “Encoding/Decoding” hyperlink).
152. JupITH WILLIAMSON, DECODING ADVERTISEMENTS: IDEOLOGY AND
MEANING IN ADVERTISING 31 (1978). 183. Chandler, supra note 182.
153. See Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA 184. Id.
L. Rev. 621, 681-82 (2004). 185. Eco, supra note 146, at 150 n.27; see also Philip J. Hanes, The
154. GOLDMAN, stpra note 147. Advantages and Limitations of a Focus on Audience in Media Studies
(Apr. 2000), http:/ /www.aber.uk/media/Students/pph9701.
155. Id. at3. html. Author John Fiske offers the example of a young man who
156. Seeid. at 6, 18. shows up to a job interview wearing blue jeans, thinking that they
157. Seeid. at 18 symbolize his social status, but then faces the interpretation of the
’ ’ ’ interviewer, who regards his sartorial choice as a sign of resistance
158. Seeid. at 18. to convention. JOHN FISKE, INTRODUCTION TO COMMUNICATION
159. See id. at 5-6. STUDIES 78 (2@ ed. 1990); see also Gary Genosko, Communication and
) Cultural Studies, http:/ /www.chass.utoronto.ca/epc/srb/cyber/
160. See id. at 6. geo5.html (last visited Nov. 19, 2006).
161. Id. at 5. For an excellent treatment of semiotics in trademark law 186. Genosko, supra note 185. Eco uses these dynamics to argue for a
that reaches similar conclusions, see Beebe, supra note 153. strategy of “semiotic guerrilla warfare,” which he interprets in
162. See Stuart Hall, Encoding/Decoding, in CULTURE, MEDIA, LANGUAGE ways that mirror Fiske’s account of semiotic democracy. Eco, supra
(Stuart Hall et al. eds., 1980), reprinted in MEDIA AND CULTURAL note 146, at 150 n.27. Eco argues for the audience to choose its own
STUDIES 166 (Meenakshi Gigi Durham & Douglas M. Kellner eds., manner and mode of interpretation in opposition to a strategy
2001). of coding, which, in Eco’s view, “strives to render messages
) redundant in order to secure interpretation according to pre-
163. ROBERT GOLDMAN & STEPHEN PAPSON, SIGN WARS: THE CLUTTERED established plans.” ECO, supra note 146, at 150 n.2.
LANDSCAPE OF ADVERTISING 2 (1996).
187. THE P E L ii F.
164. See John Storey, Introduction to CULTURAL THEORY AND POPULAR 8 gﬁgiﬁ;ﬁgmf%% HE PRACTICE OF EVERYDAY LIFE Xii (Steven
CULTURE, supra note 103, at 101, 102. As Storey writes on de v ’
Saussure, “[i]t is the homogeneity of the underlying structure 188. Id. at xiii.
which makes the heterogeneity of the performance possible.” 189. John Fiske, The Popular Economy, in CULTURAL THEORY AND POPULAR
Id. at 101. Storey here is referring to the need for consistency CULTURE, supra note 103, at 495, 502.
regarding the ordering principles, norms, and symbols of
language and communication, what de Saussure referred to as 190. Id.
“langue.” Id. In contrast, de Saussure used the term “parole” to 191. Id. at 503.
refer to the actual utterance, the actual language itself. Id. The 192, DE CERTEAU. supra note 187, at xiv—
relationship between these two underlying entities, langue and ’  SUPTA NOTE 167, ALXAVXY:
parole, contributes to the creation of meaning in society. See id.; DE 193. Lessig, supra note 47, at 960-61.
SAUSSURE, supra note 146, at 9. 194. 1d. at 961.
165. Storey, supra note 164, at 102. 195. See Dick HEBDIGE, SUBCULTURE: THE MEANING OF STYLE 2, 91 (1981).
166. 1d. at 102. 196. Id. at 16-17.
167. See Katyal, Anti-Branding, supra note 76. 197. Cf. GOLDMAN, supra note 147, at 20.
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199.

200.
201.
202.
203.
204.
205.
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207.

208.

209.

210.

211.
212.

213.
214.

215.

216.
217.
218.

219.
220.
221.
222.
223.

224.

See, e.g., Neil Weinstock Natanel, Copyright and a Democratic Civil
Society, 106 YALE L.J. 283, 285 (1996); Van Houweling, supra note
32, at 1537-38.

Colin Ward, Introduction to VANDALISM 13, 13 (Colin Ward ed.,
1973). Yet not all rules prohibiting deliberate destruction of
property are enforced, and not all deliberate destruction of
property falls under the singular category of “vandalism.” As
Stanley Cohen, an expert on vandalism, writes:

While the rule breaker himself might be looked

upon as deviant or pathological, this is because of

the sort of person he is thought to be or the sort of

views he is thought to hold, rather than because

of his act of writing about himself or his views on

a public wall. Thus the person who indicates on

the wall of a public toilet his desire for an obscure

sexual fetish, is regarded as a “pervert’ and not as a

vandal.”

Stanley Cohen, Property Destruction: Motives and Meanings, in
VANDALISM, supra, at 23, 27.

See HARCOURT, supra note 38, at 14-55.

Id. at 16 (quoting Wilson).

Id. at 16 (quoting Wilson).

Id. at17.

Id. at17.

Id. at17.

Id. at17.

Id. at 17; see also id. at 131 (applying his critiques directly to a study
of vandalism in particular).

See Michel Foucault, Method, in CULTURAL THEORY AND POPULAR
CULTURE, supra note 103, at 163.

See generally Mark A. Lemley, Property, Intellectual Property, and Free
Riding, 83 TeX. L. Rev. 1031 (2005).

See Morris R. Cohen, Property and Sovereignty, 13 CORNELL L. REv.
8-14 (1927), reprinted in AMERICAN LEGAL REALIsM 109, 112 (William
W. Fisher III et al. eds., 1993).

See id.

See Note, Originality, 115 HARv. L. Rev. 1988, 1994 (2002) (stating
that appropriation art “blurs the line between originality and
copying”); see also Niels B. Schaumann, An Artist’s Privilege, 15
CARDOZO ARTS & ENT. L.J. 249, 254 n.16 (1997).

See Balkin, supra note 87, at 17.

See Neil Weinstock Netanel, Market Hierarchy and Copyright in Our
System of Free Expression, 53 VAND. L. Rev. 1879, 1884 (2000).

See Julie E. Cohen, DRM and Privacy, 18 BERKELEY TECH. L.J. 575
(2003); Julie E. Cohen, A Right To Read Anonymously: A Closer Look
at “Copyright Management” in Cyberspace, 28 CONN. L. Rev. 981,
1019-30 (1996); Sonia K. Katyal, The New Surveillance, 54 CASE W.
REs. L. REv. 297 (2003).

See, e.g., Eldred v. Ashcroft, 537 U.S. 186 (2003).
See infra text accompanying notes 268-90.

See Anne Barron, Copyright Law and the Claims of Art, 4 INTELL.
Prop. Q. 368, 381 (2002).

Id.

See Lemley, supra note 209, at 1052.
See id. at 1058-65.

U.S. Consr. art. 1, § 8, cl. 8.

See Wendy J. Gordon, A Property Right in Self-Expression: Equality
and Individualism in the Natural Law of Intellectual Property, 102 YALE
L.J. 1533, 1540 (1993).

Id. at 1544-45.

225.
226.

227.
228.

229.

230.

231.

232.
233.

234.
235.
236.
237.
238.
239.

240.
241.
242.

243.
244.
245.
246.

247.

248.

249.
250.
251.

Id. at 1545.

In England and the United States, literary property was considered
to be “personal property,” like chattels, rather than real property,
like land or buildings. SUSAN STEWART, CRIMES OF WRITING 16
(1991).

Heymann, supra note 168.

See Mark A. Lemley, The Economics of Improvement in Intellectual
Property Law, 75 TEX. L. Rev. 989, 1000-29 (1997).

Barron, supra note 218, at 368. As Barron argues, it is “because

of its commitment to the genus, as opposed to the genius—that
copyright law is now so frequently confounded by contemporary
practices in the visual arts that exceed the categories of painting
and sculpture.” Id. at 372 (citation omitted); see also Lemley, supra
note 228, at 877.

See Barron, supra note 218, at 369 (citing Jaszi & Woodmansee, infra
note 231, at 947-77).

Peter Jaszi & Martha Woodmansee, The Ethical Reaches of
Authorship, 95 S. ATLANTIC Q. 947, 948 (1996).

Barron, supra note 218, at 369.

Id. at 369 (quoting Jaszi & Woodmansee, supra note 231, at 369)
(alterations in original).

Id. at 373-74.
Id. at 372.
Id. at 381.
Id. at 374.
Id. at 379.

See 17 U.S.C. § 202 (2000) (explaining doctrine); Parfums Givenchy,
Inc. v. Drug Emporium, Inc., 38 E3d 477 (9th Cir. 1994) (under the
first sale doctrine, once the holder of an intellectual property right
consents to the sale of particular copies of his or her work, he or
she may not thereafter exercise distribution rights with respect to
those copies); Indep. News Co. v. Williams, 293 F.2d 510 (3d Cir.
1961); Fawcett Publ'ns, Inc. v. Elliot Publ’g Co., 46 F. Supp. 717
(S.D.N.Y. 1942).

See text accompanying notes 268-90.
Hall, supra note 162.

See, e.g., Dr. Seuss Enters. v. Penguin Books USA, Inc., 109 E3d
1394, 1401 (9th Cir. 1997) (finding that a book about the O.].
Simpson trial did not transform Seuss’s original work); MCA, Inc.
v. Wilson, 677 F.2d 180, 185 (2d. Cir. 1981) (noting that a parody of
a song was not transformative of the original).

See Hall, supra note 162 and accompanying text.
Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994).
Id. at 580-81.

See generally Christine Bohannan, Copyright Dilution (Aug. 10,
2005) (unpublished manuscript on file with author).

Robert P. Merges, Are You Making Fun of Me? Notes on Market
Failure and the Parody Defense in Copyright, 21 AM. INTELL. PROP.

L. Ass'N Q.. 305, 311-12 (1993); see also Sheldon N. Light, Parody,
Burlesque, and the Economic Rationale For Copyright, 11 CONN. L. Rv.
615 (1979); Richard A. Posner, When Is Parody Fair Use?, 21 J. LEGAL
STUD. 67 (1992).

Neil Netanel, Copyright Alienability Restrictions and the Enhancement
of Author Autonomy: A Normative Evaluation, 24 RUTGERS L.J. 347,
365-66 (1993).

See id.
Id. at 367-70.

See Stewart E. Sterk, Rhetoric and Reality in Copyright Law, 94 MICH.
L. Rev. 1197, 1217 (1996) (“Derivative-works protection extends the
copyright monopoly without generating significant incentives for
creative activity.”); Naomi Abe Voegtli, Rethinking Derivative Rights,
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63 BROOK. L. Rev. 1213, 1269 (1997) (“Broad derivative rights
ignore originality and personality interests of the appropriator in
favor of the copyright owner, even when the copyright owner has
little personality interests or even when the appropriator shows
her creative ‘genius’ in her work.”).

17 CARDOZO ARTS & ENT. L.J. 623, 62324 (examining the circuit
split on art reproduction derivative works by discussing the
different holdings in Mirage Editions v. Albuquerque A.R.T. Co.,
856 F.2d 1341 (9th Cir. 1988), and Lee v. AR.T. Co., 125 F.3d 580
(7th Cir. 1997)); see also Anderson v. Stallone, 11 U.S.P.Q.2d (BNA)
1161, 1165 (C.D. Cal. 1989) (holding that Anderson had created a

252. Roxana Badin, Comment, An Appropriate(d) Place in Transformative L 0 3 N . .,
Value: Appropriation Art’s Exclusion from Campbell v. Acuff-Rose derlYatlve wo.rl.< and infringed Stzflllone s copyright in the “Rocky
Music, Inc., 60 BRoOK. L. REV. 1653, 1653-54 (1995); see also Jay ?}owes by writing a treatment using characters from the Rocky
Dratler, Jr., Distilling the Witches” Brew of Fair Use in Copyright Law, ilms).

43 U. M1ami L. Rev. 233, 291-93 (1988); William W. Fisher III, 262. Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992).
ﬁegcgg)structzng the Fair Use Doctrine, 101 HARv. L. REv. 1661, 1730 263. Id. at 311.
' 264. S tes 148-97 and ing text.

253. See ART AFTER MODERNISM: RETHINKING REPRESENTATIONS (Brian ec supranotes and accompanying tex
Wallis ed., 1984); Arjun Gupta, Comment, “I'll Be Your Mirror”— 265. See generally BARTHES, MYTHOLOGIES, supra note 146.

Contempomry Art and the Role of Style in Copyright Infringement 266. For example, a court recently protected a novel based on the book
Analysis, 31 U. DAYTON L. Rev. 46 (2005); see generally Lynne A. Gone with the Wind—the story was told from the perspective of a
Greenberg, The Art of Appropriation: Puppies, Piracy, and Post- slave—on the grounds it was transformative because it utilized
Modernism, 11 CARDOZO ARTS & ENT. L.J. 1 (1992); E. Kenly new characters, new events, and added a new perspective.

Ames, Note, Beyond Rogers v. Koons: A Fair Use Standard for Suntrust Bank v. Houghton Mifflin Co., 268 E3d 1257, 1269-70
Appropriation, 93 COLUM. L. REv. 1473 (1993). (11th Cir. 2001). For an excellent discussion of this case, see

254. See Netanel, supra note 248, at 371-72. Tushnet, supra note 6, at 551-55. See infra note 267.

255. See William M. Landes, Copyright, Borrowed Images, and 267. The Supreme Court has noted that courts must inquire into the
Appropriation Art: An Economic Approach, 9 GEO. MASON L. REv. 1 purpose and character of a new work in order to explore whether
(2000). it is sufficiently “transformative” and is not merely “supplanting”

the original. C bell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579

256. Ernst Beyeler & Georg Frei, Introduction to ANDY WARHOL: SERIES © ougia . LAmMpbeEn V. ACUT-ROSE VIUSIC, Ie, o7 ’
AND SINGLES 11, 23 (Fondation Beyeler ed., 2000); ANDY WARHOL (1994). “[T]he more transformative the new work,” the Court has
65T T ,A W My C” 4 Staff of th 4 observed, “the less will be the significance of other factors, like
And A&\fasfhofll}i\/[ul\sme)zm eAg?OZLOOi;SEUM OLLECTION (Staff of the commercialism, that may weigh against a finding of fair use.” Id.

y ., .
268. Consider, f le, Rosalind K ’s thoughtful treatment

257. See Richard Bolton, Enlightened Self-Interest: The Avant-Garde in the oy Or SXETIP 8, OSTINC PIELSS 8 tougu trearmen
905, inn ART. A o 36 (G K d of a 1981 exhibition at the National Gallery, which was billed as
19;é in ART, ACTIVISM, AND OPPOSITIONALITY 36 (Grant Kester ed., “the largest Rodin exhibition, ever.” One of the works, however,

): included a brand new cast of “The Gates of Hell,” a work that

258. Gregory Sholette, Waking Up to Smell the Coffee: Reflections on had just been created nearly sixty years after Rodin’s passing.
Political Art Theory and Activism, in REIMAGING AMERICA: THE ARTS Was the new cast an original, as the exhibit implied, or a copy?
OF SOCIAL CHANGE 30 (Mark O’Brien & Craig Little eds., 1990). As Krauss explains, the answer is somewhere in between: since

259. See supra notes 4, 187 and accompanying text. The parallel Rodin left all of his estate to the nation of France, the Chambre des
between consumer and colonial resistance extends even to Deputes, in acceptance, opted to l}rr.ut any posth umous efilthI'IS.
some appropriation artists. Consider the artist Coco Fusco to twelve casts for each plaster, raising the obvious question of its
who commented in her essay accompanying the 1993 Whitney s}:atu.s as a;\R Oé%gfnal V\{ork l?;ﬁrt.GAs Kraft}_sls ﬁl,?ftly e)fplezlms, at
Biennial on the role of artists of color in reworking Western art the t;me (f)' R (})1 1;1 s palfsmg,’ ‘ e Gates of He remaT eb gvery
history, which she described as a kind of “guerrilla warfare” that fruch un 11:115 N d work, as 1(;5 . r(aign;eqts were constanltl y bemng i
“articulates itself through semantic reversals . . . the process of recomposed an rear‘ra,n ged; Indeed, it was not acfcua y cast unti
infusing icons, objects and symbols with different meanings.” See thrgg years after Rodin’s death. See g e””””V Rosaln}c} Kr.auss, The
Coco Fusco, Passionate Irreverence: The Cultural Politics of Identity, Originality of the Avant-Garde: A Postmodernist Repetition, in AART
i1 1993 WHITNEY BIENNIAL 82-83 (1993). She also stated: AFTER MODERNISM: RETHINKING REPRESENTATION 13, 13-15 (Brian

Wallis ed., 1984). Krauss continues:
[T]he best result of the cultural climate of the past . . . .
decade has been the flourishing of a variety of Like Cartler-Bresst.)n’, who never printed h 1s own
artistic practices and perspectives, which testifies to p hcitotgraphs, II(;OdT sbrelatlllorcll to thetcals;:[mghof fhlts
the impossibility of reducing cultural identity to a scu %ure §01}1 02 y L: ca E' Il:[elr{n(():1 e. Much of i .
simplistic paradigm. [These artists] look at Western was done In Ioundries to which kodin never wen
. . . while the production was in progress; he never
... art history not to excise its racism but to excavate ked touched th ! hich
and play with symptomatic abuses and stereotypes, glorf, € I%n or retouche te waxes trom w. clic
creating a counter-history by bouncing off negative € lInal bronzes were cast, NEVEr Supervised or
images and teasing out hidden stories. regulated either the finishing or the patination, and
in the end never checked the pieces before they were
Id. crated to be shipped to the client or dealer who had
bought them.

260. See Robert G. Sugarman & Joseph P. Salvo, Sampling Litigation in ought them
the Limelight, N.Y. L.J., Mar. 16,1992, at 1. The first case in which There is no “authenticity” to the cast, Krauss suggests; it fails
sampling was definitely found to be an infringing activity was to satisfy any impulse towards the romantic author, given that
Grand Upright Music Ltd. v. Warner Bros. Records, Inc., 780 E. Supp. Rodin left most works unfinished in their plaster form and usually
182 (S-]?-NX- 1991). For more discussion of this case, see Randy played only a minimal role after the cast was created. For more
S. Kravis, Comment, Does a Song by Any Other Name Still Sound as commentary on the role of reproduction in modern economy, see
Sweet?: Digital Sampling and Its Copyright Implications, 43 AM. U. L. Benjamin, supra note 118.

Rev. 231, 235-36 (1993). 269. Krauss, supra note 268, at 19.

261. 17 U.S.C. § 101 (2000) (“A “derivati ki k based
upon one§or mcgre pr)eéxistmzlxj\,;l:l‘(,s‘i ‘;\;?cﬁn alssaa.v.\/‘o;nuﬁacs; 270. Krauss, supra note 268., at 27 (discussing work of photographer
arrangement . . ..”); see generally Amy B. Cohen, When Does a Shff}‘w Lﬁvme anipalnter?ob?rt Réus;:\hfznbergk, both of whom
Work Infringe the Derivative Works Right of a Copyright Owner?, utilize photographic reproductions in their work).
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294.
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See Bohannan, supra note 246 (arguing that copyright law acts to
protect against the dilution of the original concept).

See Tyler T. Ochoa, Copyright, Derivative Works, and Fixation: Is
Galoob a Mirage, or Does the Form(Gen) of the Alleged Derivative
Work Matter?, 20 SANTA CLARA COMPUTER & HIGH TECH. L.J. 991,
1008 (2004).

Mirage Editions, Inc. v. Albuquerque A.R.T. Co., 856 F.2d 1341,
1344 (9th Cir. 1988).

Id.

Id. at 1343-44.

Id. at 1343.

Id. at 1344.

Lee v. AR.T. Co., 125 F.3d 580, 581-82 (7th Cir. 1997).
Id. at 581.

Id. (citing William M. Landes & Richard A. Posner, An Economic
Analysis of Copyright Law, 17 J. LEGAL STUD. 325, 353-57 (1989)).

Id. at 581.

Id. at 582.

Id.

Lee, 125 F.3d at 582.

Interestingly, when A.R.T. tried to obtain a copyright in these
works, the Copyright Office rejected them, informing them that
the tiled cards could not be independently copyrightable outside
of the art on the note card itself. Id.

Lee, 125 F.3d at 582.
Id.

Mirage Editions, Inc. v. Albuquerque A.R.T. Co., 856 F.2d 1341,
1344 (9th Cir. 1988).

See supra text accompanying notes 248-51.

See Lemley, supra note 228.

See supra Part I11.

Visual Artists Rights Act, 17 U.S.C. § 106A (2000).

E.g., Berne Convention for the Protection of Literary and Artistic
Works, July 24, 1971, 25 U.S.T. 1341, 828 U.N.T.S. 221; Copyright,
Designs and Patents Act, 1988, c. 48 (Eng.); French Intellectual
Property Code, Law No. 92-597 of July 1, 1992, Journal Officiel
de la République Frangaise [J.O.] [Official Gazette of France],
July 3, 1992, p. 8801; Urheberrechtsgesetz [Copyright Law], Sept.
9, 1965, Bundesgesetzblatt, Teil I [BGBL. I] at 1273; The Italian
Copyright Act Law No. 633 of Apr. 22, 1941, Gazzetta Ufficiale
della Repubblica Italiana [Gazz. Uff.], July 16, 1941, No. 166.

See generally Cyrill P. Rigamonti, Deconstructing Moral Rights, 47
Harv. INT'L L.J. 353 (2006) (discussing moral rights in European
copyright law).

Henry Hansmann & Marina Santilli, Authors’ and Artists” Moral
Rights: A Comparative Legal and Economic Analysis, 26 J. LEGAL STUD.
95, 103 (1997); Justin Hughes, The Personality Interest of Artists and
Inventors in Intellectual Property, 16 CARDOZO ARTS & ENT. L.J. 81
(1998); Roberta Rosenthal Kwall, The Attribution Right in the United
States: Caught in the Crossfire Between Copyright and Section 43(A), 77
WasH. L. REv. 985, 1003 (2002).

See Roberta Rosenthal Kwall, How Fine Art Fares Post VARA, 1
MARQ. INTELL. PrROP. L. REV. 1, 16-29 (1997).

Visual Artists Rights Act, 17 U.S.C. § 106A(a)(3)(A) (2000).

See supra notes 105-36 and accompanying text. Consider the
Daubist movement in Australia, which sought to use other
paintings as raw materials for future projects, and which
demonstrates an oppositional reaction to the culture of moral
rights. In the first Daubist exhibition, which took place in 1991,
artist Jet Armstrong painted a “crop circle” onto a landscape
painting by artist Charles Bannon and then called the resulting

298.

299.
300.
301.
302.
303.
304.

305.

306.
307.
308.
309.
310.

311.
312.
313.
314.
315.

316.
317.
318.
319.
320.
321.
322.
323.

work “Crop Circles on a Bannon Landscape.” In other projects,
Armstrong inserted an inverted crucifix on another landscape
(renaming the work the “Crop Circle Conspiracy Landscape”).
Other Daubists utilized other paintings and chopped them

into smaller pieces for the purposes of collage, relying on other
individuals’ artworks as raw materials for their own artistic
expression. In response, the original artist, Bannon, championed
the idea of romantic authorship, arguing that his work had been
violated by the unwanted addition, and that Armstrong had done
the equivalent of “adding some drivel to Shakespeare’s Macbeth
and calling it your own.” The resulting artworks created a storm
of controversy, culminating in Bannon filing suit on the grounds of
defamation and false attribution. The media, too, jumped into the
fray, calling the Daubists “vandals,” “graffitists,” and “thieves.”
In the end, the debate prompted Australian officials to consider
enactment of moral rights protections to prevent the harming of
artworks under similar circumstances. Matthew Rimmer, Daubism:
Copyright Law and Artistic Works, 9 MURDOCH U. ELECTRONIC J.L.

1 (2002), available at http:/ /www.murdoch.edu.au/elaw /issues/
vIn4/rimmer94.html (quoting Bannon in Court Grants Injunction
over Changing Landscape, THE AGE, Sept. 28, 1991, at 3).

See English v. BFC&R E. 11th St. LLC, No. 97 Civ. 7446 (HB), 1997
U.S. Dist. LEXIS 19137, at *9-*12 (S.D.N.Y. Dec. 2, 1997). See also
William M. Landes, What Has the Visual Arts Rights Act of 1990
Accomplished? (Univ. Chi. Law & Econ., Olin Working Paper
No. 123, 2001), available at http:/ / papers.ssrn.com/sol3 /papers.
cfm?abstract_id=270985.

English, 1997 U.S. Dist. LEXIS 19137, at *2.
Id. at*7.

Id. at *10.

Id. at *11.

Id. at *14.

In a later article authored with Eduardo Pefialver, we explore this
risk in greater detail. See Edwards Moisés Pefialver & Sonia K.
Katyal, Property Outlaws, 150 U. PENN. L. REv. (forthcoming 2007),
available at http:/ /ssrn.com/abstract=745324.

George L. Kelling, ‘Broken Windows’: A Response to Critiques, in
CRIME, DISORDER, AND COMMUNITY SAFETY, infra note 344, at 124-25.

See infra note 344.

391 U.S. 367 (1968).
430 U.S. 705 (1977).
491 U.S. 397 (1989).

Lior Jacob Strahilevitz, The Right To Destroy, 114 YALE L.J. 781, 827
(2005).

Id. at 824.

Id. (quoting Spence v. Washington, 418 U.S. 405, 410-11 (1974)).
Id. at 827-28 (citations omitted).

Id.

See, e.g., Daniel B. Bogart, James C. Smith & William G. Baker,
Keeping Current—Property, 16 PROB. & Prop. 19, 19 (2005); Stephen
E. Sachs, Comment, Saving Toby: Extortion, Blackmail, and the Right
to Destroy, 24 YALE L. & PoL’y Rev. 251, 257 (2006).

Strahilevitz, supra note 310, at 829-30.

Id. at 787-95.

Stromberg v. California, 283 U.S. 359 (1931).

Id. at 369-70.

Id. at 369.

Tinker v. Indep. Cmty. Sch. Dist., 393 U.S. 503 (1969).
Id. at 504, 514.

Id. at 514.
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341.
342.

343.
344.

345.
346.

347.

E.g., Spence v. Washington, 418 U.S. 405, 41415 (1974); Black v.
Commonwealth, 553 S.E.2d 738 (Va. 2001), aff'd in part, vacated in
part, and remanded sub nom. Virginia v. Black, 538 U.S. 343 (2003).

See Riely v. Reno, 860 F. Supp. 693, 703 (D. Ariz. 1994); see also
Wisconsin v. Mitchell, 508 U.S. 476, 484 (1993) (“[A] physical
assault is not by any stretch of the imagination expressive conduct
protected by the First Amendment.”).

Nat’l Paint & Coatings Ass'n v. City of Chicago, 803 F. Supp.
135, 143—44 (N.D. IIL. 1992) (upholding anti-graffiti ordinances
regulating sale and possession of paint cans and large markers
containing non-water soluble fluid).

Lori L. Hanesworth, Note, Are They Graffiti Artists or Vandals?
Should They Be Able or Caned?: A Look at the Latest Legislative
Attempts to Eradicate Graffiti, 6 DEPAUL-LCA J. ART & ENT. L. &
PoL’y 225, 232 (1996).

383 U.S. 131 (1966).

Id. at 137-38.

Id. at 142.

Garner v. Louisiana, 368 U.S. 157, 170 (1961).

Milk Wagon Drivers Union of Chicago v. Meadowmoor Dairies,
Inc., 312 U.S. 287, 293 (1941).

See Pefalver & Katyal, supra note 304, at 19.

Gompers v. Bucks Stove & Range Co., 221 U.S. 418, 437-38

(1911) (holding that an injunction against a boycott was not an
abridgement of speech, but was a prohibition against continuing a
boycott that caused irreparable harm).

Marsh v. Alabama, 326 U.S. 501, 502-09 (1946) (holding

that Jehovah’s Witnesses had a First Amendment right to
distribute literature in the town despite its private ownership);
Amalgamated Food Employees Union Local 590 v. Logan Valley
Plaza, 391 U.S. 308, 311-18 (1968) (holding that peaceful picketing
on the privately owned land of a store located in a large shopping
center was protected under the First Amendment).

391 U.S. 367 (1968).
Id. at 376.

Id. at 369.

Id. at 370-71.

Id.

Id. at 376.

In O’Brien, the Court found that the government had a substantial
interest in preventing the destruction of selective service cards in
the statute at issue, given that the destruction of the draft cards
would interfere with the government’s power to raise an army. Id.
at 377, 382.

Id. at 381.

See John Hart Ely, Flag Desecration: A Case Study in the Roles of
Categorization and Balancing in First Amendment Analysis, 88 HARv.
L. REv. 1482, 1495 (1975) (arguing that activity in O’Brien was
“100% action and 100% expression”); Louis Henkin, The Supreme
Court, 1967 Term—Foreword: On Drawing Lines, 82 HARv. L. REv.
63,79 (1968) (“A constitutional distinction between speech and
nonspeech has no content. . . . Speech is conduct, and actions
speak.”); Geoffrey R. Stone, Flag Burning and the Constitution, 75
Iowa L. Rev. 111 (1989); Joshua Waldman, Symbolic Speech and
Social Meaning, 97 COLUM. L. REv. 1844, 1844-45 (1997); Note,
Symbolic Conduct, 68 CoLuM. L. Rev. 1091 (1968).

391 U.S. at 382.

Akhil Reed Amar, The Case of the Missing Amendments: R.A.V. v.
City of St. Paul, 106 HaArv. L. REv. 124, 138 (1992).

The government could also provide subsidies to ensure that
artists are able to respond to the advertising messages that
they see. Consider, for example, some of the art projects by the
Los Angeles-based artist Anne Bray, whose substantial public

348.
349.

350.
351.
352.
353.
354.
355.

356.
357.
358.
359.

360.
361.

362.
363.
364.

365.

366.

367.
368.

369.
370.

371.

art projects aim to use the same instruments as commercial

mass media in order to aid viewers in assisting their abilities to
distinguish “reality from illusion,” a skill that she believes has
atrophied from consumers’ reliance on virtual entertainment. In

a project funded by the Public Art Fund, Bray created a forty-
second anti-consumer animation that appeared every six minutes
on an electronic billboard in Times Square. See Anne Bray, The
Community Is Watching and Replying: Art in Public Places and Spaces,
35 LEONARDO 15, 15-21 (2002).

Mattel, Inc. v. Pitt, 229 F. Supp. 2d 315 (5.D.N.Y. 2002).

The court observed that the purpose of the Dungeon Doll,
according to the defendant, was to resurrect a German character
named “Lili,” who was a woman of “easy virtue,” rather than a
children’s toy. Id. at 322.

Id.

Id. at 321-23.

Id. at 323.

Id. at 324.

Lee v. AR.T. Co., 125 E3d 580, 581 (7th Cir. 1997).

Amar, supra note 346, at 137 (citing HAROLD M. HYMAN & WILLIAM
M. WIECEK, EQUAL JusTICE UNDER Law 93 (1982)).

See supra note 330.
Wooley v. Maynard, 430 U.S. 705 (1977).
Id. at 708.

For further discussion of compelled speech, see Abner S. Greene,
The Pledge of Allegiance Problem, 64 FORDHAM L. Rev. 451, 464 (1995).

Wooley, 430 U.S. at 715.
As Justice Stevens observed in his Johnson dissent:

A country’s flag is a symbol of more than “nation-
hood and national unity.” It also signifies the ideas
that characterize the society that has chosen that
emblem as well as the special history that has ani-
mated the growth and power of those ideas. . . . So it
is with the American flag. . . . The value of the flag as
a symbol cannot be measured.

Texas v. Johnson, 491 U.S. 397, 436-37 (1989) (Stevens, J.,
dissenting).

Id. (Rehnquist, C.J., dissenting).
Halter v. Nebraska, 205 U.S. 34, 42 (1907).

Cass R. Sunstein, On the Expressive Function of Law, 144 U. PA. L.
REv. 2021, 2023 (1996); see also CASS R. SUNSTEIN, DEMOCRACY AND
THE PROBLEM OF FREE SPEECH 8-11 (1993).

See Sheldon Nahmod, The Sacred Flag and the First Amendment, 66
IND. L.J. 511, 530 (1991).

For more information on this artwork, see Art on Trial, http://
www.tjcenter.org/ArtOnTrial /flag.html (last visited Nov. 19,
2006) (describing work), and STEPHEN DUBIN, ARRESTING IMAGES:
ImpoLITIC ART AND UNCIVIL IMAGES 102-24 (1992).

DuBIN, supra note 366, at 103 (describing work).

Later, in an interview with Andres Serrano (another postmodern
artist who also caused some controversy during this period),
Dread, speaking on the flag piece, admitted, “I meant for it to do
everything it’s done.” Id. at 103.

Id. at 108-09.

Id. at 108-09, 120. One state senator, Walter Dudcyz, attempted to
step forward in order to protect the flag—at one point, removing
the flag in an attempt to affix it to a flag pole, and, on other
occasions, folding the flag and placing it in a mail envelope,
addressed to President Bush at the White House. Id. at 110-11.

Id. at 111.
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Judge Gillis is quoted at Dread Scott’s Proper Flag, http://www.
cd.sc.ehu.es/FileRoom /documents/Cases/329dread.html (last
visited Nov. 19, 2006).

See Justin Hughes, The Philosophy of Intellectual Property, 77
GEo. L.J. 287, 329-30 (1988); Margaret Jane Radin, Property and
Personhood, 34 STAN. L. Rev. 957 (1982).

Spence v. Washington, 418 U.S. 405 (1974).
Id. at 406-07.

Id. at 414-15. Since there had been no evidence of a breach of the
peace in the record, the Court held that preventing such a breach
had not really been a concern. “Anyone who might have been
offended could easily have avoided the display,” it observed. Id.
at 412. It also declined to decide whether the State had a valid
interest in compelling respect for the flag. Id. at 413.

Waldman, supra note 344, at 1864-66 (citing cases); see, e.g.,

Kime v. United States, 459 U.S. 949, 953 (1982) (Brennan, J.,
dissenting) (rejecting attempt to distinguish flag burning from
flag alteration and observing that “[s]o long as petitioners were
engaged in expressive conduct . . . it is entirely irrelevant what
specific physical medium petitioners chose for their expression”);
Spence, 418 U.S. at 410, 420 (analogizing flag alteration to flag
displaying and flag saluting but rejecting distinction between flag
burning and flag alteration); Smith v. Goguen, 415 U.S. 566 (1974)
(provision of state flag misuse statute that subjects to criminal
liability anyone who publicly treated flag with contempt is void
for vagueness).

New York v. Radich, 26 N.Y.2d 114 (1970), aff'd, 401 U.S. 531 (1971).

Id. at 117.

Id. at 118.

Id. at 119.

Id. at 124.

Texas v. Johnson, 491 U.S. 397 (1989).
Id. at 410.

Id.

Id. at 411.

Id.

Id. at 408-09.

Id. at 404, 406; see also United States v. O’Brien, 391 U.S. 367, 376
(1968).

See Amar, supra note 346, at 135 (citations omitted).

Texas v. Johnson, 491 U.S. 397, 438 (1989) (Stevens, ]., dissenting).
Amar, supra note 346, at 135.

Id. at 135.

See Fisher, PROMISES, supra note 5, at 30-31.

See Richard Meyer, Exhibition Review: “Reversing Vandalism” at the
San Francisco Public Library, QUEER CAUCUS FOR ART NEWSL., May
2004, available at http:/ /artcataloging.net/glc/qcan042/qcan042e.
html.

Id.
Id.
Id.

399. Id.
400. Id.
401. Id.
402. Id.
403. Id.
404. Id.

Sonia K. Katyal is an Associate Professor at Ford-
ham University School of Law. This Article was award-
ed an Honorable Mention in the 2006 Scholarly Papers
Competition, American Association of Law Schools. For
helpful comments and conversation at various stages in
this project, the author thanks Amy Adler, Ann Bartow,
Barton Beebe, Christine Bohannan, Devon Carbado,
Julie Cohen, Elizabeth Cooper, Reza Dibadj, Matthew
Diller, Graeme Dinwoodie, Christine Farley, John
Farmer, Robin Feldman, Llew Gibbons, Abner Greene,
Laura Heymann, Hugh Hansen, Justin Hughes, Neal
Katyal, Sudhir Krishnaswamy, Roberta Kwall, Michael
Landau, Lawrence Lessig, Lawrence Liang, Michael
Madison, Eduardo Pefialver, Achal Prabhala, Marga-
ret Jane Radin, Lisa Ramsey, Joel Reidenberg, Darren
Rosenblum, Rebecca Tushnet, Gerald Torres, Siva Vaid-
hyanathan, Fred von Lohmann, Rob Walker, the Intel-
lectual Property Scholars Conference at Cardozo Law
School (August 2005), the participants of the Intellectual
Property Seminar at Boalt Law School (Fall 2005), and
the Alternative Law Forum in Bangalore, India (Decem-
ber 2005). The author wishes to thank Susan Freiwald,
John Adler, and the faculty and administration at
University of San Francisco Law School for being such
generous hosts during the fall of 2006, as well as Pamela
Samuelson and Boalt Law School for welcoming me as a
visiting scholar during that time. Genevieve Blake pro-
vided extraordinarily helpful research assistance, as did
Alan Avorgbedor, Ru Bhatt, Rachael Braswell, Natsuko
Fujiu, Ethan Notkin, Robert Pierson, Allison Schilling,
and Mary Sewell. I particularly thank Esther Lucero for
drawing the work of AIM (American Indian Movement)
and other examples of semiotic disobedience to my
attention.

The Editor thanks Professor Katyal and Teri L. Dent,
Publications Manager of the Washington University
School of Law Review, for their reprint permissions.
This article was previously published in the Washington
University Law Review, 84 WASH. U.L. Rev. 489 (2006).

NYSBA Entertainment, Arts and Sports Law Journal | Summer 2007 | Vol. 18 | No. 2 61



You've Got Mail:

The Workers’ Compensation Board Judgment

By Kim Stuart Swidler

Brad is an independent film producer who has re-
cently finished production of his first movie, which was
shot in New York. He believes that he can relax and final-
ly enjoy all of the fruits of his hard-won labor. Yet along
with the congratulatory e-mails and promising reviews,
he receives a very undesirable and unexpected response:
a Restraining Notice from the New York State Workers’
Compensation Board (“the agency” or “the Board”) that
notifies him a judgment has been filed against him in the
amount of $100,000.

Where was this coming from? How did this hap-
pen? Then Brad remembered all of those letters that he
received from the agency concerning his insurance status;
all of those letters that he disposed of when production
was completed, the film crew dismissed, and when cover-
age was no longer needed. He was too busy with post-
production work to respond. He was so sure that those
pencil-pushing bureaucrats would eventually figure it
out and just leave him alone.

He calls you to make it go away.

The Requirement of Workers’ Compensation
Coverage

Pursuant to Section 50 of the Workers” Compensation
Law, Brad was required to maintain Workers” Compensa-
tion coverage if he had a viable business and at least one
employee other than himself and a business partner. The
Board takes that coverage very seriously for a variety of
reasons, including the fact that part of its mission is to
protect the economic welfare of both Brad and an injured
crew member. Moreover, pursuant to Section 26 of the
Workers” Compensation Law, if Brad was uninsured at
the time of a crew member’s work-related accident, his
former insurance carrier would not be responsible for
paying the employee’s medical and indemnity awards.
Instead, the agency’s Uninsured Employers” Fund would
be required to make those payments until it was eventu-
ally reimbursed by Brad.

The Process Leading to a Judgment

Once Brad cancelled his coverage, Section 54 of the
Workers” Compensation Law required his insurance car-
rier to notify the Board of that cancellation. Such notice
resulted in an inquiry letter from the agency requesting
information about the status of coverage. The concern
was that Brad’s production company let the policy lapse,
even though he still needed coverage. The letter was sent

to discern the situation. It questioned whether he had
coverage of which the agency was unaware. If not, why
was it cancelled?

Once Brad failed to fill out and return the inquiry
letter, a presumption arose that he was an employer who
had improperly let his insurance lapse. This activated the
assessment of penalties against Brad. Pursuant to Section
52(5) of the Workers” Compensation Law, if this occurred
prior to March 13, 2007, Brad was assessed $250 for every
ten days of noncompliance.!

Penalty notices were then sent to Brad. In addition, a
statement was sent every other month, notifying him of
the fines owed. Correspondence from collection agencies
then followed. With no response from Brad, approximate-
ly nine months later, the judgment was filed with the clerk
of the county in which Brad resided. Importantly, unlike
other collection matters, a civil proceeding did not take
place before the judgment was entered. Section 26 of the
Workers” Compensation Law empowers the Board to file
the judgment by mailing the appropriate legal papers to
the county clerk’s office. Once the Board was notified by
the clerk’s office that filing had been completed, a Re-
straining Notice was prepared and mailed to your client.

The Ramifications of a Judgment

The Notice your client received informs him that, pur-
suant to Section 5222 of the NYS Civil Practice Law and
Rules, he is blocked from transferring all of the property
that he owns in that county, and that money or property
belonging to him might be taken away from him to satisfy
the judgment. It also states that due to the new legislation,
the judgment acts as a lien on personal property as well.
Liens against personal property can be secured through a
UCKC filing with the Secretary of State or a lien filing with
the DMV.2 Moreover, the judgment did not end the con-
tinued assessment of penalties. Until this matter is fully
resolved, the fines continue to accumulate and judgments
are still filed.

Furthermore, starting in September 2007, if Brad is
an employer who has failed to keep records of the num-
ber of employees, classification, wages and accidents
for his business, he will have violated Section 131.1 of
the Workers” Compensation Law. He will then be sub-
ject to an additional fine of $1,000 for every ten days of
non-compliance.
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How to Handle the Judgment

What can be done to make all of this go away?
Of course, the most obvious solution is one involving
hindsight; your client should have resolved the matter by
responding to the initial inquiry letter. Answering the let-
ter and notifying the agency that production had stopped
and the crew had been dismissed would have probably
ended the whole matter. Brad’s lack of response was not
unique however, because unfortunately, fewer than half
of the inquiry letters sent by the Board receive responses.

Once the Board has gone through the full process that
required a judgment to be filed, it usually then requires
much greater proof to demonstrate that your client is
exempt from coverage. He must prove through concrete
means that, during the time in question, he was exempt
from requiring coverage because at the time the insur-
ance ended either 1) he ended his business or 2) he still
had a business, but no longer had employees.

a) Scenario 1: The Business No Longer Exists

Tax returns have been an effective method of proof.
In a sense, you are proving a negative. For example, if
your client did not have a business, he might not have
filed a Schedule C.

If the business ended during a portion of the year,
other forms of evidence may be submitted including cor-
porate dissolution papers and or bank records to demon-
strate that the business bank account had been closed.

b) Scenario 2: The Business Exists, but There Are No
Longer Any More Employees

Again, along with other forms of proof, tax returns
may be used as a form of proving a negative. If your cli-
ent had no employees, he would not have taken a deduc-
tion for employee wages.

Conclusion

As previously noted, the ramifications can be severe if
the requirements of Workers” Compensation coverage are
not taken seriously. There are various ways to navigate
through the agency’s judgment process. However, the
most effective method amounts to an ounce of preven-
tion. Whether your client is a film producer or any other
type of business owner, he or she should be cautioned to
tie up all loose ends when insurance is no longer needed.
The Board’s initial inquiry letter should be taken seriously
and answered promptly.

Endnotes

1. Due to the new Workers” Compensation Reform legislation signed
by Governor Spitzer on March 13, 2007, the fines were increased
from $250 to $1,000.

2. For example, anything financed such as the equipment used to
make his movie can be attached through the county sheriff.

The opinion, views and statements set forth in the
article do not represent the views of the NYS Workers’
Compensation Board
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ers’ Compensation Board as a Senior Attorney and
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ently represents both that agency’s Uninsured Employ-
ers’ Fund and the World Trade Center Volunteer Fund
in appellate matters. Ms. Swidler is the co-author of
several books including Top Law Schools: The Ultimate
Guide (Simon & Schuster, Inc., 1990) and Top Business
Schools: The Ultimate Guide (Simon & Schuster, Inc.,
1990). She thanks her husband, Robert Swidler, for his
comments and support.

Get CLE Credit:
Write for the EASL Journal!

NYSBA Entertainment, Arts and Sports Law Journal | Summer 2007 | Vol. 18 | No. 2 63



Playing to Win: Negotiating Tips for Mobile Game

Development Agreements
By Steven Masur

The mobile game industry can be a lucrative busi-
ness. Mobile games—which can be downloaded onto cell
phones and other mobile devices—can be cheaper and
easier to develop than games created for platforms like
PCs or game consoles, where users expect higher produc-
tion values. What also makes mobile games attractive to
developers and entrepreneurs is the potential market of
consumers who already carry and use cell phones—esti-
mated at 207.9 million nationwide and two billion world-
wide. Mobile games present huge brand opportunities as
well: Celebrities such as hotel heiress Paris Hilton, rapper
50 Cent, skateboarder Tony Hawk and poker champion
Phil Hellmuth have each licensed their names and images
to mobile games. Tom Cruise, notoriously shy of associat-
ing his name with video games, lent his name exclusively
to a Mission Impossible 11l mobile phone game. However,
to access these potentially large returns, developers must
deal with complexities ranging from the need to redevel-
op or “port” the same game to various platforms, such as
Brew, Java and J2ME, and tweak it for display on a wide
variety of handsets, to navigating the nettle of contracts
and legal issues in a long and complicated value chain
from developer to end user.

When negotiating a mobile game development deal,
a rightsholder must understand the significant licensing
and rights issues that result from the variety of players
involved in the mobile game production and distribu-
tion chain. This article discusses these players, the legal
issues each one presents and how to work through them.
One hopes that by highlighting the main issues and legal
pitfalls to which these various relationships give rise, a
workable set of contract best practices can develop, which
will foster longer lasting, more rewarding business rela-
tionships for clients and help promote the growth of the
mobile game business generally.

The Players

Before beginning any game, one must gain an un-
derstanding of the other players and how they interact.
At the beginning of the mobile game development value
chain is the game developer. The developer may be an
individual or a small partnership like Sprout Games
or Mystery Studio, medium-sized like Large Animal,
Gamelab, or GameLoft, or even an immense, publicly
traded company like Electronic Arts. The developer
provides the creative spark behind the game’s concept
and code. A developer will create the game’s back-story,
characters, visual appearance and rules. Then, based on
market considerations and sponsorship opportunities,

the developer chooses which platforms (CDMA, GSM,
PCS, etc.) and operating systems (Java 2 Micro Edition
known as J2ME, Java, Brew, Nokia N-Gine, etc.) for which
to develop the game. In addition, other developers often
share pre-existing developed software or codes that the
developer can license and incorporate into the new game
to speed the development process. Further, to achieve
certain graphic or animation results, a developer might
use certain tools or game engines licensed from software
companies and application developers such as mFoundry,
Adobe, and Macromedia Flash.

Once the game is completed, the developer will often
seek to license the game to a publisher like Hands-On
Mobile, Electronic Arts, Glu Mobile, or Retro 64, which
in turn, will sell the game directly to a distributor like
Verizon, Sprint, or T-Mobile, or to a mobile game aggre-
gator, for example, Thumbplay, Cellmania, Playfirst, or
Zingy. The mobile game aggregator acts as a combina-
tion retailer-distributor in the sense that it provides one
commercial outlet for several different publishers. Some
aggregators operate websites that offer only games, while
others offer general online content including games, ring-
tones, images and other services. In certain cases, a single
company might vertically integrate to act as a developer,
publisher, and aggregator. At the end of the game develop-
ment chain, of course, is the most important player: the
mobile game consumer.

The Playing Field

How all of these players interact will necessarily de-
pend on the different agreements binding them together.
For instance, a company who employs or commissions
individual developers to create a game will likely use a
work-for-hire agreement. In such cases, the company typi-
cally owns the game created by the employee or commis-
sioned developer. It is also possible that a developer might
choose to negotiate a development agreement in which
the ownership of the produced game is shared between
the company and the developer, or between the developer
and several companies.

Before a company enters into an ownership agreement
with a developer, it should be aware that the end product
typically incorporates certain pre-existing technologies or
materials such as artwork, music, animation graphics and
software tools. The intellectual property rights to these
elements, including trademark, copyright and patents,
might be held by a variety of different parties with differ-
ent habits and policies regarding enforcing those rights.
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Therefore, when entering a game development deal, you
should discuss the need to obtain appropriate licenses,
secure (and pay for) those rights, or at the very least

get releases and indemnifications against infringement
claims. When negotiating these terms in your contracts,
keep in mind that the developer may not have exercised
the appropriate degree of due diligence in clearing rights
and securing licenses, or may not ultimately have enough
money to effectively indemnify you or your client against
infringement claims. This will be discussed in more detail
later.

In certain cases, based on your goals for development
or exploitation, you might want to secure the rights to
use the same technology in more than one mobile game,
or the right to distribute the game on a variety of plat-
forms. If so, you can enter into a wide variety of industry
standard value-added reseller agreements, which can
allow the same technology, such as the kind that creates
an animated golf swing, to be used in different games,
or allow you to sell the same game through different
distribution channels or different carriers. As a final note,
these carrier or other distribution agreements are highly
sought after and prized. Their terms and flexibility are,
of course, the key to determining the size of the audience
you can attract to a particular game, and thus the amount
of revenue you can make from it.

The Rules of the Game
Who Owns What?

One of the most crucial negotiation points in mobile
game development is who owns all or part of the work.
A game developer unfamiliar with copyright law may
not realize that the law does not recognize the creator of
a work as its rightful owner if the creation is considered
a “work for hire.” Likewise, in the absence of a “work for
hire” clause, a company utilizing independent contrac-
tors to develop a game may find that it does not own the
finished product outright, despite the fact that it paid for
the development. The 1976 Copyright Act creates two
categories of works for hire: 1) when an employee creates
the work within the scope of his or her employment and
2) when certain types of works are specifically commis-
sioned as a “work for a hire,” and both parties expressly
agree to the term in writing.

So, if the developer happens to be an employee of the
company, the company will own the game. If the devel-
oper is not an employee but the company specifically
commissioned the developer to create a game for the
company, then the company will own the game only if
there is a signed, written agreement stipulating the game
as a “work for hire.” If a developer falls within neither
“work for hire” category, then the developer will own
the mobile game, and a company will need to enter into
a developer agreement that clearly sets out the duties

and obligations of both parties. This developer agreement
should include specific clauses relating to who owns what
aspects of the mobile game.

Once negotiating parties have determined “who”
will have ownership rights, the next step is to figure out
“what” exactly is going to be owned. In game develop-
ing, there are essentially three sets of creative elements
involved: 1) “look and feel” visual work product such as
graphics, music, game play, object code and other related
documentation; 2) source code; and 3) developer technol-
ogy, including templates, processes, techniques, method-
ology and know-how related to the work product, data
and software, as well as any improvements, enhance-
ments or derivatives thereof.

In general terms, the typical compromise is that the
company commissioning the work will usually insist
on owning the ultimate work product exclusively, while
the developer will often maintain exclusive rights in the
tools he used to create the game—namely, the source
code and underlying technology. However, such a split is
not always so simple. In addition to owning the finished
product, a company must also be able to maintain and
support the game and upgrade it. Therefore, it is crucial
for the company to obtain a limited and non-exclusive,
worldwide license to use the developer’s source code and
technology. In practice, the developer will usually place
a copy of the source code with a third party escrow agent
and agree to allow the company to access the source code
when technical problems arise. Additionally, when the
developer owns the game’s technical tools, a company
will need a worldwide perpetual license to use and to
sublicense the technology to third parties, who maintain,
support, distribute, and host the games. The source code
and developer technology licenses should be exclusive
because the company generally wants to be the only one
providing that particular gaming experience. Thus, the
developer would refrain from using the licensed technol-
ogy and source code, or their derivatives, to create the
same or similar games.

However as the previous section explained, there are
other players to consider as well. Recall that a developer
typically integrates pre-existing software into his or her
creation. For example, EyeMobile provides technology
used by game developers that reduces or eliminates the
need to push buttons to play mobile games. The user
tilts the phone to produce movement on the screen. If a
developer wants to use this technology, the rights must be
licensed from EyeMobile or its reseller. If the developer
uses the technology without securing these rights, the
outside technology provider could have a copyright or
patent infringement claim. Such an infringement could
end in a costly legal battle. At the very least, it could put
the developer or distributor at a disadvantage in negotiat-
ing a license after the fact. As a result, in negotiating the
development agreement, you must be sure to address
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what pre-existing technologies or licensable materi-

als the developer used in making the final product. In
this negotiation, be sure that the developer agreement
contains warranty clauses that the developer’s services,
work product, and source code will not infringe upon or
violate any patent, trademark, copyright, trade secret or
any other right of third parties. Along with the warranty,
the developer should agree to indemnify and hold the
company from and against damages, liabilities and costs
resulting from third party claims of infringement. The
underlying theme of the contract discussions should be:
Can the company be sure the developer owns the total creation?

As previously mentioned, in answering this ques-
tion, you should take into account the solvency of the
party making these representations and indemnifications.
If it does not have enough money or insurance to defend
against an infringement claim, or sustain a judgment
against it, then the indemnification will not be particu-
larly useful to your client in protecting against such a
claim. As a final negotiating tip, if you determine that the
indemnifying party would, in fact, be unlikely to be able
to defend such a claim, but your client still wants to use
its work product, then factor this risk into the purchase
or license price and present a lower offer.

Um, Excuse Me, Am | in the Credits?

For a developer, being recognized as the brains
behind a particularly successful game could be the key
to getting the next lucrative development job and can
even be career making. As a result, giving the developer
prominent attribution can be an excellent negotiating
point for a company to get good prices on license fees.
The placement of credits—whether bold and bright on
a title screen or listed in small, plain text in the game’s
final credits—are important to game developers because
names, trademarks, service marks, and logos all help
build the brand of the developer’s products and services.
When negotiating credits, companies should be sensitive
to the developer’s style and placement requirements. In
return, the developer must be prepared to agree to ad-
justing credits in order to accommodate technical limita-
tions such as screen size, format, and the gaming device’s
memory constraints. Depending upon the brand identity
of the developer, in addition to credits within the game
itself, a company might offer to include the developer’s
logo on the company’s website or in other promotional
materials. Of course, the language in the agreement
should address such uses of the developer’s identity.

Licensing Celebrities and Brands

Just like its more traditional console and PC coun-
terparts, the mobile game industry has its fair share of
celebrity and brand name licenses. The correct celebrity
association can make or break a game, and even a boring
game might gain some level of success just because of its
association with a particularly famous person or brand.

In April 2006, Hands-On Mobile announced a partner-
ship with rock star Tommy Lee to develop entertainment
content for cell phones that aims to capture the former
Motley Criie drummer’s “mischief-making” ways in an
attempt to excite prospective mobile game players and
entice non-game players to purchase the game when
published. Another example of celebrity partnerships oc-
curred when the creative cartoon-music collective Goril-
laz teamed up its music brand with RealNetworks to de-
velop a series of mobile-based games. However, playing
with the fickle public perception of celebrity popularity
is a sword that can cut both ways. The release of a Bode
Miller game, which was widely publicized and perfectly
timed to coincide with the conclusion of the 2006 Olympic
Games, garnered disappointing results because of Bode’s
poor performance during the Olympics and the public
backlash created by the media hype surrounding his
“bad attitude,” even though he went on to win numerous
World Cup races after the Olympics.

Further, it is not only the celebrity who decides
whether or not his or her name, image, or voice can be
used in a mobile game. Quite often, celebrities” agree-
ments with studios or agents constrain them from off-
camera appearances. Similarly, music clips must be
cleared from publishers and record labels and not the
artists, unless a specific artist managed to exclude the
rights for licensing the music to wireless devices from his
or her recording or publishing agreement. As a result, be
prepared for lengthy negotiations with a wide variety of
celebrity handlers and work this into both the budget for
the game and development and marketing plans for the
final release date.

In addition to individual celebrities, a well known
company brand name can attract consumers to the
mobile-game market as well. For instance, Glu Mobile
struck a deal with the brand name Fox Sports to create
sport simulation games, including Fox Sports Football,
Fox Sports Boxing, and Fox Sports Hockey. Popular TV
shows—such as Donald Trump’s “The Apprentice,”
which RealArcade turned into business-oriented mini-
games for Verizon and Cingular customers—can also be
successfully licensed for mobile games. The same goes
for pop-culture legends like Spiderman, King Kong and
Harry Potter. As with the developer’s use of pre-existing
software, a company must be sure to clear all licenses for
any brand names and celebrity likenesses incorporated in
the game. Detailed and extensive warranty indemnifica-
tion clauses in a contract usually provide such protection
for the company as well as the developer.

Product Placement

So far, this article has discussed the various licensing
costs a company will need to absorb when publishing
a developer’s mobile game. In contrast, product place-
ment—when an advertiser pays a company to incorporate
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a particular product into the gaming experience—pro-
vides an additional way for a game publisher to make
money. In exchange for the payment, advertisers receive
particularly precise data on their media buys. Normally,
it is difficult to measure the value of a media buy, but
with mobile applications and games, exact usage—such
as how many people downloaded the game contain-

ing their products or how many times each game was
played—can be monitored. Leaving the privacy issues
aside, advertisers and media buyers can use this exact
data to easily predict their profits and estimate the effect
of placing their products into a specific game. Before
placing a product into a game, careful thought should be
given to how the characters in the game will relate to the
advertised product. Quite often the intentions of advertis-
ers clash with the lifestyles or convictions of celebrities,
characters or even customers. Therefore, if Tommy Lee
does not object to a game in which he smokes Marlboros
and drinks Jack Daniels while playing on a Brunswick or
AMF pool table, the rightful owners of the Harry Potter
character might.

Consideration must also be given to which games
and services the mobile carriers are likely to allow to be
downloaded over their services. Mobile carriers, who
operate the networks that carry mobile phone signals and
sell services directly to customers, are intensely con-
cerned about their customers “churning” to other carri-
ers. As a result, they shy away from distributing games
that might offend their users or result in public backlash,
which increases the level of government scrutiny ap-
plied to their services. In addition, the carriers are intent
not to repeat some of the mistakes that were made as
the advertising industry developed on the Internet. As
a result, the carriers jealously guard their users’ private
information in an attempt to minimize the spread of
“spam,” identity theft, or other damaging practices on the
mobile networks they operate. These considerations have
delayed or killed the launch of many mobile advertising
campaigns or game launches heavily reliant on product
placement or user-generated information.

The Final Score

The best game development deals always provide
the right mix of upfront payments sufficient to fund top

quality development and back end royalty payouts high
enough to make the endeavor worthwhile for everyone
involved. Once the deal is done, pay close attention to
what happens during the execution and payout phases;
use these observations to inform future deals. For ex-
ample, if there was an agreement to an upfront payment
for development, but the developer was unable to deliver
on the agreed-upon timeline and required additional
payments to complete the job, consider paying the next
advance in smaller increments over time. On the other
hand, if the distributor was slow to make royalty pay-
ments and kept the money “in the pipeline” longer than
expected, consider getting more money upfront in the
next deal, requiring advance payouts on royalties to be
paid, or requiring payments into an escrow account pend-
ing accounting of monies earned.

Although it is impossible to know exactly how well a
game will do in the market, there are a great many ways
to cover the risk of a development investment. The best
game development agreements provide enough flex-
ibility to adjust for circumstances as they occur, precisely
because it is impossible for anyone to foresee exactly how
things will play out given the large number of vari-
ables and market forces that come into play in the game
business.
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Video on Demand: Defining Licensing Rights

By Natasha Azava

The evolution of new media raises a number of ques-
tions for those involved in entertainment businesses. One
question concerns the scope of licensing rights for Video
on Demand (“VOD”). For companies that own rights
to popular television programs and whose main source
of revenue is video distribution of those programs, the
question of whether VOD constitutes a form of television
or, rather, home video, is critical. If VOD is considered
television broadcasting, granting programmers a right to
broadcast a program via their television networks would
encompass a right to transmit it via VOD. Licensors
would therefore lose revenues they would have otherwise
received had they distributed their programs on video.

There is no case law dealing with VOD, and there is,
therefore, no clear answer to the question as to whether
VOD is properly treated as television or as home video.
However, cases dealing with the scope of television rights
in relation to VCRs might shed some light on the proper
classification of VOD.

Economics of VOD

VOD availability is increasingly widespread. Con-
sumers are intrigued, although not all with access to it
have shown an inclination to use the service as yet. How-
ever, VOD is clearly on its way to becoming a mainstream
content-delivery platform. One study indicates that near-
ly 20 million homes in the United States had VOD by the
end of 2004, a number that will probably nearly double to
39.2 million by the end of 2008.! Cable VOD is the default
delivery pipe at the moment, but competition looms, with
new technologies promising to play a major role in the
future delivery of content from downloads via an Internet
connection. It is estimated that network and cable VOD
revenue from movies and television series more than
doubled from $157 million in 2003 to $318 million in 2004.
In 2007, it is estimated that cable VOD revenue will cross
the $2 billion mark, on its way to $6 billion in 2013.2

Growth potential for the VOD market will be strongly
influenced by the home video sales industry. VOD ser-
vices currently generate minimal revenues compared to
home video sales: in 2002, home video sales totaled $20.3
billion (DVD: $11.6 billion; VHS: $8.7 billion). The DVD
retail business is expected to grow to $25 billion by 2012,
while VOD is expected to grow to $6 billion by 2013. One
of the reasons VOD does not generate big revenues is
that today movie windows for VOD are around 40 days
after home video release. While the window will begin to
decrease, it should remain an issue for VOD growth over
the next two years. Another hurdle to VOD growth is that
current margins on DVD sales provide too much of an

advantage to studios for them to shorten the VOD release
window too quickly. Studios make significantly more
from the sale of DVDs than they do from their 60 percent
splits of a VOD buy (60 percent to studio/40 percent to
distributor and cable operator). According to Forrester
Research, VOD will begin to chip into home video sales
by 2007.% Within five years, cable VOD services will pro-
vide 12 percent of all home entertainment revenue and
cut video rental revenue by 37 percent. Forrester forecasts
healthy growth in home video sales through 2007 (fueled
by DVD growth). At that point it will begin a gradual
decline at the hand of VOD. The research indicates that
movie studios will embrace on-demand services as the
best defense against piracy and will develop them at the
expense of home video by moving the VOD release to
within two months of theatrical release by 2007.

While there has been growth of the VOD market,
it has been slower than projected. Some of the reasons
for this are stagnant negotiations with film studios over
rights,* a limited supply of set-top boxes (not all cable op-
erators have embraced the technology with the fervor of
Time Warner, and not all systems have the infrastructure
in place to deploy VOD aggressively). Major studios have
been slow to embrace VOD services due to fear of can-
nibalizing the home video sell-through market; security
concerns; a desire to improve pay-per view and video
rental economics; and the desire to eliminate the middle-
man and bypass the Multiple System Operators (e.g.,
Movielink) altogether. In turn, consumers have been slow
to embrace VOD services due to limited access to pre-
mium content® and additional monthly subscriber costs
for services.

Practical Arguments for VOD Not Being Home
Video

VOD technology makes it possible for consumers to
control the start of a viewed program. VOD usually is
a digital transmission, whereas videos are streamed in
MPEG format. VOD operates by means of computer serv-
ers that store thousands of programs and that allow cable
subscribers to start programs whenever they want, to stop
and fast-forward as they wish.

There are several practical arguments for distinguish-
ing VOD from home video.° First, with home video, the
content originates from the viewer’s home; with VOD,
the content originates from the cable company. Moreover,
with services like DVR/PVR (e.g., TiVo),” the hard drive
is at the viewer’s home; with VOD the hard drive is with
the cable company. The VOD content normally is “rent-
ed” from the cable company for a period of time (usu-
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ally 24 hours) and is made available to cable subscribers
thereafter. VOD thus is a major revenue source for cable
companies. The second distinguishing feature of VOD is
that the viewer is limited in his viewing abilities, and can
watch only that which is made available on VOD by the
cable company.

While VOD is becoming more popular, it is worth
noting that cable companies currently offer on VOD only
a limited number and kind of movies and programs. In
contrast, with home video (or services like DVR, where a
viewer can watch whatever is being broadcast on televi-
sion), a viewer can watch whatever he wishes. In addi-
tion, the content available via VOD is not designed for
a particular, individual viewer. Rather, it is designed to
maximize the cable companies’ revenue. Home video,
in contrast, is designed to suit the needs and preferences
of particular customers. Given these differences, the
mere fact that VOD, like VCRs, is an interactive technol-
ogy that allows one to choose content from a menu, to
rewind, and to fast-forward, does not mean that VOD is
tantamount to home video.

Practical Arguments for VOD Not Being
Television

The first and most obvious argument for not treat-
ing VOD as television is that the latter always has meant
broadcasting; whereas VOD has not. With VOD, the
content belongs to a cable provider and is being directed
(transmitted) only to a select group of subscribers.
Therefore, not all people who have television sets can
watch VOD, while all people who have television sets
can watch television. Television always has meant that
if one point is broadcasting, many points are receiving.
With VOD, it is one point broadcasting and one point
receiving. Second, the interactive nature of VOD dif-
ferentiates it from broadcasting. A counterargument,
however, would be that the broadcasting feature is not
what defines television. One can say that television-like
broadcasting was just more convenient for providers and
that today VOD is more convenient. What defines the
television today, the argument would state, is not making
programs available to all but, rather, making them acces-
sible at all times and making it possible to start them at
any time.

Legal Analysis

Future Technology Clauses and General Reservation
Clauses

There are two contractual clauses that can determine
whether the grant of television rights includes transmit-
ting via VOD. One is a future-technology clause; another
is a general reservation clause. As there is no case law on
the usage and interpretation of these clauses in relation
to VOD, the discussion below draws upon cases dealing
with other new technologies.

Many courts have enforced future-technology clauses
(i.e., a clause that allows showing of the program “by any
means now known or hereafter developed”). A future-
technology clause may modify the definition of either the
product to be created (i.e., a photoplay),® the permissible
methods of distribution, or the media in which the
product may be distributed.” The effect of a clause may,
however, be limited by a narrow antecedent,' although
one court saw “no point in quibbling” about whether the
new technology fell within the antecedent clause where
the thrust of the grant was to embrace future technology.!!
A specific reservation of rights also may limit a future-
technology clause.!?

Although ordinarily sufficient, an expansive future-
technology clause is not necessarily required. Many
courts have found grants lacking those clauses still broad
enough to cover new uses.'> Courts also have addressed
the new technology issue in the context of actors” agree-
ments, with and without future-technology clauses. Gen-
erally, courts have found grants of rights to use actors’
performances in films sufficiently broad to encompass
distribution on television or videocassette.!

Thus, courts have gone different ways when deciding
the question of rights to new technologies. Some courts
have held that specific reservations of rights supersede
the future-technology clause, while other courts have
held that grants lacking such clauses were broad enough
to cover new uses. To avoid ambiguity and erroneous
interpretations of the parties” intent, it is better to explic-
itly state the status of VOD rights in the contract, instead
of relying upon a future-technology clause. Parties should
explicitly include or exclude VOD rights in their licensing
agreements. They also should take into account the po-
tential growth of VOD and specifically provide for future
negotiations in case VOD becomes a pervasive form of
television.

In interpreting the scope of the grant, courts place
different emphasis on the general reservation of rights
clause, what usually states something to the effect of
“rights not granted in the contract are reserved by the
grantor.” For example, the Ninth Circuit, in conclud-
ing that new media rights were not granted in Cohen v.
Paramount Pictures Corp., found that a general reservation
indicated intent to limit the grant.!® Other courts, howev-
er, have disregarded general reservation clauses.!® Courts
have also expressed differing views regarding the effec-
tiveness of a general reservation accompanied by a spe-
cific reservation.!” Finally, some courts have found that
the inclusion of a specific reservation clause establishes
that no general, broad reservation of rights is otherwise
in effect, i.e., the identification of specific reserved rights
indicates that all unenumerated rights were granted.'®
When applying these outcomes to VOD analysis, it seems
that to avoid ambiguity, it is advisable for a grantor of
television rights to state explicitly the status of rights to
VOD instead of relying on a general reservation clause,
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which courts (in non-VOD cases) have interpreted in
varying ways.

To determine the scope of licensing rights, courts also
consider the nature of the technology at issue and its fore-
seeability. Courts have held that when a broad grant of
rights is made in a contract, a new use can be construed
to fall within that grant and that the new use was foresee-
able at the time the grant was made, then the burden is
on the grantor to reserve the right to the new, but foresee-
able, use.!” Based upon the economic research discussed
above, the use of VOD is quite foreseeable today. There-
fore, the grantor that wants to reserve VOD rights should
do so explicitly in the contract.

Another factor the court could look to when inter-
preting an ambiguous contract is whether the VOD in-
dustry is different and distinct from the television/cable
industry. It has been held that where at the time of exe-
cuting the contract, the television broadcast industry was
different and distinct from the cable television industry,
television rights did not include cable rights.?’ As today
there are people who view the VOD industry as part of
the television industry, parties drafting a contract should
take this factor into account. In particular, a party wish-
ing to reserve VOD rights should do so explicitly, since
courts could say that at the time of signing the contract,
the VOD industry was part of the television industry.

Television and Videocassette Cases as Applied to VOD
Analysis

Since there is no case law dealing with VOD, deter-
mining whether VOD should be treated as television or
home video can be done by analogy only. In particular,
it is helpful to look at cases dealing with the question of
whether grants of television rights covered videocassette
uses, which was a very controversial issue when the VCR
came into existence.

In general, courts have held that “exhibition by
means of television” or “broadcasting over television”
cannot be construed as including the distribution of vid-
eocassettes for home viewing because videocassette exhi-
bition is not broadcasting.?! As one court stated: “Trans-
mission of sound and images from a point outside the
home for reception by the general public . . . is implicit in
the concept of ‘broadcasting by television.” Conversely,
while one may speak of ‘playing,” ‘showing,” ‘displaying,’
or even perhaps ‘exhibiting” a videotape, we are unaware
of any usage of the term ‘broadcasting’ in that context.”??

In Cohen,® the court clearly distinguished television
from home video, stating: “Though videocassettes may
be exhibited by using a television monitor, it does not fol-
low that, for copyright purposes, playing videocassettes
constitutes ‘exhibition by television.””?* The court held
that there are fundamental differences between exhibition
of a film on television and exhibition of a film by means

of a VCR. In particular, the court noted that television
requires an intermediary network, station, or cable to
send the signals into consumers” homes. The menu of
entertainment appearing on television is controlled
entirely by the intermediary and, thus, the consumer’s
selection is limited to what is available on various chan-
nels. Equipped merely with a conventional television set,
a consumer has no means of capturing any part of the
television display; when the program is over it vanishes,
and the consumer is powerless to replay it. Moreover,
the court noted, because they originate outside the home,
television signals are ephemeral and beyond the viewer’s
grasp.?

In contrast, according to the court, videocassette en-
tertainment is controlled within the home, at the viewer’s
complete discretion. A consumer may view exactly what
he wants (assuming availability in the marketplace)
whenever he chooses.?® The viewer may even “fast
forward” the tape so as to quickly pass over parts of the
program he does not wish to view. The court concluded
that by their very essence, videocassettes liberate viewers
from the constraints otherwise inherent in television and
eliminate the involvement of an intermediary, such as a
network.?

Consistent with the opinion in Cohen, courts have
subsequently held that “television viewing” and “video-
cassette viewing” are not coextensive terms. Even though
videocassettes may be, and often are, viewed by means
of VCRs on home television screens,?® still, as the Ninth
Circuit pointed out, a “standard television set capable of
receiving television signals” is not strictly required for
videocassette viewing.?’ “It is only necessary to have a
monitor capable of displaying the material on the magne-
tized tape.”3? Courts have noted that a number of non-
television monitors marketed in the United States permit
videocassette viewing on computer screens, flat-panel
displays, and the like. Therefore, viewing videocassettes
on television screens does not make VCRs like television
per se.?!

In general, courts have held that television and VCR
technology have very little in common other than the fact
that a conventional monitor of a television set may be
used to both receive television signals and to exhibit the
content of a videocassette. A videocassette comprises “an
entirely different device involving an entirely different
concept and technology from that involved in a television
broadcast.”3? Therefore, courts have held that “exhibition
by means of television” or “broadcasting over television”
do not include the distribution of videocassettes for home
viewing.3?

Analogizing the above television/home-video
cases analysis to VOD, arguments can be made for
treating VOD as both being television and being home
video. VOD can be said to be like television because the
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consumer’s selection is limited to what is available on
VOD; when the movie is no longer offered via VOD,

the consumer cannot replay it. As they originate outside
the home, VOD signals are ephemeral and beyond the
viewer’s grasp, just as they are with television. Further-
more, VOD—like television and unlike a VCR—needs a
network. Therefore, VOD comprises an entirely different
device involving an entirely different concept and tech-
nology than those involved in home video.

On the other hand, there are features that make VOD
like home video and unlike television. First, equipped
merely with a conventional television set, a consumer has
no means of watching VOD. Only a viewer with a card
or a hard disk has access to the content. This is not true of
broadcasting. As the court observed in Cohen: “Transmis-
sion of sound and images from a point outside the home
for reception by the general public . . . is implicit in the
concept of ‘broadcasting by television.””** Conversely,
delivering content via hard drive is not broadcasting in
conventional terms. Moreover, VOD technology is as
interactive as video playing devices, such as VCRs. VOD
has features every VCR has: a viewer can replay, for-
ward, pause or stop the movie and start from the begin-
ning. Television does not allow this precisely because of
the ephemeral nature of broadcasting. In addition, even
though VOD programs are often viewed on home televi
sion screens, a standard television set capable of receiv-
ing television signals is not strictly required for VOD
viewing: VOD can be viewed on a computer screen, for
example. This feature also makes VOD more like home
video entertainment and less like television.

Most Recent Developments: Cablevision RS-DVR
Decision

While there has not been any court decision specifi-
cally focusing on VOD, a recent case involving Cablevi-
sion’s proposed technology called the Remote Server-
DVR (“RS-DVR”) is relevant. In Twentieth Century Fox
Film Corp. et al. v. Cablevision Systems Corporation,®® U.S.
District Court Judge Denny Chin held that the RS-DVR
would violate copyright law.

Unlike a standard set-top digital video recorder
(“DVR”) with a built-in hard drive, which allows televi-
sion viewers to store and play back shows when they
like, a network RS-DVR would also allow any customer
with a digital set-top box to record and play back shows.
However, the programs would be stored in remote
computer servers maintained by Cablevision. Thus,
rather than store the content in the DVR, Cablevision
will store it at a central facility, and stream it over its
network.% Cablevision argued that it was not required to
obtain a license for any of the programming, because the
control of the recording and playback was in the hands
of the consumer, not Cablevision. It contended that the
RS-DVR was similar to VCRs, which were found not to
infringe the copyrights of program owners under the

Supreme Court’s Betamax decision.?” The court disagreed
by distinguishing the Betamax case. It said: “The RS-DVR
is not a stand-alone machine [like a VCR] that sits on top
of a television,” but “rather, it is a complex system that
involves an ongoing relationship between Cablevision
and its customers.”% It further noted that “the RS-DVR

is clearly a service,” which requires “numerous comput-
ers, processes, networks of cables, and facilities,” not to
mention around-the-clock staffing, and it is Cablevision
that does the copying.?® Therefore, the court concluded
that the Cablevision system, if launched without program
licenses, would infringe both the exclusive rights of repro-
duction and public performance under copyright.*

Relevant to the present discussion is the fact that
while the court found that, “under the hood,” the DVR
and the RS-DVR were “vastly different,” it said that the
RS-DVR more closely resembled VOD. As the court ruled
that the operation of the RS-DVR requires a separate li-
cense, it follows that it would similarly require cable com-
panies to obtain a separate license for the VOD service.*!
This conclusion is especially true in light of the reasons
the court gave for its ruling requiring a license: similar
to the RS-DVR service, VOD involves ongoing participa-
tion by the cable companies (the cable companies chose
the content available for VOD viewing) and similar to the
RS-DVR service, VOD requires “numerous computers,
processes, networks of cables, and facilities.”

Conclusion

It is possible to come up with arguments for treat-
ing VOD as both television and as home video, although
these arguments have to be made by analogy in the ab-
sence of direct cases dealing with VOD. While this article
attempts to develop arguments for proper categorization
of VOD technology, it is clear that in the absence of court
decisions on the issue, the question remains unsettled.
Until then, parties drafting licensing agreements are well
advised to specify what they mean when defining VOD,
as well as the scope of rights granted with respect to
VOD.
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help support workshops and clinics for musicians from the New York region, the expansion of our media-
tion service to handle music-related negotiations, and the development of a special section of the VLA
website to include music-related resources and information.

For more details about VLA’s award and the New York State Music Fund, please see http://www.
vlany.org/forms/nysmf_vla_press_release.pdf. For questions about this, or any other, VLA program,
please contact Elena M. Paul, Esq. at 212.319.2787 x17.

VLA Holiday Card Program 2007

The VLA Holiday Card Program provides access to over 50 unique images for use on annual holiday
cards. The program is part of VLA's ongoing efforts to serve the arts community, as well as to support and
publicize VLA’s mission and programs. Participants may customize most features of cards to their own
specifications, including card size, paper, inside greeting and other layout and formatting preferences.
VLA is happy to consult with purchasers and make suggestions about specifics. This program is made
possible through the generosity of the participating artists who have made their images available to VLA
without charge.

For more details about the VLA Holiday Card Program, including terms of participation, please see
http:/ /www.vlany.org /holidaycard.

Volunteer Lawyers for the Arts Fall Benefit 2007

Support VLA’s mission of service to the arts community while enjoying a fun-filled evening at a
location yet to be determined. Food, beverages, and cocktails will be served. For date, time, location, and
other event details, please see www.vlany.org. For ticket reservations and pricing inquiries, please contact
Kelly Kocinski at 212.319.2787 x18 or kkocinski@vlany.org.

VLA Legal and Business Bootcamp for Arts Professionals™

VLA Legal and Business Bootcamp for Arts Professionals™ is a comprehensive program about the
legal and business issues that affect individual artists and individuals within organizations and cultural
institutions. This program is for professionals within organizations, individual artists, and art students at
all stages of professional development. Lawyers, other professionals who represent artists and arts organi-
zations, and law students will also benefit from the course. For registration, Bootcamp locations and dates,
and additional information, please see www.vlany.org/bootcamp.
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Bimonthly Legal Clinic

The VLA Legal Clinic is a bimonthly forum for VLA members to meet privately with volunteer
attorneys to discuss arts-related legal issues. Held from 4:00 p.m. to 7:00 P.M. on the second and fourth
Wednesdays of each month, the clinic is a rewarding opportunity for attorneys to volunteer without a
large time commitment. If you are interested in volunteering, please contact Kate Nelson at 212.319.2787
x14 or knelson@vlany.org.

mediateArxrt

MediateArt provides low-cost alternative dispute resolution services to artists with conflicts that can
be addressed outside of the traditional legal framework. MediateArt selects two volunteer mediators to
handle each matter, generally a team of one attorney and one arts professional or arts administrator. All
volunteer mediators have completed many hours of training focused on helping to resolve arts-related
disputes. To refer a client to mediation, become a volunteer mediator, or learn more about MediateArt,
please contact Ben Brandow at 212.319.2787 x16 or bbrandow@vlany.org.

Career Development & Private Counseling

VLA'’s Executive Director and senior staff attorneys are available by private appointments for private
career counseling and to review resumes in the context of charting desired career paths. Please contact
Alexei Auld, Esq., Director of Legal Services, at 212.319.2787 x12 to arrange an appointment.

Volunteer Lawyers for the Arts
1 East 53rd Street, 6th Floor, New York, NY 10022
212.319.2787 | www.vlany.org
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The Entertainment, Arts and Sports Law Section
Welcomes New Members

Alvida Renee Alford
Nicole Tiberi Anthony
Ronald Barabas

Peter Nicholas Billis
Furine E. Blaise

Ross I. Bogatch

Gregory Stephen Bougopoulos

Robert A. Brandt
Patrick James Brown
Matthew J. Burnham
Renee M. Caputi
Nicole Elise Cleenput
M. James Cooperman
Toby Susan DeSimone
Christopher Deubert
Joseph R. Disalvo
Ryan J. Donohue
Jane Dryer

Paula Taryn Edgar
Samuel Asher Effron
Lynn Elliot

Victoria A. Elman
Walead Esmail

Jason Brett Eson
Trevor Fagan

Henry James Fasthoff
Gyorgy Feher

Alan D. Feller
Lindsay A. Florek
Hannah Friedberg
Michael Joseph Garofola
Matthew Giger

Ruvym Gilman
Seth M. Goldstein
Kimberly Graison
Robert L. Greener
Destiny L. Harmon
David B. Harrow

Sara Dee Newbold Haskamp

Quinn M. Heraty
Geoffrey Jacobson
Bruce Jacoby

Elizabeth T. Kessenides
Jessica Joy Kielb

Shane Kiernan

Dae Hoon Kim

Gregg Marshall Kligman
Noah B. Kressler

Eric Scott Lerner
Christina Victoria Leto
Brian Seth Levenson
Gabrielle Levin

Cari A. Lewis

Adrian Mun Whai Li
Karen Lieu

Hazel Thetis Malcolmson
Elizabeth F. Matory
Kyana R. McCain

John J. McWeeney
Lindsay D. Molnar
Michael Simon Musante
Rachel Nataneli

Kevin P. O’Keefe

Hun Ohm

Karen M. Platt

Blaire A. Postman
Alexandra Prophete
Roger M. Quinland
Verity Sharan Rees
Eboue Reinbergs
Charles Nathan Rose
Meryl Gail Rosen
Maureen Salter

Carlos Santiago
Gandhar Sudhir Savur
Karen Michelle Segall
Shaila Settles

Stuart Silfen

Andrew Sloss

Bradi Lynn Smith
Andre Ramon Soleil
Natalie D. Stanford
Dustin A. Stein

Ed Stelling

Prasanna Subramanian
Joseph Robert Tarantino
Erin C. Thayer
Benjamin S. Thompson
Bryan Andrew Tollin
Yolanda Juana Torrubia
Peter Da Silva Vint
Kamaljit Kaur Virk
Natasha Walwyn
Jennifer J. Womack

Upcoming EASL Journal Deadline:

Friday, September 7, 2007
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MCLE-Accredited Recordings of Recent Section
Programs Available from the Association’s
CLE Department

(You may order by calling toll-free, 1-800-582-2452, or by clicking on
“All Recorded Programs” under “CLE"” at www.nysba.org)

Practical Aspects of the LLC and LLP (2006)
(www.nysba.org/avbuscorp)

From a spring 2006 program presented by the Section, LLCs and LLPs are explored in depth by
Alan E. Weiner, a well-regarded speaker on this topic. In addition to tax and practical issues related to
forming such entities, this program provides an overview for both the seasoned and less experienced
limited liability company /partnership practitioner. Mr. Weiner discusses the multi uses of the LLC,
administrative issues, tax issues (simplified), the new and highly controversial New York State publi-
cation requirements, self-employment tax issues, and the use of the professional LLC or LLP. (2.5 total
MCLE Credits; available in audio CD and audiocassette formats)

Entertainment, Arts & Sports Law Section Annual Meeting (2006)
(www.nysba.org/avmisc)

An experienced, engaging and highly qualified faculty examines the legal issues arising with the
increasingly popular and widespread activities of videogaming and cybergambling in today’s society.
(4.0 total MCLE Credits; available in DVD and videocassette formats)

Program Contents
¢ Videogaming
* Online Gambling

Entertainment, Arts & Sports Law Section Annual Meeting (2005)
(www.nysba.org/avmisc)

Some of the more controversial and highly debated social and legal issues in the realm of mass
media, advertising and governmental regulation are tackled in this lively program by a well-rounded
faculty of media executives, lawyers and a representative of the FCC. (3.5 total MCLE Credits; avail-
able in DVD and videocassette formats)

Program Contents
¢ Sex, Drugs, Rock ‘n” Roll and the First Amendment

¢ Branding of Entertainment, the Media and the First Amendment: Social Questions and Legal
Challenges

¢ Indecency, the Media and the FCC

* ¥ %

Recordings of our following recent programs will be available soon. Watch for news on their availability on
our home page and in our Journal.

I.  The Impact of Digital Recordings on the Entertainment Business, from January 2007.
Il. The Eleventh Annual Symposium on Current Legal Issues in Sports, from April 2007.

lll. Entertainment Law in Review: 2006-2007, from May 2007.
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Section Committees and Chairpersons

The Entertainment, Arts and Sports Law Section encourages members to participate in its programs and to contact the
Section Officers listed on the back page or the Committee Chairs or Co-Chairs for further information.

Committee on Alternative Dispute
Resolution

Judith B. Prowda

15 West 75th Street

New York, NY 10023
judithprowda@aol.com

Judith A. Bresler

Cowan DeBaets Abrahams & Sheppard LLP
41 Madison Avenue, 34th Floor

New York, NY 10010

artesql@aol.com

Committee on Copyright and Trademark
Neil J. Rosini

Franklin Weinrib Rudell & Vassallo, PC
488 Madison Avenue

New York, NY 10022-5702
nrosini@fwrv.com

Jay Kogan

DC Comics

1700 Broadway

New York, NY 10019
jay.kogan@dccomics.com

Committee on Fine Arts
Judith B. Prowda

15 West 75th Street

New York, NY 10023
judithprowda@aol.com

Committee on Legislation

Steven H. Richman

Board of Elections—City of New York
32 Broadway, 7th Floor

New York, NY 10004-1609
srichman@boe.nyc.ny.us

Committee on Literary Works and
Related Rights

Jennifer Unter

RLR Associates, Ltd.

7 West 51st Street

New York, NY 10019-6910
junter@rlrassociates.net

Eric S. Brown

Franklin Weinrib

488 Madison Avenue, 18th Floor
New York, NY 10022
esbrown@fwrv.com

Committee on Litigation

Paul V. LiCalsi

Sonnenschein Nath & Rosenthal, LLP
1221 Avenue of the Americas

New York, NY 10020
plicalsi@sonnenschein.com

Stanley Pierre-Louis

Viacom Inc.

1515 Broadway

New York, NY 10036
stanley.pierre-louis@viacom.com

Committee on Membership
Rosemarie Tully

Rosemarie Tully, P.C.

One Suffolk Square, Suite 430
Islandia, NY 11749
rosemarie@tullylaw.com

Committee on Motion Pictures
Mary Ann Zimmer

Law Office of Mary Ann Zimmer
37 West 57th Street, Suite 701
New York, NY 10019
mazimmer74@aol.com

Stephen B. Rodner

Pryor Cashman LLP

410 Park Ave

New York, NY 10022-4407
srodner@pryorcashman.com

Committee on Music and Recording
Industry

Stanley H. Schneider

eMusic.com Inc. and The Orchard
Enterprises Inc.

100 Park Avenue, 17th Floor

New York, NY 10017
Stan@Dimensional Associates.com

Alan D. Barson

Law Office of Alan D. Barson
853 Broadway, Suite 1001
New York, NY 10003-4719
alan.barson@barsongs.com

Gary E. Redente

Steptoe & Johnson, LLP

750 Seventh Avenue, Suite 1900
New York, NY 10019
redentelaw@earthlink.net

Nominating Committee

Howard Siegel

Pryor Cashman Sherman & Flynn LLP
410 Park Avenue, 10th Floor

New York, NY 10022-4441
hsiegel@pryorcashman.com

Committee on Pro Bono
Elisabeth Koller Wolfe
1000 Forest Avenue

Rye, NY 10580
elisabethwolfe@mac.com

Elissa D. Hecker

Law Office of Elissa D. Hecker
90 Quail Close

Irvington, NY 10533
eheckeresq@yahoo.com

Committee on Programs

Joyce Sydnee Dollinger
Dollinger, Gonski and Grossman
1 Old Country Road, Suite 102
Carle Place, NY 11514
jdollinger@dgglawoffices.com

Tracey P. Greco
Delia’s Inc.

222 East 3rd Street
New York, NY 10009
LilDiva320@aol.com

Committee on Publications
Elissa D. Hecker

Law Office of Elissa D. Hecker
90 Quail Close

Irvington, NY 10533
eheckeresq@yahoo.com

Committee on Publicity, Privacy and
Media

Edward H. Rosenthal

Frankfurt Kurnit Klein & Selz, PC

488 Madison Avenue, 9th Floor

New York, NY 10022-5702
erosenthal@fkks.com

Committee on Sports
Ayala Deutsch

NBA Properties, Inc.

645 Fifth Avenue, 16th Floor
New York, NY 10022
adeutsch@nba.com

Anthony J. Dreyer

Skadden Arps Slate Meagher & Flom
4 Times Square, Room 30-130

New York, NY 10036-6522
adreyer@skadden.com

Committee on Television and Radio
Barry D. Skidelsky

185 East 85th Street, 23d

New York, NY 10028
bskidelsky@mindspring.com

Pamela Cathlyn Jones

Law Offices of Pamela Jones
1495 Cross Highway
Fairfield CT 06824
pamelajonesesq@aol.com

Committee on Theatre and

Performing Arts

Diane F. Krausz

D. Krausz & Associates, Attorneys At Law
23 East 22nd Street, 3rd Floor

New York, NY 10010-5345
DKrausz@aol.com

Jason P. Baruch

Sendroff & Baruch, LLP

32 West 82nd Street

New York, NY 10024
jparuch@sendroffbaruch.com

Committee on Young Entertainment
Lawyers

Vejay G. Lalla

Davis & Gilbert LLP

1740 Broadway

New York, NY 10019
vlalla@dglaw.com

Jennifer Romano Bayles
C3 Media Solutions

9 Jane Street

New York, NY 10014
jennyromano@mac.com

78 NYSBA Entertainment, Arts and Sports Law Journal | Summer 2007 | Vol. 18 | No. 2



BOOKS

NTERTAINMENT
Law

Entertainment
Law

Homwasn Siecr, Esa.

Third Edition

“Presented in a clear, accessible format, Entertainment Law is packed with
information and insights that can help its readers survive and flourish in today’s
fast-paced entertainment industry.”

Michael Greene
Recording Academy President/CEO

Entertainment Law, Third Edition is an invaluable resource for the entertainment
practitioner. Anyone wishing to have a better understanding of the entire spectrum of
an entertainment practice will benefit from insights and perspectives contained in this
extraordinary volume.

The nine chapters cover all the principal areas of entertainment law. The authors are
some of the most successful private entertainment practitioners in the country. These out-
standing attorneys bring a depth and variety of experience to the book, which makes this
a particularly informative collection.

The Third Edition updates and expands the Second Edition and features a new chapter
on “Entertainment on the Internet.”

Contents Minors’ Contracts in the

Entertainment Industr
The Phonograph Record Industry y
) . Personal Management
Music Publishing

Television and Television Cosponsored by the Entertainment Law
Program Development Section and the Committee on Continuing
. Legal Education of the New York State Bar
The Film Industry Association.
Entertainment on the Internet PN: 40863 ¢ 782 pp
Legal Aspects of Producing in the List Price: $150
Commercial Theater Mmbr. Price: $125
L . Prices include shipping and handling,
Book Publishing: Author/Publisher but not applicable sales tax.
Agreements
To order call 1-800-582-2452 or visit us 11111
online at www.nysba.org/pubs ~coA
Mention code: PUB0107 when ordering. New York State Bar Association
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Publication of Articles

The Journal welcomes the submission of articles
of timely interest to members of the Section. Articles
should be submitted with biographical information
either via e-mail or on a 3%2" diskette (preferably in
Microsoft Word) along with a laser-printed original.
Please submit articles to:

Elissa D. Hecker

90 Quail Close
Irvington, NY 10533
eheckeresq@yahoo.com

WWW.NYSBA.ORG/EASL

NEW YORK STATE BAR ASSOCIATION
ENTERTAINMENT, ARTS AND SPORTS LAW SECTION

One Elk Street, Albany, New York 12207-1002
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