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Remarks from the Chair

It is with particular pride that
I would like to announce to our
Section members that EASL was
recently awarded one of the Vol-
unteer Lawyers for the Arts” 2003
Pro Bono Service Awards. Along
with law firms Cleary, Gottlieb,
Steen & Hamilton and Latham &
Watkins, our Section was hon-
ored at a ceremony at Sotheby’s
on October 28, 2003. As noted in
recent editions, our Section-organized clinics at VLA
have already been recognized nationally, including in an
article in the ABA’s Bar Leader. For those who have
missed our earlier clinics, come join us at our next one
on February 18, 2004!

Following an active spring and a relatively quiet
summer, our Section had a busy fall. Among the high-
lights was the Entertainment Law Symposium in Octo-
ber that we co-sponsored with St. John’s University
School of Law. Stanley Rothenberg moderated a panel
on the Effect of Termination of Transfer of Copyright on
the Music Industry, which was followed by a panel dis-
cussion on Conflicts of Interest in the Entertainment
Industry. A few weeks earlier, we hosted a fabulously
successful “Entertainment Law Update: The Year in
Review: Recent Developments in Entertainment Litiga-
tion and Transactions,” moderated by litigation chair
Peter Herbert and featuring Jay Flemma.

It is hard to believe that I am writing my final
“Remarks from the Chair.” Yet following our 2004
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Annual Meeting, I will turn over the reins to Elissa
Hecker, who has greatly enriched our Section as my
Vice Chair and as Editor of the Journal.

I am proud to have continued over the past two
years the vibrant success of my predecessor, Judith
Bresler. As a result, we now offer our members great
resources via our Web site <www.nysba.org/easl> and
this Journal, pro bono opportunities through our
alliance with Volunteer Lawyers for the Arts, a week-
end of socializing and learning at our revived Spring
Conference, and a plethora of educational and enjoy-
able committee and Section programs. Thanks to Steve
Richman’s service, we are also now well represented in
the House of Delegates. I know that the Section will

continue to grow and prosper under Elissa’s leadership.

As my term comes to an end, there are many peo-
ple I have to thank for their dedication to our Section.
In addition to Elissa and Judith, I want to recognize Jay
Flemma, who has functioned as the tireless “jack of all
trades” throughout my tenure as Chair. Jay has always
been the first volunteer when help was needed—he co-
chaired our Spring Conference, helped organize our
2003 Annual Meeting, hosted numerous programs, and

is a constant recruiter for Section events. Also deserving
of recognition is Elisabeth Wolfe, who joined the Exec-
utive Committee as Membership Chair two years ago
and then became our inaugural Pro Bono Chair over a
year ago. While Elissa and I had the honor of accepting
the VLA’s award with Elisabeth on behalf of EASL,
Elisabeth was most responsible for it.

I also want to thank Kenny Nick, who has enthusi-
astically embraced the role of Program Chair not only
to organize our Annual Meetings, but also to help
revive our Spring Conference, which we will hold again
this coming year thanks to last year’s success (check out
our Web site for details). Alan Barson and Stephen
Rodner continued their excellent service as Secretary
and Treasurer, respectively. Finally, I want to extend
particular thanks to three people at the New York State
Bar Association’s headquarters in Albany who have
provided critical support to our Section—Kim
McHargue, Brad Carr and Juli Turner.

Thank you for giving me the opportunity to serve
you.

Jeffrey Rosenthal

search.

Did You Know?

Back issues of the Entertainment, Arts and Sports Law Journal (2000-2003)
are available on the New York State Bar Association Web site.

(www.nysba.org)

Click on “Sections/Committees/ Entertainment Law Section/ Member Materials”

For your convenience there is also a searchable index in pdf format.
To search, click “Find” (binoculars icon) on the Adobe tool bar, and type in search
word or phrase. Click “Find Again” (binoculars with arrow icon) to continue

Note: Back issues are available at no charge to Section members only. You must be logged in as
a member to access back issues. For questions, log in help or to obtain your user name and
password, e-mail webmaster@nysba.org or call (518) 463-3200.
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Editor's Note

As Jeff mentions in his
Remarks and Elisabeth high-
lights in her Pro Bono
Update, the EASL Section is
proud to have been awarded
a 2003 Volunteer Lawyers for
the Arts Pro Bono Service
Award. We are taking
tremendous strides to
encourage Section members
to actively participate in pro
bono activities, and through
our partnerships with VLA,
Ice Hockey in Harlem and other organizations, we are
pleased to be able to offer several attractive pro bono
options.

Our Law Student Initiative writing contest, which is
designed to bridge the gap between law students and
the entertainment, arts and sports law communities and
shed light on students” diverse perspectives in these
practice areas, received a record number of excellent
submissions on a wide variety of topics. Christopher D.
Papaleo, a second-year law student at St. John’s Univer-
sity School of Law, has been selected as this issue’s LSI
winner. Christopher writes about the paradox of instant
access and restricted use in the digital world. As a
result of his high-quality submission, he will receive a
free membership to the EASL Section next year, and an
opportunity to reach out to EASL Section members with
his writing and analytical talents.

I am also extremely pleased that this issue of the
Journal publishes several articles that encompass the
fields of entertainment, arts and sports law. The caliber

of submissions continues to amaze me, and I feel privi-
leged to be able to learn so much from all of the
authors.

On a final note, I wanted to thank Jeff Rosenthal for
his stellar leadership as Chair of the EASL Section for
these past two years. He has served as an excellent
example of how to be an effective and organized leader,
and as incoming Chair, I look forward to working with
him, and with all of the members of the Executive Com-
mittee, over the next two years. There are exciting times
ahead!

Once more, please be advised that authors can
obtain CLE credit from having an article published in
the EASL Journal. To submit an article or Letter to the
Editor, please contact me at ehecker@harryfox.com.
THE NEXT DEADLINE IS FRIDAY, JANUARY 16,
2003.

Elissa

Elissa D. Hecker is Associate Counsel to The
Harry Fox Agency, Inc., licensing affiliate of The
National Music Publishers’” Association, Inc., where
she is involved with legal, educational and policy
matters concerning the world’s largest music rights
organization and the U.S. music publishing industry
trade group. Ms. Hecker is the Vice-Chair of the EASL
Section. In addition to membership in the NYSBA,
Ms. Hecker is also a member of The Copyright Soci-
ety of the U.S.A. and Chair of the FACE Initiative chil-
dren’s Web site.
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Catch Us on the Web at
WWW.NYSBA.ORG/EASL
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NYSBA Guidelines for Obtaining MCLE Credit

for Writing

Under New York’s Mandatory CLE Rule, MCLE
credits may be earned for legal research-based writing,
directed to an attorney audience. This might take the
form of an article for a periodical, or work on a book.
The applicable portion of the MCLE Rule, at Part
1500.22(h), states:

Credit may be earned for legal research-
based writing upon application to the CLE
Board, provided the activity (i) produced
material published or to be published in the
form of an article, chapter or book written,
in whole or in substantial part, by the
applicant, and (ii) contributed substantially
to the continuing legal education of the
applicant and other attorneys. Authorship
of articles for general circulation, newspa-
pers or magazines directed to a non-lawyer
audience does not qualify for CLE credit.
Allocation of credit of jointly authored pub-
lications should be divided between or
among the joint authors to reflect the pro-
portional effort devoted to the research and
writing of the publication.

Further explanation of this portion of the rule is
provided in the regulations and guidelines that pertain
to the rule. At section 3.c.9 of those regulations and
guidelines, one finds the specific criteria and procedure
for earning credits for writing. In brief, they are as fol-
lows:

¢ The writing must be such that it contributes sub-
stantially to the continuing legal education of the
author and other attorneys;

e it must be published or accepted for publication;

¢ it must have been written in whole or in substan-
tial part by the applicant;

* one credit is given for each hour of research or
writing, up to a maximum of 12 credits;

¢ a maximum of 12 credit hours may be earned for
writing in any one reporting cycle;

e articles written for general circulation, newspa-
pers and magazines directed at non-lawyer audi-
ences do not qualify for credit;

¢ only writings published or accepted for publica-
tion after January 1, 1998, can be used to earn
credits;

e credit (a maximum of 12) can be earned for
updates and revisions of materials previously
granted credit within any one reporting cycle;

* no credit can be earned for editing such writings;

e allocation of credit for jointly authorized publica-
tions shall be divided between or among the joint
authors to reflect the proportional effort devoted
to the research or writing of the publication; and

* only attorneys admitted more than 24 months
may earn credits for writing.

In order to receive credit, the applicant must send a
copy of the writing to the New York State Continuing
Legal Education Board, 25 Beaver Street, 8th Floor, New
York, New York 10004. A completed application should
be sent with the materials (the application form can be
downloaded from the Unified Court System’s Web site,
at this address: www.courts.state.ny.us/mcle.htm (click
on “Publication Credit Application” near the bottom of
the page)). After review of the application and materi-
als, the Board will notify the applicant by first-class
mail of its decision and the number of credits earned.

Get CLE Credit!
Next EASL Journal Deadline:
Friday, January 16, 2004
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Congratulations to the Law Student Initiative Selected Author:
Christopher D. Papaleo

of St. John’s University School of Law, for
“Give and Take: The Paradox of Instant Access and Restricted Use In the Digital World”
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New York State Bar Association Entertainment, Arts and Sports Law Section
Law Student Initiative

The Entertainment, Arts and Sports Law (EASL)
Section of the New York State Bar Association has an
initiative giving law students a chance to publish arti-
cles in a special column that appears both in the EASL
Journal as well as on the EASL Web site, www.nysba
.org. The Initiative is designed to bridge the gap
between students and the entertainment, arts and
sports law communities and shed light on students’
diverse perspectives in areas of practice of mutual
interest to students and Section members.

Law school students who have interests in enter-
tainment, arts and/or sports law and who are members
of the EASL Section are invited to submit articles. This
initiative is unique, as it grants students the opportuni-
ty to be published and gain exposure in these highly
competitive areas of practice. The Journal is among the
profession’s foremost law journals. Both it and the Web
site have wide national distribution.

To foster interest in entertainment, arts and sports
law as a career path, the EASL Section invites law stu-
dents who are Section members to participate in its
Law Student Initiative:

Requirements
¢ Eligibility: Open to all full-time and part-time
].D. candidates who are EASL Section members.
¢ Form: Include complete contact information;
name, mailing address, law school, law school

club/organization (if applicable), phone number,
and e-mail address. There is no length require-
ment, but any notes must be in Bluebook endnote
form.

* Deadlines: Submissions must be received by
January 16, 2003.

¢ Submissions: Articles must be submitted both in
hard copy (mail to: Elissa D. Hecker, Esq., The
Harry Fox Agency, Inc., 711 Third Avenue, New
York, NY 10017) and either on a diskette in
Word, or via a Word e-mail attachment to:
ehecker@harryfox.com.

Topic

Each student may write on the subject matter of
his/her choice, so long as it is unique to the entertain-
ment, arts and sports law fields.

Judging
Submissions will be judged on the basis of quality
of writing, originality and thoroughness.

Winning submissions will be published in the
EASL Journal. All winners will receive complimentary
memberships to the EASL Section for the following
year. In addition, the winning entrants will be featured
in the Journal, on our Web site at www.nysba.org, and
all winners will be announced at the EASL Section
Annual Meeting.

Spring 2003, Volume 14, No.1

ership of the Creative Message”

Summer 2003, Volume 14, No.2
with the Interests of Copyright Owners”and

Demonstrates Limits of Rogers v. Grimaldi Protection”

Fall/Winter 2003, Volume 14, No.3

Restricted Use in the Digital World”

Congratulations to the Law Student Initiative Selected Authors for 2003

Christopher B. Abbott of St. John’s University School of Law, for “Junior Prom or NBA? A Legal Analysis of LeBron
James’ Failed Quest to Enter the NBA Draft Prior to Graduating From High School”and
Damien Granderson of Albany Law School of Union University, for “Defining Artists’ Rights and Alternatives: Own-

Julie Block of St. John’s University School of Law, for “Privacy or Piracy—Weighing the Interests of Internet Users

Brian Geller of Fordham Law School, for “Sixth Circuit Opinion in Rosa Parks v. LaFace Records

Christopher D. Papaleo of St. John’s University School of Law, for “Give and Take: The Paradox of Instant Access and
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EASL Pro Bono Update

As the Pro Bono Committee’s first year draws to a close, we would like to share just a few highlights from the past 12 months.
Many heartfelt thanks go out to all of our volunteers who donated their time to participate in our events and co-sponsored programs.
Please keep your feedback coming, because as busy as 2003 was, we have even bigger plans for 2004!

EASL Receives 2003 VLA Pro Bono Service
Award

EASL is pleased to report that Volunteer Lawyers
for the Arts (VLA) honored EASL with its 2003 VLA
PRO BONO SERVICE AWARD at the VLA Fall Benefit
held at Sotheby’s on October 28, 2003.

More EASL/VLA Clinics Slated for Spring 2004

On September 17th, members of the EASL Section
volunteered to staff our final official VLA Clinic for
2003. The clinic provided an opportunity for VLA mem-
bers to seek advice on their arts-related legal issues
from EASL attorneys. EASL volunteers worked at the
clinic from 4 p.m. to after 7 p.m. and were matched
with clients who were individual artists or arts organi-
zations for half-hour sessions. Many thanks to the EASL
attorneys who volunteered their time at this clinic:

Lalita Brockington Stephanie Kika
Jim Ellis Judith Prowda
Andy Gurwitch David Sternbach
Alan Hartnick Ken Swezey
Elissa Hecker Ken Tabachnick
Valerie Kennedy

The next two clinics are scheduled for February 18
and May 19, 2004, and will be held from 4 p.m. to 7
p-m. at VLA’s offices, 1 East 53rd Street, 6th Floor. To
sign up for the EASL/ VLA clinic, e-mail Elisabeth
Wolfe at elkwolfe@aol.com.

EASL to Assist Ice Hockey In Harlem'’s
“Emerging Leaders” Program

Ice Hockey in Harlem (IHIH) is an innovative and
unique not-for-profit, privately supported after-school
education program empowering youth in the Harlem
community. IHIH attracts inner-city youth to a sport
that may otherwise not be accessible to them. Once
enrolled, participants have opportunities for improved
schooling, social service, access to mentor relationships
and instruction in important life skills. Available to chil-
dren from 4 to 17 years old, IHIH has successfully sup-
ported hundreds of children and their families since its
inception in 1987. All services are offered to participants

Elisabeth K. Wolfe
NYSBA EASL Pro Bono Chair

at no cost to their families or the agencies from which
they are recruited.

EASL is working with IHIH to help recruit success-
ful men and women who are interested in reaching out
to IHIH's teen “emerging leaders,” and are willing to
share their stories about overcoming obstacles and talk-
ing about their paths to success. We are especially seek-
ing minority women attorneys who are interested in
attending a “girl’s night” dinner and who are willing to
lead a discussion that corresponds with [HIH’s mission
of helping young females succeed in a sport that is
dominated by men. If you are interested in working on
this groundbreaking program, please contact Elisabeth
Wolfe at elkwolfe@aol.com

IHIH is also looking for volunteers for its other pro-
grams. For more information, contact Caroline Baumis
at (212) 722-0044.

Linking Underprivileged Artists to Volunteer
Attorneys via a Virtual Clinic

With the recent implementation of NYSBA's state-
of-the-art Web site, EASL’s Pro Bono and New Technol-
ogy Committees have been working to develop an
Internet-based “virtual clinic.” Working closely with
VLA, the IT Department of the NYSBA and NYSBA’s
Pro Bono Affairs Department, we hope to pilot a virtual
clinic to qualifying New York State artists by early 2004.
The virtual clinic would test the demand and utilization
of an online legal clinic as well as help determine
whether the Internet can be a tool to provide access for
other kinds of legal help. The aim of the project is to
provide an opportunity for artists across the state to
gain access to legal resources via the Web, and attor-
neys across the state to volunteer their services.

We’re Exploring!

The Pro Bono Committee is actively exploring addi-
tional entertainment, arts or sports related non-profit
organizations based in New York State that could bene-
fit from a collaborative relationship with EASL. If you
know of any organizations that might benefit from such
a relationship, please e-mail Elisabeth Wolfe at
elkwolfe@aol.com.
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The Phil Cowan Memorial Scholarship

EASL is pleased that The New York Bar Foundation
has approved the creation of a restricted fund for contri-
butions to The Phil Cowan Memorial Scholarship. The
Scholarship will be awarded on an annual basis in Phil
Cowan’s memory to a law student who is committed to
a practice concentrating in one or more of the fields of
entertainment, art or sports law.

The Competition. Each Scholarship candidate must
write an original paper on a legal issue of current inter-
est in the area of entertainment, arts or sports law. The
paper should be twelve to fifteen pages in length, dou-
ble-spaced and including footnotes, in Bluebook form.
The papers should be submitted to designated faculty
members of each respective law school. All law schools
will screen the papers and submit the three best to the
EASL’s Phil Cowan Memorial Scholarship Committee.
The Committee will read the submitted papers and will
make the ultimate decision as to the Scholarship recipi-
ent.

Deadlines. All students must submit their papers to
their respective law schools for consideration not later
than April 30 of each year. The screening faculty at each
respective law school must submit the top three papers
to the EASL’s Scholarship Committee by June 1 of such
year. The Scholarship Committee will determine the
winner by October 31, and the winner will be
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announced, and the Scholarship awarded, at the Annual
Meeting, which will take place the following January.

The Scholarship Committee and Prerogatives. The
Scholarship Committee is composed of all former Chairs
and the current Chair of the EASL Section. Each win-
ning paper will be published in the EASL Journal and
will be made available to EASL members on the EASL
Web site. The Scholarship Committee reserves the right
to submit all papers it receives to the EASL Journal for
publication and to the EASL Web site. The Scholarship
Committee also reserves the right not to award a Schol-
arship if it determines, in any given year, that no paper
submitted is sufficiently deserving. All rights of dissemi-
nation of the papers by EASL are non-exclusive.

Payment of Monies. Payment of Scholarship funds will
be made by EASL directly to the law school of the win-
ner, to be credited to the winner’s account.

Donations. The Phil Cowan Memorial Scholarship fund
is pleased to accept donations. The donations are tax-
deductible. All donations should be by check, and be
made payable to The New York Bar Foundation. Each
donation should indicate that it is designated for the
Phil Cowan Memorial Scholarship. All donations
should be forwarded to The New York Bar Founda-
tion, One Elk Street, Albany, New York 12207, Atten-
tion: Kris O’Brien, Director of Finance.

Where do you fit into this schedule?
The New York State Bar Association’s
Lawyer Assistance Program understands
the competition, constant stress, and high
expectations you face as a member of the
legal community. Dealing with these
demands and other issues can be over-
whelming, which can lead to substance
abuse and depression. Finding a balance
between your career and your personal life
is not a luxury, but a necessity. NYSBA's
Lawyer Assistance Program is committed
to helping you achieve that balance. We
offer free and confidential support. Confi-
dentiality is protected under Section 499 of
the Judiciary Law.

NEW YORK STATE BAR ASSOCIATION
Lawyer Assistance Program
1.800.255.0569 lap@nysba.org
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Nearly a year ago, the United States Olympic Committee (USOC) faced its latest public crisis of organizational misman-
agement and unethical behavior. That crisis exposed the USOC to intense scrutiny by not only the Olympic community, but
also sponsors, the American public, and Congress. As a result, the Senate appointed a committee of five individuals (the “Inde-
pendent Commis-sion”)! and the USOC appointed a 10-person Governance and Ethics Task Force (the “Task Force”)? to exam-
ine the fundamental purpose of the USOC and to consider, and ultimately propose, a governance structure that would enable
the USOC to achieve its mission of “supporting U.S. Olympic and Paralympic athletes in achieving sustained competitive

excellence.”

After having approximately six weeks to consider how the organization might best be governed, the Task Force made its
preliminary recommendations to the USOC Board of Directors in April of this year. Those recommendations, which proposed,
inter alia, reducing the USOC Board of Directors from 124 to nine members, received unanimous support from the USOC
Board. After both the Task Force and the Independent Commission issued their written reports in June, Congress conducted a
number of hearings on the issue of USOC reform in the Senate and the House. While both the Task Force and the Independent
Commission recommended a complete overhaul of the structure of the USOC, there were several differences between the two
reports that could have a profound impact on the ability of the USOC to effectively govern itself.

The House Subcommittee on Commerce, Trade and Consumer Protection called a hearing on July 16, 2003, to allow mem-
bers of the Independent Commission and the Task Force to further explain each group’s recommendations and the differences
between the two reports. Five individuals testified: Roberta Cooper Ramo and Dr. Harvey Schiller from the Independent Com-
mission, Frank Marshall and myself from the Task Force, and Kirk Bauer, Executive Director of Disabled Sports USA. The fol-
lowing is my testimony from that hearing. The full testimony of each panelist is available at energycommerce.house.gov/

108/Hearings/07162003hearing1013/hearing.htm.

Testimony of Cameron Myler Before the

House of Representatives

Energy and Commerce Committee Subcommittee on Commerce, Trade,

and Consumer Protection

Good morning, Mr. Chairman and members of the
Subcommittee. Thank you for the opportunity to appear
here today and to address issues concerning the pend-
ing reform of the United States Olympic Committee
(USOC). My name is Cameron Myler and I appear
before you as a member of the United States Olympic
Committee’s Governance and Ethics Task Force (the
“Task Force”) that developed recommendations for a
new governance structure for the USOC. Although I am
currently an attorney with Milbank, Tweed, Hadley and
McCloy in New York City, I have a considerable amount
of experience in the Olympic Movement, first as an ath-
lete and a four-time Olympian in the sport of luge, and
subsequently as a member of the USOC’s Athletes’
Advisory Council (AAC), the USOC’s Board of Direc-
tors, as well as a number of other USOC committees and
task forces. I currently serve the USOC as an At-Large
member of the AAC and as a member of the Board of
Directors.

I am extremely proud of the work accomplished by
the USOC Task Force, and am equally impressed by the
efforts of the Independent Commission. Although there
are differences in some of the details, the overall gover-

nance structure recommended by both groups fulfills
the objective of establishing an organization that will be
more transparent, independent, and accountable to all of
its constituents, not the least of which is this Congress,
and will better serve our most important constituents,
America’s Olympic athletes.

Assuming, then, that the recommendations for the
overall structural changes will be adopted with perhaps
minor adjustments, let me address a few areas where
there are differences between what was recommended
by the Task Force and the Independent Commission.
While these may seem to be secondary details, they are
of utmost importance to the future of the USOC and the
athletes that it serves.

The first point of difference between the reports of
the Independent Commission and the Task Force relates
to the athlete Ombudsman, a position that was estab-
lished by the 1998 amendments to the original Amateur
Sports Act of 1978. The Ombudsman is responsible for
providing independent advice to athletes at no cost
about the applicable provisions of the Ted Stevens
Olympic and Amateur Sports Act (the “Act”), and the
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constitution and bylaws of the USOC, the National Gov-
erning Bodies (NGB), Paralympic Sports Organizations,
International Federations of sport, the International
Olympic Committee, the International Paralympic Com-
mittee, and the Pan-American Sports Organization. The
Ombudsman also provides athletes with independent
advice relating to the resolution of any dispute involv-
ing the opportunity of an athlete to participate in the
Olympic Games, the Paralympic Games, the Pan-Ameri-
can Games, world championship competition or other
protected competition as defined in the constitution and
bylaws of the USOC. Furthermore, the Ombudsman
assists innumerable athletes navigate the ever-changing
policies and requirements of the U.S. Anti-Doping
Agency and the World Anti-Doping Agency.

The Ombudsman is an invaluable resource not only
to the athletes, but also to the USOC and the NGBs in
aiding in dispute resolution and in ensuring that the
rights afforded to athletes by the Act are protected. Since
the position was created, the Ombudsman has far
exceeded expectations on everyone’s part, even winning
over skeptics who doubted the necessity for creating
this position in the first place.

The process for hiring, firing, and overseeing the
conduct of the Ombudsman is structured to support
independence of action, while simultaneously integrat-
ing the Ombudsman into the operational structure of
the USOC as an effective and fully informed voice on
behalf of the athletes. It is a structure and a reporting
relationship that provides both insulation and organiza-
tional inclusion, and is working well—so well, in fact,
that it was not even addressed by the Task Force. How-
ever, the Commission appears to have some concerns
which I feel are unfounded and, if their proposed
changes are implemented, could weaken the effective-
ness of the Ombudsman.

Specifically, the Commission recommends that the
current reporting relationship be shifted so that instead
of reporting to the Chief Executive Officer (CEO) and
the AAC, the Ombudsman would report to the Board.
While I understand that the Commission’s intention
underlying this recommendation may have been to pro-
vide more independence to the Ombudsman, this
change will have the practical impact of divorcing the
Ombudsman both from the operational activities of the
organization (via contact with the CEO), and more
importantly from the athletes (via contact with the
AACQ). I respectfully recommend that the Independent
Commission’s proposal in this area be rejected and that
the Ombudsman continue to report and operate under
the current arrangement.

A second area of difference between the reports
relates to athlete representation on the proposed new

Board of Directors. The Act and the USOC Constitution
and Bylaws stipulate that athletes must have no less
than 20 percent of both membership and voting power
on all USOC and National Governing Bodies” Boards of
Directors and all other committees and task forces. This
provision has been critical to ensure that athletes have
both representative voice and voting authority on all
matters affecting athletes.

“Since the position was created,

the Ombudsman has far exceeded
expectations on everyone’s part, even
winning over skeptics who doubted the
necessity for creating this position in
the first place.”

The membership of the AAC fully recognizes that
the recommended size of the new USOC Board of Direc-
tors—11 members as proposed by the USOC Gover-
nance and Ethics Task Force and 13 members as recom-
mended by the Independent Commission—is founded
on the principle that a smaller board is necessary for,
and results in, better governance. The AAC also recog-
nizes that both groups were faced with satisfying at
least five additional requirements: 1) The International
Olympic Committee (IOC) provision that all members of
the IOC from the United States serve on the “executive
organ” of the USOC, 2) the IOC provision that Olympic
sport representatives (which may include athlete repre-
sentatives) have a majority of the vote on Olympic sport
matters, 3) the recognized governance principle that
Boards be comprised of a majority of independent direc-
tors, 4) the provision of the Act requiring that athletes
must have at least 20 percent of both membership and
voting power, and 5) the prevailing wisdom that there
should be an equal balance in membership between ath-
letes and NGBs from Olympic sports.

The AAC recognizes that in the proposals of both
the Independent Commission and the Task Force, ath-
letes would have less than 20 percent voice. The concept
of voice and vote is one that is critically important to
athletes, and has been the foundation for athlete
involvement in the Olympic Movement. I'm sure that
each of you can relate from your personal experiences to
the fact that having voice—and with it the opportunity
to share meaningful input before a decision is made—is
equally, if not more important, than the opportunity to
vote. That being said, the athletes also recognize that it
is nearly mathematically impossible to satisfy all five
requirements outlined above given the fact that there are
currently three IOC members from the United States.
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The bottom line is that the AAC is committed to the
principles of the Olympic Movement, the USOC as a
whole, and the creation of a new governance structure
that will enable the organization to operate efficiently,
effectively and ethically. In an effort to serve and protect
the best interests of the entire organization, the AAC
will not oppose a very narrow exception to the require-
ment for 20 percent membership (that applies only to the
USOC Board of Directors), but only if athletes on the
Board retain 20 percent of the vote. It is the AAC’s
unwavering belief that the voice and vote requirement
must continue to apply to all other committees and task
forces of both the USOC and NGBs. The 20 percent
voice and vote granted by the Act has played a critical
role in helping the USOC and NGB:s fulfill their respec-
tive missions by keeping those organized connected to
the life-blood of the Olympic Movement—athletes.

“The bottom line is that the AAC is
committed to the principles of the
Olympic Movement, the USOC as a
whole, and the creation of a new
governance structure that will enable
the organization to operate efficiently,
effectively and ethically.”

We encourage further review by the House Com-
merce, Trade, and Consumer Protection Subcommittee
of this specific change after 2004, since the number of
IOC members from the United States may have changed
by that time, and the IOC requirements relating to Board
membership may have changed as well. Lastly, we
encourage the Subcommittee and the USOC to consider
a Board size that will allow America’s athletes to retain
as close to 20 percent membership on the USOC Board
of Directors as possible with the assumption that the
voting power of athletes is always at least 20 percent.

The AAC is completely aware that by giving gover-
nance of the organization completely to either an 11- or
13-member Board, many athletes will lose their role in
governance, because over 20 members of the current
Board are athletes. However, athletes have recognized
for years that having a role in an ineffective governance
structure, dominated by politics and secret dealings
among various constituencies, is not useful or produc-
tive and is not in the best interests of the organization or
the athletes it serves. Furthermore, the new structure
provides for input from many and governance by few—
a principle which is inherently endorsed by both the
Independent Commission and the Task Force in their
reports and was embraced by the members of the AAC
at its most recent meeting.

A third area of difference between the two reports
relates to the composition of the Nominating and Gover-
nance Committee, where a seemingly small difference
could have an enormously negative effect on the USOC.
Both the Independent Commission and the Task Force
recommend the creation of an initial five-person com-
mittee to select the first directors of the newly constitut-
ed USOC Board of Directors. The Commission has rec-
ommended that the initial Nominating and Governance
Committee consist of five members, appointed one each
by the AAC, NGB Council, Public Sector Board mem-
bers, the Task Force, and the Independent Commission.
Under the Commission’s recommendation, all of the
individuals on the initial Nominating and Governance
Committee could be members of the current USOC
Board. In addition, though they do not provide reasons,
the Commission recommends that the chair of the initial
Nominating and Governance Committee be appointed
by the Independent Commission.

The Task Force, on the other hand, has recommend-
ed a more independent initial Nominating and Gover-
nance Committee, with the initial committee being
appointed one apiece by each of the above groups but
with no current board members eligible to serve. The
Task Force also believes that the initial committee
should be able to select its own chair from among its
members.

Furthermore, the Independent Commission has rec-
ommended that the subsequent Nominating and Gover-
nance Committee, which will select future Board mem-
bers, consist wholly of then-current Board members. In
keeping with principles of independence, the Task Force
has recommended that such a Nominating Committee
consist of a majority of independent, non-Board mem-
bers, to avoid the many concerns expressed about a self-
perpetuating Board, with the Board members possibly
selecting their friends and allies to fill the vacant seats
and to succeed them. The Task Force’s preliminary rec-
ommendations, which proposed that just three of the
five members of the Nominating and Governance Com-
mittee be members of the Board, received a strong nega-
tive reaction throughout the Olympic community on
this particular point. The Task Force listened to the con-
cerns of all constituent groups, including the AAC, who
recommended that it was not just desirable, but neces-
sary that the Nominating Committee be comprised of a
majority of independent members. However, the Inde-
pendent Commission has moved in a direction that
would allow an ineffective Board to perpetuate itself by
not bringing in new, dynamic individuals necessary to
increase the organization’s performance and effective-
ness.

A fourth related area is the composition of the Ethics
Committee. The Task Force recommends that there be a
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committee comprised of five members who meet the
definition of independence, and none of whom serve on
the Board of Directors. The Independent Commission
recommends an Ethics Committee comprised entirely of
members of the Board. I believe this is a mistake.

The Task Force and most observers of the Olympic
Movement agree with the Independent Commission’s
finding on page 7 of [its] report that “there is a wide-
spread loss of confidence in the USOC,” and later on, on
page 10, where [it] observel[s] that “there are inherent
conflicts of interest on the Board of Directors.”

This is a time when we must ensure that there can
be absolutely no question regarding any ethical matter,
included among them the possibility of even the percep-
tion of “insider” misdealing or conflict of interest.
Regardless of the character and quality of the new Board
members, which I trust will be of the highest caliber, it
should be mandatory that all ethical questions be
addressed by a group that is totally independent in both
appearance and fact. This is in the best interests not only
of the institution whose reputation we are endeavoring
to restore, but for the protection of the new Board mem-
bers from whom we will be asking so much of their time
and energy in guiding the USOC back to a position of
integrity and prestige. Consequently, I advocate that the
Task Force’s recommendation for the composition of the
Ethics Committee guide the legislation that will ulti-
mately reform the USOC. This function must be backed
up by a vigorous internal compliance staff function with
an appropriate reporting relationship and appropriate
resources to ensure that the USOC becomes a model of
corporate compliance going forward. The Task Force has
made a number of recommendations concerning this
area that we hope you will consider including in the
forthcoming legislation.

A fifth concern relates to the proposed Olympic
Assembly. The AAC is extremely concerned about the
Independent Commission’s recommendation that the
Olympic Assembly, which is essentially the current
Board of Directors with minor changes in membership,
will continue to make major governance decisions con-
cerning the USOC. This recommendation of the Inde-
pendent Commission will prevent much of the benefit of
the major reforms recommended by the Task Force (and,
to a lesser extent, the Independent Commission) from
taking place. In effect, the Independent Commission’s
recommendations would make the new Board a subset
of the Assembly, subject to review and oversight in areas
of bid selection, changes in the USOC Constitution, and
all other “Olympic issues.” The politics, campaigning,
promises exchanged for votes, and decisions being
made by a body too large to effectively govern the
USOC would continue. These are the cement boots that
have been drowning the USOC for decades. In addition,
there cannot be one voice of the USOC if a “Speaker of

the Assembly” and the Assembly itself will be allowed
to compete with the Board and the CEO as the official
spokesperson for the USOC. Again, the AAC fully sup-
ports the recommendations of the Task Force.

Finally, I would like to say that not only as a Task
Force member, but more importantly as an Olympian, I
agree with all of the comments made by Frank Marshall
in his testimony today concerning other areas of differ-
ences between the reports of the Independent Commis-
sion and the Task Force.

I wish to conclude by thanking everyone concerned
with this effort to restore the United States Olympic
Committee to a position worthy of the respect and confi-
dence of the American people and of this Congress. I
particularly want to commend the members of the Inde-
pendent Commission and the Task Force for all of their
hard work, which resulted in excellent recommenda-
tions. I believe that the few adjustments recommended
by [ ] our Task Force Chairman Frank Marshall [and me]
will result in a structure that will allow the USOC to
achieve its objectives, and ensure that the affairs of the
United States Olympic Movement are characterized by
unquestioned integrity, professionalism, and dedication
to America’s athletes whom the organization was creat-
ed to serve.

Endnotes

1. The Independent Commission is comprised of Don Fehr, Co-
Chair (Major League Baseball Players Association); Roberta
Cooper Ramo, Co-Chair (former president of the American Bar
Association); Dr. Harvey Schiller (former USOC Executive Direc-
tor); Donna de Varona (1964 Olympic gold medalist—swim-
ming); and Dick Ebersol (NBC Sports).

2. The Task Force was comprised of Frank Marshall (USOC Trea-
surer), Bill Stapleton (USOC Vice President), Bob Balk (Athlete—
paralympic skiing), Gwen Baker (USOC Board public sector
member), Fraser Bullock (COO of Salt Lake Olympic Organizing
Committee), Chris Duplanty (Athlete—water polo), Gordon
Gund (USOC Board public sector member), Jim McCarthy (U.S.
Ski & Snowboard), Cameron Myler (Athlete—luge), and Lisa
Voight (USA Cycling).

Cameron Myler is a four-time Olympian in the
sport of luge. She carried the American flag at the
Opening Ceremonies of the Olympic Winter Games in
Lillehammer, Norway, in 1994 and holds the best
Olympic finish for an American woman in the sport of
luge. After retiring from the sport in 1998, she attend-
ed law school at Boston College. She practiced in the
Intellectual Property/Litigation group at Milbank,
Tweed, Hadley & McCloy for two years and has
recently joined the firm of Frankfurt Kurnit Klein &
Selz, where she is a member of the firm’s Litigation
Department. Cameron can be reached at Frankfurt
Kurnit Klein & Selz, 488 Madison Avenue, New York,
NY 10022, (212) 826-5545, or at cmyler@fkkslaw.com.
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Filings Under Fire: Policing One’s Mark Invites

Public Opinion

By Matthew David Brozik

Who Knew?

OCLC Online Computer Library Center, Inc. v. 299
Madison Avenue, L.L.C. is the kind of unlikely lawsuit
that makes for humorous headlines and otherwise jocu-
lar journalism—"“Where Did Dewey File Those Law
Books?” asked a New York Times banner!; “A global
computer library service is seeking one heck of a fine
...,” reported Newsday?; “Lawsuit Demands Library
Shelve Its Theme,” announced the Chicago Sun-Times’—
and prompts the question, “Who knew?” That is, in this
instance: Who knew that the eminent Dewey Decimal
system is owned by someone? Plaintiff OCLC of
Dublin, Ohio, knew. In any event, OCLC claims owner-
ship of the Dewey Decimal system, and OCLC has sued
the Library Hotel of Manhattan, alleging infringement
of OCLC’s intellectual property rights.* The complaint,
filed with the United States District Court for the South-
ern District of Ohio, is understandably devoid of comic
content.

“Who knew that the eminent Dewey
Decimal system is owned by someone?
Plaintiff OCLC of Dublin, Ohio,

knew.”

What Gives?

The relevant facts alleged in the plaintiff’s com-
plaint are these: The Dewey Decimal Classification sys-
tem (the “DDC system”), created by Melvil Dewey in
1873 and in use since 1876, is the most widely-used
classification system in the world.> More than 200,000
libraries in more than 135 countries use the DDC sys-
tem to organize their collections.6 The DDC system
organizes the “entire world of knowledge” into 10 main
classes; each main class is further divided into 10 divi-
sions, and each division into 10 sections.”

OCLC is a not-for-profit membership organization
incorporated under the laws of the state of Ohio; OCLC
was founded in 1967 “to share library resources and
reduce library costs.”8 In 1988, OCLC acquired Forest
Press, the then-owner and publisher of the DDC system
and the trademarks relating to and identifying the sys-
tem.? Those trademarks include “DEWEY DECIMAL

CLASSIFICATION” (Registration No. 0755548, regis-
tered August 27, 1963, for periodical publication—
namely, an index relating to a system of classifying the
field of human knowledge); “DDC” (Registration No.
1458757, registered September 22, 1987); and “DEWEY”
(Registration No. 1868056, registered December 20,
1994).10 OCLC has been vigilant in protecting its inter-
est in the “Dewey Marks,” and has frequently acted
against misuse of the Dewey Marks by unauthorized
third parties.!!

Defendant Library Hotel, located at 299 Madison
Avenue, New York, New York, is a “small, boutique
hotel” with a concept: Each of the 10 guestroom floors
“honors” one of the 10 categories of the DDC system,
and each of the 60 rooms is “uniquely adorned with a
collection of books and art exploring a distinctive topic
within the category or floor it belongs to.”12 (Almost all
of the numerous news articles reporting the lawsuit,
many of them based upon an Associated Press piece,
mention by way of example the most popular rooms:
Erotic Literature [800.001] and Love [1100.006].) The
Library Hotel “makes extensive use of the Dewey
Marks as its marketing theme on its brochures, adver-
tisements and other promotional materials that are dis-
seminated to the public.”13

So OCLC alleges trademark infringement in viola-
tion of the Lanham Act, 15 U.S.C. § 1114, and unfair
competition, passing off, false advertising, false desig-
nation of origin, and dilution of a famous mark in viola-
tion of 15 U.S.C. § 1125.14 OCLC’s federal registrations
of the Dewey Marks on the Principal Register demon-
strate OCLC’s exclusive right to use those marks.!> Fur-
thermore, the rights of OCLC to use the Dewey Marks
have become incontestable.16 OCLC asserts that the
Library Hotel’s misappropriation and wrongful use of
the Dewey Marks are likely “to cause confusion as to
sponsorship or authorization by OCLC,” or, alternative-
ly, “destroy the origin-identifying function of the
Dewey Marks.”7 OCLC seeks a permanent injunction
and its actual damages, exemplary damages, treble the
Library Hotel’s profits, and attorney’s fees and costs.

The case seems a prime candidate for summary
judgment, as the material issues are legal, rather than
factual. It is not the purpose of this article, however, to
predict how the court will or should decide the case.
Not all others have exercised such restraint, though.
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Who Cares?

Evidently, when the public got wind of OCLC’s
lawsuit, besides asking, “Who knew?” many asked,
“Who cares?” This author admits that his reactions
were in keeping with those of the general populace,
despite his familiarity with matters of trademark,
including the necessity that owners police uses thereof.
Although public reaction is difficult to document, the
proof is perhaps in the posting of a statement on
OCLC’s Web site:

OCLC has received several inquiries
regarding a recent legal action filed by
OCLC involving the Dewey Decimal
Classification® (DDC®) system. We
would like to provide some back-
ground on that legal action.

On September 10, 2003, OCLC filed a
trademark infringement complaint
against The Library Hotel. The Library
Hotel (New York), which opened in
August 2000, makes extensive use of
and reference to the Dewey Decimal
Classification at the hotel and in its
marketing materials.

OCLC is disappointed that legal action
had to be taken against The Library
Hotel. This is an unusual event for
OCLC. However, trademark law
imposes affirmative obligations on
trademark owners to protect their
trademarks, or risk losing all rights in
those marks through legal abandon-
ment. We felt that abandoning our
rights in the Dewey trademarks was an
unacceptable result for the OCLC mem-
bership. OCLC attempted to avoid liti-
gation by repeatedly requesting attribu-
tion of our ownership of the Dewey
marks from The Library Hotel. They
have refused to do so. Unfortunately,
that refusal left us with no other
recourse than to file a legal complaint.18

Joseph R. Dreitler, the Jones Day attorney who sub-
scribed the complaint, has been quoted as having com-
mented: “The idea here isn’t to put the Library Hotel
out of business. The idea is to protect Dewey and the
Dewey Decimal System trademark.”1 He also stated
that: “This is a cooperative of libraries, a nonprofit. The
last thing they wanted to do was have lawyers get
involved in filing a lawsuit.”20

Still, several commentators immediately weighed in
on the matter, more often than not taking the OCLC to

task for in fact having lawyers file a lawsuit. Although
the newspapers played it mostly straight, the story
received mention on both overlawyered.com (“Chroni-
cling the high cost of our legal system”)2! and
LIS.News.com (“Librarian and Information Science
News”),22 with commentary generally critical of
OCLC’s position and suit. Moreover, legal scholar
Eugene Volokh, professor at UCLA School of Law and
“blogger,” commented:

It seems to me that people who look at
the Library Hotel’s site wouldn't
remotely think that the hotel was con-
nected with the owner of the Dewey
system (at least unless the site has
changed considerably since the suit
was filed). Most people don’t even
know the Dewey system is owned;
those who do know this probably
won't give it a second thought, because
they’ll see the hotel as referring to the
system, not claiming an endorsement
from or connection with the owner of
the system. Sometimes these cases can
be bootstrapped on the somewhat cir-
cular theory that “Everyone knows that
you need a license to use trademarks
this way, so they’ll assume that they
did get a license, and that they’re there-
fore being endorsed by the trademark
owner”—but I'm pretty sure that this
would not be the case here. Another
example of trademark law abuse, fol-
lowing in the footsteps of the Fox News
“fair and balanced” lawsuit against
Franken.23

What Now?

Professor Volokh raises a good point: The relevant
public can be divided into two camps, those who know
that “Dewey Decimal Classification” is a trademark and
those who do not. Those who do are sophisticated
enough consumers of library products (even if not nec-
essarily also sophisticated regarding trademark law) not
to mistake the Library Hotel’s use of OCLC’s mark(s)
for sponsorship. The opinions of those not in the know
are arguably irrelevant. That is, a consumer cannot be
mistaken about sponsorship by a trademark’s owner of
an unauthorized use if that consumer is not aware that the
trademark is even owned.

But, again, this is for the United States District
Court to consider and decide. Until then, the suit
nonetheless provides fodder for pundits and punners
alike.
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Give and Take: The Paradox of Instant Access and
Restricted Use in the Digital World

By Christopher Papaleo

In the relationship between the legal world and the
technological world, it is often the law that lags behind
as science propels us rapidly into the future. Each new
innovation brings an increased level of convenience to
society, but as we reap the benefits of those innovations,
courts and legislatures are burdened with the task of fit-
ting the square peg of invention into the round hole of
existing law. The immense difficulty of the legal ques-
tions raised by new technology has been compounded
by the use of private agreements between online ven-
dors and consumers, in which unbalanced terms weigh
heavily against consumers. If the biased terms of these
agreements continue to be upheld, existing copyright
law will be rendered useless in cyberspace.

“Each new innovation brings an
increased level of convenience to
society, but as we reap the benefits

of those innovations, courts and
legislatures are burdened with the task
of fitting the square peg of invention
into the round hole of existing law.”

Legal minds now grapple with issues such as
online contract formation, the conflict between federal
law and online license agreements governed by state
law, as well as the loss of fair use rights provided by the
Copyright Act.! Fair use has also been threatened by the
Digital Millennium Copyright Act’s (DMCA) anti-cir-
cumvention provision.2 This article examines the issues
related to the fair use of copyrighted materials obtained
through the Internet, analyzes the relevant case law,
and discusses the feasibility of a proposed solution to
restore the Internet consumer’s fair use rights. Part I
explains the enforceability of clickwrap license agree-
ment terms and their ability to expand the author’s
rights beyond traditional copyright law. Part II applies
the fair use defense to a clickwrap agreement scenario.
Part III examines possible avenues through which the
law may narrow the enforceability of clickwrap agree-
ments, such as the doctrine of unconscionability and the
preemption of state license agreements by federal copy-
right law in order to restore fair use rights. Part IV dis-
cusses the loss of fair use rights as a result of the
DMCA’s anti-circumvention provision.? Several com-
mentators have weighed in on the impact of the click-

wrap agreements and the DMCA on the loss of fair use
rights, and those perspectives will be examined for the
purpose of proposing a solution that would restore fair
use rights in both situations.

Part I. Clickwrap License Agreements

Clickwrap agreements are used to bind users to
terms set by the licensor before they are able to access
the service or product offered. The user is required to
click on an “I agree” button in order to manifest assent
to the terms of the agreement. Some agreements require
that the user scroll down to the end of the terms before
clicking the button as an extra measure, hopefully
inducing the reader to view the terms. Clickwrap agree-
ments often pop up on a user’s screen before the user is
able to proceed to the next area of a Web site or before a
user is able to download a software application.

An example of such a contract is the license agree-
ment that users are required to give their assent to
when downloading AOL Instant Messenger, a popular
program used by people to communicate over the Inter-
net by sending and receiving typed messages. The
terms of the agreement that are relevant to the discus-
sion of enforceability and fair use include the
following:4

.... BY CLICKING THE “YES” BUT-
TON BELOW . ... YOU AGREE TO
USE THE SOFTWARE AND THE SER-
VICE ONLY IN ACCORDANCE WITH
THE TERMS AND CONDITIONS OF
THIS AGREEMENT . ... AND YOU
AGREE THAT YOU ARE BOUND BY
AND ARE A PARTY TO THIS AGREE-
MENT.

IF YOU DO NOT AGREE TO THE
TERMS AND CONDITIONS OF THIS
AGREEMENT OR IF YOU ARE
YOUNGER THAN EIGHTEEN, CLICK
“NO” AND YOU MAY NOT INSTALL
THE SOFTWARE.

.... 2. Restrictions on Use. . . . You may
not modify, reverse engineer, decompile
or disassemble the Software or other-
wise attempt to derive its source code,
or in any way ascertain, decipher, or
obtain the communications protocol for
accessing the Service. You may not
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adapt, alter, modify, translate, or create
derivative works of the Software with-
out the express written authorization of
AOL. You may not redistribute, encum-
ber, sell, rent, lease, sublicense, or oth-
erwise transfer rights to the Software,
nor may you remove or alter any trade-
mark, logo, copyright or other propri-
etary notices, legends, symbols or labels
in the Software. . . . You may not incor-
porate, integrate or otherwise include
the Software or any portion thereof
(including the communications proto-
cols) into any software, program or
product that communicates, accesses,
or otherwise connects with the Service
or any other instant messaging, Inter-
net, or online service . . .

These types of agreements have generally been held
to be enforceable when the vendor automatically pres-
ents the terms to the consumer and when the vendor
requires the user to click an “I accept” button.5 It is nec-
essary for the vendor to put the user on notice of all
license terms. The user’s failure to read the terms will
not preclude the finding of an enforceable agreement.®
If both the automatic presentation and the clicking char-
acteristics are present, courts will probably enforce the
license agreement. 7 However, when the vendor does
not require a user to assent by clicking and the terms of
the agreement are not noticeable to the user, courts will
not enforce the contract based on lack of assent and
minimal notice.8 Clickwrap agreements were held to be
unenforceable when the users were not required to click
on an “I accept” button or manifest their assent in some
other way.

In Specht v. Netscape Communications Corp.,° the
defendant did not require the user to manifest assent to
the license agreement before allowing the user to down-
load software. The user also did not have proper notice
that he was even entering a binding agreement. The
Web page referred to the terms of the license when the
user scrolled to the bottom of the page, where there was
a link stating: “Please review and agree to the terms of
the Netscape Smart-Download software license agree-
ment.”10 Yet the user could have downloaded the soft-
ware without seeing the link or viewing the terms. The
Specht court noted that the “mere act of downloading
... [was] hardly an unambiguous indication of assent.
The primary purpose of downloading was to obtain a
product, not to assent to an agreement.”11 Without a
clear manifestation of assent on the user’s part or ade-
quate notice to the user of the license terms, the court
would not enforce the license agreement. Thus, courts
will probably not enforce a license if both characteristics
are absent.

However, the presence of one of the characteristics
may still be enough to enforce the contract. Despite the
absence of an automatic presentation of the license
terms, a court may still enforce the agreement if there is
a link to the terms placed adjacent to the “I agree” but-
ton.12 Enforceability in this case will depend on the
design of the Web site and to what extent the link is
noticeable to the user. For example, adequate notice
without an automatic presentation might exist if the
link is in a different color, underlined, and adjacent to
the “I agree” button.13 If the user has not clicked to
indicate acceptance, but the user has notice of the
terms, a court may also enforce the agreement.14 If the
Web site displays the terms of the agreement automati-
cally, a court may interpret the user’s continued use of
the Web site to satisfy the assent requirement without a
clicking acceptance. In Register.com v. Verio Inc., 1> the
court enforced the agreement when there was no click-
ing acceptance, but where the terms were automatically
displayed.te

An analysis of the clickwrap decisions thus far sug-
gests that clickwrap license agreements will continue to
be upheld by courts. Generally, if the user has taken an
affirmative action such as clicking an “I accept” button
and the terms of the agreement are made known to the
user before downloading, the agreement will be
enforceable. Despite the lack of bargaining or negotia-
tion in these transactions, there is a strong policy argu-
ment supporting the enforceability of clickwrap licenses
because they are the most efficient way to achieve mass
distribution of software and other digital products over
the Internet.

Part Il. The Fair Use Doctrine

The common law doctrine of fair use was codified
in the Copyright Act in 1976.17 At common law, the
“affirmative defense of fair use “permits courts to avoid
rigid application of the copyright statute when, on occa-
sion, it would stifle the very creativity which that law is
designed to foster.””18 The fair use defense will prevent
liability for copyright infringement if the use of a copy-
righted material is “for purposes such as criticism, com-
ment, news reporting, teaching . . . scholarship, or
research.”1? There are no specific uses that establish the
boundary lines of fair use, thereby forcing courts to
apply the doctrine on a case-by-case analysis using the
four factors provided by the Copyright Act.20

The United States Code provides four non-exclu-
sive factors which courts use to determine whether the
use in question was fair: (i) The purpose and character
of the use, including whether such use is of a commer-
cial nature or is for nonprofit educational purposes; (ii)
the nature of the copyrighted work; (iii) the amount
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and substantiality of the portion used in relation to the
copyrighted work as a whole; and (iv) the effect of the
use upon the potential market for or value of the copy-
righted work.2! The factors are meant to be weighed
against each other; there is no bright line rule for deter-
mining if a particular use is fair. A court may also
weigh other factors in addition to these.?2

The preamble to section 107 lists certain purposes
that are most appropriate for a finding of fair use:
”[C]riticism, comment, news reporting, teaching
(including multiple copies for classroom use), scholar-
ship or research.”2? However, a court may not decline
to weigh the four factors to determine fair use if the use
does not fall within one of these categories.2*

The Copyright Act balances the need to compensate
authors, as an incentive for others to create, and the
public’s demand for the copyrighted material by incor-
porating the fair use doctrine. This balanced system
allows authors to reap the rewards for their works
while also allowing the public to benefit from the use of
those works. Once a work is protected by copyright,
people are free to copy it when the use is fair (e.g.,
doing research, to make a comment or criticism, for
educational purposes, in scholarship, and for news
reporting). The broader goal of fair use is to stimulate
innovation by allowing the public to benefit from works
already created.

The policy behind the fair use doctrine is relevant
when discussing agreements that restrict users from
participating in what would otherwise be a valid use
under federal copyright law. If the boundary lines of
fair use were unclear before such technological innova-
tions as the Internet, then clickwrap agreements seem to
have pushed the public on the outside of that line, with
copyright owners gripping tightly onto their works.
The four factors weighed by courts will now be applied
to a clickwrap agreement situation similar to the Instant
Messenger license above, which restricts fair use.

Purpose and Character of the Use of the Work

The first factor to be applied in a fair use defense to
copyright infringement is “the purpose and character of
the use, including whether such use is of a commercial
nature or is for nonprofit educational purposes.”?> A
court may examine certain aspects of the use in ques-
tion when determining the purpose and character of the
use, such as whether the use is “productive,” the com-
mercial nature of the use, and the user’s behavior.26

If the user’s purpose is to put the copyrighted
material to a commercial use, courts are likely to deter-
mine that such use is unfair.” The commercial /non-
commercial nature of the use is important to the copy-
right owner because the use may infringe on the
compensation the owner is owed. A court is not likely

to find a use to be fair if the user is copying the owner’s
work for his own economic gain. An example of a non-
commercial use would be the educational use of copy-
righted material by nonprofit institutions. Such a use
will most likely be determined to be fair.28 An example
of a clearly commercial use exists in a case in which the
material is used to advertise or sell a product or
service.?? Regarding the commercial aspect of the first
factor, Nimmer notes, “the fact that a given use is com-
mercial does not necessarily negate fair use, any pre-
sumption that a commercial use is ipso facto unfair
should be regarded as ‘rebutt[able] by the characteris-
tics of a particular commercial use.””30

The commercial nature of a particular use may be
mitigated by the “transformative” or “productive”
nature of the use.?! It is not required that a user con-
tribute his own work to the material in question in
order to raise the fair use defense, but that contribution
will be relevant to the fair use discussion. 32 A use may
be considered transformative or productive if the user
has added his own work to the copyrighted work,
resulting in a new and different product.33 When the
purpose of the use is to create something new or differ-
ent, a court will weigh that fact against the commercial
aspect of a use when determining the first factor. In
Campbell v. Acuff-Rose Music, Inc., the Supreme Court
ruled that a parody of Roy Orbison’s song “Oh, Pretty
Woman” by the rap group 2 Live Crew was a fair use,
despite being commercial, because the group did not
copy the song excessively and the parody was a prod-
uct of the group’s own contributions which built on the
original song.34

Uses such as news reporting, criticism, research and
scholarship, however, do not fall as neatly on either
side of the commercial use line. These types of uses
may be deemed somewhat commercial if the product is
published and the user receives compensation for his or
her work. Similar to the parody use in Campbell,
though, when a user contributes his own work to the
original, a court may give more weight to the produc-
tive or transformative nature than it does to the com-
mercial nature. When derivative works utilize the origi-
nal work and constitute a new expression for the
public’s benefit, the productive nature will outweigh
the commercial nature of the use and will probably be
considered fair.35

The use of a copyrighted material in a “productive”
work will weigh in favor of finding the use to be fair,
but of course, there may be uses that are both “unpro-
ductive” and fair at the same time. Such uses were
noted by the Supreme Court:

[A] teacher who copies for the sake of
broadening his personal understanding
of his specialty . . . a legislator who
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copies for the sake of broadening her
understanding of what her constituents
are watching . . . a constituent who
copies a news program to help make a
decision on how to vote . . . in a hospi-
tal setting, using a VIR to enable a
patient to see programs he would oth-
erwise miss . . . [thus] contributing to
the psychological well-being of the
patient.36

Without a bright line test, courts are afforded the
leeway to rule in the best interests of fulfilling the pur-
poses of copyright law. It is essential to the balance of
copyright law to consider both the public benefit and
commercial gain when examining the commercial
aspect of the first fair use factor. Courts may choose to
determine that the copying of the Instant Messenger
program is fair if it fulfills the goals of copyright law
and there is not significant economic harm suffered by
the copyright holder.

The user’s behavior is another aspect of the first
factor that may affect the court’s decision. If a user bla-
tantly denies use of the owner’s work, a court is not
likely to find that the use is fair when balancing the first
factor.%” The argument on the other side of the coin,
therefore, is that attributing a usage of plaintiff’s work
to plaintiff can weigh in favor of determining the use
fair.38 When weighing all aspects of the first factor of
the fair use doctrine, “good faith and fair dealing” is
presupposed.® If a person knowingly infringes, the use
will not be considered fair, but in the instance that a
user “acted without authorization to disable a techno-
logical protection measure” which attempts to prevent
access to the material for a fair use, Nimmer comments
that “it does not undermine a fair use defense to point
out” such a fact.40

Applying the “purpose and character” factor to the
use of material obtained through a software program
such as Instant Messenger will most likely protect the
user in a copyright infringement claim if the use was
for a purpose such as education, scholarship or
research. A use carried out with a predominantly com-
mercial motive, however, will probably not be protected
by the fair use defense. The behavior of the user is also
relevant in determining whether or not a use is fair. The
remaining statutory factors would be examined by a
court and, therefore, are still relevant for the discussion
of fair use in clickwrap agreements.

Nature of the Copyrighted Work

Courts will examine the “nature of the copyrighted
work” next in determining whether a use is fair.4! When
analyzing the nature of the copyrighted work, courts
will find that “the more creative a work, the more pro-
tection it should be afforded from copying; correlative-

ly, the more informational or functional the plaintiff’s
work, the broader should be the scope of the fair use
defense.”42 Courts have clearly established that infor-
mational works are more likely to be protected by the
fair use doctrine than entertainment works.43

Regarding the Instant Messenger example, it is
doubtful that a court would see the software program
as merely “informational.” The popularity of the pro-
gram was partly due to the fact that there was not
already a program that performed the same way. How-
ever, there may be an argument against protecting the
program from fair use that says that the purpose of the
program is simply functional because it just provides a
means for people to communicate. There have been
other programs since the introduction of Instant Mes-
senger program that perform in a similar way. There is
little chance that a court will call the Instant Messenger
program “entertainment,” which would tend to afford
the program more protection from fair use.

Cases involving clickwrap agreements must be ana-
lyzed on a case-by-case basis to determine the nature of
the copyrighted work. Clickwrap agreements are com-
monly found on the Internet when downloading soft-
ware onto a personal computer but also are found
when a user seeks access to almost any form of media
on the Internet. Clickwrap agreements may be found on
anything from informational Web sites such as news
services to entertainment Web sites such as music,
movie or photograph sites that allow users restricted
access to such media. The wide variety of works which
may require a user to agree to a clickwrap license make
it difficult to predict how a court would apply the sec-
ond factor of a fair use defense, the nature of the work.

Amount and Substantiality of the Portion Used in
Relation to the Copyrighted Work as a Whole

Courts are also required to examine “the amount
and substantiality of the portion used in relation to the
copyrighted work as a whole”#* in fair use defenses.
Generally, if an entire work is reproduced, it will most
likely not be held a fair use.#> Nonetheless, some excep-
tions exist. In deciding this factor, courts may encounter
an issue of what precisely the “work” in question is.
The answer in each case has significant impact on the
overall determination of fair use, because courts usually
deny fair use for the copying of entire works or sub-
stantial portions of those works.46

The “amount and substantiality” factor might influ-
ence courts to find that a use is fair if the user copies
only portions of the copyrighted material which are
necessary for the non-infringing use. If the entire
material is blatantly copied, the use is not likely to be
held as fair and is probably an infringement on the
author’s copyright. If one were to copy the Instant Mes-
senger for educational purposes, for example, the fact
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that one copied the entire program would weigh
against a fair use finding. A court would be more likely
to determine the use to be fair if the user copies only
the portion of the program that he needs for the educa-
tional purpose.

Effect of the Use upon the Potential Market or Value
of the Copyrighted Work

Copying a work may have some impact on the
potential market or value of the copyrighted work.4”
This factor recognizes the need to strike a balance
“between the benefit the public will derive if the use is
permitted and the personal gain the copyright owner
will receive if the use is denied. The less adverse effect
that an alleged infringing use has on the copyright
owner’s expectation of gain, the less public benefit need
be shown to justify the use.”#8 This factor is significant
to the rights held by the copyright owner because the
acts of the copyright infringer may cause economic
harm, or may have a “potential” effect on the market
for the copyrighted work. 49 If the infringer’s uses are
widespread enough, there could be economic harm to
the copyright holder.50 Courts have defined the poten-
tial market for the use more narrowly as the market
“that creators of original works would in general devel-
op or license others to develop.”5! Again returning to
the Instant Messenger example, if a user had copied the
program and then received a significant economic bene-
fit as a result, a court will not likely find the use to be
fair. This factor is essential to maintaining the incentive
for people to create by allowing authors to reap the eco-
nomic rewards of their work.

An analysis of the four fair use factors applied by
courts reveals that copying a software program such as
Instant Messenger could very well be considered a fair
use in several instances (e.g., education, criticism, com-
ment, research and reverse engineering). However, the
clickwrap license agreement prevents such fair uses.
Specifically, the term stating that:

You may not modify, reverse engineer,
decompile or disassemble the Software
or otherwise attempt to derive its
source code, or in any way ascertain,
decipher, or obtain the communications
protocol for accessing the Service. You
may not adapt, alter, modify, translate,
or create derivative works of the Soft-
ware without the express written
authorization of AOL.52

This agreement explicitly prohibits the user from copy-
ing the software program, despite the act being a fair
use.53

Now, with an idea of what contributes to a determi-
nation of fair use, an understanding of the benefits of

the fair use defense and an explanation of the enforce-
ability of clickwrap licenses, the following section will
examine possible ways in which fair use may be
restored in cyberspace.

Part lll. Restoring Fair Use

The power to narrow the enforceability of click-
wrap agreements that prohibit fair use may lie in the
doctrine of unconscionability. If a contract is deemed by
a court to be unconscionable, “the court may refuse to
enforce the contract, or it may enforce the remainder of
the contract without the unconscionable clause, or it
may so limit the application of any unconscionable
clause as to avoid any unconscionable result.”>*

When examining a contract for unconscionability,
“generally, courts recognize that both substantive and
procedural unconscionability must be present for a
court to alter the terms of an otherwise enforceable con-
tract.”%> Substantive unconscionability may exist if an
agreement contains terms that are harshly one-sided
and procedural unconscionability occurs when a party
lacks a meaningful choice in entering into the con-
tract.5 Procedural unconscionability may exist if the
disadvantaged party agrees to the contract under time
pressure and has not had an opportunity to read and
understand the contract terms. A clickwrap agreement
may be held to be procedurally unconscionable if the
vendor intended to hide terms in a way that the user
would either not know to read them, or not know that
the terms were binding on him.5”

The most likely case for a clickwrap license to be
found unconscionable is when the user is bound by
terms he never had reason to know of. This issue, how-
ever, relates back to the notice requirement in finding
the agreements enforceable in the first place. If the
agreement is found to be unenforceable for lack of
notice, the court will then never deal with an uncon-
scionability argument. Most clickwrap agreements will
not be procedurally unconscionable under this stan-
dard. If the user has had enough notice of the terms for
the agreement to be enforceable, it is unlikely that a
court will find the contract to be procedurally uncon-
scionable.

Substantive unconscionability is defined as “uncon-
scionability resulting from actual contract terms that are
unduly harsh, commercially unreasonable, and grossly
unfair given the existing circumstances.”> Even though
most clickwrap agreements prevent fair uses, those
terms may not be interpreted to be so gross as to reach
that standard. The lack of any type of bargaining or
negotiation in clickwrap agreements may be an argu-
ment to support a finding of unconscionability. The
opposite argument, though, is that consumers at least
have the opportunity to decline acceptance of the agree-
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ment; they are not forced to give their assent. Perhaps
the greatest factor weighing against a finding of uncon-
scionability is the fact that clickwrap agreements have
become the most efficient way in a mass production
society that relies heavily on the speed and convenience
of the Internet. Fearing negative effects on the fast pace
and ease of e-commerce, courts will probably be reluc-
tant to find these agreements unconscionable. Thus,
sustaining the burden of unconscionability is difficult in
the context of clickwrap agreements in which the user
has notice of the terms and when the user has manifest-
ed assent to those terms.

A court may decide whether or not the terms were
within the user’s “reasonable expectations.” This, too, is
a high standard for the user to reach in attempting to
have a term eliminated from the agreement. Arguably,
most of the actual terms and conditions contained in
these user agreements would not be outside the users’
reasonable expectations.? Users would probably expect
that the copyright owners will attempt to exert as much
control over their copyrighted material as possible, as
well as the services the material may provide and the
information it allows access to. Therefore, absent a spe-
cific showing of unfairness, undue oppression, or
unconscionability, a court will likely find clickwrap
agreements, including any terms restricting fair use, to
be enforceable.t0

Whereas it is unlikely that a court will deem a click-
wrap license to be unconscionable, the preemption of
the license agreements by federal copyright law may be
a solution to restoring fair use rights to online con-
sumers.®! Courts have previously held that federal
copyright law may preempt state contracts.62 The Copy-
right Act contains a preemption section providing that
state law causes of action may be preempted by a cause
of action under the federal Act:63

All legal or equitable rights that are
equivalent to any of the exclusive rights
within the general scope of copyright
as specified by section 106 in works of
authorship that are fixed in a tangible
medium of expression and come within
the subject matter of copyright as speci-
fied by sections 102 and 103 . . . are
governed exclusively by this title.
Thereafter, no person is entitled to any
such right or equivalent right in any
such work under the common law or
statutes of any State.t4

In order for a state law cause of action to be pre-
empted, it must satisfy two requirements. First, pre-
emption occurs only if the state law creates a right that
is “equivalent to any of the exclusive rights within the
general scope of copyright.”6> Second, the state law
right must “come within the subject matter of copy-

right.”66 A state law claim is not preempted only if it
“contains at least one element that makes it qualitative-
ly different from a claim of copyright infringement.”¢7

If the breach of a clickwrap agreement is equivalent
to a right under copyright law, a court should find that
if there is a breach of the copyright provisions of a click-
wrap agreement, federal copyright law preempts the
state law claim. If federal copyright preempts the state
license agreement, then the user is free to make any fair
use arguments available to him under 17 U.S.C. § 107 in
defense of an infringement action.

Courts have stated that a contract right is equiva-
lent to copyright if a user’s act of reproduction, distri-
bution, or display breaches a term under the contract
right.68 The owner of a copyright has the exclusive right
to reproduce, prepare derivative copies, distribute
copies and perform the copyrighted work publicly.®?
Therefore, “if under state law the act of reproduction,
performance, distribution, or display . . . will in itself
infringe the state-created right, then such right is pre-
empted.”70

Applying the pre-emption rule to state online
license agreements, one commentator argued that:

The act of reproduction . . . or distribu-
tion (as in the case of a teacher who dis-
tributes articles to her students) will
violate the agreements because copying
of the online materials is limited to per-
sonal and noncommercial use. Nothing
more than reproduction or distribution
is required in order to violate these
agreements. A breach of the online
agreement does not contain an element
that makes it qualitatively different
from a claim of copyright infringement.
For example, if a user copies an online
article for scholarship use and subse-
quent distribution to publishers of
scholarly journals, that user has violat-
ed the online agreement. However, the
copying is also a copyright infringe-
ment, subject, of course, to a fair use
defense. Therefore, the federal copy-
right law will preempt the state law
contract claim.”!

Following this analysis, clickwrap agreements, which
impose fair use restrictions, will probably meet the first
requirement for preemption; the rights held by the
owner in the license are equivalent to the exclusive
rights within the general scope of copyright.

Section 102 of 17 U.S.C. governs the subject matter
of federal copyright law.”2 The software protected by
online clickwrap agreements falls within the statutory
definition of the subject matter of copyright. Under sec-
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tion 102, software programs are “original works of
authorship.”73 The general test for originality requires
“only that the work was independently created by the
author (as opposed to copied from other works), and
that it possesses at least some minimal degree of cre-
ativity.”74 Section 101 of 17 U.S.C. defines audiovisual
works as “works that consist of a series of related
images which are intrinsically intended to be shown by
the use of machines, or devices such as projectors,
viewers, or electronic equipment, together with accom-
panying sounds, if any, regardless of the nature of the
material objects, such as films or tapes, in which the
works are embodied.””>

Applying this statutory definition to material
obtained on the Internet through a clickwrap agree-
ment, such as software, the copyrighted material may
be considered a “series of related images” that are
“intended to be shown by the use of” computers, which
can qualify as “machines.”7¢ Software protected by
clickwrap agreements therefore qualifies as a copy-
rightable work to be “fixed in any tangible medium of
expression, now known or later developed, from which
[it] can be perceived, reproduced, or otherwise commu-
nicated, either directly or with the aid of a machine or
device.””” If the material gained by agreeing to a click-
wrap license is copyrightable, then it follows that the
material satisfies the second requirement of preemp-
tion, that the state agreement fall within the subject
matter of copyright law. If the material is not within the
subject matter of copyright law, federal law will not
preempt a state license agreement.”® Since clickwrap
agreements grant rights equivalent to the exclusive
rights within the scope of copyright law, clickwrap
agreements therefore fall within the subject matter of
copyright law.

Vendors of clickwrap licenses may argue that click-
wrap agreements are safe from federal preemption,
because even though copyright authority is delegated
to Congress,” that authority is not exclusive, allowing
states to hold concurrent power over copyrights.80
However, state sovereignty is superseded when the
state’s authority is contradictory to the federal authori-
ty. In Goldstein v. California,8! the Supreme Court held
that state copyright laws will not be preempted unless
they conflict with federal copyright law. The state copy-
right authority in that case was a California statute
which prohibited the “transfer [of] any performance
fixed on a tape or record onto other records or tapes
with the intention of selling the duplicates, unless they
have first received permission from those who, under
state law, are the owners of the master recording.”82
This statute prohibiting commercial copying does not
interfere with or contradict any federal law on copy-
right.

Clickwrap licenses, however, do contradict federal
copyright law which allows fair use. Those seeking to
enforce clickwrap agreements might argue that because
the agreements are made between two parties, the con-
tracts are not within the scope of federal copyright law,
which grants rights to a copyright owner against the
rest of the world, not an individual party. Considering
the lack of negotiation in clickwrap agreements meant
for mass distribution of software however, it seems as
though the assent given in a clickwrap agreement fails
to provide the extra element which would place the
agreement outside the scope of federal copyright law.
Unlike the California statute, then, clickwrap agree-
ments expand the copyright owners’ rights while
shrinking the user’s rights. Because clickwrap agree-
ments do contradict federal copyright authority, they
should not be protected from federal preemption by the
shield of state sovereignty.

There are strong public policy arguments support-
ing the federal preemption of clickwrap license agree-
ments. Allowing private agreements to restrict users’
rights and to enhance the rights held by copyright own-
ers beyond what is provided for them in the Copyright
Act renders the existing copyright law useless in cyber-
space. The private clickwrap agreements between own-
ers and individual consumers clearly prohibit uses that
would otherwise be considered fair under the Copy-
right Act, which protects the rights held by copyright
owners against the rest of the world. Through click-
wrap agreements, then, copyright owners are essential-
ly able to rewrite copyright law to their own benefit.

Since clickwrap agreements are necessary in main-
taining the flow of e-commerce, it is unlikely courts or
state legislatures will prohibit the agreements them-
selves. It is also unlikely that all states will agree on a
standard form of clickwrap agreement that does not
contain any restrictions on fair use.83 The best solution
for restoring fair use rights to consumers who agree to
clickwrap agreements is to preempt the agreements
with federal copyright law. Section 301 of the Copyright
Act should be amended to include an express provision
allowing for such a preemption. This express exemption
would be applied when the agreement terms prohibit
rights that are equivalent to the exclusive rights within
the scope of federal copyright law, the protected work
is within the subject matter of copyright law and when
the agreement contains terms restricting a consumer’s
right to make fair use of the copyrighted work. When
enforcing such a provision, the use would have to be
ruled as fair by the court when determining whether or
not the agreement is preempted. The four factors
applied to a fair use defense, as discussed above, would
be applied in the same manner to a preemption case. If
the clickwrap preemption provision were added to sec-
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tion 301, online vendors may respond by redrafting
their clickwrap agreements allowing consumers to copy
the protected work for fair uses.

Part IV. The DMCA'S Anti-Circumvention Ban

In order to keep up with rapidly evolving technolo-
gy, Congress updated the Copyright Act with the “most
sweeping revisions ever to the Copyright Act of 1976,”
the DMCA .84 The legislature’s stated goal when draft-
ing the DMCA was to “make available via the Internet
the movies, music, software, and literary works that are
the fruit of American creative genius.”8>

Congress recognized that while technology had
taken a significant leap, copyright law as it stood was
not adequate to deal with the speed and convenience
with which people are now able to access copyrighted
material.8¢ To address this inadequacy, Congress drafted
“the most important feature”8” of the DMCA and the
other significant roadblock to our fair use rights: The
DMCA’s anti-circumvention provision,88 which protects
technical measures used to safeguard copyrighted
works.8

Section 1201 consists of three types of possible anti-
circumvention violations: A basic provision, a ban on
trafficking, and “additional violations.” The basic provi-
sion states that: “No person shall circumvent a techno-
logical measure that effectively controls access to a
work protected under this title.”90 The DMCA therefore
“prohibits any technology that is primarily designed or
marketed for the purpose of circumventing [i.e., “avoid-
ing, bypassing, removing, deactivating, or otherwise
impairing’?1]—protection afforded by a technological
measure that effectively protects a right of a copyright-
ed owner.”92

Put more simply, it prohibits tools that can over-
come copyright technologies. For example, a CD player
or a software program that can circumvent the new
copy-protection measures on some CDs to enable copy-
ing of the copyrighted songs on the CDs will likely vio-
late the anti-circumvention provision.?> The DMCA also
prohibits the manufacture or sale of any technology that
is intended to circumvent a technological measure that
“effectively controls access” to a copyrighted work.

In an article assessing possible solutions to the fair
use problem created by the DMCA, Kevin S. Bankston
notes: “[TThe DMCA has been sharply criticized by
consumer advocates, technology developers, and com-
puter security researchers for threatening the public’s
right to make fair uses of copyrighted digital media.”%*
Bankston gives the example of an average consumer
who would traditionally be allowed to make a copy of a
DVD he owns in case of loss or damage, but now is pre-
vented from doing so under the DMCA. If a consumer

were to make a copy of a DVD, “the act of distributing
or using the circumvention tool necessary to access an
unencrypted copy of the movie for this fair-use purpose
would subject the consumer to civil and criminal liabili-
ty.”95 As a result, Bankston points out that “the DMCA
appears to have radically altered the copyright bargain
by effectively eliminating the public’s ability to engage
in fair uses that require duplicating digital media either
in whole or in part, if that media is protected by access
or copy controls.”%

Congress apparently recognized the danger to fair
use rights when implementing the anti-circumvention
ban, because they saw it “appropriate to modify the flat
prohibition against the circumvention of effective tech-
nological measures that control access to copyrighted
materials, in order to ensure that access for lawful pur-
poses is not unjustifiably diminished.”9” The same dan-
gers to fair use were recognized by Consumers Union
in a June 4, 1998, letter to the House Commerce Com-
mittee:?8

These newly-created rights will dramat-
ically diminish public access to infor-
mation, reducing the ability of
researchers, authors, critics, scholars,
teachers, students, and consumers to
find, to quote for publication and other-
wise make fair use of them. It would be
ironic if the great popularization of
access to information, which is the
promise of the electronic age, will be
short-changed by legislation that pur-
ports to promote this promise, but in
reality puts a monopoly stranglehold
on information.

In order to respond to these fears:

[TThe Committee has endeavored to
specify, with as much clarity as possi-
ble, how the right against anti-circum-
vention would be qualified to maintain
balance between the interests of content
creators and information users. The
Committee considers it particularly
important to ensure that the concept of
fair use remains firmly established in
the law. . . H.R. 2281, as reported by the
Committee on Commerce, fully
respects and extends into the digital
environment the bedrock principle of
“balance” in American intellectual
property law for the benefit of both
copyright owners and users.?”

Nimmer has commented on the anti-circumvention
language, stating that:
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[1t] bootstraps the limited monopoly
into a perpetual right. It also funda-
mentally alters the balance that has
been carefully struck in 200 years of
copyright case law, by making the pri-
vate incentive of content owners the
paramount consideration—at the
expense of research, scholarship, educa-
tion, literary or political commentary,
indeed, the future viability of informa-
tion in the public domain. In so doing,
this legislation goes well beyond the
rights contemplated for copyright own-
ers in the Constitution.100

Nimmer has also noted that the fair use defense is
not applicable to a violation of the anti-circumvention
provision. Because anti-circumvention is defined by sec-
tion 1201 as something separate from a copyright
infringement, fair use is no defense:101

In testimony to Congress, the Register
of Copyrights insightfully noted two
consequences for fair use from the
addition of Section 1201 to the Copy-
right Act. First, the new addition to the
Act “might be read by a court as a sig-
nal to extend the concept of fair use as
a judge-made defense, [even though] it
does not provide clear legislative
authority to do so.” Second, a copyright
owner should not be able “to defeat a
fair use defense by pointing to the fact
that the defendant had circumvented a
technological protection measure.”

The DMCA has been criticized by some and lauded
by others. Bernard Sorkin notes the basis for the criti-
cism:

The development of digitalization pro-
vides a cornucopia of benefits as well
as mammoth dangers. One of the con-
sequences of digitalization has been an
outpouring of criticism of legislation
enacted to protect against those dan-
gers; criticism not that the copyright act
is inadequate, but that it goes too far in
providing protection.102

Sorkin disagrees with “attackers” of the DMCA who
argue that it “distort[s] the copyright balance in favor of
copyright owners . . . that copyright owners rely on a
relatively alien notion that copyright is a primarily
intended not to “‘promote the progress of science and
useful arts,” but, instead, as a statutory confirmation of
some purportedly natural monopoly right.”103

One of the critics of the DMCA is Representative
Rick Boucher (D-Va.). Boucher suggests that the DMCA
was pushed through Congress by groups such as the
Motion Picture Association of America and the Record-
ing Industry Association of America, and that it has
enhanced the rights held by copyright owners into
rights which give copyright owners total control over
the public’s access to the copyrighted works. This
would be a significant extension of the copyrights that
are designed to compensate authors without giving
them a monopoly power and preventing the copyright-
ed work from reaching the public domain. Boucher has
argued that the DMCA'’s anti-circumvention provision
criminalizes both legitimate and illegitimate uses by
punishing the act of circumvention, despite the fact that
the use may traditionally be considered fair.104

In an attempt to restore fair use rights to users after
the DMCA anti-circumvention provision, Boucher has
proposed a bill “to mitigate these alleged negative
impacts of the DMCA and reaffirm fair use rights.”105
Rep. Boucher’s bill, entitled “The Digital Media Con-
sumers’ Rights Act of 2003”106

[I]ntends to allow distribution of tech-
nologies capable of substantial non-
infringing uses and to protect fair use
rights, including the right to create
copies for personal use . . . the bill is
necessary because ‘without a change in
the law, individuals will be less willing
to purchase digital media if their use of
the media within the home is severely
circumscribed, and the manufacturers
of equipment and software that enables
circumvention for legitimate purposes
will be reluctant to introduce the prod-
ucts into the market.”107

The DMCRA would add the following language to
the DMCA:

[I]t is not a violation of this section to
circumvent a technological measure in
connection with access to, or use of, a
work if such circumvention does not
result in an infringement of the copy-
right in the work, (i.e., if the resultis a
fair use.) . . . also “it shall not be a vio-
lation of this title to manufacture, dis-
tribute, or make noninfringing use of a
hardware or software product capable
of enabling significant noninfringing
use of a copyrighted work” (i.e., capa-
ble of enabling fair use).108
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The Bankston article provided a forum for two
commentators to assess the effectiveness of the
DMCRA. Charles S. Sims10 called the bill “ill-consid-
ered and highly deceptive.”110 Sims argues that Bouch-
er’s bill gives fair use greater power than it had even
before the DMCA by granting users “a revolutionary
new right to obtain access to works for which copy-
righted owners had limited access, and to obtain the
means to make perfect digital copies even where the
copyright owner had attempted to defend its rights by
blocking access to the unencrypted text.”111 Sims is also
a supporter of the DMCA, arguing that the legislation
“sought to protect copyright owners and the benefits
(including to the economy and balance of trade) they
bring to our nation by keeping piracy tools broadly
unavailable.”112

Representing the opposite view on both the DMCA
as well as the DMCRA, Fred von Lohmann!!3 argued
that Boucher’s bill does not expand fair use and that the
DMCA’s anti-circumvention provision leaves copyright
owners no use for the Copyright Act: “If you can “pro-
tect’ a work and condition access to it on any terms you
like, backed up by the DMCA'’s legally enforceable cir-
cumvention ban, why would you ever rely on the
Copyright Act, with all of its messy exceptions (includ-
ing fair use)?”114 Lohmann also pointed out that while
the DMCA has been very effective in preventing fair
use, it had done little to prevent piracy.

To ensure the protection of fair use rights under the
DMCA, Congress should pass legislation that preserves
fair use, but also does not allow significant amounts of
infringing uses to continue. While Representative
Boucher’s language seems to directly address the prob-
lem of fair use faced by users as a result of the ban on
anti-circumvention, the most appropriate solution
seems to be adding another exemption to section 1201
which provides more protection for fair use than the
DMCA currently allows. This fair use exemption would
expressly provide that a consumer would not incur civil
or criminal liability under the DMCA if the act of cir-
cumvention were performed while making a fair use of
the copyrighted work. Such an exemption could
expressly provide that a copyright owner must provide
the means to overcome technological measures for con-
sumers acting within their fair use rights. This exemp-
tion would not affect the ban on circumvention when
the circumvention of a technological protection measure
results in copyright infringement.

Conclusion

The Internet has allowed our society to gain access
to digital products instantaneously. Our ability to use
those products, however, has suffered considerably as a
result of private clickwrap license agreements that

restrict fair use and the DMCA's anti-circumvention
ban. The technology, which made such easy access pos-
sible, is clearly far ahead of the legislation that governs
it. “The leap to digital technology . . . [is] the most effec-
tive enabler of fair use in the history of copyright,” but
that leap has left existing copyright law severely inade-
quate to protect the defense of fair use.!’> This paradox
must be addressed by our state and federal lawmakers.
The solution must enable consumers to benefit from
digital innovation, but without upsetting the balance of
incentive and access which is at the core of copyright
law.

In the case of clickwrap agreements, the best way to
restore fair use rights is to add a provision to the Copy-
right Act that provides for the preemption of state click-
wrap agreements by federal copyright law. Restoring
fair use rights under the DMCA’s anti-circumvention
ban can be achieved by adding a fair use exemption
provision that would expressly allow the consumers to
circumvent technological protection measures for fair
uses, without incurring civil or criminal liability.
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The Supreme Court’s Trademark Jurisprudence:
Allowing the Lower Courts to Settle the Issues

By Maureen A. O'Rourke

In two recent trademark law decisions, the Supreme
Court, in interpreting the Lanham Act’s! statutory word-
ing, left the lower courts with the task of developing
much of the substantive law that will implement the
High Court’s holdings. In this article, I review the two
decisions and identify issues that remain for the lower
courts to clarify. Briefly, the Supreme Court’s decisions
raise questions regarding the viability of a federal dilu-
tion cause of action and protection for logos as marks in
themselves.

Moseley v. V. Secret Catalogue, Inc.?

The Case

In the Moseley case, the well-known Victoria’s Secret
lingerie store brought a number of claims against the
operators of “Victor’s Little Secret,” a retail store mar-
keting lingerie as well as adult novelty toys.3 By the
time the case reached the Supreme Court, only a claim
under the Federal Trademark Dilution Act (FTDA)
remained.# The District Court had held that Victor’s Lit-
tle Secret diluted the Victoria’s Secret mark by tarnish-
ment and the Court of Appeals for the Sixth Circuit
upheld the dilution finding based on both blurring and
tarnishment rationales.5

The Sixth Circuit holding rejected a prior Fourth
Circuit decision.® Specifically, the Fourth Circuit, in Rin-
gling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah
Division of Travel, had held that a successful dilution
claim under the FTDA requires a showing that the
defendant’s use of a mark “caused . . . actual economic
harm to the famous mark’s economic value by lessening
its former selling power as an advertising agent for its
goods or services.” 7 The Ringling Bros. court relied on
the FTDA's plain language placed against the backdrop
of the long history of state dilution enactments—the
FTDA proscribes certain uses that “cause[] dilution,”
while the state enactments generally prohibit certain
uses that cause a “likelihood of dilution.”8 The court noted
that the proof of actual economic harm it required
would be difficult to obtain in many cases, but suggest-
ed three types of evidence that could be probative: “[(i)]
proof of an actual loss of revenues, and proof of [the]
replicating use as [its] cause by disproving other possi-
ble causes[; (ii)] the skillfully constructed consumer sur-
vey[; and (iii)] contextual factors . . relevan[t] as indirect
evidence that might complement other proof.”?

In Moseley, the Sixth Circuit, despite finding the Rin-
gling Bros. logic “somewhat persuasive,” eschewed it in

favor of the Second Circuit’s holding in Nabisco, Inc. v.
PF Brands, Inc.10 In PF Brands, the Second Circuit empha-
sized that the owner of the famous senior mark

might never be able to show dimin-
ished revenues . . . Even if [it could,] it
would be extraordinarily speculative
and difficult to prove that the loss was
due to the dilution of the mark. And . . .
consumer surveys . . . are expensive,
time-consuming and not immune to
manipulation. . . . ‘[Clontextual factors’
have long been used to establish
infringement. We see no reason why
they should not be used to prove dilu-
tion.11

The Sixth Circuit found this approach more faithful
to the statutory language as well as more likely to effec-
tuate congressional intent.12 It read legislative history
that distinguished the immediate harm that confusion
causes from the gradual harm which results from dilu-
tion as evincing a congressional intent to provide a rem-
edy before dilution occurs.!3 It simply could not recon-
cile a congressional intent to provide a broad remedy
with the Ringling Bros. approach that effectively made it
unlikely that a trademark owner would be able to prove
the actual harm required to justify a remedy.14

In turn, the Supreme Court adopted much of the
Ringling Bros. reasoning, albeit with some distinctions.
Like the Fourth Circuit, the Supreme Court emphasized
the contrast between state schemes referring to a “likeli-
hood” of dilution and the FTDA's text which “unam-
biguously requires a showing of actual dilution [, a con-
clusion] fortified by the [FTDA’s] definition of the term
‘dilution’ itself.”15 Thus, to succeed in a dilution claim
under the FTDA, the plaintiff must establish actual dilu-
tion. However, the Court also held that:

[TThat does not mean that the conse-
quences of dilution, such as an actual
loss of sales or profits, must also be
proved. To the extent that language in
the Fourth Circuit’s opinion in the Rin-
gling Bros. case suggests otherwise . . .
we disagree. We do agree, however,
with that court’s conclusion that, at
least where the marks at issue are not
identical, the mere fact that consumers
mentally associate the junior user’s
mark with a famous mark is not suffi-
cient to establish actionable dilution. . . .
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Respondents and their amici argue that
evidence [of actual dilution] may be dif-
ficult to obtain. It may well be, however,
that direct evidence of dilution such as
consumer surveys will not be necessary
if actual dilution can reliably be proven
through circumstantial evidence—the
obvious case is one where the junior
and senior marks are identical. Whatev-
er difficulties of proof may be entailed,
they are not an acceptable reason for
dispensing with proof of an essential
element of a statutory violation.16

Victoria’s Secret simply lacked the evidence to sup-
port a finding of actual dilution. The evidence estab-
lished a mental association between the two marks but
no effect on the senior mark: “There is a complete
absence of evidence of any lessening of the capacity of
the Victoria’s Secret mark to identify and distinguish
[its] goods or services. . . . Moreover, the expert retained
by [Victoria’s Secret] had nothing to say about the
impact of [Moseley’s] name on the strength of [Victoria’s
Secret’s] mark.”17

Issues for the Lower Courts

The Supreme Court’s Moseley decision firmly estab-
lishes the principle that a showing of actual dilution is
required to maintain a claim under the FTDA. It leaves
open, however, the question of what types and quantum
of evidence will suffice to show actual dilution. Circum-
stantial evidence will ostensibly suffice when the marks
are identical. What exactly this circumstantial evidence
would be is unclear. Would it be enough to show that
consumers mentally associate the two identical marks?
The wording quoted above suggests that it might and
presumably would be fairly inexpensive to produce a
survey that showed a mental association in consumers’
minds. But the Court’s opinion also suggests that survey
evidence is not necessary when the marks are identical.
Does a showing that the marks are identical thus sup-
port an inference of actual dilution without more? If not,
then what more must be shown and how?

Some courts, notably the Second Circuit in the PF
Brands case, have developed multi-factor tests for dilu-
tion. Perhaps the Supreme Court means that, at least
when the marks are identical, courts may be justified in
inferring dilution after considering other circumstantial
factors like those enumerated by the PF Brands court:
The distinctiveness of the famous mark, similarity of the
marks, proximity of the products and likelihood of
bridging the gap, the interrelationship among these
three factors, shared consumers and geographic limita-
tions, sophistication of consumers, actual confusion,
adjectival or referential quality of the junior use, harm to
the junior user and delay by the senior user, and the
effect of the senior’s prior laxity in protecting the

mark.18 Indeed, the Second Circuit in PF Brands effec-
tively indicated that its multi-factor test would provide
the circumstantial evidence to support a finding of dilu-
tion when the marks are identical.1?

Evidence of lost revenues caused by the allegedly
dilutive use, while not required, would presumably be
regarded by the Court as the “best” evidence of dilution
and would suffice whether the marks are identical or
not. In most cases, such evidence will simply not exist.
In the normal run of cases, then—those involving nei-
ther identical marks nor evidence of lost revenue—what
evidence is required to show “actual dilution?” Survey
evidence “designed not just to demonstrate ‘mental
association” of the marks in isolation, but further con-
sumer impressions from which actual harm and cause
might rationally be inferred,” may be required.20

The lower courts will have to define what evidence
will suffice to prove actual dilution. Lawyers litigating
FTDA actions should anticipate this issue, seek as much
guidance as possible from the Supreme Court’s opinion
in Moseley, then make some educated guesses about the
evidence appropriate to their cases.

Another interesting issue that the Supreme Court
raised may be one found in dicta. The Court suggested
that the FTDA’s statutory language encompasses only
dilution by blurring, not dilution by tarnishment.2!
Although the legislative history seems to indicate other-
wise, long-held principles of statutory construction firm-
ly embraced by this Supreme Court preclude resort to
the legislative history when the statutory language is
clear. To the extent that blurring routinely accompanies
tarnishment, the question may not much matter. When,
however, the gravamen of the complaint is tarnishment,
the FTDA may simply not apply.

Dastar Corp. v. Twentieth Century Fox Film
Corp.22

The second case involved Dastar, a company that
sells music CDs and videos.2? It released a video set
entitled World War II Campaigns in Europe that contained
an edited version of an earlier television series, Crusade
in Europe.2* At one time, Twentieth Century Fox (“Fox”)
owned the copyright in the TV series, which itself was
based on a copyrighted book.2> Fox failed to renew the
copyright in the TV series.26 Fox (and the licensees to
whom it had granted exclusive rights to distribute Cru-
sade) nevertheless sued Dastar, claiming, inter alia, that
Dastar’s selling of videos containing the TV series with-
out crediting the series’ originators constituted reverse
passing off under section 43(a) of the Lanham Act.2”

The District Court held for the plaintiffs and the
Ninth Circuit affirmed.?8 In an unpublished decision,
the Ninth Circuit stated:
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... Dastar copied substantially the
entire Crusade in Europe series created
by Twentieth Century Fox, labeled the
resulting product with a different name
and marketed it without attribution to
Fox. Dastar therefore committed a ‘bod-
ily appropriation” of Fox’s series. . . .
Dastar’s minimal changes to the series
are not sufficient to avoid liability. . . .

We reject Dastar’s contention that
Twentieth Century Fox must make an
independent showing that the series
manufactured by Dastar resulted in
consumer confusion. Dastar’s ‘bodily
appropriation” of Fox’s original series is
sufficient to establish the reverse pass-
ing off, because the ‘bodily appropria-
tion’ test subsumes the ‘less demanding
‘consumer confusion” standard.’?

The Supreme Court reversed.30 Although the Court
found the Lanham Act’s language broad enough to
encompass a cause of action for reverse passing off, it
considered the key issue to be the meaning of the word
“origin” in the statutory prohibition against making a
“false designation of origin . . . likely to cause confu-
sion.”3! Looking to the dictionary for assistance, the
Court concluded that “the most natural understanding
of the ‘origin” of ‘goods’ . . . is the producer of the tangi-
ble product sold in the marketplace, in this case the
physical Campaigns videotape sold by Dastar . . . [T]he
phrase ‘origin of goods’ is . . . incapable of connoting the
person or entity that originated the ideas or communica-
tions that ‘goods’” embody or contain.”32 To hold other-
wise would “cause[] the Lanham Act to conflict with the
law of copyright . . . The right to copy, and to copy with-
out attribution, once a copyright has expired . . . passes
to the public.”33

Issues for the Lower Courts

The Supreme Court’s Dastar decision leaves the job
of drawing the line between copyright and trademark
largely to the lower courts. Does Dastar mean that a
mark eligible for copyright protection can no longer be
protected by trademark law once copyright protection
expires? Does Dastar mean that companies will not be
able to control the marketing of their logos on unrelated
products like T-shirts because they are not themselves
the “origins” of the T-shirts? The answer to the first
question seems likely “no,” while the answer to the sec-
ond is unclear.

In Traffix Devices, Inc. v. Marketing Displays, Inc., the
Supreme Court held that although an expired utility
patent “is strong evidence that the features claimed
therein are functional,” a party may still obtain trade
dress protection if it can “carry the heavy burden of
showing that the feature is not functional, for instance

by showing that it is merely an ornamental, incidental,
or arbitrary aspect of the device.”3* A party can thus not
trademark the functionality that a utility patent formerly
protected ostensibly, even if that functionality has some
source identification function associated with it—the
costs to competition of patent exclusivity followed by
trademark protection are simply too high. Any con-
sumer confusion that results after the patent expires is
simply a cost society must tolerate in the name of com-
petition and reconciling patent and trademark policy.

One might argue that to be consistent with Traffix,
the Court would hold that an expired copyright is
strong evidence that the formerly copyrighted subject
matter is aesthetically functional and therefore not pro-
tectible under trademark law.3> Indeed, in the Traffix
case, the Court seemed to accept at least some version of
the aesthetic functionality doctrine, stating, “It is proper
to inquire into a ‘significant non-reputation-related dis-
advantage’ in cases of esthetic functionality.”3¢ At the
same time, though, it seems likely that the costs to com-
petition of copyright exclusivity followed by trademark
protection would likely be much lower than the same
costs when associated with patent exclusivity. There
may then be a stronger reason to protect against con-
sumer confusion even after a copyright expires. Indeed,
the Court’s holding in Wal-Mart Stores, Inc. v. Samara
Bros., Inc. indicates that product design trade dress
(which may include copyrightable elements) may be
protected under trademark law on a showing of second-
ary meaning.%” Thus, it seems likely that Dastar does not
mean that a once-copyrighted design may not receive
trademark protection.

The Dastar Court’s holding might be limited to the
context of reverse passing off claims and to “informa-
tion” products—like the film before it or, for example, a
book—rather than pictorial works like fanciful logos.38
Arguably, the public interest in unfettered competition
after copyright’s expiration is greater for such informa-
tion products rather than fanciful logos that do not as
clearly impart information in and of themselves.

It is uncertain what that same limited reading of
Dastar would mean for the second issue identified
above—protection of logos as products themselves. Say,
for example, that a sports team has a logo that its play-
ers wear on their jerseys. An unaffiliated firm markets T-
shirts with the team’s logo. Would that activity consti-
tute trademark infringement? Before Dastar, at least
some courts would say “yes.” But if Dastar defines “ori-
gin” to mean producer of the product bearing the mark,
then the T-shirt manufacturer is the originator of its
product and no false designation of origin occurs. One
might argue, however, that confusion as to affiliation or
sponsorship would still be actionable. Further, if Dastar
is limited to more “weighty” informational products like
books, it may simply not apply to protection of logos in
themselves at all.
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Conclusion

The Supreme Court’s recent trademark jurispru-
dence leaves a fair amount for decision by the lower
courts. This is not particularly problematic from an aca-
demic perspective: Allowing issues to percolate through
the lower courts may often lead to the development of
“better” law. From a practicing lawyer’s perspective,
however, the period of uncertainty can present difficul-
ties. The best a lawyer can do is to engage in careful
reading of the Court’s recent decisions and formulate
arguments against the backdrop of those decisions and
the policies they represent.
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New U.S. Federal and State Tax Incentives

for Film Production
By Bianca Bezdek

After years of observing the effects of successful
foreign film and television production tax incentives,
the United States may finally be amending its views
and tax policy to counteract the effects of runaway pro-
duction (i.e., U.S. film production in Canada attracted
by Canadian tax incentives and the benefits of Canada’s
many bilateral co-production treaties). This U.S. change
of position is evidenced on both state and federal levels.
For example, on the federal level, there is a House bill,
The United States Independent Film And Television
Production Incentive Act of 2003, and on the state level,
there is the Hawaiian investment tax credit (Act 221,
Session Laws of Hawaii 2001).

Proposed Federal Bill: U.S. Independent Film
and Television Production Incentive Act of 2003

The federal bill provides for a wage credit, which
would be structured as a “general business credit” in
the tax code, and would be a dollar-for-dollar offset
against any federal tax liability. Like other business
credits, it is nonrefundable to the extent that a taxpayer
has no further tax liability. If the credit is not used in
one year in the instance that the taxpayer has no tax lia-
bility, it can be carried back one year or carried forward
up to 20 years.

There would be two tiers of credits: (1) a credit
amounting to 25 percent of the costs of “qualified
wages and salaries,” and (2) a credit amounting to 35
percent of such costs if incurred in a “low-income com-
munity.” “Qualified wages and salaries” constitutes
those wages and salaries paid or incurred by an
employer to “qualified employees” who are members
of the targeted group involved in a “qualified U.S. pro-
duction,” meaning an entity engaging in the targeted
activity. Eligible productions would be any public
entertainment or educational motion picture film
(whether released theatrically or directly to video cas-
sette or other format), television or cable programming,
mini-series, episodic television, movies of the week or
pilots that were produced in the United States. The
“low income community” credit is structured similarly
to the “New Markets Tax Credit” created as of 2000.

The first-tier credit would only be available on the
first $25,000 of qualified wages and salaries. The credit
would only apply to the wages of any employee who
performs substantially all of his/her services in connec-
tion with a qualified U. S. production.

The first-tier credit would target the segment of the
market most affected by runaway production, and
therefore, has additional limits, namely:

* The credit would only be available if the produc-
tion’s total “wages” (i.e., labor costs) are more
than $200,000 and less than $10 million; and

The credit would not be available to a production
subject to the reporting requirements of 18 U.S.C.
2257 (requiring individuals who produce any
book, magazine, periodical, film, videotape, or
other matter that contains one or more visual
depictions made after November 1, 1990, of sexu-
ally explicit conduct; and is produced in whole or
in part with materials which have been mailed or
shipped in interstate or foreign commerce, or is
shipped or transported or is intended for ship-
ment or transportation in interstate or foreign
commerce, to create and maintain individually
identifiable records pertaining to every performer
portrayed in such a visual depiction containing
such information as the performer’s name and
date of birth, and to require the performer to pro-
vide such other indicia of his or her identity
including maiden name, alias, nickname, stage, or
professional name, and to maintain the records
required by this section at his business premises,
or at such other place as the Attorney General
may by regulation prescribe and make such
records available to the Attorney General for
inspection at all reasonable times).

The U.S. Independent Film & Television Production
Incentive Act of 2003 was proposed for consideration
by Congressmen David Dreier (R-CA), Charles B.
Rangel (D-NY), and Howard L. Berman (D-CA) on Feb-
ruary 12, 2003, with 47 original co-sponsors.

Implemented State Tax Incentive Acts

Meanwhile, on a micro-economic level, changes
have occurred in various states in terms of incentivizing
U.S. productions from running across the border. States
such as Louisiana, Missouri, New Mexico and Hawaii
have all implemented various laws allowing the states
to grant tax credits to local investors in movie produc-
tion.

The most notable and controversial of these state
tax incentives (and most strikingly derivative of Ger-
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many’s highly utilized income tax regime) hails from
Hawaii. There are actually two different tax incentives

that may be applied to television and film production in

Hawaii. The more progressive is an investment tax
credit (Act 221, Session Laws of Hawaii 2001), which is
geared toward high technology and is applicable to a
television and film production company wanting to
establish a presence in Hawaii. It was introduced in
2001 and allows Hawaii to grant 100 percent tax credits
to local investors in qualifying movie productions. The
other tax incentive is the Motion Picture and Film Pro-
duction Income Tax Credit, which is a refundable tax
credit for television and film productions taking place
in Hawaii.

Hawaii's Motion Picture and Film Production
Income Tax Credit

To obtain the refundable production tax credits, the
Hawaii Film Office must send a letter to the Depart-
ment of Taxation certifying that the production
occurred. An Income Tax Return and Form N-316
(Motion Picture and Film Production Income Tax Credit
Request) must then be filed with the State Department
of Taxation.

The amount of the credits receivable by qualifying
productions are as follows:

* 4 percent of total production expenditures
incurred during production in Hawaii, which
includes purchases and payroll, and

e 7.25 percent of transient accommodations tax (i.e.,
hotel room tax) incurred during production in
Hawaii

A motion picture and television project will receive
100 percent of the above credits if the company adheres
to all of the following:

e There is a Hawaiian name or word in the title of
the project;

¢ the project depicts Hawaiian scenery, culture or
products;

e the feature film expends a minimum of $2 million
during production in Hawaii or a television
pilot/episode/series spends a minimum of
$750,000; and

¢ a distribution agreement covering a minimum of
66 percent of the U.S. market, based on EDI or
Nielsen is in place (allowable substitutions
include evidence of domestic/foreign distribution
agreements for feature films, or a letter of intent
from a network for pickup consideration).

A motion picture and television project will receive
75 percent of the above credits if the company adheres
to all of the following:

* A feature film project expends a minimum of $3
million during production in Hawaii or a televi-
sion pilot/episode/series expends a minimum of
$1 million;

e at least 50 percent of the below-the-line produc-
tion staff is comprised of Hawaiian residents; and

¢ a distribution agreement covering a minimum of
66 percent of the U.S. market, based on EDI or
Nielsen is in place (allowable substitutions
include evidence of domestic/foreign distribution
agreements for feature films, or a letter of intent
from a network for pickup consideration).

The credit must be claimed on a state income tax
return filed within one year following the close of the
taxable year during which primary photography began
in Hawaii.

Hawaii's Investment Tax Credit (Act 221)

To obtain the investment tax credit for high-technol-
ogy business investment, the business must qualify as a
high-technology business (“QHTB”). A QHTB is
defined as: A business employing or owning capital or
property or maintaining an office in Hawaii, provided
that:

* More that 50 percent of its total business activities
constitute “qualified research” and that the busi-
ness conducts more than 75 percent of its quali-
fied research in Hawaii (thus, passing the “Activi-
ty Test”), or

* more than 75 percent of its gross income is
derived from qualified research and said income
is received from products sold from services per-
formed in Hawaii, products sold, manufactured,
or produced in Hawaii (thus, passing the “Gross
Income Test”).

“Qualified Research” is defined as:

* Development and design of computer software
* Biotechnology

¢ Performing arts products

* Sensor and optic technologies

¢ Ocean sciences

¢ Astronomy

* Non-fossil fuel energy-related technology.
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“Performing arts products” is defined as:

* Audio files, video files, audio-video files, comput-
er animation, and other entertainment products
perceived by or through the operation of a com-
puter; and

e commercial television and film products for sale
or license, and reuse or residual fee payments
from these products.

With respect to performing arts products, this
exclusion extends to:

* The authors of performing arts products, or parts
thereof, with or without regard to the application
of the work for hire doctrine under U.S. copyright
law; and

e the assignors, licensors, and licensees of any
copyright rights in performing arts products, or
any parts thereof.

For a business to be considered a QHTB, a comfort
ruling must be obtained from the Hawaii State Depart-
ment of Taxation. Moreover, there are actually two sec-
tions of Act 221 that apply to the film and television
industry:

Section 235-110.9—Hawaii Revised Statutes (HRS), pro-
vides a 100 percent investment income tax credit (over a
five-year period) to Hawaiian investors in performing
arts products.

Section 235-7.3—HRS states that royalties derived from
performing arts products are excluded from income
and, as such, are not subject to state income tax.

This credit is non-refundable and deductible from
the Hawaiian investor’s net state income tax liability at
a maximum amount of $2 million annually, per
investor, per QHTB. The tax credit is applied in percent-
ages, spread out over five years, totaling 100 percent at
the end of the five-year period; broken down by:

e 35 percent: The year in which the investment was
made.

e 25 percent: First year after which the investment
was made.

* 20 percent: Second year after which the invest-
ment was made.

¢ 10 percent: Third year after which the investment
was made.

¢ 10 percent: Fourth year after which the invest-
ment was made.

* 100 percent: Total of five years.

The credit applies to investments made in taxable years
beginning after December 31, 2000, and made before
January 1, 2006.

Use of Act 221 by the U.S. Film Industry

Recent films having taken advantage of Act 221
include director John Stockwell’s “Blue Crush,” which
was produced by Brian Grazer. The Act enabled Uni-
versal Studios to receive an alleged $15 million to $18
million investment credit for the film’s $41 million
budget (the exact dollar amount is confidential). The
project was understood to be a one-film commitment by
the studio.

Warner Bros.” “The Big Bounce” is another feature
film to have qualified under Act 221. The studio
received an estimated $13 million tax credit on an esti-
mated budget of $51 million. Warner Bros. also had no
finite agreement to commit to additional productions
benefiting Hawaii’s nascent film industry.

There are, however, examples of feature films that
have failed to qualify for Act 221’s specialized tax treat-
ment. Producer Arnold Rifkin’s “Tears of the Sun” is
one such example. That film was a one-picture deal
budgeted at $40 million. Similar qualification uncertain-
ty had previously plagued Australia’s tax regime in
early 2001 and negatively affected features such as
Warner Bros.” “The Red Planet” and 20th Century Fox’s
“Moulin Rouge,” until September of 2001, when a more
erudite incentive scheme was introduced providing for
a straight tax rebate.

As written at present, Hawaii’s Act 221 requires
qualifying production companies to commit to more
than a one-picture deal, and thus ensures long-term
benefits to the state. However, what exact degree of
commitment is required remains ambiguous for now.

Abuse of Act 221 by the U.S. Film Industry

There have also been crackdowns recently on Act
221 abuses. Since the Act’s implementation, the state of
Hawaii’s Department of Taxation issued a Tax Informa-
tion release (“TIR”). The TIR was issued because,
although referred to as a 100 percent credit, due to its
liberal interpretation, the Act has actually enabled some
investors to receive more tax credit than they had
invested in qualifying companies.

The Department will also be developing and imple-
menting an audit program to review single picture
QHTB film funds to ascertain whether the
production/financing entities meet the “Activity test”
or the “Gross income test,” and are a business within
the meaning of Hawaii’s revised tax statues.
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To qualify under the “Activity test” the QHTB must
actively produce the movie. To qualify under the “Gross
income test” the QHTB must receive income from the
sale of the products of the QHTB. Said qualified income
will not include:

* Predetermined payments structured over the five-
year period that are not received from the sale of
the products or services of the QHTB;

* payments from amounts that were set aside for
the specific purpose of being distributed to the
QHTB as “income” in years two through five of
the period during which the credit is claimed (i.e.
escrow accounts); and

¢ any other insubstantial amount received by the
QHTB in years two through five of the period
during which the credit is claimed where the
Department of Taxation determines the payment
is made for the purpose of qualifying for the
credit or not having a credit recaptured.

The Future of U.S. Tax Incentives

Even though the federal tax incentive bill continues
its struggle for approval, and state officials have publi-
cized the need for strict interpretation of Hawaii’s cur-
rently approved tax incentive laws, the state-side big
picture remains hopeful for filmmakers. One need only
look to the past to predict that history has a fair chance
of repeating itself and of introducing a new durable
haven for tax motivated media investment giving rise
to long term sector benefit. Take Germany’s veteran tax
regime as an example of a scrutinized yet successful
credit system aimed at providing incentives for quali-
fied German production vehicles. After its many years
of strict interpretation, diligent narrowing and even the
collapse of the Neue Markt, German film funds have
persisted since their inception; although they have
become somewhat cost-inefficient to pursue. In light of
this, one must acknowledge that, so long as institution-
al and accredited investors remain on board in terms of
cost benefit, the quest for and provision of credit contin-
ues. As a result, it is highly likely that U.S. states, such
as Hawaii, have only just begun to make waves in the
classically European turf of tax-motivated film finance.

Bianca Bezdek is a structured finance and enter-
tainment attorney, who focuses on international and
domestic film finance. Formerly of Weil Gotshal &
Manges and Linklaters, Bianca Bezdek has been prac-
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Begged, Borrowed or Stolen: Whose Art Is It, Anyway?

An Alternative Solution of Fine Art Licensing

By Judith Bresler

In 1999 Judge Alex Kozinski of the Ninth Circuit
Court of Appeals delivered a Brace Memorial Lecture!
that posed a provocative proposition: Using the Ninth
Circuit case of Dr. Seuss Enterprises v. Penguin Books?2
(discussed later) as the centerpiece for his talk, Judge
Kozinski proposed that the Copyright Act be revised to
permit infringing derivative works to enter—and pre-
sumably enhance—the intellectual marketplace. Hand
in hand with this permissiveness and in the interests of
fair play, Judge Kozinski also suggested that the author
of the original work, which by virtue of spawning
derivative works creates value, be paid by the creator of
the derivative work, infringing profits attributable to
the infringement, along with any actual damages “suf-
fered as a result of the infringement.”3

“The central concept of Judge Kozinski’s
proposal—eliminating the copyright
owner’s right to control the uses to
which her published work is put while
fortifying her right to compensation for
value created—although admirable

In some respects, is nevertheless
troubling.”

The remedies of injunction and impoundment (sec-
tions 502 and 503, respectively, of the Copyright Act)
would not be available under Judge Kozinski’s propos-
al unless “there is strong reason to believe that damages
will be inadequate.”# In his lecture, the Judge also sug-
gested that either party—the copyright holder or
prospective derivative user—can offer to enter into a
license with the other, and that any offeree who refuses
will have to bear the costs and attorney’s fees of any
subsequent infringement trial that fails to award the
offeree terms more favorable than the original license
offered.5

The central concept of Judge Kozinski’s proposal—
eliminating the copyright owner’s right to control the
uses to which her published work is put while fortify-
ing her right to compensation for value created—
although admirable in some respects, is nevertheless
troubling. For one, eliminating in toto a copyright
owner’s right to control the use to which her published
work is put seems too radical an abridgment of the
intellectual property rights of the creator, whatever the

benefit to the intellectual marketplace. For another,
Judge Kozinski’s proposal does not do away with the
burdensome and costly process of copyright litigation.
To illustrate with Judge Kozinski’s own example: If
Seuss Enterprises offered to grant a license to Penguin
Books for the work in question, The Cat NOT in the Hat!
by Dr. Juice, and Penguin refused to pay, Seuss Enter-
prises may sue Penguin for copyright infringement and
Penguin would have to pay court costs and attorneys
fees in the event the court found the work to be infring-
ing and Seuss’s offer reasonable.¢ That being said, cer-
tain elements of Judge Kozinski’s proposal are rooted in
the ideas presented in this article, and seem to speak
with particular resonance to the copyright-based prod-
ucts of fine art.

The visual artist does not create in a void: General-
ly, her point of departure is an earlier image, whether
that image, for example, is an oil painting in the public
domain, a political cartoon under copyright protection,
or an image of a natural setting once seen by the artist
and now residing in the artist’s memory. The earlier
image, expressed by means of the artist’s particular sty-
listic vocabulary and filtered through the artist’s unique
set of perceptions, is now transformed into a new image
which, in turn, will serve as a point of departure for
future images.”

Historical Examples of Artistic Borrowings

The use of one artist’'s work by another to create a
subsequent work has abounded through the ages. Con-
sider, for example, the French artist Edouard Manet’s
famous Impressionist painting Luncheon on the Grass,
first exhibited in the 1860s, portraying two fully clothed
gentlemen and a nude woman seated in a clearing in a
woods enjoying a picnic lunch. The painting was
derived from a depiction of classical deities in a
Raphael-like engraving made centuries earlier, and
those figures, just as derivative, stemmed from sources
dating from ancient Roman art.8 As another example,
consider the famous oil-on-canvas painting done in
1851 by the American artist Emanuel Leutze and based
on an incident in American history: Washington Crossing
the Delaware. Approximately 100 years later in 1953—
the late American artist Larry Rivers created a painting
similarly entitled Washington Crossing the Delaware,
which differed both compositionally and stylistically
from Leutze’s image.? In 1956, the playwright Kenneth
Koch wrote a one-act play derived from Larry Rivers’
painting. When the play was performed six years later
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at the Maidman Theatre in New York City, it featured a
stage set created in 1961 by set designer Alex Katz. In
his tableau, Katz reversed the direction of the crossing
from that in Leutze’s image to represent movement
from Pennsylvania to New Jersey more accurately.l0 As
Katz’s stage set was created around the time that the
movement of Pop Art was emerging in the United
States, his tableau, using a vocabulary consistent with
that of numerous works of the genre, incorporated
alongside the painted forms a number of real objects: A
china tea pot and two cups and saucers.!! The decade of
the 1970s, which included the celebration of the United
States Bicentennial, brought still another wave of
Delaware images. Now, Leutze’s iconic work provided
the springboard for the artist Peter Saul’s highly expres-
sive painting of 1975: George Washington Crossing the
Delaware. This Delaware packs a visual wallop of day-
glo colors and distorted, rubbery figures, transforming
the Leutze image into a frenetic depiction of mayhem.12
That same year, Leutze’s image also served as a point of
departure for the artist Robert Colescott: His unsettling
work, entitled George Washington Carver Crossing the
Delaware: Page from an American History Textbook,'3
depicts not George Washington but rather a benign,
bespectacled Carver, along with other Afro-American
figures portraying, in exaggerated fashion, such stereo-
typical roles as the nanny, cook and banjo player. His
satirical image was a particularly keen comment on
racial attitudes in the United States during the time of
Carver.

Image appropriation flourished throughout the
twentieth century. The early 1900s witnessed a burgeon-
ing of popular culture that was disseminated to the
public by such media as photography, advertising,
magazine illustrations, and comic strips. The growth in
popular culture amid the backdrop of despair over the
hitherto unsurpassed mechanized killings of World War
I produced the short-lived philosophical movement of
Dadaism. A declared purpose of Dadaism was to
demonstrate that all moral and aesthetic values had
been rendered meaningless by the Great War.14 Dada
art, brought to the United States in 1915 by the French
artist Marcel Duchamp, preached a type of anti-art
exemplified by Duchamp’s “improved” reproduction of
Leonardo da Vinci’s Mona Lisa, complete with mus-
tache, goatee, and a caption that amounted to a tasteless
French pun: LHOOQ.1> Another example of Duchamp’s
“borrowing” is the photo-collage Monte Carlo Bond.
Duchamp established a roulette society and sold bonds
to finance his playing. The face of the bond uses a Man
Ray photograph of Duchamp with a lathered head, his
hair sculpted into the winged head of Mercury, Roman
god of commerce and patron of thieves.!6

Dadaism was the patron saint of Pop Art, which
developed in England in the mid-1950s and emerged in

the United States in the early 1960s.17 Pop artists were
generally not satirical: Essentially, such artists examined
and depicted the objects and images of their world with
an intensity designed to make the viewer uniquely con-
scious of the reality of such objects and images. To that
end, Pop Art, even more than Dadaism, relied on
images disseminated by the mass media,!8 including
the cinema, visual art, and such mundane items as
kitchen appliances and household goods. Famous
examples of Pop Art are the comic-strip paintings with
benday dots by Roy Lichtenstein and Andy Warhol’s
repetitive depictions on canvas of Campbell’s soup
cans.

The post-modernist art movement, which emerged
in the 1980s, is rooted in Dadaism and Pop Art. Many
artists who achieved particular prominence in the 1980s
share a postmodernist belief that Western societies fos-
ter image-saturated cultures that promote deterioration
in the quality of life. Such artists frequently express that
observation by plucking preexisting images from the
mass media, high art, pulp romances, and mass culture,
and recontextualizing those images in their own work,
often by the use of photography, video, and other
reproductive techniques. The boldness of these borrow-
ings coupled with the pervasive use of reproductive
techniques gave rise to the term “appropriation art.”19
The artist Barbara Kruger is an example of postmod-
ernist. Typically, in much of her work, she appropriates
a black and white photograph from a magazine or a
newspaper, carefully crops the desired image, blows it
up to such monumental proportions that the viewer
cannot escape, and then juxtaposes as a caption a bit of
unrelated feminist text.20 One highly-publicized exam-
ple of her work, Untitled (Your gaze hits the side of my
face), depicts a close-up of a female image in profile,
with the caption juxtaposed in vertical fashion and the
unmistakable implication that a (male) stare directed at
the subject is violative. In another well-known piece,
Untitled (Your body is a battleground), the image is a
close-up frontal view of a female face, bisected so that
the left side of the image is in normal black and white,
and the right side of the image appears as a black-and-
white negative. The resulting image is a female face
ravaged by all manner of (sexist) tensions.

Artistic Borrowings as Addressed by Copyright
Law

The tradition of image appropriation must be exam-
ined in the context of copyright law. Under current
United States law, a copyright proprietor of a pictorial,
graphic or sculptural work can generally assert the fol-
lowing exclusive rights: To reproduce, adapt, distribute
and publicly display such a work.?! The post-modernist
Jeff Koons, in appropriating a photograph by a profes-
sional photographer for use as the basis of the creation
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of a limited-edition sculpture, was found liable for
copyright infringement in the famous Second Circuit
case of Rogers v. Koons,?2 an early 1990s case that trans-
fixed both the art world and the copyright legal com-
munity. The case involved a lawsuit by Art Rogers, a
professional photographer, whose photograph Puppies
(depicting a couple seated on a bench and holding their
new litter of eight German shepherd puppies) was the
basis of a sculpture subsequently created by Koons in
an edition of three entitled String of Puppies. The sculp-
ture was exhibited by the Sonnabend Gallery in New
York City, and the edition sold for a total of $367,000.
The finding of copyright infringement by the Second
Circuit, affirming a New York federal district court deci-
sion,? included, along with a cogent analysis of the
then-current matrix of factors comprising the defense of
fair use, a condemnatory speculation about Koons’s
motives in committing the infringement:

The key to this copyright infringement
suit . . . is [Koons’s] borrowing of plain-
tiff’s expression of a typical American
scene. . . . The copying was so deliber-
ate as to suggest that [Koons] resolved
so long as he [was a] significant [play-
er] in the art business, and the copies
[he] produced bettered the price of the
copied work by a thousand to one, [his]
piracy of a less well-known artist’s
work would escape being sullied by an
accusation of plagiarism.24

The Rogers v. Koons decision was controversial for a
number of reasons: For one, its analysis of the fair use
factors ignored in toto the artistic process of creation
and the historical tradition of image appropriation. A
second reason the decision was controversial was that
the Second Circuit did not recognize Koons’ sculpture
as being a parody of Rogers’s photograph. Although
parody had been recognized in the Second Circuit, as
well as in other United States Circuit courts? as a form
of comment or criticism capable of passing muster
under the fair-use defense in an infringement suit, the
Supreme Court did not address the issue directly until
the 1994 watershed case of Campbell v. Acuff-Rose Music,
Inc.26 Here, in holding that a popular rap group’s com-
mercial song parody of the Roy Orbison rock ballad
“Oh, Pretty Woman” may be a fair use within the
meaning of the 1976 Copyright Act, the Supreme Court,
in the course of its analysis, revised the matrix of fac-
tors to be considered in conducting a fair use evalua-
tion. Of the revisions set forth in Acuff-Rose, a far-reach-
ing development—on occasion with paradoxical
results—was the Supreme Court’s distinction between
parody and satire:

... [TThe heart of any parodist’s claim
to quote from existing material, is the

use of some elements of a prior
author’s composition to create a new
one that, at least in part, comments on
that author’s works. . . . Parody needs
to mimic an original to make its point,
and so has some claim to use the cre-
ation of its victim’s ... imagination,
whereas satire can stand on its own two
feet and so requires justification for the
very act of borrowing.2”

Thus, in the wake of Acuff-Rose, a photograph com-
missioned by Paramount Pictures to advertise the slap-
stick comedy movie Naked Gun 33 1/3 was found to be a
fair use parody of an image created by the photogra-
pher Annie Leibovitz: A nude and pregnant Demi
Moore which appeared on the cover of the August 1991
issue of Vanity Fair magazine.?8 The fact that virtually
the only visual difference between the two photographs
was that the later photograph was graced with the head
of a smirking Leslie Nielsen (starring in the motion pic-
ture) rather than a serious Demi Moore, seemed to
bother the courts not at all. The Second Circuit, in
affirming a New York federal district court’s dismissal
of Leibovitz’s copyright infringement suit, found that
Nielsen’s smirk was a comment on the seriousness of
Leibovitz’s work, and did not interfere with any of Lei-
bovitz’s potential markets.2? On the other hand, in 1997,
the Ninth Circuit in the earlier referred-to Dr. Seuss
Enterprises v. Penguin Books,?0 held that a book written
by Katz and Wrinn entitled The Cat NOT in the Hat! sati-
rizing the O.J. Simpson double murder trial in thyming
verse, could not claim a parodaic fair use of Dr. Seuss’s
earlier book, The Cat in the Hat. Never mind that the
third page, for example, in Katz and Wrinn’s work
reads, in describing the murder of Simpson’s wife
Nicole Brown, “One Knife?/ Two Knife?/ Red Knife/
Dead Wife” evoking the first part of the first poem in
Seuss’s book One Fish Two Fish Red Fish Blue Fish, the
Ninth Circuit noted that: “Although The Cat NOT in the
Hat! does broadly mimic Dr. Seuss[’s] characteristic
style, it does not hold up his style to ridicule.”3! In
addition, the Ninth Circuit found that in view of “[t]he
good will and reputation associated with Dr. Seuss|[’s]
work. . .. Penguin[‘s] . . . nontransformative and admit-
tedly commercial [use permits the conclusion] that mar-
ket substitution is at least more certain and market
harm may be more readily inferred.”32

It seems fair to call into question the Ninth Circuit’s
perception that a versified recounting of the O.]. Simp-
son double murder trial would undercut the market for
the typical reader of Dr. Seuss. It also seems fair to
question the Ninth Circuit’s finding that Katz and
Wrinn'’s piece lacked transformativeness because “the
substance and content of The Cat in the Hat is not con-
jured up by the focus on the Brown-Goldman murders
or the O.]. Simpson trial.”33
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A second apparently far-reaching development in
Acuff-Rose was the Supreme Court’s reconfiguration of
the first fair use factor—the purpose and character of
the use. In analyzing this first factor, the Court stated
that the central issue posed is the following: Does the
new work merely supersede the original work, or does
it contribute something new with a further purpose or
different character—that is, is the new work transforma-
tive?34 The Court further noted that the more transfor-
mative the new work, the less significant are other fac-
tors, such as commercialism, that may militate against a
finding of fair use.?> A key question in light of Acuff-
Rose is this: Does the transformative requirement in a
fair-use defense threaten the historical—and creative—
tradition of image appropriation?

Hoepker v. Kruger

Barbara Kruger, a postmodernist noted earlier in
this article, was sued inter alia on a theory of copyright
infringement in a New York federal district court in the
recent case of Hoepker v. Kruger3¢ and escaped liability
on a copyright technicality. Here, Kruger, a well-known
postmodernist, created in 1990 an untitled collage work,
incorporating into this work a photographic image of
plaintiff Charlotte Dabney created in 1960 by a well-
known German photographer, Thomas Hoepker. Hoep-
ker’s image, entitled Charlotte As Seen By Thomas, pic-
tures Dabney from the waist up, holding a large
magnifying glass over her right eye. Dabney’s eye fills
the lens of the magnifying glass, and the lens covers a
large portion of Dabney’s face. The image was pub-
lished once in 1960 in the German photography maga-
zine FOTO PRISMA. When Kruger created her work 30
years later, she took the Hoepker image, cropped and
enlarged it, transferred it to silkscreen and, in keeping
with her artistic style, superimposed three large red
blocks containing words that can be read together as,
“It’s a small world but not if you have to clean it.” The
image and the superimposed lettering comprised the
sum and substance of her collage.

In April 1990, Kruger sold her collage to defendant
Museum of Contemporary Art L.A. (MOCA) and grant-
ed MOCA a non-exclusive license to reproduce the
work. From mid-October 1999 through mid-February
2000, MOCA displayed the Kruger work as one of 64
works of art in an exhibition dedicated to Kruger. In
conjunction with the exhibition, MOCA sold gift items
in its museum shop in the form of postcards, note
cubes, refrigerator magnets and T-shirts featuring this
particular Kruger work. Additionally, MOCA published
jointly with defendant M.L.T. Press a 200-plus page cata-
log of Kruger’s works and ideas entitled Barbara Kruger,
containing three separate depictions of the Kruger work
in issue. MOCA'’s net revenues from sales of the gift
items were approximately $15,000,%7 and its net rev-

enues from sales of the catalog were approximately
$54,000.38 MLL.T. Press’s net revenues from its sales of
the catalog were approximately $40,000.3 After closing
in Los Angeles, the Kruger exhibit was shown at defen-
dant Whitney Museum of American Art (the “Whit-
ney”) from mid-July 2000 through mid-October 2000.
The Whitney advertised the Kruger exhibit by way of
newsletters and brochures incorporating the Kruger
work, as well as a five-story-high billboard of a repro-
duction of the Kruger work in “one or more locations in
Manhattan”40 affixed to sides of buildings. Additionally,
the Whitney purchased from MOCA an inventory of the
Kruger catalog and a number of the MOCA gift items to
sell in its museum store in conjunction with the Kruger
exhibition. The Whitney’s approximate profits from
sales of the Kruger catalog were less than $37,0004! and
profits from its sales of gift items were less than $800.42
Moreover, a reproduction of the Kruger work appeared
from June 1997 through mid-December 2000 on a now-
retired Web site entitled “American Visions” main-
tained by defendant Education Broadcasting System
(EBS), use of the image having been licensed by defen-
dant Mary Boone Gallery, Kruger’s agent.43

In granting the dismissal of Hoepker’s copyright
claim on the defendants” motion for summary judg-
ment, the New York federal district court noted that
both Kruger and MOCA were reliance parties to a
restored copyright. That is, when Hoepker’s work was
first published in Germany in 1960, according to the
Uniform Copyright Convention, to which both Ger-
many and the United States are signatories, Hoepker’s
work was accorded in the United States the same pro-
tection as the U.S. accorded works of domestic nationals
first published in the United States.#* Therefore, Hoep-
ker obtained a copyright in the U.S. simultaneously
with his copyright in Germany. The Copyright Act of
1909 (which governed Hoepker’s United States copy-
right) accorded Hoepker copyright protection for an ini-
tial term of 28 years, subject to renewal for another 28
years. When Hoepker failed to renew his copyright in
1988 (when his initial term running from 1960 to 1988
expired), the copyright protection to his work in the
United States ended, his work was injected into the
public domain, and Kruger was free to appropriate
Hoepker’s photograph and incorporate it into her own
work. Kruger’s work was created in 1990. In 1994, the
United States’ current Copyright Act was amended to
restore copyright protection to a work of foreign origin
still protected in its source country but injected into the
public domain in the U.S. for failure to comply with
certain formalities of U.S. copyright law.4> Hoepker’s
work, Charlotte As Seen By Thomas, qualified as a
restored work.4 However, the amended Copyright Act
restores copyright only for prospective acts of infringe-
ment.#” Therefore, as the court noted, Hoepker had no
cause of action against Kruger for any acts of infringe-
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ment occurring between 1988 and 1994.48 As for alleged
acts of infringement occurring after the restoration of
Hoepker’s copyright, the court noted that Kruger was a
reliance party: That is, (1) by creating her collage in
1990 she clearly would have violated Hoepker’s exclu-
sive right to create a derivative work based on his pho-
tograph, had his image been protected by copyright in
the United States at that time, and (2) according to
Hoepker’s allegations, Kruger continued to engage in
infringing acts after Hoepker’s U.S. copyright had been
restored. As a reliance party, Kruger may engage in acts
which infringe Hoepker’s restored work for a period
that ends 12 months after she is served with formal
notice by Hoepker of his intent to enforce his restored
copyright.# Since Hoepker neither gave Kruger the req-
uisite notice, nor filed such a notice of intent with the
Copyright Office,%0 the court held that Hoepker, at this
time, was barred from seeking redress for any alleged
acts of infringement by Kruger.

Although, as noted earlier, a technicality in current
U.S. copyright law interposed itself between Kruger’s
appropriation of Hoepker’s photograph and deeds of
actionable infringement, such was not the case in anoth-
er recent controversy, this one involving the profession-
al photographer Lauren Greenfield and the artist Dami-
an Loeb.

Greenfield v. Loeb51

Here, Lauren Greenfield, a young photographer
and photojournalist who has attained a measure of dis-
tinction in her field, authored a book entitled Fast For-
ward: Growing Up in the Shadow of Hollywood, which was
published in 1997 by Alfred Knopf, Inc. The book,
which consists of color photographs and copious text
created over a five-year period, addresses the topic of
young people from a variety backgrounds growing up
in Los Angeles and how the youth culture in this geo-
graphic area is affected by Hollywood. The book, when
published, as well as Greenfield, received considerable
publicity: The book was reviewed in a number of publi-
cations such as The New York Times, The Washington Post,
The Los Angeles Times, Harvard Magazine and New York
Magazine, and Greenfield was interviewed over televi-
sion and radio on, for example, Good Morning America,
The News Hour with Jim Lehrer and All Things
Considered.52

Included in Greenfield’s book and featured on the
front of the book’s dust jacket is a photograph entitled
Mijanou and friends from Beverly Hills High School on
Senior Beach Day, Will Rogers State Park (the “Photo-
graph”). The Photograph depicts a number of high
school students dressed in shorts or beachwear seated
in or standing around three horizontally parked cars,
one in front of another. The car in the foreground is a
convertible, affording a clear, open and detailed view of

the three students seated within, one of whom is a full-
chested girl in a bikini top. All of the material in Green-
field’s book, including the Photograph, is protected by
copyright and was registered with the U.S. Copyright
Office in 1997.53

In 1998, the defendant Damian Loeb, a well-known
appropriation artist living in New York City, created a
painting entitled Sunlight Mildness (the “Painting”) in a
manner typical of much of his other work. That is,
Loeb, as a “photorealist,” frequently appropriates
images or portions of images from other sources,
whether they are from works of art, or advertisements
or motion pictures, and incorporates these images into
his own work which is a depiction of near-photograph-
ic accuracy.®* In creating Sunlight Mildness, Loeb appro-
priated a portion of Greenfield’s Photograph—that por-
tion depicting the convertible and three teen-agers in
the foreground of the Photograph—and juxtaposed that
image with an image of a South African death squad
created by another photographer and made a painting
of the composite. In July 1998, Loeb wrote to Greenfield
seeking permission to include her image in his painting,
and within days, Greenfield wrote back to Loeb,
expressly denying him this permission.> Greenfield
was unaware at this time that what was described as a
“doctored version” of Sunlight Mildness had earlier
appeared on the cover of the May-June 1998 issue of
Flash Art, arguably, the leading international contempo-
rary art magazine currently in circulation. That issue of
Flash Art also included an article about Damian Loeb. In
1999, Sunlight Mildness (which included Loeb’s appro-
priation of Greenfield’s image despite her refusal of
permission) was exhibited and sold by the Mary Boone
Gallery.

Greenfield sued Loeb, along with other related par-
ties, for willfully infringing her copyright in the Photo-
graph by reproducing it, preparing a derivative work of
the Photograph, that is, the Painting, publicly display-
ing the Painting and selling it.5% After Greenfield filed
her original complaint, Loeb reproduced and displayed
the Painting on his Web site. In February 2001, Green-
field amended her complaint to add a charge of willful
infringement by Loeb of her Photograph by his repro-
ducing and displaying the Painting on his Web site.5”7 At
the time, Loeb’s web site included photographs of Loeb,
reproductions of his work, and contact information
about his dealers.58 In her suit against Loeb and related
parties, Greenfield sought injunctive relief, actual dam-
ages and infringing profits or statutory damages for the
parties” willful acts of infringement, impoundment,
court costs and attorney’s fees, notification to current
and all future owners that the Painting is an infringing
work and cannot be lawfully displayed, and that the
defendants be required to reclaim the painting and all
existing copies for impoundment, destruction or such
other disposition as Greenfield would elect.>
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Greenfield v. Loeb was ultimately settled in Novem-
ber 2001.60 The settlement agreement included, among
other terms: (i) Payment of a settlement fee to Green-
field, (ii) re-titling of the Painting to acknowledge
reliance on Greenfield’s photograph;¢! and iii) indica-
tion on the back of the Painting the name of the Photo-
graph on which the Painting is based and the name of
the book in which the Photograph is found.

An Alternative to Litigation

There is little reason to anticipate either that the
time-honored process of artistic creation, including
image appropriation, will change in the foreseeable
future or that our current copyright laws will serve as
an absolute deterrent to appropriation by artists of
images that may still be under copyright protection.
Notwithstanding Damian Loeb in the Greenfield case
described above (and Damian Loeb, at the time he
sought the use of Greenfield’s photograph, was repre-
sented by an agent®2 who may have advised him), most
artists in the process of creating an artwork simply
appropriate the images that suit and address the secur-
ing of permissions as an afterthought. Many never con-
sider permissions. What has evolved in recent years is
(i) the pervasive use of Internet technologies and (ii) the
duration of copyright protection in the United States for
hundreds of thousands of images originating in this
country—a term of protection recently affirmed by the
Supreme Court in Eldred® in January 2003, reinforcing
the additional 20-year term of protection for published
works under existing copyright. These two develop-
ments serve to ensure not only that copyrighted images
will continue to be appropriated in abundance, but that
awareness of the appropriations will be fostered far and
wide. This, in turn, will give rise to increasing exposure
on the part of artists to copyright infringement suits—a
costly, time-consuming and often emotionally wrench-
ing experience that both parties might seek to avoid if
there were another alternative. That alternative is pro-
posed here in the form of a “Fine Art License.” (See
Appendix A on page 46.)

What Is a “Fine Art License”?

A Fine Art License would apply only to a work of
art created and published in the United States and
under copyright protection at the time of its appropria-
tion (“Protected Work”). It would be a license to incor-
porate the Protected Work either in full or in a “recog-
nizable amount” into a subsequent work of fine art.
This subsequent work must be either a single, original
piece of fine art such as a painting, sculpture, photo-
graph, or drawing, or a signed and numbered, limited
edition fine print or sculpture multiple that shall in no
event exceed 500 in the edition (“Subsequent Work”).
The Fine Art License would include the right to incor-

porate the image of the Protected Work into the Subse-
quent Work, publicly display the Subsequent Work,
advertise and promote the Subsequent Work in all
media and sell (or lease) the Subsequent Work. The Fine
Art License would be issued by the clearing-house
administering such a license, upon payment to the
clearing-house of a Fine Art License Fee as herein
described.

“There s little reason to anticipate
either that the time-honored process

of artistic creation, including image
appropriation, will change in the
foreseeable future or that our current
copyright laws will serve as an absolute
deterrent to appropriation by artists of
images that may still be under copyright
protection.”

The Fine Art License Fee would be a revenue-based
fee,%* subject to a three-tier floor as follows: The lowest
floor, perhaps $1,000, would apply to a Subsequent
Work that is or will be a single work of fine art; a higher
floor, perhaps $5,000, would apply to a Subsequent
Work that is or will be a signed and numbered fine art
multiple in a limited edition not to exceed 100. The
highest floor, perhaps $10,000, would apply to a Subse-
quent Work that is or will be a signed and numbered
fine art multiple in a limited edition exceeding 100 but
in no event exceeding 500. Once revenue generated by
the sale, lease or other commercial use of the Subse-
quent Work has met the applicable floor (and this mini-
mum sum must be paid by the author of the Subse-
quent Work (“Licensee”) to the author of the Protected
Work through the clearing-house before any use can be
made of the Subsequent Work), then the author of the
Protected Work will receive payment in the amount of 8
percent®® of any overage—either as a lump sum, or in
the form of a royalty, depending on the nature of both
the Subsequent Work and the transaction in question.
For example, if the Subsequent Work is a single paint-
ing, the Fine Art License would trigger an immediate
payment to the author of the Protected Work in the
amount of $1,000. If the Subsequent Work then sells for
$100,000, the author of the Protected Work would
receive an additional $7,920, that is, 8 percent of
$99,000, for an eventual total Fine Art License Fee of
$8,920. To take another example, if the Subsequent
Work is a limited-edition sculpture multiple in an edi-
tion of three, the Fine Art License would trigger an
immediate payment to the author of the Protected Work
of $5,000. If all three works in the limited edition were
to sell for a total of, say, $367,000 (as in the case of
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Rogers v. Koons), then the Fine Art License would cause
Art Rogers (to extend the hypothetical) to realize addi-
tional monies in the amount of $28,960—that is, 8 per-
cent of $362,000, for a total Fine Art License Fee of
$33,960. Of course, if a Subsequent Work fails to gener-
ate any revenue, then the Fine Art License Fee to the
author of the Protected Work is the applicable floor fee.

In addition to the payment of monies to the author
of a Protected Work, the Fine Art License includes an
option to accord credit to the author of the Protected
Work, as discussed below. The Fine Art License would
include a waiver of any right by the Licensee to make
any derivative works based on the Subsequent Work. It
would also include a waiver of any right by the
Licensee to sue for copyright infringement of the Subse-
quent Work, such right to belong solely to the author of
the Protected Work. The Fine Art License is limited
solely to the right to incorporate the image of a Protect-
ed Work into the Subsequent Work as defined above:
The Subsequent Work expressly excludes, by definition,
any item of “merchandise” including posters, note
cards, T-shirts, and the like. Any use of a Protected
Work on any items of merchandise, or for any other
commercial purpose would require, as is currently the
case, the negotiation and securing of a license from the
copyright proprietor of the Protected Work, or the copy-
right proprietor’s agent.

Works Qualifying for a Fine Art License

In order for a prospective appropriated work to
qualify as the subject of a Fine Art License, it must be
(i) a Protected Work, that is, a work originating and
published in the United States and under U.S. copyright
protection in the United States at the time of the appro-
priation, and (ii) registered with the U.S. Copyright
Office. Since the copyright registration of an image is a
public record, an artist interested in appropriating such
an image for incorporation into a Subsequent Work can
readily ascertain if that image would be eligible for a
Fine Art License. While registration of an image with
the U.S. Copyright Office would constitute permission
for use of the image solely in a Subsequent Work upon
payment to the artist clearing-house (which will for-
ward payment, net of a service charge, on to the copy-
right proprietor) for a Fine Art License, all other rights
in a work accruing to the copyright proprietor upon
copyright registration, including initiating a copyright
infringement action for use other than in a Subsequent
Work, are preserved.

Administration of the Fine Art License

The Fine Art License would be administered
through an artist’s copyright clearing-house such as, for
example, the Artists Rights Society (ARS), an organiza-

tion that represents many prominent twentieth century
artists and artist estates, such as Jackson Pollock, Marc
Chagall, Pablo Picasso, Mark Rothko, and Georgia
O’Keeffe, in negotiating and granting permissions to
those desirous of reproducing artworks of such artists
in printed and electronic media as well as on various
products. However, unlike the current situation at
ARS—which is an appointed representative of the
respective member artists and artist estates—the copy-
right clearing-house that administers the Fine Art
License will automatically represent each copyright pro-
prietor of a Protected Work in connection with anyone
desirous of incorporating that Protected Work into a
Subsequent Work.

When a prospective Licensee wishes to use a Pro-
tected Work in a Subsequent Work, the Licensee will
send the appropriate Fine Art License Fee floor amount
(that is, $1,000, $5,000 or $10,000) to the copyright clear-
ing-house in question, along with a form (which could
be made available online at the clearing-house’s Web
site) indicating the title of the Protected Work, the copy-
right proprietor (usually the artist) of the Protected
Work, the author of the Protected Work (if different
from the copyright proprietor), the prospective title of
the Subsequent Work, whether the Subsequent Work
will be a single work or a signed and numbered limited
edition, and, if the latter, the prospective edition size. In
addition to the Fine Art License Fee floor amount and
the copyright clearing-house form, the prospective
Licensee will forward to the clearing-house two color
photographs of the Subsequent Work. If the copyright
proprietor and author of the Protected Work are differ-
ent parties (which will not usually be the case), then the
prospective Licensee will forward three photographs to
the clearing-house. The clearing-house will deduct a
small service charge and remit the balance of the Fine
Art License Fee floor amount, along with the Fine Art
License and one of the photographs to the copyright
proprietor. The Fine Art License includes an opt-out
provision notifying the copyright proprietor of the Pro-
tected Work that she will receive a credit in the title of
the Subsequent Work and in all advertising and promo-
tion of the Subsequent Work, unless the copyright pro-
prietor indicates a refusal to be associated with the Sub-
sequent Work by checking off a box on the Fine Art
License and returning it to the clearing-house within
one week following the copyright proprietor’s receipt
of the form. In the event the author of the Protected
Work and the copyright proprietor of the Protected
Work are different parties, then each of the two parties
will receive a copy of the Fine Art License and a photo-
graph of the Subsequent Work, the copyright proprietor
will receive the Fine Art License Fee floor amount, and
the author will have the right to fill out the opt-out pro-
vision and return the Fine Art License to the copyright
clearing-house.

42 NYSBA Entertainment, Arts and Sports Law Journal | Fall/winter 2003 | Vol. 14 | No. 3



Where revenue generated by a Subsequent Work
exceeds the Fine Art License Fee floor amount paid to
the copyright proprietor of the Protected Work, it will
be up to the Licensee to make the applicable payments
to the copyright proprietor of the Protected Work,
through the clearing-house. The clearing-house will
have the right to examine periodically the Licensee’s
(and Licensee’s agent’s) relevant books and records to
ensure compliance in payment of the full Fine Art
License Fee. Evidence of fraud or other malfeasance on
the part of the Licensee in evading payment of the full
Fine Art License Fee could result in the imposition of
monetary sanctions, such as, for example, payment of
treble the amount found to be due and owing to the
copyright proprietor of the Protected Work.

Rights and Remedies

If the creator of a Subsequent Work incorporating at
least a “recognizable amount” of a Protected Work
publicly displays, disseminates or reproduces the Sub-
sequent Work without securing a Fine Art License, the
copyright proprietor of the Protected Work should auto-
matically be entitled to sue either for enhanced statuto-
ry damages or actual damages that factor in the willful
failure to secure a Fine Art License, and there should be
a rebuttable presumption that the copyright proprietor
of the Protected Work will prevail.

Benefits of a Fine Art License

It seems clear that reconfiguring the scope of fair
use to accommodate the issuance of compulsory Fine
Art Licenses for the creation and exploitation of art
works as described in this article would work to the
benefit of all concerned.

From a Societal Perspective: The fundamental prin-
ciple animating U.S. copyright law, unlike that of
nations which jurisprudence is grounded in civil law,¢”
is the provision of financial inducement to artists,
authors and composers to create works for the ultimate
benefit of society. A Fine Art License is in consonance
with U.S. copyright law objectives: That is, it will per-
mit, for society’s ultimate benefit, the lawful creation of
a number of artworks that otherwise would be enjoined
and impounded. The existence of more art not only cre-
ates an enriched artistic heritage serving to engage and
educate the public, but provides, as well, an enhanced
body of work to serve as a source of study and inspira-
tion for future artists.

From the Perspective of the Author of the Protect-
ed Work: A Fine Art License would inure to the benefit
of the author of the Protected Work by ensuring that
such an artist would be both paid a reasonable, rev-
enue-based license fee for a limited commercial use of
the artist’s Protected Work and receive, if the artist so

desires, credit in the title of the Subsequent Work. This
would appear to be far more advantageous to the artist
than the consequences of such an appropriation under
the scenarios possible under our current legal construct:
That is, (i) the Protected Work of an artist is appropriat-
ed for commercial use, the artist never discovers the
appropriation, and consequently receives nothing while
the appropriator is enriched; (ii) the Protected Work of
an artist is appropriated for commercial use, the artist
discovers the appropriation, sues the appropriator for
copyright infringement, the appropriator convinces the
finder of fact that the Subsequent Work is a fair use par-
ody or some other fair use, and consequently is
enriched while the artist of the Protected Work receives
nothing and may well have incurred sizable legal
expenses to boot; or (iii) in the best-case scenario, the
Protected Work of an artist is appropriated for commer-
cial use, the artist discovers the appropriation, initiates
an infringement suit and either prevails or the appro-
priator agrees to a settlement. In this last scenario, the
artist will receive (actual or statutory) damages and
injunctive relief. However, this result will be achieved
only after a considerable expenditure of time and
money. Were the Fine Art License a reality at the time of
Greenfield v. Loeb, for example, Ms. Greenfield would
have received payment of a license fee and credit, if she
so wished, on the Subsequent Work as the author of the
Protected Work. That is, she would have automatically
been in a position similar to that she achieved through
settlement—minus the expenditure of time and money.
And if the Fine Art License fee payable to Ms. Green-
field (under this construct, $5,000 plus 8 percent of the
purchase price of the Subsequent Work minus the floor)
is not as sizable a sum as was the negotiated settle-
ment—and, depending on the settlement sum, perhaps
it is—the disparity is more than offset by the monies
saved by her in court costs and attorneys fees.

Moreover, and in keeping with the spirit of U.S.
copyright law,8 if the author of the Protected Work,
upon viewing a photograph of the Subsequent Work,
elects not to be associated with it, the author need only
sign and return the opt-out form to the Fine Art License
clearing-house.

It should be stressed that the author of a Protected
Work retains all other rights in and to her work, includ-
ing the right to sue for any infringements or use of such
a work that lie beyond the scope of the Fine Art
License.

From the Perspective of the Author of the Subse-
quent Work: The Fine Art License provides the author
of a Subsequent Work with the right, upon payment of
a reasonable license fee, to appropriate material from a
Protected Work for incorporation into his or her Subse-
quent Work for purposes of commercial exploitation
without fear of incurring legal liability in the form of a
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copyright infringement suit. Payment of the Fine Art
License will be more than offset by the costs avoided in
defending such a suit. Moreover, net solely of the 8 per-
cent over floor payable to the author of the Protected
Work, the Licensee is entitled to keep all profits arising
from the sale or lease of such a work.

Copyright Protection and First Amendment
Considerations

Admittedly, implementation of a Fine Art License
for commercial use of a Subsequent Work would tend
to narrow the scope of the fair use defense as it now
exists. For one, it does away with the distinction
between parody and satire. However, as illustrated ear-
lier in this article, the rationale for such a distinction is
not always clear and the results are not necessarily logi-
cal. For another, it chips away at the concept of “trans-
formativeness” in connection with commercial use.
That is, provided that a “recognizable likeness” of an
Original Work is incorporated into a Subsequent Work
for commercial purposes, it matters little whether the
Subsequent Work is slightly or largely transformative:
A Fine Art License should be secured. Of course, for all
non-commercial use of a Subsequent Work, that is,
reportage, archival use, research, teaching and the like,
a Fine Art License would not apply, and current fair use
principles would remain intact. Moreover, for all uses of
a Subsequent Work beyond the scope of a Fine Art
License, the defense of fair use and the matrix of factors
currently comprising such a defense, would remain
available for assertion by the creator or exploiter of the
Subsequent Work. Similarly, and under the same cir-
cumstances, the right by the copyright proprietor of the
Protected Work to instigate an action in copyright
infringement would be preserved. To clarify this last
point: If a third party appropriates material from the
Subsequent Work that had originally appeared in the
Protected Work, the copyright proprietor of the Protected
Work—mnot the creator of the Subsequent Work—may
sue for copyright infringement and, if successful, retain
all monetary awards. On the other hand, if a third party
appropriates only material from the Subsequent Work
that had originally appeared in the Subsequent Work,
such an appropriation is not actionable, as the creator of
the Subsequent Work cannot register such a work with
the U.S. Copyright Office.

The implementation of a Fine Art License should
not, however, act as a disincentive to artists to create
works of visual art. The artist of a Protected Work is
assured, for a limited use of the artist’s work, a license
fee that, at minimum, falls within the range of statutory
damages codified in the current U. S. Copyright Act.t?
Such an artist is also assured, at the artist’s election,
credit in connection with any resultant Subsequent
Work. By the same token, upon payment of a reason-

able license fee, the artist of a Subsequent Work (in the
course of creating such a work) may appropriate
images or portions of images as she deems artistically
necessary from a Protected Work, stand to gain a finan-
cial benefit from the sale or other dissemination of such
a work, and to do so without the fear, cost or burden of
an infringement suit.
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rights. See Preamble of the Berne Convention (“The countries of
the Union, being equally animated by the desire to protect, in as
effective and uniform a manner as possible, the rights of authors
in their literary and artistic works . . . have agreed as follows
....”). For an excellent discussion of certain differences in the
core principles underlying U.S. copyright law and the copyright
laws of civil law nations, see Robert J. Sherman, The Visual
Artists Right Act of 1990: American Artists Burned Again, 17 Car-
dozo L. Rev. 373 (1995).

68. 17 US.C.§ 106A.
69. 17 US.C. § 504(c)1.

Judith Bresler, Counsel to Cowan, DeBaets, Abra-
hams & Sheppard, is former Chair of the Entertain-
ment, Arts and Sports Law Section of the NYSBA, and
is co-author of the award-winning treatise, ART LAW:
The Guide for Collectors, Investors, Dealers and Artists
(first and second editions). She has taught Art Law as
a member of the adjunct faculty of the University of
Pennsylvania Law School and, currently, New York
Law School. Ms. Bresler practices, lectures and pub-
lishes extensively in connection with all aspects of the
art market.

A version of this article is also available in the 50th
Anniversary issue of the Journal of the Copyright Society of
the U.S.A.

(See next page for Appendix A referred to on page
41 of this article.)
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APPENDIX A
FINE ART LICENSE [ 1] DRAFT FORM [ 1] Date: APP. A [1]

1. PLEASE PROVIDE THE FOLLOWING INFORMATION:
* Title of Protected Work:

* Copyright registration number of Protected Work:

* Copyright Proprietor of Protected Work:
* Author of Protected Work (if different from directly above):
* Prospective title of your Work:
* Your Work shall be (check one):
—- a single piece of fine art (e.g., painting, sculpture, drawing, photograph)
—- a signed and numbered limited edition fine print or sculpture multiple of 100 or fewer

—- same as directly above in an edition size of 500 or fewer (but over 100)

II. TERMS AND CONDITIONS:
1. The Fine Art License Fee includes:

(@) a “Floor Amount” of
(i) $1,000 if your Work is to be a single piece of fine art;

(ii) $5,000 if your Work is to be a signed and numbered limited edition fine print or sculpture multiple of
100 or fewer; or

(iii) $10,000 if your Work is to be a signed and numbered limited edition fine print or sculpture multiple of
500 or fewer but over 100; plus

(b) Eight (8%) Percent of all revenues, if any, earned on the sale or lease of your Work, in excess of your
recoupment of the Floor Amount (“Overage”).

2. By forwarding this document to ARS along with payment to ARS of the applicable Floor Amount, you are here-
by granted the right to (i) incorporate the Protected Work, in whole or in part, into your Work; (ii) publicly dis-
play your Work; (iii) advertise and promote your Work in all media; and (iv) sell or lease your Work. Your
expression of your Work is hereby limited to one of the three (3) categories set forth in Paragraph 1(a) above. All
rights in and to, and all uses of, the Protected Work not granted to you in this document are, as between you
and the copyright proprietor, reserved to the copyright proprietor.

3. You hereby waive the right and agree not to: (i) create any derivative works based on your Work; and (ii) initi-
ate any lawsuit for copyright infringement of your Work, it being understood that such right vests solely in the
copyright proprietor of the Protected Work.

4. You hereby agree to make timely payment(s) and applicable payments of any Overage through ARS to the
copyright proprietor of the Protected Work. ARS or its agent may examine all portions of your books and
records from time to time and at various times that relate to the sale or lease of your Work, in order to ensure
your compliance with this Fine Art License. Failure by you to pay the full Fine Art License Fee shall result in
liquidated damages of treble the amount found to be due and owing to the copyright proprietor of the Protect-
ed Work, plus all costs and expenses of the audit.

5. You agree to accord credit by name to the author of the Protected Work in the title of your Work (such as, for
example, “[Title of your Work], based on a painting by [name of author of the protected Work],” unless such
author has elected not to receive such credit by checking the space provided in Paragraph 6 below.

6. By placing a check in the following space I elect not to receive credit in connection with your Work.

ACCEPTED AND AGREED TO:

Your signature

Print your name and address and phone number

Author of Protected Work
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Title IX: What Will Changes Mean for Future

College Athletes?

By Stacey Lager

Opportunities of Title IX

It began as a law that would impact all educational
programs. Title IX of the General Education Amendments
Act of 1972 (“Title IX”) was passed as a simple anti-sex
discrimination law, but its interpretation has become quite
complex. The opportunities that have become available
from the passage of Title IX are substantial. First and fore-
most, Title IX offered equality in education to everyone.
Women had long suffered from not being admitted to
undergraduate and graduate schools because of the use of
preferences that benefited men.! Now, women’s enroll-
ment as college undergraduates exceeds that of men. As
the General Accounting Office (GAO) has noted, from fall
1971 to fall 1997, the number of women enrolled in the
nation’s colleges and universities more than doubled from
approximately 3.7 million to 8.2 million.2 By 1997, women
represented 56 percent of undergraduates, while men rep-
resented only 44 percent.3 Title IX made it possible for
girls and women to have the same choices as their male
counterparts in all aspects of their education.

The most significant impact Title IX has had in educa-
tion however, has been in the arena of athletics. When Bil-
lie Jean King defeated Bobby Riggs, the world of sports
took notice. This tennis match was so much more; it was
the equalizer of the sexes. Young girls and women
deserved to be able to play any sport, just as much as
boys and men. For the past 30 years, young girls have
been able to play sports, not just in gym class, but also on
teams throughout their academic careers. According to the
National Federation of State High School Associations, in
1971, approximately 3.7 million boys participated in high
school sports as compared to 294,000 girls.4 In 2002, 3.9
million boys participated but girls” participation had
grown to 2.8 million.5 Title IX opened doors for girls and
women not only to be involved in athletics; it has allowed
them to become accomplished athletes.

Repercussions of Title IX on College Athletics

The way that Title IX has been implemented and
applied by universities and colleges over the years has
become problematic. The Department of Education’s poli-
cy of compliance through proportional participation rates
is the source of the problem. Under the government’s
standard, if the percentage of female athletes is close to
the percentage of all female students, there is a presump-
tion that the school did not discriminate. By asserting that
women participate in athletics at the same rate as men
under the false banner of proportionality, the Title IX poli-

cy not only ignores legitimate differences between men
and women, but legitimate differences among women.

The Title IX policy also undermines equal opportunity
by allowing colleges and universities to choose to elimi-
nate men’s sports opportunities in order to provide few or
no new opportunities for women. Over the past decade,
men’s sports, including baseball, swimming, track, and
football, have been cut from colleges and universities.
These institutions blame budget cuts or the “proportional-
ity” issue of Title IX as the main reason for cutting the
men’s teams. The problem, however, really lies in the
enforcement of Title IX policy, which has been severely
misinterpreted over the years.

What Is the Solution to the “Problem”
of Enforcement?

In order to correct the misinterpretation of Title IX
that has occurred over the years, changes must be made in
how the policy is enforced. In January 2002, the National
Wrestling Coaches Association (NWCA) filed a lawsuit
against the Department of Education on the grounds that
although Title IX is designed to ensure equal education
and athletic opportunities for men and women in colleges
and universities, it hurts lower-profile male sports.6 The
suit asks that the policy of Title IX be enforced based on
its legislative intent, which would provide for equal
opportunity based on interest and prohibit intentional
gender-based discrimination. The NWCA is joined by the
National Coalition for Athletics Equity, Yale Wrestling
Association, Marquette Wrestling Club and the Commit-
tee to Save Bucknell Wrestling in its suit against the
Department of Education. These wrestling clubs are active
in challenging the three-prong test because they seem to
have taken the biggest loss, with the number of wrestling
teams dwindling to 250 from 363 almost two decades ago.

In a defensive move against the NWCA lawsuit, the
Department of Education has appointed a commission to
study Title IX and give its recommendations as to how to
improve enforcement of the policy. On June 27, 2002, Sec-
retary of Education Rod Paige put together men and
women who are and have been an integral part of educa-
tion and intercollegiate athletics for the past 30 years to
create the Commission on Opportunity in Athletics
(“Commission”). Over a period of eight months, the Com-
mission committed itself to an extensive fact-finding
process that was open, fair and inclusive.” They sought
and received many different views from experts and
advocates, and, as the spirit of Title IX encourages equal
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opportunity in scholastic athletics for women and men
and girls and boys who compete on the playing fields
each day, they also consulted with several of those ath-
letes.® During the course of its research, the Commission
found unanimous support for that spirit.

While there have been other lawsuits that have chal-
lenged the interpretation and enforcement of Title IX, the
NWCA has made a demand on our government to resolve
this issue once and for all.? Title IX must be applied as it
was intended in our educational institutions. Thus, it is
necessary to look at the fundamental aspects of Title IX in
order to set better guidelines for schools to follow. These
fundamental aspects are important to the evaluation and
understanding of the Commission’s recommendations.
Therefore, the analysis of the fundamental aspects of Title
IX policy, the NWCA lawsuit and the Commission’s rec-
ommendations will help determine the correct application
of Title IX in the classrooms as well as on the playing
fields. All athletes, whether male or female, should be
given an opportunity to compete for themselves and their
schools.

Legislative History and Case Law
What Is Title IX?

As part of the Education Amendments, Congress
enacted Title IX in 1972. The Title IX statute provides, in
part: “No person in the United States shall, on the basis of
sex, be excluded from participation in, be denied the ben-
efits of, or be subjected to discrimination under any edu-
cation program or activity receiving Federal financial
assistance.”10 In addition:

Nothing contained in subsection (a) of
this section shall be interpreted to require
any educational institution to grant pref-
erential or disparate treatment to the
members of one sex on account of an
imbalance which may exist with respect
to the total number or percentage of per-
sons of that sex participating in or receiv-
ing the benefits of any federally support-
ed program or activity, in comparison
with the total number or percentage of
persons of that sex in any community,
State, section or other area.ll

The problem of enforcement is not due to the language of
the statute, but rather is due to the regulations that
became the 1979 Policy Interpretation of Title IX.

After Title IX was enacted, Congress approved the
Javits Amendment, which required the Department of
Health, Education, and Welfare (HEW) to provide regula-
tions to implement Title IX including rules regarding
intercollegiate athletics.12 In 1975, HEW drafted the regu-
lations for Title IX, with one section focused solely on ath-

letics.13 That Section required institutions to effectively
accommodate the interests and abilities of members of
both sexes, and also contained a requirement that athletic
facilities and support services for men and women be pro-
vided on a substantially proportional basis.!4 In addition,
the regulations stated that the following program factors
must be taken into account:

1) Whether the selection of sports and levels of com-
petition effectively accommodate the interests and
abilities of members of both sexes;

2) provision of equipment and supplies;

3) scheduling of games and practice time;

4) travel and per diem allowance;

5) opportunity to receive coaching and academic

tutoring;

6) assignment and compensation of coaches and
tutors;

7) provision of locker rooms, practice and competi-
tive facilities;

8) provision of medical training services;

9) provision of housing and dining facilities and serv-
ices; and

10) publicity.15

In 1979, HEW adopted the final policy interpretations that
came out of the drafted regulations.

The policy interpretation described the responsibili-
ties of educational institutions in three general areas:
Financial assistance, benefits and opportunities, and
accommodations of interests and abilities. HEW provided
the following “Three-Prong Test” that educational institu-
tions could use to demonstrate that they are accommodat-
ing the interests and abilities of their students,1¢ and
would be in compliance with Title IX:17

1) Showing that intercollegiate participation opportu-
nities for male and female students are provided in
numbers substantially proportionate to their
respective enrollments;

2) Showing a history and continuing practice of pro-
gram expansion in response to the interest and
abilities of the “underrepresented” sex; and

3) Demonstrating that the interests and abilities of
members of the “underrepresented” sex have been
fully and effectively accommodated by the school’s
program

This Three-Prong Test has become the focal point of Title
IX enforcement.

Colleges and universities have tried to defend their
decisions to cut athletics programs, specifically men’s pro-
grams, by claiming that Title IX requires gender equality,
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which is really not the case. The Department of Educa-
tion’s Office of Civil Rights (OCR) has issued an interpre-
tation of compliance stating that a school may demon-
strate compliance with Title IX if it can show that the
gender breakdown in the athletic department mirrors the
gender breakdown of students. This provision, the pro-
portionality test, is known as “prong one” of the Three-
Prong Test. The other two prongs have no measurable
ways to demonstrate compliance, and thus are simply
holding patterns until prong one is met.

Since the policy interpretations were implemented,
the U.S. government has tried to make Title IX more com-
prehensive. In 1987, Congress enacted the Civil Rights
Restoration Act, which provided that all programs at edu-
cational institutions receiving federal money fall under
the jurisdiction of the OCR.18 Seven years later, in 1994,
Congress enacted the Equity in Athletics Disclosure Act,
which required educational institutions to disclose statisti-
cal information broken down by sex, on athletes and
enrollment at universities and colleges.!” In 1996, the
Department of Education issued a “Dear Colleague” letter
that set forth the Department’s policy on the Three-Prong
Test. Among many items included in this letter was a ref-
erence to the proportionality tests as a “safe harbor” for
compliance with Title IX.20 This letter was in response to
the First Circuit U.S. Court of Appeals ruling in Cohen v.
Brown University, which sustained the legality of the
Three-Prong Test. The purpose of the letter was to rein-
force the validity of the Three-Prong Test in reference to
complying with Title IX requirements. The Three-Prong
Test was considered a “safe harbor,” because if the col-
leges and universities used that formula, then compliance
with Title IX would be guaranteed.

Case Law Affecting Title IX and College Athletics

The cases of the 1990s have effectively codified the
1979 Policy Interpretation, by making it difficult for men
to claim discrimination. In 1992, Brown University was
sued by gymnast Amy Cohen for demoting two women'’s
teams to donor status, which meant that the university
would provide 50 percent of their operating budgets.2!
Brown argued that the university met the third test of
accommodating interest and abilities of the Policy Inter-
pretation, and presented substantial evidence of the
school’s high number of female athletic teams, polls taken
of students indicating interest and studies of the interest
levels of high schools.?2 The school also believed it had
successfully met the second test of “history of expansion,”
as it had been one of the most progressive schools in the
nation for women’s athletics by expanding women’s
sports dramatically during the 1980s.23 Although the
judge found that the OCR Policy Interpretation and the
OCR Investigator’s Manual did not carry the force of law,
he nonetheless relied on them as important guides in rul-
ing on the case.?* This left the proportionality test as the
predominant guideline. Through a series of appeals and
remands, the proportionality test stood as a non-binding

guidance to other courts in Title IX compliance.?> The
Court of Appeals held that, in construing Title IX, courts
are to defer to OCR'’s policy interpretation.26

Colorado State University cut the 18-member
women’s softball team and the 55-member men’s baseball
team because of severe financial strain in 1992. Although
the cuts increased the proportion of female athletes over-
all, it did not bring the university into full compliance. In
1993, the softball team sued for reinstatement and mone-
tary damages.? In finding for the plaintiffs, the judge
adopted the holding in Cohen and found that the Policy
Interpretation’s Three-Part Test can, by itself, determine
non-compliance with Title IX.28

In 1993, members of the men’s swimming team at the
University of Illinois sought injunctive relief when the
university announced that it decided to cut the team in
order to meet budget constraints and Title IX proportion-
ality.?? Although sympathetic to the plight of the men, the
court relied on Cohen for the proposition that reducing
men’s participation was one way to achieve Title IX com-
pliance. The court held that increasing women'’s opportu-
nities was not necessary under the proportionality test.30
The court further found that as long as the percentage of
male athletes was substantially proportionate to male
undergraduate enrollment, a safe harbor was estab-
lished.3! The judge strained to admit that the Title IX
statute neither sanctioned nor anticipated the Three-Part
Test that would later convert Title IX from a statute that
prohibits discrimination on the basis of sex into a statute
that provides equal opportunity for members of both
sexes.’2 The judge followed the leads of Cohen and Roberts
by giving great deference to OCR’s Policy Interpretation,
Investigator’s Manual and the 1996 Clarification.33

Although numerous plaintiffs have filed lawsuits
challenging Title IX, it is important to understand that the
law governing compliance has four primary components:
(1) The actual statute; (2) the 1975 regulations; (3) the 1979
policy interpretation; and (4) the 1996 clarification letter
that sought to clarify the policy interpretation.34

Competition and Cash

Men’s Losses in Collegiate Athletics

In 1999 women received 33 percent of NCAA budgets
nationwide, 41 percent of the sports scholarships and 30
percent of the recruiting dollars.3> Meanwhile, about 70
percent of men’s athletic budgets went to football and
basketball.3¢ Colleges and universities have been sacrific-
ing men’s teams in order to meet the standard of propor-
tionality. Between 1993 and 1999, a total of 388 men’s
teams were dropped from competitive collegiate athletic
rosters—139 of those teams had Division I status.?” It is
not only the teams that are not performing well; UCLA’s
swimming and gymnastic teams, both of which had pro-
duced winners of 22 Olympic medals combined, and the

NYSBA Entertainment, Arts and Sports Law Journal | Fall/winter 2003 | Vol. 14 | No. 3 49



University of Miami men’s swimming team, which also
has a rich tradition of success, have been dropped from
their universities” rosters.3® However, it is misleading to
think that the policy itself behind Title IX caused the
demise of these men’s programs.

Title IX does not dictate to universities how to spend
their sports budgets; it only states that both sexes must
have equal access to the resources. There is still wide dis-
parity in the dollars spent on programs” underpinnings—
recruiting budgets (31 percent spent on women), coaching
salaries (34 percent) and total operating expenses (33 per-
cent). Therefore, if budgets were re-evaluated, it is possi-
ble that men’s teams that are in danger of being eliminat-
ed could be saved—for example, maybe if less is spent on
football or basketball. The way to enhance women’s
sports without killing men’s programs is as obvious as it
is politically palatable: Arms control talks.3 Football
coaches insist that the 85-scholarship limit is their
absolute minimum, and that further cuts will affect the
quality of the game, a standard only important to them.40
If football’s limit were 75, those 10 extra scholarships
could keep alive a minor sport or two (specifically a men’s
sport), but having 7 football assistant coaches instead of
nine could pay for two swimming coaches.*! UCLA cut its
men’s swimming and gymnastic teams because the school
needed to save money; the combined budget for those
programs was $266,490; the budget for football was
$6,555,774.42 Balancing the budgets would help the pro-
grams into compliance because the focus would be on fix-
ing the proportionality of the program. Title IX is not
about choosing women’s sports over men'’s sports; it is
about more wrestling, more swimming, more women,
more men and more sports funding in universities alto-
gether.

NW(CA v. Department of Education

Over the past few years, colleges and universities
where proportionality, not money, was the issue, have
dropped many men’s collegiate sports teams that had pre-
viously produced Olympians. Even though the Marquette
wrestling team was totally supported and funded by
alumni, it was dropped in 2001 for “gender equity” rea-
sons.* Boston College dropped its lacrosse, water polo
and wrestling programs, which had part-time coaches and
no athletes on scholarship.4* These programs were so
inexpensive that the teams could have easily fund-raised
their budgets.

The National Wrestling Coaches Association (NWCA)
is a non-profit organization representing the interests of
collegiate and scholastic wrestling coaches. It has joined
forces with the Marquette Wrestling Club, the Yale
Wrestling Association, the Committee to Save Bucknell
Wrestling and the National Coalition for Athletics Equity
in a lawsuit against the U.S. Department of Education
(USDE). The lawsuit filed by the NWCA was done out of

mere frustration with the improper enforcement of Title
IX by institutions seeking to comply with USDE’s alleged
unlawful Title IX rules.4

The nature of the NWCA action is to protect intercol-
legiate and scholastic opportunities and teams from fur-
ther elimination caused directly by the unlawful rules that
USDE has issued under the color of implementing Title
IX.#6 The NWCA alleges that the rules that USDE
announced to the regulated community in its January
1996 “Dear Colleague” letter exceed USDE'’s statutory
authority by effectively mandating the very discrimina-
tion that Title IX prohibits, all in order to meet a regulato-
ry test that Congress did not authorize USDE to adopt.#”
The NWCA further alleges that USDE unlawfully failed to
change its Title IX rules in 1996 and that USDE’s current
Title IX rules so flagrantly violate USDE’s duties under
Title IX, which need to be revised with constitutional
Equal Protection guarantees.

The NWCA lawsuit challenges the 1979 Three-Prong
Test and the 1996 “Dear Colleague” memorandum pur-
porting to clarify that test. The NWCA argues that the
Three-Prong Test is neither the original Title IX statute nor
the regulation, but instead remains an ad hoc factor
designed to address 92 complaints of alleged discrimina-
tion the Department of Education received more than 20
years ago when Title IX was being reviewed on its mer-
its.4#? The NWCA lawsuit is not challenging Title IX or the
1975 Regulations, it is merely trying to enforce both,
which together provide for equal opportunity based on
interest and prohibit intentional gender-based discrimina-
tion.50 NWCA also argues that the Three-Prong Test pro-
vides for equal participation based on enrollment and
purports to authorize gender-consciousness and capping
solely to achieve a numerical quota (the enrollment ratio
of men and women at a particular school).5!

What the NWCA lawsuit hopes to accomplish is that
the regulation will continue to require schools to provide
student-athletes of both genders with equal athletic
opportunity based on interest.>2 Schools will need to
assess interest, potentially looking into a variety of factors
such as high school athletic participation rates, student
demographics, students” eligibilities to participate in
sports, the genders’ respective participation rates in alter-
nate extracurricular activities, and the regional or national
character of the market from which the school draws its
students.53 Notwithstanding that the original 1975 Title IX
regulations allowed a school to assess interest by a “rea-
sonable method [it] deems appropriate,” schools want and
need a deterministic model to ensure that they do not dis-
criminate against either men or women.5* Therefore, the
NWCA believes that it is imperative that the Commission
and the USDE provide schools with guidance on “safe
harbor” methods for measuring interest in intercollegiate
athletic competition.
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The Commission on Opportunity in Athletics

Department of Education’s Answer to the NWCA
Lawsuit

If President Bush had not promised during his presi-
dential campaign that he would take another look at Title
IX and adopt a “reasonable approach” toward enforcing
it, the NWCA lawsuit would not be holding him to that
promise. But because of its mounting frustration toward
the application of Title IX, the NWCA would have likely
filed the suit at some point, regardless of the promises
President Bush made. In response to the lawsuit, the
USDE appointed a commission to study Title IX and
report back its findings.5¢ The Commission was co-chaired
by Cynthia Cooper-Dyke, former WNBA coach, player
and all-time leading scorer, and Ted Leland, Director of
Athletics of Stanford University. The rest of the Commis-
sion was comprised of directors of athletics from various
universities and colleges, and former athletes. After eight
months of fact-finding and deliberations, the Commission
fully understood how Title IX offers great hope to men
and women athletes alike.5” Enforcement of Title IX would
require reform in order to make the law fairer and clearer
for everyone.

What Are the Necessary Elements for Change?

Despite the gains in athletic programs for women and
girls, the issues that have been raised about the effective-
ness of the federal government’s Title IX enforcement are
numerous. Many college administrators claim that the
U.S. Department of Education has failed to provide clear
guidance on how postsecondary institutions can comply
with Title IX standard and policy interpretations; and
while many claim that the Department’s OCR has not
effectively enforced Title IX, others argue that the manner
in which the Department enforces the law needlessly
results in the elimination of some men’s teams.58

The Commission set out to answer seven probing
questions that would give great insight as to the types of
recommendations it needed to propose. The questions the
Commission has tried to answer through data research
and witness testimony are the following:>

1) Are Title IX standards for assessing equal opportu-
nity in athletics working to promote opportunities
for male and female athletes?

2) Is there adequate Title IX guidance that enables
colleges and school districts to know what is
expected of them and to plan for an athletic pro-
gram that effectively meets the needs and interests
of their students?

3) Is further guidance or are other steps needed at the
junior and senior high school levels, where avail-
ability or absence of opportunities will critically

affect the prospective interests and abilities of stu-
dent athletes when they reach college age?

4) How should activities such as cheerleading or
bowling factor into the analysis of equitable oppor-
tunities?

5) How do revenue producing and large-roster teams
affect the provision of equal athletic opportunities?
The Department has heard from some parties that
whereas some men athletes will “walk on” to
intercollegiate teams without financial aid and
without having been recruited, women rarely do
this. Is this accurate and, if so, what are its implica-
tions for Title IX analysis?

6) In what ways do opportunities in other sports ven-
ues, such as the Olympics, professional leagues,
and community recreation programs, interact with
the obligations of colleges and school districts to
provide equal athletic opportunity? What are the
implications for Title IX?

7) Apart from Title IX enforcement, are there other
efforts to promote athletic opportunities for male
and female students that the Department might
support, such as public-private partnerships to
support the efforts of schools and colleges in this
area?

What the Commission found by asking these questions
and using them as guides in its research is that changing
Title IX is necessary for future generations.

It found that after 30 years of Title IX, great progress
has been made, but more needs to be done to create
opportunities for women and girls while retaining oppor-
tunities for men and boys.® Due to escalating operational
costs in intercollegiate athletics, the effort to end discrimi-
nation in athletics and preserve athletic opportunities has
been threatened.6! The Commission found that there is
great confusion about Title IX requirements, which has
been caused by a lack of clarity in guidance from the
OCR, and that the OCR’s enforcement of Title IX can be
strengthened.®? Concerning the “walk-on” issue, which
was a source of contention among the Commissioners, the
Commission found that Title IX does not require mirror-
image men’s and women’s sports programs, that artificial
limits on walk-on opportunities do not benefit anyone,
and because Congress has previously declined to exempt
revenue-producing sports from Title IX consideration, any
change in that policy would have to be generated by Con-
gressional action.®® Finally, the Commission found that an
increase in allowable scholarships for women'’s sports
might help schools to come into compliance with Title
IX.64 This information is crucial to preserving Title IX for
its spirit, but changing how its policy is interpreted and
enforced.
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Final Report and Recommendations to Education
Secretary Rod Paige

Since the Commission was put together, there has
been growing concern that opportunities would be
reduced if Title IX were revised. In order to have all the
views represented in the final report, it contains view-
points on recommendations that were not reached by con-
sensus or majority vote.®> Julie Foudy, a commissioner
and captain of the U.S. Women’s National Soccer Team,
stated that, “There’s tremendous passion on this issue; to
not represent both sides of the passion is a disservice of
what we’re going to give to Secretary Paige.”60

The Commission adopted 23 key recommendations,
15 of which were approved by unanimous consent.t” Four
themes—commitment, clarity, fairness, and enforcement—
frame the Commission’s recommendations.t¢ The Com-
mission has highlighted the themes above and the recom-
mendations that emerged with them:

e Commitment:

The Department of Education should reaffirm its
strong commitment to equal opportunity and the
elimination of discrimination for girls and boys,
women and men.

(Recommendation 1*)69

Clarity:

Any clarification or policy interpretation should
consider the recommendations that are approved
by this Commission, and substantive adjustments
to current enforcement of Title IX should be devel-
oped through the normal federal rulemaking
process.

(Recommendation 2)70

The Department of Education’s Office for Civil
Rights should provide clear, consistent and under-
standable written guidelines for implementation of
Title IX and make every effort to ensure that the
guidelines are understood, through a national edu-
cation effort. The Office of Civil Rights should
ensure that enforcement of an education about Title
IX is consistent across all regional offices.
(Recommendation 3*)71

The Office of Civil Rights should educate educa-
tional institutions about the standards governing
private funding of particular sports aimed at pre-
venting those sports from being dropped or adding
specific teams.

(Recommendation 11)72

Fairness:

The Office for Civil Rights should not, directly or
indirectly, change current policies in ways that
would undermine Title IX enforcement regarding
nondiscriminatory treatment in participation, sup-

port services and scholarships.
(Recommendation 4*)73

The Office for Civil Rights should make clear that
cutting teams in order to demonstrate compliance
with Title IX is a disfavored practice.
(Recommendation 5*)74

The Department of Education should encourage the
NCAA to review its scholarship and other guide-
lines to determine if they adequately promote or
hinder athletic participation opportunities.
(Recommendation 13*)75

The Department of Education should encourage
educational institutions and national athletic gover-
nance organizations to address the issue of reduc-
ing excessive expenditures in intercollegiate athlet-
ics. A possible area to explore might include an
antitrust exemption for college athletics.
(Recommendation 8)76

Enforcement:

The Office for Civil Rights should aggressively
enforce Title IX standards, including implementing
sanctions for institutions that do not comply. The
Department of Education should also explore ways
to encourage compliance with Title IX, rather than
merely threatening sanctions.

(Recommendation 6*)77

The Commission made a series of recommendations
on new ways in which Title IX compliance can be
measured.

(Recommendations 14%, 15, 17, 19%, 20, 21%, 23*)78

The Office of Civil Rights should allow institutions
to conduct interest surveys on a regular basis as a
way of 1) demonstrating compliance with the three-
prong test, 2) allowing schools to accurately predict
and reflect men’s and women’s interest in athletics
over time, and 3) stimulating student interest in
varsity sports. The Office should specify the criteria
necessary for conducting such a survey in a way
that is clear and understandable.

(Recommendation 18)79

This is just a glimpse at the recommendations that the
Commission has presented to Secretary Paige, but it gives
insight as to the types of issues it had to consider and
how to improve Title IX.

Analysis of the Recommendations

Out of the 23 recommendations presented to Secretary
Paige, the majority of them were approved by a consensus
and only a few were passed by a majority vote. It is
important to examine the recommendations that were
passed, but specifically the ones passed by the majority.
Recommendation 2, which was passed by a 12-1 vote,
suggests that any substantive adjustments made to the
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current enforcement of Title IX should be developed via
normal federal rulemaking procedures. This recommenda-
tion was subject to criticism because the current interpre-
tation of Title IX was developed through non-regulatory
means.® But if changes are to be implemented to Title IX,
it would be beneficial to have those changes be subject to
public comment because the rules could be improved by
such feedback.

Recommendation 8, which was passed by a 12-1 vote,
suggests that educational institutions and national athletic
organizations address excessive expenditures in intercolle-
giate athletics, specifically an antitrust exemption.8! One
of the main problems in intercollegiate athletics is that the
budgets are not balanced and programs that have money
tend to overspend, which may exacerbate the problem of
proportionality. If these excessive expenditures are
researched and revised, the programs may find that they
could make money instead of losing it, which could help
the smaller teams.

Recommendation 11 and Recommendation 12 both
passed by 10-3 votes.82 Recommendation 11 suggests that
educational institutions should be educated on the stan-
dards of private funding of sports that are in danger of
being dropped or sports that could be added. The opposi-
tion of this Recommendation did not support the exempt-
ing of private funds, but did support that the OCR should
be able to find ways for outside funds to be accepted for
teams to use.83 This Recommendation reflects the problem
that the Marquette wrestling team faced — they have pri-
vate funds, but cannot use them. Therefore, this alterna-
tive could help save smaller teams from being cut. Recom-
mendation 12 reflects the same concerns of
Recommendation 11, as it suggests reexamination of the
standards governing private funds. The concern of the
Commissioners who opposed the Recommendation was
that revisiting the current rules might open the door to
discriminatory funding practices (large donations that
would only benefit one sex), which could be paralleled to
race-specific scholarship donations. That does not comply
with the spirit of Title IX.

Recommendation 15 suggests that the OCR consider a
different way of measuring participation opportunities so
an educational institution could show it has complied
with the first part of the Three-Prong Test. This recom-
mendation was passed by a 10-3 vote. The concerns were
aimed at the athlete who was determined a “walk-on,”
that this type of athlete should be treated the same as
other athletes and if opportunities were capped, they may
be capped for reasons unrelated to Title IX.

Recommendations 17, 18, and 20 all deal with the par-
ticipation issue as it relates to proportionality. They were
passed by a vote of 8-5, 8-5, and 9-4 respectively. Recom-
mendation 17 suggests that in calculating the proportion-
ality of enrollment for purposes of the male/female ratio

in participation and scholarships, the ratio should exclude
the walk-on athletes.8* Therefore, the proportionality test
would rely on the calculating of full or partial scholarship
recipients and recruited-only walk-ons. As previously
noted above, any limitation on the number of walk-ons
may limit opportunities, which is what this Recommenda-
tion is trying to remove. Again, however, there is concern
that the walk-on athletes would receive differential treat-
ment, which would not be appropriate, since they receive
resources from their schools (as do the other athletes). The
difference between a scholarship athlete and one who is a
walk-on is this: The scholarship athlete, most times, plays
because he or she must in order to reach the next level
(professional) or to receive a college degree; the walk-on
athlete plays for the love of the game or to be a part of a
team and represent his or her school. If Title IX is to be
followed according to the legislative intent, it is important
to include the walk-on athlete, because that athlete has the
potential to contribute a great deal to the sport, just as
much as an athlete who plays on a scholarship.

Recommendation 18 suggests that the OCR should
regularly conduct continuous interest surveys to ensure
compliance of the Three-Prong Test, that the interests of
male and female students are being met, and that there is
a stimulated interest in participating in varsity sports.85
The main complaint from schools has been that there is no
real way of demonstrating compliance with the third part
of the Three-Prong Test. This recommendation would
direct the USDE to develop specific guidance on these
surveys in order to establish full compliance with the
Three-Prong Test. The opponents of this Recommendation
argued that these surveys would prevent future progress,
because opportunities should be offered regardless of
their present interest, and that it did not take into consid-
eration the effect of historical patterns of discrimination
regarding women’s interest in athletics. Therefore, the
interest surveys should only be limited to demonstrating
compliance with the third part of the three-prong test.
Although these Commissioners were in the minority, they
make an interesting argument. The interest survey could
shut out opportunities and it could be too limiting
because of a lack of interest at the moment, but years from
now, there could be a stronger interest with no outlet for
that sport.

Recommendation 20 suggests that compliance with
the proportionality test should not include the nontradi-
tional student. This is a difficult issue because, on the one
hand, the majority can argue that most nontraditional stu-
dents in the past have not participated in athletics and are
extremely unlikely to begin to participate. On the other
hand, however, if these students are not counted, it is
another form of discrimination because the nontraditional
student’s interests are not being considered at all. Also,
part three of the Three-Prong Test already deals with the
variances caused by nontraditional students. The majority
was able to get this passed, but it is very far-reaching.
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The Recommendations that were approved unani-
mously truly show how Title IX should be communicated,
clarified and implemented. Title IX is a critical component
of fairness in the education of our children. These Recom-
mendations are practical, which will allow for fair
enforcement of Title IX by the USDE and the OCR. The
following are a few of the unanimously approved Recom-
mendations that focus on changing the enforcement of
Title IX:

Recommendation 14: If substantial pro-
portionality is retained as a way of com-
plying with Title IX, the OCR should
clarify the meaning of substantial propor-
tionality to allow for a reasonable vari-
ance in the relative ratios of athletic par-
ticipation of men and women while
adhering to the nondiscriminatory tenets
of Title IX.86

Recommendation 21: The designation of
one part of the Three-Prong Test as a
“safe harbor” should be abandoned in
favor of a way of demonstrating compli-
ance with Title IX’s participation require-
ment that treats each part of the test
equally. In addition, the evaluation of
compliance should include looking at all
three parts of the test, in aggregate or in
balance, as well as individually.8”

Recommendation 22: The OCR should be
urged to consider reshaping the second
part of the Three-Prong Test, including
by designating a point at which a school
can no longer establish compliance
through this part.s8

Recommendation 23: Additional ways of
demonstrating equity beyond the exist-
ing Three-Prong Test should be explored
by the Department of Education.s?

These Recommendations, along with the others dis-
cussed above, will greatly assist the OCR and the USDE in
making the necessary changes that need to be implement-
ed. No Recommendation suggests that fundamental
changes should be made to Title IX. These Recommenda-
tions apply to the NWCA lawsuit because changing how
schools comply with Title IX is the main issue in that
action. However, they are just recommendations. It is up
to the OCR and the USDE to begin to make these changes,
and ensure that the changes are enforced properly. The
NWCA lawsuit will not be solved by these Recommenda-
tions, but they are a step in the right direction and will
continue to put pressure on the OCR and USDE to start
the process as soon as possible. The NWCA wants a fair
enforcement of Title IX, and hopefully that is what will
happen in the future.

Conclusion

The world of sports would look very different today
if Title IX had not been created. There would be no Serena
Slam, WNBA, Women’s World Cup, gold medal in
women'’s ice hockey, and, of course, no Anna Kournikova.
The theory of law is that is it always changing; laws that
were enforced 50 years ago may not be applicable in
today’s society. It is important to change laws and policies
in order for them to continue to be beneficial to our
society.

The problems with Title IX have existed since it was
created, as seen through the various steps taken to ensure
that it was properly interpreted and enforced. Yet, because
confusion about the policy still exists, those steps were not
enough. The Recommendations the Commission has
made to Secretary Paige are fair, reasonable, and com-
plete. Secretary Paige will consider these recommenda-
tions, but only to help rewrite the USDE’s regulations
enforcing the law or the guidance it offers to high schools
and colleges. It is important that these Recommendations
are looked at closely, because they address the concerns of
athletes, colleges and universities, and the government.
The positive results of Title IX are real and tangible, and
therefore to change the fundamentals of the law in a way
that would not be beneficial to both men and women,
would be a mistake. Rather, changing how colleges and
universities enforce and interpret it is a good alternative.
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What to Watch Out for in a Digital Archive

By Alan J. Hartnick

The Alexandrian Library in the Hellenistic world
was created in an attempt to collect the literary works
of the ancient world. Fire swept that dream away, and
that is why we only have about 5 percent of such
works. The digital world has created another hope. Can
a digital archive be preserved perpetually?

Definitions

What does “digital” mean? And what is an
“archive”? Almost everything in the world can be rep-
resented in one of two forms: Analog or digital. Analog
representations are continuous; such as the movement
of the hands on a watch or the recording of varying
amplitude of an electronic signal on magnetic tape in a
VCR or audio cassette. Digital representations are based
on discontinuous data, such as digital watches, which
go from one value to another, without displaying any
intermediate value, such as CDs and DVDs. Computers
are digital machines because they can distinguish
between two values, 0 and 1, off or on.

We experience the world analogically. Most analog
events can be represented digitally. And all data that a
computer processes must be encoded digitally.

An “archive” is a place for collecting and storing
records, documents and other materials of historical
interest. It is really a specialized “library,” a library
being a place for reading, reference, or lending, from
the Latin liber, a book.

Digital Images

The first question is, what are digital images? They
are the result of the multiplication of codes used in data
processing systems in which it is possible to capture
and store almost any phenomenon in digital form. It is
thus possible to translate into digital code an existing
representation on an analog base, such as scanning the
illustration of a book.

The “right” to digitize, if it is a right, was not
expressly mentioned in the official “Digital Agenda” of
the WIPO Copyright Treaty approved in Geneva on
December 20, 1996. But is it a new copyright “right,”
like colorization? It can be argued that the creator of
digital images makes decisions in choosing among dif-
ferent possibilities of focusing, framing, and fixing the
density of pixels (that is, picture element).

In an article by a student at Southwestern Law
School, there is a spirited discussion that a derivative
work is created when an analog sound recording is
transformed into a digital sound recording.! The author
uses a suggestion from Paul Goldstein’s treatise, that “a
new work [is created] for a different market,” and vari-
ous Second and Ninth Circuit decisions. He argues that
the transformation of an analog sound recording into a
digital sound recording requires a high degree of true
artistic skill.

The Copyright Office has had difficulty with appli-
cations from those claiming copyright authorship in the
scanned image itself rather than in the underlying
work. The view is that scanning typically involves
mechanical acts. Even if registered, it is not clear what
the courts will do. An independent copyright in a digi-
tal image could create harassment problems from the
owner of the new right.

Digital Collections

The Library of Congress has assumed a leadership
role in the National Digital Information Infrastructure
and Preservation Program, authorized by Congress in
December 2000. The Library is collaborating with other
federal agencies as well as other organizations and indi-
viduals in the information community. The mission is to
develop a national strategy to collect, archive and pre-
serve the burgeoning amounts of digital content, espe-
cially materials that are created only in digital formats,
for current and future generations.

Report on Copyright Issues in Digital Archiving

The Library and the Council commissioned a bril-
liant report by June M. Besek, Executive Director of the
Kernochan Center for Law, Media and the Arts at
Columbia University.2 Ms. Besek considers that if a new
version consists merely of the same work in a new
form, such as a book scanned to create a digital version,
then it is a reproduction of a copyrighted work, and is
not a derivative work. Even if it were a derivative
work, the consent of the author of the underlying work
is necessary. She writes:

Neither the courts nor the Copyright
Office has yet endorsed a “digital first
sale doctrine’ to allow users to retrans-
mit digital copies over the Internet. . . .
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Even though works can be converted
into 1’s and 0’s when digitized, they
generally retain their fundamental char-
acter. In other words, if a digitized
work is a computer program, it is sub-
ject to the privilege the law provides to
owners of computer programs to make
archival copies. If it is an unpublished
work, it retains the level of protection
that attaches to unpublished works . . .

And what rights does the owner of a material object
in which the copyrighted work is embodied have to
make a digital copy? The owner of the physical proper-
ty can sell or lend, but cannot reproduce the copyright-
ed work unless there is an exception in the copyright
law.

There are exceptions for certain archival and other
copying by libraries and archives in section 108 of the
Copyright Act. Three copies of a published or unpub-
lished work may be made in digital format but cannot
be made available outside the library premises. For a
published work, the digital format can only be used if
an unused replacement cannot be obtained at a fair
price. The “fair use” provision in section 107 probably
applies to a nonprofit digital archive for scholarly and
research use.

Ms. Berek concludes: “What about copying or ‘har-
vesting” publicly available web sites . . . there is no clear
road under existing law for collecting the works pro-
posed for a digital archive and placing them on a pub-
licly accessible network.”

Straddling the Analog/Digital Worlds

Anne M. Carley considers archives a “virtual gold-
mine.”3 She writes: “An international group of experts
has begun the Cuneiform Digital Library Initiative
(CDLI).” Their task is to provide a Glossary of
Cuneiform—"to make available through the Internet
the form and content of cuneiform tablets dating from
the beginning of writing, ca. 3200 B.C.E.”4

In addition:

The Lester S. Levy Digitized Collection of Sheet
Music is a project at Johns Hopkins University. Already
it has digitized over 29,000 pieces of popular American
sheet music from 1780 and 1960. The music is arranged

by topic—"Drinking, Temperance and Smoking” is one,
and “Postal” is another. The cover and the music are
available as printable image files. Now the project is
beginning to include audio files, full-text lyrics, and
special search capabilities.?

The above listings of digital archives are generally
public domain.6 As I have indicated in this article, a
digital archive made of copyrighted works is much
more complicated.

Conclusion

The Library of Congress’” Preservation Reformatting
Division is pragmatic in its recommendations. Its first
underlying principle is to retain an analog version of
digitally reformatted items until it is clear that the life-
cycle management will ensure access for as long as, or
longer than, the analog version. How shrewd!
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We Will Not Go Gentle Into That Good Night'—
The Music Industry Strikes Back Against

Individual Song-Swappers
By Todd Gillman

In an article published in the last issue of the EASL
Journal, I examined the music industry’s multi-faceted
approach to the illegal file-sharing dilemma.? In a period
of a few months since the date of my last writing, several
extraordinary and certainly unprecedented developments
have occurred which warrant attention. Clearly, the most
significant event occurred on September 8, 2003, when the
music industry, through its lobbying organization, the
Recording Industry Association of America (RIAA), filed
261 lawsuits against individual file-sharers. In this com-
panion piece, I explore this recent litigation frenzy by the
industry and examine the immediate impact and long-
term ramifications that these suits against individuals sym-
bolize. In addition, as with my last article, I also focus
upon the industry’s attempt to lure the consumer back to
the CD market, with the Universal Music Group taking the
lead, as well as the industry’s further involvement with
legal music services, such as the impressive Apple iTunes
service.

Litigation . . . Again

By way of background, this past April the music
industry suffered a major setback from the decision ren-
dered in the MGM Studios case.® With this adverse ruling,
the industry recognized (at least for the time being)* that it
was powerless in its effort to disable the Napster copycats
(i-e., Grokster and Morpheus), as the court ruled that the
decentralized structure of these sites illustrated that they
could not be held directly accountable for copyright
infringement. However, the decision left open a very
important, albeit thorny, option for the industry—the
opportunity to litigate against individual file-sharers,
whom the MGM Studios court acknowledged were liable
for direct copyright violations. This path was gingerly pur-
sued in April as the RIAA sued a number of college stu-
dents who operated free file-sharing sites on their college
servers.? The suits were quickly settled in the beginning of
May, with the students agreeing to disable their Web sites
and paying fines between $12,000 and $17,500. However,
this was just a prelude.

On September 8, 2003, the RIAA stunned the nation by
filing 261 lawsuits against alleged individuals who were
sharing more than 1,000 songs using the various free file-
sharing sites.6 Quickly, the public learned that those sued
included an eclectic group of file-sharers of different ages
and socio-economic backgrounds, most notably a curly-
haired 12-year-old honors student named Brianna Lahara
from New York’s inner city. The complaints sought to
enjoin the alleged copyright violators from continuing to

upload and share song files.” In addition, the plaintiffs
demanded statutory damages for each infringement of a
copyright.8 Under copyright law, violators may be held
liable for $750 to $150,000 for each incident, which could
amount to millions of dollars depending on the size of the
violator’s library.? Cary Sherman, the President of the
RIAA, justified the industry’s action as follows:

Nobody likes playing the heavy and hav-
ing to resort to litigation . . . but when
your product is being regularly stolen,
there comes a time when you have to take
appropriate action. We simply cannot
allow online piracy to continue destroy-
ing the livelihoods of artists, musicians,
songwriters, retailers, and everyone in the
music industry.10

The lawsuits have spawned a backlash of bad press
for the RIAA and the music labels, which were already
greatly battered by the sharp downturn in CD sales in the
past few years. For some individuals, even before the law-
suits, the RIAA was already characterized as a “tiny group
of rich men that make a great deal of money off the sweat
of others.”!! The lawsuits have only intensified the hatred
and scorn directed at the RIAA and the labels. The
younger generation of computer users (and file-sharers)
has had a particularly difficult time comprehending the
significance of the RIAA’s tactics, as well as understanding
the highly complex concepts of intellectual property and
copyright law. Their generation has been described as “a
downloading culture. A few clicks of a mouse bring them
not just music, but movies, games and instant communica-
tion as well. Legality seems beyond the point as they click
their way through licensing agreements, impatient for the
software at the other end.”12

After discovering that Brianna Lahara was one of the
261 sued, the RIAA quickly moved to settle her case and
get her story and picture out of the headlines.}3 Brianna
settled her case with the RIAA for $2,000, which was
donated by P2P United, a file-sharing companies” lobby
group.l* Adam Eisgrau, the Executive Director of P2P
United, explained, “we do not condone copyright infringe-
ment, but someone has to draw the line to call attention to
a system that permits multinational corporations with phe-
nomenal financial and political resources to strong-arm 12-
year-olds and their families in public housing the way this
sorry episode dramatizes.”1> Incidentally, in addition to
the $2,000 from P2P United, Brianna was flooded with
donations from private individuals who read about her

58 NYSBA Entertainment, Arts and Sports Law Journal | Fall/winter 2003 | Vol. 14 | No. 3



plight.16 From the RIAA and the labels’ perspectives, the
entire Brianna incident certainly countered the old adage
that there is no such thing as bad press.

It should be noted that some experts predict that the
RIAA’s actions may force the software developers of the
file-sharing systems to create underground and hidden
systems to avoid the snooping eye of the recording indus-
try’s trade group.!” One such system called Freenet, intro-
duced in 1999, allows users to remain anonymous. How-
ever, it has been found to be slow and difficult to operate,
thereby minimizing its potential impact.18

For those individuals who have not yet been sued by
the RIAA, but who are aware that they have illegally
downloaded songs, the RIAA has offered an amnesty pro-
gram, called the “Clean Slate Program.” In order to be eli-
gible, an individual must:

1. Delete/destroy all copyrighted songs that have
been illegally downloaded to the user’s hard drive
and other portable devices (including those files
copied onto CD-R format);

2. Agree in the future that the user will not illegally
download copyrighted sound recordings or share
files on P2P networks;

3. Affirm that any previous downloading or file dis-
tribution was engaged in on a purely noncommer-
cial basis; and

4. Not be currently under investigation by the RIAA
for copyright infringement.1?

Once an individual agrees to the amnesty program and
signs the Clean Slate Program affidavit, the RIAA insists
that the information provided will not be made public or
given to third parties, including copyright owners, except
if necessary to enforce a participant’s violation of the
pledges set forth in the Affidavit.20

Already, the amnesty program has aroused controver-
sy. Within days of the amnesty announcement and the fil-
ing of the lawsuits against individual users, various others
have challenged the amnesty program as being a deceptive
and fraudulent business practice.?! California resident Eric
Parke alleges in a complaint against the RIAA:

[The amnesty program is] designed to
induce members of the general public

... to incriminate themselves and provide
the RIAA and others with actionable
admissions of wrongdoing under penalty
of perjury while [receiving] . . . no legally
binding release of claims . . . in return.?2

An RIAA spokesman, addressing the Parke suit,
responded, “No good deed goes unpunished,
apparently.”2 In another lawsuit, Ira Rothken, an attorney
from Marin County, California, contends, “the legal docu-
ment provides no release of claims, no promise not to sue

you. It offers no promise to actually clean the slate by
destroying the data these people provide.”*

Finally, in another intriguing legal development, the
American Civil Liberties Union (ACLU) has filed a motion
to prevent the music industry from acquiring the name of
a Boston College student accused of being a large-scale file
sharer.2> The ACLU argues that the constitutional rights of
its client, referred to in the court papers as Jane Doe,
would be violated if her college, which is also her Internet
Service Provider, were forced to reveal her name.26 Accord-
ing to the ACLU’s filing, this would strip her of “her fun-
damental right to anonymity.”2

The RIAA and labels have clearly reached a point of
desperation. How else could the industry justify the
unthinkable—suing its own customers? Plainly, these suits
seek the primary objective of deterrence. As a secondary
objective, the RIAA and labels seek to recoup some of the
money they allege to have lost due to the free sites. Obvi-
ously, they will never fully recoup everything. The law-
suits seek instead to instill fear so that a potential file-shar-
er will think twice before uploading or downloading a
song to or from one of the free sites. There is some data
that suggests that the RIAA’s threats of suing individuals
(which began back in June of 2003) have had an impact on
the curbing of file sharing, at least to some degree.?8 In a
poll conducted by Forrester Research in July, 68 percent of
those individuals surveyed said they would stop down-
loading music if there was a “serious risk” of being fined
or sued.? It remains to be seen whether the 261 lawsuits
targeting individual song-swappers will have the deterrent
impact that the music industry seeks.

Universal Slashes CD Prices and Employs Some
Creativity

On September 3, 2003, just days before the RIAA law-
suits were filed, the Universal Music Group (“Universal”)
announced its intention to cut the suggested retail price of
nearly all of its CDs to $12.98, a drop of as much as 32 per-
cent.® In practice, that drop in price would mean that
many of its CDs would instead sell for just $9.99.31 So far,
none of the other four major labels have followed suit. One
executive at a competing label commented on Universal’s
audacity, “they are basically forever changing the record
business . . . it’s a massively bold move; it’s the kind of
move we as an industry need to be making.”3? Doug Mor-
ris, Universal’s Chairman and Chief Executive, described
the price cut as part of a broad strategy that includes legal
and technical assaults on online music piracy, and
improved legal online music services—"a strategic move
to bring people back into music stores.”33 Generally, larger
retailers have praised the decision. However, smaller spe-
cialized music stores, mid-tier artists and small record
labels argue that aspects of Universal’s new policy, which
call for the reduction of in-store promotional subsidies,
will make it harder for new acts to get attention and gener-
ate sales.3* Steve Berman, Marketing and Sales head of
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Universal Interscope, disagrees, and contends that now
instead of paying stores for promotions, Universal will
spend money directly on consumer advertising to foster
attention for developing artists.®

However, it should be noted that on September 23,
2003, Universal backed away from its original announce-
ment regarding setting a $12.98 sticker price on its CDs.3
Instead, Universal will place stickers on its CDs, indicating
that the CDs are lower-priced, but there will not be a spe-
cific price affixed to them.3” Apparently, Universal’s top
retail customers, Best Buy, Wal-Mart and Target, had reject-
ed having the CDs shipped with the $12.98 price already
affixed.38 It will be interesting to see how this will affect
sales, particularly with lesser-developed artists.

A very innovative promotional ploy that deserves
mentioning is the ambitious “Willie Wonka-style” contest
announced by the rapper Obie Trice, a protégé of Eminem,
on the music label Shady Records, marketed and distrib-
uted by Interscope Geffen A&M, part of the Universal
Music Group.® To entice fans to buy Trice’s album, sched-
uled for a September 23, 2003, release, Trice and Shady
Records hid “golden tickets” inside three of the first
500,000 copies of the album. The winners will receive an
all-expense-paid trip to Detroit to watch Eminem record
his new album.#

The industry can truly benefit from following Univer-
sal’s lead, both with regard to price cuts and creative mar-
keting. Due to the current dismal state of the music indus-
try, it is clear that labels now will have to offer potential
consumers more to draw them into stores. Whether this
means reduced-priced CDs, enhanced CDs*! (i.e., with
bonus material or other special features) or just plain-old
contests/lotteries, the labels need to give the potential con-
sumers a sense of value and incentive for their purchasing
of music in the traditional CD format (i.e., in stores and/or
through the Internet retailers like Amazon.com).

Competition (Revisited)

In my previous article, I explored the music labels’
foray into the world of fee-based on-line music services.*2
The services that have been most successful to date are
those which offer an a la carte option, where consumers can
download their favorite songs for about $.99 apiece or an
entire album for under $10. Apple’s iTune’s system contin-
ues to report progress. Since its April 2003 launch, iTunes
has sold 10 million songs and has launched a version com-
patible with Windows.#3 iTunes is steadily signing up
artists who had previously refused to join the service for
various reasons. For instance, as of September, 2, 2003, 18
albums of the Rolling Stones’ catalog were made
available.# In another example, famed Key West rocker
Jimmy Buffet just announced the release of two of his
upcoming live albums exclusively through iTunes for a
one-month period, before they are made available in
stores.®> Due to its overwhelming popularity, Apple even

announced that it will release an iTunes service for the
European market starting next year.# Following the iTunes
lead, computer and electronics maker Dell Inc. announced
its intention to begin online sales of music and the release
of an MP3 player under its brand name.#” In addition,
Sony Corp. announced that it plans to release its own serv-
ice by spring of 2004.48 Sony already has its own brand of
MP3 players under its electronics division. Finally, Music-
match, a San Diego software company best known for its
popular music-player software, introduced a new service
offering a liberal song-usage plan that rivals iTunes for
Windows-based personal computers.*® The labels have
already licensed more than 200,000 songs at $.99 each to
Musicmatch.® Thus, the various legal music services are
making steady progress in an effort to attract music lovers
to the sites while minimizing the impact of the illegal serv-
ices.>!

Conclusion

In sum, the music industry continues to utilize litiga-
tion (now against individuals) as a form of deterrence.
More suits have been promised for the immediate future.
Clearly, it is too early to assess the deterrent effect of this
wave of individual suits. The RIAA and labels are also
offering the amnesty program as a way for a file-sharer to
“come clean” before being sued. At the same time, the
industry continues to adhere to its multi-pronged
approach by attempting to lure music customers back to
lawful modes of music product, whether in the form of
traditional CDs or through legal downloading services.
One thing that is abundantly clear however, is that the
music industry is not about to give up or back down.
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The Law and Silent Tom Smith: Seabiscuit’s Trainer
Fought the Law, But the Law Won

By Bennett Liebman

Millions of moviegoers might currently believe that
Silent Tom Smith, the trainer of Seabiscuit, was one of
the mysterious geniuses of horse racing. In 1945 and
1946, the Jockey Club and the New York State Racing
Commission might have agreed with the mysterious
part. They would not have agreed with the genius des-
ignation. These organizations found Tom Smith respon-
sible for drugging a horse and ruled him out of racing
for a year.!

In 1945, Tom Smith was the trainer for Elizabeth
Graham’s Maine Chance Farm. Elizabeth Graham was
generally known as Elizabeth Arden, the cosmetics
executive, and she ran a powerhouse racing stable for
decades. It was never more powerful than it was in
1945. In that year, Maine Chance led the nation in rac-
ing earnings, and Tom Smith, training exclusively for
Maine Chance, won with a phenomenal 40 percent of
his starters. In fact, in 130 starts that year, only 30 per-
cent of Tom Smith’s horse’s finished worse than third
place.2 This was the kind of record that begs for com-
plaints from other horsemen.

Marshall Cassidy, the steward for the private Jockey
Club, which helped to regulate racing in New York,
ordered an investigation of Smith starting in October of
1945. He testified:

We had a report from one of the veteri-
narians saying that he had seen Mr.
Smith spray a horse’s nose with a man
holding him with a tongue-twitch just
before he was to go to the paddock. So
we ordered the saliva and urine taken
of every winner, and notified the
chemist to make every effort to find
out, if he could, what was being used,
and if it appeared, in the saliva, or
urine. We had no success in finding
anything.

We then continued the observations,
and when it became obvious that he
was doing this almost every time he
won a race, we decided that we would
go right in while he was spraying the
horse’s nose, take the spray away from
him, and have the contents analyzed.
But before that, Dr. Gilman got hold of
the atomizer that they had used, with
only a few drops in the bottle. They

couldn’t determine what it was but
both Dr. Morgan and Dr. Gilman ‘stated
that it was tasteless, it was clear fluid,
and had no taste whatsoever.”3

The opportunity to catch Tom Smith in the act came
on November 1, 1945 when he shipped three horses sta-
bled at Belmont Park to run at Jamaica. There was testi-
mony presented that Smith was present in the receiving
barn at Jamaica when the nostrils of his first horse
scheduled to run that day were sprayed.* More signifi-
cantly, later in the day, a Jockey Club investigator
allegedly observed one of Smith’s horses, Magnificent
Duel, being sprayed. He entered the receiving barn and
called for a state investigator to assist him. The state
investigator uncovered an atomizer. The atomizer was
tested by the state laboratory, and it was found to con-
tain a 2.6 percent solution of ephedrine.>

The stewards summoned Tom Smith on November
5. He told them he used two atomizers. One contained
vinegar, salt and water, and it was administered to
horses with bleeding problems. It was, in fact, adminis-
tered occasionally to horses before they went to the
paddock. The other atomizer contained ephedrine. It
was only administered to horses with head colds and
never on the day of a race. He had never told his help
to administer the atomizer with ephedrine, and his
assistants had taken and used the wrong atomizer.6
Steward Cassidy told Smith, “We have had to have a
man stationed at your stable every time you ran a
horse. We did that in preference to suspending the sta-
ble.””

The stewards forwarded the matter to the Jockey
Club, which had the initial say over the licensing of
participants in racing. An immediate hearing was held
on November 7. Smith was not given any notice, and
there were no charges presented against him. He was
not present for the cross-examination of witnesses, and
he was not given the right to have an attorney. The
head of the panel was William Woodward, the Chair-
man of the Jockey Club. Woodward had for decades
used Jim Fitzsimmons as the trainer of his horses, and
Fitzsimmons had been the initial trainer of an under-
achieving colt named Seabiscuit. Woodward asked
Smith, “Did you ever use this ephedrine on ‘Seabiscuit’
in the morning or other times?” Smith replied, “No, I
did not, because I did not find anything—well, he never
had a head cold, or anything. He had leg troubles. That
was all.”8
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The Jockey Club panel unanimously revoked
Smith’s license on November 8. Smith then appealed to
a Joint Commission composed of the State Racing Com-
mission and two members of the Jockey Club. Here,
there were formal charges, and Smith was well-repre-
sented by counsel.

Counsel for Smith presented a wide array of argu-
ments. Smith testified that he had begun using the
ephedrine solution when he suffered a broken nose.? He
then administered the solution occasionally to horses
with head colds on the basis that anything that was
good for humans was good for horses. Counsel sug-
gested that the investigators could not have witnessed
Magnificent Duel being sprayed (although the foreman
admitted to spraying Magnificent Duel with the wrong
atomizer), that the amount of spray utilized would
have no stimulant effect on Magnificent Duel,!0 that
Smith had in no way directed the ephedrine spray to be
used on Magnificent Duel or any horse on race day, and
that the Jockey Club rule making the trainer responsible
for any drug administered to a horse was unconstitu-
tional. 11

The arguments fell on deaf ears. The Joint Commis-
sion unanimously rejected all of Smith’s contentions. It
found that, regardless of how much ephedrine was
administered, the ephedrine was administered for the
purposes of stimulating the horse,'2 and that under the
rules of racing, the trainer was responsible for the con-
dition of his horse.13 Since this was the first significant
challenge to the “trainer responsibility rule,” and there
was concern over the constitutionality of the rule, the
Joint Commission buttressed its decision by finding that
Magnificent Duel was treated “with Smith’s tacit con-
sent, if not upon his orders.”14 The Joint Commission
based Smith’s tacit consent on (a) the fact that his fore-
man tried to hide the atomizer, (b) the foreman showed
by his demeanor that he would not have treated a horse
without a direction or allowance from Smith, and (c)
the failure of Smith to call a groom who was present
during the incident.1>

In what marked the first appellate level treatment
of the trainer responsibility rule, Smith appealed to the
courts. Again, a unanimous panel ruled against Smith.
The appellate court found that there was a fair hearing,
and there was substantial evidence to support the find-
ings of the panel. “While the trainer was not present
when the medicine was applied, there was evidence
from which his responsibility for the treatment could be
found to have been established.”16

Smith then appealed to New York’s highest court,
the Court of Appeals. The Court of Appeals granted
leave to hear the case,!” but the matter was not pur-
sued. Instead, Tom Smith regained his license in 1947.
He returned to training for Maine Chance and won the

Kentucky Derby for Maine Chance with Jet Pilot in
1947.

There is no way to establish what went on in the
receiving barn at Jamaica on November 1. We do not
know whether Magnificent Duel accidentally received
treatment from the atomizer containing ephedrine, or
whether Smith intentionally had his foreman spray
Magnificent Duel with ephedrine. What is fairly clear,
however, is that Tom Smith did not receive anything
close to what in 2003 would be considered a due
process hearing. The stewards were certainly preju-
diced. In the record of their November 5 interview with
Smith, the stewards even inserted the following note:
“In the opinion of the Stewards, Mr. Smith is extremely
nervous which is entirely different from his usual bear-
ing.”18

The proceeding before the Jockey Club was a total
farce, where Mr. Smith’s license was revoked in the
absence of even the semblance of a fair hearing.

The Joint Commission hearing also had a series of
problems. Mr. Smith was found guilty of violating pro-
visions of law that he was not charged with. The use of
the Joint Commission and the role of the private Jockey
Club in regulating state-issued licenses were found
unconstitutional four years later by the Court of
Appeals in Fink v. Cole.1® There were questions over
whether the rules of the Jockey Club had been properly
promulgated. The finding in the opinion that Smith
somehow consented or ordered the atomizer treatment
seems at best far-fetched. The foreman denied any hid-
ing of the atomizer, and even if the atomizer were hid-
den by the foreman, it is hard to see how his action
would implicate Smith. The finding that the foreman’s
demeanor showed he would not do anything against
Smith’s wishes was pure conjecture. The Jockey Club
could equally have called the groom who was present
during the treatment, and there was hardly any likeli-
hood that the groom would have testified differently
than the foreman who had admitted use of the spray.
Everybody present at the receiving barn had previously
given testimony to the stewards or the Jockey Club. The
record shows no consent of any kind given by Smith to
the ephedrine administration.

In any event, the penalty imposed on Tom Smith
was way beyond acceptable. In an era of indiscriminate
use of narcotics to stimulate horses, the evidence
against Tom Smith, considered at its worst, was minor
in nature. All the record shows was a mistaken small
administration of an ephedrine spray by Smith’s fore-
man. A suspension for one or two months was the max-
imum penalty in order. Whatever may have actually
happened to Magnificent Duel, Tom Smith received
especially unfair treatment from the Jockey Club and
the Racing Commission. He got a raw deal.
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It is possible that the steward Marshall Cassidy was
right, and that Tom Smith in the fall of 1945 was in the
regular business of spraying an ephedrine solution into
horse’s nostrils before they raced. The process, however,
under which the Jockey Club and the Racing Commis-
sion went about proving these violations, deprived Tom
Smith of any significant measure of due process.
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dosage of ephedrine administered to Magnificent Duel could
have had a stimulant effect.

11. Counsel argued that the rule was “thoroughly illegal; to say that
a man who was not there, who knew nothing about it, and who

the evidence shows had never permitted any man to perform
the administration of this spray, . . . when Mr. Smith had never
permitted any man to spray an animal; there was no authority
for it and it was not within the scope of his duties to cause a
man’s reputation to be blemished and his livelihood taken from
him.” Record at 454.

12, Id. at 116.
13. Id.at118.
14. Id.

15.  Id. at 118-120.

16.  Smith v. Cole, 270 A.D. 675, 678 (1st Dep’t 1946).
17.  Smith v. Cole , 296 N.Y. 614 (1946).

18. Record at 30.

19.  Fink v. Cole, 302 N.Y. 216 (1951).

Bennett Liebman is the first Coordinator of the
Government Law Center’s Program on Racing and
Wagering Law at Albany Law School. He served as
Commissioner at the New York State Racing and
Wagering Board from 1988 to 2000. Prior to his service
at the Racing and Wagering Board, Mr. Liebman
served as Assistant Commissioner for Legal Affairs at
the New York State Department of Taxation and
Finance. He previously served as Special Deputy
Counsel to the Governor and as Counsel to then-Lieu-
tenant Governor Mario Cuomo. From 1983 to 1988, Mr.
Liebman also served as the Counsel to the State Board
of Public Disclosure, which was the predecessor to the
current New York State Ethics Commission.

Mr. Liebman is a summa cum laude graduate of
Union College and a cum laude graduate of New York
University School of Law. He received the University
of Arizona’s Race Track Industry Program’s Distin-
guished Service Award in 1997.
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VL®

VOLUNTEER LAWYERS FOR THE ARTS www.vlany.org

VOLUNTEER LAWYERS FOR THE ARTS www.vlany.org

VOLUNTEER LAWYERS FOR THE ARTS was pleased to honor the EASL Section with its 2003 VLA
PRO BONO SERVICE AWARD at the VLA Fall Benefit, which was held at Sotheby’s on October 28, 2003.

The awards are presented annually to law firms that have made exceptional contributions to New York
low-income artist and nonprofit arts organization clients through pro bono service and representation. This
year’s honorees were: Cleary, Gottlieb, Steen & Hamilton; the Entertainment, Arts & Sports Law Section of
the New York State Bar Association; and Latham & Watkins LLP. Arts organizations Brooklyn Arts Coun-
cil, Finger Lakes Arts Grants & Services, and the Lower Manhattan Cultural Council were also honored at
the event.

Since 1969, VLA has been the exclusive provider of pro bono and low cost legal services, legal represen-
tation, mediation services, educational programs and publications, and advocacy to the arts community in
New York. VLA also serves as a public information resource center about legal issues that affect the arts.
Through public advocacy, VLA frequently acts on issues vitally important to the arts community.

VLA LEGAL SERVICES

If you would like to receive VLA’s Case List, for more information, or to volunteer for any of the following VLA
programs, call VLA’s Pro Bono Coordinators Jeff Klein and Chris Macdougall at (212) 319-2787, exts. 18 and 14.
VLA also holds a monthly New Volunteer Orientation. Please find upcoming dates posted on
http:/fwww.probono.net.

Pro Bono Case Placements

By placing cases with Volunteer Attorneys, VLA delivers pro bono legal services to low-income (per
VLA guidelines) individuals and nonprofit arts organizations. The VLA Case List is e-mailed on the first
and fifteenth of each month to our volunteer attorneys and pro bono coordinators. Cases are available on a
variety of issues, ranging from Trademark and Copyright to Nonprofit Incorporation and 501(c)(3) Status,
Corporate Formation, Contracts and Licensing Agreements. Artists from every discipline utilize VLA’s
services, including filmmakers, visual artists, playwrights, poets, directors, musicians, designers, dancers,
and actors. VLA requires all of its volunteer attorneys to be covered by legal malpractice insurance, and
advises our clients that the attorneys must check for conflicts of interest on each case before agreeing to
accept it. VLA would like to welcome Jeffrey Klein and Chris Macdougall as its new pro bono coordinators.

Bi-Monthly Legal Clinic

The VLA Legal Clinic is a bi-monthly forum for any VLA member to meet privately with an attorney
to discuss his/her arts-related legal issues. The clinic provides an opportunity for attorneys to advise
clients in a direct and effective manner. Held from 4 p.m. to 7 p.m. on the second and fourth Wednesdays
of each month, the clinic also provides volunteer attorneys with a low time commitment option.

CLE Credit for Pro Bono Work!

VLA has been approved to provide CLE credit for pro bono legal services rendered. Credit for pro bono
legal services shall be awarded in the following ratio: One (1) CLE hour for every six (6) 50-minute hours
(300 minutes) of eligible pro bono legal service. A maximum of six (6) pro bono CLE credit hours may be
earned during any one reporting cycle.
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VLA MEDIATEART PROGRAM
For more information, call VLA Director of Mediation Hilary Burt at (212) 319-2787, ext. 16.

VLA offers Mediation Training to arts professionals and attorneys for New York State Certification and
pairs artists with mediators to resolve arts-related disputes outside the traditional legal framework.

WINTER CLE ACCREDITED SEMINARS
For more information or to register, call VLA Office Administrator Jonathan Tominar at (212) 319-2787, ext. 10.

VLA is pleased to announce that it has been approved by the New York State Continuing Legal Educa-
tion Board to provide CLE credit for the following transitional classes. All workshops are held at VLA's
office in the auditorium of The Paley Building, 1 East 53rd Street, Ground Level.

Areas of Professional Practice: 3 CLE credit hours include:

* Nonprofit Incorporation and Tax-Exempt Status

* Contract Basics for Arts & Entertainment Professionals

* Copyright Basics

* LLC, “C” Corp, or “S” Corp: Choosing the Right Corporate Structure For Your Arts Business

Areas of Professional Practice: 2.5 CLE credit hours include:

* Trademark Basics

* Managers in the Arts & Entertainment Industry
¢ Talent Contract Basics for the Film Industry

® Music Licensing Basics

* Sports Licensing Basics

* Legal Issues in the Sports Industry

e Legal Issues in the Music Industry

NEW VLA CAREER COUNSELING

For more information or to schedule an appointment, call VLA Office Administrator Jonathan Tominar at (212)
319-2787, ext. 10.

In response to requests for assistance by law students and attorneys for advice about a legal career in
the fields of arts and entertainment, VLA now offers private career counseling for its members. VLA’s
Executive Director and Director of Education schedule appointments with members for private career
counseling, to review resumes and to discuss options in exploring and reaching desired career goals.

Volunteer Lawyers for the Arts
1 East 53rd Street, Sixth Floor
New York, NY 10022

Phone: (212) 319-ARTS (2787) Do TH E

Fax: (212) 752-6575
The exclusive provider of pro bono legal services, education, PUBLIc
and advocacy to the New York arts community. GOOD

VOLUNTEER
FOR PRO BONO
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Entertainment Law
Symposium

presented by
The St. John's University School of Law
Entertainment & Sports Law Society
and the
Entertainment, Arts and Sports Law (EASL) Section
of the
New York State Bar Association

which took place on

Friday, October 17, 2003

UST. JOHN'S UNIVERSITY PeT. JOHN'S UNIVERSITY

QI";/

SCHOOL OF

Panel 2: “Ethics: Conflicts of Interest in the

| 4 & w = R

Panel 1: “A Midlife Crisis? The Effect of

Termination of Transfer of Copyright Entertainment Industry”: (I-r) Joel L. Hecker,
on the Music Industry”: (I-r) Mark Avsec, Janine Natter, Loren Plotkin and Moderator
Ross Charap, Joe Salvo and Moderator Robert K. Vischer.

Stanley Rothenberg.

Matt Finkelstein (1),
Co-President of the St.
John's University School of
Law Entertainment &
Sports Law Society, and
Michelle Johnson (r), the
student organizers from St.
John's.
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The Entertainment, Arts and Sports Law Section
Welcomes New Members

Michael S. Abitbol
Martin E. Adams
Mario Alba

Thomas G. Amon
David A. Antwork
David J. Babel
Naim Bajraktari
Jason Berman
William H. Binder
Tracy Lee Bloch
Nancy Anne Bloom
Alexander Bogdan
Stephanie L. Bond
John A. Bowen
Scott L. Brimmer
Kenneth R. Bruno
Paul ]. Burgo
Bridget Cara Byrnes
Leonardo Sette Camara
Christa Chan-Pak
Jeffrey Cheng
Michael Cheung
Rekha Chiruvolu
Ross J. Christie
Michelle Ann Clark
Wallace E.J. Collins
Sharon Connelly
Jason M Cooper
Patrick B. Costello
John Coughlin
Deborah Cox

James D. Daly
Tracie Daughtery
Carl DeSantis

Jose E. Diaz

Jennifer Darie Duberstein
David Ebenstein
Dona C. Edwards
Latoya Cammile Edwards

Wendell El-Shabazz
Andrea Lisa Ferrara
Barry D. Ford
Rebecca A. Frank
Nadine Y. From
Wayne Edward George
Diana P. Georgia
Arlene Gharabeigie
Ashok Arun Ginde
Christopher M. Gioe
Amy E. Gold

Brian Goldberg
Robert S. Gonzales
Lamar B. Graham
Meghan Guido
Duane Maurice Harley
Dennis Heller
Melissa Anne Herbert
Thomas Hogan

Frank Hosien
Michaelle Jean-Pierre
Janet S. Jenness

Kimberly Stephanie Jones

Megan K. Joyce
Rick Kaplan

Nirendran S. Kathirithamby

Saran J. Kaufman
Patrick J. Kennedy
Irina H. Kim

Jeffrey Klausner
Lauren Blythe Kleinberg
Andrew J. Klyde

Jed P. Koslow

Noah Kressler

Cindy S. Kui

Vincent Kullen

Paul John Labov

Sara Elizabeth Lampro
Robert Jordan Lewis

Jonathan Lindenblatt
Faith Lovell

Frances Lucia

Emily Rebecca Luskin
Wayne Marshall
Matthew Michael Martino
Mandana Massiha
James E. Mazlen
Ashley D. McClure
Patrick McGlashan
Jennifer A. McGuinness
Ryan C. Meadows
Courtney M. Merriman
Suzanne E. Miles
Lindsay D. Molnar
John L. Murino

Ellen M. Nichols
Emilio Benjamin Nicolas
Arata Nomoto

Mira Ohm

Erika L. Omundson
Monica Pa

Poly Papadopoulos
Thomas R. Pappas
Joseph A. Patella

Katja Maria Patiala
Bradley S. Pepper
Liana M. Perez

Claire E. Peter

Kelli Provenzano
Martha Rahilly
Rockwell R. Reid
Matthew Rheingold
Karl Riehl

Jose Rivas-Lacayo
Elizabeth Anne Roche
Douglas S. Rohrer
Veronica Rozo

Ari]. Schantz

Robyn Lynne Schechter

Evan Schein

David Schlachter

Steven M. Schlussel

Andreas Schmid

Shalundra Seaton

Ayelet Sela

Rachel M. Serlin

Seth Shaifer

Erik Shawn

Caitlin Shey

Nils Shillito

Chandana Sikund

Marcie J. Sincebaugh

Philip A. Skalski

Erin K. Skuce

Shannon L. Slavin

Gina Smalley

Joshua A. Stein

Daniel Michael Steinman

Jonathan David Philip
Stevens

Tiffany D. Tant

Robert Tendy

Alex Threadgold

Jillian Thomasine Timothy

J. Matthew Van Ryn

Christopher J. VanDuinen

Paul W. Verner

Vanessa Allison Therese

Kaye Watson

Evan J. D. White

Jennifer D. Winick

Todd F. Wojtowicz

Christopher Woltering

Faith Fei-su Wu

Eileen Joyce H. Yap

Bonnie Yee

Jeffrey Einhorn
Get CLE Credit:
Write for the EASL Journal!
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Section Committees and Chairpersons

The Entertainment, Arts and Sports Law Section encourages members to participate in its programs and to contact the

Section Officers listed on the back page or the Committee Chairs or Co-Chairs for further information.

Broadcasting and Cable
Douglas P. Jacobs

600 Third Avenue

New York, NY 10016
(212) 973-8910

Copyright and Trademark
Alan J. Hartnick

150 East 42nd Street, 26th Floor
New York, NY 10017

(212) 949-9022

Fine Arts

Judith B. Prowda

15 West 75th Street
New York, NY 10023

Legislation

Steven H. Richman

32 Broadway, 7th Floor
New York, NY 10004
(212) 487-5338

Literary Works and Related Rights
Jay Kogan (Co-Chair)

1700 Broadway

New York, NY 10019

(212) 636-5465

Jennifer Unter (Co-Chair)
7 West 51st Street

New York, NY 10019
(212) 541-8641

Litigation

Peter A. Herbert

500 5th Avenue, 33rd Floor
New York, NY 10110

(212) 921-8399

Membership

Rosemarie Tully

One Suffolk Square, Suite 430
Islandia, NY 11749

(631) 234-2376

Motion Pictures

Mary Ann Zimmer

37 West 57th Street, Suite 701
New York, NY 10019

(212) 744-7410

Music and Recording Industry
Daniel C. Marotta

277 Broadway, Suite 1310

New York, NY 10007

(212) 349-1200

New Technologies

David G. Sternbach (Co-Chair)
235 East 45th Street

New York, NY 10017

(212) 210-9791

Kenneth N. Swezey (Co-Chair)
41 Madison Avenue, 34th Floor
New York, NY 10010

(212) 974-7474

Pro Bono

Elisabeth K. Wolfe
1000 Forest Avenue
Rye, NY 10580
(917) 232-4191

Sports

Ayala Deutsch

645 5th Avenue
New York, NY 10022
(212) 407-8696

Programs

Jay Flemma (Co-Chair)

19 W. 44th Street, Suite 108
New York, NY 10030

(212) 944-1626

Kenneth A. Nick (Co-Chair)
600 5th Avenue, 4th Floor
New York, NY 10020
(212) 632-3024

Publications

Elissa D. Hecker

711 3rd Avenue
New York, NY 10017
(212) 834-0156

Rights of Publicity, Privacy
and Merchandising

Joshua R. Bressler

125 Broad Street

New York, NY 10004

(212) 558-7393

Theatre and Performing Arts
James Henry Ellis

36 Butler Road

Scarsdale, NY 10583

(914) 725-5514

Young Entertainment Lawyers
Jennifer Unter

7 West 51st Street

New York, NY 10019

(212) 541-8641
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ENTERTAINMENT
LAW REPORTER

Movies Music Broadcasting Theater Publishing Art Multimedia Sports

Recent Cases
Washington Monitor
International Developments
New Legislation and Regulations
In the Law Reviews

Educational Programs Calendar

The way entertainment lawyers have kept up-to-date for 25 years.

Subscribe for just $225 a year (12 monthly issues plus an annual index)

Digitized versions of all 337 back issues published between
1978 and May 2003 are available on a full-text searchable CD-ROM
for just $300 (California residents add $24.75 sales tax)

Send orders to:
Entertainment Law Reporter
2118 Wilshire Blvd. #311
Santa Monica CA 90403

For more information, a sample issue, or to order online, go to:
www.EntertainmentLawReporter.com
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e NEW YORK STATE BAR ASSOCIATION P-

ENTERTAINMENT, ARTS AND
1%! SPORTS LAW SECTION 1%!

The New York State Bar Association’s Entertainment, Arts and Sports Law Section offers many ways to
enhance your knowledge and expertise through committee involvement. Committee work allows you to net-
work with other attorneys from across the state and gives you the opportunity both to research issues and to
have a real impact upon the law. Committees are also outstanding avenues to achieve professional growth and

recognition for your efforts.

Please consider me for appointment to the Entertainment, Arts and Sports Law Section Committees as

indicated below.

|:| Please send me information on membership in the Entertainment, Arts and Sports Law Section.

Committee Assignment Request

Please designate in order of choice (1, 2, 3) from the list below, a maximum of three committees

in which you are interested.

Broadcasting and Cable
Copyright and Trademark

Fine Arts

Legislation

Literary Works and Related Rights
Litigation

Membership

Motion Pictures

Music and Recording Industry

Name

New Technologies
Pro Bono

Sports

Programs

Publications

Rights of Publicity, Privacy
and Merchandising

Theatre and Performing Arts

Young Entertainment Lawyers

Firm

Office Address

Home Address

Office Phone No.

Home Phone No.

E-mail address

Please return this application to: = Membership Services Department
New York State Bar Association

One Elk Street
Albany, NY 12207

Telephone: 518/463-3200, ext. 5573
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Publication of Articles

The Journal welcomes the submission of articles
of timely interest to members of the Section. Articles
should be submitted with biographical information
either via e-mail or on a 34" diskette (preferably in
WordPerfect or Microsoft Word) along with a laser-
printed original. Please submit articles to:

Elissa D. Hecker

The Harry Fox Agency, Inc.
711 3rd Avenue

New York, NY 10017
ehecker@harryfox.com

WWW.NYSBA.ORG/EASL

Entertainment, Arts and Sports Law Section
New York State Bar Association

I I One Elk Street

)

ADDRESS SERVICE REQUESTED

Entertainment, Arts and
Sports Law Journal

Editor

Elissa D. Hecker

The Harry Fox Agency, Inc.
711 3rd Avenue

New York, NY 10017

Section Officers

Chair

Jeffrey A. Rosenthal

One Liberty Plaza, 41st Floor
New York, NY 10006

Vice-Chair

Elissa D. Hecker

The Harry Fox Agency, Inc.
711 3rd Avenue

New York, NY 10017

Secretary

Alan D. Barson

183 Madison Avenue
Penthouse

New York, NY 10016

Assistant Secretary

Kenneth N. Swezey

41 Madison Avenue, 34th Floor
New York, NY 10010

Treasurer

Stephen B. Rodner
410 Park Avenue
New York, NY 10022
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