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Remarks From the Chair
It is with a sad heart that

I write to say that one of our
longtime Executive Commit-
tee members, James Henry
Ellis, who most recently Co-
Chaired with Jason Baruch
our Theater and Performing
Arts Committee, passed
away on May 26th, at the age
of seventy-two. When I
spoke with his daughter and
asked if there was a specific
organization to which dona-
tions could be made in Jim’s

name, she mentioned the Parsons Dance Foundation.
Jim will be missed.

* * *
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In continuing with the theme of excellence among
EASL members, I am extremely pleased that Elisabeth
Wolfe, Chair of our Pro Bono Committee, received one
of the NYSBA President’s Pro Bono Service Awards. We
are so proud of all of Elisabeth’s accomplishments,
which help to make available pro bono opportunities for
our members and their pro bono clients, and for raising
EASL’s pro bono activities and programs to a nationally
recognized level. The President’s Pro Bono Service
Awards were created more than ten years ago to honor
law firms, law students and attorneys from each judicial
district who have provided outstanding pro bono serv-
ice to low income people. 

In addition, our new Committee on Alternate Dis-
pute Resolution has launched itself with programs
already held and many more underway. In addition, its
Co-Chairs, Judith Bresler and Judith Prowda, are so
committed to making this Committee a success and an
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excellent resource for EASL members, that they are tak-
ing an intensive training session at the Center for Medi-
ation in Law and immersing themselves in ADR. This
way they will be better able to serve the membership
through programs and events. Once they have acquired
the appropriate mediation training, the Co-Chairs
intend to offer pro bono mediation services (under the
auspices of the ADR Committee) to persons who would
otherwise not be able to afford them, in furtherance of
EASL’s mission to benefit the public good. We com-
mend and support their efforts.

On Thursday, October 27th, EASL’s Program and
Young Lawyers Committees will be offering EASL’s Fall
Program, “Popcorn and Ethics.” This program will take
place in New York City, and it will offer all of the ethics
credits needed for a two-year cycle. The program for-
mat will include a screening of a film, followed by a
panel discussion regarding the various legal ethics
issues raised in that film. The evening will conclude
with a happy hour. I encourage all members to attend—
the presentation will be interesting and informative,
and the happy hour will also offer an opportunity for
our young entertainment lawyers to network with
established practitioners.

In furtherance of our commitment to greater trans-
parency, we are also working closely with Albany to
ensure that all EASL meetings, programs and events are
prominently posted on our website, so that members
can see what is planned for the upcoming seasons.
Every committee chair is committed to holding the best
possible programs, and the calendar has been rapidly
filling up with timely and interesting topics, replete
with charismatic and informative speakers. 

Editor’s Note
I would like to dedicate this issue of the Journal to

Jim Ellis’s memory. His fervor for the arts was conta-
gious, and he inspired many lawyers to become more
active in the theatrical world.

As always, authors can obtain CLE credit from hav-
ing an article published in the EASL Journal. Articles
and letters may be submitted with biographical infor-
mation via email to me at eheckeresq@yahoo.com.

THE NEXT DEADLINE IS SEPTEMBER 16, 2005.

Elissa D. Hecker of the Law Office of Elissa D.
Hecker, located at 90 Quail Close, Irvington, NY
10533, practices in the fields of copyright, trademark
and business law. Her clients encompass a large spec-
trum of the entertainment world, including music
publishers, artists, producers, photographers, authors,
screenwriters, marketing and other companies and
spas. In addition to her private practice, Elissa is
Chair of the Entertainment, Arts and Sports Law
(EASL) Section of the New York State Bar Association,
and Editor of the EASL Journal. She is also a frequent
author, lecturer and panelist, a member of the Copy-
right Society of the U.S.A (CSUSA) and a member of
the Board of Editors for the Journal of the CSUSA.
Elissa is the recipient of the New York State Bar Asso-
ciation’s 2005 Outstanding Young Lawyer Award. She
can be reached at (914) 478-0457 or via email at:
EHeckerEsq@yahoo.com. Elissa was previously Asso-
ciate Counsel with The Harry Fox Agency, Inc. and its
parent company, the National Music Publishers Asso-
ciation, Inc.

If you have written an article, or have an
idea for one, please contact Entertainment,
Arts and Sports Law Journal Editor:

Elissa D. Hecker, Esq.
90 Quail Close
Irvington, NY 10533
eheckeresq@yahoo.com

Articles should be e-mailed or submitted on a 3½" floppy
disk, preferably in Microsoft Word or WordPerfect, along
with a printed original and biographical information.

REQUEST FOR ARTICLES
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NYSBA Guidelines for Obtaining MCLE Credit
for Writing

• one credit is given for each hour of research or
writing, up to a maximum of 12 credits;

• a maximum of 12 credit hours may be earned for
writing in any one reporting cycle;

• articles written for general circulation, newspa-
pers and magazines directed at nonlawyer audi-
ences do not qualify for credit;

• only writings published or accepted for publica-
tion after January 1, 1998 can be used to earn
credits;

• credit (a maximum of 12) can be earned for
updates and revisions of materials previously
granted credit within any one reporting cycle;

• no credit can be earned for editing such writings;

• allocation of credit for jointly authored publica-
tions shall be divided between or among the joint
authors to reflect the proportional effort devoted
to the research or writing of the publication;

• only attorneys admitted more than 24 months
may earn credits for writing.

In order to receive credit, the applicant must send a
copy of the writing to the New York State Continuing
Legal Education Board, 25 Beaver Street, 8th Floor, New
York, New York 10004. A completed application should
be sent with the materials (the application form can be
downloaded from the Unified Court System’s Web site,
at this address: http://www.courts.state.ny.us/
mcle.htm (click on “Publication Credit Application”
near the bottom of the page)). After review of the appli-
cation and materials, the Board will notify the applicant
by first-class mail of its decision and the number of
credits earned.

Under New York’s Mandatory CLE Rule, MCLE
credits may be earned for legal research-based writing,
directed to an attorney audience. This might take the
form of an article for a periodical, or work on a book.
The applicable portion of the MCLE Rule, at Part
1500.22(h), states:

Credit may be earned for legal research-
based writing upon application to the CLE
Board, provided the activity (i) produced
material published or to be published in the
form of an article, chapter or book written,
in whole or in substantial part, by the
applicant, and (ii) contributed substantially
to the continuing legal education of the
applicant and other attorneys. Authorship
of articles for general circulation, newspa-
pers or magazines directed to a non-lawyer
audience does not qualify for CLE credit.
Allocation of credit of jointly authored pub-
lications should be divided between or
among the joint authors to reflect the pro-
portional effort devoted to the research and
writing of the publication.

Further explanation of this portion of the rule is
provided in the regulations and guidelines that pertain
to the rule. At section 3.c.9 of those regulations and
guidelines, one finds the specific criteria and procedure
for earning credits for writing. In brief, they are as fol-
lows:

• the writing must be such that it contributes sub-
stantially to the continuing legal education of the
author and other attorneys;

• it must be published or accepted for publication;

• it must have been written in whole or in substan-
tial part by the applicant;

Catch Us on the Web at
WWW.NYSBA.ORG/EASL
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Congratulations to the
Law Student Initiative Winning Author:

Brian Danitz of Fordham Law School, for 
“Martignon and KISS Catalog: Can Live Performances Be Protected?”

****************************************************************************

New York State Bar Association
Entertainment, Arts and Sports Law Section

Law Student Initiative
The Entertainment, Arts and Sports Law (EASL)

Section of the New York State Bar Association has an
initiative giving law students a chance to publish
articles both in the EASL Journal as well as on the
EASL Web site. The Initiative is designed to bridge
the gap between students and the entertainment, art
and sports law communities and shed light on stu-
dents’ diverse perspectives in areas of practice of
mutual interest to students and Section member
practitioners.

Law school students who are interested in enter-
tainment, art and/or sports law and who are mem-
bers of the EASL Section are invited to submit arti-
cles. This Initiative is unique, as it grants students
the opportunity to be published and gain exposure in
these highly competitive areas of practice. The EASL
Journal is among the profession’s foremost law jour-
nals. Both it and the Web site have wide national dis-
tribution.

***********************************************

To foster an interest in entertainment, art and
sports law as a career path, the EASL Section invites
law students who are Section members to participate
in its Law Student Initiative:

Requirements
• Eligibility: Open to all full-time and part-time

J.D. candidates who are EASL Section mem-
bers.

• Form: Include complete contact information;
name, mailing address, law school, law school
club/organization (if applicable), phone num-

ber and email address. There is no length
requirement. Any notes must be in Bluebook
endnote form. An author’s blurb must also be
included.

• Deadline: Submissions must be received by
Friday, September 16, 2005.

• Submissions: Articles must be submitted via a
Word email attachment to eheckeresq@
yahoo.com or via mail (hard copy and disk) to:

Elissa D. Hecker, Esq.
Editor
EASL Journal
90 Quail Close
Irvington, NY 10533

Topics
Each student may write on the subject matter of

his/her choice, so long as it is unique to the enter-
tainment, art and sports law fields.

Judging
Submissions will be judged on the basis of quali-

ty of writing, originality and thoroughness. 

Winning submissions will be published in the
EASL Journal. All winners will receive complimenta-
ry memberships to the EASL Section for the follow-
ing year. In addition, the winning entrants will be
featured in the EASL Journal and on our Web site,
and all winners will be announced at the EASL Sec-
tion Annual Meeting.
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Entertainment, Arts and Sports Law Section and BMI
Offer Law School Scholarship

be made payable to The New York Bar Foundation, des-
ignating that the money is to be used for the Phil
Cowan Memorial/BMI Scholarship, and sent to Kristin
O’Brien, Director of Finance, New York State Bar Foun-
dation, One Elk St., Albany, N.Y. 12207. 

Cowan chaired the EASL Section from 1992-94. He
earned his law degree from Cornell Law School, and
was a frequent lecturer on copyright and entertainment
law issues. 

About BMI
BMI is an American performing rights organization

that represents approximately 300,000 songwriters,
composers and music publishers in all genres of music.
The non-profit-making company, founded in 1940, col-
lects license fees on behalf of the American creators it
represents, as well as thousands of creators from
around the world who choose BMI for representation in
the United States. The license fees collected for the
“public performances” of its repertoire of approximate-
ly 4.5 million compositions are then distributed as roy-
alties to BMI-member writers, composers and copyright
holders. 

About the EASL Section
The more than 1,700 members of the Entertainment,

Arts and Sports Law Section of the NYSBA represent
varied interests, including issues making headlines,
being debated in Congress and heard by the courts
today. The EASL Section provides substantive case law,
forums for discussion, debate and information-sharing,
pro bono opportunities, and access to unique resources
including its popular publication that is published three
times a year, the EASL Journal.

About the NYSBA
The 72,000-member New York State Bar Association

is the official statewide organization of lawyers in New
York and the largest voluntary state bar association in
the nation. Founded in 1876, NYSBA programs and
activities have continuously served the public and
improved the justice system for more than 125 years.

The Entertainment, Arts and Sports Law Section of
the New York State Bar Association, in partnership with
BMI, will fund up to two partial scholarships to law
students committed to practicing in one or more areas
of entertainment, art or sports law. 

The Phil Cowan Memorial/BMI Scholarship fund
looks to provide up to two $2,500 awards on an annual
basis in memory of Cowan, a past Section chair. Each
candidate must write an original paper on legal issues
of current interest in the areas of entertainment, art or
sports law. The competition is open to all students
attending accredited law schools in New York State
along with Rutgers and Seton Hall law schools in New
Jersey. In addition, up to ten other law schools at any
one time throughout the United States shall be selected
to participate in the competition on a rotating basis.
Students from other “qualified” law schools should
direct questions to the deans of their respective schools. 

The paper should be 12-15 pages in length, includ-
ing footnotes, double-spaced, in Bluebook form. Papers
should be submitted to each law school’s designated
faculty member. Each school will screen its candidates’
work and submit no more than three papers to the
Scholarship Committee. The committee will select the
scholarship recipient(s). 

Submission deadlines are the following: October 1st
for student submissions to their respective law schools
for initial screening; November 15th for law school sub-
mission of up to three papers to the committee. The
committee will determine recipient(s) on January 15th.
Scholarships will be awarded during the Section’s
Annual Meeting in late January. 

Payment of scholarship funds will be made directly
to the recipient’s law school and credited to the stu-
dent’s account. 

Law School Scholarships
The committee reserves the right to award only one

scholarship, or not to award a scholarship, in any given
year. 

The scholarship fund is also pleased to accept dona-
tions, which are tax-deductible. Donation checks should



opportunities. We are almost two
thousand members strong and each
one of us can make a difference!

In addition, we are expanding
opportunities for increased participa-
tion in a wide array of pro bono
activities related to entertainment, art
and sports law. Whether you are a
seasoned attorney or just starting out,
there are opportunities for everyone! 

To volunteer, or for further infor-
mation about any of the EASL Sec-
tion’s pro bono programs, please
email me at elkwolfe@aol.com.

Volunteer for the
Speakers’ Bureau!

The EASL Section has
launched a new Speak-
ers’ Bureau. The EASL
Speakers’ Bureau pro-
vides public speaking
opportunities for Section
members. The committee
responsible for the
Bureau responds to
requests from New York-
based groups, organiza-
tions and schools that are seeking informed and charis-
matic speakers to serve on panels or as guest lecturers

regarding issues related to
the areas of entertainment,
art and sports law. 

Volunteers who partici-
pate in the Speakers’ Bureau
may address a variety of
charitable groups. The speak-
ing engagements vary in
length and attendance,
depending on the nature of
the request. Volunteer attor-
neys must practice in or have
substantive experience with
the requested subject mat-
ter(s). 

Pro Bono Update
By Elisabeth Wolfe

As you may know, the NYSBA
has recently expanded its definition
of pro bono, urging us all to: 

[A]spire to provide annually
at least twenty hours of free
legal services to persons of
limited means or to organiza-
tions that serve the basic
needs of such persons or that
are designed to increase the
availability of legal services
to such persons. . . . In addi-
tion, the expanded definition
urges lawyers to provide
financial support for organizations that

provide legal
services to bene-
fit persons of lim-
ited means.
Attorneys are
also encouraged
to provide legal
services, at no fee
or at a substan-
tially reduced
fee, to various
nonprofits that
serve the public
good and to the

judicial system to support alternative
dispute resolution programs and other
court programs. Par-
ticipating without
payment in activities
that improve the law,
the legal system or
the legal profession is
also encouraged
under the new
policy.1

As a Section, we are truly
excited to create innovative
programs that fulfill the
NYSBA’s broader definition
of pro bono service and we
hope you will join us for one
or more of these volunteer
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Volunteer for a
Volunteer Lawyers
for the Arts Legal
Clinic

The EASL-sponsored
Volunteer Lawyers for
the Arts (“VLA”) clinic is
always on the lookout for
volunteer lawyers to help
staff the legal clinics. We
are looking for volun-
teers to donate a few

hours, three to four times per year, to assist individuals
in exploring the legal ramifications of the entertainment
or art issues they are facing. Attorneys meet with clients
in half-hour sessions. The clinics are always held on
specified Wednesday evenings from 4:30
p.m. to 7:30 p.m. All volunteer attorneys
must have liability insurance. 

March 23rd EASL-Sponsored Clinic at VLA

March 23, 2005 made for another won-
derful EASL-sponsored VLA clinic. Despite
the rain, several volunteers came out to lend
a hand. A special thank you to first time vol-
unteers Leigh Giroux, Sadiqua Holland, and
Alasdair McMullan. 

June 8th EASL-Sponsored Clinic at VLA 

The EASL-sponsored VLA Clinic on
June 8th was quite a success. Sixteen clients were seen
who had questions concerning copyrights in dance,
music and photography, as well as numerous contract
and trademark issues. EASL is looking forward to more
clinics with VLA in the Fall of 2005. Special thanks to
Elena Paul and the fantastic staff at VLA who seamless-
ly faciliated the clinic. Thank you also to all the great

volunteers who took time out
of their busy schedules to
make this clinic possible:

Alan Barson
Nicholas Beaudoing
Dominque Bravo
Arnold Gurwitch
Elissa D. Hecker
Sharon Luppetti
Michael Musante
Delphine Park
Judith Prowda
Jenny Romano
Mary Ann Zimmer

Stay tuned for our next legal clinic in Fall 2005. 

Volunteer to Become a Mentor/
Mentee

The purpose of the EASL
Mentor/Mentee Program is to provide vol-
unteer professional guidance to less experi-
enced attorneys who take on cases with
VLA. Our volunteer mentors are serving
the profession and public by helping others
provide better quality legal services to their
clients. Any practitioner with five or more
years of experience in the entertainment or
art field is eligible to volunteer to serve as
a mentor. Mentors are asked to provide

advice, ideas and suggestions, or just general informa-
tion. All mentors and mentees must have liability insur-
ance. 

Volunteer for the Pro Bono Committee
Not sure what you want to do? The Pro Bono Com-

mittee launches all of the Section’s new entertainment,
art and sports law-related pro bono projects. Committee
members can be prepared to take a leadership role. In
addition, the Committee coordinates the selection and
recognition of candidates for the Section’s annual Out-
standing Achievement Pro Bono Award. To sign up for
the Committee online, visit NYSBA.org/EASL.

Endnote
1. http://www.nysba.org/Content/NavigationMenu/Attorney_

resources/Pro_Bono/Pro_bono_defined/Pro_bono_defined.
htm.

Elisabeth Wolfe is the Chair of the EASL Section
Pro Bono Committee.

Jonathan Tominar

Elisabeth Wolfe and
Arnold Gurwitch

Elena Paul, Alexei Auld, Chris MacDougal and
Noah Rosenberg of VLA

Mary Ann Zimmer



Indecency and Obscenity: Where’s the Line?
By Ryan Malkin

Paris Hilton struts into the room, wearing nothing
more than a sleek, black swimsuit. The blonde bomb-
shell synonymous with sex gyrates in an overtly sexual
manner as she washes a black Bentley—and herself—
with sponges oozing foam. No, it is not another sex tape.
This time, in the final frame, Hilton takes a bite from a
Carl’s Jr. burger. Like Janet Jackson and Nicollette Sheri-
dan before her, Hilton is the subject of scrutiny by
decency advocates. 

Sexy, yes. But is wearing a one-piece swimsuit and
splashing about in soapy water—like most music
videos on MTV—so inundated with sexually imagery
that it should be considered indecent? The Parents Tele-
vision Council (“PTC”), a broadcast-decency advocacy
group, thinks so. The advertisement “meets the exact
definition of pornography,” said Tim Winter, the
group’s executive director.1 “Families shouldn’t have to
be subjected to that.”2 Like the Super Bowl slip, every-
one has an opinion about Hilton’s “hot” commercial,
including Peter Sealey, marketing professor at the Uni-
versity of California, who calls it the “ultimate in bimbo
advertising.”3 That begs the question, what is so wrong
with bimbo advertising? 

As we all know, sex sells. In Hilton’s case, it is just
selling burgers instead of albums or magazines. “It’s
just a sexy commercial,” said the star.4 “It looks like a
music video.”5 One would assume that the First
Amendment should protect such an advertisement.
Unfortunately, the answer is not so clear. 

Today, in California, it is a sexy commercial starring
Paris Hilton. Last year, a billboard advertising an adult
entertainment store was banned in Kansas.6 Meanwhile,
across the country, adult megastar Jenna Jameson
stands forty-eight feet tall in Times Square.7 With no
definitive, overall standard, it is hard for lawyers, much
less Madison Avenue executives, to know what is and
what is not indecent. There is a fine line between inde-
cent broadcasting and decency, but for the most part it
is up to each state to decide for itself. 

Last year’s Super Bowl enlightened us all; the Fed-
eral Communications Commission (“FCC”) has the
right to regulate indecent broadcasting, per the
Supreme Court’s decision in Pacifica.8 The FCC has
defined indecency as “language or material that, in con-
text, depicts or describes, in terms patently offensive as
measured by contemporary community standards for
the broadcast medium, sexual or excretory activities or
organs.”9 Indecent material may only be broadcast at

times when there is no reasonable risk that children
may be in the audience.10 As long as broadcasters avoid
the “Seven Dirty Words” and airing indecent material
during daytime hours, between six o’clock a.m. and ten
o’clock p.m., they are in the clear.11 Therefore, the First
Amendment does provide some protection for indecent
materials and broadcasts, as broadcasters can merely
regulate the time, place and manner of their distribu-
tions. In effect, the law is dressed in a sheer nightgown;
that is, it is clear that we can view indecent materials, as
long as we wait until the evening hours. 

Yet, the trouble is determining what in fact is inde-
cent, what makes specific content patently offensive.
The most famous recent example of indecency on tele-
vision is the Janet Jackson Super Bowl fiasco, answering
the pressing question once and for all: Is a bare breast
indecent?12 “Jackson’s breast was bared in a sexualized
setting; her costume was ripped open . . . in the course
of a number that included the lyric, ‘I’ll have you naked
by the end of this song.’”13 However, it was the ensuing
viewer complaints and outcry that made it clear that at
least some viewers found Ms. Jackson’s bare breast
patently offensive, making it indecent.14 Had she only
flashed her bra, like a Calvin Klein commercial, as
opposed to her bare breast, the situation would likely
have passed the decency test. 

Regardless of the situation, much of the decision on
what is decent or not comes down to public opinion
and complaints. Indecency complaints have jumped
dramatically to more than two hundred and forty thou-
sand in 2003, up from roughly fourteen thousand in
2002, and fewer than three hundred and fifty in both
2001 and 2000.15 However, it is unclear whether that
increase is representative of society’s concerns: 99.8 per-
cent of those complaints were filed by the activist group
PTC. That means that a tiny minority “with a very
focused political agenda is trying to censor American
television and radio,” according to Jonathan Rintels,
president and executive director of the Center for Cre-
ative Voices in Media, an artists’ advocacy group.16

Although most Americans are not complaining to the
FCC, many do believe in the PTC’s agenda and leave
the complaining up to it. However, according to a sur-
vey by the First Amendment Center, the majority of
people do not believe that the government should even
have the power to regulate network broadcasting dur-
ing the late evening hours. Yet those same people
believe that the government should be able to regulate
broadcasts during the morning, afternoon and early
evening.17
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be obscene, pornography must, at a minimum, “depict
or describe patently offensive hard core sexual con-
duct.”26 If the material is not obscene, it cannot be
banned. Generally, most adult content—such as Playboy,
Hustler and adult films and books—simply do not clas-
sify as obscene. “Nudity alone is not enough,” said
Justice Rehnquist in the 1974 Supreme Court opinion
Jenkins v. Georgia.27 In other words, non-obscene
pornography may not be banned, but as with indecen-
cy, it “may be regulated as to the time, place, and man-
ner of its distribution, particularly to keep it from chil-
dren.”28 Similarly, an outright ban on pornography
would violate the First Amendment unless it served “to
promote a compelling interest” and was “the least
restrictive means to further the articulated interest,”
which is a difficult standard to meet. 29

Although most adult material is not obscene,
“courts often struggle with whether pornography is too
hard core.”30 The United States Supreme Court’s test for
obscenity in its 1973 decision Miller v. California31 set
three basic guidelines: “Whether the average person,
applying contemporary community standards, would
find that the work, taken as a whole, appeals to the
prurient interest”; “whether the work depicts or
describes, in a patently offensive way, sexual conduct
specifically defined by the applicable law”; and
“whether the work, taken as a whole, lacks serious liter-
ary, artistic, political, or scientific value.”32 To be
obscene, the material must appeal to a “shameful or
morbid interest in nudity, sex or excretion.”33

That said, determinations on what is “patently
offensive” and what includes “prurient interest” are left
to the jury system.34 That means, like indecency, there
are no national obscenity classifications. Every commu-
nity can decide for itself. Therefore, what is acceptable
and found tolerable in Las Vegas or New York City may
differ from what is acceptable in Maine or Mississippi.35

However, because the First Amendment does not pro-
tect obscene material, such material may be banned in a
jurisdiction solely because of its content, and “not only
in the absence of a compelling governmental interest,
but in the absence of any evidence of harm.”36 Unlike
indecency, obscene materials “may be banned simply
because a legislature concludes that banning it protects
the social interest in order and morality.”37 For example,
in New York, obscene material is sexually morbid,
grossly perverse and bizarre, without any artistic or sci-
entific purpose or justification, depicting dirt for dirt’s
sake.38 Per the Court’s decision in Mishkin v. New York,
the material must disgust and sicken.39

However, no matter what juries deem obscene,
there is an exception to the Miller test for “private pos-
session of obscene material.”40 As stated in the Supreme
Court’s Stanley v. Georgia opinion, “if the First Amend-

Curiously, while the PTC is on a rampage, pornog-
raphy is becoming more and more mainstream. On
many television shows, including the ever-popular syn-
dicated Friends, the main characters (such as Joey and
Chandler) discuss or watch pornography on television.
In Nip/Tuck, sex is a constant theme, with one of the
characters visiting an adult entertainment industry
party. T-shirts sold at mainstream stores such as Urban
Outfitters are emblazoned “Porn” or “Porn star.” There
is also the highly publicized book of porn star pictori-
als, XXX by Timothy Greenfield Sanders. Then there’s
adult super-star Jenna Jameson, whose best-selling
autobiography, How To Make Love Like A Porn Star: A
Cautionary Tale, is sold alongside XXX at local book-
stores. Even more mainstream: Jameson’s life story is
shown on the cable channel E! Adult entertainment
stars appear in music videos and are in the pages of
mainstream magazines such as Maxim and Paper, no
longer being relegated to the likes of Hustler and Pent-
house. 

The proliferation of the Internet has helped pornog-
raphy become mainstream, said Jack Samad, senior VP
for the National Coalition for the Protection of Children
and Families in Ohio.18 “Young consumers have nor-
malized to sex through the music they listen to, TV they
watch, magazines they read,” he said.19 If that is the
case, and young people in America are not affected by
imagery such as Nicollette Sheridan’s NFL advertise-
ment or Paris Hilton’s commercial, perhaps the FCC’s
crackdown and the PTC’s concerns and complaints are
unfounded. The recent attention to indecency and rise
in complaints may simply be a matter of those who
think they know best, who voice their opinions and
force them on everyone; that is “the tyranny of the
majority.”20 At one time, even Elvis’ gyrating hips were
seen as indecent.21 Today, gyrating hips is all that is
seen on MTV. Clearly, times change, and what is seen as
distasteful today may be commonplace tomorrow, mak-
ing a determination of indecency an evolving standard.
Indecency is an ongoing issue and “there are a lot of
unknowns at this point,” said David Solomon, Chief of
the FCC Enforcement Bureau.22 Naturally, being the
watchdog, he believes there is an interest in strong
indecency regulation.23 However, an overwhelming
eighty-one percent of Americans believe that parents,
not the government or broadcasters, have the responsi-
bility for keeping inappropriate television program-
ming away from children.24 Only time will tell what
future advertisements and broadcasts will be deemed
indecent. 

Meanwhile, it is somewhat easier for lawyers and
laypersons to determine what materials will likely be
deemed obscene. A major point of difference between
indecency and obscenity is that the First Amendment
protects indecency, but does not protect obscenity.25 To



ment means anything, it means that a state has no busi-
ness telling a man, sitting alone in his house, what
books he may read or what films he may watch.”41 Yet
merely because people have the right to view or read
obscene material, they do not necessarily have the right
to possess or acquire that same material. That obviously
presents a legal conundrum for consumers who want to
actually obtain and view such materials.42

For most Americans, though, it appears that
obscenity is not as pressing an issue as indecency. The
former is certainly not as prevalent in the mainstream
media as the latter. Naturally, this is because much sex-
ual expression, especially that which appears on televi-
sion, does not meet the legal definition of obscenity.
However, that same content may still be considered
indecent. 43 Although the First Amendment protects
indecent materials, the government can restrict what
and when we can view such content.44 However,
because the First Amendment protects indecent speech
and expression, indecent material will always find its
way into society’s clutches (if only in the evening). That
means Paris Hilton’s commercial and its progeny are
likely to do exactly what Carl’s Jr. burgers intended, to
stir up excitement, put the company’s name in the
media and, ultimately, sell piping hot burgers.
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Broadcast Flag Update
By Barry Skidelsky

ica (“MPAA”), supported the technology-based man-
date. Critics, including the American Library Associa-
tion (“ALA”), privacy, free speech and consumer advo-
cates, equipment manufacturers, and information
technology companies, all strongly opposed the propos-
al, in key part asserting that the FCC had no authority
to control how broadcast content may be used after it
has been received.

Rejecting the critics and finding a need for “pre-
emptive action to forestall the potential harm of mass
indiscriminate redistribution of DTV,” the FCC released
a Report and Order4 enacting the proposed broadcast
flag rules and making them effective July 1, 2005 (the
“Flag Order”).

The Flag Order specified that its scope “does not
reach existing copyright law” and that the “technical
protection measure” it established did “not change the
underlying rights and remedies available to copyright
holders.” However, not everyone saw things the way
the FCC said it did.

Want to Make a Federal Case Out of It?
On January 30, 2004, a group of petitioners, includ-

ing the ALA, filed a Petition for Review (the “Petition”)
with the D.C. Circuit. The Petition raised three main
challenges to the Flag Order: (1) the FCC lacks authori-
ty to mandate flag compliant manufacture of DTV-relat-
ed equipment, (2) the broadcast flag regime impermissi-
bly conflicts with copyright law, and (3) the FCC’s
decision-making was arbitrary and capricious.

The MPAA filed a brief as an Intervenor, which pre-
dictably supported the Flag Order. It also challenged
the petitioners’ standing, an objection not made by the
FCC. At oral argument in the D.C. Circuit on February
22, 2005, this issue of standing received some attention. 

Following supplemental submissions by the parties,
the court characterized the MPAA’s standing argument
as “specious,” and found in favor of the petitioners on
the basis that an association has standing if, inter alia, at
least one member can show injury.

In support of its standing defense, the ALA argued
that the broadcast flag would undermine the Technolo-
gy, Education and Copyright Harmonization Act (the
“TEACH Act”). Intended to facilitate distance education
in the digital era, the TEACH Act protects from copy-
right infringement claims qualified educational institu-
tions that transmit performances and displays of copy-
righted works in distance learning courses over the
Internet. 

On May 6, 2005, the United States Court of Appeals
for the District of Columbia Circuit (the “D.C. Circuit”)
ruled that the Federal Communications Commission
(“FCC”) acted outside the scope of its authority in
enacting so-called broadcast flag rules.1

The federal regulations and related technical speci-
fications struck down by the D.C. Circuit were a form
of digital rights management scheme, promoted and
supported by major content owners, and designed to
protect high definition and other digital television
(“DTV”) broadcasts from unauthorized copying and
redistribution over the Internet and otherwise. 

Enacted in 2003, the broadcast flag rules were to
become effective July 1, 2005.

Background
Originally developed by Fox Broadcasting and sup-

ported by Viacom and Disney, the broadcast flag system
evolved as the result of industry consortium compro-
mise. The system starts with the flag itself, which can
be described as a digital content control code embedded
in a DTV broadcast. 

To make the system work, manufacturers of devices
capable of receiving or displaying such digital content
(e.g., television sets, personal computers with tuner
cards, DVDs and Digital Video Recorders such as TiVo)
would be required (after an effective date) to manufac-
ture only “flag compliant” devices that recognize and
give effect to the flag, and thus control redistribution of
digital content.

To help put the broadcast flag rules enactment in
perspective, please note that, through the Balanced
Budget Act of 1997,2 Congress had mandated that a
transition from traditional analog to new digital televi-
sion be completed by December 31, 2006. Feeling that
pressure, the FCC released a Notice of Proposed Rule-
Making,3 which solicited comments on digital broadcast
content protection such as that offered by the broadcast
flag system proponents. More than five thousand com-
ments were filed. 

Big content owners, such as the above-named pub-
licly traded broadcast groups and major film studios
represented by the Motion Picture Association of Amer-

“[N]ot everyone saw things the way the
FCC said it did.”



The D.C. Circuit found a substantial probability
that, if enforced, the Flag Order would harm the peti-
tioners’ interests in making broadcast clips available
online to students, which constituted sufficient injury to
support the petitioners’ standing claim, in turn allow-
ing the court to have jurisdiction to consider the merits
of the Petition.

Issues
The broadcast flag debate raised issues that prima-

rily revolved around the need for such content protec-
tion, innovation and competition concerns, reasonable
consumer uses, public interest values, and the question
of FCC jurisdiction or authority. Some questioned
whether the broadcast flag was necessary, feeling that
existing copyright law provided sufficient protection.
Others questioned the flag’s technical shortcomings. 

Proponents of the flag reluctantly admitted that it
was an imperfect technology protection mandate, a
mere “speed bump” on the information super-highway,
at best effective only to keep honest people honest or to
keep in check “casual infringers.” 

Without much effort, the broadcast flag was
revealed to be easily circumvented. As legacy and other
analog equipment would not be affected by it, their
uses would allow the signal to be freely passed through
and onto any equipment. 

For the slightly more technically inclined, process-
ing a flagged DTV signal through a widely available
digital-to-analog signal converter would strip the flag,
and then re-processing the signal through an analog-to-
digital converter would result in a clean digital copy of
the signal, ready for online distribution, such as in a
peer-to-peer network.

Innovation and competition concerns were raised
by the prospect of dominance by a single or even a
small number of government-mandated copy protec-
tion schemes. Plus, law leading technology just sounds
backward, does it not? 

Consumer issue concerns included not only the
burdens and costs imposed by the flag, such as those
related to equipment obsolescence and inter-operability,
but also the preservation of currently available space
and time-shifting copying for personal use, as well as
other fair uses of copyrighted material (e.g., criticism
and review). Other public interest issues included free
speech and the free flow of information.

D.C. Circuit Opinion
The court’s opinion ignored nearly all of the forego-

ing (and more interesting) issues, instead first resolving
the standing issue as described above, and then focus-
ing on the FCC’s lack of jurisdiction or authority.

The FCC, like other federal agencies, literally has no
power to act unless and until Congress delegates power
to it. The FCC may act pursuant to express statutory
authority, such as that conferred by the Communica-
tions Act of 1934, as amended, which created the FCC
for the purpose of “regulating interstate and foreign
commerce in communication by wire and radio.” In
addition, the FCC “may perform any and all acts, make
such rules and regulations, and issue such orders . . . as
may be necessary in the execution of its functions.”5

This ancillary jurisdiction, the FCC argued in ALA
v. FCC, was sufficient to support the Flag Order, despite
an admitted lack of expressly delegated authority. The
D.C. Circuit disagreed and found that the FCC’s exer-
cise of ancillary jurisdiction in adopting the Flag Order
was ultra vires.

The court held that the general jurisdiction grant
under the Communications Act does authorize FCC
regulation of apparatus that can receive television
broadcast content, but only while those apparatus are
engaged in the process of receiving a television broad-
cast. The Communications Act does not authorize the
FCC to regulate receiver apparatus after a transmission
is complete. 

More particularly, the court determined that the
Flag Order does not regulate the actual transmission of
DTV broadcasts. Rather, it imposes regulations on
devices that receive communications after the transmis-
sion is complete. 

Not being a regulation of communication by wire
or radio, the Flag Order thus exceeded the FCC’s dele-
gated authority. The IT industry was especially pleased
with this outcome, understandably fearful of the possi-
ble precedent that the Flag Order might create for FCC
regulation of computer or consumer electronics manu-
facturers, merely on the basis of self-proclaimed ancil-
lary jurisdiction or authority.

Historically, the FCC’s exercise of authority over
equipment manufacturers was limited to the context of
explicit authorizations, such as the All Channel Receiv-
er Act (“ACRA”). Enacted in 1962 and codified at 47
U.S.C. § 303(s), ACRA granted the FCC authority to
require (after an effective date) that all televisions be
“capable of adequately receiving all [e.g., UHF and
VHF] frequencies allocated to television broadcasting.” 

12 NYSBA Entertainment, Arts and Sports Law Journal |  Summer 2005  |  Vol. 16  | No. 2

“Without much effort, the broadcast flag
was revealed to be easily circumvented.”



NYSBA Entertainment, Arts and Sports Law Journal |  Summer 2005  |  Vol. 16  | No. 2 13

business models. However, disruptive technologies can
create new markets for incumbents as well as new
industry participants, offering consumers more choice
and new or better/faster/cheaper products and serv-
ices. 

Content owners have taken similar oppositional
stances upon the introduction of other technological
advances, most notably involving the VCR (Hey, Beta-
max! Want to make federal case out of it?). However,
each time, content owners eventually released content
in a new format and found a new lucrative market.

Things would go a lot smoother for all of us if the
entertainment industry embraced, rather than opposed,
such new technologies. Adapt or die is the concept, not
relying on big brother to solve your problems.

It is by now well known that the music industry
was caught off guard by the spread of online file shar-
ing. It took Apple, a computer rather than a music com-
pany, to realize the profit potential in new economic
models for digital distribution. The incredible success of
Apple’s iTunes shows us all that consumers are willing
to pay for easily searchable and downloadable content.
The video industry still has the opportunity to preempt
online sharing of copyrighted video content by embrac-
ing the new technologies (rather than opposing them
merely for the sake of preserving the status quo) and by
offering attractive legal alternatives right from the start.

The industry had better get it together soon. Cur-
rent bandwidth constraints and technology limits help
keep video piracy in check, but not for long. Currently,
one hour of high definition television (“HDTV”) con-
tent fills approximately 8.5 gigabytes of storage, which
would take fourteen hours to download on a typical
home broadband connection. The time and storage
space required to share HDTV content makes it prohibi-
tive for the average user, for now. Yet things change and
the speed of change continues to accelerate.

We need to collaboratively develop better solutions,
such as new business models and less intrusive techni-
cal DRM measures. Media consumers today have right-
ly come to expect to be able to buy and use what con-
tent, when, where and on what device, they want. Give

Back to the Future
The deadline for any aggrieved party to file a peti-

tion for rehearing with the D.C. Circuit has passed
without any such filing having been made. As of this
writing (July 2005), no party has yet publicly announc-
ed any intention to file a petition for certiorari with the
U.S. Supreme Court, the deadline for which is August
4, 2005. 

Given the narrowness of the D.C. Circuit’s opinion
(which reaches only standing and FCC authority argu-
ments), no clear basis for reversal or appeal comes to
mind, although “run away and live to fight another
day” does. The fight will likely return to Congress,
where a relentless MPAA and allied interests continue
to push their legislative proposal to control copying and
redistribution of digital content.

However, if the past provides any clues to the
future, consider the following: A bill introduced in the
House of Representatives in March 2002, known as the
Consumer Broadband and Digital Television Promotion
Act, which would have allowed the FCC to mandate a
security standard for all “digital media devices,” was
abandoned, due to significant public opposition.

Producers and distributors of DTV broadcasts and
other digital content are understandably afraid. For
starters, digital copies are much easier to make and dis-
tribute than their analog analogues—although pretty
good analog copy technology has been around for
years. More importantly, digital copies are near-perfect
clones, without suffering any of the degradation still
associated with analog copies. 

Although this gives the recent loud noises made by
government and big content players about copyright
and piracy a ring of truth, this should not be a distrac-
tion—it really is all about the money and control. 

On one side of this, the federal government wants
to expedite a transition to DTV, even if all of the pieces
of the puzzle have not yet fallen into place, so that it
can auction off the reclaimed analog broadcast spec-
trum for big money. 

In part, this helps support the cynical view of the
current symbiotic and unhealthy relationship between
government and big media, as reflected by the Flag
Order.

It seems as though much of the entertainment
industry’s energy in the past few years has been devot-
ed to getting government to respond to challenges
posed by changing technology and market conditions
on its behalf. 

Disruptive technology, such as is involved in the
Internet and other digital media, takes over established

“It seems as though much of the
entertainment industry’s energy in the
past few years has been devoted to
getting government to respond to
challenges posed by changing
technology and market conditions on
its behalf.”



the people want they want. The customer is always
right, right?

One big hurdle to overcome is consumer ignorance
or apathy about copyright. Education (such as is inte-
gral to Copyright Awareness Week), not litigation, is the
key. The Recording Industry Association of America
should stop suing kids and their parents over personal
music file sharing. That is no way to win friends and
influence people. 

Young people, especially, need to be educated about
the balance that copyright law seeks to strike between
the rights of copyright owners and the public.

Conclusion
The Flag Order is an example of how big entertain-

ment and media players want to use government and
technology to increase their control over content, and to
upset the copyright balance in their favor. 

The struggle over the appropriate balance for intel-
lectual property law is at the center of the twenty-first
century information economy, and, at its simplest, ALA
v. FCC shows us that Hollywood cannot use the FCC to
regulate how the public can watch and record television
programs.

Education, new business models, and less intrusive
technical or DRM measures, plus an ongoing debate of
the issues raised by the Flag Order (other than standing
and FCC authority) will benefit all of us as we move
forward in the digital world.
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Martignon and KISS Catalog:
Can Live Performances Be Protected?
By Brian Danitz

in the Constitution’s body.18 Congress would be unable
to protect artistic or scientific expression that does not
meet the requirements of a restrictive interpretation of
the textual provisions of the Intellectual Property
Clause. This would strip Congress of its ability to
respond to accelerating changes in information technol-
ogy19 that are currently challenging the Framers’ twen-
ty-seven word provision.20

This article argues that in deference to Congress’
vested authority, before one Article I, Section 8 power is
found to impliedly limit another, a functional and struc-
tural21 analysis is necessary to determine whether an
actual conflict exists. The Martignon and KISS Catalog
opinions do not include a finding that the anti-bootleg-
ging statutes actually undermine, or interfere with, the
Copyright Clause.22 Rather, both opinions apply Railway
Labor Executives’ Ass’n v. Gibbons,23 in which the
Supreme Court held that the uniformity requirement of
the Bankruptcy Clause impliedly limits Congress’ dis-
cretion to enact bankruptcy laws under the Commerce
Clause, as a categorical and bright-line rule.24 The analo-
gy to Gibbons, in a context where the textual and struc-
tural elements that compelled its result are absent,
effects a radical transformation of the Copyright Clause;
the constitutional phrase “Writings” is reduced to the
scope of the Copyright Act’s “fixation requirement” and
both “Writings” and “for limited Times” are endowed
with the same preclusive effect as the uniformity
requirement of the Bankruptcy Clause. The result is sim-
ilar to building a wall in the middle of a front porch
instead of a gate at the property-line; by erecting the
“fixation requirement” as a barrier against copyright-
like protection, the court would artificially restrict the
Copyright Clause to the current confines of the Copy-
right Act. 

Recognizing that the Copyright Clause is broader
than the Copyright Act, this article suggests that Con-
gress’ discretion to enact copyright-like protections is
restricted only where the “essential” purpose of the
Copyright Clause is threatened.25 Copyright-like
statutes that, in the balance, “promote the Progress of
Science and the useful Arts” are constitutional under
either the Commerce Clause or the Copyright Clause
itself.26 This approach preserves the constitutional
scheme and, at the same time, preserves Congress’
broad discretion to protect intellectual property.27

The first part of this article presents the background
leading up to the Martignon and KISS Catalog decisions,
emphasizing the anti-bootlegging statutes’ goals of pro-

Two recent court actions have threatened to topple
Congress’ protection of live musical performances by
finding the federal anti-bootlegging statutes1 unconstitu-
tional.2 These opinions, issued three months apart from
district courts in New York and California, the heart of
America’s entertainment industry, affect more than the
collecting habits of a few avaricious fans.3 If these deci-
sions are upheld and widely followed, not only will
bootlegging laws be outside the scope of Congress’ law-
making authority, but the United States also will be
incapable of enforcing a uniform policy that would com-
ply with article 14 of the Agreement on Trade-Related
Aspects of Intellectual Property (“TRIPs”)—an accord
sponsored and signed into law by the President, harmo-
nizing American intellectual property law with the laws
of one hundred and ten other signatory nations.4 This is
an expensive proposition, both in terms of trade sanc-
tions that may be brought to bear5 and in terms of
American leadership in the world of intellectual proper-
ty law.6 The rationale behind these decisions would also
effectively stymie Congressional efforts to regulate in
the area of “neighboring rights,” an increasingly vital
segment of intellectual property law in our networked,
speed-of-light world.7

Title 18, U.S.C.A. § 2319A of the U.S. Code and 17
U.S.C. § 1101 vest an exclusive right to record or trans-
mit a live performance in the performer(s).8 The central
holdings in Martignon9 and KISS Catalog10 are that these
rights are “copyright-like” and subject, therefore, to the
limitations of the Copyright Clause.11

The two decisions marked a dramatic shift from the
decision of the Eleventh Circuit five years earlier, where
that court held in United States v. Moghadam12 that the
Commerce Clause13 could provide an alternative author-
ity for the enactment of anti-bootlegging legislation.14 In
contrast, the Martignon and KISS Catalog courts assume
that the Commerce Clause or the Necessary and Proper
Clause could have provided Congress with the requisite
authority, but this only would be material “if the Copy-
right Clause did not restrict Congress’ legislation in this
field.”15

This new direction in the jurisprudence, if affirmed,
would undermine Congress’ ability to regulate the infor-
mation economy, in a manner reminiscent of the Lochner
era.16 By binding Congress to the four corners of the
Intellectual Property Clause,17 such an interpretation of
the Constitution would create a new public right that
would displace the traditional First Amendment balanc-
ing of interests with a bright-line and blanket rule with-



tecting the domestic recording industry and implement-
ing TRIPs. This part also presents the controversy
sparked by the enactment of the anti-bootlegging legis-
lation, as well as the arguments for and against constitu-
tionality. In addition, the 1999 decision in United States v.
Moghadam28 is summarized in this part in some detail,
because the recent decisions fundamentally depart from
the Moghadam court’s reasoning. 

The article then summarizes the opinions in United
States v. Martignon and KISS Catalog v. Passport Interna-
tional Productions, Inc., which share the common ration-
ale that copyright-like statutes may not be enacted
under the Commerce Clause, contrary to the holding in
Moghadam. 

This rationale is then analyzed and the argument is
made that such a categorical approach has yielded a
skewed result that should not be upheld at the appellate
level. Analogizing to the Court’s functional analysis in
separation of powers issues, this article advocates for a
functional approach to questions of the compatibility
between copyright-like statutes and the Copyright
Clause—an approach more in keeping with the defer-
ence due to Congress in matters of economic policy.

This analysis reveals that the mere lack of “fixation”
does not create an inherent conflict with the Copyright
Clause and that the anti-bootlegging statutes are a form
of protection which Congress has extended in the past
within the Copyright Act itself.29 I call this narrow class
of protections “proto-copyright” because the protections
therein are a precursor to full copyright protection,
encompassing original works that are poised to be fixed
in a tangible medium of expression. I posit that this
form of circumscribed protection is constitutional under
the Commerce Clause and possibly under the Copyright
Clause as well. 

In the conclusion, the Martignon/KISS Catalog
rationale is rejected as overbroad; if appellate courts
affirm its approach in a departure from Mohagdam, the
United States will be unable to meet its obligations
under TRIPS,30 the President will be hindered in future
trade negotiations, and legislative attempts at a uniform
intellectual property standard for the nation will be con-
founded.31

The Anti-Bootlegging Statutes and the
Constitution: Context and Controversy

The anti-bootlegging statutes were enacted in 1994
on a fast-track basis,32 bundled within the omnibus
Uruguay Rounds Agreement Act.33 As a consequence, 17
U.S.C. § 1101 and 18 U.S.C. § 2319A received little atten-
tion, and Congress passed the legislation without debate
and with essentially no legislative history.34 In consider-
ing the nature and purpose of the statutes, the courts are

left, as a result, with only the text of the statutes them-
selves and the context of their adoption into federal law.

Scope and Nature of the Anti-Bootlegging Statutes

Courts define bootlegging as “the sale of wholly
unauthorized recordings of performances by musical
artists which frequently are produced by individuals
who smuggle tape recorders into live performances or
who record live performances broadcast over the radio
or television.”35 The anti-bootlegging statutes protect
live musical performances by providing legal recourse
against anyone who records or transmits a performance
without the permission of the performer(s).36 The
statutes also protect against the reproduction and distri-
bution of such unauthorized recordings.37 The civil
statute, 17 U.S.C. § 1101, provides the same remedies as
copyright infringement, including injunction, impound-
ment, destruction, damages, and, at the discretion of the
court, costs and attorneys fees.38 The criminal statute, 18
U.S.C. § 2319A, penalizes commercial bootlegging activi-
ty with fines based on victim impact statements and/or
up to five or ten years’ imprisonment for first or second
offenses respectively.39 The statute also mandates forfei-
ture and destruction of the recordings and, at the discre-
tion of the court, of the recording equipment.40

Policies of the Anti-Bootlegging Statutes

The anti-bootlegging statutes are the product of a
two-pronged legislative initiative thirty years in the
making.41 The statutes protect the domestic music
industry from the depredations of bootleggers and, con-
currently, align American standards of protection with
international trading partners.42

Domestic Protection

The anti-bootlegging statutes are an outgrowth of
Congress’ ongoing efforts to protect the interests of the
American recording industry.43 Copyright protection
was first extended to phonorecords44 in the Sound
Recording Amendment of 1971.45 That amendment was
enacted in response to the “widespread unauthorized
reproduction of phonograph records and tapes”
amounting to approximately twenty-five percent of the
value of annual record and tape sales.46 The Copyright
Act of 1976 incorporated these protections47 and Con-
gress subsequently expanded protection of sound
recordings in the Piracy and Counterfeiting Amend-
ments Act of 1982,48 the Record Rental Amendment of
1984,49 and the Digital Performance Right in Sound
Recordings Act of 1995.50

While these statutes protected record companies
and artists from “piracy” of existing recordings,51 they
did not protect live performances from bootlegging
activity.52 Prior to 1985, some Circuits had applied53 the
National Stolen Property Act,54 which imposed criminal
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The Uruguay Round Agreements Act, signed into
law by President Clinton on December 8, 1994, was the
product of eight years of negotiations amongst one hun-
dred and twenty-three nations.83 The United States
strongly advocated for TRIPs, and this placed it in the
center stage of “the highest expression to date of bind-
ing intellectual property law in the international
arena.”84 Unlike the prior great conventions, TRIPs
included enforcement requirements, and noncompliance
with agreed provisions could trigger trade sanctions tied
to the larger GATT agreement.85 Thus the anti-bootleg-
ging statutes have ongoing significance to the nation’s
global trade policies.86

Constitutional Basis for the Anti-Bootlegging
Statutes

The anti-bootlegging statutes immediately raised
questions of constitutional dimension that the scarce leg-
islative history could not answer.87 Many commentators
viewed federal protection of live performances as an
erosion of the traditional boundary between copyright
and the public domain.88 David Nimmer hailed “the end
of copyright,” suggesting that copyright, empowered by
the Commerce Clause, now served the “new master” of
international trade.89 These commentators view the anti-
bootlegging statutes as a juggernaut threatening cen-
turies of carefully crafted constitutional limits.90 The
developing split among the Circuits91 attests to the com-
plex balancing of state, federal, legislative, and judicial
interests enmeshed in the question of the implied and
express limits on congressional authority to reshape the
contours of copyright. This article suggests that the anti-
bootlegging statutes do not run afoul of these limits
which have already been clearly and fully set down by
the Supreme Court.92

The Intellectual Property Clause, Article I, Section 8,
Clause 8 of the U.S. Constitution, grants Congress the
authority “[t]o promote the Progress of Science and use-
ful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writ-
ings and Discoveries.” Two centuries of Supreme Court
decisions93 and consistent congressional practice94 had
seemingly embedded a “fixation requirement” into the
meaning of “Writings.”95 Since live performances are
inherently “unfixed” the anti-bootlegging statutes
seemed to contravene that requirement.96

The Clause also states, in plain terms, that exclusive
rights may be granted to authors only “for limited
Times,”97 a limitation also consistently enforced within
the Copyright Act.98 “A federal copyright statute that
purported to grant copyright protection in perpetuity
would clearly be unconstitutional.”99 If the anti-bootleg-
ging statutes failed to meet these copyright require-
ments, the question remained whether the Commerce
Clause could provide an alternative authority for their
enactment as “copyright-like” statutes.100

penalties for interstate transportation of stolen property,
to interstate trafficking in “bootleg records.”55 However,
the Supreme Court, in Dowling v. United States,56 held
that that statute did not apply to bootleg recordings
because such items “were not ‘stolen, converted or taken
by fraud’ except in the sense that they were manufac-
tured and distributed without the consent of the copy-
right owners” of the underlying musical works.57 Per-
formers and producers were left with only a patchwork
of state statutory and common law causes of action.58

These remedies were rarely utilized as they could not
address the interstate and, increasingly, international
scope of bootlegging activity.59 Thus, no uniform protec-
tion of live performances was possible until the anti-
bootlegging statutes were enacted.60 Title 18, § 2319A of
the U.S. Code and 17 U.S.C. § 1101 filled a gaping hole
in the federal scheme to protect the domestic recording
industry.61

International Harmonization

The domestic protection of the American recording
industry paralleled the United States’ increasing promi-
nence as a net exporter of intellectual property.62 Inter-
national trade had always exerted an influence on Unit-
ed States intellectual property policy.63 However, it was
not until the 1980s that the U.S. implemented an aggres-
sive policy of harmonization64 with international stan-
dards of protection.65 Facing an appalling trade deficit
and rampant piracy of American products abroad, the
United States reversed one hundred years of reticence
and adhered to the Berne Convention for the Protection
of Literary and Artistic Works66 on March 1, 1989.67

Although the Berne Convention itself granted protection
to unfixed works,68 it did not require member nations to
extend such protection,69 and the U.S. joined the Con-
vention without providing protection to unfixed
works.70

The policy of harmonization reached a high-water
mark in 1994 with the implementation of TRIPs,71 with-
in the Uruguay Round of the General Agreement of Tar-
iffs and Trade (“GATT”).72 TRIPs incorporated many of
the pre-existing international intellectual property agree-
ments, including the Berne Convention,73 the Paris Con-
vention,74 the Washington Treaty on Intellectual Proper-
ty in Respect of Integrated Circuits,75 and the Rome
Convention for performances and neighboring rights.76

TRIPs gave effect to the Rome Convention77 by requir-
ing protection of performers from the unauthorized
recording or broadcasting of their live performances.78

In compliance with this obligation,79 Congress enacted
the civil80 and criminal81 anti-bootlegging statutes pro-
tecting performers against the unauthorized recording,
transmission to the public, and the sale or distribution
of, or traffic in, unauthorized recordings of their live
musical performances.82



Article I, Section 8, Clause 3 of the Constitution
grants Congress authority to regulate activities that sub-
stantially affect interstate commerce,101 even if those
activities themselves are entirely intrastate in nature.102

The anti-bootlegging statutes, enacted to protect “the
$12 billion recording industry,”103 and pursuant to inter-
national trade agreements, satisfied the Commerce
Clause threshold requirements.104 However, commenta-
tors disagreed as to the effect of the Intellectual Property
Clause’s words of limitation upon other Article 1, Sec-
tion 8 powers.105 Some espoused a broad “structuralist”
approach to constitutional interpretation that proscribed
the use of the Commerce Clause to make “end runs”
around the express limitations of the Copyright
Clause.106 Others viewed the Intellectual Property
Clause as an independent grant of congressional author-
ity.107

Traditional View of the Intellectual Property Clause

Traditionally, the Copyright Clause has been viewed
as an entirely positive grant of power to Congress.108

The copyright power permits Congress to vest authors
with the right to exclude others from unauthorized
reproduction, distribution, performance, display, and
adaptation of their works.109 This grant traditionally has
been construed as an incentives scheme.110 Without
exclusive rights, free riders would sell works at unrea-
sonably low prices that do not reflect the time and effort
invested in their production.111 This would drive
authors from the market.112 Congress’ copyright power
avoids this loss of intellectual potential by authorizing
Congress “to promote the progress of science and the
useful arts” by granting a limited monopoly.113 There-
fore, copyright is an economic policy affecting private
business interests and does not implicate larger constitu-
tional concerns that would affect Congress’ ability to act
under another Section 8 power.114 Proponents of Con-
gress’ authority to enlarge the scope of these incentives
beyond the limits of the Copyright Clause point to cases
where Congress has enacted legislation under one con-
stitutional power to achieve an end proscribed under
another.115

In Heart of Atlanta Motel, Inc. v. United States,116 the
Supreme Court held that the Commerce Clause justified
the public accommodations provisions of the Civil
Rights Act of 1964,117 even though similar provisions
proscribing private discrimination within the Civil
Rights Act of 1875118 had been declared beyond the
scope of Congress’ authority under Section 5119 of the
Fourteenth Amendment.120 This illustrates the general
proposition that Congress’ various grants of authority,
in this case the Fourteenth Amendment and the Com-
merce Clause, may operate independently and in the
alternative to one another.121

In The Trademark Cases, the Supreme Court held that
the Copyright Clause could not sustain the 1876 Trade-

mark Act, because a trademark “is simply founded on
priority of appropriation,” and not on originality in
authorship.122 Although that Court found that the act
was not justified by the Commerce Clause either, under
the modern concept of the Commerce Clause,123 it
would have been upheld. The constitutionality of mod-
ern federal trademark laws124 therefore attests to Con-
gress’ ability to enact intellectual property laws that are
beyond the scope of Article I, Section 8, Clause 8 by
using its Article I, Section 8, Clause 3 authority.125

The principle that, generally, Congress’ enumerated
powers are nonexclusive is also supported by Authors
League of America, Inc. v. Oman,126 in which the Second
Circuit held that a statute withholding copyright protec-
tion for imported publications127 and codified within the
Copyright Act, could not be sustained under the Copy-
right Clause because the statute did not “promote the
Progress of . . . useful Arts.”128 Instead, the Authors
League court found that the statute was a legitimate
exercise of its Commerce Clause power to regulate com-
merce with foreign nations.129

Under this traditional view, the express and implied
limitations of the Intellectual Property Clause—namely
the requirements that the work be a “Writing,” that pro-
tection be extended only for “limited Times,” and that
the progress of “Science and useful Arts” be promoted—
apply only when Congress is legislating under that
power, and should not hinder Congress’ ability to enact
copyright-like legislation under the Commerce
Clause.130

Structuralist Views of the Intellectual Property
Clause

A pattern of recent holdings has signaled to many
observers that the Rehnquist Court has rejected the view
that each of Congress’ enumerated powers is “hermeti-
cally sealed . . . such that Congress may ignore the
restrictions on its power contained in one clause merely
by legislating under another clause.”131 Instead, the
Court seems to have adopted a structural approach to
defining the scope of Congress’ enumerated powers.132

In United States v. Lopez, the Court put an end to
fifty years of judicial deference to Congress’ own con-
ception of its Commerce Clause authority.133 Striking
down the Gun Free School Zones Act of 1990, the Court
held “that [the commerce] power is subject to outer lim-
its” and that Congress could not use its authority to reg-
ulate commerce in a way that “would effectually obliter-
ate the distinction between what is national and what is
local. . . .”134 In United States v. Morrison, the Court reit-
erated this limiting view of the Commerce Clause, hold-
ing that Congress had exceeded its commerce power in
granting a private right of action to redress gender-moti-
vated violence.135 In these and other decisions such as
Printz v. United States,136 City of Boerne v. Flores,137 and
Clinton v. New York,138 the Court has shown a readiness
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ideas, available to the public.154 Public access to uncopy-
rightable and unpatentable subject matter, as well as
access to copyrightable and patentable subject matter
after the period of protection expires is therefore the
benefit of the bargain contemplated in the Constitution:
Limited monopoly rights in original works in exchange
for public access to the ideas and facts they embody.155

The scope of this “negative right,” and whether it acts as
an absolute bar to legislation of copyright-like statutes
under the Commerce Clause, is the subject of vigorous
debate and the nub of the issue in controversy in
Moghadam,156 Martignon,157 and KISS Catalog.158

Thomas Nachbar’s “Constitutional Norms”

Thomas Nachbar’s structural approach to the enu-
merated powers of Congress suggests that the Intellectu-
al Property Clause should operate independently of
other clauses.159 Professor Nachbar suggests that
“whether a specific restriction on a specific Article I
power must be read externally depends on whether it
reflects an enforceable constitutional norm.”160 A “con-
stitutional norm” inheres in the fabric of the Constitu-
tion.161 Certain norms, when present, tend to narrow the
scope of Congress’ enumerated powers and broaden the
effect of its limitation upon other enumerated powers.162

These “narrowing norms” include federalism, the sepa-
ration of powers, and the individual liberty that is the
foundation of many substantive constitutional rights.163

Professor Nachbar’s analysis finds that in the case of the
Intellectual Property Clause, such narrowing norms
operate weakly, if at all.164 Instead, the countervailing
constitutional norm of favoring legislation by the repre-
sentative branch of government in matters of economic
policy is controlling.165 He finds that the values underly-
ing Article I, Section 8, Clause 8 are served best through
judicial deference to Congress166—the approach that the
Supreme Court has consistently taken to federal copy-
right legislation.167

Professor Nachbar’s method recognizes that “a vari-
ety of values are served by the Section 8 limitations,”168

and offers a means to navigate between the poles
flagged by Gibbons169 and Heart of Atlanta Motel.170

According to this analysis, the Intellectual Property
Clause exerts no control over other enumerated powers
and Congress’ Commerce Clause authority to enact
copyright-like laws is unencumbered.171

United States v. Moghadam

Five years before United States v. Martignon, the con-
stitutionality of the anti-bootlegging statute was consid-
ered and upheld by the Eleventh Circuit in United States
v. Moghadam.172

Facts and Procedural History

Ali Moghadam arrived in Orlando, Florida, expect-
ing to visit Disney World and to make some business

to invalidate legislation that exceeds the defined and
limited powers of the federal government.139

In Railway Labor Executives’ Ass’n v. Gibbons,140 the
Court struck down a Commerce Clause statute that con-
flicted with the Bankruptcy Clause, another Article I,
Section 8 power of Congress.141 The Rock Island Rail-
road Transition and Employee Assistance Act (“RITA”)
provided former employees of the bankrupt Chicago,
Rock Island, and Pacific Railroad Company with unem-
ployment benefits valued at seventy-five million
dollars.142 These funds were to be distributed from the
company’s estate with priority over the claims of unse-
cured creditors.143 The Court found that the statute
directly conflicted with the uniformity requirement of
the Bankruptcy Clause.144 Justice Rehnquist expressed
the view of the Court that a specific limitation on one of
Congress’ enumerated powers145 may, under some cir-
cumstances, restrict Congress’ ability to legislate under
an alternative power:146

Unlike the Commerce Clause, the Bank-
ruptcy Clause itself contains an affirma-
tive limitation or restriction upon Con-
gress’ power: bankruptcy laws must be
uniform throughout the United States.
. . . Thus, if we were to hold that Con-
gress had the power to enact nonuni-
form bankruptcy laws pursuant to the
Commerce Clause, we would eradicate
from the Constitution a limitation on
the power of Congress to enact bank-
ruptcy laws.147

Like the Bankruptcy Clause, the Intellectual Property
Clause incorporates specific terms of limitation.148

Therefore, if Gibbons applies as a general rule by pre-
venting Congress from avoiding other Article I, Section
8 limitations by invoking other, broader clauses, then
Congress is proscribed from enacting copyright-like
laws under the Commerce Clause.149

William Patry’s “Negative Right”

William Patry posits that “[u]nder the Court’s struc-
tural approach, Article I, Section 8, Clause 8 contains
both positive and negative rights: a positive right to
grant authors a limited monopoly in their original mate-
rial, and a negative right in the public to copy unorigi-
nal material.”150 Professor Patry and other commenta-
tors maintain that Bonito Boats v. Thundercraft Boats151

and Feist Publications v. Rural Telephone Service,152 two
unanimous decisions authored by Justice O’Connor,
have imported the Court’s structural approach into the
heart of the Intellectual Property Clause.153 Taken
together, these decisions establish a constitutional floor
to Clause 8, holding that the means by which the
progress of science and the useful arts is promoted is by
making the “building blocks” of creativity, facts and



deals.173 Unbeknownst to him, the invitation was the cli-
max of a yearlong undercover operation by the United
States Customs Service, dubbed “Operation
Goldmine.”174 The sting yielded eleven arrests and
approximately eight hundred thousand compact discs
containing bootleg recordings of performances by the
Grateful Dead, Dave Matthews Band, Bruce Springsteen,
Phish, Smashing Pumpkins, Tori Amos, and the Beastie
Boys, amongst others.175

Ali Moghadam was convicted of violating 18 U.S.C.
§ 2319A by “knowingly distributing, selling, and traf-
ficking in” unauthorized compact discs of live con-
certs.176 On appeal he argued that the statute was
unconstitutional because it could not be legitimately
enacted under any of Congress’ enumerated Article I,
Section 8 powers.177 The court rejected Moghadam’s
constitutional challenge and affirmed his conviction.178

Moghadam’s applications for rehearings and for a writ
of certiorari were denied.179

Summary of the Moghadam Opinion

The Eleventh Circuit first considered the nature of
the anti-bootlegging statutes,180 and it found that they
were best described as “quasi-copyright” or sui generis
statutes “that in some ways resemble the protections of
copyright law but in other ways are distinct from
them.”181 The court noted that the civil statute was codi-
fied in Title 17 and utilized the remedy for copyright
infringement, yet seemed to lack the Copyright Act’s
requirements of limited duration and fixation.182 The
court also noted that the statutes were less extensive
than copyright, conferring only the right to prevent the
making of unauthorized sound recordings or transmis-
sions.183

The court next considered whether the “quasi-copy-
right” statute was consistent with the Copyright
Clause.184 After briefly reviewing the historically
expanding meaning of the term “Writings,” the court
declined to decide whether “Writings” could be broad-
ened to encompass live performances.185 Instead, the
court assumed arguendo that the lack of fixation preclud-
ed the use of the Copyright Clause as a source of con-
gressional authority and proceeded to uphold the
statute based on an alternative source of authority: The
Commerce Clause.186

The court pointed out that Congress’ failure to cite
the Commerce Clause as grounds for Section 2319A did
not dispose of the question of constitutional authority.187

Then, applying the test developed in United States v.
Lopez, the court asked “whether a rational basis existed
for concluding that a regulated activity sufficiently
affected interstate commerce.”188 Considering the com-
mercial subject of the statute,189 its context as implemen-
tation of an international trade accord administered by
the World Trade Organization, and the “deleterious eco-

nomic effect” bootlegging has on the recording industry,
the court found that Section 2319A “clearly prohibits
conduct that has a substantial effect on both commerce
between the several states and commerce with foreign
nations.”190

Having found that the anti-bootlegging statute
meets the Lopez test, the court next addressed the more
difficult question of whether Congress could use its
Commerce Clause power “to avoid the limitations that
might prevent it from passing the same legislation
under the Copyright Clause.”191

After a review of the relevant case law, the
Moghadam court held that the various grants of legisla-
tive authority act independently and in the alternative
to the other powers.192 In support of Ali Moghadam’s
position that the Copyright Clause limits Congress’
Commerce Clause authority, the court considered Rail-
way Labor Executives’ Ass’n v. Gibbons.193 The Moghadam
court found that the Court’s decision to restrict the use
of the commerce power in Gibbons was the result of a
direct conflict between the statute and the uniformity
requirement of the Bankruptcy Clause.194 The court
found that no such direct conflict was present in the case
in controversy.195

Using a “circumscribed analysis,” the court resolved
the tension between the Heart of Atlanta Motel jurispru-
dence and Gibbons by finding that the Copyright Clause
itself is a positive grant which “does not imply any neg-
ative pregnant that suggests that the term ‘Writings’
operates as a ceiling on Congress’ ability to legislate
pursuant to other grants.”196 The court further found
that the anti-bootlegging statute furthered the purpose
of, and was “in no way inconsistent with,” the Copy-
right Clause.”197 Therefore, Gibbons could not control
and the statute was a legitimate use of Congress’ com-
merce power under the Commerce Clause.198

The Martignon and KISS Catalog Decisions
Five years after the Eleventh Circuit decision in

Moghadam, United States District Courts in the Second
and Ninth Circuits revisited the question of the constitu-
tionality of the anti-bootlegging statutes.199 Despite ges-
tures to distinguish the cases, these opinions are directly
contrary to the holding of the Moghadam court.200 These
decisions apply the rationale of Gibbons as a bright-line
rule. 

United States v. Martignon

Facts and Procedural History

In September 2003, Jean Martignon was arrested by
federal and state law enforcement agents for selling
bootleg recordings on the web, in catalogs, and in a
shop through his business “Midnight Records.”201 On
October 27, 2003, Martignon was indicted by a federal
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The Martignon opinion holds what Moghadam
assumed arguendo: The anti-bootlegging statute cannot
satisfy the “Writings” requirement of the Copyright
Clause because a live performance is not fixed.218 The
court applied the structural model of the relationship
between the enumerated powers as articulated by the
Supreme Court in Gibbons219 and by William Patry220

with mechanical precision: (1) the statute is primarily
copyright-like;221 (2) the Copyright Clause contains the
limitations of duration222 and fixation;223 (3) the statute
is inconsistent with both of these limits;224 (4) therefore,
Congress may not use the Commerce Clause to bypass
the Copyright Clause;225 and (5) the statute is unconsti-
tutional under the Copyright Clause.226

The Martignon court’s insistence on classifying the
statute based on its purpose is now clear. If the clause
may be classified as “copyright-like,” then it is categori-
cally confined to Congress’ copyright authority, and as
such, the anti-bootlegging statute may not be sustained
under alternative authority.227

The Martignon holding echoes the holding in Gib-
bons: 

[W]hen Congress enacts copyright or
copyright-like legislation, for the pur-
pose stated in the Copyright Clause, it
is constrained by the Copyright
Clause’s boundaries. Finding otherwise,
as cautioned by Ry. Labor Execs.’ Ass’n
would grant Congress the ability “to
repeal the [fixation and durational]
requirement[s]” of Art. I, § 8 cl. 8 of the
constitution.228

Thus, the Martignon court applied Gibbons as a
model and reached the same result. Express limits on
one of Congress’ enumerated powers impliedly limit
congressional discretion to legislate under another.

KISS Catalog v. Passport International
Productions, Inc.

Only three months after the Southern District of
New York entered its Opinion and Order in Martignon,
the Central District of California entered its Opinion and
Order229 in KISS Catalog,230 reaching a similar result
based on the same rationale.

Facts

On July 10, 1976, KISS231 performed at New Jersey’s
Roosevelt Stadium as part of its “Spirit of ’76” tour.232

The concert promoter, Metropolitan Talent, Inc., (“Met-
ropolitan”) arranged for three-camera video coverage of
the concert for simultaneous projection behind the per-
formers.233 The video-feed was also recorded onto
videotape.234 Thirty years later, in June 2003, Metropoli-

grand jury for violating 18 U.S.C. § 2319A.202 The indict-
ment included no details as to “the artists that Mar-
tignon allegedly bootlegged, the scope of the bootleg-
ging, or the distribution of bootlegged works.”203 On
January 15, 2004, the defendant moved for dismissal on
the grounds that the anti-bootlegging statute was
unconstitutional.204 In the Opinion and Order dated
September 24, 2004, the motion was granted.205 The
Attorney General filed a Notice of Appeal in the Second
Circuit on October 22, 2004,206 and oral argument took
place on July 12, 2005.

United States v. Martignon Summary

The Martignon opinion moves briskly to the deter-
mination that, although the anti-bootlegging statute
does substantially affect interstate and international
commerce, it may only be enacted under the Copyright
Clause because it is “copyright-like” in nature.207 As
such, the statute failed both the fixation requirement
and the limited times requirement of the Copyright
Clause and is therefore unconstitutional.208

As an alternate ground for its holding, the Mar-
tignon court found that “even if Congress may legislate
copyright-like statutes under other Section 8 powers, the
express limit of durations must be adhered to because
copyright-like protection must have boundaries in order
to counter-balance the grant of monopoly power to the
artist.”209 Therefore, the court held that the absence of a
durational limitation rendered the statute “fundamental-
ly inconsistent” with the Copyright Clause.210

The court first inquired into the nature of the anti-
bootlegging statute and found that it was primarily
copyright-like.211 The court pointed out that the anti-
bootlegging statute was enacted in order to comply with
TRIPs, which “dealt completely with intellectual proper-
ty,”212 and that the Senate Report on the Uruguay
Round Agreement Act described the statutes under the
general subheading “Copyright Provisions.”213

The court was also swayed by the fact that the civil
anti-bootlegging statute was codified within the Copy-
right Act itself214 and that the criminal anti-bootlegging
statute was positioned next to the criminal infringement
statute.215 In addition, it observed that the statute refers
to the definition of terms provided within the Copyright
Act and utilizes the phrase “for purposes of commercial
advantage or private financial gain,” which appears in
the criminal infringement statute.216

The court finally concluded that the statute is pri-
marily copyright-like, based on “a plain reading of the
statute [which] makes evident that its purpose is syn-
onymous with that of the Copyright Clause” and that
“it was enacted primarily to cloak artists with copyright-
like protection.”217



tan’s agent licensed “the long-forgotten Roosevelt Con-
cert footage” to the defendant, Passport International
Productions, Inc. (“Passport”).235 Passport began to sell
the video, in DVD format, in October 2003 as KISS: The
Lost Concert.236

In November 2003, the plaintiffs, KISS Catalog and
founding band members/songwriters Gene Klein (a.k.a.
Gene Simmons) and Paul Stanley, filed a variety of
trademark and state law claims.237 The court issued a
preliminary injunction against continued sales that was
reversed by the Ninth Circuit.238 In August 2004, the
plaintiffs added a claim of distributing bootleg record-
ings in violation of 17 U.S.C. § 1101(a)(3), which creates
a cause of action against distributors of bootleg record-
ings.239 In October 2004, the plaintiffs added a copyright
infringement claim based on a statement by Metropoli-
tan’s CEO which averred that the footage was a work-
for-hire and KISS was the rightful copyright owner.240

Based on the copyright infringement claim, the
court issued a preliminary injunction against sales on
November 8, 2004.241 On December 21, 2004, the court
granted the defendant’s motion to dismiss the anti-boot-
legging claim, finding that 17 U.S.C. § 1101(a)(3) was
unconstitutional because it violated the “limited Times”
requirement of the Copyright Clause.242

Summary of the KISS Catalog Opinion

The court first noted that although the civil anti-
bootlegging statute had been in existence for a decade,
the issue was a matter of first impression for the
courts.243 It held that Section 1101(a)(3) unconstitutional-
ly extends perpetual protection against the distribution
of bootleg phonograms or copies of a performance.244 In
the case at bar, the protection was invoked for an act of
distribution that took place twenty-eight years after the
original recording had been made.245 The court found
that the plain language of the statute246 did not establish
a durational limit, but applied to any distribution of
unauthorized recordings, regardless of when it was orig-
inally fixed.247 The court also held that, although Section
1101 was codified within Title 17, the Copyright Act’s
own limits on duration did not apply.248 Congress had
specifically incorporated the remedies found in 17
U.S.C. §§ 502–505; therefore it was “reasonable to con-
clude that Congress included as much existing copy-
right law [within § 1101] as it intended.”249

Citing the Martignon analysis of 18 U.S.C. § 2319A,
the court found the anti-bootlegging statutes to be copy-
right-like,250 and therefore, in violation of the “limited
Times” requirement of the Copyright Clause.251 As in
Moghadam and Martignon before it, the court then con-
sidered whether the Commerce Clause could provide
alternative authority for the statute by placing Gibbons
in the balance with The Trade Mark Cases, Heart of Atlanta
Motel, and Authors League.252 Like the Martignon court,

the KISS Catalog court found Gibbons to be on point.253

The Gibbons Court had examined a clause, “like the
Copyright Clause, that both provides a positive grant of
power and contains an express limit.”254 In the instant
case, allowing Congress to invoke the Commerce Clause
in a situation where the Copyright Clause would other-
wise be violated would “eradicate from the Constitution
a limitation on the power of Congress.”255

KISS Catalog and Martignon Analysis
This section analyzes the district courts’ formalist

rationale and suggests that questions of implied limits
on Congress’ legislative authority require a functional
analysis. Both courts applied the template laid out in
Gibbons categorically, i.e., without alteration or adjust-
ment. This results not only in the wrong conclusion in
KISS Catalog and Martignon but in a sweeping precedent
that would be highly debilitating to Congress’ ability to
regulate the information economy. 

The Quasi-Copyright Nature of the Statutes:
Distinguishing Gibbons

Unlike the Eleventh Circuit,256 the Southern District
of New York and Central District of California find con-
vincing congruence between the uniformity requirement
in the Bankruptcy Clause and the limitations of the
Copyright Clause. The Martignon opinion is modeled
closely on Railway Executives’ Ass’n v. Gibbons,257 and
both district court opinions rely on the case.258 However,
the district courts did not consider a number of distin-
guishing points between Gibbons and the present case:
The absence of a state sovereignty interest, the absence
of a distinct textual implication of external effect, and
the circumscribed scope of the statute’s protection. The
district courts simply applied Gibbons as a blanket rule,
an overly broad approach that unnecessarily hinders
Congress’ ability to legislate within the grant of its enu-
merated powers. 

Differences Between the Statutes

RITA, at issue in Gibbons, was found by the Court to
be an actual bankruptcy law, not a bankruptcy-like law:
The Act applied to an ongoing proceeding in bankrupt-
cy court, reordered the priority of creditors’ claims, and
required the bankruptcy court to implement the final
arrangements.259 RITA’s legislative history also revealed
that “Congress wanted to make liquidation of a railroad
costly for the estate.”260

In contrast to RITA, 18 U.S.C. § 2319A is, at most, a
quasi-copyright statute.261 The statute affords substan-
tially less protection than copyright protection, vesting
only the exclusive right to record or broadcast a live per-
formance in the performers.262 Any other form of copy-
ing, including the subsequent performance of the identi-
cal work by an unauthorized performer, or copying of
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Moghadam court had found it, a somewhat copyright-
like statute. 

Differences Between the Clauses

Chief Justice Rehnquist observes that the text of the
Bankruptcy Clause was drafted specifically contemplat-
ing statutes of the very kind faced by the Court in that
case.278 The word “uniform” loses much of its meaning
if inapplicable to alternative sources of legislation.279

The same cannot be said for the text of the Copyright
Clause. There is no indication that the terms “Writings”
and “limited Times” were intended to or must apply to
any matter beyond the implementation of the grant
itself.280

The Gibbons court emphasized that the Bankruptcy
Clause was hotly debated during the Constitutional
Convention because it involved a question of state sov-
ereignty.281 The uniformity requirement was, in part, a
response to some states’ practices of enacting private
bills which rendered uniformity impossible.282 Congres-
sional meddling in particular bankruptcy proceedings is
no less prone to legislative abuse and may be equally
prejudicial to the interests of certain states.283

In contrast, the Copyright Clause was passed by
committee with little debate, reflecting a weak linkage to
state sovereignty issues.284 During the centuries follow-
ing the Constitutional Convention, federal copyright
law progressively preempted most of common-law
copyright with little protest from the states.285 The
absence of a strong state sovereignty component286

undermines the view that the commerce power is
restricted in this matter. State sovereignty concerns are
further assuaged by Section 1101(d), which preserves all
state protection of live performances from preemp-
tion.287 The few Commerce Clause statutes that have
been struck down by the Court since the Lochner era
have each touched upon areas of traditional state con-
trol, such as education288 and health and safety.289 In
such cases, the Court has applied a heightened form of
rational basis review in order to safeguard the states
from federal overreaching. Since federalism is not
strongly implicated in copyright issues, this form of
close scrutiny should not apply.290 Also, copyright is a
field rife with economic policy, well-suited to the
processes of representative government and ill-suited to
the processes of the courtroom.291 Therefore, deference is
due to congressional decision-making and the courts
should apply a “minimal rational basis” of review.292

In sum, the absence of a strong state sovereignty
interest, the absence of a textual implication of external
effect, and the circumscribed scope of the statutes’ effect
sufficiently distinguish Gibbons from the present case so
as to warrant a reasoned analysis, not a categorical
application of its result. 

the actual notes performed, is not addressed by the
statute.263

The Martignon court does not consider the statute’s
minimal scope.264 Instead, the court cites evidence of
Congress’ intent as proof that the statute is primarily
copyright-like.265 This evidence is ambiguous at best.
The Martignon court’s emphasis on TRIPs’ “IP” (Intellec-
tual Property) aspect266 only contrasts with the
Moghadam court’s focus on its “TR” (Trade-Related)
aspect.267 The confluence of international trade and
intellectual property interests simply underscores the
difficulty of characterizing the statute as primarily
embodying the values of either the Commerce or the
Copyright Clauses. The fact that the Committee on the
Judiciary divided the TRIPs chapter of the Senate Report
into the three-part division of copyright, patent, and
trademark is also less than helpful.268 The protection of
live musical performances from bootleggers is undoubt-
edly more similar to a copyright than a trademark or a
patent. While it would have been more accurate to pro-
vide a fourth subheading “Sui Generis Provisions,” the
bare five-sentence description of both statutes in the
report attests to the cursory consideration given to its
drafting.269

Both courts’ arguments for a copyright-like status
based on statutory placement is undermined by Authors
League of America, Inc. v. Oman,270 in which the Second
Circuit held that the Manufacturing Clause,271 codified
in Section 601 of the Copyright Act, was justified not by
the Copyright Clause, but by the Commerce Clause.272

Had Congress intended live performance to become a
protected subject matter under the Copyright Act it
would have amended Section 102(a) as it has done
repeatedly in the past.273 Instead, Congress created a
new Chapter 11 to accommodate the civil statute. Simi-
larly, Congress could have amended 18 U.S.C. § 2319,
the umbrella criminal infringement statute for all copy-
rightable subject matter, to include criminal infringe-
ment of live performances. Instead, Congress opted to
enact a separate statute, distinct from a claim of copy-
right infringement.274 Finally, while it is true that the
phrase “for purposes of commercial advantage or pri-
vate financial gain” appears in both the criminal
infringement and anti-bootlegging statutes, the phrase
also appears in a criminal statute regarding “fraud and
related activity in connection with computers,” a Title 18
statute that was enacted under Congress’ Commerce
Clause powers.275 In Moghadam, the court cites the
phrase as evidence that the statute was, indeed, of and
concerning commerce.276

The Martignon court recites this ambiguous evidence
of congressional intent after agreeing with the Moghadam
court that “Congress’ belief as to the power under
which it enacts a statute is not dispositive.”277 At most,
the court’s rationale illustrates that the statute is, as the



Distinguishing William Patry’s Structural Analysis

The Martignon court also misapplies William Patry’s
structural analysis, which contemplates only the origi-
nality requirement.293 Triangulating among Bonito Boats,
Feist, and Gibbons, William Patry predicted that if Con-
gress tried to protect databases of unoriginal facts, the
Court would strike down such an attempt as an end run
around the Copyright Clause.294 The Martignon court’s
extension of this reasoning to the “fixation requirement”
is unsound.295 Patry concluded that in Feist, the Court
demarcated the boundary between the Copyright
Clause and other enumerated powers, and that this
boundary line is the originality requirement: The locus
of the “negative right”/“positive right” divide.296

This structural analysis, focusing on the originality
requirement, supports the validity of the federal anti-
bootlegging statute. Live musical performances are orig-
inal works. Every performance is a new experience for
audience and performer. The protection extended by the
anti-bootlegging statutes does not remove the building
blocks of creativity from the public domain. To the con-
trary, each performance disseminates the ideas and facts
embodied in the work and the statute places no restraint
on the re-use of those building blocks. Indeed, the
statute places no restraint on the verbatim copying of
the live performance.297 The statute simply grants the
performers the sole right to record or transmit the per-
formance.298 This circumscribed protection furthers the
goal of the Copyright Clause by encouraging the pro-
duction of new ideas and discoveries which are, in turn,
given over to the public without encumbrance. The pro-
tection of live musical performances by the enactment of
anti-bootlegging statutes, therefore, is supported by
William Patry’s structural analysis.299

Implied Limits Require a Functional Rather than a
Categorical Approach

After placing the statute in the “copyright” box,
both the Martignon and the KISS Catalog courts simply
conclude that the Commerce Clause may not authorize
it. This is a categorical approach to a matter of public
policy in which deference to Congress is appropriate. In
analogous circumstances, the Court has tended to utilize
a functional and structural approach that weighs the
actual effect of potential conflicts between constitutional
grants of authority. 

In considering the non-delegation doctrine, the
Rehnquist Court has taken a functional/structural
approach—asking whether the delegation at issue is
incongruous and whether it actually interferes with the
functioning of the neighboring power. For example, in
Morrison v. Olson,300 the Supreme Court upheld the lim-
ited role of the executive in appointing and removing
the Independent Counsel based on a pragmatic analysis

that diverged from formalist precedent.301 In Morrison,
Chief Justice Rehnquist, speaking for the Court, found
that Congress’ delegation of the power to appoint the
Independent Counsel to the courts was not incongruent
with functions normally performed by courts, and there-
fore did not run afoul of constitutional limits on inter-
branch appointments.302 Regarding the imposition of a
“good cause” provision for removal by the executive,
the Court stated that the real question is whether the
President’s ability to perform his duty is impeded.303

Finding that the “good cause” provision did not “undu-
ly trammel[] on executive authority”304 and did not
“pose a dange[r] of Congressional usurpation” of execu-
tive power,305 the Court upheld the delegation.306

The enumerated powers issue posed by 18 U.S.C. §
2319A and 17 U.S.C. § 1101 parallels the inter-branch
delegation cases, and, as in the delegation cases, the
inquiry should be a pragmatic one. Is the statute incon-
gruous with the commerce power? Does the statute
actually interfere with the copyright power? This is
essentially the approach taken, albeit with spare analy-
sis, by the Moghadam court. 

If the finding that the anti-bootlegging statute is
“copyright-like” is accepted, then the question parallels
one of delegation between constitutional powers. In
Morrison, the transfer of authority took place between
the Articles of the Constitution.307 In Martignon, the
transfer of authority occurs between Clauses within
Article I, Section 8 of the Constitution.308 The portion of
a quasi-copyright statute that is “copyright-like” must
not pose a danger of undermining the place of the
Copyright Clause in the constitutional scheme and “may
not . . . set at naught” the benefits contemplated by the
Clause.309 This is a matter of hybrid authority. Power
sharing between Article I, Section 8 clauses should
receive more solicitude upon judicial review than power
sharing between branches of government that involves
inter-Article delegations of authority because there is no
equivalent to the Necessary and Proper clause on the
inter-branch level.310 In addition, the Court makes clear
in Bonito Boats that Congress is vested with great discre-
tion to shape the contours of the rights generated by the
Intellectual Property Clause.311 The balance is Congress’
to strike.312 This is amply illustrated in the afterword to
Bonito Boats in which Congress responded to the Court’s
decision by extending sui generis copyright-like protec-
tion to vessel hull designs within Title V of the Digital
Millennium Copyright Act313 and codified in a new
Chapter 13 of the Copyright Act itself. 

In sum, the district court’s rationale is flawed
because it applies the result of the Court’s analysis in
Gibbons and the result of William Patry’s analysis as a
bright-line and blanket rule. Invalidation of a duly
enacted federal law based on an implied limit on Con-
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Live Performances May Be “Writings”

A live musical performance may, in fact, be a “Writ-
ing”; therefore it is unfortunate that the Martignon pros-
ecutors conceded that it is not.320 In Moghadam, the
Eleventh Circuit noted that it is unclear whether “Writ-
ings” may be expanded to include live performances
that “are merely capable of fixation” and decided the
case on other grounds.321 The KISS Catalog court also
decided the case on grounds other than the “Writings”
requirement, finding it a “closer question” than the
“limited Times” requirement.322 While common law
copyright has recognized copyright infringement of
unfixed expressions323 and California has codified its
protection of unfixed works,324 the federal copyright
system has always implicitly or explicitly required that
the work be fixed in a “tangible medium of
expression.”325 However, despite protestations by vener-
able commentators that construing “Writings” to include
performances is ludicrous,326 the Court has not limited
Congress’ discretion in this matter and requires no more
from a “Writing” than an original expression that is
made by an “Author.”327

The Framers lived in a world dominated by the quill
and the printing press. Even these prescient drafters
could not have envisioned camcorders, DATs, eyeglass-
cams, Mac minis, and a battery of other miniaturized
and affordable means of surreptitious reproduction, in
simulacra, of a live work. Neither would the progenitors
of American copyright protection have conceived of a
network of peer-to-peer and file transfer protocols in
which clones of such recorded works are exported glob-
ally in a matter of minutes. 

It is entirely plausible that the living document of
the U.S. Constitution does not exclude protection of cer-
tain live works within the broad grant of discretion the
Copyright Clause vests in Congress. In this scenario, the
Copyright Act’s fixation requirement functions as an
evidentiary and administrative measure applicable to
the bulk of protected subject matter, and sui generis pro-
tection of original but unfixed works, while outside the
Copyright Act itself, is within the scope of the copyright
power.328

As noted by the Moghadam court, Congress’ protec-
tion of live broadcasts through the legal fiction329 of
simultaneous recording illustrates that the fixation
requirement is a flexible standard; therefore, 18 U.S.C. §
2319A is more in the nature of “an incremental change
than a constitutional breakthrough.”330 Recognizing that
the Copyright Clause is broader than the Copyright Act,
the courts should not force Congress to legislate by legal
fiction, but should recognize that the Constitution’s
interest in the progress of the useful arts is promoted
when live performances are protected. 

gress’ powers should be premised on a finding of actual
interference with the copyright power or with a larger
“constitutional norm.” In the instant case, the structural
concerns addressed in Feist and Gibbons are not present
and, as shall be discussed in greater detail below, there
is no actual conflict between the anti-bootlegging
statutes and the Copyright Clause. Therefore, the circuit
courts should reverse the district courts and find that
the statute is a legitimate use of Congress’ commerce
power.

No Fixation. No Problem.

The government314 and amicus briefs315 to the Sec-
ond Circuit rely on the assumption that unfixed works
are inherently inconsistent with the Copyright Clause
“Writings” requirement. These briefs argue that unfixed
works, such as live performances, are simply beyond the
subject matter of copyright and therefore no conflict
arises with Commerce Clause authority.316 This is the
mirror image of the Martignon opinion. Both the district
court and the government would constitutionalize “fixa-
tion” as a bright-line rule. Judge Baer would limit the
scope of copyright’s protections to fixed works, leaving
Congress with no authority to regulate unfixed works
under the Commerce Clause. In contrast, the govern-
ment would limit the scope of copyright’s restrictions to
fixed works, giving Congress plenary authority to regu-
late unfixed works under the Commerce Clause.317 Both
approaches would effect an artificial bifurcation of the
federal copyright power, a result that is legislatively
inefficient and harmful to the constitutional scheme.
Also, “fixation” is an increasingly murky and metaphys-
ical concept as information is manipulated at near real-
time through processes no more fixed than a quantum
probability or a phosphorescent glow. As a result, it can
provide only an arbitrary basis for delimiting where the
copyright power begins and ends. Ironically, the insis-
tence on permanence may itself place the foundations of
copyright on shifting sands.

A sounder basis of decision would inquire whether
the regulation undermines the constitutional floor erect-
ed in Feist Publications v. Rural Telephone Service.318 Tech-
nological innovation is unlikely to erode the principles
of originality or the fact/expression and idea/expres-
sion dichotomy, as it has begun to erode the concept of
the fixation. The “Progress of Science and useful Arts”
is promoted when new forms of expression, including
those that challenge the traditional meaning of “Writ-
ings,” are brought within copyright’s protective man-
tle.319 Therefore, determining the scope of protection by
asking whether a statute functionally conflicts with the
Copyright Clause would preserve meaningful distinc-
tions between Clauses 3 and 8, and, at the same time,
provide Congress with the flexibility it requires. 



Protecting Live Performances Does Not Conflict with
the Copyright Clause

Even if the term “Writings” is construed as exclud-
ing live musical performances, there is no inherent con-
flict between the protection of fixed works under the
Copyright Clause and sui generis protection of live per-
formances under the Commerce Clause. Such protec-
tions provide incentives to performing artists to produce
live works that disseminate the ideas and facts embod-
ied within to their audiences. While fixation enlarges the
scope of dissemination, in both time and space, it does
not change the “essential” benefit gained by the public.
Therefore the anti-bootlegging statutes are consistent
with the goals of copyright as delineated in Feist and do
not undermine the congressional scheme enacted to give
effect to the Copyright Clause. 

“Proto-Copyright” Protection

Protection of original works that are poised to be
fixed is a distinct species of quasi-copyright that this
article labels as “proto-copyright.”331 Proto-copyright
statutes protect live, streaming, transmitted, and RAM-
cached works that are the unfixed precursors to wholly
copyrightable expressions.332 Proto-copyright protection
promotes the progress of science and the useful arts by
encouraging performances that in turn may be fixed in a
copyrightable form to be determined by the author(s).
Where a proto-copyright protection guards, as it does in
the instant case, only against reproduction of a work by
means of a recording, and only for the duration of a per-
formance, such protection is consistent with the Copy-
right Clause because it does not create an ongoing
monopoly interest in a particular work.333 Quasi-copy-
right is a broader genus of protection encompassing
both proto-copyright and copyright-like protection of
works that would not be protectable under the Copyright
Clause itself if fixed in a tangible medium of expression.
Protection of unoriginal databases is one such proposed
quasi-copyright statute and is distinct from the proto-
copyright statute at issue in the instant case.334 Thus, the
anti-bootlegging statutes are not unconstitutional simply
because they are not yet “fixed in a tangible medium of
expression.”335

The Statutes Do Not Conflict with the “limited
Times” Requirement

The Martignon decision’s alternative ground—that
even if Congress may enact copyright-like statutes
under the Commerce Clause, the anti-bootlegging
statute is ‘fundamentally inconsistent’ with the Copy-
right Clause because it lacks a durational limit—rests on
the false premise that “limited Times” for purposes of
copyright and patent protection is equivalent. Drawing
upon precedents from patent law, the court ignores the
Court’s lesson in Eldred v. Ashcroft336 that “limited
Times” operates differently in copyright than patent law

because 1) copyright is not a true monopoly and 2) pub-
lic disclosure is a goal but not a requirement of copy-
right. The result of this confusion is an expansive and
overly rigid version of the “limited Times” requirement
as applied to copyright generally and to a proto-copy-
right statute, such as the anti-bootlegging statutes, par-
ticularly.337 Due to the fact that “limited Times” acts as
an antidote to monopoly, where such concerns are
absent, the requirement should not be applied. Howev-
er, the anti-bootlegging statutes at issue do not violate
even the expansive version of the “limited Times”
requirement espoused by the district courts, because live
performances are of intrinsically finite duration.

The “limited Times” Requirement Applies Differently
to Patents and Copyrights

The Martignon court provides only a brief explana-
tion for its conclusion that the lack of a durational limi-
tation is fundamentally inconsistent with the Copyright
Clause. Citing P.C. Films Corp. v. Turner Entertainment
Co.,338 the court stated that “[t]he ‘Limited Times’
requirement offsets [an author’s] monopoly and ensures
that the public will benefit, albeit at a later date, when
the work reaches the public domain.”339

This rationale is based on false premises stemming
from a confusion of patent and copyright. This confu-
sion is borne out by the passage in P.C. Films referenced
by the court: “The public has invested in such free use
by the grant of a monopoly to the patentee for a limited
time. Hence any attempted reservation or continuation .
. . of the patent monopoly, after the patent expires . . .
runs counter to the policy and purpose of the patent
laws.”340 For this passage, P.C. Films references the
Court’s decisions in Scott Paper Co. v. Marcalus Manufac-
turing Co.341 and Brulotte v. Thys Company,342 both of
which decided questions of patent law.343

In Eldred v. Ashcroft, the Court stated that the copy-
right and patent systems effectuate the Intellectual Prop-
erty Clause in distinct ways and courts should be wary
of applying the analysis of patents cases to copyright
cases, especially when analyzing questions of dura-
tion.344 The reason for this caution is two-fold: 1) copy-
right is not a true monopoly and 2) disclosure is not
required by copyright, but is the quid pro quo of patent
protection. 

Copyright Is Not a True Monopoly

As noted by Justice Ginsberg, speaking for the
Court, in Eldred: 

Distinguishing the two kinds of intellec-
tual property, copyright gives the hold-
er no monopoly on any knowledge. A
reader of an author’s writing may make
full use of any fact or idea she acquires
from her reading. . . . The grant of a
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sion is an idea, it may be utilized under the “fair use”
exception.354 Thus, the moment a copyrightable subject
is published, the idea(s) and facts embedded within the
expression flow freely to the public.355 As articulated in
Feist, this is the primary benefit and the “essence of
copyright.”356 This benefit is achieved through the ex-
ante economic encouragement of the author to produce
and publish the work.357 This primary benefit, of entry
of fact and idea into the public domain, accrues immedi-
ately upon publication. 

A secondary public benefit of copyright, not
addressed in Feist, is economic and affects the scope of
the dissemination. When a copyright term expires and a
work enters the public domain, the author’s partial
monopoly premium ends and less expensive copies may
be published by competitors. However, in a mass mar-
ket, the profit-maximizing prices for copyrighted works
during the term of protection will often not significantly
exceed those of public domain works. As a result, the
democratic implications of copyright are not distressing.
Therefore, the Intellectual Property Clause “limited
Times” requirement is less “essential” with respect to
copyrights than to patents, in which it operates as a
quid pro quo. The role of the “limited Times” require-
ment is further attenuated in the case of a proto-copy-
right protection, such as the anti-bootlegging statutes, in
which monopoly plays virtually no part.358

The Anti-Bootlegging Statutes Meet the “limited
Times” Requirement

The anti-bootlegging statutes are consistent with the
Copyright Clause requirement that protections be grant-
ed only for “limited Times”359 because a live perform-
ance is inherently limited in duration. The statutes vest
performers with a right to exclude others from record-
ing or transmitting their performances for the duration
of the performance.360 When the lights fade and the cur-
tains fall, the show is over. As it is the performance itself
that is the subject matter of protection, and not the boot-
leg recording, it is difficult to see how the statute fails
the “limited Times” requirement.361

Unlike the copyright distribution right,362 “Section
(a) (3)” (17 U.S.C. § 1101(a)(3) and 18 U.S.C. §
2319A(a)(3)) restricts the distribution of a work that no
longer exists. Therefore, that section does not grant an
exclusive right of distribution of a work at all. The boot-
leg recording is the fruit of the initial illegal act of mak-
ing the unauthorized recording and therefore subject to
injunction. Since no perpetual right of distribution is
secured for the performer of the live and inherently
finite work, the statutes do not violate the “limited
Times” requirement of the Copyright Clause.

This distinction is clarified by an example. In the
hypothetical case where a simultaneous recording has
been made by both the bootlegger and the performing

patent, on the other hand, does prevent
full use by others of the inventor’s
knowledge.345

Copyright only grants protection to a particular
expression.346 This protection also falls short of being a
true monopoly because, unlike patent, copyright does
not require novelty:347 In copyright, an independently
created work that is identical to a pre-existing work,
does not infringe that pre-existing identical work.348

Therefore, while the “limited Times” requirement offsets
the patent monopoly, it does not function in the same
way in the copyright context.

Disclosure Is Not Required by Copyright, but Is the
Quid Pro Quo of Patent Protection

Since the enactment of the Copyright Act of 1976,
publication is no longer a prerequisite of copyright pro-
tection.349 This underscores a basic distinction between
copyright and patent. While a patent acts very much
like a contract, with consideration on both sides of the
bargain, copyright acts more as an incentives scheme
that does not require disclosure as quid pro quo. Justice
Ginsberg highlights this distinction in Eldred: 

[I]mmediate disclosure is not the objec-
tive of, but is exacted from, the patentee.
It is the price paid for the exclusivity
secured. . . . For the author seeking
copyright protection, in contrast, disclo-
sure is the desired objective, not some-
thing exacted from the author in
exchange for the copyright.350

The Court’s statement that “limited Times” requires
a different analysis in patent than in copyright, applies
with even more force in the case of proto-copyright
statutes, such as 17 U.S.C. § 1101 and 18 U.S.C. § 2319A,
which provide for only minimal copyright-like protec-
tions.351

“limited Times” is Required Only as an Antidote to
Monopoly

In Feist and Bonito Boats, the Court raised the con-
cern that, in promoting the progress of science and the
arts, Congress should not lockup the “building blocks”
of creativity, as this would undermine that goal.352 With
patents, the law permits knowledge to be monopolized
for a limited time on the condition that it is fully dis-
closed in executable detail to the public.353 This “quid
pro quo” acts as a sort of “idea pump” permitting twen-
ty years of monopoly profits to come in, in return for
subsequent free access by the public forever. 

In copyright, the scheme less resembles a contract
with full consideration on either side than it does an
incentives scheme. This is because ideas cannot be pro-
tected under copyright and to the extent that an expres-



artist, then there would be actual interference with the
artist’s distribution of her work. In this case, Section
(a)(3) would act as a form of quasi-distribution right that
would parallel the author’s right to distribute her sound
recording of the event, insofar as Section (a)(3) would
eliminate competition with the distribution of the
authorized sound recording. However, because the
authorized sound recording is within the Copyright Act,
it would be subject to the durational limits of 17 U.S.C. §
302.363 When that copyright expired and the authorized
sound recording entered the public domain, the Section
(a)(3) right would lose its effect as a quasi-distribution
right, since it would no longer protect the author’s dis-
tribution interest. The distribution of the unauthorized
recording would, once again, be merely the fruit of an
illegal act and subject to injunction for that reason. 

The anti-bootlegging statutes also protect a general
interest in choosing which of a series of performances, if
any, to record and market. This protection has no equiv-
alent under the Copyright Act which only protects
transfers of actual copies or phonograms. The protection
more closely resembles a protection of the right of priva-
cy as it is construed in the “right of publicity” tort.
Although such interests are present to some degree in
all of copyright, they are pervasive in a live perform-
ance, which has not yet been fixed. The decision
whether to make a recording is a threshold one that
marks the transition between personal and public,
ephemeral and permanent. That threshold is delineated
by the limits of the Copyright Act itself. Protection of
performers from a forced entry of their work into a form
that will persist in time and be widely disseminated is
consistent with fundamental notions of autonomy, pri-
vacy and the right not to speak. Control over how the
recording is to be made similarly implicates these con-
cerns as evinced by Congress’ decision to make sound
recordings a copyrightable subject matter that is distinct
from the underlying musical work. A sound recording,
made without authority or control by the artist is, there-
fore, a misrepresentative misappropriation that is dis-
tinct from the distribution of actual copies contemplated
by Section 106(3).

That the live work may not persist except for the
bootleg recording raises concerns regarding a conflict
with the promotion of the progress of science and the
useful arts. Statutory authority to destroy the only
record of a live work364 is also statutory authority to
remove, in perpetuity, the “building blocks” contained
in the performance. This, however, is the very balance
that Congress is charged by the Constitution with mak-
ing. Here, Congress has granted performers the right to
say which, if any, performances are to persist in time as
a record of their own performances. This grant encour-
ages live performance and dissemination of the ideas
and facts contained within them. Performing artists,

such as the Grateful Dead, Dave Matthews Band, and
Phish, who choose to freely license the right to record
their performances to all attending, are free to do so.
Other artists, who prefer to determine which of their
performances to fix in a tangible medium of expression,
and thereby enter the copyright system, are protected in
making that choice.

The Anti-Bootlegging Statutes Are
Constitutional365

The Martignon and KISS Catalog decisions mandate
that any statute protecting live performances must com-
ply with an expansive version of copyright’s “limited
Times” and “Writings” requirements. The district courts’
categorical application of Gibbons unnecessarily hampers
Congress’ ability to shape policy and to respond to the
demands of domestic and international trade. A func-
tional analysis, such as has been applied by the Supreme
Court in questions of separation of powers, reveals that
the anti-bootlegging statute does not undermine the
copyright power and is not incongruous with the com-
merce power. Therefore the statute should be found to
be constitutional as drafted and authorized under either
Article I, Section 8, Clause 3, or Clause 8 itself.
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glas Lichtman, Copyright as a Rule of Evidence, 52 Duke L.J. 683,
721 (2003).

95. See Nimmer & Nimmer, supra note 52, § 1.08[C][2]. 

96. See id. 

97. See U.S. Const. art. I, § 8, cl. 8.

98. See Nimmer & Nimmer, supra note 52, § 1.05[A][1]. 

99. Id.

100. See U.S. Const. art. I, § 8, cl. 3 (Congress has the legislative
authority “[t]o regulate Commerce with foreign Nations, and
among the several States.”).

101. See United States v. Lopez, 514 U.S. 549, 559 (1995).

102. See, e.g., Wickard v. Filburn, 317 U.S. 111, 124 (1942).

103.  See RIAA Amicus Brief, supra note 35, at 3 (stating that “[t]he
recording industry is a major sector of the U.S. economy, with
1997 sales exceeding $12 billion”). 

104. See United States v. Moghadam, 175 F.3d 1269, 1276 (11th Cir.
1999).

105. See Nimmer, supra note 32, at 1409 (“[N]o respectable interpreta-
tion of the word ‘Writings’ embraces an untaped performance of
someone singing at Carnegie Hall.”); see also Susan M. Deas, Jazz-
ing up the Copyright Act? Resolving the Uncertainties of the United
States Anti-Bootlegging Law, 20 Hastings Comm. & Ent. L.J. 567,
570 (1998) (“The most obvious constitutional departure . . . is
how [the anti-bootlegging statutes] extend[] protection to

unfixed material under the authority of a congressional enact-
ment.”).

106. See Paul J. Heald & Suzanna Sherry, Implied Limits on the Legisla-
tive Power: The Intellectual Property Clause as an Absolute Constraint
on Congress, 2000 U. Ill. L. Rev. 1119, 1177 (arguing that the histo-
ry and structure of the Intellectual Property Clause militates
against congressional authority to enact certain legislation); Jaszi,
supra note 88, at 602–05; Robert Patrick Merges & Glenn Harlan
Reynolds, The Proper Scope of the Copyright and Patent Power, 37
Harv. J. on Legis. 45, 63–64 (2000) (“To allow Congress to do
things under its general commerce power that it is forbidden to
do under its specifically applicable copyright and patent power
would in essence read the Copyright and Patent Clause out of
the Constitution.”); William Patry, The Enumerated Powers Doc-
trine and Intellectual Property: An Imminent Constitutional Collision,
67 Geo. Wash. L. Rev. 359, 394–97 (1999); Andrew M. Hethering-
ton, Comment, Constitutional Purpose and Inter-Clause Conflict: The
Constraints Imposed on Congress by the Copyright Clause, 9 Mich.
Telecomm. & Tech. L. Rev. 457, 503–06 (2003) (arguing that an
impermissible conflict is created whenever Congress acts under
any constitutional provision in a manner that frustrates an
explicit constitutional purpose set out in a different provision);
Joseph C. Merschman, Comment, Anchoring Copyright Laws in the
Copyright Clause: Halting the Commerce Clause End Run Around
Limits on Congress’s Copyright Power, 34 Conn. L. Rev. 661, 677
(2002).

107. See Nachbar, supra note 18 (positing that an accurate evaluation
of the Intellectual Property Clause’s place in the Constitution
requires a new approach that recognizes that not all of the limits
of Article I powers are of equal constitutional weight and that
considers the constitutional significance of the restrictions in
question); see also Shira Perlmutter, Participation in the Internation-
al Copyright System as a Means to Promote the Progress of Science
and Useful Arts, 36 Loy. L.A. L. Rev. 323, 324 n.5 (2002) (“The text
of the preambular phrase in the Copyright Clause does not limit
the desired ‘progress of science’ to ‘incentives for creation.’ Thus,
even assuming the phrase operates as a substantive constraint on
congressional power, it does not prevent Congress from consid-
ering the entire range of possible means by which progress may
be promoted.”).

108. Hetherington, supra note 106, at 484–85.

109. See 17 U.S.C. § 106 (2000 & Supp. 2002).

110. See generally Schechter & Thomas, supra note 64, § 1.3.1.

111. See Stewart E. Sterk, Rhetoric and Reality in Copyright Law, 94
Mich. L. Rev. 1197, 1204 (1996). 

112. Id. (At a price derived from a copyright–free world “the author
would realize no financial return on his investment in creating
the work. In this world, only authors unconcerned with financial
return would produce creative works.”) (citing William M. Lan-
des & Richard A. Posner, An Economic Analysis of Copyright Law,
18 J. Legal Stud. 325, 328 (1989)).

113. Id.; see also U.S. Const. art. I, § 8, cl. 8.

114. See Nachbar, supra note 18, at 291.

115. Id.

116. Heart of Atlanta Motel, Inc. v. United States, 379 U.S. 241, 250
(1964). 

117. Pub. L. No. 88-352, 78 Stat. 241 (1964).

118. 43 Cong. Ch. 114, 18 Stat. 335 (1875).

119. See U.S. Const. amend. XIV (providing that “[t]he Congress shall
have power to enforce, by appropriate legislation, the provisions
of [the Fourteenth Amendment]”).

120. See The Civil Rights Cases, 109 U.S. 3, 26 (1883) (holding that “the
act[s] of [C]ongress of March 1, 1875, entitled ‘An act to protect
all citizens in their civil and legal rights,’ are unconstitutional
and void . . .”).
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have enforced the structural implications of the separation of
powers. See generally Murphy et al., supra note 21, at 548–56.

136. 521 U.S. 898 (1997) (striking down provisions of the Brady Hand-
gun Bill).

137. 521 U.S. 507 (1997) (striking down the Religious Freedom
Restoration Act). 

138. 524 U.S. 417 (1998) (striking down the Line Item Veto Act).

139. See supra notes 133–138; Marbury v. Madison, 5 U.S. (1 Cranch)
137, 176 (1803) (“The powers of the legislature are defined, and
limited. . . .”).

140. 455 U.S. 457 (1982).

141. See U.S. Const. art. I, § 8 cl. 4.

142. Gibbons, 455 U.S. at 462.

143. Id. at 463.

144. Id. at 468–69. 

145. See U.S. Const. art. I, § 8 (containing seventeen clauses enumerat-
ing Congress’ legislative powers).

146. Gibbons, 455 U.S. at 468–69.

147. Id.

148. See Pollack, supra note 125, at 320 (“Under certain circumstances,
other Constitutional provisions may act as limits upon the Com-
merce Clause. These include the Bankruptcy Clause, and the
Fifth, Sixth, Tenth, and Twenty-first Amendments. These various
provisions have kept Congress from utilizing the Commerce
Clause as a means to avoid the provisions’ requirements.”).

149. See supra notes 148–155. 

150. Patry, supra note 106, at 362.

151. 489 U.S. 141 (1988) (“[T]he Clause contains both a grant of power
and certain limitations upon the exercise of that power. Congress
may not create patent monopolies of unlimited duration, nor
may it ‘authorize the issuance of patents whose effects are to
remove existent knowledge from the public domain, or to restrict
free access to materials already available.’”) (citing Graham v.
John Deere Co., 383 U.S. 1, 6 (1966)). 

152. 499 U.S. 340 (1991). In Feist, the Court, reaching the constitution-
al issue sua sponte, stated plainly that originality is “a constitu-
tional requirement” and the essence of copyright. Id. at 346.

153. See Patry, supra note 106, at 367.

154. See Feist, 499 U.S. at 350 (“[T]he raw facts may be copied at will.
This result is neither unfair nor unfortunate. It is the means by
which copyright advances the progress of science and art.”).

155. Id.

156. 175 F.3d 1269 (11th Cir. 1999).

157. 346 F. Supp. 2d 413 (S.D.N.Y. 2004).

158. 350 F. Supp. 2d 823 (C.D. Cal. 2004).

159. See generally Nachbar, supra note 18.

160. Id. at 317.

161. Id. (a constitutional norm means a rule “required by and even
inherent” in the Constitution). 

162. Id. at 318.

163. Id.

164. Id. at 361–62.

165. Id. at 318 (“When the regulation is economic in character—as is
intellectual property legislation—the preference for representa-
tive government means that constitutional ambiguities affecting
Congress’s power are read in Congress’s favor.”).

121. See, e.g., Nevada Dep’t of Human Res. v. Hibbs, 538 U.S. 721 (2003). 

122. The Trade-Mark Cases, 100 U.S. 82, 94 (1879).

123. The 1870 Act did not have a jurisdictional component that would
limit its scope to interstate commerce. The modern view of the
Commerce Clause permits intrastate regulation of matters that
“substantially affect” interstate commerce, such as trademarks.
See, e.g., Wickard v. Filburn, 317 U.S. 111, 123–24 (1942).

124. Trademark Act of 1946 (Lanham Act), 60 Stat. 427 (1946) (codi-
fied as amended in scattered sections of 15, 17, and 28 U.S.C.).

125. In The Trade-Mark Cases and Heart of Atlanta, the Court did not
explicitly address the question of whether Congress may enact
legislation under the Commerce Clause that is precluded from
enactment under Constitutional provision. See, e.g., Maya Pol-
lack, Unconstitutional Incontestability? The Intersection of the Intel-
lectual Property and Commerce Clauses of the Constitution: Beyond a
Critique of Shakespeare Co. v. Silstar Corp., 18 Seattle U. L. Rev. 259,
297–98 (1995) (noting that the Court did allude to congressional
power to enact legislation outside of the Intellectual Property
Clause).

126. Authors League of Am., Inc. v. Oman, 790 F.2d 220 (2d Cir. 1986)
(Oakes, J., concurring).

127. See 17 U.S.C. § 601(a) (2000). The “manufacturing clause” pro-
tected domestic printers by restricting the ability of foreign print-
ers to receive copyright protection for books shipped to the Unit-
ed States: 

[T]he importation into or public distribution in the
United States of copies of a work consisting pre-
ponderantly of nondramatic literary material that
is in the English language and is protected under
this title is prohibited unless the portions consist-
ing of such material have been manufactured in
the United States or Canada.

128. Authors League, 790 F.2d at 223–24.

129. Id. (“In our view, denial of copyright protection to certain for-
eign-manufactured works is clearly justified as an exercise of the
legislature’s power to regulate commerce with foreign nations.”).
However, the Second Circuit did not determine that the chal-
lenged statute had actually violated an express limit of the Copy-
right Clause. Id.

130. See United States v. Moghadam, 175 F.3d 1269, 1277 (11th Cir. 1999)
(“[E]ach of the powers of Congress is alternative to all of the
other powers, and what cannot be done under one of them may
very well be doable under another.”); see also Heart of Atlanta
Motel, Inc. v. United States, 379 U.S. 241 (1964).

131. Patry, supra note 106, at 371 (1999); see also supra note 106.

132. See generally Murphy et al., supra note 21, ch. IV, § VI.

133. United States v. Lopez, 514 U.S. 549, 567–68 (1995) (“[S]ome of our
prior cases have taken long steps down that road, giving great
deference to congressional action. . . . The broad language in
these opinions has suggested the possibility of additional expan-
sion, but we decline here to proceed any further. To do so would
require us to conclude that the Constitution’s enumeration of
powers does not presuppose something not enumerated, . . . and
that there never will be a distinction between what is truly
national and what is truly local . . . . This we are unwilling to
do.”).

134. Id. at 557.

135. United States v. Morrison, 529 U.S. 598, 601–02 (2000) (holding the
Violence Against Women Act of 1994 (“VAWA”) unconstitutional
for lack of congressional authority either under the Commerce
Clause or the enactment provision of the Fourteenth Amend-
ment). This holding, as well as the holding in Lopez, 514 U.S. 549,
is compelled by the implied limits of federalism, while others



166. Id. at 291 (“There is simply no way to characterize the limits in
the Intellectual Property Clause as so fundamental to the consti-
tutional order as to warrant their inference as a matter of struc-
ture. . . . The Intellectual Property Clause’s limits reflect a policy
choice about the reach of a relatively insignificant form of eco-
nomic regulation allocating quasi-property rights between pri-
vate entities.”).

167. The Supreme Court has never struck down a statute enacted
pursuant to the Copyright Act except for the first federal Trade-
mark Act, which was later revisited in the Lanham Act and
promulgated under the Commerce Clause. See supra notes
122–125 and accompanying text.

168. Nachbar, supra note 18, at 317. Not all Section 8 limits are alike.
Compare Gibbons, 455 U.S. at 462, with Heart of Atlanta, 379 U.S. at
250. 

169. See supra notes 140–146 and accompanying text.

170. See supra notes 116–121 and accompanying text.

171. See Nachbar, supra note 18, at 297 (“There is nothing about the
arrangement of powers and limitations in the Intellectual Proper-
ty Clause to suggest that its limitations, even its express limita-
tions, reach beyond the Clause itself. The limitation is on a
power, which in turn is bounded by the grant.”). 

172. United States v. Moghadam, 175 F.3d 1269 (11th Cir. 1999).

173. See Paul Farhi, CD Bootleggers Face the Music: Supply of Illegal
Recordings Shrinks after Customs Crackdown, Wash. Post, July 14,
1997, at A1.

174. Id.

175. Id.

176. United States v. Moghadam, 175 F.3d 1269, 1271 (11th Cir. 1999).

177. Id.

178. Id.

179. Moghadam, 175 F.3d 1269, reh’g en banc denied, 193 F.3d 525 (11th
Cir. 1999), cert. denied, 529 U.S. 1036 (2000).

180. Id. at 1273.

181. Id. at 1272.

182. Id. at 1273.

183. Id. In contrast, the copyright clause provides for six exclusive
rights. Although not all of these may apply in any particular
work, typically three or more do apply. See 17 U.S.C. § 106 (2000
& Supp. 2002).

184. Id. The only question raised on appeal was whether the lack of a
fixation requirement rendered the statute unconstitutional, and
thus, the court declined to consider whether the absence of a
limited duration would render the statute unconstitutional.

185. Id. at 1273–74 (citing Burrow-Giles Lithographic Co. v. Sarony, 111
U.S. 53, 58 (1884); Goldstein v. California, 412 U.S. 546, 561 (1973)
(“[W]ritings . . . may be interpreted to include any physical ren-
dering of the fruits of creative intellectual or aesthetic labor.”)
(citations omitted)). 

186. Id. at 1280 n.12 (“We assume arguendo, without deciding, that the
Commerce Clause could not be used to avoid a limitation in the
Copyright Clause if the particular use of the Commerce Clause
(e.g., the anti-bootlegging statute) were fundamentally inconsis-
tent with the particular limitation in the Copyright Clause (e.g.,
the fixation requirement).”).

187. Id. at 1275 n.10 (“‘[T]he constitutionality of action taken by Con-
gress does not depend on recitals of the power which it under-
takes to exercise,’ Woods v. Cloyd W. Miller Co., 333 U.S. 138, 144
(1948), and ‘[i]n exercising the power of judicial review,’ we look
only at ‘the actual powers of the national government,’ Timmer v.
Michigan Dep’t of Commerce, 104 F.3d 833, 839 (6th Cir. 1997).”)
(citations altered).

188. United States v. Lopez, 514 U.S. 549, 558–59 (1995). In Lopez, the
Court held that the Commerce Clause empowers Congress to
legislate regarding three things: (i) the use of channels of inter-
state commerce; (ii) instrumentalities and persons or things in
interstate commerce; and (iii) intrastate activities that substan-
tially affect interstate commerce. The Moghadam court focused on
this third category.

189. In the absence of legislative findings of an interstate commercial
nexus and in the absence of a jurisdictional limit, the Moghadam
court would have to “determine independently whether the
statute regulates ‘activities that arise out of or are connected with
a commercial transaction, which viewed in the aggregate, sub-
stantially affect[ ] interstate commerce.’” Moghadam, 175 F.3d at
1276 (citing United States v. Olin Corp., 107 F.3d 1506, 1509 (cita-
tion omitted)). 

190. Id.

191. Id. at 1277.

192. Id. (“[E]ach of the powers of Congress is alternative to all of the
other powers, and what cannot be done under one of them may
very well be doable under another.”) (discussing Heart of Atlanta,
Inc. v. United States, 370 U.S. 241 (1964)). 

193. 455 U.S. 457 (1982); see supra notes 140–147 and accompanying
text.

194. Moghadam, 175 F.3d at 1279.

195. Id. at 1279–80.

196. See id. at 1279–80 (qualifying that “[t]he Commerce Clause can-
not be used by Congress to eradicate a limitation placed upon
Congressional power in another grant of power” but nonetheless
stating “that in some circumstances the Commerce Clause can be
used by Congress to accomplish something that the Copyright
Clause might not allow”).

197. Id. at 1280.

198. Id.

199. See infra Parts II.A–B.

200. See infra Parts II.A–B. 

201. See United States v. Martignon, 346 F. Supp. 2d 413, 417 (S.D.N.Y.
2004).

202. Id.

203. Id.

204. Id.

205. Id. at 429.

206. See supra note 11.

207. See Martignon, 346 F. Supp. 2d at 428–29.

208. See id. at 429 (“The anti-bootlegging statute’s failure to impose a
durational limitation on its regulation is ‘fundamentally incon-
sistent’ with the Copyright Clause’s requirement that copyright-
like regulations only persist for ‘Limited Times.’”).

209. See id. at 428–29.

210. Id.

211. See Martignon, 346 F. Supp. 2d at 422 (“Based on the anti-bootleg-
ging statute’s language, history, and placement, it is clearly a
copyright-like regulation.”).

212. Id. at 420.

213. Id. at 421 (citing the Senate Report on the Uruguay Round Agree-
ment Act, S. Rep. No. 103-412, at 225 (1994)); see also supra note
72 and accompanying text.

214. See 17 U.S.C. § 1101 (2000); see also supra note 8 and accompany-
ing text. 

215. See 18 U.S.C. § 2319A (2000); see also supra note 8 and accompa-
nying text. 
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244. Having found that the civil anti-bootlegging statute is a copy-
right-like statute the court next considered whether it was consti-
tutional under the Copyright Clause. Id. at 831–32. Referencing
the Moghadam court’s discussion of the scope of the fixation
requirement, the KISS court, like the Moghadam court five years
earlier, stopped short of deciding the issue. Id. (citing United
States v. Moghadam, 175 F.3d 1274, 1274 (11th Cir. 1999)). The
court found fixation to be a close question because in a §
1101(a)(3) claim the bootlegged recording may, itself, satisfy the
requirement. Id. at 832.

245. See id. at 825 (KISS performed the concert on July 10, 1976, while
the defendants began selling the video in October 2003).

246. 17 U.S.C. § 1101(c) (2000) (“This section shall apply to any act or
acts that occur on or after the date of the enactment of the
Uruguay Round Agreements Act.”). The “Lost Concert” record-
ing took place in 1976, eighteen years before the anti-bootlegging
statutes were enacted. KISS Catalog, 350 F. Supp. 2d at 825.

247. KISS Catalog, 350 F. Supp. 2d at 832.

248. Id. (citing 17 U.S.C. § 302 (2000)).

249. Id. at 833.

250. Id. at 830.

251. Id.

252. Id. at 834.

253. Id. at 836.

254. Id. at 836–37.

255. Id. at 836 (citing Ry. Labor Executives’ Ass’n v. Gibbons, 455 U.S.
457, 469 (1982)).

256. See supra Part I.D.

257. See supra Part I.D. 

258. See United States v. Martignon, 346 F. Supp. 2d 413, 420 (S.D.N.Y.
2004) (stating that it is “essential to determine how to classify a
statute in order to ensure that it does not run afoul of any
express limitations imposed on Congress when regulating in the
respective arena”) (citing Gibbons, 455 U.S. at 467); KISS Catalog,
350 F. Supp. 2d at 823 (“Like the Martignon court, this Court
finds [Gibbons] to be the most instructive case on this issue.”). 

259. Gibbons, 455 U.S. at 467–68.

260. Id.

261. See, e.g., United States v. Moghadam, 175 F.3d 1269, 1272 (11th Cir.
1999) (“The rights created by the anti-bootlegging provisions . . .
are actually hybrid rights that in some ways resemble the protec-
tions of copyright law but in other ways are distinct from
them.”). 

262. Compare supra notes 178–179 and accompanying text with notes
209–214 and accompanying text. In contrast, copyright prevents
any substantial copying and grants multiple rights to exclude in
17 U.S.C. § 106 (2000 & Supp. 2002). 

263. Of course, in the case of a performance of contemporary music,
the underlying musical composition will often be protected by
copyright, in which case, transcription of the composition and
subsequent performance, although permitted by the anti-boot-
legging statutes, would violate the Copyright Act’s reproduction
and public performance rights. See 17 U.S.C. § 106. However,
performances of musical compositions that have fallen into the
public domain, such as of Mozart, or improvisational or other
works that have not been fixed in a tangible medium of expres-
sion, may be transcribed, performed, and distributed unhindered
by the anti-bootlegging statutes which only protects against
simultaneously produced recordings and transmissions. See
supra note 8.

264. Martignon, 346 F. Supp. 2d at 422.

265. Id.

216. Martignon, 346 F. Supp. 2d at 421 (citing 18 U.S.C. § 2319A(e)(1)
(2000)) (“[T]he terms ‘copy’, ‘fixed’, ‘musical work’,
‘phonorecord’, ‘reproduce’, ‘sound recordings’, and ‘transmit’
mean those terms within the meaning of title 17.”).

217. Id. at 420–22 (emphasis added).

218. See supra note 176.

219. Railway Labor Executives’ Ass’n v. Gibbons, 455 U.S. 457 (1982); see
U.S. Const. art. I, § 8 (conferring all of Congress’ enumerated
powers).

220. See Martignon, 346 F. Supp. 2d at 425 n.16. See generally Patry,
supra note 106.

221. See supra notes 212–217 and accompanying text.

222. See U.S. Const. art. I, § 8, cl. 8; see also 17 U.S.C. § 302(a) (2000)
(establishing a basic copyright term of life of the author plus 70
years).

223. See U.S. Const. art. I, § 8, cl. 8; see also Bleistein v. Donaldson Litho-
graphic, 188 U.S. 239 (1903).

224. See Martignon, 346 F. Supp. 2d at 422–24 (Part II.C: “Sustainabili-
ty of the Anti-Bootlegging Statute Under the Copyright Clause”).

225. See id. at 424–29 (Part II.D: “When Copyright Clause Power Con-
flicts With Commerce Clause Power”).

226. Id.

227. See id. at 426 n.17 (“Congress is not bound by the Copyright
Clause’s limitations when it legislates in an unrelated field and
enacts legislation for a purpose other than the one embodied in
the Copyright Clause. However, when Congress enacts copy-
right or copyright-like legislation, for the purpose stated in the
Copyright Clause, it is constrained by the Copyright Clause’s
boundaries.”).

228. Id. at 426 (citing Gibbons, 455 U.S. at 468–69).

229. The Martignon Order was entered on Sept. 24, 2004 and KISS Cat-
alog on Dec. 21, 2004.

230. KISS Catalog v. Passport Int’l Prods., Inc., 350 F. Supp. 2d 823 (C.D.
Cal. 2004).

231. KISS is a New York City-based band that became famous in the
mid-1970s and is attributed with inventing much of the musical
genre “heavy metal.” The band is known for its elaborate stage
shows, loud music, and extravagant costumes. See KISS, at
http://en.wikipedia.org/wiki/KISS_%28band%29 (last visited
Apr. 11, 2005). See generally Gene Simmons, KISS and Make-Up
(2001).

232. See KISS Catalog, 350 F. Supp. 2d at 825.

233. Id.

234. Id.

235. Id.

236. Id. As of April 11, 2005, this DVD was still available, among
other places, at http://www.mvc.co.uk/common/product.
jhtml?pid=30049846. 

237. See KISS Catalog, 350 F. Supp. 2d at 825. KISS Catalog is the hold-
er of KISS trademarks. Id.

238. KISS Catalog v. Passport Int’l Prods., Inc., 108 Fed. Appx. 525 (9th
Cir. 2004).

239. See KISS Catalog, 350 F. Supp. 2d at 825.

240. Id.

241. Id.

242. Id. at 833 (“Since the Court cannot include a limited term of its
own accord, the Court holds that the current version of the
statute creates perpetual copyright-like protection in violation of
the ‘for limited Times’ restriction of the Copyright Clause.”). 

243. Id. at 828.



266. Id. at 420 (stating TRIPs “dealt completely with intellectual prop-
erty”).

267. Moghadam, 175 F.3d at 1276 (“The specific context in which sec-
tion 2319A was enacted involved a treaty with foreign nations,
called for by the World Trade Organization, whose purpose was
to ensure uniform recognition and treatment of intellectual prop-
erty in international commerce. The context reveals that the focus of
Congress was on interstate and international commerce.”) (emphasis
added).

268. See id.; see also supra note 34. The anti-bootlegging statutes imple-
ment Article 14 of TRIPs which comes under the subheading of
“Copyright and Related Rights.” See supra note 8. 

269. Nimmer & Nimmer, supra note 52, § 8E.05[A] (“In the context of
Chapter 11 [of Title 17], the question arises how Congress
viewed its enactment authority. There is no answer. Chapter 11
itself offers no clue as to how it might pass constitutional muster.
The legislative history, Statement of Administrative Action, and
floor statements are similarly bereft of support.”).

270. See Authors League of Am., Inc. v. Oman, 790 F.2d 220 (2d Cir.
1986); see also supra notes 130 and 258 and accompanying text.

271. 17 U.S.C. § 601 (2000).

272. See Authors League, 790 F.2d at 224 (finding that the Manufactur-
ing Clause was “clearly justified as an exercise of the legisla-
ture’s power to regulate commerce with foreign nations”); see
also U.S. Const. art. I, § 8, cl.3.

273. See 17 U.S.C. § 102(a)(8) (2000). Architectural works were added
as copyrightable subject matter in 1990.

274. See 18 U.S.C. § 2319A (2000).

275. See 18 U.S.C. § 1030(b)(2)(B)(i) (2000).

276. See United States v. Moghadam, 175 F.3d 1269, 1272 (11th Cir. 1999)
(“If bootlegging is done for financial gain, it necessarily is inter-
twined with commerce.”).

277. United States v. Martignon, 346 F. Supp. 2d 413, 419–20 (S.D.N.Y.
2004); see also Laurence H. Tribe, American Constitutional Law
307 n.6 (2d ed. 1988) (“The question of the constitutionality of
action taken by Congress does not depend on recitals of the
power which it undertakes to exercise.”) (citing Woods v. Cloyd
W. Miller Co., 333 U.S. 138, 144 (1948)).

278. Ry. Labor Executives’ Ass’n v. Gibbons, 455 U.S. 457, 471 (1982).

279. See id. (“Although the debate in the Constitutional Convention
regarding the Bankruptcy Clause was meager, we think it lends
some support to our conclusion that the uniformity requirement
of the Clause prohibits Congress from enacting bankruptcy laws
that [in this case] specifically apply to the affairs of only one
named debtor.”). 

280. See supra note 92 and accompanying text.

281. Gibbons, 455 U.S. at 472.

282. Id.

283. See id.

284. See Nachbar, supra note 18, at 338 (“There was very little discus-
sion of the Intellectual Property Clause among the Framers; there
is no record of any debate over it at the Federal Convention.”);
Karl Fenning, The Origin of the Patent and Copyright Clause of the
Constitution, 17 Geo. L.J. 109, 114 (1929) (“The matter, on its mer-
its, apparently aroused substantially no controversy either in the
Convention or among the States adopting the Constitution.”).

285. The Copyright Act of 1790 protected maps, charts and books for
two fourteen-year terms. See Act of May 31, 1790, ch. 15, 1 Stat.
124. The 1909 Act doubled the term of protection and encom-
passed “all the writings of an author” from the moment of publi-
cation, while common law copyright continued to protect all
unpublished works. See Act of March 4, 1909, ch. 320, §§ 4, 35
Stat. 1076, Comp. St. 1916, 9520 (repealed 1976). The Copyright

Act of 1976 extended the term to life of the author plus fifty
years and protected, from the moment of creation, all original
works of an author fixed in tangible medium of expression
under seven broad categories of subject matter. (See Pub. L. No.
105-298, 112 Stat. 2827 (codified as amended at 17 U.S.C. §§
302(a) (1998)).

286. See Thomas B. Nachbar, Judicial Review and the Quest to Keep
Copyright Pure, 2 J. Telecomm. & High Tech. L. 33, 59 (2003) (stat-
ing that the “exercise of the copyright power does not in any
way impinge on the authority of the States.”). But see Nimmer &
Nimmer, supra note 52, § 8E.01[B] (“The federalization of control
over unfixed productions departs from several centuries of
American jurisprudence, given that regulation of activities lack-
ing fixation has traditionally been the realm of state law protec-
tion. In th[is] sense, . . . chapter [11] represents a . . . departure
from Constitutional moorings . . . .”).

287. 17 U.S.C. § 1101(d) (2000).

288. See United States v. Lopez, 514 U.S. 549 (1995); see supra notes
133–134 and accompanying text.

289. See Morrison v. Olson, 487 U.S. 654 (1988); see supra note 135 and
accompanying text. 

290. See Nachbar, supra note 286, at 59 (“While vigilant judicial review
in the federalism context is a response to the possibility that
Congress has taken power from the States, thereby altering the
balance of power so carefully established by the Constitution,
the exercise of the copyright power presents no similarly funda-
mental danger to the constitutional order because exercise of the
copyright power does not in any way impinge on the authority
of the States.”).

291. Id. at 34.

292. Id. at 68–70 (“[T]he Court applies the lower conceivable basis
standard when it is satisfied that the sovereign in question does
indeed have plenary power in the area being regulated.”).

293. United States v. Martignon, 346 F. Supp. 2d 413, 425 n.16 (S.D.N.Y.
2004).

294. See Patry, supra note 106, at 398.

295. See Martignon, 346 F. Supp. 2d 413.

296. See Patry, supra note 106, at 384 (“In Feist, the Court made clear
that originality is the dividing line of Congress’s enumerated
power.”).

297. See 17 U.S.C. § 1101(a) (2000); 18 U.S.C. § 2319A(a) (2000).

298. See 17 U.S.C. § 1101(a) (2000); 18 U.S.C. § 2319A(a) (2000).

299. If the absence of a fixed form triggers any concern at all it is
regarding the scope of the dissemination. Unless it is broadcast,
live performance is accessible to only a limited number of per-
sons. However, that concern is ameliorated by the rather circum-
scribed scope of the protection. The performance may be mim-
icked and otherwise copied after the performance without
violating the statute. See infra note 323. 

300. 487 U.S. 654 (1988).

301. Id. at 689–90.

302. Id. at 677.

303. Id. at 691 (“But the real question is whether the removal restric-
tions are of such a nature that they impede the President’s ability
to perform his constitutional duty, and the functions of the offi-
cials in question must be analyzed in that light.”).

304. Id.

305. Id. at 694 (citing Commodity Futures Trading Comm’n v. Schor, 478
U.S. 714, 727 (1983)). 

306. Id. at 691–92.

307. The Independent Counsel is an executive officer; executive offi-
cers are typically appointed and removed by the President pur-
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325. See H.R. Rep. No. 94-1476 (1976), reprinted in 1976 U.S.C.C.A.N.
5659, 5666 (“Two essential elements––original work and tangible
object––must merge through fixation in order to produce subject
matter copyrightable under the statute.”).

326. See Nimmer & Nimmer, supra note 52, § 1.08[C][2] (“If the word
‘writings’ is to be given any meaning whatsoever, it must, at the
very least, denote some material form, capable of identification
and having a more or less permanent endurance.”) (internal quo-
tations omitted).

327. See Feist Publ’ns v. Rural Tel. Serv., 499 U.S. 340, 346 (1991). 

328. See CBS v. DeCosta, 377 F.2d 315, 320 (1st Cir. 1967), cert. denied,
389 U.S. 1007 (1967) (“[W]hile more precise limitations on “writ-
ings” might be convenient in connection with a statutory scheme
of registration and notice, we see no reason why Congress’
power is so limited.”).

329. See 17 U.S.C. § 101 (2000) (“A work consisting of sounds, images,
or both, that are being transmitted, is ‘fixed’ for purposes of this
title if a fixation of the work is being made simultaneously with
its transmission.”); see also H.R. Rep. No. 94-1476 (1976), reprinted
in 1976 U.S.C.C.A.N. 5659, 5666. 

330. United States v. Moghadam, 175 F.3d 1269, 1281 (11th Cir. 1999).

331. See American Heritage Dictionary of the English Language (4th
ed. 2000) (defining proto as “1. First in time, earliest . . . 2. First
formed; primitive. . . .”), available at http://www.bartleby.com/
61/62/P0616200.html (last visited Apr. 10, 2005).

332. The legal fiction protecting live transmissions that are simultane-
ously recorded is another example of proto-copyright protection.
See infra note 336.

333. See infra notes 336–363 and accompanying text.

334. See Alan J. Hartnick, Do Proposed Database Laws Protect Informa-
tion Rather than Investment?, 14(2) N.Y. St. B.A. Ent., Arts &
Sports L.J. 61 (2003) (“If there is a new law, to avoid controversy,
it will need to be narrowly drafted.”); see also Patry, supra note
106. Contra Nachbar, supra note 18, at 274. 

335. 17 U.S.C. § 101 (2000 & Supp. 2002).

336. See Eldred v. Ashcroft, 537 U.S. 186 (2003).

337. Although the Court has, in certain cases, analogized to patent
law, recognizing “the historic kinship between patent law and
copyright law,” it has also emphasized that “[t]he two areas of
the law, naturally, are not identical twins, and we exercise the
caution which we have expressed in the past in applying doc-
trine formulated in one area to the other.” Sony Corp. of America
v. Universal City Studios, Inc., 464 U.S. 417, 439 at FN 19 (1984). In
Eldred the Court squarely states that durational limits is one area
where fruitful analogies between patent and copyright may not
be drawn. See Eldred v. Ashcroft, 537 U.S. at 217.

338. P.C. Films Corp. v. Turner Entm’t Co., 954 F. Supp. 711 (S.D.N.Y.
1997) (deciding the effect of a copyright renewal upon a perpetu-
al license under the 1909 Act).

339. United States v. Martignon, 346 F. Supp. 2d 413, 429 (S.D.N.Y.
2004) (citing P.C. Films Corp, 954 F. Supp. at 715 (citations omit-
ted)).

340. P.C. Films Corp, 954 F. Supp. at 715.

341. Scott Paper Co. v. Marcalus Mfg. Co., 326 U.S. 249 (1945).

342. Brulotte v. Thys Co., 379 U.S. 29 (1964), reh’g denied, 79 U.S. 985
(1965).

343. P.C. Films, 954 F. Supp. at 715. 

344. See Eldred v. Ashcroft, 537 U.S. 186, 216 (2003) (“[P]atents and
copyrights do not entail the same exchange, and . . . our refer-
ences to a quid pro quo typically appear in the patent context.”). 

345. See id. at 217.

suant to his Article I powers. Id. at 657–60. Congress, authorized
by its Article II powers, delegated the authority to appoint the
Independent Counsel to the Special Division of the D.C. Circuit
Court, an Article III court. See Ethics in Government Act of 1978,
28 U.S.C. §§ 49,591 (1978). The Act also restricted removal by the
President by requiring a showing of “good cause.” See id.

308. 346 F. Supp. 2d 413, 424–25 (S.D.N.Y. 2004).

309. Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 480 (1974) (quoting
Sola Elec. Co. v. Jefferson Elec. Co., 317 U.S. 173, 176 (1942)).

310. See U.S. Const. art. I, § 8, cl. 18 (“To make all Laws which shall be
necessary and proper for carrying into Execution the foregoing
Powers, and all other Powers vested by this Constitution in the
Government of the United States, or in any Department or Offi-
cer thereof.”).

311. See generally Bonito Boats, Inc. v. Thundercraft, Inc., 489 U.S. 141,
168 (1989).

312. See Eldred v. Ashcroft, 537 U.S. 186, 216 (2003) (“Bonito Boats reiter-
ated the Court’s unclouded understanding: ‘It is for Congress to
determine if the present system’ effectuates the goals of the
Copyright and Patent Clause.’”) (citing Bonito Boats, 489 U.S. at
168).

313. See Digital Millennium Copyright Act, Pub. L. No. 105-304, 112
Stat. 2860 (1998).

314. See Martignon Brief for the U.S., supra note 27, at 16.

315. UMG Amicus Brief, supra note 27, at 13; Ass’n of Am. Publishers
Amicus Brief, supra note 27, at 21.

316. See, e.g., Martignon Brief for the U.S., supra note 27, at 16.

317. See id.

318. 499 U.S. 340 (1991).

319. See U.S. Const. art. I, § 8, cl.3.

320. See United States v. Martignon, 346 F. Supp. 2d 413, 423–24
(S.D.N.Y. 2004).

321. See United States v. Moghadam, 175 F.3d 1269, 1274 (11th Cir.
1999).

322. KISS Catalog v. Passport Int’l Prods., Inc., 350 F. Supp. 2d 823, 832
(C.D. Cal. 2004).

323. See, e.g., Estate of Hemingway v. Random House, Inc., 23 N.Y.2d 341,
349 (1968) (“Assuming, without deciding, that in a proper case a
common-law copyright in certain limited kinds of spoken dia-
logue might be recognized, it would, at the very least, be
required that the speaker indicate that he intended to mark off
the utterance in question from the ordinary stream of speech,
that he meant to adopt it as a unique statement and that he
wished to exercise control over its publication.”); see also Falwell
v. Penthouse Int’l, 521 F. Supp. 1204 (W.D. Va. 1981) (finding oral
interview does not come within narrow circumstances that can
sustain a common law copyright cause of action).

324. Cal. Civil Code § 980(a)(1) (1982). 

The author of any original work of authorship that
is not fixed in any tangible medium of expression
has an exclusive ownership in the representation
or expression thereof as against all persons except
one who originally and independently creates the
same or similar work. A work shall be considered
not fixed when it is not embodied in a tangible
medium of expression or when its embodiment in
a tangible medium of expression is not sufficiently
permanent or stable to permit it to be perceived,
reproduced, or otherwise communicated for a peri-
od of more than transitory duration, either directly
or with the aid of a machine or device.

Id.



346. See generally Schechter & Thomas, supra note 64, § 16.1.

347. Id.

348. See Sheldon v. Metro-Goldwyn Pictures, 81 F.2d 49, 54 (2d Cir. 1936)
(“Borrowed the work must not indeed be . . . ; but if by some
magic a man who had never known it were to compose anew
Keats’s Ode on a Grecian Urn, he would be an ‘author,’ and, if
he copyrighted it, others might not copy that poem, though they
might of course copy Keats’s [since Keats’s work is now in the
public domain].”). 

349. See H.R. Rep. No. 94-1476, § 301, at 129 (1976), reprinted in 1976
U.S.C.C.A.N. 5659, 5745.

350. Eldred, 537 U.S. at 216.

351. The anti-bootlegging statutes protect only against unauthorized
recordings and transmissions, and only during the course of a
live musical event. In contrast, copyright protects the copy-
rightholder from any form of copying for the entire term of pro-
tection, as well as against subsequent performances, and adapta-
tions. See supra note 216. Similarly, there is no equivalent to the
Copyright Act’s broad distribution right in the anti-bootlegging
statute. See infra notes 362–363 and accompanying text.

352. See Bonito Boats, Inc. v. Thundercraft, Inc., 489 U.S. 141, 151 (1989);
see also Feist Publ’ns v. Rural Tel. Serv., 499 U.S. 340, 349–50 (1991). 

353. Eldred, 537 U.S. at 224.

354. See Feist, 499 U.S. at 350; 17 U.S.C. § 107 (2000).

355. See Feist, 499 U.S. at 350.

356. Id. at 349 (citing Harper & Row Publ’rs, Inc. v. Nation Enters., 471
U.S. 539, 589 (1985)).

357. See Harper & Row, 471 U.S. at 558. 

358. See supra note 351.

359. See U.S. Const. art. I, § 8, cl. 8; see also 17 U.S.C. § 302(a) (2000)
(establishing a basic term of life of the author plus 70 years).

360. See supra note 8.

361. See 18 U.S.C. § 2319A (2000); 17 U.S.C. § 1101 (2000).

362. See 17 U.S.C. § 106(3) (2000 & Supp. 2002) (providing the copy-
right owner the right to control the transfer of physical copies of
the work).

363. See 17 U.S.C. § 302 (2000).

364. See 18 U.S.C. § 2319A(3)(b) (2000); 17 U.S.C. § 1101(a) (2000).

365. The statutes do not directly interfere with the Copyright Clause.
However, they are in tension with the Copyright Act in certain
circumstances.

In the case where there is a copyright in the underlying musical
composition, if the court determines that the bootleg sound
recording is a “fair use” under Section 107 of the Copyright Act,
then the statute would seem to conflict with the Copyright Act.
See 17 U.S.C. § 107 (2004). The anti-bootlegging statute would
require forfeiture, destruction of the phonorecords, and damages
or imprisonment of the bootlegger, while the Copyright Act, pur-
suant to the goals of the Copyright Clause, would permit free
use. 

Similarly, in the case where there is no copyright in the underly-
ing work (for instance, in the case of an improvisation or per-
formances of works in the public domain, such as Mozart), the
bootlegger may claim a legitimate copyright in the bootleg
sound recording itself and the statute would again seem to con-
flict with the Copyright Act. 

These tensions are not constitutionally fatal. Copyright holders
are subject to certain limits which are, in turn, subject to First
Amendment balancing upon review. For example, federal regu-
lation of indecency and obscenity limit a copyright holder’s abil-
ity to make use of her exclusive right to distribute, display or
perform a copyrighted work. See, e.g., FCC v. Pacifica Found., 438
U.S. 726 (1978) reh’g denied, 439 U.S. 883 (1978); Miller v.
California, 413 U.S. 15 (1973). Similarly, a copyright holder may
be held liable or penalized for publishing unlawfully obtained
information, information that endangers individual safety, or
information that endangers national security. See, e.g., Cohen v.
Cowles Media Co., 501 U.S. 663 (1991) (unlawfully obtained infor-
mation); Rice v. Paladin Enterprises, Inc., 128 F.3d 233 (4th Cir.
1997) (individual safety); United States v. Progressive, Inc., 467 F.
Supp. 990 (W.D. Wis. 1979) (national security). But see New York
Times Co. v. United States, 403 U.S. 713 (1971) (permitting publica-
tion of unlawfully obtained information). Each of these restric-
tions is in tension with the copyright interest in dissemination of
facts and ideas to the public. However, enforcement of such
statutes is subject to ad hoc First Amendment balancing of pri-
vate and public interests, and not to any test arising out of the
Copyright Clause itself.

Although there is no fatal conflict between the Copyright Clause
and the anti-bootlegging statutes, a statutory amendment speci-
fying that 17 U.S.C. § 1101 and 18 U.S.C. § 2319A only apply to
works originally recorded or transmitted after the statutes’
enactment in 1994 would increase clarity and decrease potential
unfairness. Furthermore, an amendment admitting the “fair use”
exception would be preferable to ad hoc First Amendment
review of the statute as applied. Such an amendment might read: 

This act shall apply only to recordings and trans-
missions, as set forth in subsections (a)(1) and
(a)(2) respectively, taking place on or after the date
of the enactment of the Uruguay Round Agree-
ments Act and to subsequent copies of the same.
The limitation to exclusive rights set forth in 17
U.S.C. § 107 shall apply to this section, although
any consideration of fair use shall consider the
intention expressed herein to protect the interests
of performers.
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Attention, Enablers: Racing Drug Intervention Imminent
By Cheryl Ritchko-Buley

Elements of racing’s intervention are contained in
four main points:

1. National Uniform Testing Procedures
Supported by National Uniform Drug Rules

The Supreme Court of Appeals of West Virginia
stated that in horse racing, it is the state racing commis-
sions that have the power to make rules governing the
conduct of racing as well as the rules to effectually
guard against fraud and deception in racing, which
may be effected through administering drugs or nar-
cotics, or by any other means. The danger that such
practices exist cannot be denied, and the need to elimi-
nate them in order to save racing must be obvious to
everyone.3

No one will deny that this power is vested with the
state racing commissions, but the power is diminished
by inconsistency among the states, differences in scien-
tific opinions on the effects of certain substances, and a
fragmented horse racing constituency. For decades, get-
ting all the racing states to agree on the basic elements
of racing regulation, including those related to drugs
and penalties, has been fraught with a series of non-
starters. 

The horses would leave the gate, but never quite
finish the race. The National Association of Racing
Commissioners (“NARC”), Association of Racing Com-
missioners International (“ARCI”), and the North
American Pari-Mutuel Regulators’ Association
(“NAPRA”) have made earnest attempts to categorize
drugs and medications and offer recommendations for
penalties. These guidelines are loosely referenced or
adhered to by state commissioners, but not strictly and
uniformly adopted or enforced as regulations. Part of
the conundrum is tied to economics. 

Drug testing expenditures show wide variance state
by state. Some states simply cannot afford to test for as
many drugs as better-funded labs situated in others.
Furthermore, high levels of spending do not necessarily
guarantee excellent testing results, which depend on the
methodology and the expertise of the laboratory.4 The
result is a labyrinth of testing methods and procedures
as well as inconsistent enforcement of varying drug
rules from state to state.

Meanwhile, even if the states had uniformity in
testing, the chemists and scientists interpreting the test
results are not necessarily in agreement as to what con-
stitutes an actionable drug finding—when to call a posi-
tive. The linchpin to consistency is the need for scien-

Like any substance abuse problem, recognizing that
there is a problem is often the first step toward recov-
ery. Identifying those who enable the problem is also
integral to any recovery. “Enablers” are people whom,
whether they mean to or not, help the user or addict
continue on a destructive path. In some ways, the entire
horse racing industry has enabled “users” or “juicers”
by being too passive and is only helping racing contin-
ue in a direction that serves to damage, if not destroy,
the sport. 

The Chairman of the Thoroughbred Owners and
Breeders Association offered these remarks regarding
drug use in racing: “There are those who say that racing
should address these [drug use] problems behind
closed doors, and for most of our history we have. But
we believe that we have to clearly demonstrate that
we’re facing these issues straight on and dealing with
them. Otherwise someone else eventually will.”1

It is apparent that this problem is not racing’s alone;
high-profile athletes competing in other sports are will-
ing to risk their reputations and careers by using per-
formance-enhancing substances as well. It is an issue
that is no longer emerging; it has emerged. It is very
much out in the open, and to protect the integrity of
sports, a firm and swift solution is in order. “The
world’s fastest man could face a lifetime ban for alleged
doping. Baseball’s home run king is dogged almost
daily with questions about whether he’s used perform-
ance-enhancing drugs. The world’s greatest cyclist has
come under suspicion . . .”2

For years, many people in horse racing have sug-
gested that unchecked cheating is occurring, and many
believe that horses are being given performance-
enhancing drugs and winning at unusually high per-
centages. However, a major obstacle in producing evi-
dence to support this speculation has been that some
drugs are not detectable. 

For the first time in the history of racing, there is a
growing number of people and organizations working
in an industry-wide effort to improve and implement
uniform testing procedures. Perhaps this is racing’s
equivalent to an “intervention” for substance abuse,
where all of the affected parties confront the person
with the habit and tell him how destructive it is. It is a
collective wake-up call to encourage recognition of the
habit and pursuit of help. A grassroots campaign is
evolving, whereby racing’s participants are not
enabling anymore—they are seeking to eliminate, to the
extent possible, the use of performance enhancing sub-
stances in racehorses. 



tists consulted for opinions on substances in racehorses
to agree. Perhaps this will only happen with more
sound research. Adequate financing of the scientific
community responsible for researching drugs and med-
ications in racing is necessary so that science will be a
more reliable basis for meaningful regulatory judg-
ments. One funding source discussed by industry lead-
ers is an additional per-start fee per horse entered in
certain types of races. Those states that adopt these
model drug guidelines may well be the only ones that
benefit from this nationally administered funding
stream—an incentive worth consideration. 

“While recognizing that medication rules were the
responsibility of the individual states, the [National
Thoroughbred Racing Association] NTRA showed a
wish to do its part to maintain public confidence in the
integrity of the sport which it had been charged to pro-
mote and market.”5 The NTRA’s Drug Testing and
Integrity Task Force (the “Task Force”), established in
1998, is working to make drug testing in horse racing
world class. It is operating on the foundation estab-
lished by the Jockey Club that commissioned the 1991
McKinsey Report, a blueprint for a better testing pro-
gram. A decade later, the Task Force has established a
foundation from which to build and house the solution. 

It has engaged in three studies. First, a report,
“Equine Drug Testing: An Assessment of Current Prac-
tices and Recommendations for Improvements,” was
prepared by Dr. Mel Koch, former worldwide director
of analytical chemistry for Dow Chemical Company
and a committee of other analysts outside the racing
industry. That report guided the activities of the Task
Force. Second, the Task Force engaged in a benchmark
survey among thirty-two states of testing practices in
the United States. Thirty of the states responded, which
was the most comprehensive result ever undertaken.
Third, the Task Force began a study of post-race sam-
ples as a broad scale assessment of testing for the indus-
try as a whole. The samples were subjected to a
“Supertest,” a sophisticated drug-testing regimen used
in some racing states, but not in the majority. The
“Supertest” employed an array of ELISA (Enzyme-
Linked Immunosorbant Assay) tests that was far more
extensive than are used by most states. It also relied on
instrumental screening rather than the Thin Layer
Chromatography, used by most. Samples were also sub-
mitted anonymously by twenty-eight states.6

The samples submitted for the “Supertest” had
already been screened by the participating state labora-
tories and deemed free of prohibited substances. As
expected, given the more comprehensive screening of
the “Supertest,” substances were detected that had not
been previously. The laboratories employed for the
“Supertest” were two of the leading ones in the U.S.:
Cornell University in New York and the U.C. Davis

Kenneth L. Maddy Laboratory in California. This may
have been an expensive and time-consuming way to
verify what most people in the industry commonly
accepted, that most state laboratories need to be testing
for more drugs.

The Task Force is collectively working to not only
create better testing, but to have the testing supported
by consistent state drug and medication rules in racing.
The first step in this process includes broad support by
the ARCI as well as the NAPRA, both of which adopted
national model drug rules in April 2004 at a joint con-
vention. The new policy calls for voluntary use of
Lasix/Salix on race days and use of one of three non-
steroidal anti-inflammatory drugs no later than twenty-
four hours before a race. 

Only time will prove whether state commissions
across the country will agree to adopt these rules. Some
states may not see the need for perceived stricter stan-
dards and others may not see the need for perceived
reduced standards.

The ARCI, NAPRA and the NTRA were not
designed to change the rules in a given state, although
they may aim to assist states in enforcing their rules.
This critical need was recognized in a keynote speech
made in 1962 at the Thirty-First Annual Dinner of the
Thoroughbred Club of America, where Joe Estes, the
editor-in-chief of a highly respected trade journal, The
Blood-Horse, said: 

Racing in the United States is now so
big an operation that it may be endan-
gered by its own size. It sprawls and
grows bigger and bigger, and there is
no possibility of intelligent centralized
control of its growth or of its lesser
problems. The challenge now is to
make possible, through access to infor-
mation, intelligent decisions at the state
and local levels. With adequate knowl-
edge at hand, we should be able to sal-
vage the best of our traditions and dis-
card the worst of them.7

2. Higher Security Standards on the
Backstretch Whether It Involves Cameras
or Use of Detention Barns

A group of trainers signed a petition in November
2003, asking the California Horse Racing Board
(“CHRB”) for a rule establishing detention barns in
which horses would be sequestered for as long as twen-
ty-four hours prior to competition. “The point is to pro-
tect themselves from other trainers who may not be
operating within the parameters of medication rules by
placing all entered horses under surveillance. This is
unprecedented. Trainers hate detention facilities, but
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tract with the Board. Equine drug testing is mandated
by Chapter 47-A of the Consolidated Laws of the State
of New York, The Racing, Pari-Mutuel Wagering and
Breeding Law, in section 902. 

Again, there are different approaches in the differ-
ent racing jurisdictions. National efforts are underway
by various associations, including the NTRA and the
National Horsemen’s Benevolent and Protective Associ-
ation, to advance pre-race security measures to deter
illicit or accidental administrations of substances to race
horses.

3. A Treating Veterinarian with a Vested
Interest in Horses’ Performance Must Not
Have Access to Her Horses on Race Day,
Even to Administer Lasix 

Most racing states allow only an anti-bleeding med-
ication, Lasix, now known as Salix, to be administered
on race day. When Lasix was approved, some in the sci-
entific community convinced regulators and the indus-
try that this increased medication usage would increase
field size, allow horses to race longer, and make more
starts per year. However, the facts today show the
reverse. “Horses make 50 percent fewer starts per year
today than 30 years ago. Jockey Club statistics show
that the average horse races for only two years today,
compared to four years 30 years ago.”12 Field sizes have
diminished; tracks struggle to fill the races. The breed
may be weakening. The average distance of all races is
continually shortening. 

The racing life of the horse is half what it used to
be—two years instead of four. Gasper Moschera, for-
merly the leading trainer of the New York Racing Asso-
ciation’s circuit from 1993 through 1998, quit the game
in 2003 after twenty-five years. He said that the decline
in his business as a trainer began when New York
became the last racing jurisdiction in the country to per-
mit Lasix.13 Veterinarians who have a vested interest in
the horses’ performance should not be administering
Lasix/Salix to horses “in to race,” as is the case in many
racing jurisdictions, including New York State.
Lasix/Salix veterinarians have ample access and oppor-
tunity to mix drugs other than Lasix/Salix into the
syringe and administer substances in addition to
Lasix/Salix on race day. Furthermore, Lasix/Salix is a
powerful diuretic and it has been argued that it can
help to mask illegal medications.

According to the book Run Baby Run, written by
Bill Heller, an astonishing ninety-two percent of thor-
oughbreds in this country raced on Lasix in 2001.14 This
near-universal use of race-day Lasix presents the argu-
ment that two years after New York approved Lasix,
more than two-thirds of New York’s thoroughbred pop-
ulation began to bleed. The United States is one of a
small group of countries worldwide that allows race-

about eighty percent of those working in Southern Cali-
fornia have signed the petition.”8 This outcry led the
CHRB to form a research committee to make recom-
mendations on increased surveillance measures for
potential adoption by the board. The committee is
focusing on a camera security program and certain
trainers are currently participating in a test program.
Cameras have been set up in their barns for monitoring.
A cost-benefit analysis will likely be conducted compar-
ing the use of detention barns with and without camera
surveillance. 

In February 2004 the Illinois Racing Board (“IRB”)
started enforcing a harness rule that was on the books
for more than two decades. Back when the rule was
written, almost all horses trained at the track. Surely the
intent of the rule was to give the state greater control
over a few horses shipping into town for stakes races,
and was never meant to apply to the entire horse popu-
lation. Nonetheless, Barmoral Park president Johnny
Johnson defended the stricter detention, calling it a
“necessary step in detention as a catch-all for all of the
various substances and medications that are being
abused.”9

This dormant rule has been activated and detains
all harness horses racing on the circuit in Illinois subject
to a four o’clock p.m. state-monitored detention barn.
IRB Executive Director Mark Laino reported that the
detention barn program has revealed that the win
records of the smaller trainers have improved. Trainers
who were being unfairly beaten by drug users enjoy a
more level playing field with the deterrent effect of the
detention facility.

New Jersey is recognized for state-of-the-art deten-
tion barn facilities even absent state regulations requir-
ing them. The Sports Exposition Authority, however,
requires these detention facilities. At the Meadowlands,
an entire race card of horses is held from twelve to
twenty-four hours before the race, depending on the
type of race and purse level. Surveillance cameras with
manned central monitoring and taped back-up are pro-
vided. New Jersey also conducts blood gas testing for a
practice known as “milkshaking”10 and when this test
was challenged in court, the New Jersey Racing Com-
mission prevailed.11

New York does not have rules on the books requir-
ing detention barns; however, the New York State Rac-
ing and Wagering Board (the “Board”) is exploring this
initiative in conjunction with industry representatives.
Historically, New York’s emphasis has been in the
strength of its drug-testing program, as it tests for more
drugs than any other equine drug-testing program in
the world. The Equine Drug Testing Program for all
thoroughbred and harness racing within New York
State is performed by the New York State College of
Veterinary Medicine at Cornell University under con-



day Lasix; others include Canada, Saudi Arabia, and
five South and Central American countries. Great
Britain, France, Japan, Australia, and New Zealand do
not permit its use and are apparently conducting racing
perfectly well without it, or any other race-day medica-
tion. Here in the United States, Lasix/Salix is being
used preventively, just in case the horse might bleed,
not necessarily for proven bleeders.

Canada has developed a noteworthy initiative,
commonly called the “Vet-tech” program, whereby
treating veterinarians are not permitted to administer
Lasix/Salix on race day; instead a laboratory is used to
provide “vet-techs” to administer the medication. This
way, treating veterinarians are not tempted by access or
opportunity to commit a wrongful administration.

Many states use Lasix barns, where horses are
brought to a secured barn for the administration of
Lasix. Pre-loaded Lasix syringes are used in some juris-
dictions, so that treating veterinarians cannot mix any
other medication or substance into the vial. Illinois, for
thoroughbreds, enforces a security stall program, and a
treating veterinarian is not permitted access to her hors-
es for four hours prior to the start of the given race.
Signs making this abundantly clear are posted on the
stalls. If the treating veterinarian needs to see her horse,
she must contact the racing board and be accompanied
by a commission representative and/or the state veteri-
narian employed at the track. This system removes the
veterinarian’s potential defense that she did not know
which horse was going to race and therefore adminis-
tered a substance to a horse that she thought was not
racing. This concept was used at Finger Lakes Racetrack
recently with considerable success, and this signage
program may be advanced by the New York Racing
Association (“NYRA”).

In 2004 in New York, the Board disciplined a train-
er, assistant trainer, and veterinarian for two tranquiliz-
ers found in the system of the thoroughbred racehorse
Vagabond Saint following a second-place finish at
Aqueduct. “Investigators were told by the trainer’s
assistant that the drugs were administered when a
groom took out the wrong horse the day of the race and
the drugs remained in the horse’s system. Vagabond
Saint was disqualified and placed last in the order of
finish.”15

4. Greater Accountability of Veterinarians and
Trainers for the Submission of Records
Prior to Racing

Many racing jurisdictions require the submission of
treatment records of their patients, the horses, by veteri-
narians or trainers prior to the horses’ races. For obvi-
ous reasons, this practice does not allow veterinarians
to revise their records after a race if a positive occurs. In
some circumstances, treatment records will be a miti-

gating factor for a veterinarian or trainer during a legal
proceeding. If the commission questions the administra-
tion of the Lasix/Salix, the records may be offered as
proof of administration timing.

A new rule is being considered by the Board to
amend 9 N.Y.C.R.R. §§ 4120.9 and 4043.9 in order to
require the submission of written records no later than
twenty-four hours after treatment, or, if it is within
twenty-four hours of post time (the time at which the
race begins), no later than one hour prior to post time.
Presently, the veterinarians are required to maintain
these records and submit them upon the request of the
Board. The records are often submitted late, are inade-
quate in detail, and the time of their creation is often
questioned. The submission of contemporaneous
records may facilitate the prompt and proper investiga-
tions concerning the use of equine drugs in racehorses.
Comparison of these records to reported drug testing
findings, and the details of the training and veterinary
care, may be valuable in proving or disproving facts
and circumstances of treatment. Currently, there is no
practicable way to obtain these records from veterinari-
ans who are not licensed by the Board. This require-
ment would make all relevant treatment records avail-
able without imposing the requirement only for
treatment by Board-licensed veterinarians, since the
records are required under the trainer’s responsibility. 

Under Board procedures, when the Equine Drug
Testing Program at Cornell University detects and con-
firms the presence of a prohibited substance, the labora-
tory immediately informs the Board’s Chief of Racing
Operations and its Chief Counsel. Immediately there-
after, the Chief of Racing Operations informs the state
steward or presiding judge at the racetrack where the
horse’s sample originated, along with other appropriate
board personnel. Investigation into the matter is begun
after the horse and its trainer are identified by the stew-
ard or presiding judge. The sample identifying numbers
are matched by the steward or presiding judge to her
previously locked documentation of collected samples.
After identification, investigation into the circum-
stances, including interviews with all involved parties,
begins. The responsible trainer16 (under 9 E NYRCC
4043.4) is afforded the option of having a “split” sample
of the original tested at an approved laboratory of her
choice at her expense. After investigation is completed
and all other information gathered and studied, the
licensee, if necessary, is assessed a penalty from the
state steward or presiding judge. Should the licensee
not agree with the penalty given, there is an appeals
process that affords the licensee a full hearing before a
Board-appointed hearing officer. Upon receipt of the
hearing officer’s report, the three-member racing board
renders a decision. A listing of the most commonly used
substances and medicines in the equine racing world is
contained within the Board’s rules. Also contained is
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sports.”20 The only difference is that more money is at
stake in racing. 

Fair play is essential to the game’s success. People
sometimes forget that horse racing is not only a sport; it
is a pari-mutuel game in which people trust billions in
wagering dollars on an annual basis. 

Interventions in substance abuse situations are
often the catalyst for a new beginning. Horse racing is
making real strides, but more gains are required. His-
toric change appears to be in the works, but appear-
ances do not count. It is time for racing regulators to
use the information and research the industry has
brought to bear on drugs in racing and finally finish the
race . . . with a clean post-race report. Some states will
require legislative approval, while others will require
administrative approval. Either way, it is a lengthy and
unpredictable process.

If there is an equivalent to lameness, or some other
reason or excuse as to why uniformity cannot be
achieved among racing states, an act of Congress may
be the only means to force the states to take cognizance.
Whether Congress amends the Interstate Horseracing
Act, or proposes a national anti-doping statute, racing
states would then be required by federal law to promul-
gate uniform rules. While the doping issue in sports
remains a “hot-button” issue, this may be the most
immediate way to mandate uniformity. Certainly, how-
ever, it is a bitter pill for some states to swallow.

* * *

Drug Intervention Update
Since a version of this article was published in the

Fall of 2004, the industry did more during the Spring of
this year to combat the use of illegal performance-
enhancing drugs in horseracing than it has in decades.
This has been accomplished through progress in achiev-
ing uniformity of regulations in key racing states,
increased drug testing of blood and urine samples of
the race horses, and greater security surveillance of the
race horses situated on the tracks’ backstretches. 

Uniform Drug Rules
In 2002, the NTRA initiated uniformity in drug test-

ing by establishing the Racing Medication and Testing
Consortium (“RMTC”). Its mission is to develop uni-
form drug policy for the thirty-eight jurisdictions in the
United States—both in testing for therapeutic medica-
tions and performance enhancing drugs, as well as for
the issuance of more consistent penalties for drug posi-
tives. Twelve months after the ARCI and NAPRA joint-
ly adopted model equine drug rules, thus far, fourteen

the number of hours “out” (before race day) that these
listed drugs may be administered.17

At the Jockey Club’s Annual Round Table Confer-
ence in 2002, Gary Biszantz, then chairman of the
National Thoroughbred Owners and Breeders Associa-
tion, passionately shared his philosophy. He character-
ized his position on equine drugs as “less is better than
more.” He asserted, “Economic decisions outweigh the
horse’s health, fairness, and safety for both the horse
and the rider. I grew up believing the horse was first,
the trainer was in charge, and the veterinarian was
there if we had injury or illness,” and expressed his
hope that “we can go back to thinking that the horse,
safety, and fairness are more important (than getting an
edge).”

Another outspoken critic of drugs in racing is Barry
Irwin, president of Team Valor, a thoroughbred racing
syndicate. In the 2004 season, Team Valor has won forty
races from one hundred and fifty-five starts and
employing twenty-one different trainers for forty-four
runners. Recently, Team Valor immediately terminated
its employment contract with a prominent trainer, who
took over training for the Kentucky-based stable of syn-
dicated runners in January. The trainer and veterinarian
were suspended and fined after the latter was caught
injecting a Team Valor entrant in the receiving barn at
Belmont Park (in New York). In explaining why the
trainer was fired, stable president Barry Irwin said
“Team Valor has a zero-tolerance policy with regard to
drugs. We had no choice other than to do what we
did.”18

Irwin authored an opinion column in the Blood-
Horse entitled “Break the Habit,” where he espoused: 

The only answer is hay, oats and water.
A policy of hay, oats and water would
place everybody on a level playing
field. It would save the expense-
plagued owner thousands of dollars
every year on every horse in the barn.
. . . The game is running out of players
willing to pay the bucks to support a
drug habit that is being pushed by the
very guardians of our sport. Who is
going to step up to the leadership posi-
tion and take a stand to roll back the
current medication policies?19

Leadership has to come from entities that have the
statutory authority to regulate racing, the state racing
commissions, and the responsibility and integrity of
those who are participating in a sport loved and adored
by so many. “Like steroid-fueled Olympic athletes or
bicyclists supercharged with illegal oxygen carriers,
drug-using horses undermine the public’s faith in



states (Arkansas, Colorado, Delaware, Illinois, Texas,
Kansas, Kentucky, Nebraska, Ohio, Oklahoma, Virginia,
Washington, West Virginia and Wyoming) have adopt-
ed and implemented all or part of these equine model
drug rules. Many more states are expected to adopt all
or part of the chapter by the end of 2005, to include Ari-
zona, Birmingham County (Alabama), California, Flori-
da, Maine, Maryland, Michigan, New Jersey, New Mex-
ico, New York, North Dakota and Pennsylvania. In the
vast majority of states, the changes necessary to con-
form to the uniform model rule will be the responsibili-
ty of the racing commissions; however, there are two
states that will require legislative changes: Iowa and
Indiana. In both states, the commissions and stakehold-
ers are supportive; however it will likely take addition-
al time due to the legislative component. 

Absent federal intervention, there will probably
never be perfect uniformity in the drug rules from state
to state, but the most fundamental elements of the rules
are moving closer to consistency than they ever have
been. For some states, the uniform rules are stricter than
the rules they have been following almost out of tradi-
tion, while for others, it is relatively consistent with cur-
rent practice. Kentucky, for example, was perceived as a
state that was permissive in its approach to the use of
drugs in racehorses. When it adopted the new, stricter
drug rules, a message was sent to the industry that it
had indeed awakened to its drug problem. By adopting
the uniform rules, Kentucky (home to America’s most
famous horse race, the Kentucky Derby, and some of
the world’s most prestigious breeding farms) has taken
leaps, not steps, toward cleaning up its act. Hopefully,
this action will continue to have a ripple effect and
influence other racing states to adopt tougher drug
rules. New York, I am pleased to report, has earned a
reputation for being a strict racing state in its drug poli-
cies. 

Increased Drug Testing in New York
The Board recently implemented a program to test

the blood-gas levels of horses at some of the state’s
tracks (soon to be all), thoroughbred and harness alike.
This has made a substantial difference in deterring the
practice of “milkshaking,” referred to above. 

Additionally, New York is testing for blood doping
agents called erythropoietin and darbepoietin (“E and
D”). The laboratory cannot detect the presence of these
substances itself, but can detect the antibodies that form
in a horse’s system from administrations of the drug.
The horses that test positive are banned from competi-
tive racing until such antibodies disappear. Unlike other
post-race positives where only the trainer is held
responsible, the owner feels the burden of the penalty
as her horse is suspended from racing until the stew-
ards determine that it is fit to race. However, the test is

only for human E and D, and not horse E and D, sec-
ond or third generation E and D, or designer E and D.
More funding is needed to develop testing in an effort
to detect different forms of the substances. Tests for new
bronchodialators are currently in use. However, tests
for mild sedatives that keep horses relaxed in the pad-
dock and before a race, cone snail venom and other
substances that kill pain also need to be developed.
Designer drugs are a real concern, as chemists can con-
coct them using slightly different molecular configura-
tions, so as not to “ring the bell” or make for a positive
finding of a blood or urine sample at the drug-testing
lab. Equine labs, including that of Cornell University in
New York, are constantly working to develop new tests
for new substances. The NTRA’s Racing Medication
and Testing Consortium has put forth a request for pro-
posals from laboratories and universities to conduct
research in the following areas:

• Prohibited Drugs—Developing and validating
screening and qualitative confirmatory methods
for prohibited drugs to include analgesic peptides
such as ziconotide (cone snail venom) and cobra
venom; novel detection strategy for detection of
race day ethanol administration (breathalyzers);
growth hormone (equine somatotrophin) and
IGF-1; as well as other drugs that have no thera-
peutic use in the horse and which have high
potential to affect the horse during racing.

• Therapeutic Drugs—Developing and validating
screening and quantitative confirmatory methods
for certain therapeutic drugs. The focus here is to
establish consistent thresholds or withdrawal
guidelines among racing states.

• Environmental Contaminants and Substances of
Human Use—Identifying and documenting
sources of contamination and distinguishing con-
tamination from administration. These include
caffeine, morphine, cocaine, and atropine.

• Special Categories—Determining efficacy of
“adjunct bleeder medications” managing exercise
induced pulmonary hemorrhage in racehorses.
The only race day anti-bleeding medication used
in New York is Lasix, but other states use other
anti-bleeding medications in addition or adjunct
to Lasix. Another special category of research is
in studying the effects and best methods for
forensic control over bicarbonate loading in thor-
oughbreds. The project will be designed to simu-
late race day conditions as much as possible and
can be designed around any product that pro-
duces metabolic alkalosis.21

The laboratory at Cornell University is now freez-
ing blood samples of racehorses for up to five years—a
cost-effective deterrent. Drug laboratories across the
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complete assurance of what is in the syringe. Tracks
could authorize only pre-dosed syringes, or even better
yet, use a policy like the NYRA’s or Canada’s, where
the treating veterinarian is not permitted to administer
the race day injection at all. 

The Board has been urging the NYRA in recent
years to use detention barns, and the NYRA’s actions
are to be commended. The Board may be in a position
to adopt rules requiring other tracks in the state do the
same. Every track poses different logistical issues, and
varying degrees of expense to accomplish the use of
detention barns and track administered Lasix, but each
track should make these short-term goals. Now that
many of the state’s tracks are benefiting from Video
Gaming Machine revenues, budgets could provide for
necessary deterrent programs such as these. 

Horsemen are complaining that if there is a Lasix
overage, will the trainer be held responsible under the
trainer responsibility rule? There are many worthwhile
“what if” legal arguments to consider, but none, appar-
ently, that would compel the NYRA to abandon its
deterrence program. In a practical sense, the Board and
the NYRA will have to thoughtfully consider each new
legal matter as it occurs, as it would pertain to this new
security program. History has taught racing that too
many “what ifs” have stifled progress on the drug
deterrence front in the past. 

Upon reflection, writing the update to this article
has been gratifying because at the time of the first writ-
ing last year, I would have been hard-pressed to believe
that such sweeping reforms were possible in the short-
term; but they have come almost overnight. Not only
has the industry acknowledged that the drug problem
does exist, it has also—with the guidance and will of its
regulators—put into action a recovery program that can
continually be made better. The racing fans and betting
public deserve nothing less.
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country are constantly working to develop new tests for
new drugs, but generally have been outpaced by new,
undetectable drugs. By freezing the blood samples, sci-
entists will be able to use new science on samples col-
lected in the past. New tests are continuously being
developed for new substances, and the likelihood of
facing stiffer penalties if caught should work to have a
chilling effect on the willingness to administer perform-
ance enhancing drugs to race horses. Today’s new,
undetectable designer drug may be tomorrow’s routine
post-race positive. 

Increased Security and Surveillance of Race
Horses 

At the one hundred and thirty-first running of the
Kentucky Derby this year at Churchill Downs, back-
stretch security was ramped up like never before.
Louisville police officers and Jefferson County sheriff’s
deputies, as well as extra private security guards hired
by the track surveilled the barns of Derby horses. Addi-
tionally, track and racing commission investigators
were keeping a watchful eye. 

The NYRA, operating three thoroughbred race
tracks in New York—Saratoga, Belmont, and Aque-
duct—implemented a new policy of detaining horses
that are in to race in a secured barn six hours before
their races, with only the NYRA track veterinarian hav-
ing access to the horses during that time. The only other
people with permission to visit horses in the detention
barn are trainers, stable employees, Board and security
personnel, and other NYRA track veterinarians. This
new security barn program went into effect the opening
day of the one hundredth anniversary Belmont Park
Spring season.

The most obvious opportunity for cheating prior to
the deployment of the new detention barn was the pri-
vate veterinarian having full access to the horse at four
hours prior to post-time (the start of the race), potential-
ly mixing another drug into the syringe with the Lasix.
The track now has full control of the process, as a track
veterinarian is administering the Lasix. Mentioned ear-
lier, for several years, Canada has been using a similar
program whereby the state employs veterinarian tech-
nicians who administer the Lasix. 

Even though this year’s Kentucky Derby involved
police and security watching Lasix injections, potential-
ly, a dishonest veterinarian could have treated a horse
with five cc (cubic centimeter or one thousandth of a
liter) of Salix and five cc of an illegal drug in the same
syringe, instead of the permissible upper limit of ten cc
of Salix. There is no suspicion or proof whatsoever that
such administrations occurred, but I hypothesize this as
an area of regulatory weakness. If a track is going to
pay for security to watch injections, it should also have
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Cheryl Buley, appointed to the Racing and Wager-
ing Board by Governor Pataki, was confirmed by the
New York State Senate on June 13, 2000 and is the
first woman to serve on the Board. New York is a
member of the Association of Racing Commissioners
International (ARCI), and Ms. Buley serves as Vice
Chairman of the recently formed ARCI Wagering Sys-
tems and Security Committee. A summa cum laude
graduate of Boston University, she earned a masters
degree in public relations in 1988. Prior to that, Ms.
Buley completed an international business program at
the University of Copenhagen in Denmark and holds
a bachelor’s degree in business and marketing from
The State University of New York at Plattsburgh. Ms.
Buley began her career working as a legislative aide
for New York State Senator Joseph L. Bruno from 1985
to 1986. During this time, she was exposed to a wide
range of topics affecting Mr. Bruno’s district, which
included horse racing. Since that time, she moved into
the private sector as a consultant, where she devel-
oped award-winning public information campaigns
for McDonald’s Corporation and The Dental Society
of the State of New York. Among the clients she has
served is the president of the American Dental Asso-
ciation and McDonald’s Corporation, where she man-
aged regional chapters of Ronald McDonald House
Charities, Sheraton Hotels, and Marine Midland
Bank. She also worked in Oslo, Norway for Arthur
Young as a market analyst in 1990. 

A version of the earlier portion of the article
appeared in the Government, Law and Policy Journal, Fall
2004, Vol 6, No. 2, a publication of the New York State
Bar Association, Committee on Attorneys in Public Ser-
vice, produced in cooperation with the Government
Law Center at Albany Law School.
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Domain Name Dispute Resolution
By Leonard D. DuBoff and Christy O. King

for thousands of dollars. One of the trademark owners
was outraged and filed suit in federal court in Califor-
nia.2 The district court addressed the then-novel ques-
tion of whether Toeppen’s Internet activities were suffi-
cient to subject the Illinois man to personal jurisdiction
in California and ultimately ruled in favor of the Cali-
fornia plaintiff. Although courts do exercise jurisdiction
over foreign defendants engaging in cyber-misconduct,
cybersquatting still occurs, as do other methods of mis-
using domain names.

Typosquatting is another type of domain name mis-
use. Typosquatting occurs when a party registers a
domain name that is very close to another’s trademark
or name for the purpose of capitalizing on an Internet
user’s typographical errors when entering a web
address. For example, the domain name <microsof.
com> would catch a number of Internet users searching
for Microsoft, and <ggogle.com> would divert users
seeking to reach Google.3 Typosquatters position them-
selves to take advantage of a potential customer’s mis-
take and either cause them to think they have reached
the intended site or lure them away from that business.
Even if the visitor quickly realizes that the site is not the
one desired, the typosquatter will already have diverted
the visitor to its own activities.4

Dealing with URL Misuse
What can you do if someone is using <business

name.com> or <trademark.com> as a domain name
without permission of the rightful owner? Or what if
someone is using a domain name that is intended to
divert customers away from your client’s or your firm’s
website?

One option is to sue in federal court. In 1999, Con-
gress passed the Anti-Cybersquatting Consumer Protec-
tion Act, which has been codified as part of the Lanham
Act, the law that governs unfair competition and trade-
mark law.5 A federal lawsuit can, however, be very

If a website is the storefront of twenty-first century
business, then a domain name is like a street address—
that crucial piece of information that brings customers
to the door. But domain names are even more than
that—federal courts have recognized that domain
names identify the entity that owns the website.1 In that
way, domain names function as trademarks by identify-
ing the source of the goods or services being offered for
sale on the Internet. Domain names, like trademarks,
are valuable business assets.

Domain names also present an avenue by which a
business’s name can be misused or its trademark rights
infringed. Because registering a domain name is a quick
and inexpensive process, it is easy for anyone to regis-
ter a domain name that incorporates a trademark,
whether that trademark belongs to that person or not.
This may very well confuse potential customers who
think they are accessing your client’s site. A cyberpirate
can hijack a name or term and divert a potential cus-
tomer seeking information about your client’s business
to its own website or that of another. Thus, every busi-
ness attorney should be aware of the importance of
domain names and know how to protect a client’s valu-
able intellectual property assets, its good name and its
potential customer base.

Resolving disputes over domain names requires an
understanding of the nuances of trademark law. Attor-
neys should be aware of the means of protection from
infringement and the unique ways in which a busi-
ness’s or firm’s name or trademark can be misused in
cyberspace, such as cybersquatting and typosquatting.
This applies not only to clients, but also to the law firm
itself, as the Internet provides an important venue for
the marketing of both products and services, including
professional services.

What Is Cybersquatting?
Cybersquatting occurs when a party registers as a

domain name another’s name or trademark for the pur-
pose of selling the domain name to the rightful owner
at an inflated price. Joe Toeppen was one of the first
notorious cybersquatters. In the mid-1990s, when the
system of domain name registration was still in its
infancy, Toeppen registered hundreds of words as
domain names. Some of the registrations he acquired
were for generic words, like <water.com>, and
some were trademarks, like <deltaairlines.com>,
<eddiebauer.com> and <neimanmarcus.com>. Toeppen
offered to sell his registrations to the trademark owners

“[E]very business attorney should be
aware of the importance of domain
names and know how to protect a
client’s valuable intellectual property
assets, its good name and its potential
customer base.”



expensive and take years to reach a resolution. Also, the
international nature of the Internet means that the enti-
ty misusing another’s name in cyberspace may be locat-
ed in a foreign jurisdiction. Filing a lawsuit in U.S.
courts is possible, but the complication and expense of
the litigation increase when there are foreign parties.

Domain name registrations are easier and cheaper
to obtain than are federal trademark registrations.
Domain name registration, unlike federal trademark
registration, is not regulated by an agency that works to
weed out duplication or attempts to avoid the likeli-
hood of confusion. If the rightful owner of the mark is
forced to litigate domain name disputes, then the cost
of owning and protecting one’s trademark or business
name becomes even greater.

While domain names, like trademarks, are often
business assets valuable enough to justify the time and
expense of a federal lawsuit, there is an alternative
means for resolving domain name disputes that is faster
and less expensive.

Mandatory Online Arbitration System
As an alternative to federal court, there is an inter-

national arbitration system, which provides a quick and
inexpensive forum to resolve domain name disputes.

The Internet Corporation for Assigned Names and
Numbers (“ICANN”) is a private, nonprofit technical
coordination body for the Internet’s name and number-
ing system.6 ICANN coordinates the domain name sys-
tem to ensure that every address is unique and that all
users of the Internet can locate valid addresses.7
ICANN also sets minimum standards for domain name
registrars. In that capacity, ICANN adopted a Uniform
Domain Name Dispute Resolution Policy (the “Policy”).
The Policy has been adopted by all ICANN-accredited
domain name registrars, which includes all registrars
for names ending in .com, .net and .org.8 Anyone regis-
tering a domain name through an accredited registrar
agrees to be bound by the Policy, which sets out guide-
lines for the dispute resolution procedure. Thus, the
arbitration system is mandatory for respondents.

ICANN does not itself resolve disputes between
parties. Instead, disputes are arbitrated by one of sever-
al approved domain name resolution service providers
that must follow ICANN’s Policy. The World Intellectu-
al Property Organization (“WIPO”) is one such
approved service. WIPO is an international intellectual
property organization associated with the United
Nations. It has been providing domain name mediation
services since 1994. While WIPO is not the only
approved domain name resolution service provider, it is
the oldest and one of the most respected.9

WIPO Arbitration Procedure
To attempt to stop interference with a business or

diversion of potential clients away from a website
through cybersquatting or other improper domain
name use, a complaint can be filed with the WIPO
domain name dispute arbitration panel. The dispute
can be resolved by a three-member panel or by one
arbitrator. The cost for filing a complaint and electing
one arbitrator is $1,500.10 Once the complaint is filed
and the dispute resolution provider formally com-
mences the administrative proceeding, the respondent
has twenty days to submit a response. If the case is to
be decided by a single arbitrator, the administrator will
appoint an arbitrator within five days of the receipt of
the respondent’s reply. The complainant then has an
opportunity to submit an additional filing, but whether
the arbitrator reads the additional filing is discretionary.
After appointment, the arbitrator will decide the issue
and notify the relevant parties within seventeen days.

The substantive law applied by the arbitrator is
determined by the contract between the registrar and
the respondent. The domain name registration agree-
ment, which binds the registrant to the mandatory sys-
tem, also sets forth the governing law. Thus, in arbitrat-
ing a claim based on a domain name registered through
a registrar in the United States, the panel will use U.S.
law, including relevant principles of U.S. trademark
law.

The arbitrator will resolve the complaint in one of
three ways: (1) The arbitrator will order the domain
name registrar to cancel the domain name; (2) the arbi-
trator will order the domain name registrar to transfer
the registration to the complainant; or, (3) if the com-
plainant fails to carry the substantive burden, the arbi-
trator will deny the complaint.

Substantive Burden
To prevail in the dispute and have the respondent’s

domain name cancelled, the complainant must establish
that its domain name is identical or confusingly similar
to the respondent’s domain name or trademark, that the
other party has no legitimate interest with respect to the
name, and that the other party has registered or is using
the domain name in bad faith.

The first element, showing that the domain name is
identical or confusingly similar, involves analysis of the
same factors that govern a trademark infringement law-
suit’s finding of a likelihood of confusion. A WIPO arbi-
tration panel that determined <walsucks.com> was
likely to be confused with <walmart.com> relied on the
same eight-factor test developed for the resolution of
trademark infringement suits.11 The test for likelihood
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to requesting an inflated amount of money for the regis-
tration, failing to respond to the petitioner’s requests at
all or providing an inappropriate response may be evi-
dence of bad faith.

Thus, the issues raised in a domain name dispute
involve fact-specific arguments, as well as complex
legal analysis of intellectual property law.

Arbitration versus Litigation
The arbitration system does not provide for the

recovery of damages or attorney fees, both of which
may be available in a federal lawsuit.17 A plaintiff in a
federal trademark infringement suit may recover dam-
ages that can include the defendant’s profits, the plain-
tiff’s actual damages, which may be trebled in an
appropriate case, plus the costs of the action and, at the
court’s discretion, attorney fees.18 Damages may be dif-
ficult to prove, however, and attorney fees are awarded
only in “exceptional cases.” Thus, the efficiency and
economy of the arbitration procedure and the limited
remedies it provides must be weighed against the
expense and uncertainty of federal litigation and the
possibility of recovering damages, as well as attorney
fees.

Conclusion
Lawyers and their clients must evaluate the merits

of filing a federal lawsuit and the potential recovery
available in litigation against the more expeditious and
less costly arbitration procedure when domain name
disputes are involved. Since complex intellectual prop-
erty law pervades both proceedings, it is important to
work with an experienced intellectual property attorney
if you are not familiar with the principles of trademark
law.
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Standing at the Crossroads: Compulsory Licensing
and the Future of Online Music Distribution
By Matthew F. Abbott

[S]ome may feel about the road ahead as Woody Allen expressed it: “we stand at a crossroads, one road leading to
despair and hopelessness, the other road leading to extinction, and I hope we have the wisdom to choose correctly.”

—Senator Orrin Hatch
Senate Judiciary Committee Hearing:

“Online Entertainment: Coming Soon To A Digital Device Near You”
April 3, 2001

difficulty of obtaining all the necessary rights through a
negotiation process.11 The RIAA and record labels
argued that the existing laws were well-suited for
development of the online music market,12 and that
they would soon launch two “legitimate” online music
services that were intended to satisfy the voracious con-
sumer demand for online music.13 Ultimately the com-
mittees responded favorably to the prospect of the
labels’ services,14 and treated the compulsory licensing
proposals with both wariness and some outright resist-
ance.15

Since then, the online music marketplace has large-
ly defied the music industry’s efforts to wrest control of
it. Annual music sales declined by two billion dollars
between 2000 and 2003,16 with the total value of record-
ed music sales dropping by twenty percent over the
four-year period.17 Numerous P2P file-sharing services
such as Kazaa, Gnutella, Morpheus, Limewire, eDonkey
and iMesh were developed,18 hosting significantly more
users than Napster had in its heyday.19 In response to
the popularity of P2P file-sharing, the RIAA filed thou-
sands of lawsuits against individual file-sharers.20 Its
campaign of litigation sparked considerable controver-
sy and prompted Congressional hearings, 21 legislative
proposals22 and responsive lawsuits.23

The online music services so highly touted by the
record industry during the 2001 hearings have contin-
ued to meet largely with consumer indifference, based
largely on restrictive limitations placed upon users.24

The notable exception is the Apple iTunes service,
which comprises seventy percent of the global market
for online music, with over 300 million songs down-
loaded since its launch in 2002, and a current sales rate
of around 1.25 million songs per day.25

This article discusses whether, in light of the ongo-
ing uncertainty and instability in the music industry,
expansion of the compulsory licensing provision is a
necessary solution to restore order and balance to the
online music marketplace. While compulsory licensing
has been proposed as applicable to other forms of copy-

With the new millennium came dramatic and
unforeseen changes in the distribution of musical
recordings. The market for online music was born inde-
pendently from the music industry itself, arising
instead from the convergence of enabling technology
and tremendous consumer demand. This phenomenon
was based on both the popularity of the MPEG Audio
Layer-3 (“MP3”) audio compression format,1 which
allowed large-scale storage of music files on the hard
drives of personal computers, and the emergence of
Napster, a peer-to-peer (“P2P”) file-sharing program
that allowed users to share and exchange the audio files
on their hard drives through a vast computer network.2
The consumer demand for online music proved to be
insatiable, and Napster became wildly popular, with
over sixty million users at the height of its popularity.3
Having shown little interest in developing the online
marketplace, the music industry suddenly found the
demand for online music thrust upon it under the
worst possible circumstances: Consumers were down-
loading millions of sound recordings on a daily basis
without anything being paid to the copyright owners.4
The Recording Industry Association of America
(“RIAA”)5 promptly sued Napster for contributory and
vicarious copyright infringement, and succeeded in
shutting the service down after it was unable to comply
with the terms of an injunction.6 The question remained
as to how the music industry was to make sense of the
new and untamed marketplace.

It was against this backdrop in 2001 that commit-
tees from both the House and the Senate met to discuss
the future of music distribution over the Internet.7 A
major issue raised in these hearings was whether Con-
gress should enact a compulsory license for the distri-
bution of sound recordings over the Internet.8 Testimo-
ny was heard from the RIAA and the major record
labels, as well as from online music services and artists
themselves.9 Representatives of online music services
argued that compulsory licensing legislation was neces-
sary due to the unwillingness of the record labels to
negotiate for use of their copyrights,10 and based on the



righted material available on the Internet, this discus-
sion focuses solely on its applicability to the online dis-
tribution of digital sound recordings as “download-
able” files. 

Compulsory Licensing: An Overview
The right of copyright owners most relevant to the

transmission of music over the Internet is the exclusive
right to reproduce copyrighted works.26 This right
applies to both the sound recording and the underlying
musical work contained within it.27 Although reproduc-
tion rights are exclusive, they are not absolute, and may
be subject to limitations that allow others to exercise
rights that would otherwise exclusively belong to the
copyright owner. A compulsory license represents such
a limitation, because it allows the licensee to reproduce
the work without the owner’s permission.28 A compul-
sory license is a statutorily established license that a
copyright owner is “compelled” to issue to a licensee,
subject to the statutory terms. Under the compulsory
“mechanical” licensing system for the distribution of
musical works in phonorecords, for example,29 a licens-
ee is required only to give adequate notice of the usage
to the copyright holder30 and pay a statutory royalty in
order to reproduce the musical work.31 This limitation
has been described as a copyright law “safety valve”
installed by “copyright pessimists” who espouse less
restrictive copyright protection in instances where there
would be little potential harm.32 Compulsory license
legislation has been enacted only rarely, and under spe-
cific circumstances.33 Currently, only four compulsory
copyright licenses are available.34

The earliest enactment of compulsory licensing leg-
islation came in 1909,35 in reaction to the Supreme
Court’s opinion in White-Smith Publishing v. Apollo.36

That case was brought against a manufacturer of player
pianos by a music publisher who claimed that the
pianola rolls used by pianos to play songs were infring-
ing copies under copyright law.37 Prior to this decision,
composers and music publishers viewed pianola rolls
as a threat to their livelihoods because the rolls were
pre-empting traditional sheet music sales without pay-
ment of any revenues to the copyright owners.38 In
1905, when Congress began its revision of the 1870
Copyright Act, composers and publishers lobbied for an
amendment that would given them an exclusive license
against the manufacture and sale of devices mechani-
cally enabled to record a musical work.39 The player
piano manufacturers opposed the bill based on fears
that it would allow the Aeolian Company to establish a
pianola roll monopoly. Aeolian was a pianola roll com-
pany that had previously bought up the exclusive
rights to manufacture and sell from the catalogs of
almost all of the music publishing companies. Aeolian
had financed White-Smith’s lawsuit, in anticipation of a
favorable ruling from the Supreme Court.40 The Court,

however, held that a pianola roll was not a “copy”
under the current law, since it was not a “legible
embodiment” of the notes on a page, and thus was not
provided protection under the then-existing copyright
law.41

In response, Congress resumed hearings a month
later.42 The result was the Copyright Act of 1909, which
added copyright protection against the unauthorized
mechanical reproduction of musical compositions,
including pianola rolls and phonograph records, subject
to a compulsory license.43 This provision created a com-
promise between the interests of the competing parties
by neither establishing an exclusive property right nor
denying the right altogether.44 The underlying motiva-
tion in the enactment of the compulsory license was the
defeat of the Aeolian monopoly.45

Congress made several unsuccessful attempts to
revise the copyright law between 1924 and 1940.46 In
1955, Congress authorized a copyright revision project
that led to twenty-one years of hearings, studies and
lobbying.47 Throughout the process, a major issue of
focus was the question of whether to eliminate the com-
pulsory license altogether.48 In 1961, the Register of
Copyrights recommended that Congress eliminate the
provision, but was met with strong protest from the
recording industry.49 The Register subsequently backed
away from his position, and the resulting Copyright Act
of 1976 extended the mechanical compulsory license
and updated the 1909 law by providing a mechanism
for royalty rate increases.50 Additionally, it added three
other compulsory copyright licenses: the jukebox
license, for use of sound recordings in public jukebox
performances;51 the cable television license, for re-trans-
mission of network broadcasts over cable systems;52

and the noncommercial public broadcasting license for
transmission of sound recordings within public televi-
sion broadcasts.53

In 1995, Congress passed the Digital Performance
Right in Sound Recordings Act (“DPRA”).54 This gave
copyright owners of sound recordings an exclusive
right to publicly perform their copyrighted works by
means of a digital audio transmission.55 The exclusive
performance right was subject to limitation by the
requirement of a compulsory license for the reproduc-
tion and distribution of a musical work within a digital
transmission.56 For example, if a website made available
a recording of “My Favorite Things” performed by John
Coltrane, and a user connected to the site and down-
loaded that song, it would constitute a digital transmis-
sion of that phonorecord from the website to the user.57

In order to provide this service, the website would be
required to obtain a compulsory license and pay a
statutory royalty to the copyright owner of the musical
work contained within the sound recording, in this case
the publisher representing the interests of the songwrit-
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monopolistic licensing practices by the music indus-
try.63 Likewise, attempts to enact compulsory licensing
legislation in related areas for the purpose of encourag-
ing market growth and competition have fallen woeful-
ly short of their goals, based on the political strength of
the recording industry and the realities of the legislative
process.

Monopolies and Exclusive Licensing Practices

Fear of a major label monopoly over the online
music business arose with the launch of MusicNet and
Pressplay, and led to the 2001 compulsory licensing
debate before the Senate and House committees. How-
ever, this threat has been significantly reduced by a
combination of government scrutiny, healthy competi-
tion from independent services and the presence of P2P
file-sharing. 

Since the initial surge in demand for recorded
music in the late 1950s, a handful of major recording
companies have dominated, commanding up to ninety
percent of the market for musical recordings.64 In 2001,
five major labels controlled eighty-five percent of the
market.65 That same year, AOL Time Warner, EMI and
Bertelsmann (“BMG”) rolled out MusicNet, an online
music service that they promised would be the solution
for the online marketplace. Soon thereafter, Pressplay’s
debut was announced by Sony Music (“Sony”) and
Universal Music Group (“Universal”).66 As these com-
panies together controlled eighty-five percent of the
copyrights for recorded music, they maintained virtual
control over the development of any competitors in the
marketplace.67 Although the services themselves met
with consumer indifference,68 complaints arose that the
companies were refusing to negotiate with startup ven-
tures, or imposing royalty rates so high that competing
companies simply could not afford them.69

Arguments against extending compulsory licensing
prior to 1976 had pointed to the lack of antitrust laws at
the time of the original provision’s passing in 1909.
Opponents also questioned the continued need for a
provision enacted to address monopolistic practices
when a robust statutory framework already existed for
addressing such concerns.70 Today, antitrust laws have
been used to scrutinize business practices of the major
record labels. Furthermore, in 2001, the European Com-
mission launched an antitrust investigation of the major
labels’ online music ventures,71 soon followed in the
U.S. with the opening of an investigation by the Depart-
ment of Justice (“DOJ”).72 The DOJ conducted an inten-
sive investigation of the digital ventures, focusing on
their licensing tactics.73 The investigation was finally
closed in December 2003, finding no evidence of illegal
practices.74 Additionally, in 2001, the Federal Trade
Commission (“FTC”) ruled that Universal and Warner
had violated U.S. antitrust law by conspiring to fix the

ers Rodgers and Hammerstein.58 The record label that
released John Coltrane’s recording, as owner of the
sound recording copyright, would maintain its exclu-
sive right to perform the recording by means of a digi-
tal transmission, and thus the website would also be
required to negotiate a license in order to legally trans-
mit the recording. 

The core issue that surrounds compulsory licensing
of online music is whether the copyright law should
expand the compulsory licensing provisions to include
the digital transmission of a sound recording, in addi-
tion to the underlying musical work. If the provisions
were expanded in this manner, online music services
would be able to transmit whatever sound recording
they chose, subject only to an adequate notice require-
ment and payment of a statutory royalty. While a statu-
torily imposed license may streamline the licensing
process, the proposal must be fully examined both in its
historical context and in relation to present day con-
cerns in order to be properly considered.

Historical and Contemporary Considerations for
Enacting Compulsory Licensing Legislation

Historical Considerations in Enacting Compulsory
Licensing

Since its initial enactment, the compulsory license
has remained a lightning rod for controversy. In the
decades following the passage of the 1909 Act, numer-
ous legislative attempts were made to repeal or limit
the compulsory license provision.59 As the general revi-
sion of the copyright laws commenced in the late 1950s,
the question loomed as to whether compulsory licens-
ing was to survive. In 1961, the Register of Copyrights
made a recommendation that compulsory licensing
should be eliminated, based largely on the findings of
two studies prepared as part of the general revision.60

This recommendation was based on the Register’s
belief that the removal of a compulsory license would
not result in exclusive licensing practices. In part, he
looked to the laws of other countries where, despite the
absence of a compulsory license, musical works were
licensed in a nonexclusive manner.61 In response, the
recording industry argued that the continuation of the
provision would have beneficial effects, including pro-
viding the public with multiple versions of composi-
tions that might not be available under exclusive licens-
ing, enabling small companies to compete with large
companies in offering different recordings of the same
songs, and creating additional revenue for authors and
publishers with multiple recordings of their composi-
tions.62 To a large degree, the issues debated in the
1960s continue to apply to the present day discussion of
compulsory licensing of online music. A primary issue
is whether the failure to expand the compulsory licens-
ing provision will necessarily lead to exclusive or



price of a recording of the “Three Tenors” released
under a joint venture between the two companies.75 The
decision was appealed by the companies, but upheld by
the FTC in 2003.76

Governmental scrutiny has influenced the record-
ing industry to turn away from potentially anti-compet-
itive licensing practices.77 The success of iTunes has
demonstrated that there is money to be made in licens-
ing copyrights to competitors,78 and several additional
independent services have emerged alongside industry-
affiliated services.79 It appears that the major labels
have abandoned the exclusive licensing practices uti-
lized at the time of MusicNet and Pressplay. 

A tremendous additional influence is the free avail-
ability of online music through P2P file-sharing servic-
es, an “alternative market” which has continually frus-
trated the recording industry’s attempts to dictate
online music distribution on its own terms.80 The cur-
rent situation is thus distinguishable from the one that
Congress faced in 1909, where a single company had
positioned itself to hold a monopoly over distribution
of copyrighted music that could only be prohibited
through government intervention.81 Therefore, suffi-
cient mitigating factors exist today in the online music
marketplace, such that fears of monopolistic practices
do not themselves provide adequate justification to
enact compulsory licensing legislation.

Legislative Considerations in Enacting Compulsory
Licensing

The realities of the legislative process further illus-
trate the inadequacy of compulsory licensing as a
response to online music market conditions. Much criti-
cism of compulsory licensing in this area stems from
the established political influence of the recording
industry and historically observed difficulties in repeal-
ing or amending statutory provisions.82 Historically, the
recording industry has exerted a large influence in
shaping the development of copyright law. In 1976, it
successfully lobbied to extend the compulsory licensing
provision, despite the contrary recommendation of the
Register of Copyrights and strong opposition from
scholars, composers, publishers and members of the
copyright bar.83 Where susceptibility to lobbying heavi-
ly influences the determination of a statutory royalty
rate, it may result in legislation that is weighted heavily
in one party’s favor. An example of this is found in the
compulsory licensing royalty rate of 1909. The rate was
set at two cents per composition, but with no provision
for the rate to increase relative to inflation.84 Due to the
lobbying efforts of the recording industry, the rate
stayed constant from 1909 until 1978, with songwriters
and music publishers receiving a royalty that in no way
reflected inflation or the changing conditions in the
marketplace over the sixty-nine year period.85

A more contemporary example is found in the bat-
tle between the RIAA and webcasters over the estab-
lishment of a compulsory royalty rate for non-interac-
tive digital transmissions.86 Under the Digital
Millennium Copyright Act (“DMCA”), the royalty rate
was to be determined by a voluntary negotiation, or
failing that, by the Copyright Office through a Copy-
right Arbitration Royalty Panel (“CARP”).87 Although
several private agreements were reached, the parties
could not come to an industry-wide agreement, and a
CARP was convened to find a solution, subject to the
review of the Librarian of Congress (“LOC”).88 After six
months of hearings, the CARP recommended a royalty
rate that neither party found to be satisfactory.89 The
proposed rate had been determined by examining an
agreement between Yahoo!, Inc. and the RIAA, while
disregarding twenty-five other agreements that had
been reached between the RIAA and smaller webcast-
ers.90 The LOC stepped in, ruling that the CARP had
erred in several of its findings, and issued a revised rec-
ommendation.91 As a result, the number of active web-
casters dropped by thirty-one percent, with many fac-
ing bankruptcy due to royalty payment requirements
beyond their means.92

The CARP proceedings have been criticized for
their unfair expenses, as all parties are required to pay
their own legal, as well as arbitrators’ fees, and the
costs of extensive evidentiary hearings. As a result,
many of the smaller, independent broadcasters have
been forced to drop out, leaving mainly larger compa-
nies to arbitrate their own agendas.93 Additionally, the
proceedings do not follow the Federal Rules of Civil
Procedure, and do not allow depositions, requests for
admission or interrogatories. Critics have charged that
this does not allow the opportunity to test the asser-
tions of an opponent, and may lead to the consideration
of distorted or false statements.94

Where the legislation was intended to strike a bal-
ance between the interests of the webcasting and
recording industries, the actual result was that the for-
mer was significantly reduced by the economic impact
of the imposed rate. Even though one argument in
favor of compulsory licensing for sound recordings has
been that such a license will open up the marketplace to
smaller independent music services,95 the recent history
of the webcasting license indicates that even where leg-
islation allows for negotiation between parties in deter-
mining the rate, the final result is highly susceptible to
lobbying interests and may put significant restraints on
the expansion of the market. This concern is com-
pounded by the difficulty in repealing legislation, as
evidenced by the longevity of the 1909 two-cent royalty.
As one commentator has observed, a potential down-
side of a compulsory license is that it will function to
“lock in” one solution, when a better idea might be just
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nies.101 SDMI’s goal was to design a standard security
architecture that would be uniformly installed in home
electronic equipment and effectively block the use of
illegally obtained digital music files.102 This architecture
was to be implemented by “watermarking” all digital
music files with an undetectable audio characteristic
that would instruct an SDMI-compatible device
whether to allow or disallow the recording or playback
of the file.103 After developing four different watermark
technologies, SDMI issued an open challenge to the dig-
ital music community: If anyone could breach its tech-
nology by successfully “stripping” the audio files of
their watermarks, SDMI would offer a ten thousand
dollar reward. Any technology that was cracked would
be taken out of the running.104 Princeton computer sci-
ence professor Edward Felten took up the challenge,
and within the three week deadline he and his team
had successfully stripped all four watermarks.105 Felten
reported that “people outside the university certainly
could have done it. Anyone with enough time and a
general understanding of signal processing could have
done it.”106 SDMI attacked the findings as inconclusive,
claiming it had not yet been determined whether sound
quality had remained intact, and that there was no indi-
cation that the process could be repeated on different
songs. As Felten prepared to defend his work by pre-
senting his findings at a workshop, he received a letter
from the RIAA threatening a lawsuit under the DMCA
if he went ahead with the presentation. Felten and his
team decided not to present the paper.107

While SDMI was foundering, the market for digital
music had quickly overtaken it. Napster had kicked
open the floodgates, and now the “second generation”
of file-sharing services were enabling tens of millions of
consumers to share files, with the consumer electronics
companies increasingly eager to take advantage of this
lucrative market.108 SDMI has been “on hiatus” since
2001,109 but DRM efforts have continued on a smaller
scale, with individual content providers developing
their own formats.110 Compatibility is a major issue for
many of the formats in commercial use. Files down-
loaded from one music service will not work in the
player software of another’s, nor will DRM-protected
files work in many digital music players.111 Additional-
ly, several DRM technologies have proven vulnerable at
the most rudimentary levels. In 2002, Sony released a
Celine Dion album that was protected by Sony’s
“Key2Audio” technology. Soon thereafter, major news
outlets were reporting that the DRM technology could
be defeated simply by blackening out the edge of the
shiny side of the CD with a felt tip marker.112 The
album caused further controversy as it was reported
that not only were the CDs completely unreadable by
many computers, but loading the CD into an Apple
computer would cause it to crash, prevent it from

around the corner.96 These concerns suggest that at the
legislative level, enacting a compulsory license may
potentially do more harm than good. 

The Influence of the Darknet

The question then becomes whether other consider-
ations exist that would override the uncertainty and
potential for harm in enacting a compulsory license. A
popular argument in favor of compulsory licensing is
that it provides a viable solution to the unauthorized
sharing of copyrighted materials over the Internet. This
unauthorized sharing is enabled by what has been
termed the “darknet,” described as “a collection of net-
works and technologies used to share digital content . . .
[including] peer-to-peer file-sharing, CD and DVD
copying, and key or password sharing on email and
newsgroups.”97 The attraction of the compulsory licens-
ing solution is its ability to instantly “legitimize” file-
sharing by imposing a tax or fee that cannot be avoided
by the user. The recording industry has devoted consid-
erable resources in an attempt to shut down the dark-
net, but to date these efforts have been ineffectual, and
there are strong indications that the darknet will contin-
ue to resist any such attacks.98 The question thus arises
as to whether the ongoing existence provides a suitable
justification for the enactment of a compulsory license. 

Ever since Congress exhibited its disinterest in com-
pulsory licensing,99 the recording industry has cited the
darknet as the greatest threat to its existence and has
attempted to shut it down through development of pro-
tective digital rights management (“DRM”) technology,
litigation against both corporations and individual con-
sumers, and the release of competitive online music
services. To date, the darknet has shown great resiliency
to all of these attacks. Furthermore, an examination of
the history of the darknet and its interaction with the
recording industry suggest that it is playing a partly
beneficial role in the development of a robust and stable
online music market.

DRM

The first industry attack against the darknet was in
the form of security technologies intended to “lock up”
digital content and prevent its unregulated distribution
over the Internet. In the early days of online music it
was believed that technology would soon provide ade-
quate security for music files and quickly curb the free
exchange of copyrighted materials.100 The reality, how-
ever, is that numerous attempts have failed, while the
market for digital music has far exceeded any attempts
to contain it. Two months after the passing of the
DMCA in 1998, the recording industry announced the
formation of the Secure Digital Music Initiative
(“SDMI”), a joint initiative formed with other music
rights organizations and a variety of technology compa-



rebooting and require it to be taken in for servicing.113

In 2003, a Princeton graduate student reported that a
DRM protection developed by SunnComm Technolo-
gies (“SunnComm”) could be disabled merely by press-
ing the “shift” key when the protected CD was in the
CD drive.114 Sunncomm threatened to sue, claiming
related losses of ten million dollars in its share value,
but later backed off the suit amidst heavy controver-
sy.115

In early 2005, a programmer discovered that the
copy-protected songs available for download on the
now-legitimate Napster service could be converted to
unprotected files using America Online’s WinAmp
music player and a readily available plug-in for the
software.116 Napster offers a subscription service that
provides unlimited downloads for the duration of the
subscription, but which deletes all downloaded files
upon the user’s cancellation of service. The effect of the
“hack” was to allow users to sign up for Napster’s four-
teen-day free trial, download an unlimited quantity of
music and then convert it to an unprotected file format
through WinAmp, to avoid deletion of the files upon
the expiration of the trial period.117 America Online
soon responded by removing the plug-in from the
WinAmp website and announcing its intention to fix
the WinAmp software.118

DRM has proven to be an ineffective solution to the
exchange of copyrighted songs over the Internet. The
recording industry’s efforts to preemptively develop
and apply a uniform DRM standard, while well-organ-
ized and well-funded, have been defeated, due to the
failure of technology and the explosive growth of the
online music market. Existing individual DRM solu-
tions are not compatible with each other, and generally
impede the growth of the market. Even as technology
advances, these individual DRM solutions have still
shown a susceptibility to being compromised, often in
simple, “low-tech” ways. The ongoing setbacks and
failures in successfully implementing DRM suggest that
it is unable to provide a feasible solution to wide-scale
copyright infringement over the darknet. 

To date, technology has proved incapable of curtail-
ing the growth of the darknet, and there are strong indi-
cations that no technological solution will be able to
completely halt the sharing of unauthorized copyright-
ed material over the Internet. This sentiment has been
expressed by many in the scientific community for
years, most recently (and perhaps most persuasively)119

by a team of Microsoft engineers, in their paper titled,
“The Darknet & The Future Of Content Distribution.”120

The paper analyzed existing and future darknets to con-
clude that P2P file-sharing networks will continue to
grow in efficiency and complexity and will likely
remain available on a wide scale.121

Litigation

A second attack brought against the darknet has
been through litigation instigated by the recording
industry. The RIAA has filed lawsuits on three fronts;
against electronics manufacturers, P2P file-sharing serv-
ices and individual users. In 1998, the RIAA brought
suit against Diamond Multimedia, the manufacturer of
Rio, a portable MP3 player similar to a Walkman, which
stored approximately an hour of digital music.122 The
RIAA relied on a provision of the Audio Home Record-
ing Act of 1992 (“AHRA”) which required a “serial
copy management system” to be included in any “digi-
tal audio recording device.”123 The district court found
for the defendant, and the Ninth Circuit affirmed, hold-
ing that the hard drive used by the Rio could not be
considered a “digital audio recording device” and that
a serial copy management system would serve no pur-
pose, since MP3 files are not encoded with copyright
information, and the Rio is not capable of copying
downloaded files.124 This ruling effectively halted
industry attempts to stop file-sharing through regula-
tion of the manufacturers of devices.

The RIAA then commenced litigation against P2P
file-sharing services. While the lawsuit against Napster
successfully shut the service down, the emerging “sec-
ond generation” file-sharing services were designed to
avoid similar legal attacks,125 as decentralized networks
in which the corporate owner had no direct control over
the content being transferred over the network.126 RIAA
efforts to dispose of these newer services through litiga-
tion were dealt a serious setback in a 2003 decision
granting summary judgment to the defendant P2P serv-
ices against claims of contributory copyright infringe-
ment and vicarious liability.127 The decision was
affirmed by the Ninth Circuit,128 and subsequently
vacated and remanded by the Supreme Court in June,
2005.129

Recently, the recording industry filed lawsuits
against individuals who share copyrighted music over
the Internet.130 This approach stirred up a considerable
amount of controversy. First, the limited scope of RIAA
investigations led to complaints of lawsuits filed unfair-
ly or entirely in error.131 Additionally, the RIAA’s initial
subpoena procedure was successfully challenged on
constitutional grounds by the Internet service provider
(“ISP”) Verizon.132 The effect of this ruling was to halt
the RIAA’s cost-saving strategy of obtaining user infor-
mation directly from an ISP and using it to force a set-
tlement with the alleged infringer.133

Further controversy has surrounded the RIAA’s
“Clean Slate” amnesty program, through which the
RIAA agreed not to “support or assist in copyright
infringement suits” against infringers who delete all
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down the darknet because technology is capable of
moving much faster than the courts. As soon as a law-
suit strikes a blow for the recording industry, technolo-
gy demonstrates an ability to adapt and produce a solu-
tion that circumvents the particular legal difficulty.148

As a result, the RIAA is constantly playing a game of
catch-up, and has ultimately been forced to sue its own
customers when other approaches have failed. Lawsuits
against individuals, while showing some limited initial
success in reducing P2P traffic, face a daunting combi-
nation of contrary public opinion, responsive litigation
brought by powerful corporate adversaries, the emer-
gence of secure networks and an overwhelming volume
of file-sharing activity. Notwithstanding the Supreme
Court’s ruling against Grokster and other similar file-
sharing companies, it appears highly unlikely that file-
sharing activities via the darknet will be eradicated or
even substantially lessened. While it may signal the end
for the current model of large-scale P2P file-sharing
services with commercial aspirations, such as Grokster
and Kazaa, it will likely hasten a new generation of
darknet technology that is better equipped to evade
detection and enforcement.149 Additionally, it may stim-
ulate consumer interest in offshore services that are
subject to different copyright laws and not necessarily
compatible with laws of the U.S.

Legitimate Online Music Services

Accepting the ongoing existence of the darknet, the
question becomes whether it provides such an immedi-
ate and dangerous threat to the music industry that a
compulsory licensing solution becomes necessary. The
Microsoft darknet paper concluded that restrictive
DRM security was a disincentive to legal commerce,
because “if you are competing with the darknet, you
must compete on the darknet’s own terms: that is, con-
venience and low cost rather than additional securi-
ty.”150 The implication is that the existence of the dark-
net provides mitigating factors that serve to address the
concerns that have surrounded compulsory licensing
since the recommendation of the Register of Copyrights
in 1961. These include the potential restrictive practices
of copyright owners in granting exclusive licenses for
their songs, the opportunity for smaller companies to
compete in the marketplace, and the imposition of both
unreasonable prices and burdensome limitations on the
personal use of digital music. The darknet, by provid-
ing an alternate source of downloadable music free of
costs and restrictions, has essentially forced the record-
ing industry to compete with it very close to its own
terms. This conclusion is supported by the indifferent
consumer response to the online music services rolled
out by the major labels following the demise of
Napster.151 MusicNet and Pressplay were both released
with heavy personal use limitations on content.152 Con-
sumers rejected them, flocking instead to “second gen-

copyrighted sound recordings and send a notarized
affidavit.134 This program drew heavy criticism135 and
prompted a lawsuit filed against the RIAA, demanding
that the program be shut down and the RIAA inform
the public it was “false and misleading.”136

Initially, at least, the RIAA lawsuits caused a signifi-
cant decrease in activity on Kazaa, the largest of the file-
sharing services.137 However, the amount of overall file-
sharing activity has risen steadily since then.138 The
RIAA has stated that the goal of its lawsuits is not to
catch every “hard-core” infringing file-sharer, but to
educate casual infringers that their behaviors are
wrong.139 So far, this tactic appears to have had mini-
mal effect; a New York Times/CBS News poll taken
several months after the RIAA’s initial announcement
of the lawsuits found that only thirty-seven percent of
those polled agreed that online file-sharing is never
acceptable.140 Furthermore, it has been suggested that
the RIAA’s aggressive litigation in this area is creating a
new incentive for file encryption technology to become
a standard for private communications.141 Already file-
sharing services are incorporating features that make
monitoring more difficult, such as file encryption and
the re-routing of files across the Internet.142 Smaller
scale P2P networks, such as Direct Connect and DC++,
have grown in popularity for their abilities to create
smaller “closed networks” that hinder copyright
enforcement efforts.143 Additionally, programs such as
BitTorrent have provided a completely decentralized
and efficient way for users to directly share large-sized
files over the Internet.144 Although these services do not
always offer the selection and ease of use that the larger
file-sharing services may offer, they are better suited for
protecting user privacy and may represent the next evo-
lutionary step in P2P file-sharing. 

A further complication in enforcing copyrights con-
cerns the application of the varying laws of other coun-
tries to content that is made available throughout the
world via the Internet. For example, the popular Russ-
ian online music service Allofmp3.com has been offer-
ing digital downloads to the global market for several
years, priced at around two cents per megabyte, or four
to ten cents per song.145 The site claims that it has
received proper licenses from the Russian Multimedia
and Internet Society, but U.S. record companies claim
that that organization had no authority to grant rights
to their recordings.146 In February 2005, Moscow police
completed an investigation and recommended to prose-
cutors that they charge the operators of the site with
criminal copyright violation. In March, the press report-
ed that prosecutors had declined to press charges, citing
Russian copyright law.147 As of June 2005, Allofpm3.
com continues to do brisk business online, offering digi-
tal downloads at one-tenth of the price of other online
music services. To date, litigation has failed to shut



eration” file-sharing services such as Kazaa and Mor-
pheus. 

Forced to compete with the darknet, music services
must lure consumers by offering options that exceed
those available through P2P file-sharing, both in selec-
tion and ease-of-use. Already, there are indications that
this is happening. It was not until the release of the con-
sumer-friendly Apple iTunes service in 2002 that a
“legitimate” online music service gained widespread
consumer interest. By offering individual song down-
loads with considerably lesser content restrictions,153

the iTunes service has reported over 400 million down-
loads since its launch in 2002 and comprises seventy
percent of the global market for online music.154 Nap-
ster 2.0 launched in 2003, and numerous new or
expanded online music offerings have followed, includ-
ing services from AOL Time Warner (“MusicNet”),
RealNetworks (“Rhapsody”), Buymusic, Inc., Yahoo!
Inc., Musicmatch, Inc. and Microsoft (“MSN Music”).155

Many of these services have offered similar terms and
limitations to those of iTunes on their content.156 The
indication is that digital music consumers will increas-
ingly use online music services, as such services offer
greater selection and quality of tracks. While use of the
darknet may be reduced as legitimate services grow
increasingly popular, it will always exist as a check
against anticompetitive practices and unreasonable
restrictions that may arise in the future. 

The indication that the darknet has helped mitigate
many of the concerns that originally prompted the call
for a compulsory license, together with the positive out-
look for the growth of the online music market in the
next few years, suggests that the darknet has brought
beneficial influences to the online marketplace in regard
to competition and consumer interest. When balanced
with the considerations discussed previously, the
removal of the darknet does not provide adequate justi-
fication for enacting a compulsory license.

Existing Legislative Proposals

Existing Compulsory License Proposals

Several different proposals have been offered as to
how a fair compulsory licensing system might be
implemented, although these are mostly theoretical and
face significant challenges before being successfully
implemented in the marketplace. Professor Neil
Netanel has proposed the “Noncommercial Use Levy”
(“NUL”),157 and Harvard professor William Fisher has
proposed a similar system in which digital files are
uniquely identified by the Copyright Office.158 In both
proposals, the burden of taxation falls on the ISPs, since
taxing either the consumer or the individual file-shar-
ing services is impracticable, and because ISPs are in
the best position to pass the costs on to the consumer.

Verizon itself has proposed a similar compulsory licens-
ing system for online digital content.159

The question of how royalties will be distributed is
a particularly controversial issue in the debate over the
viability of compulsory licensing systems.160 One pro-
posal is the “watermark and census” system, which
requires each file to be uniquely identified, whether
through a digital “watermark,” a digital “fingerprint-
ing” technique or a unique filename.161 Both the NUL
and Professor Fisher’s proposal fall in this category.162

A second proposal is the “Nielsen Family” system,
which would determine usage statistics in a manner
similar to how the Nielsen ratings are calculated,
wherein a scientifically accurate group of digital content
consumers would have its online activities monitored,
and overall digital content usage would be projected
based on the data gathered.163

The “watermark” proposal has been criticized in
two respects. The first is that watermark technology has
shown a proven susceptibility to being compromised.
The second criticism is the potential for the watermark
and census system to be “gamed,” or manipulated to
achieve individual ends, so that collected data is
skewed inaccurately, either by “hacking” the water-
marked file or by less technical means.164 Such “gam-
ing” of the system could be motivated by a number of
different factors, such as the desire to increase a particu-
lar artist’s royalty payments, or the desire to reward or
punish an artist for taking a political stance.165 The con-
cern with such a new and untested system, which
depends on precise data both to compensate artists and
determine tax rates, is that there will be tremendous
incentive to “game” the system, and no foolproof way
to prevent it from happening in some form.166

The Nielsen Family proposal is criticized on its abil-
ity to generate accurate statistics, and on the potential
unfairness of determining the large-scale allocation of
royalties based on the digital entertainment consump-
tion of a relatively small group of consumers.167 The
first concern is that while the Nielsen model may work
for a consolidated group of networks showing a limited
amount of programs, it will not functionally extend to
networks where millions of individual files are being
exchanged on a daily basis. The potential for the small-
er and less popular copyright owners to “fall through
the cracks” and lose out on royalty payments seems
extraordinarily large when using a sampling group.
Additionally, consumers may balk at the idea of taxes
being levied on them based on the habits of a sampling
group that may not accurately reflect their own.168

Even this brief survey of the technical challenges in
implementing a workable compulsory licensing system
indicates that there is a significant amount of uncertain-
ty as to whether such a system would be fair and effec-
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cumstances, the enactment of a compulsory license
becomes an unnecessary and problematic solution that
should be avoided. Although fears of monopolies and
exclusive licensing practices have led to passage of
compulsory licensing legislation in the past, the circum-
stances surrounding the online music market are suffi-
ciently distinguishable such that historical justifications
for imposing such a license are inapplicable. While fears
of anti-competitive practices have not lost their relevan-
cy, adequate safeguards exist. Another significant con-
sideration is compulsory licensing’s susceptibility to
lobbying, and its potential to impose an inflexible
licensing system that may prove difficult to repeal as
market conditions change and evolve. While compulso-
ry licensing has been advocated based on its ability to
balance the online music marketplace, the webcasting
industry’s efforts to obtain workable licensing terms
demonstrates that government intervention itself does
not necessarily provide an adequate solution, even with
the best intentions.

The darknet has shown an ability to mitigate con-
cerns previously raised in favor of compulsory licens-
ing. By creating an “alternative market” on which terms
the online music market must compete, the darknet has
facilitated greater competition from independent com-
panies and forced more competitive prices and personal
use allowances from major services. The ongoing exis-
tence and increasing sophistication of the darknet will
continue to force innovation and competitiveness on the
part of the legitimate online music industry, preventing
stagnation and anti-consumerism. While the darknet
will likely never completely disappear, the challenge for
the online music industry is to beat it at its own game.

In the meantime, an examination of existing pro-
posals for compulsory licensing systems has shown that
their practical implementation is fraught with issues
and uncertainties, with a strong potential to replace the
existing problems in the marketplace with a set of
unforeseen problems. The online music industry must
endure its growing pains on its own, and without the
assistance of an intrusive and problematic measure. The
indications are that the industry is moving in the right
direction, albeit slowly and painfully, and that the tur-
moil of the last few years may soon be a thing of the
past.
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tive, or whether it would introduce a whole host of new
problems to the online marketplace. The technical diffi-
culties in accurately tracking the amount of digital con-
tent being exchanged over the Internet present a chal-
lenge not encountered in previous compulsory licensing
applications, and the ongoing debate suggests that the
implementation of such a system has the potential to
replace one set of problems in the online marketplace
with an entirely different set.

The Music Online Competition Act

The introduction of the Music Online Competition
Act (“MOCA”)169 in 2001 was a response to the House
and Senate hearings of that year and represented a leg-
islative attempt to encourage competition within the
online music industry.170 MOCA fell short of calling for
an expansion of the compulsory license provision, a
decision of the sponsors that was influenced by
announcements that MusicNet and Pressplay would
begin granting licenses to their competitors.171 Instead,
it called for an assurance of nondiscriminatory licens-
ing, wherein copyright owners would be required to
license their sound recordings under terms and condi-
tions no less favorable than those offered to any other
company offering “similar services.”172 However, the
nondiscriminatory licensing provision has been criti-
cized for its inability to restrict anticompetitive prac-
tices.173 While the provision would require all terms
and conditions to be equally favorable, there is nothing
to prevent the major labels from charging exorbitantly
high royalty fees to licensees, although such terms are
technically no less favorable than those offered to their
affiliate companies.174

MOCA drew strong criticism from the RIAA, which
took the position that the nondiscriminatory licensing
provision was tantamount to a compulsory license and
unnecessary, since the market was already “moving in
the right direction” and addressing the needs of con-
sumers.175 As non-affiliated music services increase in
number and offer increased competition to the affiliated
services, it seems unlikely that any Congressional action
will be taken on MOCA. While it has drawn criticism
from those on both sides of the issue, MOCA suggests
that, should a legislative response become necessary,
perhaps the best option lies somewhere between gov-
ernment inaction and the enactment of a full compulso-
ry license. 

Despite several tumultuous years, it is apparent
that the road before the music industry does not lead,
as Orrin Hatch remarked in 2001, to despair and hope-
lessness or to extinction. Rather, the online music mar-
ket is experiencing growing pains and attempting to re-
adapt itself to the changing needs of the consumer,
while dealing with the numerous technical and legal
challenges that have arisen as a result of the wide-
spread use of digital music. Under these current cir-
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File-Sharing and Market Harm: An Economic Approach
By Michael A. Einhorn, Ph.D.

The Retail Bottleneck 
Some seventy-five to eighty percent of record sales

in the U.S. market are produced by four major compa-
nies that own forty-three labels. In addition, the four
companies also distribute records for over nine hun-
dred independent labels. The production sector is shift-
ing toward the latter group.

A record label is primarily a financing organization
that invests unsecured amounts in performing artists,
sometimes unknown, in order to provide new releases.
Major labels may invest some two hundred thousand to
three hundred thousand dollars for an advance in order
to fund the production of a master recording. These
amounts are supplemented by additional expenses for
CD manufacture, artwork, radio promotion, store dis-
play, print advertising, video, and concert promotion.
Since fan taste is uncertain, labels fail to recover
incurred costs in nine out of ten cases. Labels cover
their commercial losses through profits earned by the
relatively few acts that do succeed.

Since 2000, when the value of shipments began a
five-year decline, the major record labels have experi-
enced tough times. As a consequence of an ongoing
market downturn, record companies have shed labels,
fired workers, and dropped artists. While copyright
infringement has probably caused some loss, negative
market trends related to changes in production, distri-
bution, and promotion were in motion before 2000 and
should not be overlooked as long-run depressing fac-
tors. 

A key factor in reducing the profitability of major
record labels has been the increasing domination of
retailing by “big box” stores.3 With amazing growth in
the past decade, Wal-Mart, Best Buy and Target now
sell over fifty percent of all record albums sold in U.S.
stores.4 The expansion has hurt other specialized record
chains and record clubs; some one thousand one hun-
dred chain and independent record stores closed in the
year 2003 alone.5 Wherehouse Entertainment and Tower
Records were the most recent bankruptcies in a retail
sector that has been experiencing such downturn since
1994.

“Big-box” chains have the buying clout to negotiate
wholesale prices to rock-bottom levels and reassign
floor space from noncompliant suppliers. As a market-
ing practice, “big box” outlets sell CDs below wholesale
price—for example, as loss leaders—in order to attract
shoppers to other store merchandise, such as home

In a number of recent interchanges, several academ-
ic researchers discussed whether or not file-sharing
suppresses record sales. At least one research team,
comprised of Felix Oberholzer and Koleman Strumpf,
was so inspired by its findings that it filed an amicus
brief1 on behalf of the file-sharing networks Grokster
and Streamcast, which were respondents in the recently
decided Supreme Court case of MGM v. Grokster. Pre-
sumably, the content industries should have no objec-
tion to allowing unrestrained uses of a file-sharing tech-
nology, even if such uses are unauthorized and a
licensing fee could otherwise be collected, so long as
file-sharing does not depress sales. 

This narrow question of store loss fails to recognize
elementary concepts in common law and microeconom-
ic theory. As a matter of common law, rights owners
now enjoy the right to license use of protected material,
even if the use may stimulate commercial demand.2 As
a matter of economics, any uncompensated transaction
may displace opportunities for other market arrange-
ments and licensing institutions. 

The music industry continues to confront key bot-
tlenecks in the retailing chain and in the presentation of
new releases to potential buyers. Through the growth of
digital technology, these markets are experimenting
with new forms of production, distribution, communi-
cation, and retailing. With new and responsive relation-
ships, artists and labels may provide more content,
reduce producer risk, and enhance the audience experi-
ence. This rapid innovation implicates processes, orga-
nizational structures, and methods of presentation that
markets must test. 

I shall make no prediction of the outcome of any
present litigation, guess whether the actions taken by
the Recording Industry Association of America
(“RIAA”) against individuals are effective, or even
attempt to discuss whether file-sharing depresses or
stimulates sales. Rather, I will point out only that file-
sharing technology is a competitive option in the mar-
ketplace. The enabling networks now access many of
the same works that a competitive service would
license and sell for a small profit or otherwise market
with advertising, playing devices, or related product.
The potent and reactive forces unleashed and filtered in
the market crucible will be weakened considerably if
infringing services are permitted to take inputs freely
and preempt market space from other competitive
providers of similar services. 



appliances, electronics, groceries, and processing. Selec-
tion at the “big box” is generally smaller than at the
record store; by one account, the average Wal-Mart
store displays five thousand titles, which contrasts with
sixty thousand titles displayed at a specialized record
store.6

With lower profit margins and less shelf space at
retail outlets, record labels may have a serious retail
bottleneck so long as most albums are purchased
through “big box” outlets. Data from the Almighty
Institute of Music Retail confirm that the trend in store
openings continued in 2004 at full pace and that market
trends are not about to reverse.7

Opening Closing 
Independent Stores 24 362 
Specialized Chains 14 210 
Big Box 290 48

Moreover, retail margins will continue to dwindle.
Market leader Wal-Mart announced plans in October
2004 to negotiate wholesale prices for CDs down to the
average retail price of nine dollars and seventy-two
cents.8 This could erode label profits for each CD sold
by a full two dollars. It is reasonable to expect Target
and Best Buy to try a similar maneuver. The concatena-
tion of events then is likely to make the “bricks and
mortar” sector a less profitable retail channel. 

Independent Labels 
While major labels now account for seventy-five to

eighty percent of registered retail sales in the U.S., the
website allrecordslabel.com now provides the names of
sixteen thousand six hundred labels from eighty-seven
thousand artists in two hundred and forty-four genres,
including categories as narrow as Afro-Latin (eighty-
three labels), Beach (eighteen labels), Bossa-Nova (sev-
enty-two labels), Gay/Lesbian (forty-eight labels), and
Polka (twenty-two labels). Despite limits in distribution,
the independent sector has grown tremendously in the
past decade; the annual number of new releases from
1991 through 2001 grew from seventeen thousand to
thirty-seven thousand.9

Compared with major labels, independent labels
carry a smaller roster of acts. Without deep pockets,
they offer smaller advances and invest less in breaking
the act in traditional retail and promotional channels.
With less upfront investment, independent labels can
offer artists a larger share of profits from CD sales (usu-
ally fifty percent, as distinguished from ten to fifteen
percent at a major). Consequently, a band can make five
to seven dollars per incremental CD sold, and double if
it owns the label itself. 

Affiliated Distribution

Independent labels distribute fare to retail establish-
ments through national distributors often operated by
the major record companies, or independent regional
distributors that serve individual stores and regional
one-stops. The website Answers.com now lists over one
thousand two hundred independent labels now affiliat-
ed with a major or independent distributor and an
additional three hundred and ten that realistically
could. Besides distributing for their in-house labels, the
four major recording companies operate four distribu-
tor coalitions, Red Distribution (Sony BMG Music
Entertainment), Fontana (Universal Music Group), Car-
oline (EMI Group), and the Alternative Distribution
Alliance (Warner Music Group), which distribute for
over nine hundred independent labels. 

A knowledgeable authority lists nine different
arrangements that major distributors and independent
labels may structure with one another.10 In addition to
joint ventures, cross-licensing, and general risk-sharing
arrangements, the majors can provide money to indie
labels as a form of incubator financing. In an innovative
process called upstreaming, major distributors promote
independent artists with an option to “pick up” the
band for a contracted buyout fee. As another arrange-
ment, the recently divested Warner Music Group now
promises to pick up entire labels that are successful at
developing acts. 

The rationale behind the distribution revolution
was accurately summarized by one of its architects,
Andy Allen of Alternative Distribution Alliance. “In the
early ’90s, indie labels had to cobble together a national
network of regional independents to achieve national
distribution. . . . If you were a large indie and trying to
compete, it was a pretty difficult system. So, the
thought was to create a system with the same kind of
visibility and safety and security of a national major,
but scaled for independents.”11

While major labels have suffered stagnation and
decline since 2001, a number of significant independ-
ents have done quite well, including Sub Pop, Domino,
Or, Enjoy, Matador, Bloodshot, New West, and Rounder
Records. Due to the shift in relative business positions,
independent labels now increasingly serve as the nerve
endings of the industry, championing new trends and
finding new artists. For its part, the major distributor
asserts marketing clout and more efficiently diversifies
risk. 

Digital Distribution

For bands that choose to produce physical albums,
independent manufacturers such as Oasis, Discmakers,
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iTunes, Sony Connect, MusicMatch, and Napster is
roughly equal to the related cost of licensed content,
bandwidth, credit card services, and administration that
these services pay to labels and service providers. 

Second, the diverse music services feature a num-
ber of business models. Apple has sold over four hun-
dred million download tracks at a virtual loss in order
to sell its iPod playing device at a considerable profit.
Sony BMG has a similar strategy for the Walkman AOL
Music, and Yahoo! Music merged its search engines
with radio webcasting, music and advertising services.
Between them, subscription services Rhapsody and
Napster now serve over one million customers with an
“all you can eat” streaming service for nine dollars and
ninety-nine cents per month. For an additional five dol-
lars per month, fans may download subscription tracks
to portable players.

As a variation on the theme, “bricks and mortar”
businesses (e.g., McDonald’s, Pepsi, American Airlines,
Citibank, and the Gap) have either sold or given away
music tracks in order to promote other products. Star-
bucks allows customers to burn tracks from in-store
locations and thereby avoid bandwidth and related dis-
tribution expense. Circuit City bought the digital music
platform MusicNow (formerly known as Full Audio),
Target has a distribution deal with Napster, and Best
Buy distributes music services from Rhapsody and
Napster. 

The music services easily accommodate independ-
ent labels. As the market leader in downloads, Apple’s
iTunes now targets indie fans with rights to six hundred
labels; Microsoft now offers content from three thou-
sand independent labels. Recent launches by eMusic
and Audio Lunchbox respectively feature catalogs of
three thousand five hundred and four thousand two
hundred labels. Wippit, Weed, IntentMedia, and Cor-
nerband now sell licensed catalogs drawn exclusively
from independent labels. With more openness, thirty
percent of all track downloads sold in a recent period
on the music services were licensed from independent
labels, in contrast with the offline counterpart of twenty
percent.12

There is yet a major bottleneck in the new digital
market—the lack of interoperability of different services
and devices. If all devices and services were interopera-
ble, a prospective buyer could build up a catalog with-
out worrying about later obsolescence of any one
device or service option. However, with a seventy per-
cent market share among playing devices, Apple’s iPod
playing device is designed—through its DRM technolo-
gy Fairplay—to accommodate only tracks sold through
its Apple iTunes. The additional compatibility with dif-
ferent services would evidently spur sales of Apple’s
iPod device but reduce the sales of its iTunes down-

A2Z, Cybernotes, and Media Services can produce fin-
ished CDs for as little as eighty-four cents per unit.
Product can be shipped directly to online retailers (e.g.,
CD Baby, Amazon, Borders, and Waldenbooks.) 

Of these retail stores, CD Baby, which is second
only to Amazon in total CDs sold, markets independent
CDs exclusively. For a thirty-five dollar fee per regis-
tered release, CD Baby also makes a dedicated webpage
designed to showcase the release, including clips, links
to artist websites, and text articles. The master site gets
over one hundred and fifty thousand hits a day. Artists
choose their prices; the service keeps four dollars per
CD sold. 

Another major innovation in the distribution of
new acts is the Orchard, which now distributes records
from over two thousand five hundred independent
labels in over fifty countries. For a forty-nine dollar
release fee, a band may provide each song on a CD on a
track-by-track basis to twenty-three music services in
the U.S. and ninety-seven more in twenty-five foreign
countries. For an additional ninety-nine dollars, the act
may register with a supplemental Orchard service that
distributes to online retailers and one-stop distribution
partners that serve major retail outlets. Artists receive
seventy percent of Orchard net revenues generated
from the sale of music.

However, cash-starved recording acts do not even
need to press CDs to get their music widely distributed.
To test the popularity of a particular track before press-
ing a CD, promotional library Band Radio operates a
satellite service that makes single tracks available to a
worldwide audience of radio stations, background
music users, and other music programmers. Bands may
also directly upload recorded tracks to Ingrooves and
Digital Musicworks, which make content available to
the major music services, including Apple’s iTunes,
MSN’s Music Store, Rhapsody, Napster, and Sony Con-
nect. With Freeplay, bands may upload content avail-
able for free use in television synchronization; money is
earned from performance royalties collected when the
program is subsequently aired. 

The Music Services 
In the past five years, a number of new services

have emerged to enable the retailing of digital audio
transmissions, downloads that are permanently cap-
tured or streamed for one use. Within the past two
years alone, Apple, Sony, Napster, RealNetworks, Wal-
Mart, Microsoft, Virgin, and MusicMatch have attracted
some recognition as music providers. 

A few points are in order. First, the market for
music services is vigorously price-competitive. The
market price of ninety-nine cents per download on



loads. Since the iPod is very profitable but tracks are
not, it is surprising that Apple has not accommodated
interoperability. 

The Communications Bottleneck
A second part of the bottleneck on new music has

been the lack of channels to enable performance of new
sounds not signed to major label contracts. 

Broadcast Radio

Some twenty chains of forty or more local stations
now own most of the nation’s ten thousand commercial
radio stations, including the six thousand three hun-
dred that play music. Radio stations regard their mis-
sion to be the sale of advertising to local and national
businesses. The importance of the broadcast channel to
music producers is crucial; a full seventy-five percent of
the surveyed population identified radio as a determi-
nant of their last CD purchases, in favorable contrast
with recommendations (forty-six percent), music video
(forty-five percent), store view (forty-two percent),
soundtrack (thirty-seven percent), and live performance
(twenty-nine percent).13

Recent trends in the radio industry are not fully
conducive to the promotion of new music. First, pro-
gram managers at each national chain now design
playlists based on telephone research of audiences in
national and local markets. This scientific approach to
audience tastes may have led to standardized playlists
and reduced regional diversity. There is also some con-
flicting evidence that these programming practices have
reduced playlist size and increased format overlap. 

Second, stations until recently have increased the
share of advertising minutes and reduced the share of
music play time in each broadcast hour.14 Aware that it
may have saturated the market with advertising, Clear
Channel Communications recently adopted a “Less is
More” campaign to reduce advertising minutes.15 Third,
listeners have increasingly found favor in niche broad-
casting formats, such as talk, Spanish and Christian,
which do not promote a general wide market sound.16

Finally, until recently, radio stations had accepted
money from record labels for airplay. This was made
possible by selling advanced copies of a station’s
playlists to independent radio promoters.17 Payments
per song ranged from eight hundred dollars to five
thousand dollars, depending on the size of the station.18

Historically, only the major labels have had the financial
resources to have material performed on major broad-
cast stations. This advantage can interact with the retail
bottleneck, as the largest chain stores often demand air-
play as a prerequisite to shelf display. 

For whatever the reason, radio stations in the past
six years have lost audiences in all age groups, with the

worst percentage drops among teenagers (twelve to
seventeen) and young adults (eighteen to twenty-four)
who are more enthusiastic about new music.19 More-
over, while broadcast radio is a convenient medium for
reaching adult audiences during rush and work hours,
it is less appealing to teenage buyers who now migrate
to portable music players, video games, music services,
and file-sharing services that displace radio time.
Simultaneously, older listeners can be expected to
migrate to subscription satellite radio (e.g., XM Satellite
and Sirius) with all-music formats, specialized music
genres, and no advertising interruptions. 

Community and Recommendation

The radio bottleneck is also challenged by alterna-
tive communication arrangements made possible
through the music services, peer-to-peer (“P2P”) net-
working, and general Internet technology. Service fea-
tures such as email, blogging, playlisting, and personal-
ized recommendations now facilitate communication
among online users. With the emerging technology,
new performers, independent labels, and music fans
can present new sounds without having to negotiate
radio, retail, and video bottlenecks. 

A number of music services now allow friends to
send playlists to one another; depending on the service,
recipients may sample tunes up to five times for free.
Weedshare pays thirty-five percent of sales revenues to
customers who “superdistribute” songs to other users
through email, blogs, website, or file-sharing networks.
In Wurld Media’s legitimate P2P service, each user gets
paid ten percent for recommending a sold track and up
to up to five percent for owning a track later distributed
through the network. In OD2’s personalized recommen-
dation service, expert musicologists provide recordings
to individual subscribers based on an analysis of their
preferences in the previous month.

P2P networks have performed other legitimate roles
in allowing users to trade information. “Jam bands”
(e.g., Phish, String Cheese Incident, Widespread Panic,
and moe) are unsigned acts that permit fans to tape and
trade music performed at live concerts. Concentrating
on these new sounds, organizers of the annual South by
Southwest (“SXSW”) music festival—a major event for
indie bands—seeded on P2P network BitTorrent a
superfile that included tracks from over seven hundred
and fifty performing bands at its most recent event. 

The opportunity for specific applications of digital
technology for research and recommendation abound.
With an eye to potential audience, market research firm
BigChampagne surveys online use of individual songs
on file-sharing networks. Marketers (including all of the
major record labels) use BigChampagne surveys to
learn grassroot tastes and to suggest modifications.
Users at Cornerband.com may find local bands by
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management software, an a-la-carte song download
service, and a streaming music subscription service that
provides unlimited access to more than eight hundred
thousand songs. 

Yahoo! announced in May 2005 a new beta release
of a competitive subscription service, Music Unlimited,
with deeply discounted introductory rates (as low as
four dollars and ninety-nine cents per month).24 Playing
for platform openness, Yahoo! is also developing an
audio search engine feature that can search for tracks
over all available services,25 and has designed its Music
Engine to accommodate user plugins that will include
podcasting.26 Both AOL and MSN now similarly offer
open access to their respective music properties, inte-
grating download/subscription services, online radio,
news, and video.

Both AOL’s and Yahoo!’s music services are pow-
ered by MusicNet, an online music provider that creates
customized download/subscription services, radio, and
video that individual companies may brand for retail
uses. Wholesale buyers may then differentiate their
offerings to reach different market niches and accom-
modate diverse customer relationships. With a catalog
of over 1.2 million songs pulled from twenty-five thou-
sand different labels, the wholesaler now also distrib-
utes through Virgin Entertainment, HMV, Trans World
Entertainment, Cdigix, and Synecor; it now provides
more music for ultimate sale than any one retail service. 

The development of broadband capabilities, partic-
ularly music video and live concerts, will enable new
market synergies among cable and telephone compa-
nies that are determined to sell rich content through
personal computers, set-top boxes, and wireless phones.
AOL recently closed licensing deals with Universal and
Warner Music Groups, and Yahoo! now serves approxi-
mately three hundred and fifty million videos per
month. Video powerhouse MTV is developing a com-
petitive music service that will feature video content.
The largest cable operator, Comcast, has begun to offer
on-demand video from MTV2, BET, and Fuse. Music
Choice is offering on-demand music videos to Sprint
PCS Vision customers. With a positive bandwagon
effect, each of these services and technologies will have
growing appeal as more customers join the system. 

Finally, the future for broadcast radio itself is not
entirely bleak. First, Clear Channel Radio (“CCR”)
announced a two-year deal with Def on Demand to
provide promotional and music video material on local
station websites; CCR will expectedly work out inte-
grated marketing synergies for concerts and band mer-
chandise with Clear Channel Entertainment, soon to be
divested. Second, broadcast radio stations will offer dig-
ital mobile services to 3G-enabled handsets that will
allow track display, text messaging, and instantaneous

entering certain key words; for example, a user who
enters “Black Sabbath” and “Chicago” will learn of
websites, downloadable content, and possible appear-
ances of any similar performing act in her city’s metro-
politan area. Researchers at Upto11.net identified listen-
er patterns in the contents of over two hundred and
fifty thousand music folders on different file-sharing
networks; within seconds after entering the name of a
band that she knows, a user can read articles and listen
to selected tracks from others in a similar genre. 

Search, Advertising, and Video
Recent developments increasingly accommodate

the integration of music, advertising, video, and broad-
band. These make possible a wider slate of options for
content presentation and distribution, and may thereby
bypass retail and online bottlenecks for presentation
and distribution. 

Search engines are now monetized through the sale
of online advertisement, which has enjoyed a strong
comeback since 2000. Total online spending rose in 2004
to its annual maximum of $9.6 billion, which is up thir-
ty-three percent from 2003 and fifty-four percent from
2002.20 Forrester Research found recently that half of
marketers now plan to shift spending from traditional
to online channels; the research organization forecasts
total online spending of $14.7 billion in 2005 and twen-
ty-six billion dollars in 2010.21 This suggests that
Yahoo!, AOL, and MSN will play aggressively for
advertisers by expanding their technical services and
enriching their entertainment offerings. 

While radio listener levels dropped four percent in
the past year from two hundred and three million to
one hundred and ninety-four million, the not-insignifi-
cant market for online radio expanded to twenty-two
percent, from 45.3 million to 53.5 million.22 This
expanding digital sector of specially programmed sta-
tions will bring in new programming and new listening
applications on home computers and mobile devices. To
add to the marketing potential, digital radio is primari-
ly populated by key players Yahoo!! (Launchcast), AOL
Radio, MSN Music, Live 365, and Clear Channel Com-
munications. 

A most impressive player in the past twelve
months, Yahoo!! Music now claims to attract twenty-
five million users per month. Yahoo! entered the music
sector with an investment in programmable online
radio stations with the buyout of Launch Media in 2001
for twelve million dollars. Launch Media now offers
eighty-seven basic stations and one hundred and forty
premium stations across nineteen different music gen-
res.23 In 2004, Yahoo! doubled its listening audience
with the acquisition (one hundred and sixty million
dollars) of Musicmatch, a leading provider of music



purchase.27 Third, radio stations will increasingly offer
program material through podcasts, which allow users
to subscribe to feeds and receive new audio files for lis-
tening on portable players; indeed, Infinity Broadcast-
ing has already announced the conversion of one San
Francisco station to exclusive podcasting.28

File-Sharing, Advertising, and Broadband 
File-sharing networks monetize their investments

through three general types of business models. First,
Grokster, Streamcast, and Sharman Networks, inter alia,
allow unrestricted uploading and trading of files; this
includes music tracks ripped from unprotected CDs as
well as legitimate content that owners may authorize.
These services profit by distributing pop-up advertising
and personalization files on host computers, and selling
machine capacity for distributed computing. Second,
Altnet, Trymedia, and Intent restrict trading to protect-
ed files, but deliver content over capacity purchased on
the larger file-sharing networks. Finally, stand-alone
P2P networks, such as Wurld Media, can offer an inde-
pendent network confined to protected content.

Infringing or not, large P2P platforms are fairly effi-
cient ways to scale the delivery of advertising and
broadband content. This point is recognized by Dean
Garfield, Vice President and Director of Legal Affairs of
the Motion Picture Association of America:

Once P2P computing software is
installed on a desktop, every computer
becomes a “peer” that can act both as a
client and a server. This grid of con-
nected computers—that now also
includes servers—has the potential to
optimize the use of network resources
and to make a network more resilient
to failures. . . . Even the largest servers
can become overwhelmed when
numerous employees or customers
simultaneously download large files.
P2P helps to solve this problem by
making use of the existing storage
space and processing capacity on all
users’ computers, and by using each
computer as a distribution point in the
supply chain.29

Garfield’s point is correct. With access to a pool of
computer capacity, larger P2P may deploy available
space for ramping, transportation, and storage of
videos, films, games, and live concerts (each of which
may consume well over 100 MB per use). With access to
widely distributed storage pockets, content on distrib-
uted networks can be located closer to each eventual
user without need for investments in streaming servers,
data centers, local caching, and dedicated bandwidth.

By concentrating and utilizing available storage
throughout the network, distributed computing can
enable cell phones, handheld devices, and ordinary
computers to have the same power as massive web
servers. 

As practical examples of efficient broadband appli-
cation, game distributor IGN efficiently scaled its online
distribution network with P2P services provided by
Red Swoosh, which enable faster delivery (by a factor
of three) and savings of forty thousand dollars per
month.30 A competitor, Trymedia Systems, now uses its
P2P network to distribute over two hundred million
copies of legitimate video games from more than one
hundred top game producers.31 Movie distributor
ifilm.com now distributes content from each of the
major film studios over P2P networks mediated by the
aforementioned RedSwoosh. Atzio, a new provider of
P2P television, will allow users to trade DRM-protected
copies of their favorite television shows, and Project
Gutenberg uses P2P technology to facilitate the distri-
bution and discussion of films now in the public
domain.

Large P2P networks also make possible the easy
provision of distributed computing (also known as grid
computing, edge services computing), which allows
integrated data processing on computer nodes distrib-
uted on the network circumference. Storage space is
“donated” on available capacity on connected
machines. This can be efficient for three reasons; distrib-
uted systems do not require investments in expensive
hardware, processing speed in a distributed system is
much faster, and distributed systems are readily scala-
ble and easily ramped up to higher levels of processing
power in a matter of seconds. 

The most spectacular success for distributed com-
puting so far may have emerged at the Society for
Extraterrestrial Information (“SETI”). A stand-alone net-
work, SETI provided to users a space-age screensaver in
exchange for access to available processing power on
the users’ computers. The distributed network uses the
available space to perform calculations based on data
obtained through the Hubbell Space Telescope at a com-
puter speed (fifteen Teraflops = trillion calculations per
second) that exceeds IBM’s fastest machine ASCIWhite
(twelve Teraflops) at a small fraction of the cost. On
another test, SETI@home averages fifty-four Teraflops,
exceeding the sum of the Top Four registered super-
computers. In addition to SETI, distributed computing
is now used in proprietary corporate networks, bio-
medical studies, and academic research for legitimate
purposes such as streamed media/video, data process-
ing, document collaboration, backup storage, voice-
over-IP telephone, pay-per-use, anonymous publication,
and charitable and scientific computing clubs.
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As it now stands, the Grokster standard will have
little effect upon the distribution of file-sharing soft-
ware and the trafficking of infringing works by their
enthusiasts. With a careful reading of the decision, P2P
lawyers and network operators may come to embrace a
new strategy—avoid showing intent. This can be done
by promoting file-sharing software through third-party
word-of-mouth, such as blogs, email, instant messages,
chatrooms, journalists, and popup ads. The collection of
instruments will expectedly widen as others willingly
provide communications techniques as part of the com-
munitarian ethos that justifies copyright infringement.  

As a matter of common law procedure, it is entirely
appropriate to extend a legal precedent from one case
to another contested matter based on a conceptual anal-
ogy.  As a matter of policy-making, the exercise is fre-
quently unsound.  Policy may reasonably be expected
to break down when the technologies at hand actually
implicate a wide range of differing phenomena. Such is
the case at hand.

First, each Sony VCR was capable of making a pre-
sumptive fair use of any broadcast television show—for
example, storage of a free over-the-air program for later
viewing. In offering this capacity for time-shifting, the
VCR did not displace any legitimate service. Moreover,
there was no practical way at the time to monitor use
and charge a price for the taking. Finally, it was highly
impractical for a taken work to be copied again and dis-
tributed to another recipient. 

By contrast, some ninety percent of the content
traded on P2P networks simply entails complete and
unalloyed reproduction of works that can generally be
purchased elsewhere. In contrast with time-shifting,
there is no legitimate fair use for such activity by non-
commercial customers. After reproduction, each P2P
user has the immediate ability to distribute copies of all
content for free acquisition by countless other viewers
(viral reproduction.) Whether such viral copies actually
displace a prospective sale (an arguable point) or avoid
paying a negotiated license fee (a certainty), the unau-
thorized reproduction and distribution of complete
original works displaces business opportunities for
original content owners. The relation between unpaid
licensing revenues and copyright infringement—a pre-
dominant concern in the contemporary digital econo-
my—was a point entirely missed by the respondents,36

but not by two district courts in related music cases.37

Second, networks with free taking and viral repro-
duction now compete with streaming and downloading
services that distribute fully licensed copyrighted works
through central servers. In an amicus brief in support of
the petitioners in Grokster,38 these competing providers
pointed out that the services took several years and mil-
lions of dollars to develop, license, and refine. Their
commercial disadvantage included both lessened mar-

MGM v. Grokster

P2P networking then presents a slate of attractive
services that should compete in the evolving market
with other technologies for the production and distribu-
tion of record product. Major or independent, labels
and artists earn money from records sold through direct
retail sales or through negotiated licenses with music
services that are related to the number of units sold. To
keep the competing distribution channels in balance,
content owners would ideally assign fees to different
modes in a consistent manner that would allow, inter
alia, for the imagined depression or stimulation of sales
elsewhere. By taking material without obtaining licens-
es and paying royalties, P2P networks have advantages
over other businesses that do, including physical dis-
tributors, competing music services, and companies
that cover the “give away” of licensed music through
the sale of advertising, playing devices, or other prod-
ucts. The unauthorized services also undercut pay-
ments that would be made to the major or independent
labels, regardless of whether such services stimulated
or depressed sales. 

On June 26, 2005, the Supreme Court handed down
the long-awaited decision of MGM v. Grokster, which
considered the legality of the two file-sharing networks
Grokster and Streamcast.32 The two respondents were
charged with contributory and vicarious copyright
infringement for distributing software that enabled
computer users to make unauthorized reproduction
and distribution of copyrighted material that contribut-
ing donors had previously uploaded to the network. In
a 9-0 verdict, the Court reversed two lower court deci-
sions that held that Grokster and Streamcast lacked the
requisite knowledge for secondary liability, had “signif-
icant, noninfringing uses,” and qualified for protection
under the Supreme Court's 1983 Sony v. Universal City
Studios.33

The majority opinion, written by Justice Souter,
found that the respondents indeed were entitled to no
such protection because they had actively promoted
their software through clear expression and further
engaged in other affirmative steps as a considerable
means for infringing copyright.34 Demonstrated intent
(apparently discerned in court through discovery and
deposition) then is a supplemental determinant of con-
tributory or vicarious liability. However, the Court's
decision therefore skirts more general economic issues
implicated in the digital economy; it fails to reconsider
any issues in Sony should the intent test fail. Notable
here is the concurring opinion of Breyer, Stevens, and
O'Connor, which strongly endorsed the Sony view;
while Grokster and Streamcast were improperly
advanced for their abilities to permit infringement,
technologies that display the potential for “significant
noninfringing uses” may continue to qualify for an
exemption from secondary liability.35



ket development and the related loss of venture capital
that might otherwise be forthcoming. At no point in
their pleadings did the respondents and their amici
come to recognize the considerable market harm posed
to this competitive sector, and all that may follow. 

Third, had Grokster and Streamcast prevailed, the
outcome would have been unrelated to any demonstra-
ble technological efficiencies among the different file-
sharing technologies themselves. Whatever the differ-
ence in location and transmission technique, Napster,
Grokster, and Streamcast basically enabled the same
end-user capability, finding uploaded tracks on the net-
work. As a technology, Napster differed from Grokster
and Streamcast principally through its centralized
means of locating content. The respondents’ enabling
excuse—no immediate awareness—was then based
solely on a legal construction that incorporated no con-
cept of relative efficiency among the different P2P
topologies. 

As a final distinction, there was no evidence that
Sony avoided implementing any practical technique
that could have filtered uses to prevent infringement.
When practical techniques became available to control
serial copying on analog devices, Congress required
their implementation. 

In contrast, it is now possible to institute filtering
algorithms in new software distributed in the Grokster
and Streamcast systems.39 Indeed, a market entity now
providing service is Snowcap, an intermediary service
that can provide filtering to any P2P provider (such as
the legitimate service Mashboxx that now uses it).
Moreover, two additional protections are possible. First,
as a user of “Fast Track” software, Grokster has the
proven capability of being able to replace all existing
software with a new vintage; presumably, a new vin-
tage could incorporate filtering technology. Second,
Grokster and Streamcast now engage in regular com-
munication with supernodes and “ultra peers” for the
purpose of causing them to cease operating if they fail
to run the latest software version. 

Per the now-famous footnote 12, respondent actions
that decline to implement these or other similar proac-
tive protections are—by Court decree—not sufficient to
proving secondary infringement. Rather, active induce-
ment is needed.40

Pyrrhic battles won in the ether of the courtroom
may lead to a war lost in a market that is far more com-
plex than present legal constructs may grasp. What the
Grokster Court failed to consider is the need to maintain
clear property rights that can be unambiguously sup-
ported regardless of whether a lawbreaking intent can
actually be demonstrated on the part of the presumed
infringer. In this respect, the Court's conduct-based
standard contrasts with the California District Court in

A&M Records v. Napster, where the centralized file-shar-
ing network was ordered to avoid providing directory
assistance to users who sought copyrighted works.
With a stronger defense of property rights, Napster
attempted to devise its own filtering system, and the
service might reasonably have used other third-party
services if they were available at the time.

Second, a sobering lesson will repeat itself if labels
are not proactive about licensing. Even if petitioners
prevail, programming for file-sharing will not cease.
Rather, new P2P innovations will deploy encryption,
anonymity, collaborative software, podcasting, and
enhanced storage email, as well as any versions of pre-
viously distributed software that cannot now be con-
trolled. As P2P technologies evolve like strengthening
viruses, labels may aggressively and preemptively
negotiate deals with infringing networks before the next
generation of the market takes off.

Conclusion
The following points summarize the discussion:

1. Due to limited shelf space and tightening mar-
gins per unit sold, the current retail structure of
music in “bricks and mortar” stores presents a
large and growing retail bottleneck to the market-
ing of CDs and the presentation of new material.

2. The record industry as a whole is modifying the
market structure by reconfiguring the produc-
tion segment. Production is moving from high-
advance to low-advance engagements, and from
large labels owned by the four major companies
to smaller labels owned independently. 

3. Independent labels now bring new works to
market through a number of innovative market
arrangements that include affiliations with major
record companies, alternative financing struc-
tures with distributed risk-sharing, and disinter-
mediated distribution systems that exclude the
major record companies. 

4. New music services are now testing the appeal
of unit downloads and monthly subscriptions
through “learning by doing.” The takeoff of
these services is still hindered by consumer
uncertainty regarding the interoperability of
iPod devices and music tracks that are now
made available through different providers. 

5. Radio broadcasting presents a communications
bottleneck to the presentation of new sounds. In
this respect, Internet technology enables a num-
ber of administered and interactive communica-
tions services to connect acts with new audi-
ences. As the infrastructure develops, these
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28. D. Terdiman, “Podcasts: New Twist on Net Audio,” Wired
News, October 8, 2004, http://www.wired.com/news/digi-
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casting, Claims Compliance,” April 21, 2005. 
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communications services will increase in num-
ber, widen in scope, and improve in quality.

6. The presentation and distribution of recorded
music is often monetized by the sale of other
items, such as advertising (Clear Channel Com-
munications), general market merchandise (Wal-
Mart), electronic devices (Best Buy), playing
devices (Apple), and food (Starbucks). This trend
continues as search engines use music services to
attract audiences for their advertisers. Music
services will be increasingly integrated with
advertising and video in the emerging market
for broadband landline and wireless services.

7. By constructing file-sharing networks, operators
are able to distribute product and sell advertis-
ing in ways that directly compete with other
providers and distributors of recorded content.
Whether file-sharing displaces record sales or
not, it interferes with owner rights to license
works and create institutions to protect copy-
rights. In and of itself, infringing activity is eco-
nomically inefficient and recognized as a copy-
right violation in American common law. 

8. The primary economic challenge for the
Supreme Court then is to define and enforce
clear property rights that all competitors must
equally respect. The distinction is particularly
important when new technologies come to mar-
ket. While courts are not properly made respon-
sible for implementing new legislation, they may
come to think of property rights as enabling
agents that provide information and incentive to
mediate decisions and provide feedback in the
market complex. In combination, these court
appointments can stimulate the development of
new ideas and activate their commercial applica-
tion. 
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An Approach for Protecting Intellectual Property
By Philip Teplitzky and Steve Korn

The world is transitioning from the Industrial Age
to the Post-Industrial Information Age. In today’s
world, the most valuable commodity that is traded is
intellectual property (“IP”). The most valuable com-
modity of the future will not be gold, platinum or dia-
monds, but information. In the last few years, a market
in information has developed, as people have been buy-
ing and selling information as they do iron or coal. IP
has become a core asset to most of today’s businesses.
Microsoft, Yahoo!, Google, the entertainment industries
and engineering firms are generally valued-based on
their IP, and not on their physical assets, as are General
Motors or U.S. Steel. At one time the OAG, the book of
Airline Schedules, was worth more than any airline, but
now the information is available online from airline
websites or travel sites. Information was more valuable
than the planes, fares and infrastructure. In today’s
world the web value is abstract information, not hard
goods or things. IP is the primary commodity.

This creates a relatively new management chal-
lenge: how to protect IP assets. Perhaps more important
is knowing when IP has been, how shall we say it, bor-
rowed for an indefinite period of time by unauthorized
people; or to put it more colloquially, stolen. Many
studies, including that from Juan Carlos Perez in his
InfoWorld article of September 30, 2002, have shown
that the greatest threat to a business is from insiders,
not hackers. Mr. Perez’ theory was that the biggest
information theft risk is from employees sending sensi-
tive materials via common and readily available email
facilities. 

In order to address this issue we have developed a
full life cycle approach for identifying when a borrow-
ing of IP has occurred, and combined it with the ability
to identify the source of the breach. More importantly,
we have developed a set of Methods, Procedures,
Guidelines and Tools for assisting in the prevention of
IP theft. In this article we will discuss one phase of this
process, how we are able to monitor the movement of
IP across corporate networks for security purposes. We
will address the next phase in the Fall/Winter issue of
the EASL Journal.

IP theft in many, if not most, instances is a result of
internal employees sending materials via readily avail-
able electronic capabilities. Access to the Internet gives
users ready access to free public email. It is the rare
computer-savvy person that does not have one or more
Yahoo!, MSN or AOL public email accounts. In our
experience, the most common security breach has been
sensitive documents attached to innocuous emails. In
some instances, sensitive materials will be buried as an
attachment to an attachment or as part of another docu-
ment. For example, a sensitive Word document can be
embedded inside a PowerPoint Presentation or a
spreadsheet inside a Word document. 

IP security breaches may be unintentional or delib-
erate, malicious or innocuous. Regardless, the net result
is the same: Sensitive materials are sent to unauthorized
people. The obverse is when legitimate use is made of
email or File Transfer Protocol (“ftp”) facilities but
unauthorized, really bad people, are monitoring the
network and grab the documents.

How do we identify what is being sent? To address
this issue, several companies have developed network
monitoring tools that evaluate the bits as they travel
through firewalls or interface to the World Wide Web
and evaluate the type and content of the messages.
Such tools are able to recombine the packets of the
Transmission Control Protocol/Internet Protocol
(“TCP/IP”) and other protocols and reconstruct the
messages. They then look at the file extensions associat-
ed with the emails.1

The tools monitor the email, all attachments, and
more interestingly, embedded files. They then recon-
struct the files. Next, they store the information, includ-
ing the header (which contains the name of the file) for
later analysis, and create reports of what was sent. In
addition, they keep track of who sent and received the
files, creating an audit trail of message traffic.2

It has been our experience that tools such as these
can be very effective in identifying, and by inference,
deterring the borrowing of IP. Some of the more illustra-
tive examples gleaned from recent publications and
articles in major media outlets and personal anecdotal
experience are:

• Financial Services—determined that spread-
sheets for a deal were being leaked;

• Transportation—trip and maintenance schedules
were being leaked to the competition;

“The most valuable commodity of the
future will not be gold, platinum or
diamonds, but information.”
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about preventing the unauthorized distribution of valu-
able IP should consider implementing the use of such
tools as part of its strategic business plan.

Endnotes
1. File extensions are the suffixes attached to files that let you

know what program and/or format the file is in, for example,
an MS Word document will have the suffix .doc and an MS
Word Template has the suffix of .dot. As another example,
“MP3” is the extension or suffix for a file that contains music
that has been stored using the MP3 compression algorithm.
Music could also be stored in .wav format. There are literally
hundreds of formats, and by inference, therefore, file extensions.
To see the complete list in most MS Operating Systems, click on:
Settings, Control Panel to Folder Options to File Types, and you
will see all of the extensions available on your computer.

2. The “who” is in terms of the IP address that it was sent to and
the IP address of who sent the message. This policy should be
clearly and frequently disclosed to employees so they are aware
that the company is monitoring message traffic.
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• Manufacturing Design Studios—plans for new
products were being sold to competitors, result-
ing in low price, Gray Market knock-offs that
were made available before the product itself
was; and

• Defense—secrets were being transmitted to
unauthorized recipients, resulting in espionage
convictions.

We have also developed an approach for using
these techniques to monitor and audit the downloading
of content files containing music and films. The tools
can be installed at the provider’s site, for example,
iTunes, and will keep track of how many MP3 files are
sent via the network. This can then be reconciled to the
numbers that iTunes reports. A company can also use
the tools to monitor documents received and determine
if unauthorized MP3 files are being downloaded to the
corporate servers and/or desktops. This would be a
very convincing measure to avoid fines for illegal
downloads and as a way to implement corporate
polices.

In summary, the state-of-the-art in monitoring net-
work activity has progressed from the simple process of
monitoring how many bits are being transmitted over
the line per unit time, a syntactic analysis of activity, to
an evaluation of the content of the messages, a semantic
analysis. This shift from syntactic to semantic is a major
improvement in the process. We now are able to deter-
mine not just that something has been sent and by
whom but a more detailed and semantically rich analy-
sis of WHAT has been sent. We can tell what kinds of
files have been sent, Word Documents, Excel spread-
sheets, WHO sent them, WHEN they where sent, WHO
received them, if there were other documents embed-
ded in the material and, in some instances, if certain
keywords were used. 

In many instances, just the fact that a document
was sent to an outside source is cause for concern. In
other instances, people have been able to establish
Watch Lists of IP addresses or people who should be
interdicted. This can prove to be a powerful tool and
approach in the ongoing effort to protect IP assets. Ulti-
mately, we have developed an approach and identified
the tools to allow us to monitor networks and identify
material breaches in security. Any company concerned
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Through VLA’s E-vents to Go, New York arts-presenting organizations are offering discounted tickets
to some of New York’s finest performances. In addition, these organizations are generously contributing a
portion of the ticket receipts to support the programs of VLA. 

If you would like to be added to the VLA E-vents to Go mailing list, please send a blank message
from the email address you wish to add with the exact subject “SUBSCRIBE E-vents to Go” to
eventstogo@vlany.org.

* * *

Participating Theater Companies

Classic Stage Company

Classic Stage Company (“CSC”) is the award-winning Off-Broadway theatre committed to re-imagin-
ing the classical repertory for a contemporary American audience. CSC’s artists are the best-established
and emerging theater practitioners working in this country. CSC is highly respected and widely regarded
as a major force in New York and American theater. CSC presents its productions in an intimate and spec-
tacular 180-seat theater located near Union Square. Recent productions include: Uma Thurman in The
Misanthrope, Steve Martin’s Underpants and Waiting for Godot, starring John Turturro, Tony Shalhoub and
Christopher Lloyd.

http://www.classicstage.org

Irish Repertory Theatre

Founded 17 years ago, the Irish Repertory Theatre (“Irish Rep”) is the only year-round theater com-
pany in New York City devoted to bringing Irish and Irish-American works to the stage. The Irish Rep
has celebrated the very best in Irish theater for 15 years, from twentieth century masters to the new gener-
ation of Irish and Irish-American writers who are transforming the stage. The Irish Rep’s headquarters in
Chelsea contains both a main stage theater and a smaller studio space. The Irish Rep is the 2005 recipient
of the Lucille Lortel award for its body of work. 

http://www.irishrep.org

MCC Theater

MCC Theater (“MCC”) was founded in 1986 with the mission of bringing new theatrical voices to
New York audiences. MCC Theater accomplishes this through three interrelated programs: a three-play
Off-Broadway season committed to New York, American and world premieres; a Literary Department
that nurtures new and emerging writers; and an Education & Outreach Department that brings theater to
more than 1,200 New York City high school students each year. MCC’s recent productions include Neil
LaBute’s Fat Pig and Bryony Lavery’s Frozen.

http://www.mcctheater.org
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The New Group

Since its landmark production of Ecstasy in 1995, The New Group has played a significant role in revi-
talizing the Off-Broadway scene, with its plays enjoying both popular and critical acclaim. It is known for
artistic excellence, powerful ensemble acting and fearless exploration. Currently, The New Group is pro-
ducing Hurlyburly, which will soon be transferring to an extended run Off-Broadway. Other productions
include Avenue Q, Sin (A Cardinal Deposed) and Aunt Dan and Lemon.

http://www.thenewgroup.org

Vineyard Theatre

Committed to nurturing the work of emerging playwrights and composers, while providing more
established artists with a supportive environment in which to experiment, take risks and grow, Vineyard
Theatre (the “Vineyard”) is a nonprofit, Off-Broadway theatre company under the guidance of Artistic
Director Douglas Aibel. The Vineyard creates important new works by taking chances, recognizing poten-
tial and building bridges between artists and across art forms. From world-class actors and playwrights,
to daring directors and composers, gifted young poets and puppeteers, and groundbreaking artists dedi-
cated to developing the theatre of tomorrow, all come to the Vineyard. 

http://www.vineyardtheatre.org

York Theatre Company

Now in its thirty-sixth year, the York Theatre Company is the only theater in New York City—and
one of the very few in the world—dedicated to developing and fully producing new musicals and pre-
serving neglected, notable shows from the past. For over three decades, the York’s intimate, imaginative
style of producing both new and neglected classic musicals has resulted in critical acclaim, multiple
awards and nominations, and acclamation from artists and audiences alike.

http://www.yorktheatre.org
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who is anticipating an initial excursion into the field. Indeed, anyone
wishing to have a better understanding of the entire spectrum of an
entertainment practice will benefit from the insights and perspectives
contained in this extraordinary volume.
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The nine chapters cover all the

principal areas of entertainment

law. The authors, which include

five new contributors to the Third

Edition, are some of the most suc-

cessful private entertainment prac-

titioners in the country from both

the New York and California bars.

These outstanding attorneys bring
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to the book, which makes this a
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informative collection.
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expands the Second Edition and

features a new chapter on “Enter-

tainment on the Internet.”
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tables, and several sample contract
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reference tool. Its emphasis on read-

ability, as well as the substantive

content of each of the chapters, sets

this book apart from other works in

the field. 
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tee on Continuing Legal Education of
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