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Message from the Chair

To the Members of the
Corporate Counsel Section:

It’s hard to believe that
the year has already passed
the mid-point as I write this
in July (and it will be Fall or
nearly so when you read it).
I'm happy to report that the
state of our Section so far this
year is very healthy.

KGS Diversity Internship Program

Next up on our calendar is the annual reception on
July 23rd to honor the law student interns and their em-
ployers who are participating in this year’s Kenneth G.
Standard Diversity Internship Program. The reception is
being hosted once again by the law firm of Pryor Cash-

man LLP in their Times Square office. The 2014 recipi-
ent of the New York Bar Foundation Fellowship (fund-
ed by the Section) is Anita Yee of Brooklyn Law School,
who has been interning at The Visiting Nurse Service

of New York. In addition to the Foundation intern, The
ACE Group hosted Ashley Dougherty and Neera Roop-
singh, both from Albany Law School; AllianceBernstein
hosted Susan Rhee of CUNY Law School; NYSTEC
hosted Christina Arriaga of Albany Law School; Pepsi
Co., Inc. hosted Jakarri Hamlin of New York Univer-
sity School of Law; Pitney Bowes hosted Alif Mia of
Fordham Law School; and Salesforce.com hosted Ryan
Cloutier of Fordham Law School. As I noted in my prior
Message, the KGS Program identifies and financially
supports 50% of two in-house internship opportunities
for law students from a diverse range of backgrounds
to provide them with the chance to experience in-house
legal practice. The ACE Group, AllianceBernstein,
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NYSTEC and Salesforce.com this year enabled the Sec-
tion to extend the scope of the program by supporting
the full salary of their respective student interns. The
Section is grateful to Pryor Cashman for hosting the re-
ception, and to the New York Bar Foundation, individual
donors, and the Kaplan Bar Review for their financial
support of the program.

Ethics for Corporate Counsel and Other CLE
Programs

Our Section’s popular and highly regarded Ethics
for Corporate Counsel CLE program, once again under
the auspices of Program Chair Steve Nachimson, will be
offered this year on the afternoon of Thursday, October
23,2014 from 1:00-4:30 pm at the Cornell Club in Man-
hattan. Details of the program, which will be followed
by an hour-long Member Appreciation and Networking
reception (at no charge to Section members), are covered
in a separate notice elsewhere in this issue, so let me
just say that I urge all Section members to attend if they
possibly can. This program not only fulfills your 4-hour
biennial CLE requirement for ethics, but judging from
the high qualifications of each of the panelists (and from
past experience, since many of them, including the Panel
Chair, Michael Ross, are repeats), will do so in a way that
is both relevant to your practice and highly engaging. By
the time you see this you will most likely have already
received an email invitation to register for the program,
but if you missed it, please contact our NYSBA Staff At-
torney Liaison, Patricia Johnson, at pjohnson@nysba.org.

Corporate Counsel Section Web Page and
“Community”

If you haven’t recently checked out the Section’s
web page on the nysba.org website, please take a look.
Among other updates, thanks to the efforts of our Tech-
nology and New Media Committee headed by Natalie
Sulimani and Fawn Horvath, you will find links to three
new short video messages. The first one, from me, intro-
duces the other two, from longtime Section member (and
former Chair) Mitch Borger of Macy’s, and more recent
member (and former Secretary) Sarah Feingold, of Etsy.
Each of us explains in his or her own way how and why
we have found the Section valuable to us both person-
ally and professionally, and why you should remain (or
become) a member.

As explained in my prior message, the New York
State Bar Association is slowly but steadily introducing
electronic “communities” as an adjunct to the nysba.org
website. Your Executive Committee (EC) has been using
its own private Community for several months now as a
common repository for Section-related documents such
as Minutes of meetings and event rosters, announce-
ments and notices, and discussions on topics of com-

mon interest. As with all NYSBA communities, each EC
member can select how to receive email communications
from the EC Community, whether in real time, or via a
daily or weekly digest. We have found that participation
in the Community has been slowly but steadily increas-
ing. There are a number of other Communities on the
nysba.org website that are already accessible to all NYSBA
members, such as the Technology Community. We are
planning to use a new Community page being established
by NYSBA to enable Section members to interact with

law students as part of NYSBA’s Pathways to the Profes-
sion initiative. As mentioned in my last Message in the
Spring/Summer edition of Inside, the Section will soon

be rolling out a Section-wide Community and inviting

all Section members to participate. Please watch for an
announcement inviting you to join the Corporate Counsel
Section Community and explaining what you need to do
to sign up and participate (you may possibly have already
received this announcement by the time you read this). I
think you will find the process quite straightforward, and
once you have done it, you will have at your fingertips a
new and useful benefit of membership in the Section.

Member Appreciation and Networking (MA&N)
and Other Events

Our first 2014 MA&N event took place on June 18,
2014 at Upstairs at the Kimberly Hotel in Manhattan and
was greatly enjoyed by all who participated. A second one
has been planned immediately following the Ethics for
Corporate Counsel program on October 23rd at the Cor-
nell Club, also in Manhattan, from 4:30-5:30 pm. By the
time you read this, you should have received a detailed
invitation with RSVP for this event, but if not, it will be
forthcoming shortly. I hope to see you there.

Another event that will have happened before you
read this involves our Section’s joining with the Entertain-
ment, Arts and Sports Law (“EASL”) Section to invite
members of the Young Lawyers Section (“YLS”) to come
with us to a minor league Class A baseball game at the
stadium of the Brooklyn Cyclones in Coney Island, NY
where the Cyclones will take on the Auburn Doubledays
on July 31, 2014. Although not subsidized by the Section,
this event is a reasonably priced evening of baseball fun,
costing only $21 for a reserved box seat including a $7
food voucher and provides a great opportunity for mem-
bers of each Section to get to know each other as well as
members of the other participating Sections.

Also in the works, but not definitely established at
this time, are a member event being planned primarily
for the benefit of Section members in the Westchester-
Rockland-Orange County and nearby area, and a joint
CLE program to be co-sponsored by our Section and the
Dispute Resolution Section. You will receive (or will have
received) details of these events as they become available.

(continued on page 3)
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All good things come to an end, and as Allison told
you in her last issue of Inside, our tenure as joint editors
of Inside is ending. We are proud of the things we accom-
plished at Inside, extending both its size and the scope. It
is not easy to write for corporate counsel given the diver-
sity of specialties we practice. We have tried to meet this
challenge with special issues exploring various legal sub-
jects in depth (this is a blockbuster issue on litigation and
arbitration) and by generalist features on books, movies,
health, and lifestyle. Not only have we trebled the size of
Inside, we have expanded it from being a section newslet-
ter to being a serious substantive player.

Naturally, we did not do this alone. Some thanks are
in order: To my co-editor, Allison Tomlinson, who was
the unflappable to my flappable, it is a pleasure to have
worked with you.

To all of my writers, thank you for timely and pro-
fessional pieces. To our liaisons at the NYSBA, Wendy
Harbour and Lyn Curtis, thank you for your patience

Message from the Chair

and help. To the new editors, Jessica Thaler and Matthew
Bobrow, good luck, and feel free to contact me for any as-
sistance you might need.

Most of all, special thanks to some special writers
who were there for me every time I asked (and I kept ask-
ing): Mark Grossman, Joel Greenwald, David Abeshouse,
Natalie Sulimani, and Clara Flebus, who never said no,
always wrote with an eye to the useful and practical, and
have become friends over the years

Inow move on to other things. I will continue to
teach my Corporate Counseling Course at Fordham Law
School and have added to my portfolio a gig as Legisla-
tive and Media Advisor to AARP.

I will miss you all!

Janice Handler

(Continued from page 2)

Transition Time at Inside

Once again, my great thanks to the hard working
and productive co-Editors of Inside, Janice Handler and
Allison Tomlinson, who have so ably brought you this
newsletter in recent years. The Spring/Summer issue was
Allison’s last, and this issue is Janice’s last as co-Editor.
The next issue, expected to appear in January 2015, will
be co-edited by our new editorial team of EC member
Jessica Thaler and law student CCS member Matthew
Bobrow, and we look forward to seeing what they will
bring to our Section’s flagship publication.

Feedback

As your Chair, I welcome comments, questions and
feedback from Section members at any time. Please feel
free to email me at: tareed1943@gmail.com, and I will
respond as promptly as possible.

Tom Reed
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The Business Implications of High Stakes Litigation:
Process, Players and Consequences

By Joseph M. Drayton

With high stakes litigation, a trial win is not neces-
sarily the optimal outcome for a business. High stakes
litigation is oftentimes an extremely complex process,
which is typically linked to the business imperatives of
a corporate party. As a result, the definition of a “win”
will be driven by the goals of the corporation as well as
the merits of each case while ultimately defined by the
various stakeholders within the company. Therefore, it
is imperative that in-house counsel work closely with
outside counsel to identify and communicate with the rel-
evant stakeholders. This article provides a high level road
map for the management of high stakes litigation by the
corporate and law firm counsel responsible for the day to
day aspects of the litigation.

Recognize High Stakes Litigation

Before delving into the process, players and con-
sequences of high stakes litigation, it is necessary for
counsel to be well prepared to properly identify litigation
as high stakes. This classification will vary depending on
the size and business model of a corporate entity.

Competitor v. Competitor

One of the most basic forms of high stakes litigation
is disputes between market competitors. Oftentimes,
the outcome of litigation will provide a strategic advan-
tage to one competitor and leave another at a distinct
disadvantage. Because of this dichotomy, once made
public through the initiation of litigation, the applicable
industry, media, customers, and the public will keenly
observe significant milestones and the ultimate outcome
of the dispute. This visibility increases the stakes for all
involved.

Class Action Litigation

Class action litigation (“Class Actions”) is another
form of high stakes litigation. Given that a large portion
of the public is implicated in this type of litigation, there
are generally multiple well-funded plaintiffs” attorneys
at the helm of these cases seeking large damages awards
and sizeable attorneys’ fees. Thus, there is a collective
brain trust that strategizes against the corporate defen-
dant, which should not be underestimated. Further, Class
Actions are classified as high stakes litigation because
these lawsuits may also seek changes in business prac-
tices and protocols. Some of these practices may catch
the attention of federal regulators which adds to the

complexity of class action litigation. At times, a corporate
entity can have multiple forms of litigation spawn out of
a Class Action. Lastly, the damages award sought by a
plaintiff class, if granted, can materially impact a busi-
ness’s revenue goals or its share price, even if reserves are
set aside in the event of a judgment.

Subject Matter Specific Litigation

The nature of a specific litigation can also provide
some insight as to whether it may be or become high
stakes litigation. For example, a patent dispute may im-
plicate mission critical issues for a business as patents can
exclude an entity from using a device or process central to
its business. Similarly, trademarks can prevent a business
from using a slogan or a brand name after expending
significant resources developing and protecting a mark.
Products liability cases are another example of high stakes
litigation as these cases typically involve products that are
key revenue generators which are sold and marketed only
after a significant investment of time and money. Finally,
antitrust and securities cases, are almost always high
stakes litigation as they tend to implicate executive leader-
ship including some or all of the board of directors and
can involve substantial civil litigation by the government.

To further drill down on whether a litigation is high
stakes, a practitioner should consider the following ad-
ditional key characteristics of the litigation. First, if the
relief sought is equitable, consider whether a key practice
or business initiative is in jeopardy of being banned or
modified if the equitable remedy is granted. Second, is the
theory of the case novel? If so, the case may garner more
attention than expected from the media, regulatory agen-
cies, and the general public if the case has the potential to
set new precedent. Third, closely evaluate the choice of
counsel. If you are surprised by the caliber of the attorney
and/or the law firm handling the case, you should at-
tempt to discern whether there is some aspect of the case
that implicates a significant business strategy or initiative
of either your client or your adversary.

Customers

Customers can be adversely impacted by litigation.
First, competitors often use litigation as a way to market
their products or bolster their intellectual property rights.
Second, many businesses indemnify their customers for
various claims related to the business’s products and ser-
vices. Such an indemnification may cover infringement of
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a third party’s intellectual property, the failure to adhere
to governmental rules and regulations, product defects
and the like. When a client’s business model is B2B, such
indemnifications may have material implications to a
business. For example, a supplier may agree to indemnify
its customers against third-party claims of infringement,
and thereafter, one of the customers or a representa-

tive group of customers may be subsequently sued by

a third-party patent holder. The amount in dispute may
be manageable in the first case or set of cases and may
not at first glance seem material to the supplier’s bottom
line. However, to the extent that the same patent holder
intends to sue multiple customers or groups of custom-
ers over a period of years, the aggregate exposure to the
supplier may rise to a substantial level. In this instance,
the defense of the initial litigation becomes high stakes as
it may ultimately decide the supplier’s ability to contain,
defend and minimize the exposure to the patent holder’s
attack on its customers. Therefore, anytime a customer is
involved in litigation over a client’s products, an inquiry
should be made as to the ultimate consequences of the
litigation in both the short and long term.

Effective Communication with Stakeholders

As discussed previously, there are always several
stakeholders in any high stakes litigation. These stake-
holders will likely include the chief executive officer,
the chief operating officer and the chief administrative
officer, which may be the general counsel. The board of
a corporation will likely request a briefing on any high
stakes litigation as well as select and /or approve out-
side counsel. Depending on the size of the corporation,
the office of the general counsel, the head of litigation,
the attorney for the business at issue and the frontline
litigation counsel will have varying degrees of involve-
ment and responsibilities for any ongoing high stakes
litigation. Oftentimes, insurance carriers will want to
be either in control of or kept up to date on any litiga-
tion covered by insurance. The individuals responsible
for the public relations and auditing functions within a
corporation will also be key partners with the office of
general counsel in handling the messaging, internally
and externally, regarding high stakes litigation. Each of
the above stakeholders will want regular communication
in the form most beneficial to them and according to a
schedule optimal for their internal and external reporting
and/or oversight obligations. Both the frontline litigation
counsel and lead outside counsel, individuals closest to
and most responsible for the day-to-day aspects of the
litigation, must understand the concerns and needs of
each stakeholder and incorporate these considerations
into any litigation plan.

In order to efficiently and effectively meet the expec-
tations of all of the stakeholders, the frontline in-house
litigation counsel and the lead outside counsel should
invest the time to define the dispute, predict the likely
outcomes and identify the relevant business imperatives.
These data points are best communicated in a clear, con-
cise, coherent and, succinct narrative. The level of detail
communicated will vary from stakeholder to stakeholder,
but the story should be consistent and well developed. As
the caretakers of the high stakes litigation, the frontline
in-house litigation counsel and the lead outside counsel
must instill confidence in their clients through effec-
tive communication and exchange of ideas. Without a
clear and consistent message, the stakeholders may have
concerns regarding competency or veracity. Thus, the
frontline in-house litigation counsel and the lead outside
counsel must be prepared to both update and make the
appropriate inquiries necessary to gather key information
from each stakeholder.

Gather Key Facts

In order to appropriately manage high stakes litiga-
tion, it is crucial to have a deep understanding of the key
facts. Such information includes (1) the facts relevant to
the dispute and (2) the facts related to the business that
can help best define a “win.” At times, these facts will
overlap, but they may also be very different as the facts
relevant to the business’s goals may be unrelated to the
claims of a litigation. An important set of facts will be the
key players who will be the guidepost to the key docu-
ments. With this information, the relevant legal theories
and any damages exposure can be assessed. At this
juncture, counsel should be well positioned to confirm
whether or not litigation is high stakes. If so, engage the
appropriate stakeholders. If not, a misclassification of
litigation can be avoided. Given the level of resources and
attention allocated to high stakes litigation, significant
resources may be wasted by misclassifying a litigation as
high stakes. It is, therefore, important not to sound the
alarm for high stakes litigation prematurely and misiden-
tify litigation as high stakes. Credibility is a key part of
effectively managing any litigation, especially, high stakes
litigation. Therefore, correctly identifying such matters is
an important step to building a good reputation with an
internal client and /or corporate law department.

Outside counsel will be able to assist in-house coun-
sel with the gathering of key facts. A preliminary case
assessment will be extremely helpful to in-house counsel
and can be revised over the life of a high stakes litigation.
Any assessment should include (1) recommended strate-
gies; (2) key facts from the outside counsel’s perspec-
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tive (which will need to be supplemented by in-house
counsel); (3) the status of the case; (4) the implications of
insurance coverage and any alternative dispute reso-
lution; (5) likelihood of settlement; (6) legal analysis
including liability and key defenses; (7) the strength and
weakness of the case; and (8) a budget or proposed fee
arrangement.

Assess Litigation Risks

Once in-house litigation counsel has a preliminary
overview of the high stakes litigation, he or she should
assess the risks of the litigation. Consider the impact
on consumers, vendors, strategic business partners and
shareholders. If a business’s success is built on consumer
loyalty and brand reputation (like the big box model),
there is likely little incentive to be engaged in protracted
consumer and/or employment class action litigation. A
few exemplary questions to consider: Is there a possibil-
ity of the outcome affecting future litigation or pre-litiga-
tion disputes or negotiations? Have internal peers (who
are not stakeholders) been engaged as sounding boards
and for their assessment of any risks? Has the team’s trial
attorney (oftentimes different from the lead attorney)
weighed in? Is confidential pre-litigation alternative dis-
pute resolution an option? Given the downside that can
accompany high stakes litigation, an in-house litigation
counsel should attempt to gather as much input as pos-
sible to accurately assess the risk. A risk assessment will
shape the goals for the litigation and ultimately drives
litigation and settlement strategies.

Conclusion

Once in-house litigation counsel has identified a
dispute as high stakes, counsel must effectively commu-
nicate with key stakeholders, gather the key facts and as-
sess the risks of the litigation in order to be in an optimal
position to set a litigation strategy. Once a strategy is in
place, counsel should ensure that it is consistent with
the corporation’s interests and accounts for the strengths
and weakness of the case as it develops. Counsel should,
where possible, seek consensus on strategy from those

share responsibility for the outcome of the high stakes
litigation. A key to successfully managing and “winning”
high stakes litigation will be repeating each of the above
steps at crucial milestones for the litigation and the rel-
evant business.

Joseph M. Drayton is a partner in the New York of-
fice of Cooley LLP and is an experienced trial attorney
who was named among the National Bar Association’s
Nation’s Best Advocates: 40 Lawyers Under 40 in 2010.
Mr. Drayton’s practice background includes a broad
range of patent, intellectual property and complex com-
mercial matters. For 2012 and 2103, he was named to the
IAM Patent 1000 list, a recognition that honors the top
patent practitioners in the world. He practices before
state and federal courts, as well as the International
Trade Commission. He has been a lead member of nu-
merous patent trial teams, including four over the past
few years. Mr. Drayton has handled temporary restrain-
ing orders, preliminary injunctions, all facets of motion
practice and complex discovery. He has represented
leading companies in the media, telecommunications,
banking, private equity, pharmaceutical, electronics and
retail industries.

Mr. Drayton holds a B.S. in Electrical Engineering
from the University of Maryland, College Park, and a
Juris Doctor from the University of Pennsylvania Law
School. He is admitted to the Bar in the states of New
York and Maryland as well as the District of Columbia.
Mr. Drayton is an active leader in both the American Bar
Association and National Bar Association. He has been
recognized by the New York City Bar as a 2014 Diver-
sity and Inclusion Champion. He is the Director of the
National Bar Association, Region 2, which represents
diverse bar associations in Connecticut, New York and
Vermont and is an immediate past Chair of the Intellec-
tual Property Litigation Committee of the American Bar
Association’s Section of Litigation. He is a life member
of the National Bar Association and the immediate past
President of the Metropolitan Black Bar Association of
New York City.
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Considerations in the Use of Pre-Judgment

Asset Freezes
By John A. Basinger and Jeremy Tor

The “nuclear weapon of the law”? is the Supreme
Court’s (adopted) description of the remedy of prejudg-
ment asset freezes. They can serve a deterrent function by
increasing the cost of trademark and copyright infringe-
ment or other claims involving equitable relief. They can
“radically alter the balance” in favor of the plaintiff.> And
they are sometimes the only way to ensure defendants
pay something for their actions.

But a prospective plaintiff needs to consider a num-
ber of issues when considering whether a prejudgment
asset freeze is available or whether it is worth seeking,
even if available:

® Prejudgment asset freezes in federal courts are
largely limited to those for equitable claims, rather
than legal. In practice, this means that freezes are
most frequently authorized in trademark and copy-
right infringement cases, though they can occasion-
ally be used in other cases.

e A prospective plaintiff must consider whether the
defendant has sufficient assets that can be reached
for a freeze. It may be difficult to reach assets if the
defendant makes limited use of payment proces-
sors and financial institutions in the U.S.

e Asset freezes are sought through temporary
restraining orders and preliminary injunction
proceedings and require a significant investment in
legal services and company time up front.

¢ A plaintiff seeking an asset freeze must generally
post security and may face liability if the freeze is
later determined not to be justified.

In spite of these issues, when assets and a freeze are
available the effects can be significant—and an asset
freeze may be the only way to obtain a recovery.

Take as an example an asset freeze issued by a federal
court last year in favor of Abercrombie & Fitch.? The
company sued more than two dozen foreign businesses—
known only by the websites they ran—under the Lanham
Act for selling clothes and accessories bearing unauthor-
ized Abercrombie & Fitch trademarks. The court granted
an asset freeze two days after the complaint was filed,
well before the defendants received notice of the lawsuit.

The court granted the asset freeze because there was
“good reason” to believe the defendants would “hide or
transfer their ill-gotten assets beyond the jurisdiction of

this Court unless those assets are restrained.” The court
ordered a third-party payment processor based in the U.S.
to freeze the accounts associated with the defendants and
to transfer the funds to a holding account. The defendants
never responded to the lawsuit and a default judgment
was entered against them. Without the asset freeze, Aber-
crombie & Fitch likely would have recovered nothing—
once the defendants caught wind of the lawsuit, they may
have emptied their accounts and abandoned their web

Courts have long had the power to freeze assets.
But asset freezes have become an accepted practice in
trademark-infringement cases only in the past twenty
years. The oldest published opinion on the matter dates
from 1989.4 In that case, Reebok sued a group of retailers
for selling counterfeit Reebok shoes in Mexican border
towns. The federal court granted an ex parte order freez-
ing all of the defendants’ assets in order to secure a final
award.

This was before the heyday of the online counterfeit-
ing industry. And that industry has made asset freezes all
the more relevant—after all, an online retailer can pick up
its virtual shop and empty its accounts almost instanta-
neously. Hence the trend in the past 10 years toward an
increasing use of (or at least request for) asset freezes.

An asset freeze is powerful in part because it is
backed by the court’s contempt power. One who disobeys
an asset freeze thus exposes himself to severe consequenc-
es, such as a fine or jail time. Some defendants—those
overseas or who otherwise may be able to avoid the long
arm of the U.S. courts—may not feel intimidated by such
sanctions. But an additional strength of asset freezes lies
in the ability to obtain the assistance of third parties hold-
ing assets of the defendant.

To earn the confidence of American consumers, as the
Abercrombie & Fitch case illustrates, foreign e-commerce
businesses may turn to reputable online companies and
payment processors to help sell their merchandise. The
U.S. headquarters and operations of many online retailers
and payment processors may make their users’ accounts
subject to an asset freeze.

As for assets sitting in overseas accounts, the Supreme
Court many years ago ruled that once personal jurisdic-
tion of a party is obtained, the court has authority to
freeze property under its control, regardless whether the
property is located in the U.S. or abroad.® This includes
assets held by a third-party bank. Thus, when Gucci
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America, Inc., recently sued the owners and operators of
a Chinese website for selling fake Gucci handbags, the
court found it had authority to order—and did in fact
order—an asset freeze of defendants” accounts at the Chi-
nese headquarters of a bank with a branch in the U.S.°

An asset freeze directed at a nonparty may be inef-
fective if the nonparty is beyond the jurisdiction of the
U.S. court when the court lacks a practical way to ensure
that the nonparty complies with the order or is punished
for disobeying it. In the Gucci case, the court ordered
the defendant’s bank to freeze assets abroad because the
bank had a branch in New York (where the court was
located).

A benefit of an asset freeze is that it is not subject to
New York’s “separate entity rule.” According to that rule,
each branch of a bank is a separate entity; accounts at
one branch are considered separate from and unrelated
to accounts at another branch. The rule applies only “for
attachment purposes”” and not to equitable remedies,
including asset freezes.®

An asset freeze has to be well timed to be effective.
If the defendant receives notice of the lawsuit before an
asset freeze is imposed, the defendant may have enough
time to empty its financial accounts. A prospective plain-
tiff intending to sue a defendant at risk of dissipating
assets—and actually recover something—must therefore
move swiftly. From the plaintiff’s perspective, the ideal
sequence of events is to file an ex parte motion for an as-
set freeze at the same time it files the complaint.

But before filing suit, a would-be plaintiff may want
to do some detective work in order to identify the online
or bank accounts associated with the infringer—the
better to maximize the pool of assets that can be frozen.
In the Abercrombie & Fitch case, for example, the court
subjected four different U.S. payment accounts to the
asset freeze. In another recent case, a federal court froze
three accounts linked to the counterfeiting defendants.’
This detective work might require actual purchases, but
it can pay dividends.

A court’s authority to freeze assets derives from its
inherent equitable powers. (Some courts have indicated
that the Lanham Act provides an independent source
of authority for asset freezes;!? the Copyright Act, too,
has been used to justify prejudgment asset freezes!!).
Although asset freezes are powerful tools—or rather,
precisely because they are powerful tools—they come
with limits. The first limitation is the circumstances in
which they are available. An asset freeze may not be used
to secure a future money judgment.!? Rather, an asset
freeze is only available to secure equitable relief,'® as the
purpose of a provisional equitable remedy is to secure
final equitable remedy. While prejudgment asset freezes

are available under certain circumstances in trademark-
infringement and copyright-infringement suits, where eq-
uitable relief is ordinarily sought, this does not mean that
they cover all potential damages.!* A standard equitable
remedy includes an accounting of profits. An accounting
of profits is one of several remedies available under the
Lanham Act, for example.'® It is a remedy that entitles the
plaintiff to the profits the defendant earned from selling
the counterfeit merchandise.

There are additional limits on asset freezes. As with
any type of preliminary injunctive relief, a plaintiff must
prove that it is substantially likely to succeed on the mer-
its, it has suffered immediate and irreparable harm, and
the balance of hardships favors it. Courts that have issued
asset freezes have found that the defendants are likely to
hide or transfer their ill-gotten gains if their assets are not
frozen.!® Courts sometimes impose an additional require-
ment; they freeze assets only to the extent those assets
could be used to satisfy an award for profits.!” Thus, a
court may “exempt any particular assets from the freeze
on the ground that they [are] not linked to the profits”
of the infringing activity.!® Further, like all preliminary
injunctions, a court may require security for a preliminary
injunction that may turn out not to be justified, and the
plaintiff must be prepared to have counsel available to
justify the necessity for prejudgment attachment on 48
hours’ notice or less.'

Asset freezes are an extraordinary remedy. They
should not be the remedy of first resort. However, when
there is a serious risk the infringer will frustrate a final
judgment by dissipating its assets, an asset freeze may be
the best tool available.
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Ten Things Your Employment Lawyers Want to See
(or Don’t Want to See) When You Get an Employee Lawsuit

By Joel J. Greenwald

Employment law litigations are costly and time-
consuming, however, actions can be taken to (a) prevent
them and/or (b) create defenses to them. If you have an
employee complaint, employment lawyers are going to
want to see (or not see) the following:

For all cases, we want to see your employee handbook,

containing a complaint procedure, and an acknowl-
edgement form signed by the complaining employee say-
ing they received it, knew they had to read it and abide by
it. There’s a defense to discrimination claims if the employ-
ee failed to utilize an existing complaint procedure. If the
company first hears about the employee’s issue through a
court complaint, you should have the above in place.

For most cases, we want to see the complaining em-
ployee’s hiring documentation—without comments
suggesting discrimination such as “too old,” “looks preg-
nant,” “black.” We do not want to see employment appli-
cation questions that address protected categories. Asking

for graduation years can suggest an age discrimination
claim; “what language is spoken at home” could support
national-origin discrimination; “are you taking medica-
tions, or do you frequently miss work due to being ill” all
can support disability discrimination claims.

For cases claiming unpaid commissions, we want to

see documents outlining how commissions are earned,
how/when they are paid, what happens to unpaid com-
missions after an employee leaves, and any other details
of commission payment as well as evidence that the com-
plaining employee received and read the commission plan.

For disability leave related cases, we want to see writ-
ten communication with the employee from the start
of the leave seeking information from his or her doctor
certifying the need for leave and its expected length, grant-
ing an amount of leave (potentially conditionally until
documentation is received), and following up with the em-
ployee if/when documentation is not received.

For discrimination cases alleging bad actions by a

manager, we want to see documentation of manager
training on discrimination and harassment, along with
the manager’s signature on the handbook acknowledge-
ment form. Companies may not be liable for managers
who act outside the scope of their employment—but you
need to be able to show that you told the manager what
that scope was. Individual defendant managers who acted
inappropriately can be advised to get separate counsel and
distance from the company if actions appear to have been
taken outside the scope of their employment.

For non-compete /breach of confidentiality cases where

your company hired someone who worked for a com-
petitor, we want to see that you reviewed the applicant’s
non-competition agreement before hiring them, were aware
of any restrictions, and assigned the new employee to a
position you did not believe would violate the agreement.
We want to see that your confidentiality agreement advises
employees not to use prior employers” confidential infor-
mation.

For wage and hour cases, we want to see wage payment

and timekeeping records, including pay stubs showing
overtime wages and New York Wage Theft Prevention Act
Notices.

For cases involving a reduction in force, we want to see

documentation supporting the reason each employee
was selected for layoff, along with a disparate impact
analysis: did the selection method inadvertently target a
protected group? For those targeted for “job elimination,”
we do not want to see that position filled in any short order.

For all terminations, we want to see documentation

showing that the employee was given a real reason for
the termination. While it is not necessary to give them the
documentation (or even necessarily advisable), do tell your
departing employees the truth. It does not have to be ev-
erything—but what is said must be accurate.

1 For any litigation where the employee’s job perfor-
mance will be an issue, we do not want to see perfor-
mance reviews saying the employee’s performance and/or
production was “satisfactory” when it was far from it. Give
employees honest reviews—or do not do them at all.

An ounce of prevention is truly worth a pound of cure
in this arena. In consultation with your employment law-
yer, you can train your managers to get it right and poten-
tially avoid them taking improper workplace actions. You
can also put in the policies and procedures you need to pre-
vent employee lawsuits or have defenses in place should
disgruntled employees try to take a stab at the company.

Joel J. Greenwald, Esq., is the managing partner of
Greenwald Doherty, LLP, an employment and labor law
firm, representing exclusively management, and can be
reached at (212) 644-1310 or jg@greenwaldllp.com.

DISCLAIMER: The foregoing is a summary of the laws discussed above for the
purpose of providing a general overview of these laws. These materials are not
meant, nor should they be construed, to provide information that is specific to
any law(s). The above is not legal advice, and you should consult with counsel
concerning the applicability of any law to your particular situation.
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Leveraging the Cloud in Litigation

By Natalie Sulimani

Leveraging cloud computing can be an asset to any
business small or large. It is a cost-effective and secure way
to ensure that your files are ready for access wherever you
are or wherever your client is. This is also true of litiga-
tion. At the hint of litigation, it is the responsibility of the
attorney to ensure that litigation holds are begun, and that
data is not lost or deleted. Technology can go a long way
in that respect.

It is amazing to think that in the beginning of my
career in litigation, eDiscovery was in its infancy and has
since progressed by leaps and bounds. I still shudder to
recall the “war rooms” in which hundreds of boxes would
scale the walls and document review was done utilizing
color-coded sheets. (If this is still you, you need to read
this article.) Not to mention the Excel spreadsheets that
would sometimes crash my computer due to sheer size of
the indices.

Now, I take great pride in a paperless office and utiliz-
ing cutting edge software that allows my team to review
remotely as well as the security of knowing that I can cut
off access to anyone at any time. I can also monitor who is
in the software at any given time.

In this article, I want to discuss how corporate counsel
or inside counsel can utilize technology to manage effec-
tively (in both time and money) their litigation, outside
counsel or even just employees.

Litigation, unfortunately, is inevitable, so being pre-
pared can mean all the difference. Assessing your litiga-
tion hold practice is best before a problem arises. In fact,
using proper protocols with your outside counsel can help
reduce the risk of data breaches even before the threat of
litigation.

Let’s begin with the steps of discovery, and for this
article, we will primarily discuss electronically stored
information (ESI).

1. Litigation Hold or Legal Hold. This is the suspen-
sion of any data purges such as systematic deletion
of backups, email deletions or any manipulation of
data that can be relevant to the litigation and that
may spoil the data. A litigation hold begins when
litigation is reasonably anticipated. This is impor-
tant. This does not mean receipt of a complaint,
this means when the party reasonably anticipates
they may be a party to a litigation. This, as you
can imagine, is a moving target, so you should be
cautious.

Identify Key Personnel. The next step would be

to identify who in the organization would have
information relevant to the litigation. It is important
not to be too narrow in your assessment. Better to
cast a wide net than not be prepared when the time
comes. Sometimes this is a question of starting with
the main personnel and running keywords to see
who else was involved.

Interview. Once you have identified Key Personnel,
you will need to interview them to identify poten-
tial locations of ESI. Here is where things may get

a little tricky. Depending on the litigation, you may
need to identify all social media, all modes of com-
munications, i.e., email, text, WhatsApp, any way
they might communicate potentially relevant infor-
mation and certainly the way they work. Is all work
done on the company computer/laptop? Do they
utilize personal devices to work? Do they ever use
personal email for work? Not only are you asking
them where pertinent documents may be, you are
also trying to discern the AMOUNT of information.
After all, eDiscovery obligations sometimes turn on
how much information and the associated cost.

Collections. This is the step where you really have
to be careful. It is easy to inadvertently spoil or
compromise data. You compromise data when you
change the file information such as the location,
date, time, author, etc. Most people will instinctively
want to “organize” their files so you can collect the
data as quickly as possible. Tell them to fight the
urge. Instead, your legal team should identify the
potential pool of data and run searches. Overcol-
lecting will be a waste of time and resources. You
will need to ensure the integrity of the data. Here is
where a collective server or the cloud can assist im-
mensely. Depending on how many custodians, you
may just image their drives for a forensic copy and
then proceed with collection on a backup. Keep in
mind, however, every time you copy a hard drive,
it compromises the data no matter how careful your
tech people are.

Cooperation. At this point, you know the universe
of data. Your eDiscovery provider has probably
begun some keyword searches to tell you how
much data your team will need to process. It is also
the time to meet and confer with opposing coun-
sel to find out how much data is on the other side
and where that data resides. You need to be able
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to accept the multitude of formats being shared
with you, because when you ask for documents
you want native file formats, as well. Native files
store the metadata, which is the underlying docu-
ment information such as creation date, modifica-
tion date, author, etc. Preserving this metadata is
important in avoiding spoliation and possible court
sanctions. Therefore, as an aside, it is important
that when it comes to your own client that your ESI
service provider is preserving your client’s metada-
ta from the beginning. Keywords will be discussed,
as well. Keywords are a must in culling the amount
of information. You want to ensure that you are
asking for enough while not being overinclusive to
the point of wasting time and resources.

6. Review. After all the documents are collected. They
should be organized by custodian and reviewed
for relevancy. You will have your team check for
relevancy to the agreed document production and
relevancy to prove your case. Given the amount of
software utilized in eDiscovery, it is useful to come
up with saved searches to help you narrow down
the universe of documents. While “papering” your
opponent was a tactic in the past, it can now be
construed as overly burdensome to the opponent
and even have the effect of your bearing the costs
for not reviewing your production for relevancy.
You will also do a more upper-level review for
privilege. eDiscovery software has algorithms that
will scan the production for potential privilege,
which will then be reviewed by your team for
actual privilege. It is another layer to ensure that
nothing slips through.

7. Production. This step includes taking the relevant
documents, coding them with a Bates stamp and
sending them over to opposing counsel or for a
third-party production. You do include privileged
documents in the Bates stamp but, obviously, those
are not produced. You will, within the amount of
time decided between the parties, produce a privi-
lege log that sets out the documents withheld due
to privilege.

8. Evidence. Utilizing the coded, relevant documents
for depositions and trials. One repository of all
those documents in the cloud means easy access
for the entire litigation team. Gone are the days
when you need your assistant to email relevant
documents to you during a trial.

Now that I have, briefly, outlined the steps to discov-
ery, here is an overview of cloud computing because to
have a defensible eDiscovery strategy, you need to under-
stand how things work in the cloud. Gone are the days

where attorneys can be ignorant of technology, because at
this point, it woul