
son, our Section’s Assistant Secretary, has now been
appointed Secretary, taking the place of Edna Weiner,
who has served us well.

By the time you read this, we will have had, as of
this writing, a Copyright and Trademark Committee
meeting, chaired by Alan J. Hartnick entitled
“Archives—A Virtual Goldmine,” and a Literary Works
and Related Rights Committee meeting chaired by Jay
Kogan entitled “Publishers’ Deals with the New E-Mid-
dlemen.” We will have also have had a Section Pro-
gram—a day-long joint venture with the Annual Meet-
ing of the Appraisers Association of America—entitled
“Attorneys and Appraisers: Forging Professional Rela-
tionships: The Law and Business of Art,” offering 6 CLE
credits and featuring, among its panelists, both Ralph E.
Lerner, Chair of our Fine Arts Committee, and your Sec-
tion Chair. This Program will focus on Appraisers and
Auction Law, Expert Opinions and Liabilities, Art and
International Law, Appraisal Standards, Insurance Liti-
gation, Art and Copyright Law, Art on the Internet, and

Inside
The Commercial Actor Strike of the Year 2000 ......................5

(Michael L. Landsman)

The Status of the Law on Sound Recordings as Works
Made for Hire..........................................................................9
(Karen J. Bernstein)

Expert Opinions and Liabilities ..............................................13
(Judith Bresler)

Product Photography—Can It Be a Derivative Work?........19
(Joel L. Hecker)

They Shot the Messenger—Time to Change the Message,
Time to Update the N.Y. Rights of Privacy/Publicity....21
(Joseph J. Beard)

Our Section anticipates
an extremely active—and
productive—fall season.
First, I’d like to welcome
some additional new
appointments to our Exec-
utive Committee: Elissa D.
Hecker, as our new Publi-
cations Editor, David Stern-
bach as our new Co-Chair
of our New Technologies
Committee, Mark Allen
who will now be Chair of
our Music and Recording

Industry Committee, taking over from Ronald S. Bien-
stock and Gary F. Roth, the Committee’s former Co-
Chairs, who will now be our Section’s liaisons to the
NYSBA’s newly formed (and extremely timely) multi-
Section Cyber Law Committee, and Douglas P. Jacobs,
our new Chair of our Section’s Broadcasting and Cable
Committee. I also note with pleasure that Alan D. Bar-
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Appraisers as Expert Witnesses. The day after, we will
have had another, very different Section Program (we’re
nothing if not varied): Our day-long 4th Annual Sports
Law Symposium, presented in association with New
York Law School—another great, CLE-accredited pro-
gram. Among the featured participants in this pro-
gram—serving as moderators—are Jeffrey B. Gewirtz,
Co-Chair of our Professional Sports Committee, and Jef-
frey A. Rosenthal, Co-Chair of our Professional Sports
Committee as well as Vice-Chair of our Section. Among
the topics to be covered in this program are Legal Ethics
and Athlete Representation, New Media in Sports and
the Law, and Developments in Sports Arbitration.

Speaking of sports, we have a blockbuster Annual
Meeting planned for Friday, January 26, 2001. Entitled
“Challenges Facing Professional Sports,” we have pro-
cured, as of this writing, as panelists, Gary Bettman,
Commissioner of the National Hockey League, Donald
Garber, Commissioner of the Major Soccer League,

Mark Miles, CEO of the ATP Tour, Inc., and Ty M.
Votaw, Commissioner of the Ladies Professional Golf
Association. When I say “we” have procured, I mean
Jeffrey Rosenthal and Jeffrey Gewirtz, and I heartily
thank the two Jeffreys for their inexhaustible efforts in
putting together such a sensational program! Don’t for-
get to put this date on your calendar. In closing, I’d like
to equally thank Elissa Hecker for her devoted enter-
prise in putting together such a terrific first issue under
her editorship. You’ve set the bar high, Elissa! We look
forward to three such issues a year. I’d also like to
thank each and every one of the writers who have
taken the time and effort to make this issue what it is: A
timely, varied, robust Journal. Please contribute to it!

See you at the Annual Meeting!

Judith Bresler
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Editor’s Note
We are fortunate to have two articles from a gifted

writer regarding controversial issues that have impact-
ed the music industry. The Intellectual Property and
Communications Omnibus Reform Act of 1999, which
included an addition to the work-for-hire provision,
was passed without debate and only limited discussion,
and which was repealed as a result of the reaction from
artists in the industry, is the focus of the first piece. The
second addresses the Fairness in Music Licensing Act,
which to some, was quite the opposite of “fair.”

This issue of the Journal also includes a thought-
provoking and thorough analysis of the liability of
expert opinions in the field of Fine Arts. The author
walks the reader through specific examples and situa-
tions, laying out the factors that an expert must consid-
er when giving an opinion—whether solicited or not.
The result from each analysis may differ depending on
an evaluation of several circumstances.

We also have an article about an opinion regarding
product photography. The question recently came
before the Ninth Circuit Court of Appeals as to whether
the photograph of a vodka bottle can be a derivative
work, worthy of copyright protection and independent
from the product itself. This decision will be one of
great interest to professional photographers.

This issue contains an all-encompassing discussion
about New York State’s Civil Rights Law §§ 50 and 51,
which address the rights of privacy and publicity. The
author argues that it is time for New York to enter the
21st century, and to update the law granting broader
rights, rather than what he claims to be a narrowing of
such rights resulting from Appellate Court decisions.
The question is left open as to which branch of govern-
ment will take on the responsibility of broadening the
law—the courts or the legislature.

It is very unusual to find an issue that is non-con-
troversial, that everyone not only can agree with, but
one which unites everyone towards a common goal.
The Journal has devoted a section of this issue to an
innovative and wonderful program, Musicians On Call.
This organization was founded at Memorial Sloane-Ket-
tering Cancer Center. The Musicians On Call programs
provide forums for anyone who has the talent, time
and/or desire to help hospitalized patients, their fami-
lies and loved ones, by using music in therapeutic
ways. The programs are currently operating in the New
York Metro area, but the goal is to extend nationwide, if
not further. Each person who contributes to Musicians
On Call gains invaluable insight into how profound it is
to help others.

The Year 2000 was a
tremendous year for the
Entertainment, Arts and
Sports law fields. Our
issues grabbed the head-
lines, were debated in
Congress and were heard
by the courts. The
Olympics, golf and tennis
tournaments and
Mets/Yankee excitement
captured hopes and
showed the world extreme
emotions. Great houses fell as Sotheby’s and Christie’s
faced anti-trust issues. MP3.com, Napster and Scour
brought out the best and the worst in music and film
lovers. The Internet, and how to apply the law, was a
continuous challenge—with new technologies rising
fast while lawyers ran to keep up. It has been terribly
exciting.

It was a wonderful year of topics. We have a
remarkably large issue of the Journal, which subjects
define a number of the issues that faced lawyers this
past year. 

In addition to all of the legal issues that developed
and that will be addressed in these pages, the Journal is
also expanding its scope to include contributions from
non-lawyers. Each issue will include articles written by
those who are personally involved with topics that
affect many in the Entertainment, Arts and Sports Law
fields. These contributions will hopefully bring to light
non-legal analyses of subjects that may effect your
clients on a regular basis. In this issue, there are com-
panion pieces that address a subject that is quickly com-
ing to the forefront in theatrical rights discussions—
should a playwright and director share the copyright in
the final production? The articles are written from two
viewpoints, one from that of a director and one from a
playwright. The attempt to try and determine which, if
not both parties, should own the copyright, or if the
bundle of rights should be shared, is hardly a black and
white issue.

This Journal also contains an article regarding the
commercial actor strike of 2000. This strike affected the
entertainment industry in immeasurable ways, and
both united and divided key players in the business of
commercials. The author presents an organized analysis
of the issues resulting from the strike, and the possible
repercussions it will have on the entire entertainment
industry, including the businesses involving television
and film.



Unfortunately, there are no sports articles included
in this issue of the Journal. However, I promise that the
next issue (Spring) will contain some addressing Sports-
related topics, and I hope that the Annual Meeting
forum, which will be focusing on issues facing sports
Law practitioners, athletes, and agents, to name a few,
will prove fruitful, in that writers will be inspired to
contribute pieces of interest to the readership.

In addition to articles, I encourage Letters to the
Editor. Differing opinions are what makes the practice
of law so interesting, and for every topic there are
many, many issues that may be addressed. Write to the
Journal about your opinions. Encourage others—be they
members or non-members, lawyers or non-lawyers, to
contribute to the Journal. It should be a forum for ideas
and a repository for legal analyses and theories. 

Finally, I want to thank Judith Bresler for bringing
me on the team and for having faith in my abilities, and

Jeff Sanders for his invaluable help in mentally prepar-
ing me for this job. 

I look forward to working for and with all of you.

Elissa D. Hecker

Elissa D. Hecker is Associate Counsel to The
Harry Fox Agency, Inc., licensing subsidiary of The
National Music Publishers’ Association, Inc., where
she is involved with legal, educational and policy
matters concerning the world’s largest music rights
organization and the U.S. music publishing industry
trade group. In addition to membership in the
NYSBA, Ms. Hecker is also a member of The Copy-
right Society of the U.S.A., Co-Chair of the FACE Ini-
tiative children’s Web site, Associate Member of the
Graphic Artists’ Guild, and a member of other Bar
Associations.
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The Commercial Actor Strike of the Year 2000
By Michael L. Landsman

the industry. It is therefore imperative that people
remain informed about them.

The third reason why this strike is important is that
it illustrates the benefits of using the Internet to dissem-
inate information and influence public opinion during a
labor dispute. As a recent editorial in the Wall Street
Journal pointed out, this is the “first labor war waged to
a significant extent on the Internet.”5 Although parties
in previous labor disputes have placed information on
their Web sites, the parties in this strike were particular-
ly effective at using the Internet to provide information
about the negotiations and positions on the issues. For
example, both SAG/AFTRA (“commercial actors” or
“unions”) and AAA/AAAA (“advertising industry” or
“management”) devoted significant portions of their
Web sites to providing information about the strike, and
such sections were constantly updated.6 In fact, a sub-
stantial portion of the research used to prepare this arti-
cle was obtained via the Internet. 

Although the overall impact of the Internet on this
strike was difficult to measure at the time this article
was written, there is no question that it played a major
role in informing people about the issues. Accordingly,
readers should be aware of the benefits associated with
using the Internet when informing and influencing
public opinion about a client’s position, and plan on
capitalizing on such benefits in the future. 

The balance of this article provides a brief back-
ground of the commercial actors strike, discusses the
four major issues therein, and concludes that the best
resolution for this dispute is one that accounts for the
rapid and unforeseeable technological changes facing
the entertainment industry over the next several years. 

Background
The dispute between the commercial actors and the

advertising industry has its genesis in a contract that
was first negotiated back in the 1950s, well before the
arrival of the Internet, cable and satellite television. As
Ira Shepard, who is one of the attorneys representing
the Joint Policy Committee on Broadcast Talent Union
Relations (JPC) recently pointed out, this “contract has
not been changed since the television was invented,”
and it was “geared to a time when three networks con-
trolled virtually 95% of the national audience.”7

In 1997, SAG and JPC (which includes the ANA
and the AAAA) agreed to a new contract (“1997 Con-
tract”) that commenced on April 1, 1997 and continued

Introduction
The streets of midtown Manhattan and downtown

Los Angeles were particularly boisterous over the last
several months of 2000, due to a series of protests by
striking workers from various labor unions. Perhaps the
most rambunctious and well-choreographed of these
protests, however, were conducted by members of the
Screen Actors Guild (SAG) and the American Federa-
tion of Television and Radio Actors (AFTRA). 

These protests commenced soon after officials from
SAG and AFTRA, which collectively represent about
135,000 actors in the United States, announced that their
members would strike (“strike” or “commercial actor
strike”) against the Association of National Advertisers
(ANA) and the American Association of Advertising
Agencies (AAAA) on May 1, 2000.1 There are several
reasons why it is important for attorneys and other pro-
fessionals who work in the entertainment industry to
understand the key aspects of this strike.

The first reason is that this strike provides a pre-
view to the negotiations and major issues in at least
three additional labor disputes that are expected to hit
the entertainment industry over the next two years.2
The first two of these disputes are expected to occur
when the contracts between the Alliance of Motion Pic-
ture and Television Producers (AMPTP) and the Writers
Guild of America (WGA), and between the AMPTP and
SAG/AFTRA both expire. These contracts expire in
May and June of 2001 respectively.3 The third such dis-
pute is expected to occur when the Directors Guild of
America’s (DGA) contract expires in June of 2002.4
Based on the fact that many of the central issues in the
commercial actor strike are strikingly similar, if not
identical, to the potential issues in the three contracts
mentioned above, the outcome of this strike will most
definitely have an impact on future negotiations in the
industry.

The second reason is that this strike highlights the
need to understand and foresee the impact technology
has on the entertainment industry and the fundamental
economic assumptions that support it. For example, the
advent of cable, satellite and Internet broadcasting have
dramatically increased the quantity of content available
to consumers, loosened the three major networks’ (i.e.,
ABC, CBS, and NBC) stronghold over the industry, and
increased the amount of options available to advertis-
ers. It is much too early in the information revolution to
predict the long-term effects of these changes, but it is
clear that many of them will have a profound impact on



to March 31, 2000.8 The 1997 Contract set the minimum
compensation for on-camera principal performers at
$478.70 per day, and contained compensation schedules
for various markets, commonly referred to as pay-per-
play provisions. 

Negotiations for a new commercial actors’ contract
began on February 14, 2000 in New York City. Accord-
ing to press reports from that time, neither labor nor
management were willing to make any concessions,
and five weeks later SAG and AFTRA members voted
to give the Board of Directors of both unions the power
to call a strike if it became necessary to obtain a fair
contract.9 By April 19, 2000, the Joint National SAG/
AFTRA Board of Directors instructed their members to
withhold performing services and auditioning for tele-
vision commercials and recorded radio commercials as
of May 1, 2000.10

The four major issues in the commercial actor strike
were (a) whether to expand the “pay-per-play” formula
to cable, (b) broadcast Network Class A payments,
(c) the monitoring system used to determine how often
commercials are broadcast, and (d) Internet broadcast-
ing.11

Discussion

Pay-Per-Play for Cable

The first and perhaps most important issue in the
commercial actor strike concerned the pay-for-play
residuals, which, as the phrase implies, are based on
how often a commercial is broadcast. The underlying
principal of the network compensation schedules in the
1997 Contract is that the more a commercial is used, the
more actors are paid. 

In contrast to the compensation system used for the
networks, when commercials are broadcast on cable,
actors are paid $1,014 for a 13-week cycle, regardless of
how many times the spot is used.12 This fee is in addi-
tion to the amount actors receive the time spent filming
the commercial, which is at least $478 per day.13

The major reason why the system for compensating
actors for commercials broadcast on cable became such
a significant issue is that the increase in the number of
channels available on cable and the amount of revenue
necessary to support them, disturbed the balance
achieved under the 1997 Contract. In order to compen-
sate actors for the increase in the number of times many
commercials are broadcast on cable, the unions wanted
to expand the pay-per-play residuals to this medium for
the next contract.14

Based on the median number of times a commercial
is broadcast on cable, an actor’s compensation for a 13-
week cycle would increase from $1,014 under the 1997
Contract to $2,564.28. This compensation would also

continue to increase as new cable networks arrive over
the next few years. In other words, if the current pay-
per-play system for compensating actors for commer-
cials broadcast on the networks is applied to commer-
cials broadcast on cable, the increase in wages would be
about 400% per principal performer.15

In contrast to the unions’ proposal, management
wanted to eliminate residuals altogether and replace
this method of compensating actors with a flat-rate
scale that would cover commercials broadcast over the
networks and cable. Management’s proposal would
bring the 1997 Contract’s 13-week guarantee for cable
to $1,627.47, which is a 60% increase over current com-
pensation rates. 

According to the most recent information available
at the writing of this article about the contract negotia-
tions in the commercial actor strike, the unions compro-
mised on their demand that the pay-per-play system be
expanded to cover cable broadcasting, and accepted an
increase in cable residuals payment of over 100% by the
third year of the next contract.16 In any event, the final
outcome of the negotiations over cable broadcasting
residuals in this strike will most definitely influence the
negotiations concerning the three labor disputes expect-
ed to hit the industry over the next three years.

Broadcast Network Class A Payments

The second major issue also relates to the pay-per-
play provisions. As mentioned above, the 1997 Contract
set forth different compensation rates for commercial
actors, and such rates also varied according to the
medium on which a commercial is broadcast. Under the
1997 Contract, compensation for use of commercials is
divided into several classes.17 For example, actors are
paid a daily rate of $478.70, which includes the first net-
work broadcast, for commercials broadcast pursuant to
the Network Class A schedule. Actors are then paid
each time the commercial is subsequently broadcast on
a network. This per broadcast rate starts at $122.70 and
decreases over 13 weeks to $46.65.18

In an effort to modernize and simplify this system
for calculating compensation, the advertising industry
decided that it would offer the unions a guaranteed
residual (a/k/a flat rate) for the next contract. Under
the 1997 Contract, an actor was paid $2,045.30 for a
Network Class A commercial.19 In contrast, under the
industry’s new guaranteed residual offer, the same
actor would make $2,575 for each 13-week usage on a
network.20

The president of SAG and other union leaders have
characterized management’s guaranteed residual pro-
posal as a “roll back.” At the same time, ANA’s Web
site has claimed that management’s proposal actually
constitutes a 17% increase over the pay-per-play residu-
als for actors in a typical commercial.21 Regardless of
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Internet Broadcasting

The fourth and final major issue in this strike
relates to commercials broadcast over the Internet. As
most people who have watched television broadcast
over the Internet know, this technology has not been
perfected, and often enables viewers to simply fast-for-
ward over commercials. As the recent failures of several
Internet television networks indicate, it is also unclear
whether this will become a commercially viable or pop-
ular method of broadcasting within the near future.

Notwithstanding the uncertainty surrounding
broadcasting over the Internet, the unions want to
extend the jurisdiction of the commercial actor contract
to include commercials made exclusively for the Inter-
net. In contrast, management proposes an interim
agreement under which the parties would evaluate this
area as it develops over the next few years. Given that
the future of television broadcast over the Internet is
unclear, this issue should probably be confronted dur-
ing the negotiations for the next contract.

Conclusion
As mentioned above, the best resolution for the

commercial actor strike of the year 2000 is one that will
account for the rapid and unforeseeable technological
changes facing the entertainment industry in the near
future. In the absence of such a resolution and given the
magnitude of the economic damage this strike caused
to various third parties (including commercial produc-
ers, production personnel, talent agents and editors),
the second best solution would be for management and
the unions to accept the federal mediator’s proposal for
a 90-day cooling-off period.25

This would enable everyone to begin repairing the
damage caused by this strike, and allow the parties to
continue negotiating a new contract. It would also offer
a sign of hope for the thousands of people who will be
affected by the three labor disputes that are expected to
hit the entertainment industry over the next two years.

Addendum to Article:
After this article was submitted for publication, but

before it was printed, labor and management agreed to
a tentative pact. On Saturday, October 28, 2000 the joint
SAG/AFTRA Boards met in Los Angeles and voted to
approve the new agreement, recommend passage by
the unions’ members and issued a “back to work
order.”26 These actions effectively ended the commercial
actor strike.

Although it is too early to draw any conclusions, it
will be interesting to observe how this strike will affect
negotiations for the next WGA, SAG/AFTRA, and
DGA contracts with the AMPTP. Stay tuned. . .

whether one views this as a rollback or an increase, the
management eventually agreed to drop the proposal in
order to help settle the strike. 

Monitoring System

The next major issue concerns the system used to
monitor the broadcast of commercials. Before the
advent of cable, satellite and Internet broadcasting, this
was a relatively simple matter, but as the proliferation
of broadcast media outlets continues, monitoring the
use of commercials becomes increasingly complex and
problematic. Furthermore, there are several new prod-
ucts and services that may ultimately reduce the num-
ber of people who will actually view commercials. For
example, several companies recently launched a line of
consumer products known as personal television servic-
es (e.g., Tivo, ReplayTV). These products enable con-
sumers to create personalized television networks by
digitally recording their favorite programs. This tech-
nology also enables the consumer to skim through any-
thing on the screen, including commercials.22

In addition to personal television services, within
the next few years most network-affiliated stations and
many cable networks in the United States will switch to
broadcasting in digital, thereby enabling them to offer a
plethora of new programming choices.23 It is difficult to
anticipate the effect of these and other technological
advances on the advertising industry, but it is safe to
predict that they will provide consumers with the abili-
ty to reduce the amount of time spent watching com-
mercials, and undermine the feasibility of creating a
system of monitoring commercials. 

The unions proposed to solve the difficulties associ-
ated with counting how many times a commercial is
broadcast by creating a monitoring system that would
allegedly be able to track the usage of commercials on
network and cable television, and ultimately ensure
that commercial actors are paid for their work under a
pay-per-play model of compensation. This monitoring
system would be created by a third party and paid for
through a special fund supported by the advertising
industry.24

In contrast, management originally proposed to
solve this problem by replacing the pay-per-play sys-
tem with a flat rate, thus eliminating the need to create
a commercial monitoring system altogether. More
recently, the industry proposed a joint committee to
explore different ways to identify commercials for even-
tual monitoring, and the parties agreed to meet about
different approaches to solving this problem within six
months. Regardless of the outcome of the strike, there is
no question that eliminating the need for a monitoring
system would be more efficient than attempting to
develop such a system.
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The Status of the Law on Sound Recordings as
Works Made for Hire
By Karen J. Bernstein

ated doctrine, which held that an employer may be an
author for purposes of copyright ownership.7 It was not
until the 1976 Copyright Act that the WMH clause was
given a statutory definition. 

Section 101 of the 1976 Copyright Act defined and
codified the WMH doctrine in two clauses: 

(1) a work prepared by an employee within the scope
of his or her employment or 

(2) a work specially ordered or commissioned for use
as a contribution to a collective work, as a part of a
motion picture or other audiovisual work, as a
translation, as a supplementary work, as a compi-
lation, as an instructional text, as a test, as answer
material for a test, or as an atlas, if the parties
expressly agree in a written instrument signed by
them that the work shall be considered a work
made for hire.8

Section 201(b) of the 1976 Copyright Act provides that
“in the case of a work made for hire, the employer or
other person for whom the work was prepared is consid-
ered the author for purposes of this title, and, unless the
parties have expressly agreed otherwise in a written
instrument signed by them, owns all of the rights com-
prised in the copyright.”9 Indeed, the commissioned work
that is designated as a work made for hire must fit into
one of the enumerated categories; otherwise, the contract
can be declared void.10

The 1976 Copyright Act also extended the expiration
of the so-called “artist termination right” from 28 years11

to 35 years.12 Recording artists typically assign their copy-
rights to record labels as part of the recording contract.
Thus, the record label owns exclusive authorship rights
for the statutory period of time. The artist termination
right enables recording artists who contract with record
labels after January 1, 197813 to recapture copyright own-
ership in their works as early as 2013.14 Accordingly, since
the 1976 amendment, notice of the termination right can
be communicated as early as ten years in advance (com-
mencing in 2003). The new law was favorable to the
record companies, because it eliminated the recording
artist’s “second bite of the apple,”15 as the termination
right no longer applied to Sound Recordings that were
classified as works made for hire.

There were numerous reasons why Congress extend-
ed the termination right and codified the work-made-for-
hire doctrine in the 1976 Copyright Act. Not surprisingly,
the book publishing industry was the driving force behind
both changes. Book publishers felt strongly about the
artist right of termination extension because 28 years, they

Entertainment attorneys know that it is common prac-
tice for record companies to use the contractual language
“work for hire” in artist recording agreements.1 For years,
record companies employed this standard clause, and
most recording artists who signed the contracts did not
think twice about it. In an effort to codify this accepted
practice, the Recording Industry Association of America
(RIAA)2 successfully lobbied Congress to change the
Copyright Act. 

On November 29, 1999, President Clinton signed the
Intellectual Property and Communications Omnibus
Reform Act of 1999 (the “new law”), which added Sound
Recordings as a tenth category of works to the work-
made-for-hire clause of the Copyright Act (the “WMH
clause”).3 When artist coalitions and industry groups (the
“artist rights groups”) caught wind of the new law, they
complained to Congress that they were not given the
opportunity to be heard on the issue. Indeed, there were
no Congressional hearings or debates on the new law.
Moreover, they claimed that the new law essentially took
copyright ownership away from them and gave record
labels a legal basis to claim exclusive authorship rights in
their copyrights. Surprisingly, nine months later, the RIAA
sided with the artist rights groups,4 and it recommended
that Congress repeal the new law.5

Congress listened, and on September 6, 2000, Repre-
sentatives Coble and Berman introduced legislation to
repeal the addition of Sound Recordings as a new catego-
ry of the WMH clause.6 The proposed repeal was sent for
Senate approval on September 20, 2000, and in an 11th
hour victory for recording artists, the Senate approved the
repeal on October 12 by a unanimous consent vote.

This article sets forth the history and issues surround-
ing Sound Recordings, the WMH clause, and the termina-
tion right provisions of the Copyright Act. It also explains
the legislative history and the state of the current law in
connection with the new law and its repeal. 

There are many more questions surrounding this
issue than answers. For example, as a result of the new
law, will artist rights groups gain more leverage against
record labels when negotiating contracts, or will author-
ship rights in record contracts return to the status quo?

History of the Work Made for Hire Doctrine,
the Termination Right, and Its Relationship to
the New Law

The 1976 Copyright Act

Before the 1976 Copyright Act, there was no statute
that defined a work made for hire. It was a judicially cre-



claimed, was not enough time to capitalize on famous
authors’ works. 16 The WMH clause, on the other hand,
was based on transaction costs.17 Indeed, the book pub-
lishers lobbied Congress heavily to include compilations
of literary works under the categories of works made for
hire, because the publishers invested vast amounts of
money in editing, marketing, and compiling articles.18

The New Law

The music industry, particularly the RIAA, used the
same argument as the book publishers when it lobbied
Congress for the new law, that “a record company invests
time, energy and money into advertising costs, retail store
positioning fees, listening posts in record stores, radio pro-
motions, press and public relations for the artist, television
appearances and travel, publicity, and Internet marketing,
promotions and contests.”19 Accordingly, these are huge
financial risks that a record label has to take. Further, the
record labels and Congress reasoned that the new law
should be passed because Sound Recordings had been
registered by the Copyright Office as works made for hire
since 1972, “even though they [had not been] statutorily
recognized before the new law was enacted.”20

Recording artists contend that the “predicate of a
work-for-hire relationship is that the individual perform-
ing the work is paid a one-time fee—and one that’s not
recoupable.”21 Record labels, the artists argue, do not
invest money. They advance sums to be recouped from
the artists’ royalties and hold all the power. 22 Their posi-
tion is that they benefit from the termination transfer right
because countless recording artists, who were unknown
over 20 years ago, will have complete control to renegoti-
ate the terms of their copyrights. 

One constitutional law scholar argues that the addi-
tion of Sound Recordings to the WMH clause “fl[ies] in
the face of the constitutional requirement that ‘authors’
hold exclusive rights and [the new law] fundamentally
violate[s] the Framer’s intent.”23 Many in the music indus-
try assert that Sound Recordings have always been con-
sidered works for hire even before they were listed in the
Copyright Act and that the marketplace should control
free negotiation.24

Before the new law was enacted, a recording artist
who sued a record label to recover royalties could rely on
the Preemption Clause in the Constitution, which guaran-
tees that any contracts written to circumvent the Copy-
right Act will be held to be unenforceable.25 This right
would have been eliminated had the new law remained in
effect. 

The Debate

Termination Rights and Works Made for Hire

Record labels projected that the termination right
might cause “an employer to negotiate an assignment of
copyright with each of dozens, or even hundreds, of

employees each time they joined to create a copyrighted
work. . . .”26 The theory is that the addition of Sound
Recordings to the WMH clause “promotes marketability
by making it possible for parties to eliminate an otherwise
chaotic state of copyright title. . . .”27 The record compa-
nies reasoned that, “[i]f highly collaborative works were
subject to the termination right, they would get tied up in
endless disputes and negotiations over copyright owner-
ship among any and all of the individuals who had any
colorable claim of authorship (not to mention their various
heirs, assigns and employers).”28

The recording artists reject the record labels’ “chaos
theory,”29 and they assert that record contracts are typical-
ly made exclusively with the “featured artist”—the lead
singer or predominant members of a band. The featured
artist, in turn, contracts with the producer, the musicians,
and the sound engineers who, technically, would be con-
sidered the featured artist’s employees. Thus, a contract
between the featured artist and the supporting players
includes work-made-for-hire terms that warrant the back-
up singer, musician, etc. as an employee for purposes of
playing on the track.30

There are also many arguments that flow back and
forth as to whether Sound Recordings can qualify as
works made for hire without the new law. Some attorneys
opine that sound recordings do not rise to the level of
“specially ordered or commissioned works” as stated in §
101 of the Copyright Act. In addition, there are the aca-
demic and statutory arguments. Professor Paul Goldstein
believes that “individual recorded compositions them-
selves [could] constitute ‘collective works’ . . . [or] ‘compi-
lations’ and thus can independently qualify for work for
hire status under Clause (2)’s provision. . . .”31 Professor
Goldstein reasons that recording a song involves the
“selection, coordination and arrangement of the recorded
tracks into a creative whole.”32

Peter Jaszi, a professor of law at American University
Law School, disagrees with Professor Goldstein’s theory.
He believes that the “definition of a ‘compilation’ or a ‘col-
lective work,’ is defined as a work comprising the contri-
butions of several people using pre-existing material to
form some other creation, such as an encyclopedia,”
whereas, a Sound Recording is a “collection of songs relat-
ed temporally or thematically. . . .”33

Sound Recordings as Collectives or Compilations

Now that the new law has been repealed, the debate
continues over whether a Sound Recording is a compila-
tion, a collective work or a work made for hire. This is
pertinent to the issue of whether record labels are justified
to claim themselves as authors of the underlying copy-
right. For years, contributions were treated as collective
works under Clause (2) of the WMH clause. A collective
work is defined as “a work, such as a periodical issue,
anthology, or encyclopedia, in which a number of contri-
butions, constituting separate and independent works in
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enforce a WMH clause or to defend on the ground that
the law was in effect at the time the contract was signed—
they will fail. However, there was some legal conjecture
that Congress’ attempts might not work.45 Consequently,
Congress wrote a severability clause “to ensure that the
courts will not strike down the whole bill.”46 Congress-
man Berman voiced concerns about the effectiveness of
this language, because some future litigants could press
the issue on Due Process grounds.47 Thus, the repeal was
written to alleviate the possibility of violating any Ex Post
Facto laws by inserting a second subparagraph, which
made the effective date of the repeal November 29, 1999—
the date the new law was enacted. 

On September 19, 2000, the repeal passed the House,
and the bill was submitted to the Senate for consideration
where no counterpart legislation was pending. Therefore,
it seemed likely that the new law would be repealed
before the end of the 106th Congress (although, as stated
earlier, it was). Representative Conyers conceded that fail-
ure to hold committee hearings or other forms of debate
before the new law’s passage was a signal that “we
should never do business this way.”48 Similarly, Congress-
man Berman stated that the issue of whether there should
be some other law addressing Sound Recordings and the
WMH clause will require “more extensive deliberation
and careful consideration” in the next Congress.49 In the
meantime, what sort of new laws will emanate from this
series of events is a debate within the music industry
itself. 

Conclusion
The record business is changing rapidly with new

technologies. Today, recording artists can bypass record
labels and go straight to Internet delivery systems, which
is why new business models must be developed to accom-
modate contractual relationships between artists and
record labels in the future. Some in the music business feel
that things will go back to the way they were. We will not
know for sure until the music industry, the courts or Con-
gress decides. 
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6) the third-party recipient understood the comment in
its injurious sense; 7) the third-party recipient under-
stood the comment as applicable to the plaintiff’s inter-
ests; 8) the pecuniary loss resulted from the publication
and 9) the defendant knew his or her statement was
false or acted with reckless disregard of its truth or fal-
sity.

Example 1: Suppose that at a cocktail party an art
professional, be it an expert or commentator, since it
would be reasonable to rely on either’s opinion, sees a
painting by Jan Doe, a famous living artist, hanging on
the wall. A fellow guest informs the art professional
that a mutual friend is trying to decide whether or not
to buy the painting from a dealer. The art professional
approaches his friend, who is surrounded by people,
and, knowing that his statement is false, announces that
there is a diminishing secondary market for Jan Doe
and that the painting is not a good investment. The
friend heeds the art professional’s remark and does not
buy the painting. The result? The art professional
would be subject to liability to the dealer for disparage-
ment.

Example 2: The facts are the same except that this
time the art professional merely has a high degree of
awareness of the probable falseness of his statement.
The result is the same. The art professional would be
subject to liability to the dealer for disparagement.
Reckless disregard of the truth or falsity of one’s state-
ment renders the speaker liable, as surely as does
knowledge of a statement’s falsity.

Example 3: Again, the facts are the same except that
this time the friend approaches the art professional,
draws him into a private room, tells him that he is try-
ing to decide whether or not to buy the Jan Doe, and
asks for his advice. The art professional, believing in
good faith that his statement is true and that he has a
sufficient knowledge of the market to justify it
(although, in fact, his statement is false and would be
shown to be false by a reasonably diligent investiga-
tion), advises the friend not to buy the Jan Doe. The
friend heeds the professional’s remark and does not
buy the painting. The result is that the professional
would not be liable to the dealer in disparagement,
because when communicating a statement to a prospec-
tive buyer at the buyer’s request, the art professional
may avail himself of the conditional privilege of protec-
tion of interests of third persons.3 That the prospective
buyer (that is, someone with an interest to protect) has
made the request for information indicates that he
regards the matter as sufficiently important to justify

The United States art market abounds with fakes,
forgeries, works of questionable provenance and art of
dubious merit. This unwanted material has spawned a
need for expert opinions that serve to abet or abort art
transactions. Accordingly, the appraisal of art by art
appraisers and the authentication of art by art histori-
ans, droit moral holders1 for a given artist and art
appraisers (collectively, “art experts”) have become
thriving industries. Another influential force that has
emerged in the art market is art criticism. Art critics and
scholarly commentators (collectively, “commentators”)
are a potent force in the formation of reputation in the
art world. 

Experts and commentators bear comparison: When
a prospective buyer or seller commissions the opinion
of an art expert, a legal relationship is established
between the two parties that gives rise to an affirmative
duty of care on the part of the expert to the commis-
sioning party, that is, the potential plaintiff. It follows
that failure by the expert to adhere to the requisite duty
of care can cause the expert to incur liability. On the
other hand, the services of a commentator, who usually
publishes an opinion about an artwork in a magazine
or a newspaper to an audience at large, are not general-
ly commissioned. Therefore, the commentator lacks a
parallel affirmative duty of care to a specific party. Does
this mean that the commentator is able to express an
opinion about an artwork to the public at large, or some
segment of it, without fear of an incipient lawsuit? As
will become clear, the commentator is empowered to
speak quite freely—provided he or she strictly adheres
to a few legal mandates. 

This article is an overview of the more common tort
liabilities that can be incurred in the rendering of opin-
ions about art—and how the opinion-giver can limit his
or her legal exposure. The theories of tort liability to be
discussed are disparagement, defamation, negligence,
and negligent misrepresentation. Each is addressed in
turn.

Disparagement
One whose false statement about an artwork has

reduced the market value of the work may be liable for
disparagement. When the issue is properly raised, a
plaintiff under this theory must prove that2: 1) a legally
protected interest was affected by the comment; 2) the
comment had an injurious character; 3) the comment
was false; 4) the comment was published; 5) the circum-
stances of publication were such that reliance on the
comment by a third party was reasonably foreseeable;
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$200,000 figure and could not identify any particular
person who would have bid on the painting but for the
alleged disparagement. Further, as the court noted, the
plaintiff failed to demonstrate a requisite causal connec-
tion between Wildenstein’s statements and any losses
the plaintiff sustained. 

Defamation
In defamation, as with disparagement, liability is

incurred for injuries sustained through false statements
about the plaintiff published to third parties. However,
whereas a disparagement suit centers on the economic
interests of the aggrieved party, a defamation suit is to
protect the personal reputation and good name of that
party. To sue in defamation, the plaintiff, be it an art
dealer, artist, or art collector, must establish that the
statement in question was 1) defamatory, 2) of purport-
ed fact, 3) false, 4) about the plaintiff, 5) published by
the defendant to a third party and 6) made with the
requisite element of fault.8 A statement is defamatory if
it tends to harm the reputation of another, lowering the
party in the estimation of the community or deterring
third persons from associating or dealing with that
party.9 As to a statement’s “purported fact,” the U.S.
Supreme Court in the 1990 case of Milkovich v. Lorain
Journal Co.10 ruled that statements of opinion have no
special federal First Amendment protection. Rather,
only the following statements cannot be subject to liabil-
ity in defamation: 

• Those statements containing no provably false
factual connotations, and

• Those statements that cannot be reasonably
interpreted as stating actual facts about a person.

The Court also noted that “loose, figurative or
hyperbolic language . . . would negate the impres-
sion”11 that a person was making a serious accusation
based on fact. 

The following two examples illuminate the holding
in Milkovich:

Example 1. X is a society reporter for a local news-
paper. She is attending, both as a guest and as a
reporter, a local dinner party hosted by a major local
figure. She observes Jane Doe, another guest, quietly
slip a magnificent diamond necklace into her purse and
later leave with it. X is aware that the particular piece of
jewelry belongs to the host. The next day, without
investigating any of the circumstances relating to Doe’s
acquisition of the necklace, X files a story with the local
newspaper describing the dinner party, including an
incomplete description of Doe’s acquisition. The story,
which is published, includes the statement, “In my
opinion Jane Doe is a thief.” The result? Both X and the
newspaper would be subject to liability to Jane Doe for

the publication of any defamatory material that may be
involved in response to his request for information.
Therefore, the art professional who publishes that infor-
mation or causes it to be published (in the example, a
verbal or written statement about the Jan Doe work to
anyone other than the dealer or Jan Doe) is not required
to microscopically evaluate the interest the prospective
buyer seeks to protect, nor is he required to compare (as
he otherwise would be required, had he volunteered his
opinion) the harm likely to be done to the dealer if his
statement is false with the harm likely to be done to his
friend if his statement is true. In this example, of course,
the statement is false. Nevertheless, here the profession-
al is protected by the conditional privilege as long as he
does not make the statement with either knowledge of
its falsity or reckless disregard as to its truth or falsity.4

In addition to the conditional privilege described
above, the professional in the example may be able to
avail himself of the absolute privilege of consent.5
Indeed, had his friend already purchased the Jan Doe
when he came to the professional for an opinion, he
would be held to have consented to whatever the
appraiser told him about it, disparaging or not, so long
as the statement did not exceed the scope of his con-
sent. Of course, if the professional were relaying his
opinion solely to his friend as owner of the Jan Doe,
there would be no action for disparagement in any
event, as publication would not have occurred. Howev-
er, in relaying the information to his friend, the prospec-
tive buyer, the art professional could argue that the
dealer, in letting his painting out on approval, assumed
the risk of negative opinions.6

The numerous theories of proof render product dis-
paragement a difficult theory of liability on which to
bring suit, as seen in the recent case of Kirby v. Wilden-
stein.7 Here, the plaintiff in 1988 sought to sell his paint-
ing, La Rue de la Paix, by the 19th-century French artist
Jean Beraud, through Christie’s auction house. Prior to
the sale, the painting had been examined by the defen-
dant Daniel Wildenstein, who initially determined that
it was either a fake or suffered from overcleaning, and
therefore would not be in a forthcoming catalogue
raisonne he was preparing on Beraud. Additionally, an
employee of Wildenstein’s New York gallery informed
Christie’s that Wildenstein did not like the painting and
did not believe that it was authentic. When the painting
was offered for sale at Christie’s later that year (after
Wildenstein revised his opinion on the Beraud’s
authenticity and inclusion in the catalogue raisonne), it
attracted no bidders and the plaintiff-seller sued
Wildenstein for disparagement, seeking $200,000 dam-
ages. The New York federal district court dismissed the
lawsuit, noting that the plaintiff failed to demonstrate a
triable issue of fact as to special damages. That is, the
plaintiff failed to specify the losses underlying the
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defamation. X’s statement, made with deliberate
absence of investigation into the circumstances of the
acquisition, contained a provably false factual connota-
tion, since Jane Doe could establish that she was not a
thief and, in fact, had secured permission to borrow the
necklace from the host.

Example 2. The facts are the same except that this
time the story filed by X and published in the local
paper includes the statement, “In my opinion Jane Doe
exhibited elephantine avarice in walking out with the
diamond necklace.” The result? Most likely, neither X
nor the newspaper would be subject to liability to Jane
Doe for defamation. X’s statement not only contained
no provably false factual connotation, but also con-
tained hyperbolic language that tends to negate the
impression that she was making a serious accusation
based on fact.

Thus in the 1991 case of McNally v. Yarnall,12 in
which an aggrieved art collector sued an art historian
for making defamatory statements (which were capable
of being proven false) to an art dealer about the collec-
tor’s competence, character and performance, the New
York federal district court refused to dismiss the law-
suit. The case ultimately reached a settlement, the terms
of which are confidential.

In the more recent case of Daniel Goldreyer Ltd. v.
Van de Wetering,13 a New York State appellate court
found that an aggrieved art restorer had a triable case
in defamation against a media defendant. Daniel Gol-
dreyer, a noted art restorer, had been paid more than
$270,000 by the Stedelijk Museum in Amsterdam to
restore a $3.1 million painting by Barnett Newman,
“Who’s Afraid of Red, Yellow and Blue III,” which had
been slashed in 1986 by an enraged museum-goer. The
resultant restoration proved controversial. An art critic
had accused Goldreyer of completing his repairs with a
paint roller. In reporting on the controversy, the Wall
Street Journal in its December 24, 1991 issue ran an arti-
cle entitled, “For That Price, Why Not Have the Whole
Museum Repainted?” The article asserted that Goldrey-
er had performed a restoration on a masterpiece by
using a roller brush and house paint and “implied that
the results warranted possible criminal charges after an
official investigation.”14 The article referred to an offi-
cial report of a laboratory analysis made of the restora-
tion and the analysis’s conclusion that, “Mr. Newman’s
canvas was completely painted over using an inappro-
priate type of paint.”15 The article, however, did not
publish the details of the method and the findings of
the analysis. Accordingly, the appellate court affirmed a
lower court holding that the statements in the Wall
Street Journal were “opinion based upon fact, and there-
fore actionable since there were implications of addi-
tional undisclosed facts.”16

As to fault, the requisite degree required to sustain
a defamation suit depends on the status of the plaintiff.
If the plaintiff is a public official or a public figure, he
or she must prove by clear and convincing evidence
that the defamatory statement was published “with
knowledge of falsity or reckless disregard of truth or
falsity.”17 If, however, the plaintiff is a “limited-pur-
pose” public figure or a private person, the protection
of his or her reputation assumes greater priority. In
such a case, the plaintiff needs only to prove the stan-
dard of fault required by the applicable state law. Gen-
erally, that standard is negligence,18 although some
states, such as New York, require a higher standard of
gross irresponsibility.19 Therefore, in the earlier-noted
Goldreyer, the New York State Supreme Court in 199820

once again denied the defendant’s motion to dismiss
the case, holding that the plaintiff was a limited-pur-
pose public figure, and that whether the reporter exhib-
ited journalistic irresponsibility, in his selective report-
ing of the facts, was a triable issue of fact for
consideration by a jury. 

Negligence
Negligence is well-illustrated by the case of the

Estate of Querbach,21 in which the A & B Appraisal Ser-
vice, which came well-recommended and asserted that
it had been in business for 50 years, was hired by the
executor of the Querbach estate to conduct an estate
appraisal for federal estate and New Jersey inheritance
tax purposes. Told to affix individual values on the
property, which included a variety of antique items, the
appraisal service labeled one of the items “Three (3)
Small Unframed Oil Paintings, $50 ea. $150.” When the
executor subsequently sold one of the unframed oil
paintings to a friend for the appraised value of $50, and
she subsequently had it reappraised for insurance pur-
poses, the second appraiser determined that the “small
unframed oil painting” was actually an original work
by J.F. Cropsey, a noted 19th-century American artist of
the Hudson River school, and was worth $14,800. When
the executor of the estate sued the A & B Appraisal Ser-
vice for negligence, alleging that the defendant failed to
exercise the requisite degree of care for a professional
appraiser, The New Jersey Superior Court found that
the painting in question was an authentic J.F. Cropsey
based on the following evidence:

1. The painting bore the signature “J.F. Cropsey,
1882.”

2. The technique and pigments were typical of the
Hudson River school in the late 19th century.

3. The painting’s stretch frame was typical of the
artist.

4. The painting’s subject matter was typical of the
artist.
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period) might or might not, under the same circum-
stances, be found negligent for furnishing an erroneous
opinion about the cafe scene if the professional’s skill
and knowledge were not misrepresented. An art profes-
sional who claims to have less skill or knowledge than
that normally possessed by other art professionals in
the community is bound to exercise only that lesser
level of skill or knowledge. An art professional who
makes no representations about skills or knowledge is
required to exercise the skill and knowledge normally
possessed by other art professionals in the communi-
ty.23

The variable standard of care is illustrated in the
1998 (unreported) case of Estate of Martha Nelson v. Carl
Rice and Ann Rice in a state superior court of Tucson,
Arizona. Here, Carl Rice, an ambulance service manag-
er with no formal art education, bought two flower
paintings at a Tucson, Arizona tag sale for sixty ($60)
dollars. Shortly after, he resold them at auction for $1.1
million. The tag sale was arranged by the plaintiff—the
grandson of the woman who had owned the paintings
prior to her death. In the course of organizing the tag
sale of property from his grandmother’s estate, the
plaintiff retained an appraiser to estimate values of the
items being offered for sale. The appraiser informed the
grandson that she was not a fine arts appraiser, but the
grandson wanted to proceed with her anyway. In the
subsequent lawsuit, the court, among other holdings,
determined that the appraiser had not committed negli-
gence even though she failed to distinguish between
kitch art and works by Georgia O’Keefe. After all, she
had advised the plaintiff that she was not a fine art
appraiser. 

Negligent Misrepresentation
Negligent misrepresentation is the making of a false

material representation to another person without a rea-
sonable belief that the representation is true, and the
other person reasonably relies on the representation and
is induced to act to his or her detriment.24

As a theory of liability, negligent misrepresentation
is far less accessible to a potential plaintiff than is sim-
ple negligence. There must be some relationship of trust
giving rise to a duty of care on the part of the defendant
to the plaintiff. Therefore, an art commentator who
expresses an opinion about an artwork to some seg-
ment of the public, where the opinion was not commis-
sioned by an interested party, cannot, ordinarily, incur
liability in negligent misrepresentation. 

The absence of such relationship of trust proves
fatal to a plaintiff’s standing to sue, as illustrated in
Struna v. Wolf.25 In this case, the Metropolitan Museum
of Art in 1982 examined a work by the sculptor Elie
Nadelman entitled La Femme Assise at the request of an

5. The back of the painting bore a remnant of a
paper label reading “St. Lawrence J.F. Cropsey,
57 West . . .,” which was a partial address of a
location where the artist was known to have a
studio.

Accordingly, the court found that the A & B Appraisal
Service failed in its professional responsibilities in that
the defendant failed to recognize J.F. Cropsey as being a
noted American painter of the Hudson River school;
failed to determine whether the artist’s name had any
significance in the art world; failed to recognize the
painting as being a fine example of the Hudson River
school of art; and failed, obviously, to closely examine
either the front or the back of the painting.

In holding the A & B Appraisal Service liable for
negligence in the amount of $14,700, the court noted
that the public is entitled to expect that persons holding
themselves out as fine-art appraisers are able to recog-
nize or to use professional methods to identify and
evaluate fine art.

Who can sue for negligence? Generally, anyone
with an interest to protect who engages an art profes-
sional to render an opinion is a potential plaintiff. As a
rule and as noted earlier, the art expert tends to suffer
greater legal exposure to a negligence suit than does an
art commentator, since it is the former’s opinion that is
generally commissioned by an interested party and
who therefore incurs a duty of care to such a party.
Nevertheless, the art commentator, although usually
lacking a duty of care to a specific party, does not have
unbridled license to volunteer erroneous opinions
based on inadequate knowledge where the commenta-
tor has reason to believe that others may be relying on
his or her opinion.

To avoid liability for negligence, the art professional
must have knowledge of the subject and must apply
that knowledge properly. However, the proper standard
of care is not an absolute. It depends in part on the
extent of the professional’s responsibilities in a given
situation. Those responsibilities are determined by the
express and implied understandings about the scope of
the professional’s opinion,22 as well as the profession-
al’s qualifications. Once the extent of the responsibilities
assumed are determined, the appropriate standard of
care can be addressed. For example, an art professional
who asserts that he or she has special skills and knowl-
edge about the artist Renoir and who offers an opinion
about the value or authenticity of one of his outdoor
cafe scenes must use care that is reasonable in the light
of the professional’s special knowledge and may be
found negligent, in view of such special knowledge, for
rendering an erroneous opinion. On the other hand, an
art professional who does not specialize in Renoir per
se but who does possess general knowledge of 19th
century French Impressionist art (Renoir’s historical
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art dealer who thought that the museum might want to
acquire the sculpture and who was showing it on behalf
of the plaintiff, William Struna. The Museum declined
the purchase, but did contact Erving and Daniel Wolf,
private collectors, who were interested and who agreed
to buy the sculpture for $120,000. The Wolfs thereupon
paid Struna $15,000 and executed a promissory note for
the balance of $105,000. When the note came due and
was dishonored, Struna sued the museum as well as the
Wolfs on a variety of theories, claiming that the pur-
chase was being conducted as a joint venture between
the Wolfs, as benefactors, and the museum as the party
that would ultimately acquire the sculpture. One theory
of liability was negligent misrepresentation. Struna
claimed that the museum examined the sculpture and
advised him that it was genuine, whereupon, relying on
that authentication, Struna purchased the sculpture. If
the sculpture was not, in fact, authentic, the museum
acted negligently in its authentication, causing Struna
to sustain damages of at least $100,000.

The court dismissed the case with the following
reasoning: Neither Struna nor the dealer ever advised
the museum that at the time the authentication was
allegedly requested and rendered, Struna was not the
owner of the sculpture but, rather, a mere consignee.
Neither the museum nor its curator knew or should
have known that Struna planned to rely on the muse-
um’s authentication by purchasing the sculpture. Fur-
ther, the museum could in no way have realized that its
rendering of an erroneous authentication could have
served to the detriment of Struna. The court noted that
negligent misrepresentation normally requires a “spe-
cial relationship” between the parties in which the
defendant owes a duty of care to the plaintiff, entitling
the latter to rely on the defendant’s representations.
Here, as the court observed, in attempting to achieve
the sale of the sculpture to the museum at arm’s length,
Struna’s posture appeared “to be the very antithesis of
the ‘special relationship’ ordinarily required. . . .”26

Under New York law a “special relationship” is no
less than a fiduciary duty owed the plaintiff by the
defendant.27

Limiting Legal Exposure
An art professional whose opinion is commissioned

by an interested party should primarily be concerned
with not incurring liability for negligence or negligent
misrepresentation. This is because the professional,
when asked for an opinion, may (as noted above) be
generally protected by a conditional privilege. Such a
privilege only applies if the professional does not
exceed its scope by, for example, including gratuitous
pejorative remarks or dissemination beyond the com-
missioning party. As to negligence or negligent misrep-
resentation, the professional can limit legal exposure

with a brief contract. The contract should provide that
the opinion is for the commissioning party and not for
dissemination to others. This would serve to limit the
number of potential plaintiffs who might rely on the
opinion. The contract should also require the commis-
sioning party to provide any factual information avail-
able about the art to be examined. In the event that the
information furnished is incorrect and contributes mate-
rially to the professional’s erroneous opinion, the pro-
fessional, if subsequently sued for negligence or negli-
gent misrepresentation, can successfully assert a
defense of contributory negligence. The contract should
also indicate both the methods of evaluation to be used,
for example, stylistic analysis, and the methods that
will not be used, such as, scientific testing, because such
methods are beyond the professional’s area of knowl-
edge. Stating the parameters of an evaluation will
enable the professional to be held to an appropriate,
rather than unreasonably high, standard of care.

An art professional who volunteers an opinion to
the public at large, or some segment of it, should be pri-
marily concerned with avoiding liability in disparage-
ment and defamation. Again, this is not to say that such
a professional can and should offer uninformed opin-
ions based on inadequate information about a work of
art, but it should be noted that such a professional,
when not commissioned by an interested party, lacks an
affirmative duty to a particular party to render his or
her opinion with the requisite degree of care, skill and
knowledge. Lacking such a commission, however, this
same professional cannot seek shelter under the condi-
tional privilege of protection of interests of third per-
sons. Therefore, the professional whose opinion is not
commissioned should use particular care when render-
ing an opinion about a work of art to ensure the follow-
ing: That the opinion is rendered in good faith; that it is
informed and based on disclosed facts; that it is truth-
ful; that it focuses strictly on the artwork and does not
remark on any personalities and that it does not include
any gratuitous pejorative remarks. If the art professional
adheres to these prescriptives—and common sense dic-
tates that any art professional should do so as a matter
of course—then he or she should feel free to express
opinions about artworks without fear of reprisal from
the law. 

Endnotes
1. Where an artist is deceased, the holder of the decedent-artist’s

droit moral (in nations recognizing the droit moral and a post-
mortem application of such rights) is generally regarded as the
definitive authenticator of the artist’s work. 

2. See Restatement (Second) of Torts § 651 (1977).

3. Id. §§ 646A, 595 cmt. j. However, it is remotely and theoretically
conceivable that the art professional under example #3 could
incur liability in negligence to his host, the prospective buyer
whom he knew in this case would be relying on his opinion, if
the professional stated his erroneous opinion based on inade-
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Appellate Decision
The Appellate Court reviewed the decision de novo. It

commenced its determination by concluding that, given the
low threshold of originality required under the Copyright
Act, as well as what it characterized “as the longstanding
and consistent body of case law holding that photographs
generally satisfy this minimal standard,”2 plaintiff’s photog-
raphy met the standard and was thus entitled to copyright
protection. To support this conclusion, the Court engaged in
a lengthy discussion of the history of photography as copy-
rightable artistic expression.

This discussion included a recognition that photogra-
phers blend many “variables of interpretation into an emo-
tional whole which will be a basis for the formation of opin-
ions by the viewing public.”3

The Court quickly dismissed the argument that, some-
how, use of a picture in advertising precluded its copyright-
ability, relying upon the language of Justice Holmes.4

Once the Court found plaintiff’s photos were entitled to
copyright protection, it turned to whether the defense could
overcome the “rebuttable presumption of originality” afford-
ed to the holder of a copyright registration certificate. Since
the standard of originality required is minimal, and this was
after all, professional photography, the Court held that the
defendants failed to rebut the presumption.

In support of this conclusion, the Court again referred to
this Circuit: 

In assessing the “creative spark” of a pho-
tograph, we are reminded of Judge
Learned Hand’s comment that “no photo-
graph, however simple, can be unaffected
by the personal influence of the author.”
Jewelers’ Circular Pub. Co. v. Keystone
Pub. Co., 274 F. 932, 934 (S.D.N.Y. 1921).
This approach, according to a leading trea-
tise in the copyright area, “has become the
prevailing view,” and as a result, “almost
any [ ] photograph may claim the neces-
sary originality to support a copyright
merely by virtue of the photographers’
[sic] personal choice of subject matter,
angle of photograph, lighting, and deter-
mination of the precise time when the pho-
tograph is to be taken.” 1 Melvin B. Nim-
mer & David Nimmer, Nimmer on
Copyright @ 2.08 [E] [1], at 2-130 (1999).5

Derivative Work?
Having determined that plaintiff’s photos were copy-

rightable, and that defendants could not rebut the presump-
tion of originality afforded to plaintiff’s work, the Court

Professional photographers have long assumed that
they own the copyright to the photographs they create for
advertising. They also often believe that they retain all rights
thereto except for the usage licensed to the client, unless the
photographs were created as a work-made-for-hire or the
copyright was transferred to the client.

The Ninth Circuit Court of Appeals, in Joshua Ets-Hokin
v. Skyy Spirits, Inc.1 recently reaffirmed this principle in deal-
ing with a defense to copyright infringement based upon the
theory that the photographs were derivative works which
did no more than copy the product—the underlying work—
and therefore were not independently copyrightable. Since
this was a reversal of the District Court’s dismissal, it is little
wonder why providers of content are sighing with relief.

The case is of interest to the New York Bar not only
because of the result, but because it relies on Second Circuit
and Southern District of New York cases as precedents.

The Product
The product was a Skyy Spirits Vodka bottle, shaped

like a wine bottle, with boldly colored blue glass, a “pilfer-
proof” cap and a rectangular label. The label had text only,
various fonts and sizes and different colors. There were no
pictures, illustrations or other noteworthy features on the
label or elsewhere on the bottle.

Plaintiff was retained to photograph the bottle for
advertising purposes and did so. In the three photos at issue,
the bottle appears in front of a plain backdrop, with back-
lighting. Under the contract, plaintiff retained all rights to
the photos except for a limited usage license granted to Skyy
(the terms of which being in dispute). Plaintiff then regis-
tered the images with the United States Copyright Office.

Skyy claimed the photos were unsatisfactory and hired
other photographers to photograph the bottle, apparently on
terms more favorable to Skyy than those negotiated by
plaintiff. Skyy then used plaintiff’s photos for various adver-
tising purposes, which are alleged to extend beyond those
licensed, as well as the other photographs, which are alleged
to be imitations of plaintiff’s work.

Plaintiff sued Skyy, its advertising agency and individu-
als involved for copyright infringement of his photos and for
creating photos that infringed his photos. He did not sue the
other photographers.

The District Court Decision
In the District Court the defendants argued that the

photographs were not subject to copyright protection since
they were derivative works of the underlying bottle. The
District Court agreed and granted summary judgment to
defendant. The Court did not reach the issue of whether
there was actual infringement.
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Product Photography—Can It Be a Derivative Work?
By Joel L. Hecker
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content providers should also welcome the distinction,
although often such providers at different times, sit on both
sides of the fence.

Left open are issues of whether more creative products
would qualify as being separately copyrightable. But, alas,
that is the subject of another day!

Addendum to Article:
A recent decision, SHL Imaging, Inc. v. Artisan House,

Inc., et.al., 2000 U.S. Dist. Lexis 14179 (S.D.N.Y. September
28, 2000), which also involved professional photographs of
products (picture frames), similarly rejected a derivative
work defense. The Court disagreed with the Ninth Circuit's
analysis, stating it misconstrued the nature of derivative
works. The Court held that the new photograph must
recast, transform or adapt substantial elements of the preex-
isting work to be a derivative work and that the photo-
graphic work is different and separate from the authorship
contained in the preexisting work (2000 U.S. Dist. at 10).

Left unresolved in the S.D.N.Y. decision is the situation
where a new work is a transformative work but the under-
lined work is not copyrightable!

Endnotes
1. 2000 U.S. App. LEXIS 20916, argued and submitted February 10, 2000

and Opinion of Circuit Judge M. Margaret McKeown filed August
18, 2000. Appeal from the United States District Court for the North-
ern District of California, No. CV-96-03690-SI.

2. Id. at *9. The Court cited to Rogers v. Koons, 960 F.2d 301, 307 (2d Cir
1992) and Eastern America Trio Prods., Inc. v. Tang Elec. Corp., 97 F.
Supp. 2d 395, 417 (S.D.N.Y. 2000).

3. Id. at *14.

4. “Certainly works are not the less connected with the fine arts because
their pictorial quality attracts the crowd and therefore gives them a
real use - if use means to increase trade and to help to make money.
A picture is none the less a picture and none the less a subject of
copyright that it is used for an advertisement. And if pictures may be
used to advertise soap, or the theater, or monthly magazines, as they
are, they may be used to advertise a circus.” Bleistein v. Donaldson
Lithography Co., 188 U.S. 239, 23, S. Ct. 298, 47 L. Ed. 460 (1903).

5. Since I personally represent hundreds of professional photographers,
I can attest to the sense of relief within the industry that this acknowl-
edgement of creativity has been received. Perhaps now the defenses
raised as to copyrightability, which are uniformly unsuccessful in this
regard, will no longer subject plaintiffs to the time and expense of
refutation.

6. 2000 U.S. App. LEXIS 20916, at *24.

7. Id.

8. Id.

9. Id. at *30.

10. Id. at *32.

11. Id. at *35.
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finally reached the key issue of the case—what is a deriva-
tive work? The issue was framed as, “we have never previ-
ously addressed whether a photograph can be a derivative
work, and specifically, whether a derivative work must be
based upon a copyrighted work.”6

The Court rejected the defendant’s contention and the
District Court’s analysis, because, “a derivative work must
be based on a preexisting work that is copyrightable.”7 In a
factual finding, the Court stated that “the Skyy Vodka bottle
is a utilitarian object that is not protected by copyright.”8

To support its legal conclusion, the Court drew several
indirect inferences from the Copyright Act and legislative
history to prove the intent of Congress. The argument is per-
suasive, and can be summarized by the following statement
from a House report: “(a) derivative work . . . requires a
process of recasting, transforming, or adapting one or more
preexisting works; the preexisting work must come within
the general subject matter of copyright set forth in section
102, regardless of whether it is or was ever copyrighted.”9

The Court also summarily rejected the contention,
accepted by the District Court, that the preexisting work
could be protected by “trade dress,” which is a trademark
and not a copyright issue. Holding otherwise, said the
Court, would be to improperly mix the doctrines of trade-
mark and copyright law.

Having concluded that the preexisting work had to be
copyrightable, the Court turned to whether the bottle at
issue was, in fact, copyrightable. The Court concluded that it
was not, finding that the bottle had no artistic features sepa-
rable from its utilitarian ones. “It is essentially a functional
bottle without a distinctive shape.”10 Turning next to the
bottle’s label, the Court confirmed that text, as opposed to
graphic matter, is not copyrightable and that there was only
text on the label.

The Court declined to rule, however, on whether the
label was copyrightable, relying instead of the fact that the
product shots were of the bottle as a whole, and not of the
label. This lead to the obvious conclusion that, since the
object of the photos—the bottle—was a useful article not
subject to copyright protection, and not shots “merely, or
even mainly, of its label,”11 the bottle did not qualify as a
preexisting work. Therefore the photos could not be deriva-
tive works.

Infringement
Having reversed the District Court on the theory of the

case, the Circuit Court remanded for a factual determination
as to whether there was an infringement. These issues had
not yet been addressed since the case came up on appeal
from summary judgment on the issue of liability.

Conclusion
For professional photographers, the decision is a wel-

come one. It not only reversed a decision that could have
caused chaos in a billion-dollar industry, but established a
clear line as to the requirements of preexisting work. Other
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ry. The opinion in Roberson suggested that it would be
difficult to draw the line between actionable and non-
actionable invasions of privacy.5 It could, of course,
have decided the case before it—the unauthorized use
of a person’s likeness for advertising purposes—and
left other situations for another day. It did not. In con-
trast, in 1905, the Supreme Court of Georgia, on facts
not dissimilar to Roberson, in Pavesich v. New England
Life Ins. Co.,6 held that Georgia recognized a common
law right of publicity.7 In comparing New York and
California, it is important to note that, in addition to
statutory protection, California has a common law right
of publicity, at least for the living.8

The decision in Roberson was severely criticized,9
and the New York legislature responded with the enact-
ment of a civil rights statute.10 Section 1 (codified as
Civil Rights § 50 in 1909) made violation of its provi-
sions a misdemeanor. Section 2 (codified as Civil Rights
§ 51 in 1909) provided injunctive relief and exemplary
damages for violation of its provisions. Both sections
provided that, absent written consent, any uses of the
name, portrait or picture of a person “for advertising
purposes or trade purposes” was a violation of the pro-
vision. Section 1 specifically limited itself to the protec-
tion of a living person and that same limitation may be
inferred in § 2. The “advertising purposes” responded
to the Roberson—type situation. “Advertising purposes”
was self-defining. But “trade purposes” was, and still is,
troubling. As one court was later to put it, “the phrase
‘used for the purposes of trade’ is not susceptible to a
ready definition.”11

It is unfortunate that the legislature decided to
criminalize the unauthorized exploitation of persons in
§ 1, for that would naturally lead to a strict construction
of the statute. It would have been better, in terms of an
expansive interpretation of the right of privacy/publici-
ty, to provide only the civil remedies of § 2. While the
legislature remedied the type of situation presented by
Roberson, at the end of the day there were still no com-
mon law rights of privacy/publicity with the flexibility
inherent in common law.

Some ten years after the enactment of the statute,
the Court of Appeals decided Binns v. Vitagraph Co. of
America.12 The Court acknowledged that the statute did
not “prohibit the use of the name, portrait, or picture of
a living person in truthfully recounting or portraying
an actual current event,”13 but held that the portrayal of
a person that is “mainly a product of the imagination,”

“I’ll take Manhattan . . .”, nice tune, nice town,
unless—unless you are concerned about those Gemini
rights, privacy and publicity, in which case “California
here I come” is the lyric of choice. Here, at the begin-
ning of the 21st century, the dawn of the third millenni-
um, the New York courts and the New York legislature
appear locked in a time warp, circa 1900. In contrast,
California, the other Entertainment Capital of the Unit-
ed States, provides, through a combination of judicial
interpretation and legislative activity, far more expan-
sive protection for the rights of privacy and publicity
than does the Empire State. It is time to bring the East
Coast Capital of Entertainment into the 21st century.
The question is who will do it—the courts or the legis-
lature? Sad to say, the answer may be—neither!

This article will examine the role of the New York
Court of Appeals in the development of the rights of
privacy/publicity. It is the contention of this author that
in the last three decades of the 20th century, the Court
of Appeals has narrowed rather than expanded the
scope of the rights of privacy/publicity. And, that nar-
rowing continues in the 21st century with the Court of
Appeals’ decision in Messenger v. Gruner + Jahr Printing
& Publishing.1

That there are any rights of privacy/publicity in
New York is due to the action of the New York legisla-
ture in 1903. However, as will be discussed, the legisla-
tive protection was narrow and, at the same time,
ambiguous. And, while the legislature has periodically
amended the statutory rights of privacy/publicity,2 the
New York statute is not as comprehensive as that of
California.3 It is not that bills have not been introduced
in the legislature to modernize the New York statute,
they simply have failed to pass—repeatedly.

It is unlikely that the New York Court of Appeals
will reverse its path. So, unless the legislature finally
acts, New York will continue in the shadow of Califor-
nia.

The 20th century had barely arrived when Roberson
v. Rochester Folding Box Co.4 was decided. At issue was
the unauthorized use of a non-celebrity woman’s pho-
tograph on advertisements for Franklin Mills Flours.
The New York Court of Appeals held that there was no
common law right of privacy in New York. Roberson
was decided by men who were born and matured in
the 19th century. But, that 4:3 decision continues to
impact on New Yorkers even as we enter the 21st centu-



22 NYSBA Entertainment, Arts and Sports Law Journal |  Winter 2000  |  Vol. 11  | No. 2

without the permission of that person, was a violation
of the statute.14

Some half century after its decision in Binns, the
Court of Appeals revisited the fictionalization issue in
Spahn v. Julian Messner, Inc.15 There, the court found that
an unauthorized biography of baseball star Warren
Spahn “infected with material and substantial falsifica-
tion” was violative of Spahn’s rights under §§ 50 and
51.16 It is important to note that, in both Binns and
Spahn, two factors were present: (1) the work—a film in
Binns and a book in Spahn—was fictional; and, (2) the
plaintiff was the very subject of the fictional work itself.

In Spahn, the New York Court of Appeals, while
acknowledging First Amendment concerns, observed,
“Over the years since the statute’s enactment in 1903, its
social desirability and remedial nature have led to its
being given a liberal construction consonant with its
overall purpose.”17 Some 30-plus years later, in Messen-
ger, that same court stated that, “we have understood
that the statute is to be narrowly construed.”18 The deci-
sions of the New York Court of Appeals in the interval
between Spahn and Messenger do demonstrate that liber-
al construction has surrendered to narrowly construed,
step by step.

Some four decades after Binns, Gautier v. Pro-Foot-
ball, Inc.,19 echoed that earlier decision as to factual
works, “It has been long recognized that the use of a
name or picture . . . in connection with an item of news
or one that is newsworthy is not a use for purposes of
trade within the meaning of the Civil Rights Law.”20

The performance of the plaintiff at half-time of a profes-
sional football game was televised without his permis-
sion.21 The court held that while an “individual may
not be singled out and unduly featured merely because
he is on the scene” of a newsworthy event, the plaintiff
“did become a part of the spectacle . . . voluntarily occu-
pying the very center of attraction.”22 In Gautier, it is
important to note: (1) the work—a t.v. program—was,
unlike Binns, factual, not fictional; (2) like Binns, the
plaintiff was the subject of the work; and, (3) there was
a degree of voluntariness to the appearance.

In Murray v. New York Magazine Co.,23 the plaintiff,
not of Irish extraction, but dressed in “typically Irish
garb,” was photographed without his consent, while he
watched the St. Patrick’s Day parade in Manhattan.24

The picture appeared two years later on the cover of the
defendant’s magazine along with the title of a featured
article, “The Last of the Irish Immigrants by Jimmy Bres-
lin.”25 The plaintiff was not mentioned in the article nor
was reference made to the cover photograph in the arti-
cle itself.26 The court held that the Breslin article, dealing
“with the contemporary attitudes of Irish-Americans in
New York City” and the St. Patrick’s Day Parade, was a
matter of legitimate public interest.27 The Court stated,
“Dressed in striking attire to celebrate the occasion, he

voluntarily became part of the spectacle. . . .”28 The Court
also held that “[i]t may not, therefore, be said that the
photograph of the plaintiff at that event was not related
to the subject matter contained in the article.”29 It is to
be noted that: (1) as in Gautier, so to in Murray, the
work—a T.V. program in Gautier and an article in Mur-
ray—was factual; and, (2) there was a degree of volun-
tariness on the part of the plaintiffs in both Gautier and
Murray; (3) however, unlike Binns, Spahn, or Gautier, the
plaintiff in Murray was not expressly mentioned in the
work; and (4) the photograph in Murray was on the
cover and not placed with the article. While the plaintiff
in Murray was not mentioned in the Breslin article, his
picture coupled with the title of the Breslin article on the
cover might lead to the false conclusion that he was a
topic, at least in part, of the article. While the events in
Binns and Spahn were fictionalized, there is no question
that Jack Binns and Warren Spahn were the topic of the
respective works as was the plaintiff in Gautier.
Notwithstanding that Mr. Murray was not of Irish
extraction, the Court found that his photograph bore a
real relationship to the Breslin article. Thus, with
Murray, the N.Y. Court of Appeals might be said to have
impliedly drawn a distinction between a fictional work
as such and the false implications that might be drawn
between a photograph and a factual article.

Arrington v. New York Times Co.30 was the next step
in the Court of Appeals’ interpretation of §§ 50 and 51.
In Arrington, as in Murray, the plaintiff’s photograph
was taken without his consent. Like Murray, the photo-
graph of the plaintiff was featured on the front cover of
a magazine along with the title of a feature article “The
Black Middle Class: Making It.”31 In the article, the
author, who did not specifically mention Arrington by
name or attribute his views to the plaintiff, stated that
the black middle class had “‘been growing more
removed from its less fortunate brethren.’”32 The plain-
tiff stated that his views were not consonant with the
author’s.33 In concluding that there was a “real relation-
ship to the article,” the court stated that “by external
and objective criteria, . . . he may be perceived to be a
member of the ‘black middle class.’”34 The Court also
focused on the fact that “[w]hile the concededly innocu-
ous title of the article is superimposed over part of the
picture . . . nothing of the ideas with which he wishes to
disassociate himself appear at this point” and that “the
plaintiff is neither mentioned, nor are any of the ideas
or opinions it expresses attributed to him.”35

In Arrington, it should be noted that: (1) as in Gauti-
er and Murray, the work in Arrington was factual; (2)
unlike Gautier and Murray, in Arrington, there was no
voluntariness to his appearance; (3) unlike Gautier, but
similar to Murray, reference to the plaintiff in Arrington
did not appear in work itself, but only on the cover;
and, (4) objective criteria created the “reasonable rela-
tion” linkage.
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tariness; (3) unlike Murray and Arrington, the photo-
graph was integrated into the work and not simply on
the cover; and, (4) the real relationship is based on a
single criteria, a large family, as opposed to the multiple
external and objective criteria of Arrington. 

At the end of 1990, we might conclude that neither
Binns nor Spahn had been expressly relegated to Law’s
attic. Gautier certainly did not bear on the continued
efficacy of the “fictionalization” exception in Binns and
Spahn. In Murray, Arrington, and Finger, the articles in
question were factual and in that regard Binns and
Spahn were inapposite.46

There did remain the question whether the fact that
the potential false impressions that the plaintiff in Mur-
ray was Irish, that the plaintiff in Arrington may have
agreed with the views of the author, or that the children
of the plaintiffs in Finger were conceived through in
vitro fertilization were ignored and the result based on
the “real relationship” test was a de facto elimination of
the fictionalization test.

Messenger v. Gruner + Jahr Printing & Publishing,47

the latest right of privacy/publicity decision by the
New York Court of Appeals, addresses the issue of the
continued viability of Binns-Spahn. 

In Messenger, the plaintiff, a teenage model, posed
for a series of photographs in the belief that they would
be used in a story about a teenage couple in love. The
photos, however, were used in an advice column in
defendant’s magazine YM, Young and Modern, along
with a lurid headline, “I got trashed and had sex with
three guys.”48 The letter was signed “Mortified.”49 The
editor-in-chief of the magazine responded to the letter
with personal advice to “Mortified.”50

The plaintiff brought an action, among other caus-
es, for breach of her rights under New York Civil Rights
Law §§ 50 and 51. The case was tried in the United
States District Court for the Southern District of New
York.51

The trial judge, on motion for summary judgment
brought by the defendant publisher, held that the col-
umn was newsworthy and that the photographs of the
plaintiff had a real relationship but went on to hold
that, assuming Spahn was good law, the column was
possibly false or fictionalized. However, he did not
mean by that whether the letter itself from “Mortified”
was legitimate or fanciful but rather whether the col-
umn “implied that ‘Mortified’s’ purported letter
described Messenger’s personal experience.”52

The Special Verdict Form reflected the trial judge’s
view of the fictionalization issue as to a possible viola-
tion of Civil Rights Law §§ 50 and 51 thus: “Did the
plaintiff establish by a preponderance of the evidence
that the article in question was understood by the ordi-

In Stephano v. News Group Publications, Inc.,36 the
plaintiff model was photographed in a “bomber jacket.”
The photograph was used to illustrate a column “Best
Bets.” The plaintiff claimed that the picture was used
for trade purposes and was a disguised advertisement.
He claimed violation not only of statutory rights but
common law rights as well. Consistent with Roberson,
the Court of Appeals rejected the common law right of
publicity claim. It also rejected the disguised advertise-
ment claim. As to the trade purpose claim, the Court of
Appeals found that the photograph bore a real relation-
ship to the article.37 It is to be noted that: (1) like Gautier
and Murray and Arrington, the work in Stephano—an
article—was factual; (2) but, unlike Murray and Arring-
ton, there was no false implication to be drawn. The
plaintiff in Stephano was wearing the type of jacket
mentioned in the article. Thus, though I argue that Mur-
ray narrowed the scope of §§ 50 and 51 because of its
willingness to ignore any false implications that might
be drawn, Stephano was analogous to Gautier, and there
was no occasion for a more restrictive view of §§ 50 and
51 in Stephano than in Gautier. For that reason, Stephano
will be ignored for the balance of this particular analy-
sis (but will be further addressed in the post-mortem
protection discussion, infra).

In Finger v. Omni Publications International, Ltd.,38 the
plaintiffs had agreed to be photographed for a particu-
lar purpose and had not consented to any other use
including the use by defendant.39 The photograph of
the family was not on the cover of the magazine as was
the case in Murray and Arrington, but directly accompa-
nied an article entitled “Caffeine and Fast Sperm.”40

The caption beneath the photograph read, “‘Want a big
family? Maybe your sperm needs a cup of Java in the
morning. Tests reveal that caffeine-spritzed sperm swim
faster, which may increase the chances for in vitro fertil-
ization.’”41 The article dealt with research conducted at
the University of Pennsylvania School of Medicine that
suggested in vitro fertilization rates may be enhanced
by exposing sperm to high concentration of caffeine.42

None of the plaintiffs’ children were conceived by in
vitro fertilization and the plaintiffs never participated in
such research.43 A reader might be left with the false
impression that either plaintiff’s children were con-
ceived by in vitro fertilization or that the parents partic-
ipated in such research. The plaintiffs argued that there
was no “real relationship” to the article because there
were “no external and objective criteria” such as those
found in Arrington nor had they “voluntarily” become a
part of the spectacle as in Murray.44 The court character-
ized the article as dealing generally with fertility, the
“caffeine-spritzed sperm” merely a specific, and that
there was “‘a real relationship’ between the fertility
theme of the article and the large family depicted in the
photograph.”45 Note in Finger: (1) the article was factual
as were the works in Gautier, Murray and Arrington; (2)
in contrast to Gautier and Murray, there was no volun-
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nary and average YM readers to mean that Ms. Messen-
ger was the author of the letter signed ‘Mortified’?”53

The jury answered the question “yes” and found
the defendant liable.54 The defendant appealed on the
grounds that the fictionalization rule of Spahn was no
longer good law.55

On appeal, the Second Circuit indicated its uncer-
tainty as to the continued viability of the fictionalization
exception in light of Finger: “Several factors suggest that
Finger may have signaled the end of the fictionalization
limitation;”56 but the Second Circuit also recognized
that, “the Court of Appeals did not explicitly reject the
fictionalization exemption.”57 Because of its uncertainty
as to the continued viability of the fictionalization limi-
tation, the Second Circuit certified two questions to the
New York Court of Appeals:

1. May a plaintiff recover under New York Civil
Rights Law §§ 50 and 51 where the defendant
used the plaintiff’s likeness in a substantially fic-
tionalized way without the plaintiff’s consent,
even if the defendant’s use of the image was in
conjunction with a newsworthy column?

2. If so, are there any additional limitations on such
a cause of action that might preclude the instant
case?58

In certifying the two questions, the Second Circuit
opined that “the continued existence of the fictionaliza-
tion limitation is an unsettled question after Finger, and
the outcome of the instant case depends on a correct
answer to that question.”59 As it turned out, however,
the “outcome of the instant case” did not depend on the
continued existence of the fictionalization exception.
The New York Court of Appeals did not overrule the
Binns-Spahn line of cases: “We see no inherent tension
between the Finger-Arrington-Murray line and the Binns-
Spahn line.”60

With one dissent, the New York Court of Appeals
answered the first question in the negative and there-
fore did not need the reach the second question.61 In its
opinion, the Court of Appeals took pains to distinguish
the Binns-Spahn line of cases from the Finger-Arrington-
Murray line of cases. The Court stated that “under Binns
and Spahn, an article may be so infected with fiction,
dramatization, or embellishment that it cannot be said
to fulfill the purpose of the newsworthiness exception.
Here by contrast, the ‘Love Crisis’ column was conced-
edly newsworthy. Thus, this case is controlled by Finger
not Binns or Spahn.”62 So, Binns and Spahn still survive
as precedent where an article is “so infected with fiction
. . . that it cannot be used to fulfill the purpose of the
newsworthiness exception.”63

The way in which the issue in question #1 was
crafted by the Second Circuit, which in turn was dictat-
ed by the way in which the judge framed the issue in

his instruction to the jury with respect to the potential
violation of New York Civil Rights §§ 50 and 51, left the
New York Court of Appeals little “wiggle room” in
responding. Most important was the predicate that the
use of plaintiff’s likeness was “in conjunction with a
newsworthy column.” If the column was newsworthy,
then the only question was whether, if Finger applied,
there was a real relationship between the use of the
photographs in question and the column in light of the
false implication that the plaintiff was “Mortified.” So,
the question posed to the Court of Appeals then nar-
rowed to: Is the use of “the plaintiff’s likeness in a sub-
stantially fictionalized way without the plaintiff’s con-
sent” the equivalent of “no reasonable relationship.”64

As to the fictional relationship of the plaintiff to
“Mortified,” the Court of Appeals citing Finger, Arring-
ton and Murray held that so long as the article is not an
advertisement and there is a real relationship between
the photograph and the article, there is no violation
under Civil Rights Law §§ 50 and 51, “regardless of any
false impression created by the use of the photo-
graph.”65

It is unfortunate that the Messenger case developed
as it did for it might well have met the Court of
Appeals test for the application of Binns and Spahn
rather than the Finger-Arrington-Murray line of cases.
The plaintiff in Messenger proposed to introduce evi-
dence that the letter from “Mortified” was a work of fic-
tion, not a legitimate letter from an individual hiding
her identity under the nom de plume “Mortified.”66 The
trial judge refused to permit the introduction of that
evidence.67 Instead, in defendant’s motion for summary
judgment, the court concluded that “the subject of the
column was a matter of public interest” and that the
photographs were reasonably related to it.68

In suggesting the possible continued viability of the
fictionalization exception of Binns and Spahn, he
addressed its applicability not to the column which he
found newsworthy but rather to the fictionalization that
might have arisen if the column “implied that ‘Morti-
fied’s’ purported letter described Messenger’s personal
experience.”69 Thus, the Second Circuit framed the
question in light of the posture of the case at the district
court level. The question was framed with a newswor-
thy article and a fictionalization that rested solely on
the relationship of the photos to the article. If, in fact,
the letter from “Mortified” was fictional (the dissent in
the Court of Appeals refers to the letter as “ersatz”),70

then, while the trial judge was correct that the subject of
the column—teenage sex—was newsworthy, one could
equally say that Jack Binns and Warren Spahn were also
newsworthy subjects. The test, I believe, is, or should
be, not whether the topic is newsworthy (presumably,
writers do not expect to garner attention with non-
newsworthy articles), but rather whether the treatment
is factual as opposed to made up. The topics of the Irish
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plaintiff.79 Though admittedly constrained by the
phraseology of the questions posed by the Second Cir-
cuit, the New York Court of Appeals could have distin-
guished the plaintiff in Messenger from the plaintiffs in
Murray, Arrington and Finger based on the personalized
nature of the defendant’s column: A letter from an indi-
vidual, replete with “I”s, and the personalized response
of the editor-in-chief. The Court chose not to.

Looking back at the string of Court of Appeals deci-
sions, we see voluntariness give way to the picture-is-
only-on-the-cover, which in turn narrowed to the picture-
only-illustrates-the-general topic and finally, to the
personalization-of-the-picture-and-topic in Messenger.

Whether one agrees with my conclusion that the
Court of Appeals has narrowed the scope of
privacy/publicity rights as to the living, it is indis-
putable that the Court of Appeals has foreclosed any
common law right of publicity as to the dead.

In a pre-Roberson case, Schuyler v. Curtis,80 the New
York Court of Appeals held that: “Whatever right of
privacy Mrs. Schuyler had died with her.”81 Of course,
Roberson later held that one such as Mrs. Schuyler had
no right of privacy even while living. When the New
York legislature enacted the civil rights statute, it grant-
ed protection only to a living person. The Court of
Appeals decisions in Schuyler and Roberson foreclosed a
common law right of privacy for both the living and the
dead. The subsequent statutory right was limited to the
living. A half century after the passage of the civil rights
statutes, the federal courts began to protect celebrity
persona based on a common law right of publicity dis-
tinguishable from the right of privacy and therefore
was neither constrained by the holdings in Schuyler and
Roberson, nor limited by §§ 50 and 51.

In 1953, the Second Circuit Court of Appeals, in
Haelan Laboratories, Inc. v. Topps Chewing Gum, Inc.,82 dis-
tinguished the New York statutory right of privacy
from what the court called a “right of publicity.” “We
think that, in addition to and independent of that right
of privacy (which in New York derives from statute), a
man has a right in the publicity value of his photo-
graph. . . .”83 The court emphasized the celebrity status
of the baseball player whose photograph graced a bub-
ble gum card.84 Presumably, the court would have dis-
tinguished Roberson on the basis that the plaintiff was a
non-celebrity for whom a right of privacy, had it exist-
ed, would have provided the appropriate protection.

In the 1975 case of Price v. Hal Roach Studios, Inc.,85

the District Court for the Southern District of New York
held that New York recognized a descendible right of
publicity distinguishable from the statutory right that
was extinguished by death.86 In 1977, a New York court,
citing Price, held that “In New York there is a distinc-
tion between the statutory right which protects living
persons from commercial exploitation of their names

in America, the black middle class, and in vitro fertiliza-
tion are newsworthy topics, but in Murray, Arrington
and Finger, the treatment of those topics was factual.

If the defendant had attributed the letter expressly
to the plaintiff by name, and she clearly had not written
it, the column would have been a fictionalization. Pre-
sumably, the New York Court of Appeals, having not
rejected the Binns-Spahn fictionalization exception,
would have concluded that §§ 50 and 51 had been vio-
lated. If, as was the actual case, the defendant did not
expressly ascribe the letter to the plaintiff but includ-
ed—which it did not—a legend that the photographs
were posed for by a professional model, then, whether
“Mortified’s” letter was legitimate or pure fabrication, it
could not be said to be about the plaintiff and the fic-
tionalization exception would not apply. But the letter
was not signed by the plaintiff, nor was a professional
model legend included in the layout.71 The trial court
chose to ignore whether the letter was a fabrication or
not and based the analysis of the applicability of Binns-
Spahn on whether the readership would conclude erro-
neously that the letter signed “Mortified” was actually
written by the plaintiff.

If the column was pure fabrication, then it is diffi-
cult to see how it was newsworthy and if it was not
newsworthy, Finger is simply inapplicable. If the col-
umn was factual but a readership might erroneously
infer, as the jury found, that the plaintiff had written it,
then the choice between the fictionalization line of cases
and the real relationship line of cases is a difficult one.
The New York Court of Appeals chose the Finger-
Arrington-Murray line as dispositive;72 the dissent
argued for Binns-Spahn.73 Whatever one concludes as to
the correctness of the majority or dissent’s analysis, the
decision in Messenger is, in the opinion of this writer, a
further narrowing of the scope of protection of N.Y.
Civil Rights Law §§ 50 and 51 with respect to the “real
relationship” test.

In Murray, Arrington and Finger, the article was a
newsworthy topic, but none of the articles was specifi-
cally about the person(s) whose pictures were used to
illustrate the article. The film in Binns was about the
plaintiff.74 The book in Spahn was about the plaintiff.75

In contrast, the article in Murray was not about the plain-
tiff, he was merely an example, albeit an erroneous
one.76 The article in Arrington was not about the plaintiff
specifically,77 and the article in Finger was not about the
plaintiffs.78 So, as the court approached the question in
Messenger, it might have asked the question, “Is this
about the plaintiff?,” as was the case in Binns and Spahn,
or, was Messenger more like Murray, Arrington and Fin-
ger, simply an illustration for a more general topic, be it
the Irish, the black middle class, in vitro fertilization—
or teenage sex. The column including “Mortified’s” let-
ter and the editor-in-chief’s reply was about one person,
“Mortified,” and was illustrated with photos only of
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and pictures . . . and the common law property right in
one’s public personality.”87 In a similar vein were Fac-
tors Etc., Inc. v. Pro Arts, Inc.,88 Hicks v. Casablanca
Records,89 and Groucho Marx Productions, Inc. v. Day and
Night Company, Inc.90 It appeared that while New York
had no common law right of privacy, it did enjoy a
common law right of publicity—or so people thought
until a male model appealed an adverse decision to the
New York Court of Appeals and that Court disabused
that model, and everyone else, of the notion that New
York enjoyed a common law right of publicity.

In Stephano v. News Group Publications, Inc., the New
York Court of Appeals held: “Since the ‘right of publici-
ty’ is encompassed under the Civil Rights Law as an
aspect of the right of privacy, which, as noted, is exclu-
sively statutory in this State, the plaintiff cannot claim
an independent common-law right of publicity.”91 In a
footnote, the court stated, “In view of the fact that the
plaintiff is asserting his own right of publicity we need
not consider whether the statute would also control
assignment, transfer or descent of publicity rights.”92

However, while the New York Court of Appeals did not
specifically address the post-mortem issue, the Second
Circuit reversed its earlier understanding, articulated in
Factors Etc., Inc. v. Pro Arts, Inc.,93 that a common law
right of publicity existed in New York Law and that
such right was descendible: “Though Stephano involved
a living plaintiff, and thus the Court of Appeals made
no holding with respect to whether an extra-statutory
right of publicity descends to the heirs of one whose
picture is used for trade purposes, the Court’s broad
language persuades us that the views expressed in Fac-
tors are no longer a valid statement of New York
Law,”94 citing a 1986 N.Y. Supreme Court decision,
Antonetty v. Cuomo.95

It does not seem likely that the N.Y. Court of
Appeals, if faced with a post-mortem right of publicity
case, would find such a right under the Civil Rights
Law that is expressly limited to living persons or would
find a common law post-mortem right of publicity
when it had expressly found no such right for living
persons. If there is to be a post-mortem right of publici-
ty, it is the legislature that must create it. Over the
years, a number of bills have been proposed to expand
the scope of the law as it applies to living persons and
to create a post-mortem right of publicity. With the
exception of the amendment adding “voice” to the
aspects of persona of living individuals to be protected,
these proposed changes have come to naught.

In contrast to New York, California, faced with the
rather opaque decision in Lugosi v. Universal Studios,
Inc.96 which held that if there was a common law post-
mortem right of publicity, it did not apply to Bela
Lugosi,97 responded to the concerted efforts of the heirs
of deceased motion picture stars. The California legisla-
ture passed a post-mortem right of publicity statute in

1985 providing fifty years of post-mortem publicity pro-
tection.98 In 1999, the statute was amended to clarify its
scope in the wake of Astaire v. Best Film & Video Corp.99

The amendment also increased the term from 50 years
to 70 years.100 There has been no decision in California
to clarify whether or not there is a common law post-
mortem right of publicity in addition to the statutory
right provided in Civil Rights § 3344.1.

The difference between California and New York is
poignantly illustrated by two legends of the silver
screen: Humphrey Bogart and James Cagney. Both these
actors gained notoriety in the 1930s as tough guys star-
ring together in Warner Bros. films such as “Angels
with Dirty Faces” and “The Roaring Twenties.” Each
went on to enduring fame in a wide variety of roles,
Cagney winning an Oscar® for “Yankee Doodle
Dandy” and Bogart for “The African Queen.” The pub-
licity value of their respective persona was created in
Hollywood but only one of them is protected. Bogart
continued to live in California until his death in 1957.
His persona is protected through 2027 A.D. under Cali-
fornia Civil Code § 3344.1. Cagney retired to a farm in
Dutchess County, New York where he died in 1986. His
persona is unprotected, save as the Lanham Act may
provide.

The decisions of the New York Court of Appeals,
particularly in the last three decades of the 20th century
are a clear indication that expanded relief for the living
and protection of deceased celebrities will only occur if
the New York legislature acts. Though individual mem-
bers of the state legislature have championed expanded
rights of privacy/publicity, by and large their efforts
have been in vain. 

In 1977, the New York Law Revision Commission
recommended that “New York’s law concerning priva-
cy should be brought into line with the great majority
of other states.”101 The Commission recommended that
§ 50 of the Civil Rights Law be revoked as vague and
hardly, if ever, used. It recommended that § 51 be
amended to expand the section’s scope of protection to
“any person who is subject to an unreasonable invasion
of privacy that would be highly offensive to a reason-
able person.”102

In 1991, New York State Senator Gold and others
introduced a bill to add a right of publicity in a new
article 5-B.103 The bill was intended to create a
descendible right of publicity with a post-mortem term
of 50 years. The bill provided protection with respect to
a person’s name, voice, signature, photograph, and
visual image against “imitation, simulation, or imper-
sonation,” even if a disclaimer was used in connection
with commercial sponsorship or paid advertisement.
The bill did not pass.

In 1993, Senator Gold re-introduced proposed legis-
lation identical to that of the 1991 bill.104 That bill also
did not pass.
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introduced in 1995 and it suffered an identical fate—it
did not pass. Assemblyman Sanders demonstrated the
same tenacity as Senator Gold with a bill to amend §§
50 and 51 to add actual performance, identity, nick-
names and objects to the aspects of persona to be pro-
tected,111 and a bill to add a new § 49 to provide protec-
tion against intrusion, revelation of highly
embarrassing facts and false light.112 These two bills,
like their 1995 predecessors, did not pass. 1997 also saw
Senator Farley introducing a bill to amend § 51 to pro-
vide a minimum damage amount of $16,000.113 Even
this minor amendment did not pass. 

The last year of the 20th century and the last year of
the second millennium found Assemblyman Sanders
once more trying to add actual performance, identity,
nickname, and objects to the attributes of persona to be
protected by §§ 50 and 51.114 The fates were no kinder
than before—the bill did not pass. His 1999 attempt to
add a new § 49 to protect against intrusion, revelation
of highly embarrassing private facts, and false light also
did not pass.115

As the 20th century toddled off the stage, New
Yorkers were only slightly better off than when Baby
1900 celebrated its birth, as far as privacy/publicity was
concerned. There was protection against the use of a
living person’s name, portrait, picture, and actual voice
for advertising purposes or for a Binns-Spahn type of
fictionalization. There was no protection against the
type of false implication that might be drawn from the
association of a photograph with an individual(s) in a
Murray-Arrington-Finger type of situation. There was
also no protection against the unauthorized exploitation
of the persona of a deceased person.

New Yorkers were not protected against intrusion
in their privacy or seclusion and could not prevent the
public disclosure of highly embarrassing facts and had
no relief against a false light publication. This all was in
sharp contrast to the protection enjoyed by Californi-
ans. First, California courts have held that there is a
common right of privacy including intrusion,116 public
disclosure of private facts,117 false light118 and appropri-
ation (a/k/a right of publicity).119 In addition, Califor-
nia has enacted a right of publicity statute for the living
to complement the common law right of publicity.120

The statute protects a broader range of attributes of per-
sona than does New York.121 And, because the statute is
supplementary to the common law, the Ninth Circuit,
while holding that “voice” as used in the statute means
actual voice and does not include a sound-alike, did
conclude a sound-alike to be violative of the California
common law right of publicity.122 Presumably, § 51
referring to voice would not apply to a sound-alike, and
there is no common law right of publicity to invoke.
The bills proposed by State Senator Gold had addressed
the sound-alike situation to no avail.

In 1995, Senator Gold tried again with a bill identi-
cal to that of 1993.105 Once more, the bill did not pass.
Also in 1995, State Senator Lavalle offered a bill to
repeal the existing § 50 and to substitute a new § 50 to
establish a right of publicity as a property right that
was descendible (apparently with no termination
date).106 The protected aspects of persons were “name,
voice, signature, photograph, portrait, picture, identity,
identifiable trait or characteristic.” The bill also protect-
ed against imitation, simulation, or impersonation. The
bill did not pass. Also in 1995, Assemblyman Sanders
sponsored a more modest bill to amend §§ 50 and 51 to
include protection against unauthorized use of a per-
son’s “actual performance, identity, nickname, or
objects” for advertising or trade purposes.107 Even this
modest provision did not pass.

In February 1995, Assemblymember Sanders took
dead aim at the judiciary:

The legislature finds and declares that
the development of the law of privacy
has been unduly restricted by judicial
decisions limiting the right of privacy
to enumerated statutory provisions,
and that the people of that state have
thereby been deprived of the benefits of
and the protection offered by a law of
privacy. The legislature therefore
declares that a broad right of privacy is
recognized in this state, and that indi-
viduals shall have a civil cause of
action for invasions of privacy.

The legislature also finds and declares
that the rule of construction requiring
statutes in derogation of the common
law to be strictly construed shall have
no application to this act, and that the
right of privacy recognized by this act
shall be liberally construed as to
strengthen the developing common law
of privacy, consistent with the freedoms
guaranteed by the state and federal
constitutions.108

The bill he introduced would have added a new § 49 to
the Civil Rights Law. That section would have protected
a person against (1) intrusion upon seclusion or solitude;
(2) public disclosure of highly embarrassing facts; and
(3) false light publicity. The bill would have expanded
the aspects of persona protected by §§ 50 and 51 to also
include voice, actual performance identity, nicknames
and objects of a living person. The bill did not pass. The
one bright light was the 1995 addition in § 51 of “voice”
to the attributes of persona to be protected.109

In 1997, Senator Gold, with the tenacity of Robert
the Bruce, again introduced a bill to add a new article
5-B.110 The bill was virtually identical to the one he
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The 21st century began for New Yorkers with Mes-
senger, and the “message” was that the Court of
Appeals was not enlarging the scope of protection of
§§ 50 and 51; quite the contrary, it might be argued that
it further narrowed the scope of protection. As I said at
the outset of this article, it will not be the courts that
bring New York into the 21st century. Will it be the leg-
islature? If the past decade is any indication, the answer
would have to be “no.” But—

The legislature is trying again to address
privacy/publicity as part of the “Personal Privacy Act
of 2001.”123 This omnibus bill would revise not only the
civil rights law, but the general business, the public
health law, the civil practice law and rules and the pub-
lic service law in relation to the protection and preser-
vation of personal privacy. With respect to the civil
rights law, the bill would add a new § 49 establishing a
right of privacy to include (1) security from intrusion
upon solitude or isolation; (2) security from publication
of highly embarrassing private fact; and (3) security
from a false light publication. Section 50 would be
amended to include “voice” which was omitted from
the 1995 amendment which added “voice” only to § 51.
Both §§ 50 and 51 would be amended to add “actual
performance, identity, nickname and objects” to the
aspects of persona to be protected. Understandably,
since the focus of the “Personal Privacy Act” is living
individuals, the bill does not address a post-mortem
right of publicity, or for that matter, a right of publicity
denominated as such.

The introduction of the “Personal Privacy Act of
2001” is a hopeful sign. It remains to be seen, however,
whether the legislature will change the “message.”
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The Fairness in Music Licensing Act Is Not So Fair:
A Report on the World Trade Organization Decision
By Karen J. Bernstein

pany for broadcasting cable stations without paying a
license fee. The residents lived in a rural area where tel-
evision reception was abysmal, so they contracted with
a cable company to share a signal through one large
antenna. The plaintiffs contended that this was a public
performance and the defendants should pay a license
fee. Unlike Jewell-LaSalle, however, the Fortnightly Court
held that there was no public performance because
“CATV operators, like viewers and unlike broadcasters,
[did] not perform the programs that they receive and
carry.”10

The seminal case of Twentieth Century Music Corp. v.
Aiken11 served as the progenitor for the “Homestyle
Exemption” and brought the issue of exempting small
businesses from paying license fees to the forefront. In
Aiken, the defendant played the radio in his 1,055
square-foot restaurant. The stereo system was config-
ured like “a home receiver with four ordinary loud-
speakers grouped within a relatively narrow circumfer-
ence from the set. . . .”12 The plaintiffs relied on Shanley
when they argued that the broadcast constituted a pub-
lic performance in violation of the 1909 Copyright Act.
The Supreme Court disagreed, and it found that the
small size of Aiken’s restaurant, coupled with the type
of radio he used, did not constitute infringement of the
copyright holders’ exclusive rights.13

The Homestyle Exemption and the 1976
Copyright Act

The Aiken decision became the basis for the so-
called “Homestyle Exemption” of the 1976 Copyright
Act. Indeed, a House Report detailed the purpose
behind the Homestyle Exemption:

[To excuse] small commercial establish-
ment[s] of the type involved in Twenti-
eth Century Music Corp. v. Aiken . . .
which merely augmented a home-type
receiver and which was not of sufficient
size to justify, as a practical matter, a
subscription to a commercial back-
ground music service . . . However,
where the public communication was
by means of something other than a
home-type receiving apparatus, or
where the establishment actually makes
a further transmission to the public, the
exemption would not apply.14

Congress should have listened to the Register of
Copyrights when she warned that passage of the Fair-
ness in Music Licensing Act (FMLA)1 would violate the
Berne Convention and the Agreement on Trade-Related
Aspects of Intellectual Property (the “TRIPs Agree-
ment).2 Unfortunately, the Register’s prediction came
true when the World Trade Organization Panel (the
“Panel) found FMLA “d[id] not meet the [Article 13]
requirements . . . of the TRIPs Agreement.”3 Now that
the Panel decision is final, the World Trade Organiza-
tion Dispute Settlement Body must decide what reme-
dial measures should be taken against the United
States. 

This article traces the historical underpinnings of
the Homestyle and Business Exemption provisions of
the Copyright Act and how FMLA emerged from the
case law confusion. It will also present what Congress
might do to bring the United States into compliance
with the TRIPs Agreement.

Case Law History of the Homestyle
Exemption: The 1909 Copyright Act

Congress inserted the first statutory provision into
the 1909 Copyright Act,4 which punished those who
allowed unauthorized public performances of copyright
owners’ music.5 It also provided a limited exemption
for small business from paying license fees. Subse-
quently, courts wrestled with interpreting this section of
the Copyright Act. What came about was a series of
balancing tests that used factors in determining
whether a business should be exempt from paying
license fees. Herbert v. Shanley Co.,6 for example,
involved a defendant who played the radio for patrons
at his restaurant. The defendant argued that he should
be excused from paying license fees, because he did not
directly charge his customers for turning on the radio.
The Court rejected this argument, and it held that turn-
ing on the radio impacted the defendant’s business
profits and was sufficient to justify him paying a license
fee.7 Following the same line of reasoning, the Court
held in Buck v. Jewell-LaSalle Realty Co.8 that playing the
radio over loudspeakers into hotel rooms constituted a
public performance and would not trigger the statutory
exemption. 

The Supreme Court was faced with a similar issue
as it related to television broadcasts in Fortnightly Corp.
v. United Artists, Inc.9 The plaintiff-movie companies
sued community residents and a cable television com-
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The House Report also listed exemption factors such as
“size, physical arrangement . . . and the extent to which
the receiving apparatus is altered or augmented for the
purpose of improving the aural or visual quality of the
performance for individual members of the public
using those areas.”15

The final version of the Homestyle Exemption16

gave copyright owners the exclusive right “to perform
the copyrighted work publicly,”17 and it required only a
“single receiving apparatus” be used in order to qualify
for the exemption, unless the business charged a fee or
the transmission was “further transmitted to the pub-
lic” (i.e., a secondary transmission).18

Courts relied extensively on the House Report’s
exemption factors when they went to assess whether a
business should be excused from paying a license fee.
One such case grappled with interpreting the meaning
of “further transmission,” and it looked at the configu-
ration of the business’s stereo equipment in determin-
ing that “the radio broadcasts . . . were ‘further trans-
mitted’ to the public because the broadcasts were
initially received in a room or area without speakers
and were sent to a separate room with speakers via
some 40 feet of wiring.”19 Another court developed a
test to ascertain “[w]hether a restaurant qualifies as a
‘small commercial establishment,’” and it applied fac-
tors such as (1) the square footage of the business, (2)
the capacity of the restaurant, and (3) the revenues of
the business.20 In yet another case, the Gap clothing
store chain was sued for not paying a license fee.21 In
Sailor Music v. Gap Stores, the court held that the aver-
age size of the clothing store was approximately 3,500
square feet, which was “substantially larger than the
public area of [1,055] square feet in the fast-food store at
issue in Aiken.”22 In BMI v. Claire’s Boutique,23 the court
looked at (1) whether the receiver and other equipment
itself [was] generally sold for commercial or private
use; (2) the number of speakers which the receiver can
accommodate; (3) the number of speakers actually used;
(4) the manner in which the speakers [were] installed;
(5) whether the speaker wires [were] concealed; (6) the
distance of the speakers from the receiver; and (7)
whether the receiver [was] integrated with a public
announcement system or telephone lines.24 The court
balanced these considerations and held that the exemp-
tion applied to a chain of women’s clothing stores. 

The inconsistent court cases and their outcomes
drew a bigger divide between the performance right
societies and the small business interests. But it was the
restaurant and small business groups that brought the
issue to Congress, when it asked for certainty by enact-
ing laws that set maximums on square footage and
stereo speakers so that businesses could be exempt
from paying license fees. Thus, came the Fairness in
Music Licensing Act of 1998.

The Fairness in Music Licensing Act of 1998
On October 27, 1998, the Fairness in Music Licens-

ing Act (FMLA)25 passed as part of the Sonny Bono
Copyright Extension Act of 1998.26 FMLA amended 17
U.S.C. § 110(5) of the Copyright Act, which exempts
some businesses from having to pay a license fee for
public performance of non-dramatic musical works
based on the size of their establishments (the “Business
Exemption”). 

The House and the Senate versions of the “bill
[were] entangled in debate and delay on Capitol Hill
for many months. . . .”27 For instance, the House pre-
sented H.R. 4712, which was “substantially identical” to
H.R. 789—the Bill that eventually became FMLA.28 H.R.
4712, however, was withdrawn for reasons unknown.29

Also, Congressional hearings were extensive. They
“were the most expensive and hard-fought battle that
the RIAA and the performing right societies, music
publishers, and songwriter interests had faced in recent
times.”30 Not surprisingly, the National Federation of
Independent Businesses (which represents over 92 per-
cent of small business owners) and the National Restau-
rant Association supported the bill.31 The performing
rights societies such as ASCAP and BMI were under-
standably not pleased by the prospect of legislation that
would limit compensation for their members.32 At one
time, they proposed a maximum of 1,250 square feet, no
more than four loudspeakers and two TV screens not
greater than 44 inches, but this was rejected by the
restaurant interests and Congress. 

Lobbying groups for both sides presented statistics
on how the new legislation would affect businesses, but
the Senate wanted an independent audit conducted to
aid it in fashioning the Business Exemption. According-
ly, the Congressional Research Service (CRS) conducted
a report for the Senate Judiciary Committee, and it
hired Dun & Bradstreet (D&B) to facilitate an audit of
retail, food and drinking establishments to determine
how many of these businesses fell under 1,055 square
feet—the size of Aiken’s restaurant. The D&B report
found that a very small percentage of retail and non-
retail establishments were below 1,055 square feet,33 but
it predicted that a larger percentage of bars, taverns,
restaurants and retail stores would fall under 3,500
square feet—the measurement that the Gap court reject-
ed as being exempt from paying license fees.34 Conse-
quently, Representative Dreier read the D&B report and
surmised that if FMLA passed, it would enable 65 per-
cent of all restaurants to claim the Business Exemp-
tion.35 Ultimately, Congress mandated a compromise of
3,750 square feet for bars, taverns and food establish-
ments and 2,000 square feet for retail shops, provided
there was a “total of not more than 6 loudspeakers, of
which not more than 4 . . . are located in any 1 room or
adjoining outdoor space.”36 Congress also set a maxi-
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Management Organizations (CMOs) to negotiate licens-
es for public performance of their works with televi-
sion, radio, cable and business interests, including
restaurants, bars and retail establishments. The
licensees agree to pay a blanket license fee for the privi-
lege of playing the CMO members’ music in public.48

The three main American CMOs are ASCAP, BMI and
SESAC. The CMOs also typically enter into “reciprocal
arrangements” with CMOs from other countries to
license CMO members’ works.49 One such foreign CMO
is GESAC, which is the European counterpart to the
American CMOs.

The WTO Ruling
On April 21, 1997, one CMO, the Irish Music Rights

Organization (IMRO) with the support of GESAC, com-
plained to the European Commission that the Home-
style Exemption of the 1976 Copyright Act was in viola-
tion of the TRIPs Agreement.50 Additionally, IMRO
argued that the Business Exemption was in violation of
the accord. On December 11, 1998, the European Com-
munities (the “EC”) issued its decision to “commence
action against the United States of America under the
Understanding on the Rules and Procedures for the Set-
tlement of Disputes [“DSU”] . . . with a view to secur-
ing removal of the obstacle to trade.”51

On January 26, 1999, the EC requested a consulta-
tion with the United States regarding the Homestyle
and Business Exemptions pursuant to DSU procedure
and the TRIPs Agreement.52 After meeting on March 2,
1999, the United States (U.S.) and the EC could not
reach agreement, and the matter was brought before the
Dispute Settlement Body (DSB) of the World Trade
Organization (WTO). On May 25, 1999, the DSB estab-
lished a three-person panel to review the matter.53

Because the Panel found the Homestyle Exemption
to be in compliance with the TRIPs Agreement, the fol-
lowing sections focus on the Panel’s analysis of the
Business Exemption only. 

Application of the Business Exemption to
the Minor Exceptions Doctrine

Article 13 of the TRIPs Agreement provides an
exception for Member States to limit copyright owners’
exclusive rights under certain proscribed circumstances.
This became known as the “Minor Exceptions Doc-
trine.”54 Member States may provide in their national
legislation to limit copyright holders’ rights if they can
show that the type of legislation fell within “certain
special cases which do not conflict with a normal
exploitation of the work and do not unreasonably prej-
udice the legitimate interests of the right holder.”55

Contracting parties must satisfy all Article 13 conditions
to invoke the Minor Exceptions Doctrine but “[f]ailure

mum limit of 4 television sets “of which not more than
1 . . . is located in any 1 room” and the screen size is no
“greater than 55 inches.”37

The Treaties
To add some context to understand the World Trade

Organization Panel Report (the “Panel Report”), the fol-
lowing is a primer of international agreements that the
Panel applied in its analysis. It is also important to
explain the performance rights organizations’ function
in the international arena and how this became the cen-
tral focus of the controversy. 

The TRIPs Agreement
The United States entered into the TRIPs Agree-

ment on January 1, 1995.38 Article 9.1 provides that
“[m]embers shall comply with Articles 1 through 21 of
the Berne Convention.”39 The Berne Convention is one
of the oldest multilateral treaties, and it established the
framework for the underlying policies of international
accords respecting copyright.40 The United States did
not become a member of the Berne Convention until
1989 when it agreed to provide copyright holders with
a host of rights such as affording national treatment to
foreign copyright owners.41 The European Communi-
ties had not been party to the Berne Convention until
they became a signatories to the World Intellectual
Property Organization Treaty (WIPO).42

The WIPO Treaty
One year after the TRIPs Agreement was signed,

the United States and 127 other countries became par-
ties to two additional treaties relating to intellectual
property: (1) the WIPO Copyright Treaty (WCT)43 and
(2) the WIPO Performances and Phonograms Treaty
(WPPT).44

The WCT focused on new technology and extended
“the right of communication to the public,” which
included “by wire or wireless means,” and in particular
“on-demand, interactive communication through the
Internet. . . .”45 More importantly, it set forth the princi-
ple that contracting parties were subject to “substantive
portions of the 1971 Paris Act of the Berne Convention
. . . .”46 The WPPT set forth the “right of a single equi-
table remuneration for the direct or indirect use of
phonograms” for performers and producers of phono-
grams. . . .”47 This agreement bound parties to the
reproduction right in the Berne Convention. 

Performance Rights Societies and Their
Function in the International Arena

Composers, lyricists and music publishers regularly
authorize performance right societies or Collective
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to comply with any one of the three [elements] results
in the Article 13 exception being disallowed.”56

The EC argued that the United States Business
Exemption did not meet all three elements of the Minor
Exceptions Doctrine, and it violated Article 9.1 of the
TRIPs Agreement, as well as Articles 11(1)(ii) and
11bis(1)(iii) of the Berne Convention.57

Article 11bis(1)(iii) of the Berne Convention set forth
exclusive rights for copyright owners, including the
“exclusive right of authorizing . . . (iii) the public com-
munication by loudspeaker or any other analogous
instrument transmitting, by signs, sounds or images,
the broadcast of the work.”58 Article 11(1)(ii) of the
Berne Convention provided “[a]uthors . . . the exclusive
right of authorizing . . . (ii) any communication to the
public of the performance of their works.”59 The Panel
Report found that both Article 11bis(1)(iii) and 11(1)(ii)
of the Berne Convention were interrelated because they
covered public performance. But Article 11bis(1)(iii)
more specifically “concern[s] public communication by
loudspeaker or any other analogous instrument. . . .”60

The Panel found that Article 13 of the TRIPs Agree-
ment “has its origins in the similar [minor exception]
language” of Article 9.2 of the Berne Convention.61

Therefore, the Minor Exceptions Doctrine applies to
Articles 11 and 11bis of the Berne Convention62 as incor-
porated into the TRIPs Agreement and is relevant to the
determination of whether the U.S. was in compliance.

“Certain Special Cases”
The Panel Report determined that the term “Certain

Special Cases” meant that Member States’ national leg-
islation must be clearly and narrowly defined. In other
words, a special case must be supported “in terms of
beneficiaries of the exception, equipment used, types of
works or by other factors.”63

The U.S. asserted that the maximum square footage
provision met the clearly defined requirement and that
its policy objective was to “foster[] small businesses and
prevent[] abusive tactics by CMOs.”64 The EC, pre-
dictably, argued that the Business Exemption was too
broad and that it turned the “exception into a rule.”65

The U.S. contended that certain indicators should be
subtracted from the D&B report that was conducted for
the CRS, for a multitude of reasons. Most notably, to
discount from the statistics “those [businesses] that
would turn off the music if they became liable to pay
fees.”66 The Panel Report rejected this argument,
because the Business Exemption actually encouraged
businesses to turn on the radio and avoid paying the
license fee altogether. Therefore, the Panel held that the
Business Exemption did not meet the first element of
the Minor Exception Doctrine, because it excused a

“major part of the users that were specifically intended
to be covered by the provisions of Article 11bis(1)(iii)”
and did not reach the level of a “special case.”67

“Not Conflict With A Normal Exploitation of
the Work”

Although the Panel Report could have concluded
that the U.S. failed to comply with the Minor Excep-
tions Doctrine under element one, it nevertheless sur-
mised that the other two prongs of the test would
“assist the DSB in making recommendations or in giv-
ing rulings” when formulating a remedy against the
U.S.68

The Panel determined that the second prong meant
“uses from which an owner would not ordinarily
expect to receive compensation.”69 The U.S. argued that
copyright owners could not expect to receive compen-
sation from the public performance of their works for a
myriad of reasons, including (1) CMOs face consider-
able administrative difficulties in licensing small busi-
nesses; (2) those business that fell under the 1998 Busi-
ness Exemption already were excused under the old
Homestyle Exemption; and (3) copyright owners could
not expect to receive compensation from restaurants
that had signed a private voluntary negotiated group
licensing agreement with the U.S. CMOs. Accordingly,
right holders were already being paid for the secondary
transmission under the blanket license fees (collectively,
the “U.S. Reduction Factors”).70

The Panel Report rejected all three arguments.
Specifically, if the Panel accepted the administrative dif-
ficulties argument, it could lead to Member States using
similar excuses to “justif[y] any exception or limitation”
in their national legislation.71 The Panel Report outright
dismissed the U.S. argument regarding the voluntary
group licensing agreement as irrelevant, because
“[i]ndividual or group licensing arrangements result
from negotiations between parties, not from govern-
mental imposition.”72 More importantly, the Panel
Report concluded that it would not “differentiate
between broadcast and recorded music when assessing
what is a normal use of musical works,”73 which further
incorporated the Berne Convention’s reproduction right
limitations of articles 9(1) and 9(2).74 Consequently, the
Panel Report determined that the Business Exemption
failed the second prong of the Minor Exceptions Doc-
trine.

“Not Unreasonably Prejudice the Legitimate
Interests of the Right Holder”

The Panel Report approached the third prong’s ter-
minology of “unreasonably prejudice” to mean,
“whether the prejudice caused . . . to the legitimate
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Future Ideas for Congress to Comply with
the TRIPs Agreement

When the Register of Copyrights testified before the
House Subcommittee on the subject of FMLA, she sug-
gested an alternative piece of legislation that had been
introduced years before called “The Music Licensing
Reform Act of 1986.”87 If adopted, it would add a new
subsection to the Copyright Act, which “directs the
Register of Copyrights to define ‘small commercial
establishments’ by regulation and . . . list[s] factors that
the courts have considered . . . relevant to the determi-
nation.”88 Indeed, the criteria that had been proposed is
similar to what the courts used in Hickory Grove and
Claire’s Boutique. Senator Hatch said that the purpose of
listing factors and regulating small businesses through
the Copyright Office will eliminate “Congress having to
[re]-legislate specific equipment and area requirements
. . . time and time again.”89 It would also meet the
Minor Exceptions Doctrine of the TRIPs Agreement.

Conclusion
Whether Congress adopts a version of the Music

Licensing Reform Act, some other legislation or if it
repeals the Business Exemption entirely, is dependent
on what the DSB orders it to do. Congress has been
proactive on its stance regarding protection of intellec-
tual property worldwide, and it now must develop leg-
islation that is fair to the rest of the world. 

Endnotes
1. See The Fairness in Music Licensing Act, Title II, Pub. L. No.

105-298, 112 Stat. 2827 (1998).

2. Music Licensing: Before the House Subcommittee on Courts and Intel-
lectual Property, 105th Cong. (1997) (Statement of Marybeth
Peters, Register of Copyrights) (hereinafter “Statement of Mary-
beth Peters”).

3. See World Trade Organization: Report of the Panel on United
States—Section 110(5) of the US Copyright Act, June 15, 2000,
WT/DS160/R, 7.1(b), p. 69 (hereinafter “Panel Report”). See also
Berne Convention for the Protection of Literary and Artistic
Works, Sept. 9, 1886, revised at Paris, July 24, 1971 (as amended
on September 28, 1979) at 9.1: “(1) Authors of literary and artis-
tic works protected by this Convention shall have the exclusive
right of authorizing the reproduction of these works, in any
manner or form.” Id.

4. Copyright Act of 1909, ch. 320, 35 Stat. 1075 (codified as amend-
ed at 17 U.S.C.A. §§ 101-1101).

5. See id. § 1(e), 35 Stat. at 1075-76 (codified as amended at 17
U.S.C.A. § 110).

6. 242 U.S. 591 (1917).

7. Id. at 594.

8. 283 U.S. 191 (1931).

9. 392 U.S. 390 (1968).

10. Id. at 401.

11. 422 U.S. 151 (1975).

interests of the right holder is of an unreasonable
level.”75 Specifically, “an unreasonable loss of income to
the copyright owner.”76 The Panel Report once again
rejected the U.S. Reduction Factors argument, because
they exemplified the “potential prejudice caused by the
business exemption to the legitimate interests of right
holders.” 77 The Panel also criticized both parties’
methodologies at determining their annual loss esti-
mates, as they reflected current and actual losses, and
“such figures cannot alone be determinative for the
assessment of the level of prejudice suffered by right
holders.”78 Accordingly, the Panel held that the U.S.
Business Exemption violated the TRIPs Agreement.

Implementation of the Recommendations
and Rulings of the DSB

The Panel Report, dated June 15, 2000, recommend-
ed the matter to the DSB to “bring [the Business
Exemption] into conformity with its obligations under
the TRIPs Agreement.”79 The DSB has nine months to
issue the implementation of recommendations and rul-
ings of the Panel Report.80 This is measured “from the
date of establishment of the panel by the DSB until the
date the DSB considers the panel . . . report for adop-
tion,” which means that the DSB may review the Panel
Report no later than February 25, 2001.81

The DSB could take a number of sanctions against
the U.S. The most plausible would be to order the U.S.
to either repeal the Business Exemption or modify it. If
the U.S. does not comply within a period of time either
“proposed by the Member concerned” or by a mutually
agreeable time period, then “[c]ompensation and the
suspension of concessions or other obligations,” may be
imposed.82 It should be noted that the DSU considers
compensation and suspension of concessions as “tem-
porary and shall only be applied until such time as the
measure found to be inconsistent with a covered agree-
ment has been removed. . . .”83

If compensation is found to be necessary, the Panel
Report’s holding under the third prong of the Minor
Exceptions Doctrine analysis may be particularly rele-
vant to the DSB when it considers what sanctions to
impose on the U.S. The EC calculated that the annual
loss to their copyright holders as a result of the Busi-
ness Exemption is approximately $53.65 million per
year.84 The U.S. estimated that EC right holders have
lost between $294,113 to $586,332 annually. The Panel
Report directed the DSB to compare the EC figures and
the U.S. estimates on monetary loss to all copyright
holders, including those of the Member States.85 Sub-
stantially, it ruled that the U.S. owes its obligations to
all signatories to the TRIPs Agreement, not just to the
EC.86



NYSBA Entertainment, Arts and Sports Law Journal |  Winter 2000  |  Vol. 11  | No. 2 35

12. H.R. Rep. No. 1476, 94th Cong., 2d Sess. 87, reprinted in 1976
U.S. Code Cong. & Admin. News, 5659, 5701.

13. 422 U.S. at 162.

14. See H.R. Conf. Rep. NO. 94-1733, at 75 (1976).

15. Id.

16. 17 U.S.C. § 110(5).

17. Copyright Act of 1976, Pub. L. No. 94-553, S 106(4), 90 Stat. 2541
(codified at 17 U.S.C. § 106(4)).

18. See P.L. No. 94-553, 90 Stat. 2541 (1976) (codified at 17 U.S.C. §
110).

19. See Merrill v. Miller’s Bar-B-Q Enterprises, Inc., 688 F. Supp. 1172,
1176 (W.D. Tex. 1988).

20. See Hickory Grove Music v. Andrews, 749 F. Supp. 1031, 1038 (D.
Montana 1990) (citation omitted). 

21. Sailor Music v. Gap Stores, Inc., 668 F.2d 84 (2d Cir. 1981).

22. Id.

23. 949 F.2d 1482 (7th Cir. 1991).

24. See id.

25. See The Fairness in Music Licensing Act, Title II, Pub. L. No.
105-298, 112 Stat. 2827 (1998).

26. See id.

27. See Bill Holland, Congress Extends C’right Term: WIPO Passage
Seen (Oct. 17, 1998) available in 1998 WL 10915345.

28. See 144 Cong. Rec. H9946-01, H9948 (daily ed. Oct. 7, 1998)
(Statement of Rep. Sensenbrenner).

29. See 144 Cong. Rec. H9741-04 (daily ed. Oct. 7, 1998). Rep. McIn-
nis suspended the bill.

30. See Holland, supra note 26.

31. See S. 1628, 104th Cong. (1996).

32. See Holland, supra note 26.

33. The Dun & Bradstreet report was conducted officially for the
Congressional Research Service. It found that 16 percent of
restaurants, 13.5 percent of bars/taverns, and 18 percent of retail
stores were below 1,055 square feet. See Panel Report, supra note
3, at 2.10, p. 6.

34. See id.

35. See H.R. Res. 390, 105th Cong. (1998), reprinted in 55 Pat. Trade-
mark & Copyright J. (BNA) 479, 494-95 (Mar. 26, 1998).

36. See U.S.C. § 110(5)(b)(i)(I)-(II), (ii)(I)-(II).

37. See 17 U.S.C. § 110(5)(B) (1998).

38. See The Agreement on Trade-Related Aspects of Intellectual
Property Rights, Jan. 1, 1995 (hereinafter “TRIPs Agreement”).

39. Id. at art. 9, p. 324.

40. See Berne Convention, supra note 3.

41. National treatment is when signatories “provide for the same
kinds of limitations or exceptions with regard to the protection
of performers and producers of phonograms as they provide for,
in their national legislation. . . .” See World Intellectual Property
Organization Treaty: Performances and Phonograms Treaty, Dec.
20, 1996, Geneva, Switzerland at art. 16(1). The United States
also agreed to eliminate the statutory requirement of copyright
notice, and it passed the Visual Artists Rights Act of 1990, Pub.
L. No. 101-650, 104 Stat. 5128 (1990) (codified at 17 U.S.C. §
106A).

42. See Case T-70/89, British Broadcasting Corp. and BBC Enterprises,
Ltd. v. Commission of the European Communities, 1991 ECJ CELEX
LEXIS 1945, *75.

43. See World Intellectual Property Organization Treaty: Internation-
al Protection of Copyright and Neighboring Rights Copyright
Treaty, Dec. 20, 1996, Geneva, Switzerland (hereinafter “WCT”).

44. See World Intellectual Property Organization Treaty: Perfor-
mances and Phonograms Treaty, Dec. 20, 1996, Geneva, Switzer-
land (hereinafter “WPPT”). This was the progenitor of the Digi-
tal Millenium Copyright Act, P.L. No. 105-304, 112 Stat. 2860
(1998) (codified at 17 U.S.C. §§ 101, et seq.).

45. See id.

46. See WCT, supra note 42.

47. See World Intellectual Property Organization Treaty: Perfor-
mances and Phonograms Treaty, Dec. 20, 1996, Geneva, Switzer-
land at art. 15(1).

48. “A restaurant or nightclub[] typically utilizes a ‘blanket license’
[to] set[] a single fee for unlimited performances of all works in
the [CMOs] repertoire during a certain period of time (usually a
year). The result is a reasonable approximation of the value of
all of the performances as a group.” See Statement of Marybeth
Peters, supra note 2.

49. See Panel Report, supra note 3, at 2.16, p. 7.

50. See 1997 O.J. (C 177/5). IMRO “is a music licensing and collect-
ing society” with more than 1,500 Iris “authors, composers,
arrangers of music, lyricists and music publishers.” Id. (paren-
theses omitted). GESAC represents “nearly 480,000 authors and
composers from all [European] Member States.” Id.

51. See 1998 O.J. (L346/60).

52. See Panel Report, supra note 3, at 1. article 4 of Understanding
on Rules and Procedures Governing the Settlement of Disputes
[hereinafter DSU] recommends that during the consultation
stage “Members should attempt to obtain satisfactory adjust-
ment of the matter.” See DSU, art. 4, Annex 2 to the TRIPs
Agreement, p. 356.5. See also id. at art. 64.1, Annex 1C, p. 347,
which discusses procedures for settlement of disputes. See id.

53. See id. p. 1. article 6 of the DSU sets forth the procedure for com-
plaining parties to request a panel be made in writing. See DSU,
supra note 51, at art. 6.1-6.2, p. 358. The panel is comprised of
three representatives from Member States who were contracting
parties to the General Agreement on Tariffs and Trade 1947
(Geneva, July, 1986), are independent in that their countries are
not parties to the action, and “shall serve in their individual
capacities and not as government representatives” Id. at art. 8.
Members of the panel serve a four-year term and “comprise per-
sons of recognized authority with demonstrated expertise in law
[and] international trade. . . .” See WTO Completes Appointment of
Appellate Body Members (May 25, 2000) available at http://www.
wto.org/english/news_e/pres00_e/pr179_e.htm.

54. See Panel Report, supra note 3, at 6.48, p. 18.

55. See TRIPs Agreement, art. 13, p. 325; see also Panel Report, 6.74,
p. 27.

56. See Panel Report, supra note 3, at art. 6.97, p. 31.

57. See id. at 3.1-3.2, p. 7. 

58. Id.

59. Id. at 6.24, p. 13 (emphasis added).

60. Id. at 6.23-6.25, p. 13. The Panel Report interpreted article
11bis(1)(iii) of the Berne Convention to mean that copyright
owners should be entitled to a license from the public perform-
ance because it was considered “new” once the broadcast was
performed over the radio or television in a public place. See id.

61. Id. at 6.74, p. 27.

62. See Panel Report, supra note 3, at 6.60, p. 23.

63. Id. at 6.108-6.110, p. 33.

64. Id. at 6.115, p. 34 (citing to U.S. second written submission, para-
graph 29).



36 NYSBA Entertainment, Arts and Sports Law Journal |  Winter 2000  |  Vol. 11  | No. 2

81. See id.

82. Id. at article 22.1, p. 367.

83. Id. at article 22.3(g)(iii), p. 369.

84. This number was based on English copyright holders, but the
Panel Report agrees that the “exact figure is not essential to
[their] findings.” See Panel Report, supra note 3, at 6.231, n. 207,
p. 59.

85. The EC estimated that “at least 25 percent of all music played in
the United States belongs to EC copyright owners,” whereas the
U.S. estimates losses around at 11.8 percent. See Panel Report,
supra note 3, at 6.233, p. 60.

86. See Panel Report, supra note 3, at 6.231, n. 207, p. 59.

87. See Statement of Marybeth Peters, supra note 2.

88. See 142 Cong. Rec. S2192-04, S2193 (Daily Ed. March 15, 1996)
(Statement of Senator Orrin Hatch).

89. Id.

Karen J. Bernstein is a 2001 J.D. Candidate, New
England School of Law, Boston, Massachusetts. Ms.
Bernstein is an ASCAP member and winner of the
2000 Entertainment Law Initiative, which was co-
sponsored by the American Bar Association and the
Recording Academy®. She may be contacted at
karenbernstein@hotmail.com.

65. Id. at 6.116, p. 34.

66. Id. at 6.126, p. 37, 6.238, p. 61.

67. Id. at 6.131, pp. 37-38.

68. See Panel Report, supra note 3, at 6.161, p. 43.

69. Id. at 6.171, 6.182, pp. 45, 48.

70. See id. at 6.190, p. 50.

71. Id. at 6.198, p. 52.

72. Id. at 6.205, p. 54.

73. Interestingly, the Panel Report defined Public Performance to
cover “performance by means of recording” based on its inter-
pretation of the Berne Convention. The Homestyle and Business
Exemptions did not include recorded music as part of the provi-
sions.

74. See Panel Report, supra note 3, at 6.207, p. 55; see also Berne Con-
vention for the Protection of Literary and Artistic Works, Sept. 9,
1886, revised at Paris, July 24, 1971 (as amended on September
28, 1979) at art. 9(2).

75. Id. at 6.236, p. 61.

76. Id. at 6.229, p. 59.

77. Id. at 6.251, p. 64.

78. Id.

79. Id. at 7.2, p. 69.

80. See DSU, supra note 51, at art. 20, p. 366.

Adoption

in New York

NEW YORK STATE BAR ASSOCIATION Rights ofResidentialOwners andTenants

NEW YORK STATE BAR ASSOCIATION

A. Adoption in New York

B. AIDS and the Law

C. Buying and Selling Real Estate

D. Divorce and Separation 
in New York State

E. If You Have an Automobile Accident

F. Living Wills and Health 
Care Proxies

G. Rights of Residential Owners 
and Tenants

H. The Role of a Lawyer in 
a Home Purchase

I. Your Rights to an Appeal

J. Your Rights if Arrested

K. You and Your Lawyer

L. Your Rights as a Crime Victim

M. Why You Need a Will

Informed
Consumers Make

Better Clients
Legal Ease Brochure Series From 

The New York State Bar Association

Make your consultations more efficient and put your firm’s services on display:
• the legal issues your clients are most interested in 
• reviewed and updated annually by NYSBA Section and committee leaders 

Choose from a wide range of titles below.

Three easy ways to order!
• Tele-charge your order, call 

(800) 582-2452 or (518) 463-3724 
Mention Code MK019

• Fax this completed form 
to (518) 463-4276

• Mail this form with a check made
payable to NYSBA to:

New York State Bar Association 
Order Fulfillment
One Elk Street
Albany, NY 12207

Name_________________________________________

Address (No P.O. Boxes Please) ________________

______________________________________________________

City___________________________________________

State _____________________ Zip ________________

Phone (          ) _______________________________

E-mail ________________________________________

Check or money order enclosed in the

amount of  $_____________________ .

Charge $_____________________ to my 

American Express Discover 

MC/Visa

Exp. Date_____________________ 

Card Number_________________________________

Signature_____________________________________

Display Racks: _____ 9 pamphlet rack $30/ea

_____ 12 pamphlet rack $34/ea

Subtotal

Sales Tax

Total

All brochures are shipped
in packs of 50. 

All titles $10 per pack
of 50.

Please indicate which titles
you are ordering and the
number of packs desired.

Qty. Total

A. ______ _____________

B. ______ _____________

C. ______ _____________

D. ______ _____________

E. ______ _____________

F. ______ _____________

G. ______ _____________

H. ______ _____________

I. ______ _____________

J. ______ _____________

K. ______ _____________

L. ______ _____________

M. ______ _____________

$ _____________________________

$ _____________________________

$ _____________________________

$ _____________________________

$ _____________________________

$

$

$

$

$

$

$

$

$

$

$

$

$

MK019



In the theater, unlike film and television, the play-
wright1 is the “author” (as defined in the Copyright Act)
and as such is the sole copyright holder. Historically, any
changes incorporated into a script during the develop-
ment of a work are the sole property of the playwright.
The Standard Dramatists Guild Contract reiterates this
and confers upon the playwright the “last word” in all
decisions. Obviously, the producer, the director and
maybe even the “star” of the production exert substantial
influence over the playwright, but legally, the final deci-
sion is ultimately the playwright’s, because he or she can
always withdraw the script.

In any production, the playwright licenses his or her
script to the producing entity (the commercial producer or
the not-for-profit theater company). The producer then, in
turn, contracts with the director, designers, actors and oth-
ers who help bring the final product to the stage. Unlike
the directors union, The Society of Stage Directors and
Choreographers (SSDC), the playwright’s organization,
The Dramatists Guild (the “Guild”), is not a “union,”
because as the owner of the work, the playwright is not an
employee, and therefore playwrights cannot unionize. 

That having been stated, there is a current surge, led
by SSDC, to establish some form of copyright protection
or other property rights for the director’s work. The Guild
has informed its membership that its official policy is that,
“no Guild member should allow his or her script, or any
taped performance of his or her script, to be used to estab-
lish or promote ownership or control by any theatrical col-
laborator over any claimed changes or contributions.”2

Nonetheless, the issue of a director’s copyright in the
staging of the production has become something of a “hot
topic” as a result of two highly publicized cases, both of
which were settled out of court. One case involved direc-
tor Joe Mantello, whose Broadway staging of Terrence
McNally’s Love! Valour! Compassion! was very substantial-
ly copied by another director in a subsequent production
at the Caldwell Theatre in Florida. The other case
involved director Gerald Gutierrez’s attempt to copyright
his direction of the Goodspeed Opera House/Broadway
production of Frank Loesser’s The Most Happy Fella, using
Frank Loesser’s script. As both cases were settled, there is
no legal precedent in this country which supports a direc-
tor’s claim. Nonetheless, SSDC is attempting to assert
such claims by demanding the inclusion of clauses in the
director’s contract to support this. Any such contract
would be between the producing entity and the director,
without the playwright being party to such contract,
which is why SSDC has asserted that playwrights are not
affected by this issue. Such an assertion is incorrect. The

A director is given a script by a playwright and
entrusted with the task of transforming it into a piece of
theatre. Once finished, does the director have a copy-
right claim to this piece of theatre?

In American Theatre (September 1999), John Weid-
man (president of the Dramatists Guild of America)
states that “if a director’s copyright is ever established,
it will drastically limit a playwright’s ability to control
the work that he creates. . . .” Is the playwright the only
creator? Should the playwright benefit from and ulti-
mately have control over of the piece of theatre created
from his script? Should the director be able to protect
his or her work from infringement by other directors
who would recreate this piece of theatre, claim it as
their own and possibly reap financial gain from it? 

In writing a play, the author has created a work of
dramatic literature, not theatre. It is literature written in
dramatic form, primarily dialogue, as opposed to narra-
tive form. A play can be read to one’s self quite satisfac-
torily, but when it is taken off the page and brought into
the four-dimensional world of the stage, where time is
the fourth dimension, it is recreated as a piece of the-
atre.

The script is the first step in the process, one of the
source materials from which theatre can be created. A
script does give us much that we need to mount the
production but to say that it is the thing itself is a gross
oversimplification. Any script must go through the
lengthy process of readings, staged readings, work-
shops, rehearsals and possibly out-of-town performanc-
es. The script itself will develop and grow during this
process. It will be edited and rewritten as we discover
how it works “on its feet,” versus how it reads. All of
this is part of the process of transformation from page
to stage, and the director is the facilitator of this
process.

A director is much like a painter or sculptor. His
paints and brushes, plaster and chisels are live people.
He must take a script that exists in verbal form and
visualize it in four dimensions. He must persuade
everyone, especially the playwright, to embrace this
vision and to enact it. He must stage the play in space
and time, giving it shape and movement that clearly
expresses the action, relationships, conflict and imagery
intended in the playwright‘s words. He must guide the
actors through rehearsals, helping them to mold their
characters and cajoling them to speak the play’s words
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in ways that project specific meaning, action and emo-
tional life. He must communicate his vision clearly and
concisely to the designers, enticing them to sculpt sets,
costumes, lights, sound, and properties that facilitate
his staging and enhance the production. Finally, he
must blend all the pieces together into a cohesive uni-
fied whole.

Some would say that a director’s staging of a play
is not copyrightable because there is nothing specific or
unique about movements on a stage. Is not a play sim-
ply a collection of already existing words? Is not a piece
of music a collection of already existing notes? It is not
the individual pieces that make something copy-
rightable but the specific combination of those pieces in
a way that communicates something new and unique.
A director’s ability to take what is verbal and make it
physical and visual is his or her art. How he or she uses
space, time, shape and movement to create the physical
production is as special and unique a talent as any
artist’s.

Two years ago, in staging a play about one family’s
struggle to cope with life’s many triumphs and
tragedies, I had to solve the problem of a script that
included 13 scenes in five locations weaving back and
forth between scenes and locations. I saw the play as an
interwoven tapestry of the lives of the people in this
family and the staging had to physicalize the chaotic,
sometimes explosive, nature of their relationships as
imbedded in the structure of the script. The problem
was solved by developing a set that incorporated all
five locations simultaneously. The tapestry was painted
into the floor, which became an interwoven pattern of
Mom’s living room and dining room, Ben’s study,
Rachel’s kitchen, Dad’s hospital room and a running
track in Central Park. This gave me the freedom to
move from scene to scene, location to location with
great flexibility and enabled me to create staging that
embodied the chaotic tension of their lives and the torn
relationships that must be woven anew if the family
was to survive. The play is most certainly the play-
wright’s and he has complete rights to it, but I also
have a right to the visual imagery and staging that was
created in bringing it to life, as possibly do some of the
other artists involved in the process.

It cannot be had both ways. If a playwright wishes
to have his play produced, he must be willing to sacri-
fice and share some of his control over it. You cannot
ask all the artists involved to create theatre from your
play and then when they are finished say, “it’s still all
mine.” When you entrust a script to a director, you give

director’s claim goes to the very heart of the playwright’s
ownership of his or her work, and to the very essence of
copyright protection.

Under the “copyright clause” of the United States
Constitution, Congress has the authority to protect the
“writings of authors” for limited periods of time. This is
the underlying authority for the Copyright Act, which
broadly defines the terms “author” and “writing.” For
example, a composer is the author of his music, a photog-
rapher, the author of her photographs. In order to have a
copyright in a work, that work must be more than a mere
idea, it must be expressed in a fixed medium, or in “tangi-
ble form.”

This is the first problem SSDC and its membership
faces. In what tangible form can the director register her
copyright? Any use of the playwright’s script or a video-
tape of the production, without the express consent of the
playwright, would be a violation of the playwright’s
copyright. It would therefore seem that, absent the express
consent of the playwright, the director cannot fix her work
in a “tangible form” required by the Copyright Act.

This leads to the notion that playwrights should per-
haps give their consent to the use of their script by the
director for purposes of copyright protection. While this
might be a “nice” thing for playwrights to do, it is not a
“smart” thing. If a playwright was to consent to the direc-
tor’s use of the playwright’s script for purposes of the
director’s copyright, the playwright would in effect give
the director a “lien” against the playwright’s property. The
effect of this would be that in order for the playwright to
enter into a contract with a producing entity for any sub-
sequent production of the work, the director’s lien would
have to be satisfied. This would clearly have a “chilling
effect” on the marketability of the author’s work. Further,
an encumbrance upon the work would ultimately hurt the
director as well, if it prevents subsequent production of
the work. What playwright would work with that director
again? 

The other obstacle to the director’s copyright claim
lies in the definition of what is copyrightable. The Copy-
right Act protects the expression of ideas, not the ideas
themselves. Some would argue that in the theater only the
playwright is a “creative” artist and that all others (direc-
tors, actors, designers, etc.) are “interpretive” artists. Inter-
pretation is essentially based upon ideas which are given
expression only through the author’s work. Thus, what is
there for a director to copyright? 

For clarification, there are instances where the director
is considered from the outset to be a “co-author.” This
most frequently occurs with musicals, where the director
is often part of the creative team from the outset and
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him a property right in the theatrical production that
springs from this collaborative relationship. A play-
wright could choose to direct his play himself, but at
what cost to artistic quality in order to retain the sole
legal copyright to it? 

Here I am clearly referring only to the director of
the original production, but what of the directors of
future productions? Should all directors of all produc-
tions be able to claim a property right?

Ted Pappas, president of the Society of Stage Direc-
tors and Choreographers, in an article from American
Theatre (February 1999), addresses this quite clearly. He
stated that:

[T]he SSDC realizes that a director can-
not protect his or her work in all cases
for all plays. The SSDC has instead pro-
ceeded on a case-by-case basis, assess-
ing the uniqueness of a stage director’s
contribution to a production, determin-
ing to what extent it can be defined,
and finally calculating to what extent
they were actually copied by another
director.

Unlike films, which are remade only on rare occa-
sions, plays may be reproduced hundreds or even thou-
sands of times. Each performance is in a way unique
unto itself, which is one of the beauties of live theatre.
Yet every future production is clearly and extensively
affected by the premiere production. Surely the play’s
original director should be able to claim a property
right for the production which will set the standard that
future productions will follow. Should not that director
be able to protect his or her work from being copied by
another director without permission? And what of the
director who beings a new and unique vision to a previ-
ously produced play? Every production of Cabaret has
been clearly and materially influenced by the original
production directed by Harold Prince, until the current
Broadway revival co-directed by Sam Mendes and Rob
Marshall. Their conceptualization and staging con-
tributes powerful and deeply moving new insight and
meaning to the play. Should their work not also be pro-
tected?

Mr. Weidman argues that, “if a director’s copyright
is ever established, it will inevitably undermine the
spirit of trust and openness which is essential to the col-
laborative process. . . .” Is that process not undermined
when a playwright has sole property rights to the work
that was created through the talent and efforts of

shapes the show in collaboration with the other authors.
Some examples include, Michael Bennet’s direction of A
Chorus Line, or Jerome Robbins’ work on Gypsy, Fiddler on
the Roof or West Side Story. In those cases, the director was
given credit as the “conceiver” of the work, and he is reg-
istered with the U.S. Copyright Office as a co-author,
along with the book writers, lyricists and composers of
those works. All subsequent productions give program
credit to the original director as conceiver and original
director and he shares royalties with the other co-authors.
Such an arrangement however, is usually established by a
collaboration agreement between the authors at the outset
(or at some point along the way). Thus, these instances are
distinguished from the situation addressed in this article.

To return to the point, the use of another’s work with-
out giving credit and perhaps compensation, is patently
unfair. Both the Gutierrez and Mantello cases were settled.
Gutierrez’s attempt to copyright his “direction” was ulti-
mately withdrawn, and Mantello received some sort of
credit in the program for the subsequent production. It is
unclear whether either director received monetary com-
pensation, as the full terms of the respective settlements
have not been reported to the public.

All of the foregoing presumes a “professional” pro-
duction (for example, equity actors working under a com-
mercial, LORT or showcase contract). That is the arena in
which playwrights and directors are being paid, and have
the opportunity to earn money from the endeavor. How-
ever, the more common occurrence is that of a collabora-
tion between director and playwright on a “developmen-
tal” production. This may be a student production or a
workshop, for example. In this scenario, just getting the
play up and performing before an audience is the imme-
diate goal, with the hope that a regional theater or com-
mercial producer will be interested in a further produc-
tion. At that stage, nobody really makes any money.

My personal experience may put all of this in a practi-
cal perspective. I wrote a play, which was in 1998 in New
York City. The director and I became acquainted two years
prior to the production when I worked as dramaturge on
a production he was directing. We discovered that we
shared certain artistic sensibilities, worked well together
and that our respective talents complemented each other.
He offered to direct a reading of my play, and we began to
work together. Over the next year and a half, he directed
several readings of the play and we worked closely
together. He suggested changes or brought up points
which needed clarification. I worked from those sugges-
tions, and those of others, in continually revising the
script. The play, completely rewritten and retitled, pre-
miered in the fall of 1998 for a one-month run.
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The production, while successful on its own terms,
has not been produced again. The director and I never
entered into any written agreement regarding our rela-
tionship, but we essentially agreed on the following
points: (1) I was the sole author of the play; (2) the script
of the play contains cuts and changes made during the
course of the rehearsal process, but did not specifically
describe any of the stage business or movement, nor was
there a description of the design elements of the produc-
tion included in the original manuscript and (3) if another
producing entity should wish to produce the play, I
intended to recommend the director as the director of the
play. That was all. 

We had discussed the foregoing at length, and agreed
that if another producing entity wanted to produce it and
could secure a “name” director, I would be crazy to turn it
down, but would at least try to secure program credit for
the original director, if not a position assisting the “name”
director. If however, the producer wanted to use a director
whose work I felt would be no “better” than the original
director’s, I would insist on the latter directing the play. At
that point, I would probably be thrilled to have made
such a decision, as most playwrights would.

After the production, I asked the director to review
my script to tell me if there was anything in it that he felt I
had appropriated from him. There were none, as my per-
sonal writing style tries to take this into account, by keep-
ing stage directions to a minimum, or at least to describe
them in a general way which allows for the interpretation
by other directors and actors in the future. This seems to
be the most prudent way of dealing with the situation.

When one witnesses the work of any creative artist,
such as Joe Mantello, being replicated by another theater
without appropriate credit or compensation, one may feel
that someone has been wronged and that the wrong
should be redressed. However, an assertion of a copyright
claim by the director is not the appropriate legal frame-
work for protecting his work. I hope that some creative
lawyer will find a more appropriate legal solution for such
claims.

Endnotes
1. The term “playwright” also includes composers, lyricists and

librettists or a collaboration among any combination of  “authors.”

2. Public Policy Statement of the Dramatists Guild.

Glenn Krutoff is a lawyer in private practice in New
York City and a playwright. Mr. Krutoff’s first play, Life
Happens, was produced in 1998 at the T. Schreiber Stu-
dio in New York City. He is currently at work on a new
play, The Garden Variety, and the libretto for an untitled
musical for children. He is a member of the Dramatists
Guild.

numerous artists, of which, after the playwright, the
director is foremost? Should not a director have claim to
the work he or she creates, just as does the playwright,
painter, sculptor, filmmaker or other artist?

In the best of all possible worlds, we would not be
having this discussion. The creation of art should not be
about ownership or money. Does not an artist create his
work to be shared and enjoyed, to entertain and to
enlighten? We are driven to be artists by the need to
communicate ideas to the masses, but we also live in a
world where people have the right of ownership of
what they create, to reap whatever financial benefit it
may bring and not have others claim it as their own.

As a director, I would love to resoundingly and
emphatically cry, “Yes, I do have such a absolute copy-
right claim,” but the reality of creating theatre is far too
complicated and involves too many artists to make
such a definitive assertion.

I believe that, at minimum, the original director and
any future director who materially and tangibly devel-
ops a unique and original staging of a play has a legally
recognizable property right that gives directors owner-
ship in the finished product of the theatrical produc-
tion. Maybe I am completely wrong, I am not a lawyer,
I am an artist, but I have to believe that I have some
legal property right to the work I create and if the law
says I do not, then the law should be clarified or, if nec-
essary, rewritten to do so.

Joseph Furnari is a professional director, actor and
teacher, and is an associate member of SSBC.
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Musicians on Call . . .
Delivering the Healing Power of Music

By Elisabeth Wolfe

Surrounded only by IV poles and tubes, Levon Helm of The Band, daughter Amy Helm, and Don-
ald Fagan of Steeley Dan were deeply aware of the sharp contrast between nine-year-old John’s sterile
and isolated hospital room at the Pediatric Unit at Memorial Sloan-Kettering Cancer Center and the large
concert venues where they might typically perform. 

Yet, as soon as Levon, Amy and Donald began strumming Bob Marley tunes such as, “One Love”
and “Three Little Birds,” John and his father (who had been forced to quit his job as an engineer to care
for his son) began to sing along. Instantly, the somber mood in the room lifted and everyone was harmo-
nizing together. As the musicians moved from room to room on their “musical rounds,” not only did the
artists witness more singing, smiles, and toe tapping, but the entire Musicians on Call visit “felt incredibly
right and inspiring” according to each of them. 

Guitarist Sarah P. has also had a moving experience as a Musicians on Call volunteer. Sarah usually
works long hours at a big law firm in New York City. Over the past few months, she made time in her
busy schedule to give guitar lessons to pediatric cancer patients. Typically, when illness strikes, families
can no longer afford to provide music lessons to their children. Her volunteer work has enabled her “to
really use her skills to make a difference.”

Volunteer Susan C., a cancer survivor, recalls the lack of music available in waiting rooms during her
own treatment as, “puzzling since music is such an obvious and natural way of comfort.” Susan has
helped Musicians On Call organize CD libraries for waiting areas in hospitals so that while patients are
undergoing treatments, they can relax by listening to some of their favorite music with the help of Musi-
cians On Call. Other volunteers who may not have as much time to spare have introduced musicians to
the organization, donated tickets and CDs and helped to plan fundraising events. The purpose of this
article is to not only publicize an already successful, powerful program, but also to point out that anyone
in the New York Metro region with the time, talent and hope can contribute to another person’s happi-
ness.

About Musicians On Call
Musicians On Call is a nonprofit organization that was formed in 1999. It achieves its mission of

using music to complement the healing process for patients in health care facilities through several pro-
grams: Music Performance, Music Instruction, CD Libraries, Celebrity Visits, Ticket Donations, and Pro-
ject Playback (which gives hospitalized teen patients the opportunity to write lyrics about their feelings,
after which Musicians On Call helps produce their songs through program contacts). In bringing both
live and recorded music to patients’ bedsides, Musicians On Call provides a much-needed outlet for the
many feelings that a hospitalization engenders. 

The effectiveness of the programs has been reported by patients themselves, family, and medical
staff who interact with patients on a daily basis. They all have suggested that the music-related programs
have helped refocus them from the often unpleasant, sterile and anonymous hospital atmosphere. 

While Musicians On Call was launched at Memorial Sloan-Kettering Cancer Center in New York
City, the goal is to expand first citywide, and then regionally, into all forms of health care facilities. Musi-
cians On Call’s artists specialize in a wide range of musical tastes, from pre-school favorites to top-40 hits,
standard ballads and classical music. Volunteers go through an extensive training program, and while at
the health care facility, each artist works with such well-trained volunteer guides whose job is to coordi-
nate the visits with the hospital staff. So far, Musicians On Call has been fortunate to receive support from
artists such as Bruce Springsteen and the E Street Band, Britney Spears, Hanson, Jimmy Page, The Black
Crowes, Def Leppard, The Who, Dave Koz, Yo La Tengo, Don Rickles and Elmo, as well as many others. 

Today there are more reasons than ever to use music to help the ailing. I hope that you will take
some time to learn more about Musicians On Call, and contact us to find out how you can help. By vol-
unteering, you can really impact the lives of patients, their families and hospital staff, and maybe learn a
bit about yourself in the process.

For more information about Musicians On Call or volunteering, please visit our Web site at
www.musiciansoncall.org.

Elisabeth Wolfe, Esq. is the Director of Programs for Musicians on Call.
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