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Each year our Membership Committee collaborates 
with another of our committees to create a program that 
reaches beyond our usual focus. This year’s collaboration 
with the Fine Arts Committee produced Matters of Art 
Finance: Exploration of Art Loans & Art Investment Funds. 
Program Chairs Judith Prowda and Jessica Thaler invited 
leaders in the fi elds of art and fi nance to discuss where 
the two worlds overlap and investment strategies for the 
global marketplace. Filled to capacity, the program, held 
at Herrick Feinstein LLP, attracted a broad audience of 
practitioners.

Moving ever forward, the same committee that intro-
duced us to Augmented Reality last spring enlightened us 
on Kickstarting the Next Generation of Video: Legal Challenges 
and Opportunities in the Gaming Landscape. Copyright and 
Trademark Committee Co-Chairs Jay Kogan and Britton 
Payne organized this program focusing on the mobile 
gaming boom (think—Angry Birds) and the unexpected 
success of crowd-funding. Bringing together veteran 
video game lawyers and current game developers, Britton 
Payne moderated the discussion and focused on the new 
dynamic of legal representation in copyright and trade-
mark law evolving with these developments.

In addition to EASL Section programs, in September 
we joined forces with the NYSBA Committee on Continu-
ing Legal Education to produce an association-wide pro-
gram titled Introduction to Sports Law. Co-sponsoring the 
event was our Section’s Sports Committee, Co-Chaired by 
Ayala Deutsch, Matthew D. Pace, and Kathleen Wu. The 
lineup of panelists, coordinated by Program Chair Mat-
thew D. Pace, answered the questions: What does it mean to 
practice sports law? and In what capacities do sports lawyers 
operate? As always, good questions lead to more ques-
tions, and, as a result, our Sports Committee presented a 
sequel CLE on Emerging Issues in Sports in November.

An increasingly important element to our practices 
is that of mediation, and we are very appreciative that 
EASL’s Alternative Dispute Resolution Committee is 
mindful of the need to maintain profi ciency in this area. 
On October 3rd, this committee offered an instructive 
program, Effective Representation in a Mediation. Program 
Chair (and EASL Immediate Past Chair) Judith Prowda 
invited Simeon H. Baum to guide the audience through 
the steps of a mediation with a view toward making 
the most of an opportunity to resolve client disputes in 
this fashion. This program was a quick sellout and well 
received by all participants.

Continuing the EASL adventure, this year we re-part-
nered with the CMJ Music Marathon, and, thanks to the 
herculean efforts of our NYSBA liaison, Beth Gould, and 
our Music and Recording Industry Committee Co-Chairs, 

Where does the time go? 
Summers are always too short, 
the fall season often seems to 
whiz by, and before you know 
it, it’s the new year. This com-
ing new year, however, will be 
one to savor for EASL as our 
Section turns 25. In the mid-
1980s, a small group of lawyers 
formed the Committee on 
Entertainment Law of the New 
York State Bar Association. Led 
by Marc Jacobson, this legal 
community grew and was recognized by NYSBA as the 
Entertainment, Arts and Sports Law Section in 1988, and 
Marc became our fi rst Chair. Now, with an average of 
1,700 members and growing each year, EASL is a leader 
on many fronts, including pro bono services and diversity 
initiatives. We are fortunate to have several of our found-
ing members continue guiding the Section into the future. 
Among them are Pamela Cathlyn Jones, Mary Ann Zim-
mer, and, of course, our Founding Chair, Marc Jacobson.

An early objective of the Committee was to provide 
a forum for thoughtful discussion and camaraderie 
among colleagues in the entertainment fi elds, as well as 
assess relevant legislation (current and proposed) and 
perhaps develop legislative proposals for consideration 
by our law-makers. While these objectives have remained 
constant over the past 25 years, those thoughtful discus-
sion groups have evolved into a myriad of CLE pro-
grams addressing topics in the courts and trends in the 
industries, and we have become increasingly active in 
legislative review and comment. This year, thanks to our 
Membership Committee, co-chaired by Ethan Bordman, 
Jessica Thaler, and Rob Thony, we have also increased our 
real-time, real-life, in-person social networking opportu-
nities, encouraging colleagues to spend some time getting 
to know each other over refreshments and noshes after 
selected CLE programs.

Here are some of the recent highlights:

The EASL Summer Social, organized by Ethan Bord-
man and Jessica Thaler, was held at the Banc Café in Man-
hattan on September 5th. There, we celebrated the end 
of summer and the beginning of EASL’s fall season. This 
sold-out event attracted many new members to EASL, 
and Ethan Bordman, along with the able assistance of 
Mary Ann Zimmer and Diane Krausz, mingled through 
the crowd making introductions and ensuring that ev-
eryone felt connected. One and all enjoyed cocktails and 
light fare, but it was the synergy of personal interaction 
that encouraged many to remain beyond the scheduled 
conclusion.

Remarks from the Chair
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NYSCAL, serve to strengthen pre-existing trust property 
and trust fund provisions, fortifying the rights of consign-
ors (and their heirs), which rights otherwise may have 
been lost. This legislation was passed, signed into law by 
the Governor, and was effective as of November 7th.

EASL also reviewed and supported amendments to 
the General Business Law and the Arts and Cultural Af-
fairs Law in relation to theatrical employment agencies 
(the Talent Agency Law Revisions). Founding Chair Marc 
Jacobson spearheaded EASL’s working group on this 
issue. Among the changes, the amendments add a defi ni-
tion for “artist,” adjust the writing requirement for agency 
contracts, and deal with agency fees relative to negotia-
tion or renegotiation on original or pre-existing contracts. 
In sum, the revisions clarify and create consistency in the 
regulation of theatrical employment agencies. This legis-
lation was passed and signed into law by the Governor 
on October 3rd.

Currently under review are proposals by the New 
York State Department of Labor establishing rules and 
regulations relating to the employment of child perform-
ers in furtherance of The Child Performer and Education 
Trust Act of 2003. EASL Second Vice Chair Diane Krausz 
has undertaken this effort.

Over the past 25 years, it has been clear to me that 
EASL has remained true to its roots, and, in its evolution, 
has become part of the fabric of our professional lives. I 
am hoping that you will join us throughout 2013 in cel-
ebrating the rich history of EASL and become an integral 
part of shaping its future. Our commemorative event 
will take place in Manhattan beginning on Sunday, May 
5, 2013, with informal theatre and dining opportunities. 
EASL’s Anniversary Gala will be Monday, May 6, 2013, 
starting with a sprinkling of CLE programs before and 
after a Section luncheon, and continuing into the evening 
with an elegant dinner and cabaret performance.

For this, our 25th Anniversary, we celebrate you the 
member and invite you to savor all that EASL has to offer.

Rosemarie Tully

Christine Pepe and Keenan Popwell, EASL members 
enjoyed breakfast, lunch, and a full day of CLE focusing 
on diverse and edgy topics in the music and entertain-
ment industries—all at a signifi cantly discounted, mem-
bers-only price. Several of our members were featured 
panelists for the CMJ/EASL Entertainment Business Law 
Seminar, including Pery Krinsky, Paul LiCalsi, and Stanley 
Pierre-Louis. This popular seminar took place during the 
week-long, New York City-wide CMJ Music Marathon 
(October 16-20). A special thanks to former EASL Chair 
Alan Barson for introducing us to CMJ.

Also in October, EASL’s Pro Bono Steering Commit-
tee organized another of its incredibly successful Pro Bono 
Clinics in conjunction with the IP Section and the New 
York Foundation for the Arts (NYFA). As in prior efforts, 
the October 23rd Clinic, coordinated by committee Co-
Chairs Elissa Hecker and Kathy Kim, matched veteran at-
torneys with those newly admitted and in transition, who 
together offered legal advice to NYFA registrants, pro 
bono. Law students are also invited to participate, gaining 
invaluable practical experience. It is always a win-win for 
those involved.

Wrapping up the EASL fall season was our Annual 
Fall Meeting, which was held this year on November 15th 
at The Cornell Club. In response to our members’ re-
quests, the program reprised discussions on e-book rights 
and bankruptcy introduced at our 2012 Annual Meeting 
program. As has become popular among our members, 
this Fall Meeting CLE presentation was followed by a 
reception/social. Our program planners developed two 
panels: E-Book Rights, The Sequel (Program Chairs— Judith 
Bass and Kenneth Swezey) and Bankruptcy and Enter-
tainment Assets (Program Chairs—Daniel Marotta, An-
drew Seiden, Barry Skidelsky, Eric Stenshoel, and Carol 
Steinberg). 

On legislative issues, EASL’s voice was front and 
center. Under the leadership of EASL’s Immediate Past 
Chair, Judith Prowda, EASL helped shape an amendment 
to the Arts and Cultural Affairs Law (NYSCAL) relative to 
consignments of works of art to art merchants by artists, 
their heirs and personal representatives (the Arts Consign-
ment Law). The revised statutes, Articles 11 and 12 of the 
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The next EASL Journal deadline is
Friday, December 28, 2012

Elissa D. Hecker practices in the fi elds of copyright, 
trademark and business law. Her clients encompass 
a large spectrum of the entertainment and corporate 
worlds.  In addition to her private practice, Elissa is a 
Past Chair of the EASL Section. She is also Co-Chair 
and creator of EASL’s Pro Bono Committee, Editor of 
the EASL Blog, Editor of Entertainment Litigation and 
Counseling Content Providers in the Digital Age and In 
the Arena, is a frequent author, lecturer and panelist, a 
member of the Board of Editors for the NYSBA Journal, 
Chair of the Board of Directors for Dance/NYC, a mem-
ber of  the Copyright Society of the U.S.A (CSUSA), a 
member of the Board of Editors for the Journal of the 
CSUSA and Editor of the CSUSA Newsletter. Elissa is a 
Super Lawyers Rising Star, the recipient of the CSUSA’s 
fi rst ever Excellent Service Award and recipient of 
the New York State Bar Association’s 2005 Outstand-
ing Young Lawyer Award. She can be reached at (914) 
478-0457, via email at EHeckerEsq@eheckeresq.com, or 
through her website at EHECKERESQ.com.  

We’re on the cusp of cold 
nights and naked trees, when 
hopefully you are reading 
this issue of the EASL Journal 
wrapped in your warm blan-
ket by the fi reside, and cozy 
on your couch. I promise you 
a wide selection of timely and 
interesting articles.  

EASL’s next book, In the 
Arena, which focuses on sports 
law topics, will be published 
soon. Stay tuned for news on how to acquire your own 
copy in 2013.

Our next issue will be the 25th Anniversary issue, 
celebrating EASL over the past quarter century. If you are 
interested in submitting an article for that special Spring 
issue, please do so by Friday, December 28th. Any arti-
cles received after that date will be held until the Summer 
issue.

As always, I look forward to hearing from you.

Elissa

Editor’s Note

The Blog Provides a
Forum and News Source 
on Issues of Interest
The blog acts as a new informational 
resource on topics of interest, 
including the latest Section programs 
and initiatives, as well as provides a 
forum for debate and discussion to 
anyone in the world with access to 
the Internet. It is available through the 
New York State Bar Association Web 
site at http://nysbar.com/blogs/
EASL

To submit a Blog entry, email Elissa D. 
Hecker at eheckeresq@eheckeresq.
com

Entertainment, Arts 
and Sports Law 
Section Blog 
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• one credit is given for each hour of research or writ-
ing, up to a maximum of 12 credits;

• a maximum of 12 credit hours may be earned for 
writing in any one reporting cycle;

• articles written for general circulation, newspapers 
and magazines directed at nonlawyer audiences do 
not qualify for credit;

• only writings published or accepted for publication 
after January 1, 1998 can be used to earn credits;

• credit (a maximum of 12) can be earned for updates 
and revisions of materials previously granted credit 
within any one reporting cycle;

• no credit can be earned for editing such writings;

• allocation of credit for jointly authored publica-
tions shall be divided between or among the joint 
authors to refl ect the proportional effort devoted to 
the research or writing of the publication;

• only attorneys admitted more than 24 months may 
earn credits for writing.

In order to receive credit, the applicant must send 
a copy of the writing to the New York State Continu-
ing Legal Education Board, 25 Beaver Street, 8th Floor, 
New York, NY 10004. A completed application should 
be sent with the materials (the application form can be 
downloaded from the Unifi ed Court System’s Web site, 
at this address: www.courts.state.ny.us/mcle.htm (click 
on “Publication Credit Application” near the bottom of 
the page)). After review of the application and materials, 
the Board will notify the applicant by fi rst-class mail of its 
decision and the number of credits earned.

Under New York’s Mandatory CLE Rule, MCLE 
credits may be earned for legal research-based writing, 
directed to an attorney audience. This might take the 
form of an article for a periodical, or work on a book. The 
applicable portion of the MCLE Rule, at Part 1500.22(h), 
states:

Credit may be earned for legal research-based 
writing upon application to the CLE Board, 
provided the activity (i) produced material 
published or to be published in the form of 
an article, chapter or book written, in whole 
or in substantial part, by the applicant, and 
(ii) contributed substantially to the continu-
ing legal education of the applicant and other 
attorneys. Authorship of articles for general 
circulation, newspapers or magazines directed 
to a non-lawyer audience does not qualify 
for CLE credit. Allocation of credit of jointly 
authored publications should be divided 
between or among the joint authors to refl ect 
the proportional effort devoted to the research 
and writing of the publication.

Further explanation of this portion of the rule is pro-
vided in the regulations and guidelines that pertain to the 
rule. At section 3.c.9 of those regulations and guidelines, 
one fi nds the specifi c criteria and procedure for earning 
credits for writing. In brief, they are as follows:

• The writing must be such that it contributes sub-
stantially to the continuing legal education of the 
author and other attorneys;

• it must be published or accepted for publication;

• it must have been written in whole or in substantial 
part by the applicant;

NYSBA Guidelines for Obtaining MCLE Credit for Writing

VVisit us on the Web at www.nysba.org/easlisit us on the Web at www.nysba.org/easl
Check out our Blog at http://nysbar.com/blogs/EASLCheck out our Blog at http://nysbar.com/blogs/EASL

ENTERTAINMENT, ARTS AND SPORTS LAW SECTIONENTERTAINMENT, ARTS AND SPORTS LAW SECTION
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Contracts for Perform-
ing Artists. In addition, 
EASL members Diane 
Krausz, Ning Wu, Corey 
Greenberg, and David 
Davoli led break-out 
groups in theatre, dance, 
fi lm, and music to dis-
cuss how the concepts 
described in the lecture 
applied to their artistic 
disciplines.

We have received 
great feedback from 
NYFA and the par-
ticipants on how much 
they benefi ted from the 
presentations and group 
discussions. 

The photos that ap-
pear on pp. 8 and 9 are 
from the Summer Boot 
Camp.

* * *

Pro Bono Steering Committee: 
Clinics: Elissa D. Hecker, Kathy Kim
Speakers Bureau: Carol Steinberg
NYFA: Elissa D. Hecker, Carol Steinberg
Litigations: Irina Tarsis

Over the sum-
mer, EASL partnered 
with NYFA to provide 
speakers and group 
leaders for its Boot 
Camp for Performing 
Artists, which was held 
at NYU. EASL has on 
many occasions provid-
ed speakers for the Boot 
Camp, whose purpose 
is to provide entrepre-
neurial training for 

artists. The intense curriculum concentrates on Strategic 
Planning, Finance, Law, Selling and Promoting Work, and 
Fundraising.

Carol Steinberg and Jason Aylesworth provided 
the keynote talk for the legal section on Copyright and 

Pro Bono Update
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For your information, should 
you have any questions or wish 
to volunteer for our pro bono 
programs and initiatives, please 
contact the Pro Bono Steering Com-
mittee member who best fi ts your 
interests as follows:

Clinics 
Elissa D. Hecker and Kathy Kim are coordinating walk-in 
legal clinics with various organizations.

 Elissa D. Hecker, eheckeresq@eheckeresq.com
Kathy Kim, kathykimesq@gmail.com

Speakers Bureau 
Carol Steinberg is coordinating Speakers Bureau pro-
grams and events.
Carol Steinberg, elizabethcjs@gmail.com

Litigations
Irina Tarsis is coordinating pro bono litigations.
Irina Tarsis, tarsis@gmail.com
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On October 23rd, the EASL and IP Sections held a Pro Bono Clinic at NYFA’s offi ces in Brooklyn. As always, it was a 
resounding success, with 30 wonderful attorney and law student volunteers helping 25 artists with their legal issues.

Thank you to:

Richard C. Agins
Laura Brooks
Alesha Brown
Caroline Camp
Tudor F. Capusan
Antonia Carew-Watts
Julia Cheng
Eric W. Fries
Stacia Harrison
Elissa D. Hecker
Fawn M. Horvath
Anish Jain
Kathy Kim
Roberto Ledesma
Jason Lunardi

The photos that appear on pp. 10-11 are from the Fall Pro Bono Clinic..

More Pro Bono

Meghan Moroney
Judy Naamat
Madeline M. Nichols
Michelle Ozog
Aditi Puri
Robert Seidenberg
Jennifer Newman Sharpe
Tiffani M. Simmons     
Brooke Smarsh
Justin Strock
Ashley Tan
Vivian Tseng
Shane Wax
Penny M. Williams
Genan Zilkha
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A Pro Bono Opportunities Guide For Lawyers
in New York State 

Online!

 

Looking to volunteer? This easy-to-use guide will 
help you find the right opportunity. You can search 
by county, by subject area, and by population served. 
A collaborative project of the New York City Bar 
Fund, New York State Bar Association, Pro Bono Net, 
and Volunteers of Legal Service.

You can find the Opportunities Guide on the Pro Bono Net 
Web site at www.probono.net/NY/volunteer, through the 
New York State Bar Association Web site at www.nysba.org/
volunteer, through the Association of the New York 
City Bar Web site at www.abcny.org/volunteer, and 
through the Volunteers of Legal Service Web site at 
www.volsprobono.org/volunteer.

NEW YORK
STATE BAR

ASSOCIATION



12 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3        

number and email address. There is no length 
requirement. Any notes must be in Bluebook 
endnote form. An author’s blurb must also be 
included.

• Deadline: Submissions must be received by 
Friday, December 28, 2012

Submissions: Articles must be submitted via a 
Word email attachment to eheckeresq@eheck-
eresq.com. 

Topics
Each student may write on the subject matter of 

his/her choice, so long as it is unique to the enter-
tainment, art and sports law fi elds.

Judging
Submissions will be judged on the basis of qual-

ity of writing, originality and thoroughness. 

Winning submissions will be published in the 
EASL Journal. All winners will receive complimen-
tary memberships to the EASL Section for the follow-
ing year. In addition, the winning entrants will be 
featured in the EASL Journal and on our Web site.

The Entertainment, Arts and Sports Law (EASL) 
Section of the New York State Bar Association offers 
an initiative giving law students a chance to publish 
articles both in the EASL Journal as well as on the 
EASL Web site. The Initiative is designed to bridge 
the gap between students and the entertainment, 
arts and sports law communities and shed light on 
students’ diverse perspectives in areas of practice 
of mutual interest to students and Section member 
practitioners.

Law school students who are interested in enter-
tainment, art and/or sports law and who are mem-
bers of the EASL Section are invited to submit ar-
ticles. This Initiative is unique, as it grants students 
the opportunity to be published and gain exposure 
in these highly competitive areas of practice. The 
EASL Journal is among the profession’s foremost law 
journals. Both it and the Web site have wide national 
distribution.

Requirements
• Eligibility: Open to all full-time and part-time 

J.D. candidates who are EASL Section mem-
bers.

• Form: Include complete contact information; 
name, mailing address, law school, phone 

The New York State Bar Association
Entertainment, Arts and Sports Law Section

Law Student Initiative Writing Contest
Congratulations to LSI winner:

Cassidy Merriam of Brooklyn Law School, for her article entitled:

“Of All the Lawsuits, in All the Courts, in All the World, They Had to Settle This One:
What We Didn’t Learn About Rights of Publicity and Social Media from Bogart v. Burberry”

Next EASL Journal Submission Deadline:
Friday, December 28, 2012
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membership in EASL (with all the benefi ts of an EASL 
member) for a one-year period.

Yearly Deadlines
December 12th: Law School Faculty liaison submits 3 

best papers to the EASL/BMI Scholarship Committee.

January 15th: EASL/BMI Scholarship Committee will 
determine the winner(s).

The winner will be announced, and the Scholarship(s) 
awarded, at EASL’s January Annual Meeting.

Prerogatives of EASL/BMI’s Scholarship 
Committee

The Scholarship Committee is composed of the cur-
rent Chair of EASL, all former EASL Chairs who are still 
active in the Section, all Section District Representatives, 
and any other interested member of the EASL Execu-
tive Committee. Each winning paper will be published in the 
EASL Journal and will be made available to EASL members on 
the EASL website. BMI reserves the right to post each win-
ning paper on the BMI website, and to distribute copies of 
each winning paper in all media. The Scholarship Com-
mittee is willing to waive the right of fi rst publication so that 
students may simultaneously submit their papers to law 
journals or other school publications. In addition, papers 
previously submitted and published in law journals or other 
school publications are also eligible for submission to The Schol-
arship Committee. The Scholarship Committee reserves the 
right to submit all papers it receives to the EASL Journal 
for publication and to the EASL website. The Scholar-
ship Committee also reserves the right to award only 
one Scholarship or no Scholarship if it determines, in any 
given year that, respectively, only one paper, or no paper, 
is suffi ciently meritorious. All rights of dissemination of 
the papers by each of EASL and BMI are non-exclusive.

Payment of Monies
Payment of Scholarship funds will be made by 

EASL/BMI directly to the law school of the winner, to be 
credited against the winner’s account.

About BMI
BMI is an American performing rights organiza-

tion that represents approximately 350,000 songwriters, 
composers and music publishers in all genres of music. 
The non-profi t-making company, founded in 1940, col-
lects license fees on behalf of those American creators it 
represents, as well as thousands of creators from around 
the world who chose BMI for representation in the United 

Law students, take note of this publishing and 
scholarship opportunity: The Entertainment, Arts and 
Sports Law Section of the New York State Bar Associa-
tion (EASL), in partnership with BMI, the world’s largest 
music performing rights organization, has established 
the Phil Cowan Memorial/BMI Scholarship! Created in 
memory of Cowan, an esteemed entertainment lawyer 
and a former Chair of EASL, the Phil Cowan Memorial/
BMI Scholarship fund offers up to two awards of $2,500 each 
on an annual basis in Phil Cowan’s memory to a law stu-
dent who is committed to a practice concentrating in one 
or more areas of entertainment, art or sports law. 

The Phil Cowan Memorial/BMI Scholarship has been 
in effect since 2005. It is awarded each year at EASL’s An-
nual Meeting in January in New York City. 

The Competition
Each Scholarship candidate must write an original 

paper on any legal issue of current interest in the area of 
entertainment, art or sports law. 

The paper should be twelve to fi fteen pages in length 
(including Bluebook form footnotes), double-spaced and 
submitted in Microsoft Word format. PAPERS LONGER 
THAN 15 PAGES TOTAL WILL NOT BE CONSIDERED. 
The cover page (not part of the page count) should con-
tain the title of the paper, the student’s name, school, class 
year, telephone number and email address. The fi rst page 
of the actual paper should contain only the title at the top, 
immediately followed by the body of text. The name of 
the author or any other identifying information must 
not appear anywhere other than on the cover page. All 
papers should be submitted to designated faculty mem-
bers of each respective law school. All law schools will 
screen the papers and submit the three best to EASL’s 
Phil Cowan Memorial/BMI Scholarship Committee. The 
Committee will read the papers submitted and will select 
the Scholarship recipient(s). 

Eligibility
The Competition is open to all students attending eli-

gible law schools. “Eligible” law schools mean all accred-
ited law schools within New York State, along with Rut-
gers University Law School and Seton Hall Law School 
in New Jersey, and up to 10 other accredited law schools 
throughout the country to be selected, at the Committee’s 
discretion, on a rotating basis. 

Free Membership to EASL
All students submitting a paper for consideration 

will immediately and automatically be offered a free 

The Phil Cowan Memorial/BMI Scholarship
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have continuously served the public and improved the 
justice system for more than 125 years.

The more than 1,600 members of the Entertainment, 
Arts and Sports Law Section of the NYSBA represent var-
ied interests, including headline stories, matters debated 
in Congress, and issues ruled upon by the courts today. 
The EASL Section provides substantive case law, forums 
for discussion, debate and information-sharing, pro bono 
opportunities, and access to unique resources including 
its popular publication, the EASL Journal. 

States. The license fees BMI collects for the “public per-
formances” of its repertoire of approximately 4.5 million 
compositions are then distributed as royalties to BMI-
member writers, composers and copyright holders. 

About the New York State Bar Association / EASL
The 77,000-member New York State Bar Association 

is the offi cial statewide organization of lawyers in New 
York and the largest voluntary state bar association in the 
nation. Founded in 1876, NYSBA programs and activities 

Each year in communities across New York State, indigent people face literally millions of civil 
legal matters without assistance. Women seek protection from an abusive spouse. Children are 
denied public benefi ts. Families lose their homes. All without benefi t of legal counsel. 
They need your help. 

If every attorney volunteered at least 20 hours a year and made a fi nancial 
contribution to a legal aid or pro bono program, we could make a 
difference. Please give your time and share your talent.

Call the New York State Bar Association today at 
518-487-5640 or go to www.nysba.org/probono 
to learn about pro bono opportunities.

There are millions of
reasons to do Pro Bono.

(Here are some.)
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Summary of the Government’s Claims
The complaint alleged that the publisher defendants, 

concerned by Amazon’s pricing of newly released and 
bestselling e-books at $9.99 or less, agreed among them-
selves and with Apple to raise the retail prices of e-books 
by taking control of e-book pricing from retailers. The 
effect of this agreement was to increase the price consum-
ers paid for e-books, end price competition among e-book 
retailers, constrain innovation among e-book retailers, 
and entrench incumbent publishers’ favorable position 
in the sale and distribution of print books by slowing the 
migration from print books to e-books. The complaint 
sought injunctive relief to enjoin continuance and prevent 
recurrence of the violation.

Evidence of Conspiracy as Alleged in the 
Complaint

Until the alleged conspiracy took effect, publish-
ers sold e-books under a model that had prevailed for 
decades in the sale of print books, called the wholesale 
model. Under this model, publishers typically sold 
copies of each title to retailers at a discount off the list 
price. Retailers, who became the owner of these books, 
were free to determine at what price they would sell the 
books to consumers. Thus, publishers would recommend 
prices, but retailers could and frequently did compete for 
business at discounted prices, which obviously benefi ted 
consumers. 

In 2007, Amazon launched its Kindle e-reader ser-
vice which permitted consumers to read e-books on the 
Kindle. Amazon offered a portion of its e-book catalogue, 
which primarily consisted of newly released and New 
York Times bestselling e-books, for $9.99. To compete with 
Amazon, other e-book retailers felt that they had to, and 
therefore often matched, this $9.99 price. As a result, al-
leged the DOJ, consumers benefi ted from Amazon’s low 
prices. 

The complaint alleged that the publisher defendants 
feared that this $9.99 price would lead over time to the 
erosion of hardcover book prices and a corresponding 
decline in revenue, and thus signifi cantly threaten their 
long-term profi ts. The complaint further alleged that 
executives of the publisher defendants met among them-
selves, assured each other that they had this common 
“$9.99 problem,” and that this was a perceived threat to 
the publishing industry. At the same time, each publisher 
defendant feared that if it unilaterally attempted to chal-
lenge Amazon, Amazon would resist and such publish-
ing defendant would lose market share. Accordingly, the 

Introduction
I previously wrote in the Summer 2012 issue of this 

Journal1 that on April 11, 2012, the United States of Amer-
ica commenced a civil antitrust litigation in the United 
States District Court for the Southern District of New 
York against fi ve of the six major book publishers in the 
United States as well as Apple, Inc. (Apple).2 I reported 
that the complaint alleged that the defendants conspired 
to raise the price of electronic books (e-books) over a pe-
riod of time in response to the practice by Amazon.com, 
Inc. (Amazon) of selling e-books for $9.99. Simultaneous-
ly with the fi ling, the plaintiff also fi led a Stipulation of 
Settlement and Consent Decree3 and Competitive Impact 
Statement4 in connection with its settlement of the action 
with three of the fi ve publishers. This article updates my 
prior article, as Judge Denise Cote approved the Consent 
Decree on September 5th and granted the Government’s 
motion for a fi nal judgment.5 

There were also companion cases brought by an even-
tual total of 49 states and fi ve territories against the de-
fendants on behalf of the citizens of their respective states 
seeking restitution to consumers for overcharges, dam-
ages and injunctive relief as a result of the alleged price-
fi xing scheme. Subsequent to the fi ling of these suits, they 
were consolidated before Judge Cote. That consolidated 
action has now been settled, with the defendants agreeing 
to pay $70.28 million in compensation to consumers who 
purchased e-books from the settling defendants.6 

In order to report on Judge Cote’s decision, it is 
necessary to explore the background for these actions, the 
Government’s complaint and the now court approved 
Consent Decree. 

The Parties Involved
The plaintiff in this action was the United States of 

America, represented by the Department of Justice (the 
DOJ). The defendants are Apple; Hachette Book Group, 
Inc. (Hachette); HarperCollins Publishers L.L.C. (Harper-
Collins); Verlagsgruppe Georg Von Holtzbrinck GMBH, 
Holtzbrinck Publishers, LLC d/b/a Macmillan (Macmil-
lan); The Penguin Group, a Division of Pearson PLC, Pen-
guin Group (USA), Inc. (Penguin); and Simon & Schuster, 
Inc. (Simon & Schuster). After extensive negotiations 
prior to the fi ling of the complaint, a pre-arranged settle-
ment was agreed to among the DOJ and Hachette, Harp-
erCollins, and Simon & Schuster (collectively the Settling 
Defendants). Apple, Macmillan and Penguin refused to 
settle and the action continues against them with a trial 
presently scheduled before Judge Cote for June 2013.

Court Approves E-Book Antitrust Consent Decree Against 
Apple and Book Publishers
By Joel L. Hecker
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Requirements for a Consent Decree
The Settling Defendants entered into a Consent De-

cree with the DOJ, which provided for a fi nal judgment 
to be entered against them once the provisions of the 
Antitrust Procedures and Penalties Act (the APPA) were 
complied with. The APPA requires that the Proposed 
Final Judgment and Competitive Impact Statement be 
published in the Federal Register and in certain newspa-
pers at least 60 days prior to entry of the Proposed Final 
Judgment. This period is to inform members of the public 
that they may submit comments about the Proposed Final 
Judgment, which will also be published, along with the 
DOJ’s responses. At the end of the applicable time peri-
ods, the DOJ is required to fi le with the court these com-
ments and the DOJ’s responses, and either ask the court 
to enter the Final Judgment (as revised if appropriate), 
or withdraw its consent, all as provided in the proposed 
Stipulation and Order. 

In sum, this procedure permits public response to the 
terms of the proposed Final Judgment and the DOJ and 
the court to consider non-party input into the process. As 
set forth below, the DOJ followed this process, and Judge 
Cote considered numerous comments from the public and 
from amici curiae as part of her decision-making process.

Summary of Actual Consent Decree
The Consent Decree, entered into by the DOJ and 

Hachette, HarperCollins and Simon & Schuster, provides 
that the court may enter the Proposed Final Judgment af-
ter compliance with the APPA procedures set forth above. 
The parties stipulated that a fi nal judgment would be en-
tered, which in fact occurred after Judge Cote approved it. 
The following are some of the more pertinent provisions.

1. The Settling Defendants will immediately termi-
nate their Apple Agency Agreements as well as 
their contracts with e-book retailers that contain ei-
ther a restriction on the e-book retailer’s ability to 
set the retail price of any e-book or an MFN clause. 
This would not prohibit e-book retailers, including 
Apple, from negotiating new contracts with any 
Settling Defendant. It will, however, prohibit the 
Settling Defendants, for at least two years, from 
including prohibitions on retailer discounting in 
any new agreements with them. Additionally, any 
retailer would be able to stagger the termination 
dates of its contracts with the Settling Defendants 
to ensure that it would not be required to negotiate 
with them all at the same time. This should inhibit 
and avoid joint conduct, which could lead to a 
return to the conspiratorial conduct. 

2. Each Settling Defendant will be required to notify 
the DOJ before forming or modifying any joint 
venture between it and another publisher in rela-

publisher defendants agreed to act collectively to raise 
retail e-book prices. 

Apple’s entry into the e-book business, through its 
decision to sell e-books via its new iBookstore in conjunc-
tion with its new iPad device, changed the entire situa-
tion. The publisher defendants and Apple realized that 
they could work together to counter the “$9.99 problem.” 
They eventually began to consider and adopted what is 
now called the “agency model” whereby the publishers 
would set the prices of e-books sold, Apple would take 
a 30% commission as the selling agent, and the retailers 
would be prohibited from discounting the list price for 
the e-books.

Through frequent in-person meetings, phone calls, 
and electronic communications, the defendants assured 
each other of their mutual intents to reach an agreement. 
As a result, the publisher defendants each entered into an 
agreement with Apple (the Apple Agency Agreements) 
within a three-day span in January 2010. Immediately 
after, Apple announced its iPad at a launch event. 

The Apple Agency Agreement contained two primary 
features that enabled the publisher defendants to take 
control of pricing and raise e-book retail prices. 

First, Apple insisted on including a Most Favored Na-
tion clause (MFN) that required each publisher to guaran-
tee that no other retailer could undersell Apple. This not 
only protected Apple from having to compete on price, it 
also required the publisher defendants to prohibit other 
e-book retailers from being able to discount prices, even 
if such discount would have come out of the retailer’s 
own profi t margins (otherwise, the MFN would kick in 
causing Apple to drop its prices, thereby reducing rev-
enues to the publisher defendants, resulting in the defeat 
of the very purpose of the conspiracy, which was to raise 
retail prices across the board). Second, the Apple Agency 
Agreement contained pricing tiers that almost uniformly 
set e-book prices to the maximum price levels allowed by 
each tier (for example, e-books would be priced at $12.99, 
$14.99 or $16.99, depending upon the range of the hard 
cover list price for the same book).

Upon execution of the Apple Agency Agreements 
and the launch of the iPad, the publisher defendants all 
then acted quickly to “complete the scheme” by impos-
ing agency agreements on all of their other retailers. As a 
direct result, those retailers lost their ability to compete on 
price, including offering e-books for sale at $9.99.

Amazon, after initial attempts to resist the higher 
e-book prices, capitulated and publicly announced that it 
had no choice but to accept the agency model. As a result, 
alleged the DOJ, retail price competition on the e-book 
had been eliminated and the retail price of e-books had 
increased, to the detriment of consumers.
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Summary of Court Decision Approving 
Settlement

As part of the Consent Decree, Judge Cote, after 
viewing the evidence before her as well as 868 comments 
from the public which were timely submitted, and amici 
curiae replies by non-parties Barnes & Noble, American 
Booksellers Association, Inc., The Authors Guild, Inc., 
Bob Kohn, and others, approved the settlement in a deci-
sion dated September 5th. The court accepted the legal 
and factual position of the DOJ and rejected those of the 
objectors. The court found that “the proposed judgment 
secures a remedy that is closely related to the violations 
alleged in the complaint.… [T]he proposed fi nal judgment 
appears reasonably calculated to restore retail price com-
petition for the market for trade e-books, to return prices 
to their competitive level, and to benefi t e-book consum-
ers and the public generally, at least as to the competitive 
harms alleged in the complaint.”7 

The most important substantive concern raised 
against the Consent Decree was that the proposed fi nal 
judgment would actively harm third party stakeholders, 
such as brick-and-mortar bookstores, e-book retailers, 
independent publishing houses, and authors by permit-
ting Amazon to reintroduce its policy of selling e-books at 
$9.99 per copy, which was alleged to be below Amazon’s 
cost. The court rejected these and the other arguments 
presented, stating that the purpose of the Federal Sher-
man Antitrust Act is not to protect businesses from the 
working of the marketplace, rather it is to protect the 
public from the failure of the market. In a nutshell, since 
the settlement was addressed to the allegations concern-
ing collusion between the publishing houses and Apple, 
which was intended to, and did, eliminate price com-
petition in the e-book marketplace to the detriment and 
harm of the consumer, the fact that Amazon might reduce 
its prices as a side result was not a reason to reject the 
settlement.

Conclusion
This settlement, which was the result of discussions 

between the DOJ and defendants that lasted months, and 
its subsequent approval by the court, would appear to be 
a signifi cant benefi t to consumers, at least initially, as a 
result of the decrease in pricing structures. However, only 
time will tell whether Amazon will be able to reassert its 
dominant position in the e-market industry (which at one 
point accounted for around 90% of sales). After all, Ama-
zon certainly would have the ability to unilaterally raise 
its price from $9.99 in the future and thereby set a new 
minimum standard within the industry. The DOJ, and the 
court in its approval, seem to be betting on the fact that 
consumer demand will result in competitive pricing and 
that technological advances will supersede the existing 
e-book models, thereby altering or diminishing Amazon’s 
dominant e-book position. Whether this competitive 

tion to e-books. This will permit the DOJ to evalu-
ate any potential anti-competitive effects of joint 
activity at a suffi ciently early stage to presumably 
prevent harm to competition. 

3. Settling Defendants will be required to provide 
the DOJ with each e-book agreement into which it 
enters with any e-book retailer on or after January 
1, 2012 on a quarterly basis. 

4. The Settling Defendants are prohibited from 
enforcing existing agreements with or entering 
into new agreements containing a ban on retailer 
discounting or providing for MFNs. The DOJ 
presumes that with these provisions most retail-
ers will soon be able to discount e-book prices in 
order to compete for market share. In an interest-
ing disclosure, the DOJ indicated its belief that this 
two-year period is suffi cient to allow competition 
to return to the market because, in light of current 
industry dynamics, including rapid innovation, 
the e-book world will be drastically changed dur-
ing that time. Judge Cote agreed that this pre-
sumption was fair.

5. The Settling Defendants are broadly prohibited 
from agreeing with each other or any other e-book 
publishers from raising or setting e-book prices. In 
effect, this bans the kind of agreements that led to 
the anticompetitive increase in e-book prices. 

6. The Settling Defendants are prohibited from 
directly or indirectly conveying confi dential or 
competitively sensitive information to any other e-
book publisher. This would eliminate conduct that 
led directly to the collusive agreement alleged in 
the complaint. This ban applies equally well to the 
parent companies and their offi cers.

7. The Settling Defendants are permitted to compen-
sate e-book retailers for services that the retailers 
provide to publishers or consumers and help pro-
mote or sell books. For example, they can support 
brick and mortar retailers by directly paying for 
promotion and marketing efforts in the retailers’ 
stores.

8. The Settling Defendants have the right to enter 
into one-year agency agreements that would, in 
effect, prevent e-book retailers from cumulatively 
selling that Settling Defendant’s e-books at a 
loss over the period of the contract. This will, for 
example, permit a “buy one, get one free” offer 
so long as the aggregate amount of discounts or 
other promotions did not exceed the retailer’s full 
commission over that period. In other words, this 
clause permits a Settling Defendant from prevent-
ing a retailer from selling its entire catalogue at a 
sustained loss. 
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e-book pricing scheme will materially impact upon the 
publishers’ ability to maintain traditional prices for hard-
cover or trade books remains to be seen. 

In October 2012, Bob Kohn, an amicus curiae, fi led a 
Notice of Appeal to the Second Circuit Court of Appeals, 
seeking reversal of Judge Cote’s Opinion and Order. 
Therefore, we have certainly not heard the last of this 
matter. 

Endnotes
1. To fully understand the reasons given by Judge Cote when she 

approved the Consent Decree, it is necessary to retrace portions of 
my prior article. See Joel L. Hecker, EBook Antitrust Suits Against 
Apple and Book Publishers, Entertainment, Arts and Sports Law 
Journal, Summer, 2012, 20. For those readers who read my prior 
article, please consider those portions as a refresher. 

2. USA v. Apple, Inc., et al., Civ. Action No. 12 Civ. 2826 (DLC) 
(S.D.N.Y., Apr. 11, 2012).

3. The Stipulation of Settlement and Proposed Consent Decree were 
fi led in the case as docket Document 4 on Apr. 11, 2012.

4. The Competitive Impact Statement pursuant to the APAA, Section 
2(b) was fi led in the case as docket Document 5 on Apr. 11, 2012.

5. USA v. Apple, Inc., et al., 2012 WL 3865135 (S.D.N.Y. 2012).

6. Id. at 5-6.

7. In re Electronic Books Antitrust Lit., No. 11-MD-2293 (DLC) 
(S.D.N.Y. June 27, 2012).
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expanded to Stanford and Yale. By August 2006, member-
ship was open to 30,000+ “recognized schools, colleges, 
universities, organizations, and companies within the 
U.S., Canada, and other English speaking nations.”6 That 
September, Facebook ended its strict exclusivity rules and 
became open to everyone.7 

The rest, as they say, is history. As of this writing, 
Facebook reports that it has more than one billion users 
who log in at least once per month,8 half of which will 
log in to Facebook any given day.9 People share immea-
surable amounts of information on Facebook, includ-
ing status updates, pictures, videos, and links to stories 
published on third-party websites, and Facebook stores 
a great deal of information about its users. One recent 
article reports that Facebook stores up to 800 pages of 
personal information on each user.10 

That wealth of information can be a valuable resource 
for the litigator. Depending on the applicable privacy set-
tings, a quick check on Facebook could provide informa-
tion that could make or break a case. Certain users allow 
anyone browsing the Internet, with or without a Facebook 
account, to access information posted on their profi le 
pages. As will be discussed below, even information that 
may at fi rst appear unavailable can later be accessed 
through discovery, subpoena, and court order. 

LinkedIn

LinkedIn is geared toward professional networking, 
though it shares attributes with other social-networking 
sites. For example, users can update statuses, add con-
nections, join groups, and network. LinkedIn, however, 
is specifi cally geared toward business networking, and 
users will not fi nd in-site game applications. Nor does 
LinkedIn boast a chat feature like Facebook’s. However, 
users can post their educational and work histories, 
request testimonials from their connections, and supply 
information about their specialties and publications. 

LinkedIn reports that it “started out in the living 
room of co-founder Reid Hoffman in 2002.”11 It offi cially 
launched in May 2003, and by the end of its fi rst month, 
had 4,500 members. As of this writing, LinkedIn reports 
that it has 175 million members in over 200 countries.12 It 
is also a publicly traded company on the New York Stock 
Exchange with the ticker symbol LNKD.

Although LinkedIn is not as ubiquitous as Facebook, 
it is still useful to the litigator. LinkedIn provides infor-
mation about employment, friends, and connections. 
One interesting feature on LinkedIn is the “recommenda-

Editor’s Note: The discussion surrounding issues raised in 
this article may continue with the authors on the EASL Blog. 
Please send comments pertaining to social media and litigation 
to me at eheckeresq@eheckeresq.com, and I will add these to 
the dialogue.

Introduction
Almost half of America is using social media and that 

number is rising rapidly.1 It permeates our daily lives. 
As of 2009, over 70% of lawyers had accounts on social-
media networks.2 Over 85% of “younger” lawyers use 
social media.3 The person who lacks at least one social-
media profi le will soon become the exception rather than 
the rule. As a litigator, this social media provides a wealth 
of information available at one’s fi ngertips—information 
that just a few years ago required the hiring of a personal 
investigator to obtain. Though this immense wealth of 
information exists, its presence is not without pitfalls.

This article will:

• Dispense background information about the vari-
ous types of social media;

• Discuss how social media can be used, both in the 
courtroom and for other legal purposes;

• Provide strategies for introducing information ob-
tained through social media into evidence;

• Examine the ethical and legal concerns raised by 
social media and its uses; and

• Present suggestions for further study.

Types of Social Media
This section covers the more common forms of social 

media one might encounter in a legal practice. It will 
briefl y focus on the various social media sites that law-
yers are most likely to come across when delving into 
social media based research. 

Facebook

Facebook is the most popular social media platform. 
Facebook started as a hobby,4 which is now arguably 
one of the most successful businesses launched in recent 
history. 

In 2004, Mark Zuckerberg, while a student at Har-
vard, started “thefacebook” with some fi nancial help from 
Edward Saverin. Originally, membership was limited 
to Harvard students.5 Access to the social network soon 

Social Media and Litigation:
A Marriage Made in Hyperspace
By Andrew B. Delaney and Darren A. Heitner
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Uses of Social Media
Social media is helpful to lawyers in researching 

claims, preparing defenses, trial preparation, and litiga-
tion. These uses are discussed below in turn. 

Research

Social media can provide an invaluable tool for initial 
evaluation of a claim. For example, one might be able to 
use Facebook and LinkedIn to learn where a potential 
defendant works, what kind of assets that person might 
have, content uploaded regarding the future claim, and 
how that person sees himself or herself in the context of 
the potential case. Performing this research can help one 
to be more informed prior to fi ling suit. In some cases, 
this research might help a litigator to avoid bringing a 
claim that sounds great on the surface but breaks down 
under scrutiny. In other instances, a plaintiff’s attorney 
may uncover valuable information that can be inserted 
into a complaint’s general allegations and perhaps added 
as exhibits to bolster the plaintiff’s count(s). 

If one is particularly fortunate, there may be an 
admission on a social media profi le that will go a long 
way toward building one’s case. Lawyers are certainly 
permitted to conduct research on social-media networks. 
“Obtaining information about a party available in a [pub-
lic] Facebook or MySpace profi le is similar to obtaining 
information that is available in publicly accessible online 
or print media, or through a subscription research service 
such as Nexis or Factiva, and that is plainly permitted.”22 

On Facebook, any person, Facebook user or not, has 
access to content that is published on someone’s Facebook 
profi le (subject to the Facebook user’s Privacy settings). 
The Privacy setting may be changed by the subject to 
restrict access, by blocking others from “subscribing” to 
one’s updates and changing other permissions. How-
ever, no privacy setting will completely restrict a party 
in a lawsuit from access to published Facebook content. 
Within Facebook’s Privacy Policy in a section titled, 
“Some other things you need to know,” is the following 
statement:

We may access, preserve and share your 
information in response to a legal request 
(like a search warrant, court order or sub-
poena) if we have a good faith belief that 
the law requires us to do so. This may 
include responding to legal requests from 
jurisdictions outside of the United States 
where we have a good faith belief that 
the response is required by law in that 
jurisdiction, affects users in that jurisdic-
tion, and is consistent with internation-
ally recognized standards. We may also 
access, preserve and share information 
when we have a good faith belief it is 

tions” feature. In a sense, LinkedIn seeks to enhance the 
traditional résumé with a more-accessible and interactive 
electronic version.13 

LinkedIn may indeed be useful to the litigator in its 
intended use. While some lawyers might be hesitant to 
create a Facebook-style social media profi le, LinkedIn 
provides a more-reserved alternative for the legal profes-
sional. LinkedIn boasts several law-oriented groups, as 
well as other networking opportunities. 

Twitter

One might say that Twitter took the “status up-
date” from Facebook and refi ned it. Users are limited to 
140-character “Tweets,” which update “followers” on 
their activities and other items of interest. Twitter also ap-
pears to be premised on the “Do one thing and do it well” 
UNIX philosophy.14

Theoretically, Twitter is the product of a failed pod-
casting platform.15 Some controversy exists around its 
founding. It was a project that started out slowly. Dur-
ing its beginning stages, the platform had fewer than 
5,000 users after two months, and the CEO of its parent 
company bought back investors’ stock for an estimated 
fi ve million dollars. The company is now estimated to be 
worth in the neighborhood of fi ve billion dollars.16

Twitter’s value to the litigator lies in the real-time 
status updates that potential litigants may post. Twitter 
archives are searchable and largely public. Indeed, the 
Library of Congress hosts an entire Twitter archive that is 
continuously updated.17 

Other Sites

Although only three social media sites have been dis-
cussed in detail, there are myriad others devoted to social 
networking. Google+ is a new entrant to the scene that at 
least one person describes as a “throwback to Facebook 
2004.”18 MySpace is still around, although it no longer 
enjoys the level of traffi c it did in 2006, when it was still 
more popular than Facebook.19 Further, MySpace has 
shifted its focus to content instead of pure social network-
ing, and has attempted to become “the social network for 
music.”20

This article has focused on Facebook, LinkedIn, and 
Twitter because these sites are currently the most popular 
social networking sites. It remains to be seen what new 
developments will bring. 

When considering social media, one must keep in 
mind that none of the “top three” are even a decade old. 
Social media is ever evolving. At any point in time, a new 
social networking site may sprout from the depths of the 
unknown and become a popular destination for indi-
viduals to post content that is shared amongst the online 
community. Litigators must stay on top of the latest 
developments.21
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conduct a ‘fi shing expedition’ into Plaintiff’s Facebook 
account based on the mere hope of fi nding relevant evi-
dence.”28 The court did not concern itself with the type 
of privacy setting the plaintiff attributed to her Facebook 
content; instead it denied the motion to compel discovery 
because the defendant did not make a clear showing of 
the relevance of the evidence.

However, in another 2010 case in New York, the court 
found the evidence to be relevant, and the party seeking 
to compel discovery requests was permitted to receive 
not only current and historical Facebook content, but 
also pages that had been deleted by the user.29 The key 
question is whether the evidence is material and necessary. 
The court stated that disclosure of “any facts bearing on 
the controversy which will assist preparation for trial by 
sharpening the issues and reducing delay and prolixity” 
is required.30 The court also stated that preventing access 
to private postings would be “in direct contravention to the 
liberal disclosure policy in New York State.”31

Defense 

Occasionally, a person may claim one set of facts in 
public, but in the so-called “privacy” of his or her online 
network, an entirely different set of facts will come to 
light. In this situation, the litigator has a unique opportu-
nity to defend against a claim that might otherwise seem 
unwinnable.

By effectively using social media to prepare a defense, 
one can realize a great advantage in preparedness. In one 
case, a University of Kentucky student sued a nightclub in 
federal court after she slipped and fell while dancing on a 
bar at the nightclub. She was injured and alleged that the 
bar was slippery and wet, and that the nightclub should 
have done more to prevent the accident. The defendant 
nightclub sought access to the plaintiff’s and a witness’s 
private Facebook pages. At one point, in a unique twist 
on in camera review, the magistrate judge overseeing 
the case offered to create a Facebook profi le and “friend” 
witnesses “for the sole purpose of reviewing photographs 
and related comments.”32 The witnesses, however, never 
responded to the judge’s “friend” requests.33

Though the judge ordered Facebook “to produce 
photographs, messages, wall posts and other informa-
tion on the profi les of the injured patron and a friend who 
witnessed the accident,” Facebook was able to success-
fully argue that the Stored Communications Act prohib-
ited disclosure of members’ information.34 Eventually, 
the plaintiff’s profi le was reviewed in camera pursuant to 
the plaintiff’s consent, and some content was presumably 
disclosed to the defense. The case settled on the prover-
bial courthouse steps, one day before it was scheduled to 
go to trial.35 One can only speculate as to the motivation 
for the settlement, but the potential social media evidence 
may have been a signifi cant factor.

necessary to: detect, prevent and address 
fraud and other illegal activity; to protect 
ourselves, you and others, including as 
part of investigations; and to prevent 
death or imminent bodily harm. Infor-
mation we receive about you, including 
fi nancial transaction data related to pur-
chases made with Facebook Credits, may 
be accessed, processed and retained for 
an extended period of time when it is the 
subject of a legal request or obligation, 
governmental investigation, or investi-
gations concerning possible violations 
of our terms or policies, or otherwise to 
prevent harm.23

Similarly, all content published on Twitter may be 
available for consumption by the general public. While 
users are given the option to block their Tweets from 
anyone who has not been admitted as a follower, those 
same Tweets may be re-published by permitted followers 
many times over, reaching a much larger audience than 
intended by the publisher. Further, Twitter has its own 
“Law and Harm” policy, which states:

Notwithstanding anything to the con-
trary in this Policy, we may preserve or 
disclose your information if we believe 
that it is reasonably necessary to comply 
with a law, regulation or legal request; to 
protect the safety of any person; to ad-
dress fraud, security or technical issues; 
or to protect Twitter’s rights or property. 
However, nothing in this Privacy Policy 
is intended to limit any legal defenses 
or objections that you may have to a 
third party’s, including a government’s, 
request to disclose your information.24

In 2010, a New York court addressed the protection 
of a Facebook user’s posted content in a case involving a 
driver injured in a car accident.25 The defendant, Har-
leysville Insurance Company of New York (Harleysville 
Insurance), did not believe that the plaintiff, Kara Mc-
Cann, had sustained serious injuries, and made a request 
for the production of photographs from McCann’s Face-
book account as a means of verifi cation.26 The trial court 
denied (which the Appellate Court affi rmed) Harleysville 
Insurance’s motion to compel discovery, fi nding that the 
motion was overbroad, along with an apparent lack of 
proof regarding the relevancy of the Facebook photos.27 

Parties do not have the ability force the production of 
all content published on Facebook. In order to require a 
party to produce published Facebook content, one must 
be specifi c in its demand and demonstrate the relevancy 
of the requested information. The court stated that 
Harleysville Insurance “essentially sought permission to 
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from [the prosecution witness] and not simply from her 
Facebook account.”39

A recent whitepaper from an e-discovery processing 
fi rm notes the problem of authenticating social media 
based evidence. How, exactly, does one make the jump 
from the computer screen to the courtroom? The author 
explains: 

Under US Federal Rule of Evidence 
901(a), a proponent of evidence at trial 
must offer “evidence suffi cient to sup-
port a fi nding that the matter in question 
is what its proponent claims.” Unless 
uncontroverted and cooperative witness 
testimony is available, the proponent 
must rely on other means to establish a 
proper foundation. A party can authen-
ticate electronically stored information 
(“ESI”) per Rule 901(b)(4) with circum-
stantial evidence that refl ects the “con-
tents, substance, internal patterns, or 
other distinctive characteristics” of the 
evidence. Many courts have applied Rule 
901(b)(4) by ruling that metadata and fi le 
level hash values associated with ESI can 
be suffi cient circumstantial evidence to 
establish its authenticity.40 

As the paper further explains, metadata and fi le level 
hash values are not easy to preserve when collecting 
social-media-based evidence. Indeed, the author’s corpo-
ration is in the business of collecting and preserving social 
media based evidence.41 Preservation and authentication 
of ESI is a highly technical and specialized fi eld. 

One option to help ensure eventual authentication 
of social media based evidence is then, of course, to hire 
a professional engaged in the business of preserving this 
data. Another option is to educate oneself to the point of 
expertise in the fi eld.42 

Although it may be expensive to hire an e-discovery 
expert, the initial expense is likely to be outweighed by 
the future benefi t. If one is attempting to keep the cost 
of litigation manageable, it may make sense to have an 
investigator or paralegal perform the initial research. One 
can then follow up with a professional if appropriate.  

Admission by Party Opponent

The most natural use for social media in the court-
room is the admission by a party opponent. The admis-
sion by a party opponent is not an exception to the hear-
say rule, but is actually considered non-hearsay under the 
Federal Rules.43 

New York recognizes the same exception.44 Accord-
ingly, one of the fi rst places one should look for possible 

Once information is available on social media sites, 
removal can be diffi cult—and in certain cases, disastrous. 
A recent wrongful death action from Virginia graphically 
illustrates this point.36 In that case, the plaintiff had po-
tentially damaging material posted on his Facebook pro-
fi le. His attorney advised the plaintiff to “clean it up,” and 
deactivate the account. Although the plaintiff received 
a substantial jury verdict, the amount was cut post-trial 
due to the plaintiff’s and counsel’s behavior, and both 
were ordered to pay signifi cant sanctions, including the 
defense attorney’s fees and costs.37 In addition to over 
$500,000 in sanctions, the attorney was fi red from his 
fi rm, allegedly no longer practices law, and faces possible 
further sanctions from the state bar association.38 

Trial Preparation

If a claim appears headed to litigation, then social 
media provides an invaluable tool for trial preparation. If 
the percentages mentioned above hold true, then roughly 
half the witnesses will have a social media profi le. An 
obvious advantage to gleaning information from social 
media profi les is that one can be much better prepared for 
cross-examination of adverse witnesses—social media can 
provide ideas for questions that will keep the adverse wit-
nesses off balance. A lawyer can give the impression that 
he or she knows things about the witnesses that the other 
side does not. This kind of information can provide an 
insurmountable tactical advantage. The jury will notice.

Another, more subtle advantage to gleaning infor-
mation from social media profi les is the corollary to the 
above-mentioned ability to be disconcerting. The more 
one knows about one’s witnesses, the better prepared one 
can be when the other side tries to put one off balance.

The key to being prepared is to prepare. Such a state-
ment might sound less than profound, but its beauty is 
its simplicity. The more one prepares for trial, the better 
one comes across to a jury. Being prepared brings with it 
a sense of confi dence that cannot be feigned. Social media 
provides an excellent source of preparation. 

Litigation

While social media provides a source of preparation 
for trial, how can it be used in the courtroom? After all, 
are not most statements made on a social media site the 
very defi nition of hearsay? 

Authentication

There are no hard and fast rules when it comes to 
authenticating social media-based evidence. For example, 
in a recent Connecticut criminal law case, a defendant 
sought to impeach a prosecution witness with Facebook 
printouts from her account. The court refused to allow the 
evidence. It held that “it was incumbent on the defendant, 
as the proponent, to advance other foundational proof to 
authenticate that the proffered messages did, in fact, come 
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Pitfalls
No matter how enticing the information one might 

glean from social media profi les, it must always be 
viewed with a healthy dose of skepticism. It would be 
foolhardy to suggest that glancing at a few social me-
dia profi les will prepare one for a trial. People lie. One 
can never be absolutely sure that the person behind 
the profi le is the same person he or she purports to be. 
Content may be posted on someone’s social media profi le 
by a third party without the owner’s permission and/or 
knowledge. Social media’s greatest value lies in providing 
a starting point. It should never be regarded as a substi-
tute for further research. 

Social media profi les are not, as a rule, overly easy to 
access. Various privacy controls can prevent a member 
of the general public from viewing a person’s personal 
profi le. In most cases, the lawyer using social media to 
investigate a claim, prepare a defense, or prepare for trial 
will fall into the member-of-the-general-public category. 
In addition, at least one ethics opinion has held that it is 
unethical for an attorney to “friend” an adverse party or 
potential witness in a case without disclosing the purpose 
for the friend request.46 

The New York State Bar Association, however, 
has clearly held that publicly available Facebook and 
MySpace postings are fair game.47 That said, various 
jurisdictions have stated that social network informa-
tion must be discovered ethically, and that lawyers are 
prohibited from using deception to gain access to such 
material.48

Ultimately, one will have to vet social media based 
evidence using the same criteria that one would use for 
any other type of evidence. This is an exciting and devel-
oping area of the law, but attorneys must exercise profes-
sional judgment in using social media in the courtroom 
and otherwise. 

Suggestions for Further Study
The Electronic Discovery Reference Model is a group 

created in 2005 “to address the lack of standards and 
guidelines in the electronic discovery (e-discovery) mar-
ket.”49 The group, in conjunction with FindLaw, provides 
an “Interactive Guide to Electronic Discovery,” which 
is a helpful resource for understanding the e-discovery 
process and best practices.50

Regarding the ethical considerations associated with 
use of social media, a recent Delaware Law Review article 
argues that competency and diligence require attorneys to 
account for social media in investigation and discovery.51 

Another recent Duke Law Journal article explores sanc-
tions for e-discovery violations and ESI, and identifi es 
“230 sanction awards in 401 federal cases.”52 This article 

evidence is the opposing party’s or parties’ social media 
profi les. There could very well be something out there 
in hyperspace that could be highly relevant to a claim or 
defense.

Impeachment

Social media might be used to impeach a witness. A 
lawyer representing his or her client in litigation may ac-
cess and review the other party’s published social media 
contact to search for potential impeachment material.45 

As an example, in the previously mentioned Con-
necticut criminal case, the defendant likely could have 
introduced the contradictory Facebook printouts for 
impeachment purposes had the evidence been authenti-
cated properly. Social media can provide fertile ground 
for impeachment evidence. 

Effect on the Listener

One of the broader exceptions to the hearsay rule is 
the effect it has on the listener. For example, if one’s cli-
ent saw a Facebook post that infuriated him or her, then 
the attorney might be able to inquire as to how a certain 
post made the client feel. It can help to give context or 
to explain why a client acted in a certain way in a given 
situation. 

There is also an additional benefi t to the effect-on-
the-listener exception. One should keep in mind that it is 
“hard to unring the bell, once that bell has been rung.” As 
a practical matter, evidence introduced for the effect it has 
on the listener—although not offered for its truth—still 
gets before the jury. As another saying goes, “If you throw 
a skunk into the jury box, you can’t instruct the jury not 
to smell it.” We certainly do not advocate using this tactic 
indiscriminately, but on occasion, it may be one’s best bet 
for getting effective and relevant—yet technically inad-
missible—evidence before the fi nder of fact. 

Independent Legal Signifi cance

If a statement has independent legal signifi cance, then 
it is admissible, even though it might otherwise be con-
sidered hearsay. Contracts can be created online through 
social media. Libel, slander, and threats can all be ex-
pressed via social media. It only matters that the thing of 
independent legal signifi cance was said, not that it is true. 

Courtroom Closing Notes

There are certainly other uses of social media based 
evidence, and ways to introduce it. This article has sought 
to provide some of the more common methods one might 
employ for introducing social media into evidence. This 
is not an exhaustive list. One could make an argument, 
for example, that Facebook postings are business records. 
Ultimately, whether or not one is allowed to use social 
media based evidence in a courtroom setting will depend 
on the trial judge, the other litigants, and one’s creativity. 
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There are many blogs devoted to e-discovery and 
social media as it relates to the practice of law. One 
such blog that was very helpful in writing this article 
is the Next Generation eDiscovery Law & Tech Blog.53 
E-discovery and the use of social media in litigation are 
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in the practice of law. New resources become available 
every day and the potential for innovation is wide open. 
We encourage readers to continue the discussion on the 
EASL Blog.
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right, properly prepare and serve notices of termination, 
and make a value assessment as to whether exercise of the 
termination right is likely to provide benefi t greater than 
the associated cost of exercising the right and negotiating 
new agreements for exploitation of the subject works. 

The following is a brief overview of the nature of the 
copyright termination right, as well as guidance with 
respect to a few key issues encountered by successors 
contemplating its exercise, namely identifi cation of the 
parties entitled to effect termination, preparation of the 
termination notice, limitations on the scope of termina-
tion, and value assessment. Although much of what 
is discussed is also applicable to authors considering 
exercise of the termination right, it is generally geared to-
wards counseling successors. This article is not intended 
as a comprehensive summary for advising successors as 
to their termination rights, but rather a highlight of issues 
that are most likely to arise. 

Overview of the Termination Right
The termination right arises under two provisions 

of the Copyright Act. Section 203 is applicable to grants 
executed by the author after January 1, 1978, regardless of 
the date of the copyright registration of the subject work.2 
Section 304 is applicable to works in either the fi rst or 
renewal term of copyright on January 1, 1978 and subject 
to grants executed by either the author or the statutory 
successors prior to January 1, 1978.3 

Consistent with the legislative intent of protecting 
authors and successors from unremunerative transfers 
executed early in the term of copyright protection, the ter-
mination right was made inalienable. Legislative history 
notes that a provision of this sort was needed “because 
of the unequal bargaining position of authors, resulting 
in part from the impossibility of determining a work’s 
value until it has been exploited.”4 The relevant statutory 
language provides that “termination of the grant may be 
effected notwithstanding any agreement to the contrary, 
including an agreement to make a will or to make any 
future grant.”5 

In the case of either § 203 or § 304, termination may 
only be effected within a certain fi ve-year window. For 
terminations under § 203, the window runs for fi ve years 
“beginning at the end of 35 years from the date of execu-
tion of the grant” or, if the grant covers the right of pub-
lication of the work, then the earlier of 35 years from the 
date of publication or 40 years from the date of execution 

The management of literary, artistic or other cre-
ative portfolios comprised of copyright-protected works 
continues long after the original author has passed away. 
The enduring nature of copyright protection means that 
generations of an author’s heirs or other statutory suc-
cessors may be involved to some degree in the ongoing 
exploitation of the author’s works. In some cases, the suc-
cessors may be intimately and directly engaged in activi-
ties such as licensing, publishing and merchandising. In 
other instances, the role of the successors might be limited 
to receipt of a passive share of royalties or other mon-
ies earned by a party to whom rights in the copyrighted 
works have been transferred. In either circumstance, how-
ever, the termination provisions of the Copyright Act of 
1976 (the Copyright Act) may provide the successors with 
an opportunity to recapture rights earlier granted by the 
author, or in the case of a grant prior to January 1, 1978, 
by an earlier successor. 

Since the Copyright Act became effective on January 
1, 1978, authors and statutorily designated successors 
have had the opportunity to terminate prior grants of 
rights in copyrighted works, subject to certain criteria 
and conditions. Although the predecessor statute to the 
current Copyright Act offered a similar “recapture” right 
in the form of a renewal term of copyright protection that 
was intended to vest in the author rather than grantees, 
the renewal right was alienable and thus proved of limit-
ed value to authors and heirs who transferred this right to 
licensees or assignees, particularly if the transfer of the re-
newal right occurred at or close in time to the date of the 
grant in the initial term. In response to frustration over 
the limited value of the renewal right, Congress made 
this new right of termination inalienable. The termination 
right was intended to offer an opportunity for authors 
and their successors to leverage the successful exploita-
tion of a particular copyrighted property to obtain more 
favorable terms, either by negotiating with the original 
grantee to secure a new deal applicable to the grantee’s 
exploitation during the later years of copyright protec-
tion,1 or transferring the terminated rights to a third party 
who may offer better terms than the original grantee.

However, exercise of the termination right requires 
compliance with specifi c statutory and regulatory require-
ments related to the timing and mechanics. Successors 
who do not understand these provisions may lose the 
opportunity once the window for exercise closes. Succes-
sors who fi nd themselves controlling deceased authors’ 
copyright interests will frequently require guidance in 
order to identify grants that are subject to the termination 
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dinate grows even larger. Under § 203, “[i]n the case of 
a grant executed by two or more authors of a joint work, 
termination of the grant may be effected by a majority of 
the authors who executed it.”12 Note that the necessity 
of securing consent of co-authors depends on whether 
the grant itself was signed by more than one author, not 
simply whether the work was a joint work. In a recent 
decision by the Southern District of California involving 
a co-author of several songs popularized by the group 
The Village People, the court interpreted the language of 
§ 203(a)(1) to mean that if a “single joint author enters 
into a grant of his copyright interest, that author alone 
can terminate his grant.”13 Unless the co-authors have 
a separate agreement apportioning ownership between 
them, the terminating co-author receives back his or her 
undivided interest in the work as a whole.14 The corre-
sponding provision in § 304(c)(1) applicable to pre-1978 
grants is slightly different, omitting the requirement that 
a grant executed by one or more authors must be termi-
nated by a majority of such authors, and instead allow-
ing a co-author to terminate the grant “to the extent of a 
particular author’s share in the ownership of the renewal 
copyright.”15 

 Fact patterns of cases dealing with termination of-
fer insight into the many ways families may be divided 
in their management of copyright assets. Disputes over 
termination rights have pitted the author’s second wife 
against the children of the author’s fi rst wife,16 the 
children of the author against the author’s mistress,17 
and the executor of the author’s estate, who was also the 
nephew of the author, against the assignee of the author’s 
siblings.18 Being on the losing side or minority faction of 
a termination dispute has genuine consequences because 
the statutory successors are entitled to exercise the ter-
mination right only once between them. Successors who 
choose not to join in terminating a grant (or who perhaps 
were never aware that termination was under consid-
eration) are nevertheless bound by such action and will 
not have a further opportunity to terminate. In fact, the 
majority successors and the original grantee can enter into 
a new agreement that rescinds the prior grant and thus 
extinguishes the termination right, even if no termination 
notice was served. Both the Second Circuit and the Ninth 
Circuit have held that agreements negotiated by succes-
sors who never delivered a termination notice, but were 
nevertheless able to leverage the threat of termination to 
secure more favorable terms, eliminated the termination 
right of other successors; as the Second Circuit noted, 
there is no “moment of freedom” required.19 In fact, the 
Second Circuit made such a fi nding notwithstanding that 
the agreement eliminating the termination right of the 
non-signatory successors was signed by only the widow, 
who controlled only one-half of the author’s termination 
interest and may not have actually had the authority to 
terminate the prior agreement on her own.20 

of the grant.6 The fi ve year window under § 304(c) opens 
“beginning at the end of 56 years from the date copyright 
was originally secured” and thus closes at the end of the 
61st year from such date.7 A further provision, § 304(d), 
offers an opportunity for those successors who did not 
terminate a grant under § 304(c) to do so for a period of 
fi ve years beginning at the end of 75 years from the date 
the copyright was secured. One key distinction to note 
is that the termination window under § 203 is calculated 
from either the date of execution of the grant or publica-
tion of the work (as applicable), whereas the termination 
window under § 304(c) or (d) is calculated from the date 
of copyright registration. 

With this very brief and broad overview of the termi-
nation right, we turn to consideration of specifi c issues 
encountered by successors contemplating termination of 
a grant.

Parties Entitled to Effect Termination
If the author has died, the termination right may be 

exercised “by the person or persons who…own and are 
entitled to exercise a total of more than one-half of that 
author’s termination interest.”8 The designated—and 
exclusive—group of successors entitled to exercise the 
termination interest under the Copyright Act are the 
widow or widower, the author’s surviving children, the 
author’s grandchildren, or—in the event that none of 
the preceding are living (or in the event the author never 
had a spouse or children)—the author’s executor, admin-
istrator, personal representative, or trustee.9 If the right 
is held by a surviving spouse and there are no children, 
the Copyright Act provides that the author’s widow or 
widower controls the entire termination interest; if there 
are also surviving children and/or grandchildren, the 
widow or widower owns one-half of the author’s interest, 
and the rights of the author’s children and grandchildren 
descend on a per stirpes basis.10 Furthermore, “the share of 
the children of a dead child in a termination interest can 
be exercised only by action of a majority of them.”11 

This means that in any case in which the group of 
successors includes more than just the surviving spouse, 
it will be necessary to gain the consent of and coordi-
nate multiple parties in order to execute and deliver 
the termination notice. There is the very real potential 
that family dynamics—an estranged child, in-fi ghting 
amongst siblings—can impact the ability of the successors 
to terminate a grant. The further down the line the right 
descends, the larger the pool of individuals who must join 
in the termination action becomes, and thus a greater risk 
that familial factionalism will arise. 

If the particular grant in question is dated on or after 
January 1, 1978 and executed by more than one author of 
a joint work, then the universe of parties who must coor-
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of 14 Tarzan stories meant that the subsequent grantee’s 
right to “use and exploit the character of Tarzan” re-
mained intact.26 Furthermore, the harmless error safety 
valve appears not to apply at all to compliance with the 
notice window. A California district court has described 
the fi ve-year window as an “unbendable rule” and held 
that works that fell just a few days outside the fi ve-year 
period were excluded from the reach of the termination.27 

Attorneys may wish to assist clients by reviewing the 
relevant documents underlying the information in the ter-
mination notice. To that end, the distinction between the 
timing of the termination window for grants on or after 
January 1, 1978 (calculated based on the date of the grant 
or the date of publication, as applicable) versus grants 
prior to January 1, 1978 (calculated based on the date on 
which copyright was originally secured) is particularly 
important when advising clients as to the documents 
required to accurately prepare the termination notice. For 
works created prior to January 1, 1978, it does not suffi ce 
to simply review copyright registration information or 
other documentation evidencing the date on which copy-
right was secured; there should also be an inquiry with 
the client as to whether there have been any grants on or 
after January 1, 1978. Conversely, for works created on or 
after January 1, 1978, clients need to be able to provide the 
date of the grant; some clients are surprised that provid-
ing copyright registration information is not applicable 
to calculating the termination window. Here, again, the 
quality of the original author’s and/or prior successors’ 
record-keeping may pose a challenge for successors, who 
may not have copies of older agreements or, in the case of 
an attempt to terminate under § 304 where the author has 
not retained copyright registration certifi cates, may incur 
additional charges for copyright record searches to deter-
mine the date upon which copyright was secured.

One further consideration in delivering the termina-
tion notice is determining the parties to be served. Given 
the fact that the chain of title for older works may con-
tain multiple licenses, successors-in-interest and other 
transfers, successors may fi nd there are several possible 
parties on whom to serve notice. Unlike the “unbendable 
rule” with respect to the dates of the termination window, 
court decisions in this area have taken a fairly practi-
cal approach, with a district court in California recently 
observing that the service requirement “was not meant 
to require a mad dash to serve everyone and anyone who 
may have been involved in the chain of title to the copy-
right (but who possess no present right to the same).”28 
Quoting an earlier concurring opinion issued by Judge 
Newman in the Second Circuit, the California court noted 
that the statutory provision should be read “to mean that 
the notice is to be served (a) on the grantee, if the grantee 
has retained all rights originally conveyed, (b) on the 
transferee, if the grantee has conveyed all rights to the 
transferee, or (c) if some rights have been conveyed, on 
the grantee or the transferee (or both) depending upon 

Preparation of the Termination Notice
Assuming that the requisite number of successors 

have agreed to terminate a particular grant, the focus will 
turn to preparation of the termination notice. Termina-
tion is effected by serving notice on “each grantee whose 
rights are being terminated, or the grantee’s successor in 
title.”21 The statute requires that the notice be served no 
earlier than 10 years and no later than two years prior to 
the effective date of termination (the notice may designate 
any date within the fi ve-year window to be the effective 
date of termination, subject to the minimum two-year 
notice requirement). Failure to serve timely notice or serv-
ing notice that does not comply with the requirements of 
the promulgated regulations will prevent the author or 
successors from effecting termination. 

The Copyright Act states that the notice must “com-
ply, in form, content and manner of service, with require-
ments” prescribed by “the Register of Copyrights.”22 
Those requirements are elaborated in the Code of Federal 
Regulations, and contain a “litany of formalities”23 requir-
ing information as to the identifi cation of the terminated 
grant and the works covered by such grant, the author(s), 
the names of grantee(s), and, if executed by the succes-
sors, rather than the author, details as to the relationship 
with the deceased author and an indication that those 
executing the notice constitute more than one-half of 
that author’s termination interest. The need to identify 
the grant and to precisely catalog the subject works may 
present a challenge for successors who are dealing with 
records or archives of the author that may be incomplete 
or missing given the passage of time. Alleged defi ciencies 
in termination notices have been at issue in several termi-
nation lawsuits and, as a result, successors will want to 
make every effort to comply with the notice requirements, 
notwithstanding such challenges. Although the regula-
tions offer a safety valve by clarifying that “[h]armless 
errors that do not materially affect the adequacy of the 
information required to serve the purposes” of the statu-
tory provisions will not render the notice invalid, there is 
relatively sparse guidance in case law. Those courts that 
have weighed in offered some fl exibility with respect to 
the identifi cation of the grant, upholding a seemingly 
generic description of the grant as the “Grant or trans-
fer of copyright and the rights of copyright proprietor, 
including publication and recording rights” because “the 
custom of the industry and of the Register of Copyrights 
dictates that this language is adequate.”24 Courts have 
also granted some leniency with respect to the descrip-
tion of the works covered by such grant, but only when 
the body of works subject to the terminated grant was 
especially large and the omission constituted a small per-
centage of the works terminated under the grant.25 The 
willingness to offer fl exibility, however, may depend on 
the total number of works terminated under the grant; a 
decision in the Second Circuit involving the Tarzan char-
acter found that a termination notice which omitted fi ve 
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A subsequent case in the Second Circuit, Fred Ahlert 
Music Corp. v. Warner/Chappell Music, Inc., relied on Mills 
Music to limit, rather than affi rm, certain post-termination 
uses of a grantee,34 but scholarly authority has observed 
that Ahlert highlights another potential area of concern 
for successors, namely the possibility that following 
receipt of a termination notice, a grantee may “engage[ ] 
in a fl urry of downstream licensing to cover the exploita-
tions the grantee did not previously authorize.”35 Profes-
sors Bentley and Ginsburg further underscore a related 
concern that as of yet, there is no decision addressing the 
question of whether, in order to qualify for the exception, 
a derivative work must have been fully created or must 
simply have been developed but not fi nished; as they 
observe, “the termination right would be considerably 
compromised if the notice period also enabled grantees 
to gear up to engage in further development of derivative 
works.”36 Successors contemplating the timing of deliver-
ing a termination notice may wish to consider whether in 
some instances a shorter notice period may be preferable 
in order to mitigate the risk that the grantee ramps up 
activity during the fi nal remaining years of the grant. 

A further limitation is that termination affects only 
those rights arising under the copyright laws of the 
United States.37 Thus, a grant relating to foreign exploita-
tion cannot be terminated. Furthermore, rights arising 
under other federal or state laws—notably, trademark and 
unfair competition laws—are also not subject to termina-
tion. The impact of this latter exception on disputes over 
franchise properties like Spiderman and Superman—both 
characters having been the subject of recent and very 
publicized termination disputes—remains to be seen, but 
the exception is potentially very signifi cant. Writing in 
connection with the dispute over the Superman charac-
ter, the district court in California has offered a narrow 
holding that the plaintiff successors were not entitled to 
an accounting of profi ts “from the use of the Superman 
trademarks that ‘are purely attributable to [those] trade-
mark rights,’” but did not elaborate on how the parties 
might go about segregating such profi ts from other in-
come.38 Indeed, the accounting issues that may arise from 
even relatively uncontroversial terminations as parties try 
to sort out the allocation of income in “mixed” uses may 
become an increasingly tangled and contested area of 
intellectual property law. 

Works made for hire are also excluded from the 
termination provisions of the Copyright Act.39 This has 
been a central issue in the lawsuits embroiling both the 
Spiderman and Superman characters; in each case, courts 
were required to consider the “instance and expense” 
test to determine whether material constituted a work 
made for hire under the 1909 Copyright Act, since that 
issue is controlled by the applicable law at the time the 
work was created.40 There is not yet any developed body 

which rights are sought to be terminated.”29 Consistent 
with Judge Newman’s concurrence, a later opinion in the 
Southern District of New York required service only on 
the current rightsholder and not the would-be purchaser 
of such rights, where the termination notice was served 
prior to completion of the sale of the rights.30

Having reviewed certain of the mechanics of effecting 
termination, we turn now to its substance. 

Limitations on the Termination Right
The limitations and exceptions to the scope of the 

termination right are sometimes an unwelcome surprise 
to successors, who may initially presume that termination 
will offer a sweeping exit from all manner of undesirable 
exploitations. One of the more signifi cant is the excep-
tion for derivative works. Although no new works can 
be created once a grant is terminated, a derivative work 
“prepared under authority of the grant before its termina-
tion may continue to be utilized under the terms of the 
grant after its termination.”31 As the House Report noted, 
“In other words, a fi lm made from a play could continue 
to be licensed for performance after the motion picture 
contract had been terminated, but any remake rights 
covered by the contract would be cut off.”32 Successors 
who hope that termination will allow the renegotiation of 
revenue-sharing from existing derivative works are likely 
to be disappointed, unless the successors are able to use 
the threat of termination to extract a new agreement from 
the grantee that grants the successors a greater participa-
tion in existing derivative works in exchange for the suc-
cessors permitting the grantee to continue creating new 
works rather than terminating such grantee’s rights.

The derivative work exception also allows a grantee 
to continue receiving passive income from post-termina-
tion exploitation. In Mills Music Inc. v. Snyder, the succes-
sors of a composer argued that once the grant to a music 
publisher with respect to certain underlying musical 
compositions had been terminated, the music publisher 
was no longer entitled to receive income from the exploi-
tation by third parties of sound recordings that had been 
licensed by the music publisher during the term of the 
grant. The crux of the argument by the composer’s heirs 
was that since there was no longer any valid grant run-
ning from the composer’s interest to the music publishing 
company, any royalties formerly paid by the owners/
users of the sound recordings to the music publisher 
should now be paid directly to the heirs. The Supreme 
Court disagreed, fi nding no reason “to draw a distinc-
tion between a direct grant by an author to a party that 
produces derivative works itself and a situation in which 
a middleman is given authority to make subsequent 
grants to such producers.”33 Successors who are hoping 
to capture income streams paid to a “middleman” of this 
kind may fi nd that Mills Music makes it diffi cult to cut out 
such participation. 
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dies before delivering a termination notice, i.e. before 
vesting, the termination right passes to the successors in 
accordance with the Copyright Act, and is not otherwise 
part of the author’s estate. If the author, or a prior succes-
sor, serves a notice of termination but dies before the ef-
fective date of reversion, the rights under the terminated 
grant pass to the estate of the author and or terminating 
successor (as applicable). The interaction between an 
author’s will and the termination right can be a source of 
confusion for both successors and assignees. 

Case law in this area is highly fact specifi c, frequently 
involving a review of various assignments, bequests by 
will and dueling chains of title. Two cases, both involving 
the song “Cecilia,” serve to illustrate. In Bourne Co. v. MPL 
Communications, the music publisher Bourne Co. (Bourne) 
successfully defended its chain of title to the interest of 
Herman Ruby, a co-author of the song. Bourne’s prede-
cessor-in-interest was the original assignee of Ruby’s 
rights in the composition. After Ruby’s death, his widow 
served a termination notice on Bourne, but died prior to 
the effective date of termination. As her rights under the 
terminated grant had vested, those rights thus passed to 
her estate. The terms of her will gave a life interest in all 
royalties “to which she ‘might be entitled’” to her second 
husband, and after his death, to certain of the defendants, 
Kenneth and Richard Marx; the residue of her estate, 
including Ruby’s copyright interest in the song, went to 
the second husband.48 The split between the royalties and 
the residue of the estate set up two potentially confl ict-
ing chains of title to the extended renewal term, the fi rst 
a claim for royalties through the Marx benefi ciaries and 
the second a claim for the copyright during the extended 
renewal term through the eventual benefi ciary of the 
second husband’s estate. The court upheld the chain of 
title that fl owed through the benefi ciary of the second 
husband’s estate (who had in turn assigned her interest to 
Bourne, thus granting back to Bourne the rights that had 
been terminated), noting that even though the widow’s 
termination rights had vested, the fact that she died 
prior to the effective date of termination meant she was 
never entitled to any royalties derived from the extended 
renewal term; the will did not otherwise specifi cally 
mention termination rights, and the court determined 
that there was “no basis to conclude that [the widow] 
intended to separate royalties for the extended renewal 
period from the other termination rights attributable to 
the copyright itself, which passed as part of the residuary 
estate.”49 Thus the court declined to sustain the royalty 
bequest to the Marx defendants.

Five years later, in Larry Spier, Inc. v. Bourne Company, 
Bourne, as successor-in-interest to the original assignee of 
Ruby’s co-author Dave Dreyer, was unsuccessful in claim-
ing that Dreyer’s transfer of certain music assets (which 
included “Cecilia” but also other compositions authored 
by Dreyer between 1925 and 1931), namely, copyrights, 

of case law construing the current Copyright Act provi-
sions regarding works made for hire in the context of a 
termination dispute, though that may soon be coming. 
The last several years have seen increasing rumblings 
from the music industry in particular regarding the pos-
sible termination of rights in sound recordings and other 
works created under contracts dated after January 1, 1978; 
under § 203, the earliest effective date for the termina-
tion under these grants arrives in 2013, and there is the 
potential for a landscape-altering dispute between labels 
and artists.41 For now, though, and without going into an 
exhaustive review of the extensive analysis and parsing of 
facts by the courts in both the Spiderman and Superman 
litigations, successors who need to confront this issue 
should review the circumstances under which the subject 
works were created and overlay the chronology of the 
work’s creation against the date of any assignments or 
other transfers of interest. Factors to consider include the 
right of the purported employer or commissioning party 
to supervise the author’s work, including the ability “to 
accept, reject, modify, or otherwise control the creation of 
the work” (though complete control is not required for 
the work to be deemed made for hire),42 whether there is 
any written agreement setting out the terms for purport-
ed employment or commission of the work (though the 
lack of such an agreement was found to have no bearing 
on the determination that Jack Kirby’s contributions to 
the Spiderman character were works made for hire, and 
the existence of an agreement—admittedly dated well 
after the works were created—containing an acknowl-
edgement by Joseph Simon that his contributions to the 
Captain America comics were works made for hire was 
ultimately disregarded),43 and whether the author was 
able to “openly engage in efforts to sell the work to oth-
ers” rather than simply turn the work over to the pur-
ported owner.44 The economics of the relationship are also 
relevant, including whether the author undertook cre-
ation of the work “without any mention or provision for 
compensation” from the allegedly commissioning party,45 
and whether the author was paid a fi xed sum or royal-
ties, with an eye towards determining which party bore 
the risk of the work’s profi tability.46 Not every successor 
will need to deal with the thorny work for hire issue; in 
many instances, particularly those involving a grant of 
a pre-existing underlying work, there will be no dispute 
as to the nature of the work. For those successors who do 
encounter this question, however, it may require further 
analysis of whatever archival documents and records are 
available concerning the relationship between the author 
and alleged employer or commissioning party. 

A fi nal element in the limitations analysis is the po-
tential for the author’s will to impact the statutory succes-
sor’s ability to exercise the termination right. Under the 
Copyright Act, “[t]he future rights that will revert upon 
termination of the grant become vested on the date the 
notice of termination has been served…[.]”47 If the author 
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fering the recaptured rights to a new third party licensee, 
but the limitations on termination may also bear on the 
value of the rights to the third party; for example, a third 
party licensee would receive its grant subject to both 
ongoing exploitations of existing derivative works and 
any foreign rights that could not be terminated. The third-
party licensee may also wish to use trademarks or rights 
arising under federal or state laws other than the Copy-
right Act and inuring to the original grantee as a result 
of such grantee’s use; such rights would remain with the 
original grantee, from whom the third party would need 
to secure a license (query how inclined the grantee whose 
rights were terminated would be to agree to license those 
rights to the new grantee). 

Despite these limitations and risks, however, termina-
tion is an option that merits serious consideration by suc-
cessors, both as a means of preserving artistic legacies—a 
newly negotiated grant may offer not only more fi nancial 
compensation but also greater control and approval over 
exploitations—and securing meaningful compensation 
for the families of authors from grantees who have long 
enjoyed the fruits of exploitation under the original grant.
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Miller Music v. Charles N. Daniels, Inc., 362 U.S. 373 (1960) and 
Stewart v. Abend, 495 U.S. 207 (1990)).  

10. 17 U.S.C. § 203(a)(2) (2012); 17 U.S.C. § 304(c)(2) (2012). 

11. Id.

12. 17 U.S.C. § 203(a)(1) (2012). 

13. Scorpio Music S.A. v. Willis, 2012 WL 1598043, 3 (S.D. Cal. 2012). 

14. Id. at 5.

15. 17 U.S.C. § 304(c)(1) (2012). The Willis court, citing the Nimmer 
treatise, noted that the rationale for treating pre-1978 grants 
differently than post-1977 grants stems from renewal rights that 
apply only to pre-1978 works; because “joint author grants of 

renewal copyrights and publishing contracts to a testa-
mentary trust created by his will, placed those interests 
outside the reach of the termination right. As the transfer 
by will took place prior to the serving of the termination 
notice, Bourne argued that the termination rights had 
never vested, and the interests fell under § 304’s exclusion 
from the termination right of any grant by will.50 How-
ever, the Second Circuit noted that at the time the will 
was executed, the author had already granted his renewal 
copyrights “and all his right, title and interest, vested and 
contingent, therein and thereto” to the music publisher 
pursuant to the terms of a 1951 assignment of Dreyer’s 
renewal interest. Therefore, no interest in the extended 
renewal term remained to be transferred by the will, and 
the statutory successors did in fact have a termination 
right with respect to the 1951 grant. 

From the same song, the co-author interests of which 
were originally granted to the same music publisher,51 we 
see that various assignments and estate planning actions, 
deaths and delivery of termination notices resulted in two 
different results (and not for lack of trying on the part of 
Bourne to achieve a similar result in each case). While it 
may be diffi cult to extract general principles from these 
factually detailed cases, these cases do illustrate the need 
to carefully parse through each document or action affect-
ing the particular copyright interest and grant at issue, 
even those actions that may have been taken before the 
author was aware any right to terminate existed. 

Factors Relevant to Assessing the Value of 
Termination

Separate from the tasks of aligning the various parties 
entitled to terminate preparing a termination notice looms 
the larger question of whether termination is likely to be 
of value to the successors. Although termination frequent-
ly has an emotional appeal for authors and successors 
who view it as an opportunity to remedy a transfer that 
has proved frustrating or otherwise unremunerative, the 
decision whether to terminate a particular grant should 
take into account not only the potential psychological 
satisfaction, but also the aggregate costs incurred in ascer-
taining which grants may be eligible for termination, pre-
paring and delivering termination notices, and entering 
into a new deal for exploitation of the recaptured rights. 
There is also the risk that the termination notice itself will 
result in a dispute and possibly litigation with the grant-
ee; successors who face such a prospect may need to be 
prepared to bear the cost of sorting out those issues before 
even embarking on negotiation of new deals.

Furthermore, there is a risk that a new deal may not 
ultimately result. Not all grantees will choose to re-nego-
tiate a terminated grant, particularly if the grantee deter-
mines that there is little likelihood that exploitation under 
a new deal will exceed the transaction costs of negotiating 
it. The author and successors would have the option of of-
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30. Music Sales Corp. 73 F.Supp.2d at 379. 

31. 17 U.S.C. § 203(b)(1) (2012); 17 U.S.C. § 304(c)(6)(A) (2012).

32. Mills Music, 469 U.S. at 176 (citing H.R. Rep. No. 94-1476, at 127, 
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33. Mills Music, 469 U.S. at 172. 
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36. Id.

37. 17 U.S.C. § 203(b)(5) (2012).

38. Siegel, 542 F.Supp.2d at 1142-43.
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40. Siegel, 658 F.Supp.2d at 1057.

41. Larry Rohter, Record Industry Braces for Artists’ Battles Over Song 
Rights, N.Y. TIMES, Apr. 16, 2011 at C1.

42. Marvel Worldwide, Inc. v. Kirby, 777 F.Supp.2d 720, 738 (S.D.N.Y. 
2011). 

43. See id at 741; see also Marvel Characters, Inc. v. Simon, 310 F.3d 280, 
290 (2d Cir. 2002).

44. Siegel, 658 F.Supp.2d at 1083. 

45. Id.

46. Marvel Worldwide Inc., 777 F.Supp.2d at 741-742. 

47. 17 U.S.C. § 203(b)(2); 17 U.S.C. § 304(c)(6)(B). 

48. Bourne Co. v. MPL Communications, Inc., 675 F.Supp. 859, 862 
(S.D.N.Y. 1987). 

49. Id. at 863. 

50. Larry Spier, Inc., 953 F.2d at 774; 17 U.S.C. 304(c). 

51. The court in Bourne recited that Dreyer and Ruby jointly assigned 
their interest pursuant to a grant dated May 20, 1925. Bourne, 675 
F.Supp. at 861. The Larry Spier, Inc. court simply noted that Dreyer 
“joined with some famous co-authors” in assigning the rights to 
the predecessor to Bourne. Larry Spier, Inc., 953 F.2d at 775-776. 
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renewal rights…terminate individually by operation of law upon 
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& David Nimmer, Nimmer on Copyright Sec. 11.03 (2011).
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17. Larry Spier, Inc. v. Bourne Co., 953 F.2d 774 (2d Cir. 1992).

18. Music Sales Corp, 73 F.Supp.2d 364. 

19. Penguin Group (USA) Inc., 537 F.3d at 201. 

20. Penguin Group (USA) Inc., 537 F.3d at 203, n. 5 (commenting that 
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21. 37 CFR § 201.10 (2012).
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description “appears to be boilerplate on termination notices 
customarily accepted by the Register of Copyrights”).

25. Siegel v. Warner Bros. Entm’t Inc., 658 F.Supp.2d 1036, 1094 
and 1095 (C.D. Cal. 2009) (observing that “[i]n a case involving 
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and drafting the termination notice, and the inclusion of the 
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reasonable doubt defendants may have had that plaintiffs sought 
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• If made before or within fi ve years of publication, 
registration will establish prima facie evidence in 
court of the validity of the copyright and of the 
facts stated in the certifi cate.

• If registration is made within three months after 
publication of the work or prior to an infringement 
of the work, statutory damages and attorney’s fees 
will be available to the copyright owner in court ac-
tions. Otherwise, only an award of actual damages 
and profi ts is available to the copyright owner.

• Registration allows the owner of the copyright 
to record the registration with the U. S. Customs 
Service for protection against the importation of 
infringing copies.2 

Of the reasons to register set forth above, the most 
important are that (i) a copyright owner cannot start a 
lawsuit for copyright infringement before registering, and 
(ii) cannot secure statutory damages or attorneys’ fees 
without registering. Copyright law provides for statu-
tory damages of up to $150,000 per infringement,3 but if 
the work has been published (see the discussion below 
on the meaning of publication), statutory damages are 
only available if registration occurred prior to the infringe-
ment. Otherwise, the plaintiff must prove actual damages, 
which can be diffi cult to quantify, or may equal a negli-
gible amount unless the defendant earned a signifi cant 
amount of money from the infringing work. Furthermore, 
attorneys’ fees are only available for published works that 
are registered prior to the infringement.4 Similar to other 
litigation, a lawsuit for copyright infringement can take a 
great deal of work and time on the part of the attorney. It 
would be diffi cult to retain the services of an experienced 
copyright litigator without the potential for recovering 
attorney’s fees. 

Basic Rules for Registering Multiple Works in a 
Single Application 

The basic rules pertaining to copyright registration 
are set forth on the Copyright Offi ce website. They are as 
follows: 

Basic claims include (1) a single work; 
(2) multiple unpublished works if the 
elements are assembled in an orderly 
form; the combined elements bear a 
single title identifying the collection as a 
whole; the copyright claimant in all the 
elements and in the collection as a whole 

Much confusion surrounds the issue of whether one 
can register multiple works in a single copyright registra-
tion application. One theory is that if a n author of creative 
works, such as photographs or songs, registers more than 
one work in the same application, his or her entitlement 
to statutory damages may be compromised. For example, 
practitioners specializing in art law often believe that if a 
visual artist registered 10 paintings using a single ap-
plication, and only one of them was infringed, then the 
artist’s remedy may be limited to one-tenth of the maxi-
mum statutory damage award of $150,000. Fortunately 
for visual artists, as well as other creators, this is not true. 
If a single application for more than one work is properly 
completed, visual artists, writers, composers, recording 
artists and other creators can retain all the legal remedies 
afforded by the Copyright Act while saving money by 
avoiding multiple registration fees.1 

This article explains the rules pertaining to fi ling reg-
istrations for multiple works. It also explains special rules 
that Congress passed and the Copyright Offi ce imple-
mented to make it easier for creators, such as illustrators, 
freelance writers, cartoonists and others, who usually 
publish their works in different magazines and newspa-
pers on different dates, to register their works in groups. 
Then it will discuss another special rule for photographs 
that was specifi cally designed to make it simpler for own-
ers of copyrights in photographs to register their work 
in groups. Finally, it will discuss mistakes to avoid, and 
circumstances under which it is advisable to fi le separate 
registrations for individual works.  

Why Registration Is Important
Before exploring the rules regarding how to save 

money by registering multiple works in a single registra-
tion, it is useful to review why registration is important. 
Under the Copyright Act of 1976, a copyright comes into 
existence as soon as a work is fi xed in a tangible medium 
of expression, and registration is not a condition of copy-
right protection. So why bother to register? Even though 
registration is not a requirement for protection, the 
copyright law provides several inducements to encourage 
copyright owners to register their works. The Copyright 
Offi ce’s Circular entitled Copyright Basics outlines those 
advantages as follows:

• Registration establishes a public record of the copy-
right claim.

• Before an infringement suit may be fi led in court, 
registration is necessary for works of U. S. origin.

Does Registering Multiple Works in a Single Application 
Limit Remedies for Copyright Infringement?
By Steve Gordon 
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butions to periodicals, including newspapers, within a 
twelve-month period, on the basis of a single deposit, 
application, and registration fee, …”10 Pursuant to this 
provision in the Copyright Act, the Copyright Offi ce is-
sued the following regulation: 

…a single registration, on the basis of a 
single application, deposit, and registra-
tion fee, may be made for a group of 
works if all of the following conditions 
are met:

 (A) All of the works are by the same 
author; 

(B) The author of each work is an individ-
ual, and not an employer or other person 
for whom the work was made for hire; 

(C) Each of the works was fi rst published 
as a contribution to a periodical (includ-
ing newspapers) within a twelve-month 
period; This does not require that each of 
the works must have been fi rst published 
during the same calendar year; it does 
require that, to be grouped in a single ap-
plication, the earliest and latest contribu-
tions must not have been fi rst published 
more than twelve months apart. 11

 The purpose of 408(c)(2)12 is to make it easier for 
creators who publish their works in different newspapers 
and magazines, such as freelance writers, photographers, 
cartoonists and illustrators, to register groups of their 
works that were published in different periodicals during 
any 12-month period. Suppose, for instance, that a car-
toonist publishes 50 different cartoons in several different 
magazines and newspapers in one year. Under the basic 
rules set forth on the Copyright Offi ce website, he or she 
would be forbidden from fi ling them all in one applica-
tion. Yet under 408(c)(2), the cartoonist is authorized to 
fi le all of them in one application, thereby saving time 
and $1,715 (49 x $35). 

Special Rule for Published Photographs 
In addition to 408(c)(2), the Copyright Offi ce offers 

another rule designed to make it easier to register groups 
of photographs. That allows for registration of any num-
ber of photographs if they were taken by the same pho-
tographer and published within the same calendar year. 
This means that the photographer can register not only 
all of his or her photos that were published in different 
periodicals, but also all that were sold during any given 
12-month period on one registration. Special deposit rules 
apply, as well as instructions for fi lling out the form (GR/
PPh/CON). The application must be done by mail, and 
the fee is $65.13 

is the same; and all the elements are by 
the same author or, if they are by differ-
ent authors, at least one of the authors 
has contributed copyrightable authorship 
to each element; and (3) multiple pub-
lished works if they are all fi rst published 
together in the same publication on 
the same date and owned by the same 
claimant.5

These rules, which are based on Section 408(c) of the 
Copyright Act and codifi ed in the Code of Federal Regu-
lations Title 37, Part 202.3(b)(4)(i), are clear: registration of 
multiple works in a single application is fi ne, so long as 
all works were created by the same person,6 and (i) if the 
works are unpublished, all of them may be registered in 
a single registration even if they were created at different 
times, (ii) if the works were published, those that were 
published for the fi rst time in the same publication by the 
same claimant at the same time may be registered in a 
single registration.7 

For example, music attorneys often register groups 
of songs and masters. For instance, if a client wrote and 
recorded his or her own songs for an album, one would 
register the entire album at the same time for one pay-
ment to the Copyright Offi ce of $35. This saves time and 
money, and the registration protects each song and the 
recording of each song.8   

With regard to the concept of publication, which 
distinguishes rule (2) from (3), if the album were not 
commercially released, one would register it as an “un-
published work.” If it had been released commercially, 
it  should be registered as a “published work.” The 1976 
Copyright Act defi nes publication as “the distribution 
of copies or phonorecords of a work to the public by 
sale or other transfer of ownership, or by rental, lease, or 
lending.”9 For instance, a photograph is “published” if 
it is sold, and mere public display is not publication. A 
musical recording is published if it is offered for sale. If 
the recording contains a new song, selling the record will 
cause the song to be published. Therefore, in reference 
to the example discussed above, if one of the songs was 
commercially released prior to the release of the rest of 
the album, one would register the “published” recording 
containing that song in a separate application and register 
the remainder of the album as an “unpublished work” in 
a separate application. 

Special Rules Applying to Creators Who Publish 
Their Works in Periodicals 

In addition to the rules set forth in the Copyright 
Basics Circular, section 408(c)(2) of the Copyright Act 
directs the Register of Copyrights to establish regulations 
“permitting a single registration for a group of works by 
the same individual author, all fi rst published as contri-
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material. See Szabo v. Errison, 68 F.3d 940 (5th Cir. 1995) (extending 
copyright protection to unlisted songs because the songs were 
included on the tape sent to the Copyright Offi ce for registration of 
the group).

9. 17 U.S.C. § 101.

10. 17 U.S.C. § 408(c)(2).

11. Id.

12. http://www.copyright.gov/title37/202.html.

13. More information is available at http://www.copyright.gov/fl s/
fl 124.html.

14. Copyright Basics, supra note 2.

15. See e.g., L.A. Printex Industries v. Aeropostale, 2010 U.S. Dist. 
LEXIS 46951 (C.D. Cal. May 5, 2010) (invalidating registration 
of a group of fabric designs because one design was sold prior 
to and independently of the others), reversed, 466 Fed. Appx. 590 
(9th Cir. 2012) (reversing grant of summary judgment based on 
material issue of fact, but upholding relevant legal standard); 
Olander Enters., Inc. v. Spencer’s Gift, LLC, 812 F. Supp. 2d 1070 
(C.D. Cal. 2011) (adopting rule that “group of published works 
must be fi rst published together in order to qualify as a ‘single 
unit of production’ for purposes of a ‘single work’ registration” 
in a case involving belt buckles); McLarens v. Chico’s F.A.S., 
Inc., 2010 U.S. Dist. LEXIS 120185 (S.D.N.Y. Nov. 9, 2010) (same). 
However, the single publication criterion does not require all items 
within that publication to be eligible for registration within the 
group. See Design Ideas, Ltd. v. Things Remembered, Inc., 2009 
U.S. Dist. LEXIS 13114 (C.D. Ill. Feb. 20, 2009) (upholding validity 
of registration of three designs included in a book containing 
material that was not part of the group). 

16. See Banco Populaire de Puerto Rico v. Latin American Music Co., 
685 F. Supp. 2d 259 (D.P.R. 2010).

17. Nimmer, On Copyright, § 7.18[C][3]. 

18. There are other rules for registering works in groups for specifi c 
kinds of works such as automated databases and periodicals. They 
are beyond the scope of this article which deals with multiple 
works created by individual creators such as visual artists, 
songwriters and writers. Information about the other rules can be 
found in Nimmer, On Copyright, § 7.18[C] discussing 37 C.F.R. 
§202.3(b).  
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Limitations on Registering Multiple Works in a 
Single Application

In registering multiple works in a single application, 
the applicant must be careful to follow the rules carefully. 
It is important to note that with regard to the fi rst rule set 
forth in this article concerning published works, multiple 
published works if they are all fi rst published together in the 
same publication on the same date and owned by the same 
claimant, all the works must be published as a “single 
unit.”14 As interpreted by courts, this criterion requires 
that all of the published works must have been fi rst pub-
lished together in a single unit of publication. Courts have 
invalidated registrations of groups of published works 
violating these principles.15 

As a caveat to this concern, groups of unpublished 
items must only include unpublished items. Inclusion 
of published materials could invalidate protection of the 
entire group.16 

Finally, in cases of complex works, such as a motion 
picture, that involve “the co-existence of [multiple] ele-
ments in a single self-contained work included in a single 
unit of publication, only one registration is appropriate to 
cover all the elements.”17

Conclusion
Group registrations can save creators a great deal of 

time and money, provided that creators follow the rules 
set forth by the Copyright Act as implemented by the 
Copyright Offi ce.18

Endnotes
1. The fee is $35 for each online application and $65 for each paper 

application.

2. Copyright Basics, U.S. COPYRIGHT OFFICE (May 2012), http://www.
copyright.gov/circs/circ01.pdf.

3. 17 U.S.C. § 504.

4. 17 U.S.C. § 505.

5. Copyright Basics, supra note 2.

6. See Muench Photography Inc. v. Houghton Miffl in Harcourt 
Publishing, 712 F. Supp. 2d 84 (S.D.N.Y. 2010) (protection of 
individual components in a registered group may only attach 
when the author of the individual component is the same as the 
author of the group). 

7. Copyright Basics, supra note 2.

8. See Ocasio v. Alfano, 592 F. Supp. 2d 242, 244-45 (D.P.R. 2008) 
(holding that registration for a group of unpublished songs 
protected the individual songs listed in the registration under 
37 C.F.R. §202(b)(4)(i)(B); King Records, Inc. v. Bennett, 438 F. 
Supp. 2d 812, 841 (M.D. Tenn. 2006) (noting that “other courts 
have found that registration of a collection extends copyright 
protection to each copyrightable element in that collection” in a 
case involving a collection of published songs); see also Masterfi le 
Corp. v. Gale, 2011 U.S. Dist. LEXIS 114638 (D. Utah Oct. 4, 2011) 
(fi nding that copyright in a collection of photographs protected 
the individual photos). Courts have found that a copyright 
registration of a group of works can also protect individual 
components not specifi cally listed in the copyright application 
if the materials sent to the Copyright Offi ce include the unlisted 
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hire, for 95 years from the year of its fi rst publication or 
120 years from the year of its creation),5 patents only last 
for 20 years from the date of application.6 While an initial 
trademark registration lasts for 10 years, the registration 
can continue to be renewed for additional 10-year terms.7 

With respect to protecting a Company’s trademarks 
and patents, counsel should ensure that (i) the necessary 
fi lings are being made to renew the registration (where 
trademarks are concerned) and (ii) again, that there is 
clear notice of the registrations. Designers and marketing 
personnel may occasionally protest that the notice will 
negatively affect the look of the logo or their design con-
cept. Yet if notice is absent, the Company must then prove 
that the infringer had actual notice of the registration and, 
therefore, of the infringement. The Company will run the 
risk of losing at least some (if not all) of its potential dam-
ages—which, since they can potentially be trebled by the 
court, can end up being quite substantial.8 It is important, 
therefore, to make sure that employees include the appro-
priate notices on the packaging and marketing materials 
for a Company’s goods and services. 

B. Educating Employees About Intellectual Property 

Having ensured that the legal framework is in place, 
counsel should make sure that the employees are aware 
of the value of a Company’s intellectual property, and 
that they know how (and how not) to treat it. While some 
basic information should be included in the Company’s 
standard employee manual, it may also be helpful to have 
periodic seminars reminding employees about the Com-
pany’s intellectual property practices and policies and to 
have regular meetings with any individual employees 
who deal with intellectual property issues on a regular 
basis.

1. Employee Work = Work for Hire

As a basic matter, the Company’s employee manual 
should state that each employee’s work will be deemed 
work-for-hire owned by the Company; that way, the 
employee will not mistakenly believe that he or she can 
transfer, license, or otherwise dispose of the property. 
Some departing employees may want to continue us-
ing projects they worked on while at the Company (and 
which belong to the Company) as examples of their own 
work product, to market their services and obtain future 
employment. The Company should have a clear policy 
stating whether such use is permissible. 

2. Navigating Social Media

Employees should take care when using social media 
when referring to or circulating the Company’s intellec-
tual property. Certain sites and services, such as Twitpic, 

No matter the nature of a Company’s business, the 
odds are that whether one is outside or in-house counsel, 
intellectual property issues will have to be addressed with 
the Company’s employees at some point. These issues 
will probably arise in one of two contexts (if not both): 
(i) advising employees on how to protect the Company’s 
intellectual property, and (ii) cautioning them against be-
coming infringers themselves. The same laws that protect 
the Company’s intellectual property can be turned on the 
Company just as easily if it infringes upon the intellectual 
property rights of others.

I. Protecting the Company’s Intellectual 
Property

A. Legal Precautions

Before instructing employees on the business precau-
tions they need to take to protect a Company’s intellectual 
property, one should fi rst make sure the necessary legal 
precautions have been taken. For example, where the 
Company has valuable copyrights, they should be reg-
istered with the U.S. Copyright Offi ce. While copyright 
arises upon creation, registration is necessary in order to 
be able to bring a suit in the event of infringement.1 In 
addition, if the copyright has been registered before the in-
fringement takes place, statutory damages and attorneys’ 
fees then become available.2 Even if the Company does 
not end up actually bringing suit, the mere availability of 
increased damages may give it additional leverage when 
it comes to settlement negotiations. 

Good counsel should also want to make sure that 
there is adequate copyright notice on the Company’s 
products (and/or its packaging), as well as on its website 
and other materials entitled to copyright protection. By 
providing such notice, the “innocent infringement” de-
fense can be rebutted “that such infringer was not aware 
and had no reason to believe that his or her acts consti-
tuted an infringement of copyright.”3 The copyright law 
expressly provides that: 

[i]f a notice of copyright in the form and 
position specifi ed by this section appears 
on the published copy or copies to which 
a defendant in a copyright infringement 
suit had access, then no weight shall be 
given to such a defendant’s interposition 
of a defense based on innocent infringe-
ment in mitigation of actual or statutory 
damages…4 

Copyright notice still serves a practical purpose. 

While copyright protection lasts for the life of the 
artist plus 70 years (or, in the case of a work made for 

Intellectual Property: A Two-Edged Sword
By Cheryl Davis
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(4) the effect of the use upon the potential 
market for or value of the copyrighted 
work.10

The principle of fair use also applies to trademarks. 
The Lanham Act, like the Copyright Act, permits certain 
uses of a registered trademark. For example, it is a de-
fense to a claim of trademark infringement that: 

the use of the name, term, or device 
charged to be an infringement is a use, 
otherwise than as a mark, of the party’s 
individual name in his own business, or 
of the individual name of anyone in priv-
ity with such party, or of a term or device 
which is descriptive of and used fairly 
and in good faith only to describe the 
goods or services of such party, or their 
geographic origin.11 

In addition, the Company’s trademarks may be used 
in connection with comparative advertising, as long as 
the third-party is not appropriating the Company’s good-
will by misleading consumers.12 In short, as much as the 
Company might wish it, there are some uses of its intel-
lectual property the Company may not legally be able to 
prevent. 

There are also some uses that the Company may not 
wish to prevent. If, as stated previously, the Company has 
a passionate consumer base, it may not wish to dissuade 
consumers from making (appropriate) use of the Com-
pany’s trademarks and other intellectual property. Where 
such use is inappropriate, however, employees should be 
instructed to reach out to the (perhaps overly) passionate 
consumer, and ask him or her to follow the Company’s 
rules (which should be clearly posted on the Company’s 
website). It is important not to let employees’ desires to 
please the Company’s customers lead the Company into 
an unwitting waiver of an infringement claim. 

4. Departing Employees

Some counsel may think that their companies do 
not have any intellectual property, particularly when the 
business is, for example, in manufacturing, real estate, 
or sales. At the very least, however, the Company has its 
own trademark, or trade name. The Company may also 
have trade secrets or other confi dential information that it 
wants to protect from its competitors (and its consumers). 
Employees should be aware of the need to protect the 
Company’s information in its various forms. For example, 
in addition to notifying employees in the employee 
manual about the need to protect intellectual property, 
counsel will want to remind them of these procedures 
when they leave the Company’s employ. 

Many employees access Company fi les from their 
personal computers or print out hard copies of mate-
rial for review at home. Counsel should prevent these 

provide in their terms and conditions that “by submitting 
Content to Twitpic, you hereby grant Twitpic a world-
wide, non-exclusive, royalty-free, sublicenseable and 
transferable license to use, reproduce, distribute, prepare 
derivative works of, display, and perform the Content in 
connection with the Service and Twitpic’s (and its suc-
cessors’ and affi liates’) business.”9 Therefore, by posting 
pictures containing the Company’s intellectual property 
on Twitpic and similar websites, employees might end up 
inadvertently granting licenses to the Company’s intel-
lectual property.

Some companies might issue a blanket prohibition 
against employees using social media for Company 
purposes. The business, however, may be one that thrives 
on its social media presence and uses it to cultivate and 
maintain a passionate customer base. In that situation, it 
is important for the Company to issue clear guidelines for 
its employees—and its consumers—on how the Com-
pany’s intellectual property should be used. For example, 
the Company’s website should specify exactly how its 
trademarks should be used when reference is made to 
its goods and services, as well as clearly stating that the 
Company’s trademarks should not be incorporated into 
the business name or trademark of any other entity with-
out the Company’s permission.

3. Taking Care When Protecting Intellectual 
Property 

In today’s world where seemingly minor disputes 
can go viral with the swipe of an iPhone, it is ever more 
important to pick intellectual property battles wisely. As 
a basic matter, employees should not issue (or threaten 
to issue) cease and desist letters without fi rst clearing 
them with counsel. First of all, the question is raised as to 
whether the third party’s use is a “fair use” of the Com-
pany’s intellectual property. The copyright law explicitly 
provides that certain types of use do not constitute copy-
right infringement:

The fair use of a copyrighted work…for 
purposes such as criticism, comment, 
news reporting, teaching (including mul-
tiple copies for classroom use), scholar-
ship, or research, is not an infringement 
of copyright. In determining whether the 
use made of a work in any particular case 
is a fair use the factors to be considered 
shall include—

(1) the purpose and character of the use, 
including whether such use is of a com-
mercial nature or is for nonprofi t educa-
tional purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the 
portion used in relation to the copyright-
ed work as a whole; and
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becoming an infringer itself. The most important thing 
for counsel is to come up with a procedure for advising 
the employees about the Company’s rights, and continue 
to keep them informed of their obligations in protecting 
them.
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employees from discarding the Company’s intellectual 
property in a careless manner (such as by throwing out or 
recycling confi dential documents, or by donating a used 
computer) just because the employees innocently forget 
the need for caution. Therefore, a reminder to securely 
dispose of any intellectual property in his or her posses-
sion should be a part of any employee’s exit interview.

II. Avoiding Infringing Upon the Intellectual 
Property of Others

It is quite likely that a Company uses third-party 
intellectual property in its ordinary course of doing busi-
ness; most businesses license computer software, to name 
only one example. Employees need to beware of engag-
ing in even innocent infringement of such non-Company 
intellectual property.

With respect to software licenses, it is unfortunately 
easy to end up being an infringer. Companies can lose 
track of how many licenses they have actually purchased. 
If the Company has a summer intern program, an intern 
may install a copy of his or her educational software on 
the Company’s server, and if such educational software is 
used in a commercial context, the Company might end up 
violating the terms of use of the software. The best way 
to guard against such inadvertent infringement is to have 
periodic software licensing audits.

Virtually all companies have a website, and most of 
these websites have graphics or other images that may be 
subject to copyright protection. As many assume that “if 
it’s on the Internet, that means it’s in the public domain, 
right?,” counsel should nip these misapprehensions in the 
bud, before they sprout into infringements. It is impor-
tant to make sure that the Company’s marketing depart-
ment (as well as IT department and anyone else who has 
responsibility for the Company’s corporate website and 
image) obtains the necessary permissions and licenses for 
any artwork or images that are not internally generated. 

It is even possible that employees might infringe 
upon intellectual property that the Company generated, 
and then transferred to a third party. Where the transfer 
of intellectual property is part of a business’ ordinary 
(or at least frequent) course (from architect to owner, for 
example), employees should be advised as to what they 
may and may not continue to use. Occasional lectures or 
other reminders may do the trick. Where such transfers 
of intellectual property are not common at a Company, 
counsel should bring them to the relevant employees’ 
attention.

III. Conclusion
With proper guidance, the Company’s employees 

can and should be either in-house or outside counsels’ 
allies in protecting a Company’s intellectual property 
against infringement and preventing the Company from 
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California Civil Code §3344.1, federal trademark infringe-
ment under 15 U.S.C. §1125(a), unjust enrichment, and 
quantum meruit.5 The complaint alleged that Burberry 
used Bogart’s iconic image for “the express purpose of 
commercially linking their Burberry brand and products 
to the persona and character of Humphrey Bogart in the 
minds of [Burberry’s] potential and actual customers.”6 

The Right of Publicity
The right of publicity is the right to control the com-

mercial use of one’s own identity.7 It has roots in both the 
misappropriation doctrine and the law of privacy8 and is 
governed by state law. Currently, 19 states have a statu-
torily recognized right of publicity, while an additional 
28 recognize a common law right of publicity,9 therefore, 
protection varies greatly from state to state. Generally, 
the right to publicity forbids the unauthorized use of the 
name, image, or likeness of another individual for com-
mercial purposes without consent. Courts have extended 
such protection, in varying amounts, to include recogniz-
able non-facial features,10 look-alike models,11 voice,12 
sound-alike recordings,13 and in the Ninth Circuit inter-
preting California common law, copying a “persona.”14 

In all states that recognize a right to publicity, the 
right extends to public fi gures, and in a majority of states 
courts will also allow non-public fi gures to claim the right 
to publicity. A majority of states also provide that the 
right of publicity survives death if a transferee or survivor 
exists. As mentioned above, each state may either ground 
its right of publicity in misappropriation theory or in 
privacy theory. Those that view the right of publicity as 
a branch of privacy law typically do not recognize a post 
mortem right of publicity, because privacy rights are con-
sidered personal. New York and a few other jurisdictions 
terminate the right of publicity upon death of the individ-
ual for this reason.15 The majority of states base the right 
of privacy on a misappropriation theory and treat it as a 
property right, which survives the death of an individual. 
The duration of post mortem publicity rights varies from 
state to state, with California’s protection extending 70 
years after death.16 Due to the vast difference in the scope 
of protection from state to state, choice of law becomes 
a critical issue in right of publicity infringement actions. 
The general rule is that the existence of a post mortem right 
of publicity is determined by the law of the domicile of 
the estate.17 

Introduction
In early 2012, Burberry, the London-based luxury 

brand, launched a Facebook “Timeline,” replacing its tra-
ditional Facebook page. The Timeline featured numerous 
images depicting the company’s history, beginning with 
a photo of the fi rst Burberry store in 1856. It included an 
image of the late Humphrey Bogart in the fi nal scene of 
the 1942 fi lm “Casablanca.” In connection with the pho-
tograph, Burberry included the description: “Humphrey 
Bogart wearing a Burberry trench coat in the fi nal scene 
of Casablanca (1942).”1 According to Burberry, the image 
was licensed from Corbis for editorial use.2 

On April 10, 2012, Bogart, LLC (Bogart), owned pri-
marily by Humphrey Bogart’s children, contacted Burb-
erry and demanded that it cease using the image. When 
Burberry did not remove the image, Bogart contacted 
Burberry at least two more times and “made a signifi cant 
monetary demand,” asserting that Burberry’s use of the 
Bogart publicity rights and trademarks falsely implied an 
endorsement or affi liation with the brand for commercial 
purposes.3

This article explores the Bogart right of publicity 
claim under California state law and what the case, had 
it been litigated, may have said about new media and 
the line between commercial speech and non-commercial 
speech.  

The Burberry Complaint
On May 2, 2012, Burberry fi led a declaratory judg-

ment lawsuit in the Southern District of New York seek-
ing a judgment of trademark non-infringement, trade-
mark non-dilution, and for non-infringement of any right 
of publicity. The primary argument for all three causes of 
action centered on Burberry’s First Amendment right to 
use the image without infringement. The complaint al-
leged that “Burberry’s use of [the] photo and description 
w[as] intended to refl ect on the long history, signifi cance 
and infl uence of Burberry fashion in society,”4 rather than 
for commercial or advertising purposes.

The Bogart Complaint
Later in the day on May 2, 2012, on the other side of 

the country, Bogart fi led its own lawsuit against Burb-
erry for misappropriation of a right of publicity under 

Of All the Lawsuits, in All the Courts, in All the World, 
They Had to Settle This One
What We Didn’t Learn About Rights of Publicity and Social Media
from Bogart v. Burberry
By Cassidy Merriam
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on Burberry’s defenses and whether its use of the Bogart 
image was protected under the First Amendment or fell 
within one of the statutory exceptions in Section 4433.1. 

Burberry’s Use of the Image on Its Facebook 
Timeline: Protected by the First Amendment?

Burberry’s complaint in its declaratory judgment 
lawsuit in the Southern District of New York rested heav-
ily on the argument that its use of Bogart’s image was 
“squarely protected under the First Amendment to the 
United States Constitution.”25 Had the case been litigated 
in California under a Section 3344.1 claim, perhaps Burb-
erry would not have gone directly to the First Amend-
ment claim, but because it played so heavily in the case as 
it was, the feasibility of Burberry’s constitutional claim is 
worth a brief discussion. If a court decides that a defen-
dant’s use is protected by the free speech policies of the 
First Amendment, statutory defenses will be bypassed. 

The three primary purposes of the First Amendment, 
as articulated by Justice Brandeis are: (1) “Enlighten-
ment”—which encompasses political, social and scien-
tifi c “news” as well as “entertainment”; (2) “Self-fulfi ll-
ment”—the need for human self-expression in all forms; 
and (3) “The Safety Valve”—the societal need for free 
expression as an alternative for or sublimation of social or 
political violence.26 

Burberry’s use of Bogart’s photo would certainly not 
fall within speech with highest levels of protection such 
as political speech; however, there is an argument that 
this Timeline would be considered “news,” as Burberry 
suggested in its complaint. After all, a magazine featuring 
the latest fashion trends,27 a publication of historical infor-
mation about a former athlete’s accomplishments,28 and 
an article in a newspaper asking readers to vote for their 
favorite members of a rock band29 have all been deemed 
“newsworthy” under the First Amendment. 

Before Burberry should get too comfortable, how-
ever, it must be noted that while “news” generally has a 
high constitutional priority, advertising or “commercial 
speech” is given the lowest level of priority and any given 
use may fall within multiple priorities.30 “Where the 
‘message’ is ‘buy,’ the content is labeled as ‘commercial 
speech’ for First Amendment purposes”31 as opposed 
to more protectable “expressive speech.” Commercial 
speech still enjoys a minimal amount of First Amendment 
protection under a strict basis described as, “A restriction 
on nonmisleading commercial speech may be justifi ed 
if the government’s interest in the restriction is substan-
tial, directly advances the government’s asserted inter-
est, and is no more extensive than necessary to serve the 
interest.”32 

The question would turn on whether Burberry’s 
Facebook Timeline was “commercial.” The lines between 

Depending on the state, the right of publicity is either 
analyzed under the tort of invasion of privacy or through 
the law of unfair competition. Additionally, there are oth-
er areas of law that are often similar to the cause of action 
for infringement of the right of publicity and are frequent-
ly brought as separate causes of action. Common related 
actions are not discussed in this article, but deserve brief 
mention. They include: trademark infringement (often the 
plaintiff owns the trademark of the individual’s name or 
other similar marks), false advertising, copyright infringe-
ment, misappropriation tort of the right of privacy, and 
false light right of privacy.18

Bogart’s Case for Misappropriation of the Right 
of Publicity

To prevail on a prima facie case for liability of infringe-
ment of the right of publicity, a plaintiff must prove: (1) 
that the plaintiff owns an enforceable right in the identity 
or person; and (2) that the defendant, without permission, 
has used some aspect of the identity or persona in such a 
way that the person is identifi able from the defendant’s 
use; and (3) that the defendant’s use is likely to cause 
damage to the commercial value of that persona. 

Interestingly, in its complaint, Bogart did not assert 
a separate common law right of publicity claim. The 
California statute makes it clear that remedies available 
under statutory claims are in addition to and not in lieu of 
common law rights.19 While a common law claim would 
not have had a high likelihood of success,20 California 
courts interpret common law right of publicity claims 
more broadly, and asserting a common law claim would 
certainly not have harmed Bogart’s case.

Bogart’s fi rst cause of action in the suit was a claim 
of misappropriation of right of publicity under California 
Civil Code §3344.1.21 The statute protects against uses of 
a deceased person’s likeness for advertising purposes. 
Specifi cally, the statute prohibits use of a person’s name, 
photograph, and likeness “on or in products, merchan-
dise, or goods, or for purposes of advertising or selling, 
or soliciting purchases of, products, merchandise, goods 
or services, without prior consent[.]”22 Unlike California’s 
Section 3344 statute regarding the right of publicity for 
living persons, a violation of post mortem rights under Sec-
tion 3344.1 does not require that the defendant have any 
form of knowledge or intent.23

In the Bogart v. Burberry context, the parties did not 
dispute (1) that Bogart owned the publicity rights of 
Humphrey Bogart; and (2) that Burberry, without per-
mission, used a photograph of Bogart on its Facebook 
Timeline. The third element, whether damage to the 
commercial value of the persona has occurred, is gener-
ally presumed once unpermitted use is proven and does 
not need to be “proven” as part of the prima facie case.24 
The case, had it been litigated, would have instead turned 
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and Stephano, is the wearing apparel, not the person. 
The model’s identity or the identity of those included in 
the background for ‘local color’ is not a matter of ‘public 
interest’—the clothes are. Only the wearing apparel is 
‘news.’”38 

In Bogart, this seems to be a possibility. The purpose 
of the photograph on the Timeline was not just historical 
value, but the iconic Burberry trench coat itself. Within 
the legal analysis of “newsworthiness,” the passage of 
time since the “event” has little effect on whether it is 
still considered “news.”39 In this case, the 1942 image still 
has value as not just a piece of history, but a newsworthy 
event in the history of the brand and in fashion as well. 

Conclusion: New Norms in Social Media and Why 
a New Look at “Commercial” Might Be in Order

In a world controlled by social media, it is inevitable 
that the boundaries begin to shift. One website such as 
Facebook is not confi ned to a single purpose. It can be a 
social site for users’ personal photos and words, while 
simultaneously acting as a source for news, a place where 
art and music are disseminated, and where brands build 
their strength. Consumers now participate in a brand’s 
image though “Liking” it on Facebook and Tweeting 
about it. The old world of intellectual property, espe-
cially trademark law, was founded on a concept where a 
brand’s value was created by the brand itself. In today’s 
world where consumers contribute to adverting and 
the brand’s value, perhaps it is time that our intellectual 
property and right of publicity laws shift to refl ect this 
new commercial reality. 

This is not to suggest that publicity and intellectual 
property rights should not be protected, but it might be 
more effective to loosen the standard in certain cases with 
an eye on policy, potential harm, and the social context of 
our rapidly changing digital world. Where social media 
becomes increasingly commercial, often without a com-
plete understanding by consumers, the lines continue to 
blur between “expressive” and “commercial” speech. It 
seems that it is only reasonable that analysis of legal is-
sues regarding the right of publicity should not be depen-
dent upon a standard that treats these two types of speech 
as opposite ends of the spectrum of protection. 
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expressive and commercial speech are extremely blurry. 
The Ninth Circuit has stated, “Although the boundary 
between commercial and noncommercial speech has yet 
to be clearly delineated, the “core notion of commercial 
speech” is that it “does no more than propose a com-
mercial transaction.”33 It is arguable that the Facebook 
Timeline does much more than propose a commercial 
transaction. In fact, no commercial transactions occur on 
the Facebook page. Social media, however, is not just a 
place where companies seek to enlighten the world—so-
cial media is used as an incredible, interactive marketing 
tool that has spun advertising and commercialism in a 
way where consumers themselves contribute to brand 
building and brand value. The question is an unclear one 
and will remain so until a similar issue arises again and is 
litigated.  

Burberry’s Use of the Image on Its Facebook 
Timeline: Within a §4433.1 Exemption?

A more reasonable hope for Burberry would be that 
its use of the Bogart image on the Burberry Facebook 
Timeline fell within one of the statutory exemptions un-
der §4433.1. The exemptions relevant to Bogart v. Burberry 
would be use in news and public affairs34 or use in media 
commercially sponsored or containing paid advertising.35 
The newsworthiness exemption is extended to at least 
everything with constitutional First Amendment protec-
tion, so it could very potentially include the Facebook 
Timeline, and due to the standard of review would likely 
have more success than if analyzed under the constitu-
tional claim. 

The exemption most benefi cial to Burberry would be 
for use in commercially sponsored media. Due to Face-
book’s overwhelming success as a marketing platform, 
it is likely that a court would conclude that while the 
Timeline may have had signifi cant historical, informa-
tional, and educational value, the primary purpose of 
the Timeline was for the commercial purpose of at-
tracting consumers to the brand, especially through the 
rich, iconic history. In these cases, it is a question of fact 
whether unpermitted use of the identity “was so directly 
connected with the commercial sponsorship or with the 
paid advertising” as to constitute a statutory violation.36 
The court may allow an exemption if a material would be 
otherwise constitutionally protectable, but-for its location 
within commercially sponsored media.37 The Burberry 
Timeline is a perfect example of this exemption, because 
it is both educational and historical while also having an 
extremely commercial purpose.

The Intersection of Fashion and the Subject
In cases involving fashion “news,” McCarthy sug-

gests that New York courts “have missed the point as 
to what aspects of the photograph are constitutionally 
protected. The real content of a fashion ‘story,’ as in Pagan 
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acted. For example, it required owners of restored copy-
rights to provide a notice of intent to enforce, removed 
liability for the use of foreign works before the notice of 
restoration, and allowed parties who had previously used 
or acquired foreign works then in the public domain to 
continue to use the restored works for one year following 
the notice.7 In a 6-2 decision authored by Justice Ginsburg 
(with Justice Kagan taking no part in the consideration 
or decision of the case), the Court held that Congress had 
not exceeded its authority under the Copyright Clause or 
the First Amendment in enacting § 514. 

The case began in 2001, when certain orchestra 
conductors, musicians, publishers, and others, who 
had formerly enjoyed free access to works that § 514 
removed from the public domain, challenged that provi-
sion, maintaining that the Copyright Clause and the First 
Amendment invalidated the enactment of that statute.8 
The District Court granted the Government’s motion for 
summary judgment, and the Tenth Circuit affi rmed in 
part, remanding the case with an instruction to consider 
further the First Amendment claim.9 On remand, the Dis-
trict Court concluded that the plaintiffs had prevailed on 
their First Amendment arguments, but the Tenth Circuit 
reversed.10

The Supreme Court, after recounting the history of 
the Berne Convention and how the U.S. became a party 
to its “multilateral, formality-free copyright regime in 
1989,”11 specifi cally focused on § 514, noting that copy-
rights that had been “restored” under this provision 
“‘subsist for the remainder of the term of copyright that 
the work would have otherwise been granted…if the 
work never entered the public domain.’”12 Thus, the 
Court concluded that, as a prospective matter, restoring 
such works placed foreign works on an “equal footing” 
with U.S. works, in that, assuming a foreign and domes-
tic author died on the same day, their respective works 
would enter the public domain simultaneously. Such 
restored works, however, do not receive any compensa-
tory time for the period of exclusivity they would have 
enjoyed before the enactment of § 514 had they been 
protected from the outset in the U.S. Thus, their total 
term falls short of that available to similarly situated U.S. 
works.13

First, the Court rejected the Copyright Clause chal-
lenge, concluding that neither its text, historical practice, 
nor the Court’s own precedents erected an “impenetrable 
barrier to the extension of copyright protection to authors 
whose writings, for whatever reason, are in the public 

This past term, the Supreme Court of the United 
States again granted certiorari on an interesting set of 
intellectual property cases. Two cases in particular argu-
ably illustrate a trend in the Court towards harmonizing 
U.S. intellectual property law with international norms. 
Golan v. Holder,1 a case examining the constitutionality of 
Congress’ authority to restore copyright to certain works 
formerly in the public domain, realigned U.S. copyright 
law with the Berne Convention for the Protection of 
Literary and Artistic Works (the Berne Convention). Mayo 
Collaborative Services v. Prometheus Labs, Inc.,2 a relatively 
unsurprising decision on the scope of patentable subject 
matter, reaffi rmed a common understanding of that con-
cept under U.S. law that, perhaps inadvertently, conforms 
with the majority international view regarding the patent-
ability of methods of medical treatment. This article pro-
vides a summary of the procedural history of each case 
through the courts, examines the impact these cases have 
on businesses and authors or inventors, and offers some 
practical observations for both practitioners and owners 
of intellectual property.

Golan v. Holder: The Litigious Journey Toward 
Compliance with the Berne Convention

In 1989, the U.S. joined the Berne Convention, the 
principal treaty governing international copyright rela-
tions among its signatory members.3 In 1994, Congress 
gave works enjoying copyright protection abroad the 
same full term of protection available to U.S. works in 
§ 514 of the Uruguay Round Agreements Act (URAA).4 
That section granted copyright protection to pre-existing 
works of Berne Convention member countries, which 
were protected in their countries of origin, but lacked pro-
tection in the U.S. for any of the following three reasons: 
(1) the U.S. did not protect works from the country of ori-
gin at the time of publication; (2) the U.S. did not protect 
sound recordings fi xed before 1972; or (3) the author had 
failed to comply with U.S. statutory formalities (which 
are no longer required under U.S. copyright law).5 One 
practical effect of this provision restored protection to cer-
tain foreign works that had fallen into the public domain 
for reasons other than the expiration of the full copyright 
term.6 Thus, no protection would be accorded any foreign 
work after its full copyright term had expired, either un-
der the laws of the country of origin or the U.S.

To be sure, § 514 only operated prospectively, and it 
provided substantial accommodations to parties who had 
exploited the affected works before the URAA was en-

Golan and Mayo: Practical Tips for Intellectual Property 
Owners and Users
By Theodore K. Cheng, Stephanie S. Spangler and Lee V. Pham
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Golan’s Egalitarian Impact on Licensing 
Transactions

In resolving the legal issue of whether Congress had 
exceeded its constitutional authority in promulgating
§ 514, the Court in Golan narrowed the scope of the public 
domain and made clear that works that had previ-
ously fallen into that domain could, by legislative fi at, 
once again become protected under the copyright laws. 
However, the likely impact of this decision goes beyond 
simply clarifying the contours of Congress’ powers. The 
decision will have marked effects on the fi lm, publish-
ing, music, and consumer products industries, as well 
as benefi t foreign authors or these authors’ estates. In 
particular, Golan provides a long-awaited resolution for 
certain foreign copyright owners and will surely increase 
the number of licensing agreements between foreign 
copyright owners and users in the U.S.

Though the full effect of Golan upon licensing transac-
tions is yet to be determined, the decision will also likely 
have a resonating infl uence on international transactions. 
First, the majority’s emphasis on dissemination as a driv-
ing force of the Copyright Clause levels the playing fi eld 
for foreign copyright owners seeking to enter into licens-
ing agreements with U.S. parties. Indeed, Golan represents 
yet another example of this country’s trend towards seri-
ously honoring its compliance obligations with interna-
tional conventions.25 

Second, as noted in Justice Breyer’s dissent, business-
es seeking to license works from foreign copyright own-
ers must now suffer higher administrative costs caused 
by locating the copyright owner and engaging in licens-
ing negotiations. Administrative costs will be further 
exacerbated if the work is an orphan work. As a practical 
solution, as a replacement for the orphan work, the user 
may be compelled to choose between bearing the risk of 
fi nancial penalty and using the work without a license, or 
selecting a different work with a clear, identifi able owner 
or a work fi rmly within the public domain.

Additionally, Golan is consistent with the general 
proposition that the Court must accept legislative modi-
fi cations concerning the scope of the public domain, 
even if would-be licensees are impacted. Thus, parties 
negotiating licenses for copyrighted material that will 
fall into the public domain in the relatively near future 
may attempt to mitigate this uncertainty in advance. For 
example, the parties might contemplate that, if a licensed 
work should fall into the public domain through expira-
tion of the copyright term or other normal operation of 
copyright law, a cap on future royalty rates or fees would 
apply should the exclusive right to the now public work 
be somehow later restored by a legislative act. Thus, 
while congressional action affecting the public domain is 
diffi cult to predict, parties entering license agreements on 
works nearing their copyright expiration can minimally 

domain.”14 Specifi cally, relying heavily on its decision 
in Eldred v. Ashcroft15 (also authored by Justice Ginsburg 
with a dissent joined by Justice Breyer), the Court rejected 
the argument that removing certain works from the pub-
lic domain violated the Copyright Clause’s confi nement 
of copyright’s lifespan to a “limited Time[ ].”16 Notably, 
the Court opined that, “[i]n aligning the United States 
with other nations bound by the Berne Convention and 
thereby according equitable treatment to once disfavored 
foreign authors, Congress can hardly be charged with a 
design to move stealthily toward a regime of perpetual 
copyrights.”17 The Court also rejected the argument that 
“the public domain was inviolate,” citing several histori-
cal examples where Congress had protected works that, at 
one time, were freely available.18

Next, the Court set aside the claim that § 514 fails 
to “promote the Progress of Science,” as required by the 
Copyright Clause. The petitioners here, as did Justice 
Breyer in his dissent (joined by Justice Alito), urged that 
creation of new works must be a pre-condition to any 
grant of copyright because, according to them, § 514 sim-
ply restricted the dissemination of old works and did not 
itself promote the progress of science.19 However, as it did 
in Eldred, the Court declined to adopt such a restrictive 
view of copyright, stating that “[t]he creation of at least 
one new work, however, is not the sole way Congress 
may promote knowledge and learning.”20 Emphasiz-
ing the role of dissemination of works under U.S. copy-
right law, the Court noted that § 514 “would expand the 
foreign markets available to U.S. authors and invigorate 
protection against piracy of U.S. works abroad, thereby 
benefi tting copyright-intensive industries stateside and 
inducing greater investment in the creative process.”21

Finally, the Court rejected the First Amendment chal-
lenge, once again drawing upon the teachings of its Eldred 
decision. Pointing to the “traditional contours” of copy-
right protection, the Court concluded that “Section 514 
leaves undisturbed the ‘idea/expression’ distinction and 
the ‘fair use’ defense. Moreover, Congress adopted mea-
sures to ease the transition from a national scheme to an 
international copyright regime: It deferred the date from 
which enforcement runs, and it cushioned the impact of 
restoration on ‘reliance parties’ who exploited foreign 
works denied protection before § 514 took effect.”22 Thus, 
in the Court’s view, the United States’ interests in “ensur-
ing exemplary compliance with our international obliga-
tions, securing greater protection for U.S. authors abroad, 
and remedying unequal treatment of foreign authors”23 
satisfi ed First Amendment scrutiny. The Court also 
responded to Justice Breyer’s concern over the potential 
diffi culty in identifying or locating copyright owners, es-
pecially with regard to “orphan works,” concluding that 
such works were not peculiar to works restored under
§ 514 and, thus, was a matter more appropriate for legis-
lative, not judicial, resolution.24
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transformation test” was not the defi nitive test of patent 
eligibility, but only an important and useful clue.34 On 
remand, the Federal Circuit reaffi rmed its earlier conclu-
sion that the claims-at-issue “‘do not encompass laws of 
nature or preempt natural correlations.’”35

The Court again granted certiorari and framed the 
case as presenting the following question: “[D]o the pat-
ent claims add enough to their statements of the correla-
tions to allow the processes they describe to qualify as 
patent-eligible processes that apply natural laws?”36 The 
Court answered this question in the negative:

The process that each claim recites tells 
doctors interested in the subject about the 
correlations that the researchers discov-
ered. In doing so, it recites an “adminis-
tering” step, a “determining” step, and 
a “wherein” step. These additional steps 
are not themselves natural laws but nei-
ther are they suffi cient to transform the 
nature of the claim.37

Indeed, after reviewing the language of the steps in de-
tail, the Supreme Court found that they “consist[ed] of 
well-understood, routine, conventional activity already 
engaged in by the scientifi c community; and those steps, 
when viewed as a whole, add nothing signifi cant beyond 
the sum of their parts taken separately.”38 Accordingly, 
the claimed steps did not present a patentable application 
of the law of nature.

In reaching this conclusion, the Court was particu-
larly concerned that the patent laws “not inhibit further 
discovery by improperly tying up the future use of laws 
of nature.”39 The Court reasoned that, because laws of 
nature are “‘the basic tools of scientifi c and technological 
work,’”40 future innovation may be inhibited if patents 
are granted on processes that “amount[ ] to no more than 
an instruction to ‘apply the natural law,’ or otherwise 
foreclose[ ] more future invention than the underlying 
discovery could reasonably justify.”41 Although the Court 
conceded that the laws of nature at issue in Mayo were 
“narrow,” it was concerned that the patent claims em-
bodying them would “inhibit the development of more 
refi ned treatment recommendations (like that embodied 
in Mayo’s test).”42 

The Court then addressed a number of other argu-
ments raised by both Prometheus and various amici in 
its support, ultimately fi nding none of them persuasive. 
For example, the Court rejected Prometheus’ attempt to 
distinguish amongst particular laws of nature based upon 
the extent to which patent claims embodying them would 
interfere with innovation in other fi elds, concluding that:

[a] patent upon a narrow law of nature 
may not inhibit future research as seri-
ously as would a patent upon Einstein’s 

be able to insure against the costs and benefi ts in the 
event such legislation should arise.

Mayo Collaborative Servs. v. Prometheus Labs., 
Inc.: Patenting Laws of Nature

In its second decision on patentable subject matter in 
less than two years, the Court, in an unanimous decision 
authored by Justice Breyer, invalidated certain process 
patent claims because the claimed steps involved well-
understood, routine, conventional activity previously en-
gaged in by researchers in the fi eld and, thus, effectively 
claimed the underlying laws of nature themselves. 

The claims-at-issue involved processes that help doc-
tors who use thiopurine drugs to treat patients with auto-
immune diseases (such as Crohn’s disease and ulcerative 
colitis).26 As the Court explained:

When a patient ingests a thiopurine com-
pound, his body metabolizes the drug, 
causing metabolites to form in his blood-
stream. Because the way in which people 
metabolize thiopurine compounds varies, 
the same dose of a thiopurine drug af-
fects different people differently, and it 
has been diffi cult for doctors to deter-
mine whether for a particular patient a 
given dose is too high, risking harmful 
side effects, or too low, and so likely 
ineffective.27

The claims-in-suit set forth processes that identifi ed the 
correlations between metabolite levels and the likely 
harm or ineffectiveness.28

The litigation was commenced by Prometheus Labo-
ratories, Inc. (Prometheus), the sole and exclusive licensee 
of the patents-in-suit, which sold diagnostic tests that em-
bodied the processes set forth in the patents.29 For some 
time, Mayo Clinic Rochester and Mayo Collaborative Ser-
vices (together, Mayo) bought and used those tests, but 
began using and selling its own test in 2004, prompting 
Prometheus to claim patent infringement.30 The District 
Court granted summary judgment to Mayo, concluding 
that the subject matter of the patents was unpatentable 
because they effectively claimed natural laws or natural 
phenomena, namely, the correlations between thiopurine 
metabolite levels and the toxicity and effi cacy of thiopu-
rine drug dosages.31

The Federal Circuit reversed, noting that the claimed 
processes included the additional steps of (1) “administer-
ing a [thiopurine] drug” to a patient and (2) “determining 
the [resulting metabolite] level,” thereby satisfying the 
court’s “machine or transformation test.”32 The Supreme 
Court granted the petition for certiorari and vacated the 
judgment, remanding the case for reconsideration in light 
of Bilski v. Kappos,33 which had held that the “machine or 
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Mayo also takes an incremental step toward harmo-
nization with the European patent regime. Under the 
European Patent Convention (EPC), medical methods and 
certain biological processes are excluded from the realm 
of patent protection.51 The EPC prohibits patent protec-
tion on surgical, therapeutic, and diagnostic methods 
performed on either humans or animals.52 In Case G 
0001/07 dealing with a purported diagnostic method, the 
Enlarged Board of Appeal of the European Patent Offi ce 
(EPO) affi rmed the proposition that “medical and veteri-
nary practitioners’ freedom to use the best available treat-
ments to the benefi t of their patients uninhibited by any 
worry that some treatment might be covered by a patent 
is protected by excluding these activities from patent-
ability.”53 While the case was successfully appealed and 
remitted for further examination of the pending claims on 
the basis that they are narrowly directed to data accumu-
lation and not diagnosis, Case G 0001/07 articulates the 
spirit behind the EPC’s exclusion of diagnostic methods 
from patentability.54

In Mayo, Justice Breyer’s concern over inhibiting 
development of more refi ned medical treatments appears 
to fall into the same vein, serving as an incremental step 
towards policy harmonization with EPC nations. Indeed, 
Justice Breyer noted that “methods of medical treatment 
are not patentable in most of Western Europe,”55 citing an 
amicus brief submitted by the Association Internationale 
Pour La Protection De La Propriété Intellectuelle and the 
International Association for the Protection of Intellectual 
Property (U.S.). That brief attached a resolution adopted 
by the two organizations representing a policy statement 
regarding specifi c intellectual property issues. In particu-
lar, the resolution noted that methods of medical treat-
ment are only patentable subject matter in Australia and 
the U.S.56 Thus, Mayo could arguably be read to mean that 
the Court is aligning the U.S. with the vast majority of 
other countries who have addressed the issue of whether 
such methods are eligible for patenting. However, it is 
unclear whether the Court was even motivated or per-
suaded by this concern in reaching its outcome. More-
over, it would likely stretch the words of the decision too 
far to say that the Court was addressing the patentability 
of all medical treatment methods, as opposed to cabining 
its discussion and analysis to § 101 and the patenting of 
laws of nature without any additional limiting steps.

Nonetheless, Mayo will certainly have a far-reaching 
impact for players in the diagnostic, pharmaceutical, and 
biotechnology fi elds where it will undoubtedly restrict 
the scope of monopoly protection available to scientists 
and other innovators in those industries.57 Additionally, 
courts have not hesitated in extending Mayo to patents 
pertaining to industries other than the diagnostic, phar-
maceutical, and biotechnology fi elds. For example, courts 
have held method claims related to automated pricing 
in e-commerce and a life insurance policy management 

law of relativity, but the creative value of 
the discovery is also considerably small-
er. And, as we have previously pointed 
out, even a narrow law of nature (such 
as the one before us) can inhibit future 
research.43 

The Court also declined to adopt the argument advanced 
by the Government—that “virtually any step beyond a 
statement of a law of nature itself should transform an 
unpatentable law of nature into a potentially patentable 
application suffi cient to satisfy” the patent eligibility 
requirement set forth in § 101 of the Patent Act, particu-
larly in light of the requirements of novelty (§ 102), non-
obviousness (§ 103), and adequate written description 
(§ 112)44—because that approach would render the § 101 
requirement effectively meaningless.45

Most notably, the Court addressed the concern of 
several amici that denying patent coverage here would 
interfere with the ability of researchers to make valuable 
discoveries, particularly in the area of diagnostic research, 
which includes costly research leading to the discovery of 
laws of nature. However, other organizations, such as the 
American Medical Association and the American College 
of Medical Genetics, opposed making Prometheus’ claims 
patent eligible, arguing that such patents would poten-
tially restrict physicians’ ability to provide sound medical 
care. In the face of these competing interests, the Court 
was reluctant to depart from the established rules defi n-
ing the scope of patent-eligible subject matter.46

Mayo’s Impact on Industry and Intellectual 
Property Businesses

Mayo stands for the unsurprising proposition that 
laws of nature are not proper subject matter for patent-
ability and continues to leave open patent eligibility on 
claims covering particular useful applications of a law of 
nature. Though it remains to be seen what the legacy of 
Mayo will be, perhaps clarity is on the legal horizon. At 
least in the fi eld of DNA sequencing, there may be little 
impact. Six days after the decision was issued, the Court 
granted certiorari on the Federal Circuit’s decision in Asso-
ciation for Molecular Pathology v. U.S. Patent and Trademark 
Offi ce,47 which had held, in part, that composition claims 
covering isolated DNA sequences associated with predis-
position to breast and ovarian cancers were directed to 
patent-eligible subject matter. The Court vacated the judg-
ment and remanded the case to the appellate court for 
further consideration in light of Mayo.48 On remand, how-
ever, the Federal Circuit reaffi rmed its prior holding.49 On 
September 25, a petition for a writ of certiorari was again 
fi led in the Supreme Court.50 If the Court should grant 
the petition, there could yet be more to say regarding the 
scope of patent-eligible subject matter.
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system, both requiring implementation on a computer, 
nonpatentable subject matter because they were deemed 
to be abstract ideas.58

Flowing from this, Mayo may impact the direction 
of particular research and development efforts, along 
with the resources dedicated to those endeavors. As the 
decision restricts the scope of patentable subject matter 
in the above-mentioned industries, investor interest may 
be stymied, causing a suffocation of funding for research 
and development, private equity, and venture fund-
ing. Furthermore, a company’s patent portfolio may be 
threatened by this decision if any of its patents are chal-
lenged as a law of nature without substantially limiting 
applications.

The extent to which an assignee’s portfolio is threat-
ened by the holding in Mayo will be determined by the 
quality of the existing claims. In other words, patent 
owners should re-examine whether their portfolio suf-
fi ciently incorporates particular, useful applications of a 
law of nature. For patent owners, assignees, and licensees 
with rights to existing claim sets affected by Mayo, it may 
be prudent to rigorously examine process and method 
claims that incorporate natural phenomena and correla-
tions that are directly derived from natural phenomena. 
For prospective patentees currently prosecuting applica-
tions, it would be wise to amend pending claims lan-
guage to “provide practical assurance that the process is 
more than a drafting effort designed to monopolize the 
law of nature itself.” 59

Parties engaged in intellectual property-related merg-
ers and acquisitions may also be impacted by Mayo and 
need to take action. For acquirers of potentially affected 
patents, assets should undergo impairment analyses to 
determine both any legal exposure and lost value. In the 
context of patent deals, Mayo is a tool that prospective 
buyers and investors can leverage to drive down the 
price of inseparable patent families that include poten-
tially affected claims. Those seeking to monetize affected 
portfolios are not left without leverage, however, and 
can mitigate the transaction value lost on granted claims 
by strategically fi ling additional patent applications that 
claim priority within affected families, claiming processes 
and methods that genuinely involve applications of natu-
ral phenomena.

Conclusion
As always, the Supreme Court term offers a fascinat-

ing, albeit slim, view into the underlying thoughts and 
priorities of the jurists who interpret the laws governing 
intellectual property. Golan and Mayo offer important 
lessons for both practitioners and owners of intellectual 
property, while serving to cast long shadows into the 
future for intellectual property protection, acquisition, 
licensing, research, and development.
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cant benefi ts to artists while producing minimal adverse 
effects. The time for this examination is ripe as the U.S. 
Copyright Offi ce has recently issued, as a result of the 
Proposed Act, a Notice of Inquiry, seeking comments 
from the public on the means by which visual artists ex-
ploit their works under existing law, as well as the issues 
and obstacles that may be encountered when considering 
a federal resale royalty right in the U.S.4

II. The Principal Elements of the Proposed Act
The Proposed Act is intended to provide artists with 

a share in resales of their works so that they are “fairly 
compensated—even more so in diffi cult economic times, 
when normal channels of support for artists are less 
dependable,” and thereby provide incentives for the 
creation of art.5 Promoters of the Proposed Act highlight 
the difference between visual artists, on the one hand, 
whose primary source of income is through the fi rst sale 
of a physical work of art (which may not be commer-
cially valuable until late in the artists’ life or years after 
their death) and other artists such as composers, lyricists, 
playwrights and screenwriters, on the other hand, who 
receive further compensation from subsequent exploita-
tion of their works, particularly from reproduction and 
performance of their works. 

The Proposed Act’s objectives are intended to be 
achieved through:

• 7% Resale Royalty. Resale royalty equal to 7% of 
the price of the work of art is paid whenever the 
work is sold (i.e., when a transfer of ownership or 
physical possession of a work occurs) as the result 
of auction of that work by someone other than the 
artist who is the author of the work. 

• $10,000 Minimum Purchase Price. No royalty is 
payable as a result of a sale of a work for a gross 
sales price of less than $10,000, or in exchange 
for property with a fair market value of less than 
$10,000.

• Only (non-online) Auction Sales by Large Auction 
Houses. The royalty payment obligation applies 
only to auction sales, which are defi ned to include 
any “public sale run by an entity that sells to the 
highest bidder works of visual art in which the 
cumulative amount of such works sold during the 
previous year is more than $25,000,000 and does not 
solely conduct the sale of visual art by the entity on 
the Internet.” (Emphasis added.)

I. Introduction
On December 15, 2011, Congressman Jerrold Nadler 

and Senator Herb Kohl introduced the Equality for Visual 
Artists Act (the Proposed Act) into Congress.1 The Pro-
posed Act seeks to amend the current Copyright Act 
to impose a 7% royalty on the proceeds of the resale of 
works of visual art at auction, provided the resale price is 
$10,000 or more. This is not the fi rst time that resale royal-
ties were proposed in the U.S. at the federal level—similar 
bills were unsuccessfully introduced during the 1980s. 
Not surprisingly, the Proposed Act is widely opposed 
and generates heated discussion. However, the concept of 
paying a share of the proceeds of each successive resale 
of a work of art is certainly not a new or revolutionary 
idea, as France has long adhered to such a system (droit 
de suite) introduced there in the 1920s (apparently to 
assist widows of artists killed in battle during World War 
I),2 the European Union adopted it as of 2001, and over 
60 countries worldwide have implemented it including, 
most recently, common law countries such as the United 
Kingdom and Australia. Moreover, even the state of 
California has had a resale royalty law since 1976 in the 
California Resale Royalty Act (CA Civil Code Section 986 
or CRRA),3 which was recently declared unconstitutional 
by the Central District Court of California for violating 
the Commerce Clause. 

The recent challenges to the CRRA and the expan-
sion of resale royalty laws in Europe and Australia 
demonstrate the increasing need for a uniform federal 
law in the U.S. Federal legislation is preferable not only 
because it can regulate interstate commerce and modify 
copyright law but also because it will enable American 
artists to obtain resale royalties from sales of their work 
abroad (currently out of artists’ reach because of reciproc-
ity requirements), which is one of the key advantages 
of adopting such a legislation. In addition, new federal 
legislation can implement creative concepts that address 
most of the criticism against resale royalties. For example, 
the Proposed Act resolves one of the thorniest issues in 
resale royalty laws, namely that they tend to benefi t only 
successful, established artists. It does so by providing that 
half of the royalties go to museums to fund acquisitions 
of works by American artists. However, the Proposed Act 
may require modifi cations to address other important 
criticism. 

This article takes a fresh look at the resale royalty 
question with a view to explaining why the Proposed Act, 
or perhaps a modifi ed version of it, may provide signifi -

Reselling Resale Royalties to America—A Path Forward 
for the Equality for Visual Artists Act?
By Daniel Ilan and Megan Prunella
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The CRRA has not been actively enforced since its 
inception in 1976, and though its legality had been chal-
lenged, it has remained on the books in California with 
little effect until very recently. In October 2011, a group of 
artists fi led class action lawsuits against the auction hous-
es Sotheby’s and Christie’s for failing to pay the 5% resale 
royalty under the CRRA. In January 2012, Sotheby’s and 
Christie’s fi led a joint motion to dismiss, mainly arguing 
that the CRRA is unconstitutional because it violates the 
Commerce and Takings Clauses of the Constitution and 
that the United States Copyright Act preempts the CRRA. 
On May 17, Judge Jacqueline Nguyen of the California 
Central District Court granted the defendants’ motion to 
dismiss, fi nding that the CRRA per se violates the Com-
merce Clause as it “explicitly regulates applicable sales of 
fi ne art occurring wholly outside California.”8 The plain-
tiffs have appealed the decision to the Ninth Circuit. 

Moreover, the CRRA has also been in the news be-
cause in 2011 artist Mark Grotjahn fi led suit against an art 
collector, Dean Valentine, seeking to enforce the CRRA 
and retrieve the 5% royalty owed to him under the law 
for Valentine’s sale of three pieces of Grotjahn’s work, 
including the sale of Grotjahn’s piece known as “Blue 
Face Grotjahn” for $1,217,000. Valentine also challenged 
the CRRA on grounds that it is preempted by federal 
Copyright Law, but Valentine failed in that argument and 
a federal judge remanded the case to state courts. In Feb-
ruary 2012, Grotjahn and Valentine settled for $153,255, 
which covered the 5% resale royalty on the works of art 
sold and some of Grotjahn’s legal fees.9

The general inability to effectively enforce the CRRA 
and the legal challenges lodged against it prove that, if 
any resale royalty legislation should exist, a federal law 
may be preferable because it will resolve the legal chal-
lenges raised against the CRRA by regulating interstate 
commerce and modifying copyright law. 

IV. Foreign Resale Royalty Laws

A. Why Foreign Resale Royalty Laws Matter 

Resale royalty laws in foreign jurisdictions are impor-
tant and relevant to the discussion about the Proposed 
Act for at least four different reasons. 

Foreign resale royalty laws could provide an addi-
tional source of income for American artists (if the U.S. 
had a resale royalty right). Works by American artists are 
regularly resold abroad. Foreign resale royalty laws could 
thus signifi cantly benefi t American artists. This is true for 
artists whose works sell well both in the U.S. and abroad, 
but could be particularly important for those artists 
favored abroad. However, each foreign country that has a 
resale royalty regime precludes American artists from col-
lecting royalties because of the lack of reciprocity, namely 
the fact that the U.S. does not provide for the payment of 

• Half the Royalty to Artists/Successor; Half to 
Purchase of American Art. Under the Proposed Act, 
the artist or his or her successor as copyright owner 
gets only 50% of the “net royalty” (royalty amount 
collected less administrative expenses of the visual 
artists’ collecting society, which must not exceed 
18%); the other 50% is deposited into an escrow 
account established by the collecting society for 
the purposes of funding purchases by nonprofi t art 
museums in the United States of works of visual art 
authored by living artists domiciled in the U.S.

• Royalty Administered by a Collecting Society. 
Pursuant to the Proposed Act, the Copyright Offi ce 
will establish a process by which entities would 
be designated as “visual artists’ collecting societ-
ies” entrusted with the task of administering resale 
royalty collections and distributions. 

• No Waiver; Transferable with Copyright. The right 
to receive the royalties cannot be waived but ap-
pears to be transferable or at least descendible with 
the copyright given that the person entitled to the 
right is the artist or his or her successor as copyright 
owner.

• Non-compliance Constitutes Copyright Infringe-
ment. The resale royalty is introduced into law by 
virtue of an amendment to the Copyright Act.6 
Failure to pay the royalty constitutes an infringe-
ment of copyright that is subject to the payment of 
statutory damages. 

III. The CRRA—The Failure of State Law
The CRRA applies only if the artist, at the time of sale, 

is a U.S. citizen or has been a California resident for at 
least two years, and the seller resides in California or the 
sale takes place in California. The CRRA’s general lack 
of success provides a concrete example of why a federal 
resale royalty is necessary. The CRRA differs from the 
Proposed Act in several signifi cant ways. First, the royalty 
rate is lower (5%) and the minimum resale price to which 
the royalty applies is also lower ($1,000). Moreover, the 
CRRA is not intended to benefi t any artists other than the 
artist whose work is resold (but if the seller cannot locate 
the artist within 90 days of the sale, the royalty must be 
paid to the Arts Council, which may eventually use it in 
the Art in Public Buildings Program (if after seven years 
the Arts Counsel cannot locate the artist)). Finally, the 
CRRA has two exclusions that are not present in the Pro-
posed Act. The CRRA does not apply to the resale of the 
work of fi ne art for a gross sales price less than the pur-
chase price paid by the seller and it does not apply to the 
resale of a work of fi ne art by an art dealer to a purchaser 
within 10 years of the initial sale of the work of fi ne art 
by the artist to an art dealer, provided that all intervening 
resales are between art dealers.7 
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on over 3,000 resales in the fi rst year-and-a-half since its 
inception.11 The common law argument will be further 
discussed below.

Finally, there may be much to learn from how foreign 
legislators solved some of the issues that surround the 
resale royalty question, and these solutions may be appro-
priate for adoption in the U.S. For this reason, we exam-
ine below how international resale royalty laws in two 
important jurisdictions differ from the Proposed Act.

B. The European Union

In 1992, in a report mandated by the 1990 Visual 
Artists Rights Act (which did not adopt resale royalties 
proposed in the initial version of the act of 1987), the 
Copyright Offi ce concluded that it was “not persuaded 
that there are legitimate economic interests of visual art-
ists that would be helped by a resale royalty.”12 However, 
it also determined that “should the European Community 
harmonize existing droit de suite laws, Congress may 
want to take another look at the resale royalty, particular-
ly if the Community decides to extend the royalty to all of 
its member states.”13 In 2001, the European Community 
(now the European Union, or EU) then adopted Directive 
2001/84/EC of the European Parliament and of the Coun-
cil of 27 September 2001 on the resale right for the benefi t 
of the author of an original work of art (the EU Directive), 
and royalty schemes were implemented during the last 
decade in all EU member states.

The EU Directive differs from the Proposed Act in 
some key ways. First, the EU Directive applies to acts 
of resale involving all art market professionals, such as 
salesrooms, art galleries and, in general, any dealers in 
works of art (whether as sellers, buyers or intermediar-
ies). Second, the EU Directive has a lower threshold resale 
price that triggers the royalty, €1,000 or more. Third, the 
royalty rate under the EU Directive is also lower; it varies 
from 0.25% to 4% based on the price of the resale. Finally, 
a royalty cap ensures that the royalties do not exceed 
€12,500, irrespective of the purchase price.14 

C. Australia

The Australian Resale Royalty Right for Visual Art-
ists Act of 2009 (the Australian Act) is similar to the EU 
Directive in applying the resale royalty only to sales that 
involve an art market professional and in its minimum 
threshold resale price ($1,000 Australian dollars). How-
ever, unlike the Proposed Act and the EU Directive, the 
Australian Act imposes a 5% royalty. Moreover, contrary 
to the Proposed Act, which treats failure to pay royalties 
as copyright infringement, the Australian Act instead 
imposes a civil pecuniary penalty, payable to the Com-
monwealth, in addition to the royalty payable to the artist 
for failure to pay the resale royalty.15

royalties on resale of works of art authored by the nation-
als of such foreign country. The basis for the reciprocity 
principle is found in Section 14ter of the Berne Conven-
tion for the Protection of Literary and Artistic Works (the 
Berne Convention) of 1886, the fi rst multilateral copyright 
treaty (to which the U.S. is a signatory), which included 
resale royalty not as a minimum (mandatory) right, but as 
an option under the condition of reciprocity. Accordingly, 
as long as the U.S. does not introduce a resale royalty 
right from which foreign artists can benefi t when their 
works are resold in the U.S., American artists are unable 
to claim royalties when their works are sold abroad.

Existence of resale royalty laws in signifi cant foreign 
jurisdictions undercuts trade diversion argument. The 
existence of such laws in other jurisdictions and the fact 
that the list of countries providing for resale royalties 
continues to grow weakens a key argument against the 
Proposed Act, namely that the imposition of resale royal-
ties in the U.S. will harm the United States’ status as a 
global art hub. The attraction of the U.S. for many dealers, 
the argument goes, is the fact that it is a resale royalty-free 
location. Critics suggest that if the U.S. imposes a resale 
royalty, then sellers will move the sale to locations outside 
the U.S., where there is no resale royalty obligation. How-
ever, given that the trend in important foreign jurisdic-
tions, such as the United Kingdom, is actually adoption 
of resale royalty systems, one must wonder whether U.S. 
adoption of the same legislation would have such unde-
sirable results. Moreover, U.S. adoption may actually lead 
to further expansion of the system to the last important 
jurisdictions lacking resale royalties, which are in Asia. 
There are, of course, also other reasons why art dealing in 
the U.S. should not be affected, such as legal uncertainty 
and limited remedies in certain other resale royalty-free 
jurisdictions, authentication diffi culties in remote jurisdic-
tions, signifi cant foreign transaction costs (such as insur-
ance and shipment from U.S. locations), bigger risk of 
loss and damage, and lack of an established buyers’ base 
for some type of works (all supported by evidence that 
implementation of resale royalties in other countries did 
not affect the art trade in those countries). 

Existence of resale royalty laws in signifi cant com-
mon law jurisdictions helps refute the argument that 
resale royalties are inappropriate for the U.S.’s common 
law system. The recent implementation of resale royalty 
laws in the U.K. and Australia shows that resale royal-
ties do not confl ict with the common law. Many were 
skeptical about the impact that implementation of resale 
royalties would have in the U.K. but collection societies 
estimate that the British resale royalty right has resulted 
in the collection of over £11.4 million since its inception 
in 2006.10 The recent Australian Act has also seen success 
in its short life with over $500,000 in royalties collected 
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B. The Proposed Act Unjustifi ably Discriminates 
Against a Few Large Auction Houses

The Proposed Act would require the payment of re-
sale royalties only by entities that sell “to the highest bid-
der works of visual art in which the cumulative amount 
of such works sold during the previous year is more than 
$25,000,000 and does not solely conduct the sale of visual 
art by the entity on the Internet.”18 This raises three valid 
questions: fi rst, why limit the liability to auction houses 
and release all other entities from it, especially galleries 
and commercial art dealers; second, why set such a high 
annual revenues threshold of $25 million and exclude 
small and medium-size auction houses; and third, why 
include online auctions by the large auction houses, 
which may sell art both on and off line, but exclude other 
auction houses that may meet the annual dollar threshold 
through online sales only? 

It seems that the primary purpose of the narrow 
application of the Proposed Act was to counter a tradi-
tional objection to resale royalties law that focuses on the 
diffi culty to enforce them. Sales by large auction houses 
are public and easily traceable (even if the buyer remains 
anonymous). However, auction sales by smaller auction 
houses (or online auctions) are also public (and other 
professional sales must be reported to the tax authorities). 
Moreover, the Proposed Act provides an enforcement 
role to collecting societies, whose role would be minimal 
(and their commission unjustifi ed) if royalties would be 
paid only by few large auction houses. Collecting societ-
ies can address monitoring and enforcement issues if 
the resale royalty is applied more broadly. Similarly, the 
online exclusion cannot be easily justifi ed by enforcement 
arguments or jurisdictional issues (such as diffi culties 
in determining where the sale occurred) because online 
sales by the large auction houses could be covered by the 
Proposed Act. 

 One may consider that, as with the EU Directive and 
the Australian Act, application of resale royalties to a 
broader transactional base than just large auction houses 
is appropriate to avoid unjustifi ed discrimination and 
ensure that the royalty benefi ts more artists. However, 
in order to facilitate enforcement, the transactional base 
to which the royalties apply should only include public 
deals that are easily monitored. Given that all auctions are 
public, announced in advance and often accompanied by 
catalogues with information on the artist and the works 
(which renders enforcement of the obligation easier),19 the 
obligation to pay resale royalties could apply to all public 
auctions, whether on or offl ine. The public element also 
eliminates privacy problems, which also are often cited in 
criticism of resale royalty laws. 

V. Can Major Drawbacks of Resale Royalty 
Laws Be Avoided in the Proposed Act?

Resale royalties are not without controversy. Critical 
comments have been repeatedly made against such laws, 
both in the U.S. and in other countries. The concern of art 
trade shifting away from the U.S. to jurisdictions where 
resale royalties are not imposed has been discussed. We 
now describe below the other most important and recur-
rent criticism, and explain how the Proposed Act ad-
dresses it or how such criticism could be addressed if the 
Proposed Act were adjusted and modifi ed. 

A. Resale Royalties Only Benefi t Established Artists

Many opponents of resale royalty laws argue that 
they do not benefi t artists or their families who are strug-
gling to survive. Instead, resale royalty laws benefi t those 
artists who experience fame and fortune during their 
lifetime or those artists’ families, which are fi nancially 
sound after the artist’s death without the need for a resale 
royalty. The British lobbying group Artists Against Droit 
de Suite, which included such established artists as David 
Hockney, Karen Appel and Emma Sargeant, has famously 
criticized the resale royalty scheme, saying that it “was 
designed to benefi t artists, but instead creates a shameful 
inequality between famous artists on the one hand and 
struggling artists on the other.” Indeed, evidence suggests 
that in France, 70% of resale royalties were paid to the 
heirs of seven artists, including Picasso and Matisse.16 In 
the U.S., of the hundreds of thousands working artists in 
the ‘90s, only 200 or 300 have had a signifi cant secondary 
market.17 

Instead of arguing with the evidence, the Proposed 
Act addresses these concerns by providing that half of 
the royalties collected in the resale of a work by one 
artist benefi t all American artists by funding purchases 
by nonprofi t art museums in the U.S. of works by living 
artists domiciled in the U.S. This is a key element of the 
Act precisely because it corrects a potential imbalance in 
resale royalty laws and neutralizes a major problem in 
those laws. The Proposed Act would contribute to a large 
community of American artists, since art museums will 
have to use the funds received from resale royalties to buy 
works by living artists only. This will not only result in 
increased primary-market-sale revenues for these artists 
(namely, those generated from the sale of works to muse-
ums) but also will boost the resale value of these artists’ 
other works (gaining from the market knowledge that 
museums bought their works). However, the Proposed 
Act’s application of resale royalties only to large auction 
houses may be seen as undermining the goal of spread-
ing the benefi ts of the royalties among many artists, since 
only the works of the most established artists will be sold 
at large auction houses. This will be further discussed in 
the next Section. 
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money available for buyers to buy art directly from art-
ists.22 Second, the royalty weakens the secondary market 
because it imposes a fi nancial burden on purchasers on 
the secondary market without any reciprocal benefi t to 
the actors buying and selling on the secondary market. 
Third (and not necessarily consistent with the other 
two), monitoring and enforcement of the resale royalty 
is impossible and collection societies profi t more than 
artists.23 All of the above is probably true to some extent. 
Especially in tough economic times, imposing an addi-
tional fi nancial burden on the sale of art is likely to result 
in weakening the art market. 

Naturally, the more limited the universe of persons 
liable to pay resale royalties, the smaller the effect on the 
market. Therefore, application of resale royalties only to 
sales by very few large auction houses, as addressed in 
the Proposed Act, leaving most art professionals unaf-
fected, imposes the smallest burden on the market as 
a whole. As discussed earlier, however, such a narrow 
application is also problematic because of discrimination 
and the limited number of artists who can directly benefi t 
from the royalty. Instead of such narrow application, the 
ineffectiveness problem can be mitigated by a combina-
tion of (i) a high minimum resale price (serving to exempt 
many art sales from the royalty payment obligation 
and prevent signifi cant negative impact on small auc-
tion houses), (ii) a cap on royalty payments as provided 
under the EU Directive (to ensure that important art sales, 
including by the large auction houses, are not subject to 
millions of dollars in royalty payments) and (iii) adjust-
ment downwards of the royalty rate from 7% to a fi gure more 
consistent with foreign laws where the royalty is between 
3% and 5%;24 the royalty rate should not be so high as 
to inhibit sales nor so low that it makes it not worth the 
administrative hurdles and cost.

Finally, the Proposed Act provides that failure to pay 
royalties constitutes copyright infringement. In order to 
bring an action for infringement, however, a copyright 
owner must fi rst register the copyrighted work with 
the Copyright Offi ce (and pay associated fees).25 This 
would create an unnecessary administrative and, ironi-
cally, fi nancial burden for artists or collecting societies in 
attempts to enforce the resale royalty obligation. It seems 
more appropriate for the failure to comply to be remedied 
by other civil remedies, such as under the Australian Act. 
Dissociating resale royalties from copyright infringement 
is also appropriate in light of the fi rst sale doctrine that 
generally permits the lawful owner of a copyrighted work 
to sell the work without the consent of the owner.26

F. Resale Royalties Are Contrary to the Essence of 
U.S. Copyright Law

The fi nal signifi cant criticism of resale royalty con-
cerns its alleged confl ict with copyright law in common 
law countries. This is because common law jurisdictions, 

C. Resale Royalties Compensate Artists for 
Contribution of Collectors and Dealers Who Take 
the Risks and Promote the Art

Many commentators argue that the resale royalty 
does not benefi t those members of the secondary market 
who contribute to the increased value of the artwork, 
such as art dealers and gallery owners, who are infl uen-
tial in shaping the art market and promoting particular 
works and artists, and collectors/investors who purchase 
works by unknown artists, taking big risks and often suf-
fering losses.20 Critics of resale royalties note that these 
actors are penalized for the increased value in an artist’s 
resale price when such actors are in fact responsible for 
such an increase, as well as the increase in the value of 
works by the same artist on the primary market. Never-
theless, even those critics would agree that at least a por-
tion of the value of the work in the secondary market is 
derived from the contribution of the artist himself or her-
self (one of the main justifi cations for the law is recogni-
tion of the artist’s role in the increase in value between the 
initial and secondary sale). In the absence of a method to 
quantify the contribution of each actor it is only fair that 
the artists receive a small portion of the benefi t obtained 
through secondary sale, while collectors, art dealers and 
auction houses are obviously not deprived of their own 
share. 

D. Artists Have Other Sources of Revenue

Another criticism of resale royalties focuses on the 
fact that there are other avenues that allow artists to col-
lect additional funds from their works, such as royalties 
from licensing the copyright in the works (e.g., for use on 
merchandise) and increased sales on the primary market 
once their other works are being sold on the resale market 
at higher values. Commentators suggest that these other 
avenues are more lucrative for the artist and his or her 
family than relying on a resale royalty. 

However, visual artists do not usually benefi t from 
the increased value of their works in the same way as 
other creators (such as authors and composers, who can 
often receive steady remuneration over time). Museums 
do not need to pay for display (even if permanent) of 
works they acquire, and licensing revenues from mer-
chandizing are only relevant to the most successful visual 
artist. Similarly, only very few works become popular 
enough to be the object of a profi table mass reproduc-
tion.21 Moreover, some artists may consider certain means 
of commercialization of their works (e.g., licensing for 
T-shirts or shoes) to “cheapen” their styles/works.  

E. Resale Royalties Are Economically Ineffective 

Many commentators argue that resale royalty laws 
cause more harm to the market than they do to benefi t 
artists. This argument is threefold. First, resale royalties 
decrease sales in the primary market because there is less 
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public element eliminates privacy problems, which 
also are often cited in criticism of resale royalty 
laws. Application to auctions would thus create the 
fewest problems of enforcement and be the most 
workable.28

• Keep the Proposed Act’s high minimum resale price, 
which serves to exempt many of the sales in small 
auction houses. The minimum resale price applied 
by the Proposed Act ($10,000, below which no 
royalties are paid) is high in comparison with other 
jurisdictions.29 A high minimum resale price means 
that fewer artists directly benefi t from royalties 
(as opposed to indirect benefi t through museum 
acquisitions) but also that a larger proportion of 
the art market (precisely that portion that can be 
most affected by an additional fi nancial burden) is 
discharged from royalty liability. 

• Cap on royalty payments will ensure that impor-
tant art sales are not subject to millions of dollars 
in royalty payments. For example, in the case of 
Sleeping Girl, a Roy Lichtenstein work from 1964, 
that was sold this year for $44.9 million at Sotheby’s 
New York sale of post-war and contemporary art 
sale, the royalties payable under the Proposed Act 
would have been $3.143 million, an amount that 
supports the ineffectiveness argument set forth 
above.30

• Adjustment downwards of the royalty rate; role of 
collecting societies. The royalty rate should not be 
so high as to inhibit sales nor so low that makes it 
not worth the administrative hurdles. Most juris-
dictions apply a 3% to 5% rate and concern of trade 
diversion would be eliminated if a similar rate (e.g., 
5%) is applied. If economic valuations show that 
the income from such a rate might not be suffi cient, 
the commission paid to collecting societies can be 
reduced from 18% (a relatively high fi gure that may 
not be justifi ed, especially if only public auctions 
are covered). However, the role of collecting societ-
ies should probably not be eliminated altogether 
because there will also be economies of scale in 
monitoring and administration costs, making the 
collection system more effi cient and cost-effective.31

• Failure to pay should not constitute copyright 
infringement and a separate civil remedy should be 
made available.
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This article will highlight problems that past plaintiffs 
have experienced in attempting to bring the NCAA to 
court. The article will then turn to O’Bannon v. NCAA, a 
case that challenges the NCAA’s ability to capitalize off of 
student-athlete image and likeness in perpetuity. Finally, 
the article will address what steps the NCAA and colleges 
can take to be more equitable toward student-athletes, 
and what will likely happen if non-payment continues.

Proposition 16: The Disparate Impact Argument 
That Cannot Touch the NCAA

It is no secret that many obstacles prevent high school 
athletes from becoming Division I college stars.9 Out of 
87,000 high school seniors playing basketball, only 2,910 
will achieve a college scholarship.10 From those, only 130 
will play professionally overseas, and 30 will be in the 
NBA.11 The fi rst hurdle to becoming a superstar athlete 
comes in the form of minimum academic requirements 
for student-athlete admission. The requirements, known 
as Proposition 16, have been challenged as having a 
disparate impact on African American students.12 In 2002, 
the Third Circuit found in Pryor v. NCAA that the NCAA 
at least knew that the implementation of the standards 
would reduce the number of African American students 
who would benefi t from scholarships.13 The court even 
found that the NCAA may have in fact intended for this 
result to occur.14 

The NCAA enacted its fi rst set of eligibility require-
ments in 1986 as Proposition 48.15 Requirements were 
strengthened in 1995, when the NCAA enacted Proposi-
tion 16 in response to the concern that admitted students 
“were not prepared to succeed in college and graduate.”16 
Proposition 48 set GPA and SAT minimum require-
ments for admitted students: a minimum GPA of 2.0 in 
11 core courses and minimum SAT score of 700.17 With 
the implementation of Proposition 16, the scores run on 
a sliding scale, therefore a combination of a lower SAT 
and higher GPA is also acceptable.18 Students who do not 
meet this minimum standard are ineligible for Division I 
scholarships.19 

The disparate impact issue arises when one considers 
the racial composition of poor performing high schools.20 
The standards impact students from high schools with 
lower budgets, which are likely to serve minority stu-
dents.21 Lower income high school students traditionally 
produce lower standardized test scores.22 The result is 
even more disheartening when it is considered that many 

Introduction
The National Collegiate Athletic Association (NCAA) 

has built its multi-million dollar business relying on the 
talent of student-athletes. While not allowing its players 
to profi t fi nancially, the NCAA acts as a stepping-stone 
for men who want to be professional athletes. As a result, 
student-athletes do without compensation and many 
drop out before attaining their degrees. This phenom-
enon disproportionally impacts African American men.1 
However, settled case law dictates that private disparate 
impact suits cannot be brought against private actors, 
such as the NCAA.2 Thus it is impossible to argue for 
compensation on the basis that non-payment disparately 
impacts African American students.3 Another cause of 
action must be found. 

“O’Bannon v. NCAA attempts to deliver 
some of the NCAA’s profits to student-
athletes.… Originally filed on behalf of 
all former NCAA athletes for the right to 
profits off their names and likenesses, 
the plaintiffs now seek to add current 
NCAA athletes to the class. If the request 
is granted, O’Bannon v. NCAA could 
drastically change the NCAA’s way of 
doing business.”

As Taylor Branch lamented in his now-famous article 
for the Atlantic Monthly, titled The Shame of College Sports, 
young African American men are not reaping the full 
rewards of the athletic efforts.4 However, the best way to 
attack this perceived inequity may be to step back from 
the Title VI rights and, instead, seek compensation based 
on a right of publicity, in an attempt to acquire a por-
tion of the NCAA’s profi ts generated from the name and 
likeness of student-athletes. One current case is poised to 
argue just that.5 

O’Bannon v. NCAA attempts to deliver some of 
the NCAA’s profi ts to student-athletes, rather than the 
organization.6 Originally fi led on behalf of all former 
NCAA athletes for the right to profi t off their names and 
likenesses, the plaintiffs now seek to add current NCAA 
athletes to the class.7 If the request is granted, O’Bannon v. 
NCAA could drastically change the NCAA’s way of doing 
business.8 

Dollars and No Sense:
The Disparate Impact of Student-Athlete Non-Payment 
on Minorities, and How O’Bannon v. NCAA Could Solve It
By Amber J. Slattery
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O’Bannon’s Sherman Act Antitrust claims.38 In Octo-
ber 2011, former Boston Celtics star center Bill Russell 
also joined O’Bannon’s suit after initially fi ling his own 
against the NCAA and Electronic Arts, Inc., the second-
largest U.S. video-game maker.39 However, the plaintiffs 
experienced a setback in February 2012, when U.S. Mag-
istrate Judge Nathanial Cousins denied their subpoena 
request for all licensing agreements between the NCAA 
and outside sources, including all documents between 
NCAA and Electronic Arts.40 Nonetheless, the NCAA’s 
motion to dismiss the case was denied earlier this year, 
and litigation looms.41

O’Bannon seeks to include current student-athletes 
in the class action and set up trust funds into which the 
NCAA would contribute the profi ts it garnered from 
student-athlete images and likenesses.42 Although spe-
cifi c details of the trusts would be subject to more litiga-
tion, O’Bannon seems to suggest that all players should 
share equally from the image and likeness of any player 
on the team.43 The practical implications of a success for 
O’Bannon could be far-reaching: counsel for the NCAA 
has asserted that the organization would be prohibited 
from releasing archived images unless “every student-
athlete, coach, band member, cheerleader, and fan in a 
photo or camera shot received compensation.”44

Other Means of Compensation
Until O’Bannon or any other case provides a legal ba-

sis for ordering student-athlete compensation, advocates 
for payment will continue to make policy arguments. 
Creative types of compensation include “pay for play,” 
stipends, health insurance payments, and endorsement 
deals. 

“Pay for Play”

Straight “pay for play” is frequently proposed as 
a way to compensate student-athletes for their athletic 
performances and prevent them from dropping out of 
school.45 Paying college athletes on salary is one of the 
most controversial issues in the American sports world.46 
Schools turn a large profi t from ticket sales, concessions, 
player jerseys, and television contracts as a result of 
successful athletic programs, and many could afford to 
pay their athletes from the generated revenue.47 While 
the schools and coaches enjoy the profi ts, the athletes 
are explicitly prohibited from accepting money, gifts, 
and payment for meals in connection to their player 
status.48 Advocates for non-payment insist on maintain-
ing amateurism in college sports.49 Student-athletes, so 
the argument goes, are students fi rst.50 Many believe that 
paying athletes would encourage the athletes to ignore 
academics.51 Further, students are “paid”—in Division I 
sports, students can get a full scholarship to cover the cost 
of tuition.52 Moreover, universities are not incorrect to 
encourage academic achievement over sporting stardom, 

of the minority students who rely on sports to gain their 
college education would be unable to afford school any 
other way.23 Even college coaches express discomfort 
about the negative impact of the policy.24 

Despite the effect Proposition 16 has on reducing 
scholarship opportunities for African American students, 
legal challenges to Proposition 16 have been unsuc-
cessful.25 In order to pursue a claim of disparate impact 
under 601 of Title IV of the Civil Rights Act of 1964, one 
must show intentional discrimination on the basis of 
race, color, or national origin in a program that receives 
federal assistance.26 The NCAA has been found not to be 
a program that receives federal assistance, and thus even 
a showing of intentional discrimination would not suffi ce 
to make the NCAA’s eligibility requirements violations of 
Title IV.27 The death knell essentially rang in Alexander v. 
Sandoval in 2002.28 Although the NCAA was not a party 
to the case, the holding was a win for the organization, 
as it put an end to private disparate impact suits against 
private actors.29 

Any argument that non-payment of student-athletes 
disparately impacts African Americans by effectively 
preventing student-athletes from earning enough money 
to allow them to stay in school would likely fail under 
the Sandoval rationale. However, alternative theories ex-
ist. As O’Bannon v. NCAA demonstrates, there is poten-
tial for current NCAA athletes to gain all rights to their 
names and likenesses for purposes of television, sports 
paraphernalia, and video games. Along with those rights 
come profi ts. 

O’Bannon v. NCAA
In September 2012, Ed O’Bannon, former UCLA 

basketball superstar, sought to include current Division 1 
football and men’s basketball players in his pending class 
action lawsuit against the NCAA.30 The case received 
immediate attention from the press when it was fi rst fi led 
in the U.S. District Court in San Francisco in 2009.31 At 
that time, O’Bannon sought to enjoin the NCAA from 
profi ting off the images and likenesses of former college 
athletes in media forms such as DVDs, photographs, and 
video games.32 Currently, college athletes convey to the 
NCAA the right to use their names and pictures before 
they even begin playing for their teams.33 Athletes risk in-
eligibility and loss of their scholarships if they do not sign 
the “student-athlete” statement.34 O’Bannon asserts that 
the statement is an unenforceable contract of adhesion.35 

O’Bannon’s lawsuit has continued to increase in 
scope since the initial fi ling.36 The consolidated complaint 
from March 2010 joined O’Bannon’s suit to that of former 
Nebraska football player Sam Keller and former National 
Basketball Association (NBA) star Oscar Robertson.37 The 
compliant addressed right to publicity and related claims 
as expressed in the original Keller complaint, as well as 
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amateurism and Title IX compliance provided the root of 
most of the pushback.73 The use of stipends is not unprec-
edented: until 1972, athletes had permission to receive 
small payments for living expenses.74 Colleges also insist 
that they cannot afford to grant stipends to their most 
profi table athletes, and many truthfully cannot.75 In order 
to be practicable, NCAA rules would need to differentiate 
consistently profi table athletic powerhouses from schools 
with small athletic budgets. 

Health Insurance

If student-athletes are not granted some form of mon-
etary compensation, an alternative possibility is that they 
be afforded suffi cient health care in case of injury due 
to athletic performance. Many student-athletes do not 
receive medical bill coverage from their universities.76 If a 
student-athlete accrues large medical bills as a result of an 
athletic injury, those bills may go uncovered and the stu-
dent can lose his or her athletic scholarship.77 Programs 
that do not fully cover athlete injuries are especially 
harmful, because most students have the expectation that 
they are fully covered.78 While this proposal is unlikely to 
please those who believe athletes are entitled to a percent-
age of their schools’ profi ts, it would at least ensure that 
colleges and the NCAA remain responsible for the well-
being of the talent behind the cash. 

Endorsement Deals

Colleges may fi nd endorsement deals a balanced 
solution to allowing student-athletes to earn money.79 
Allowing students to take compensation for endorsing 
products would not require the school to provide money 
to students; it would simply allow students to accept pay-
ment from outside sources who seek to use the students’ 
names or likenesses when promoting products.80 Current 
NCAA rules bar students from accepting endorsements.81 
However, allowing college athletes to receive money from 
corporations such as Nike and Adidas would appear to 
solve the student-athlete non-payment problem, while 
requiring no fi nancial sacrifi ce from educational institu-
tions.82 Again, the major argument against students ac-
cepting endorsements is to preserve the culture of ama-
teurism in college sports.83 

Why Pay Student-Athletes at All?

The Nexus Between Race and Student-Athlete 
Dropout

The NCAA asserts that college athletes are students 
fi rst and that a college degree is adequate payment.84 
However, the benefi t to students falls off sharply if the 
student does not stay in college.85 African Americans 
are less likely to benefi t from their college experiences 
because they are less likely to have a social and fi nancial 
safety net required for success.86 Additionally, they are 
more likely to drop out of college before completion than 
their white counterparts.87 The graduation gap between 

as only one percent of college athletes will compete pro-
fessionally.53 The rest, presumably, use sports as a way to 
fi nance an education that will lead to employment.54 

If providing fi nancial compensation to athletes 
resulted in fewer receiving an education and graduating, 
the NCAA would be justifi ed in insisting on nonpayment. 
However, just the opposite is true: many athletes can-
not afford not to support themselves, due to an NCAA 
prohibition on athletes earning over $2,500 yearly doing 
outside work.55 The NCAA “presumably limits intercolle-
giate sports to 20 hours of athletically-related activity per 
week,” but in practice, athletes invest as much as 40 to 
50 hours per week.56 Athletes must travel to away games 
during the year and give up summers for extra training.57 
The NCAA also requires students to take a full course 
load.58 

As student-athletes have little time for employment 
and would be barred from earning much money any-
way, many cannot withstand the fi nancial pressure and 
are forced to drop out of school.59 The NCAA’s policy is 
questionable, as many non-athlete college students work 
long hours and receive fi nancial compensation or college 
credits for their efforts, with no complaint from colleges.60 
Further, in light of the long hours required for team par-
ticipation, allowing student-athletes to hold substantial 
part time jobs is an impracticable solution.61 

Opponents to student-athlete payment raise several 
arguments. First, colleges are hesitant to broach college 
athlete payment because of inevitable Title IX concerns.62 
Title IX was enacted in 1972 to create equal opportunities 
for men and women.63 The dramatic increase of women’s 
sports since the passage of Title IX is widely praised, but 
the sports programs typically operate at a fi nancial defi -
cit.64 Thus, while women’s programs are socially invalu-
able, they only remain fi nancially afl oat because of the 
profi tability of men’s sports.65 Payment to athletes would 
violate Title IX for two reasons: 1) payment would go 
exclusively to profi table sports, which are usually men’s 
sports, and 2) profi t from men’s sports would no longer 
fund female sports, making them diffi cult for universities 
to fi nance.66 In legal terms, it would be diffi cult for a pay-
ment plan to pass Title IX restrictions.67 

Second, even among men’s sports, only basketball 
and football have actual potential to operate at a profi t,68 
and men’s basketball is not a guaranteed money-maker.69 
Therefore, profi t from men’s sports is many times al-
ready spoken for and is the sole supporter of unprofi table 
women’s sport programs.70 Simply paying men’s basket-
ball and football players, then, is not so simple.

Stipends

Colleges could grant student-athletes small stipends 
to cover living expenses.71 The NCAA attempted a plan 
to grant stipends to athletes, but the effort was shelved in 
December 2011.72 Once again, concerns over a culture of 
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Conclusion
College sports amounts to big business. The NCAA is 

exempt from heavy taxes because of its status as an edu-
cational institution.106 While free from taxes, the NCAA 
makes more than $4 billion in licensing deals.107 It is no 
surprise that student-athletes (or in the case of O’Bannon 
litigants, former student-athletes) wonder where their 
share  of the profi ts have gone. While the impact of stu-
dent-athlete non-payment may affect African American 
men more acutely, case law suggests that an argument 
based on disparate treatment will not touch the NCAA. 
The right to control one’s own name and likeness, how-
ever, may be just the ticket for which these athletes are 
looking. It will be interesting to keep an eye on O’Bannon 
v. NCAA and its impact on the NCAA’s stance on student-
athlete compensation. 
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black and white student-athletes displays this disparity.88 
African American basketball players graduated at only 
67% in 2012.89 Football and basketball athletes in general, 
regardless of race, have a lower graduation rate than 
other students.90 Overall, low graduation rates appear 
to be a college athlete problem, further increased if the 
athlete is African American. If student-athletes are able to 
earn enough money to cover discretionary expenses, they 
could be less inclined to drop out of school. 

Coach Salaries 

While student-athletes are barred from making mon-
ey from their athletic endeavors, coach salaries for men’s 
basketball and football frequently run in the millions 
of dollars.91 The top basketball coach salary is earned 
by Louisville’s Rich Pitino, who makes $7.5 million per 
year.92 The highest salary in college football goes to Ohio 
State coach Urban Meyer, who is set to make $4 million 
in 2012.93 The average football salary for the 2012 season 
will increase by 35% from the prior year, meaning the 
average compensation will rise from $1.1 million to $1.5 
million.94 The disparity between athlete non-payment and 
coach compensation is striking and surely noticed by the 
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Agents

If student-athletes are not granted the opportunity to 
earn money, many will continue to do what they do now: 
accept gifts from agents.95 Sports agents frequently give 
money to promising young athletes with the hope that 
the athletes will sign with them later when they join the 
professional leagues.96 Although the NCAA and many 
states have rules banning this behavior, such rules are not 
heavily enforced.97 Some agents provide lavish gifts, but 
more frequently athletes rely on agents for cash to cover 
basic expenses.98 Despite full knowledge that students 
and agents break the rules, the NCAA has not launched a 
crackdown.99 The prevalence of the agents paying play-
ers cannot be understated: “[i]nvolvement of unethical 
sports agents with student-athletes is the biggest problem 
plaguing NCAA basketball today.”100 If students were 
given basic stipends, they would be less susceptible to 
being bought out by agents.101 The NCAA forbids player 
involvement with agents, but as a result, players just 
engage with agents illicitly.102 The Sports Agent Respon-
sibility and Trust Act (SPARTA), which attempted to ban 
sport agents paying student-athletes, has been federal 
law since 2003, but has never been enforced.103 As such, 
students and agents continue their mutually lucrative 
relationship illegally.104 Agent corruption is so common-
place that agents who do not pay athletes are essentially 
incapable of competing for the most talented athletes.105 
The athlete-agent relationship alleviates student-athlete 
poverty in the short term, but does not provide a legal 
way for student-athletes to provide for themselves. 
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Though some feminists, i.e., second wave feminists circa 
1960s, have aligned with Miller to claim that pornography 
harms women by degrading them publicly and politically, 
this article will rely on the third wave feminist contention, 
which arose in the 1980s, that art does not harm women, 
but those pornographic productions that require duress, 
abuse, or sexual enslavement of the actors do. Although 
Miller tests whether a pornographic depiction has an 
artistic value, the test fails to adequately judge shock art 
because it treats patently offensive art disfavorably. Miller 
allows the government to criminalize offensive shock art, 
yet it fails to categorically criminalize the prurient depic-
tion of actual harm and sexual abuse if it does not offend 
the local community. Long before the Court measures 
whether a depiction has offended a community, it should 
punish the production of images that harm actors. The 
Court uses the harm principle to judge child pornogra-
phy, and analogously, the use of the harm principle to 
judge obscenity would standardize the reasoning behind 
the criminalization of some pornographic depictions.18

 Section I of this article analyzes the Court’s obscen-
ity test, and also considers how the expansion of privacy 
rights since 1973, when the current obscenity test was de-
veloped, has reframed questions regarding Internet-based 
pornography. Section II addresses the role of shock art in 
society and questions whether sexual shock art should 
be protected speech under the Court’s obscenity analysis. 
Section III develops a new test for obscenity incorporating 
the harm principle; it would not ask whether the viewer 
suffered harm, but rather whether the person depicted 
in the pornography was the victim of a crime during 
production or suffered severe duress that amounts to sex 
traffi cking. 

I. Free Speech
The right to free speech is guaranteed by the First 

Amendment of the U.S. Constitution.19 It provides: 
“Congress shall make no law…abridging the freedom of 
speech.”20 Lawmakers may restrict the content of speech 
if and only if it is necessary to achieve a compelling 
governmental interest.21 Such curbs must be narrowly 
tailored to accomplish the government’s interest and 
must do so using the least restrictive means possible.22 
Although laws that proscribe the sale and distribution 
of obscenity are not abridgments of free speech since ob-
scenity is not protected speech,23 they do in actuality act 
as restrictions by virtue of the lack of protection.24

Introduction
The First Amendment should protect all speech,2 but 

it does not.3 Courts should strictly scrutinize all content-
based restraints on speech,4 but they do not.5 “Obscen-
ity” is not protected speech.6 The meaning of obscenity 
in federal criminal statutes is largely left undefi ned.7 Yet 
depictions of scatological pornography routinely invite 
prosecution.8 Directors of scatological fetish fi lms are 
criminally sanctioned even if they claim that their fi lms 
are protected under the First Amendment as shock art.9

“[T]he Miller test is outdated and 
uncertain.… [T]he main problem with 
Miller is that it permits depictions of 
actual abuse while it paternalistically 
blockades shock art or depictions of legal, 
harmless sex acts.”

In Miller v. California,10 the Supreme Court created a 
test for whether material was obscene and therefore be-
yond the protection of the First Amendment. Under Mill-
er, whether or not expression is determined to be obscene 
depends on the following three factors:

[First,] whether “the average person, ap-
plying contemporary community stan-
dards” would fi nd that the work, taken 
as a whole, appeals to the prurient inter-
est, [second,] whether the work depicts 
or describes, in a patently offensive way, 
sexual conduct specifi cally defi ned by the 
applicable state law; and [third,] whether 
the work, taken as a whole, lacks seri-
ous literary, artistic, political, or scientifi c 
value.11

However, the Miller test is outdated and uncertain.12 

This article contends that the main problem with 
Miller is that it permits depictions of actual abuse13 while 
it paternalistically blockades shock art or depictions of 
legal, harmless sex acts.14 Rather than continuing to em-
ploy the Miller test, the Supreme Court should look to 
the harm principle15 and feminist ideology16 to derive 
a more salient test for obscenity that is less biased and 
paternalistic. 

The harm principle would ask whether a person was 
actually harmed by the production of the pornography.17 

Two Films, One Law: An Analysis of Social Deviance in 
Gender, Family, or the Home (Etudes 7)1

By Carmen M. Cusack
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were subject to a conjunctive three-prong test to deter-
mine whether they could be prosecuted under the ob-
scenity statute.43 As we have seen, the test provides that 
obscenity is determined by three factors:

(a) whether the average person, apply-
ing contemporary community standards 
would fi nd that the work, taken as a 
whole, appeals to the prurient inter-
est; (b) whether the work depicts or 
describes, in a patently offensive44 way, 
sexual conduct specifi cally defi ned by 
the applicable state law; and (c) whether 
the work, taken as a whole, lacks seri-
ous literary, artistic, political, or scientifi c 
value. 45

Miller did not turn on whether the depictions them-
selves were obscene; rather, it turned on whether the 
unsolicited distribution of pornography constituted ob-
scenity and therefore unprotected speech. The Court held, 
“[t]his case involves the application of a State’s criminal 
obscenity statute to a situation in which sexually explicit 
materials have been thrust by aggressive sales action 
upon unwilling recipients who had in no way indicated 
any desire to receive such materials.”46 The Miller Court 
explained that its decision to use rational review in this 
case hinged on the state’s interest in protecting unwill-
ing members of the public from encountering unsolicited 
materials.47 

This Court has recognized that the States 
have a legitimate interest in prohibiting 
dissemination or exhibition of obscene 
material when the mode of dissemination 
carries with it a signifi cant danger of of-
fending the sensibilities of unwilling re-
cipients or of exposure to juveniles. Stan-
ley v. Georgia, 394 U.S. 557, 567 (1969).48

The Miller test, then, is truly a test for measuring 
whether pornography is prosecutable under obscenity 
statutes if it enters the public domain without solicita-
tion.49 When material is privately possessed, like in 
Stanley,50 the Court has strictly scrutinized content-based 
restrictions.51 Therefore, Miller leaves room to argue that 
privately distributed or solicited, prurient pornography is 
protected even if it is patently offensive.52 

B. Obscenity after Lawrence

Many states have restrictions on the use of excrement 
in adult fi lms.53  In Lawrence v. Texas,54 the Court found 
that, under the right to privacy, all consenting adults have 
the right to engage in non-harmful, consensual sex in 
the privacy of the bedroom.55  Though Lawrence was not 
decided on free speech grounds, its theoretical underpin-
nings arguably apply to that setting.56

A. Federal and State Obscenity

Obscenity statutes operate on case-by-case bases. 25 
Thus, it is left to community interpretations to supply 
the defi nitional basis for federal obscenity judgments.26 
Courts have been willing to use outdated notions of 
sexual morality to dictate sexual normativity and defi ne 
obscenity as the depiction of that which is sexually im-
moral.27 Images that depict sexual use of feces and urine 
are often considered obscene.28 The mere possession of 
obscenity is illegal.29 Accordingly, it is not illegal to create 
homemade images  and privately possess them or to pos-
sess another’s obscene images; rather it is only illegal to 
commercially produce, sell, or transport obscenity.30

Laws that restrict or proscribe the sale, production, 
and transportation of obscenity are, by any common-
sense view, content-based infringements on speech, but 
they do not receive heightened scrutiny from the Court. 31 
That is because, if the matter in question is obscene under 
the Miller test, it is categorically unprotected.32 As a result, 
obscenity laws face only rational basis review,33 which 
requires simply a showing that there is a rational relation-
ship between the government’s legitimate interest in cen-
sorship and the censoring regulation.34 In short, any free 
speech challenge to an obscenity law is not likely to be 
overturned if the Court fi nds that the material is obscene 
using the Miller test.35 If the material is not obscene under 
Miller, the Court is likely to fi nd that the defendant’s ac-
tions were not criminal36 rather than invalidate the law 
itself which, by defi nition, bars unprotected conduct. 

The Miller test originated in Miller v. California,37 in 
which the defendant engaged in a massive advertising 
campaign to support his pornographic bookstore.38 As a 
part of this campaign, he mailed unsolicited ads featuring 
pornographic images. 

The brochures advertise[d] four books 
entitled “Intercourse,” “Man-Woman,” 
“Sex Orgies Illustrated,” and “An Illus-
trated History of Pornography,” and a 
fi lm entitled “Marital Intercourse.” While 
the brochures contain some descriptive 
printed material, primarily they consist of 
pictures and drawings very explicitly de-
picting men and women in groups of two 
or more engaging in a variety of sexual 
activities, with genitals often prominently 
displayed.39 

After several complaints, the police arrested the defen-
dant, and he was tried and convicted.40

When the case reached the Supreme Court, the Court 
held that the First Amendment did not protect the unso-
licited distribution of pornography.41 The Court found 
that laws that proscribe obscenity do not occasion strict 
scrutiny.42 Instead, the defendant’s unsolicited depictions 
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tion was so widespread that it sparked countless parodies 
online and on television.69 The trend inspired humorous 
“reactions” by puppets, animal companions, and other 
faux viewers.70 In short, millions of people participated 
in the grotesque misadventure of watching “2 Girls 1 
Cup.”71 They watched it and showed it to their friends 
and family for the purpose of glorifying their disgust and 
horror as they watched two women eat feces, as if it were 
ice cream, from a single cup.72

Figu re 1. Public’s Interest in “2 Girls 1 Cup” as Co mpared to 
Public’s Interest in “Freedom of Speech”73

Like the defendant in Miller, Director Marco Fiorito 
intended for “2 Girls 1 Cup” to be an advertisement for 
his movie Hungry Bitches.74 Allegedly, Hungry Bitches in-
cluded many short fi lms that depicted people consuming 
revolting matter like vomit. When the trailer hit the In-
ternet, it went viral.75 People repeatedly downloaded the 
material online and shared it with others.76 Othe r actors 
repeated the “2 Girls 1 Cup” scene and posted their hom-
age knockoffs online.77 The  images were accessible with-
out safeguards and were available to the public for free.78 
The  concept and the act became part of the public domain 
and pop culture.79

Fiorito’s lawyer was charged by the United States in 
conjunction with the sale, production, and transportation 
of obscenity.80 He p led and was sentenced to three years 
of unsupervised probation and Fiorito’s company had 
to forfeit $98,000 of assets in Florida.81 Fiorito’s lawyer 
was charged under federal obscenity statutes,82 which 
proscribe the broadcasting, transporting, or selling of 
obscenity.83 The statutes do not offer examples of obscen-
ity or a defi nition that specifi es which acts are included.84 
This proscription was at play since the video was trans-
ported and sold across international and state lines, in the 
process violating a number of state obscenity statutes.85 
Spec ifi c state statutes that include the sexualization of 
excrement under obscenity proscriptions could have in-
fl uenced the way federal prosecutors applied the federal 
statute.86

If one were to apply the Miller test to “2 Girls 1 Cup,” 
the fi rst question to ask would be “whether ‘the average 
person, applying contemporary community standards 
would fi nd that the work, taken as a whole, appeals to 
the prurient interest.’”87 This question is multitiered.88 

[C]onsumption today of sexually explicit 
adult material—with the advent of the 
Internet, DVD, and Video On Demand—
occurs largely in the privacy of the 
home rather than in public places where 
adults and minors might be acciden-
tally exposed to it. The Supreme Court’s 
privacy and substantive due process 
jurisprudence—embodied in Lawrence v. 
Texas—now buttresses First Amendment-
based free speech arguments to support 
protection for the distribution and sale to 
consenting adults of material that would 
currently be obscene under Miller. There-
fore, obscenity laws must be abandoned, 
and First Amendment protection must be 
given to such content.57 

Restrictions on fecalphelia in Internet-distributed 
fi lms should be invalidated under Lawrence because 
the restrictions dictate the moralities of the consenting 
adults in the fi lm and the sexual habits of consenting 
adults in private when the sexual acts are consensual 
and non-harmful.58 Images that depict non-normative 
sexual behavior should not be considered obscene when 
the behavior itself is protected under the right to privacy 
and the viewers of those depictions elect to witness those 
legal acts.59 In Extreme Associates, the District Court in the 
Western District of Pennsylvania cited Lawrence to dismiss 
obscenity charges.60 “The  District Court indicated that 
the Lawrence decision seriously undermines the validity of 
the statutes themselves, as well as earlier Supreme Court 
decisions upholding those statutes on public morality 
grounds.”61 The st  ate does not have a legitimate interest 
in upholding public morality or regulating consensual 
sexual activity in private.62 The decision was overturned, 
but the holding set forth the logic.63 Though the private 
acts included in Lawrence do not necessarily include the 
creation of fecalphelic pornography and traditional anal 
sex does not necessitate fecalphelic acts, anal sex, which is 
protected conduct, can often involve the introduction of 
fecal matter into the bedroom.64 To limit the distribution 
of images that depict protected conduct, which do not 
attest to any harm or nonconsensual activity, suggests a 
prejudice against anal-oriented sexuality, especially con-
sidering that the government has a pattern of discriminat-
ing against depictions of non-heterosexual-male centered 
expressions of sexual pleasure in pornography.65 In many 
states, depiction of feces, which may be routinely present 
during anal sex, is considered patently offensive.66

II.  Shock Art
In 2007, the Internet experienced a new phenom-

enon.67 People from every economic stratus, race, culture, 
geographic location, and age posted videos of viewers’ 
responses to a video entitled “2 Girls 1 Cup.”68 The  sensa-
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cially considering that the viewers believed that the sub-
stance was excrement, the consensual aspect is relevant 
to this analysis.109 Unlike obscenity, the actors in Fiorito’s 
fi lm undertook an activity consensually, whether or not 
they did so with chocolate or feces.110 Second, the fact that 
Fiorito used chocolate indicates that the feces is not the 
powerful element in the fi lm.111 It is the audience’s belief 
that feces is being eaten that is the signifi cant.112 This 
greater focus overrides the actual image and is what must 
be communicated.113 Why? It must be communicated 
because whether it is cho colate or feces, the depiction of 
eating feces leaves the audience in disbelief. It shocks the 
audience.114 Fiorito probably knew that the fi lm would in-
spire horror and marketed the shocking content in order 
to grab attention, not to inspire a sexual hankering.115

The most ambiguous question is the third question.116 
It asks “whether the work, taken as a whole, lacks ser ious 
literary, artistic, political, or scientifi c value?”117 In some 
cases, the Court has relied on expert opinions to defi ne 
serious value.118 In other cases, the reasonable person 
standard has been implemented.119 Yet in either estima-
tion it seems that the seriousness of the cultural impact 
made by “2 Girls 1 Cup” is undeniable120 as shock art.121 
The reasonable person standard in this case cannot be the 
most ignorant or the most easily offended person, because 
this would lead to a total disintegration of free speech 
protection.122

Some will argue that cultural impact of an aesthetic 
is not one of the categories provided for by the Court.123 
Yet art is.124 Art is both the physical representation of an 
aesthetic and the skill used to communicate it.125 The two 
sides of art are no doubt present in fi lm.126 Cl assic ex-
amples are that Andy Warhol’s work in fi lm contributed 
greatly to the pop art movement,127 and Charlie Chaplin 
was skilled in the art of staring in silent fi lms.128 Similar 
to these genre icons, Fiorito delivered the defi nitive shock 
art fi lm of the decade.129 The fi lm brought shock art out 
of the New York art scene and into homes where every-
one could experience the sensation of watching “2 Girls 
1 Cup” in the roots of their nerves as fright, alarm, and 
disgust traveled to their organs.130 Fiorito, fetishist or not, 
masterfully recorded an image that surely inspired view-
ers to feel, refl ect, digest, and emulate his work. His work 
was not the fi rst of its kind or the only available scatologi-
cal131 fi lm online, but it is the only fi lm of its kind ever to 
receive as much attention for the way it caused people to 
react as it did for the content of the fi lm.132 Fiorito’s fi lm 
not only operated as a physical representation of art, and 
utilized his artful skills, but it achieved unparalleled audi-
ence participation, like Rocky Horror Picture Show or Rock 
of Ages.133 The public’s reaction to the fi lm was as much a 
part of pop culture as the fi lm itself. People did not have 
to watch the fi lm to participate in the zeitgeist. The audi-
ence enjoyed witnessing others’ shock. 

Before beginning the analysis, a defi nition for prurience 
is set forth as “shameful and morbid desire.”89 To begin 
the analysis, fi rst it should be asked: who is the average 
person?90 Miller suggests that the average person refers to 
the reasonable person.91 Supposing that any cross-section 
of people will likely be composed of average, reasonable 
persons,92 then the people who recorded their reactions 
are just as likely to represent the reasonable person as the 
people who complained or charged Fiorito under the fed-
eral obscenity statutes. Without a fact fi nder, it is diffi cult 
to assess how many people believed that this work was 
obscene, but the opposite is readily ascertainable. Public 
video forums, like YouTube, give insight into the fact that 
various local contemporary community standards, vis-
à-vis, an international community video forum,93  found 
that “2 Girls 1 Cup,” taken as a whole, did not appeal to 
prurient interests whatsoever.94 The fact that excrement is 
involved in kissing makes the video all the more revolt-
ing, not prurient.95 The entire fascination with the video 
is that it is disturbing. Unlike the material in Miller, in 
which the images depicted genitals that were “promi-
nently displayed” as actors engaged in sexual activities, 
“2 Girls 1 Cup” does not focus on the women’s genitals at 
all.96 The viral video “2 Girls 1 Cup” was not circulated as 
prurient material97 It was passed along as a shocking and 
disturbing video.98 

The second question in the Miller test is “whether the 
work depicts or describes, in a patently offensive way, 
sexual conduct specifi cally defi ned by the applicable state 
law?”99 Fiorito depicted two nude women engaged in 
fecalphelia.100 In his statement to the government, Fiorito 
repeatedly refers to himself as a fetishist.101 A fetishist 
uses specifi c objects or situations, which are normally 
extraneous to sex, for sexual gratifi cation.102 Arguably, 
Fiorni intended to make a sexual fi lm.103 Howe ver, Fiori-
to’s desire to be fetishistic is not mutually exclusive of his 
intention to shock the public, and his intention to make 
a fetish fi lm is irrelevant under Miller.104 Miller does not 
judge an artist’s intention to be sexual, it requires that 
the depicted conduct is sexual.105 As a fetishist and a fi lm 
producer, i.e., an expert on the subject, Fiorito was prob-
ably aware—at the time that he made the fi lm—that most 
of the audience would not be sexually aroused by the 
content, since the average person does not consider eating 
feces to be sexual conduct.106

Fiorni said that sometimes he uses chocolate in lieu of 
feces.107 This is signifi cant for two reasons. First, Fiorito’s 
fl exibility in using chocolate to mimic feces attests to the 
voluntariness of the acts depicted in these fi lms—some 
actors are opting to eat chocolate.108 Under the current ob-
scenity test, the voluntariness of  the act, in disregard for 
Lawrence’s infl uence, is irrelevant. Though questions are 
raised about whether the use of chocolate, as opposed to 
excrement, would be protected speech under Miller, espe-
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IV. Strict Scrutiny
If “2 Girls 1 Cup” is not obscene because it was not 

unsolicited, albeit publicly accessible, then infringement 
on Fiorito’s right should have been strictly scrutinized.159 
To arrive at a strict scrutiny analysis, the court would 
have had to either 1) fail to apply the Miller test from the 
beginning, holding that Fiorito’s First Amendment rights 
had been infringed upon, or 2) apply the Miller test, then 
fi nd that it fails with these facts, and continue with a strict 
scrutiny analysis in order to both acquit Fiorito and strike 
the obscenity statute.160 Even if the court ruled in Fiorito’s 
favor, it would probably not have taken on the strict scru-
tiny analysis, it would have simply acquitted him.161 Yet, 
the court ought to strictly scrutinize all governmental 
restrictions of free speech, rather than designating some 
pornography to be unprotected based on the Miller test, 
which was designed to evaluate whether the unsolicited 
distribution of pornographic materials was protected 
speech.

Rather than continue to allow the Miller test to de-
cide which speech should be permitted on a case-by-case 
basis, the Supreme Court should decide which laws 
unconstitutionally abridge free speech on a case-by-case 
basis, i.e., narrowing the defi nition of obscenity to such a 
fi ne point that most obscenity charges will require strict 
scrutiny.162 The Court should ask whether the obscenity 
law was necessary to achieve a compelling governmental 
interest, and whether the restriction on obscenity was nar-
rowly tailored to accomplish the government’s interest 
by using the least restrictive means possible.163 By strictly 
scrutinizing state and federal laws, rather than speech 
acts, on a case-by-case basis, the Court does not have to 
do away with all obscenity standards, but it would force 
the government to be more specifi c about the types of ma-
terials that are considered obscene.164

In Fiorito’s case, the Court would have asked whether 
the restriction on Fiorito’s speech was necessary to 
achieve a compelling governmental interest.165 First, what 
was the stated governmental interest? 166 Does the govern-
ment have a compelling interest in the protection of mor-
als?167 Lawrence held that the right to privacy guarantees 
protection from governmental intrusion into non-harmful 
sex acts.168 This protection does not extend to fi lms that 
are produced for transportation and sale, which are still 
held to community standards.169 The protection does ex-
tend to acts of fecalphelia that are undertaken in private, 
and through Georgia v. Stanley, the private possession of 
obscene images of fecalphelia is protected.170 Before Law-
rence, the government had an interest in preventing the 
dissemination of fi lms that corrupted public morals with 
depictions of illegal, unnatural sex acts.171 Now, however, 
because the images depicted are no more morally pro-
hibited than consensual sex between a man and his wife, 
it seems that Miller lags behind Lawrence by permitting 

Miller is a three-part conjunctive test. 134 Fiorito was 
charged under a federal statute that does not defi ne ob-
scenity. Without the record of a trial, it is diffi cult to as-
certain how the government justifi ed its defi nition of ob-
scenity. 135 Under a conjunctive test that relies on the given 
facts, “2 Girls 1 Cup” is not obscene because Fiorito’s fi lm 
did not appeal to prurient interests, and possessed seri-
ous shock art value, though it did violate local obscenity 
standards.136

III. # 2 Film
In 2012, director Ira Isaacs was found guilty137 of 

distributing scatological depictions entitled Mako’s First 
Time Scat,138 Hollywood Scat Amateurs No. 7,139 and BAE 
20/Avantgarde Extreme.140 The name of the last fi lm pre-
supposes Isaacs’ defense and reveals his opinion of his 
work, which is that it is avant-garde art.141 “Isaacs has 
maintained his work is an extreme but constitutionally 
protected form of art,”142 and that shock art is not ob-
scenity .143 The media’s interest developed in response to 
Isaacs’ defense,144 which was claiming a “2 Girls 1 Cup” 
defense.145 Though much of the public’s attention in this 
case was drawn to Judge Kozinski’s146 request for an in-
vestigation of his own website that displayed a protected 
pornographic image,147 Isaacs continued to claim that his 
scatological porn was shock art.148 

Isaacs was found guilty under the Miller test.149 His 
use of the “2 Girls 1 Cup” defense was somewhat spe-
cious. 150 The sexual content of Hungry Bitches is unknown, 
but the fi lm “2 Girls 1 Cup,” as a stand-alone work, does 
not seem to qualify as obscenity under the Miller test.151 
One reason is that taken as a whole, the work does not ap-
peal to prurient interests.152 In “2 Girls 1 Cup,” the audi-
ence is not sexually focused on the actors; the audience is 
fi xated on the fetishistic eating of feces.153 The message is 
communicated to the audience without any confusion.154 
Unlike “2 Girls 1 Cup,” Isaacs’ fi lms do project a sexual 
dimension.155 The covers of the fi lms include sexual de-
pictions of agape anuses that suggest sodomy.156 Though 
Isaacs had the right to defend his private production and 
distribution of scatological images and their relationship 
to sodomy under Lawrence, using the “2 Girls 1 Cup” de-
fense seemed like a stretch.157 Not only do Isaacs’ fi lms 
lack the evidence created by popular culture to support 
his assertion that his fi lms were indeed shock art, but 
his mixing of images of sodomy on the same cover with 
images of fecalphelia creates a relationship that implies 
a prurient interest in the excrement, which should be de-
fended by using the right to privacy, and not the shock art 
defense.158 As Isaacs’ fi lms were found to satisfy the Miller 
test, should they be banned from sale and private distri-
bution? Is society harmed by the sale and transportation 
of these fi lms to the extent that there is a governmental 
interest in prohibiting the public from privately accessing 
them via the Internet?
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consensual sex.196 Surely, obscenity laws do not impede 
the sale of all revolting and explicit images.197 The laws 
do not exist randomly to interrupt commerce. Obscenity 
laws may serve to discourage or cease the supply of and 
demand for the images, but the market is saturated with 
explicit depictions,198 and now virtual images are possible 
and legal,199 which means that, essentially, the market is 
thriving.200

Obscenity laws exist for the same reason that child 
pornography laws exist.201 To some degree, obscenity 
laws are necessary so that society does not permit, or 
worse, demand, suffering.202 State obscenity laws, which 
generally prohibit animal rape, 203 snuff fi lms204 and other 
heinous depictions 205 illegalize the physical degradation 
of living beings.206 The law, which previously legislated 
morality, lumped any depictions of acts that supposedly 
caused moral degradation, such as excrement fetishes, 
with depictions of acts that cause physical degradation.207 
Miller’s bright line was originally drawn to publicly en-
force heteronormative, mainstream sexuality.208 The line 
of what was considered acceptable sex was pushed back 
pursuant to Lawrence.209 The court nullifi ed any state stat-
utes that prohibited sodomy,210 and with that, obscenity 
laws should not have been able to continue classifying 
the depiction of sodomy combined with fecal fetishism as 
obscene without challenge. 211 Justice Scalia dissented in 
Lawrence: 

State laws against bigamy, same-sex mar-
riage, adult incest, prostitution, mastur-
bation, adultery, fornication, bestiality, 
and obscenity are likewise sustainable 
only in light of Bowers’212 validation of 
laws based on moral choices.213 Every 
single one of these laws is called into 
question by today’s decision; the Court 
makes no effort to cabin the scope of 
its decision to exclude them from its 
holding.214

Courts use the Miller test to sift through the facts and 
uncover a level of sexuality that the community consid-
ers tolerable or intolerable on a case-by-case basis.215 
The Miller test has been working as a majoritarian “we’ll 
know it when we see it” judgment of obscenity, while 
at the same time allowing laissez faire communities to 
tolerate prurient depictions of actual abuse.216 Instead, it 
would be more appropriate, modern, and standardized 
to rely on the harm principle used in judging child por-
nography.217 In United States v. Williams,218 the Supreme 
Court established that sexually explicit materials will not 
lose First Amendment protection unless they depict the 
sexual exploitation of an actual child.219 This means that, 
while virtual child pornography would be legal, a com-
posite photo that superimposed the body of a child with 
the face of an adult would not be protected.220 The harm 

the most morally traditional communities to regulate the 
virtually private acquisition of sexually non-normative 
material over the Internet.172

Are obscenity laws that include scatological fetishes 
really necessary?173 The discussion in the next section 
goes further into the compelling governmental interests 
in regulating obscenity. It considers why the government 
should prosecute some forms of obscenity.174 At this 
point, however, considering why the government has 
prosecuted obscenity is more useful.175 This consideration 
fl ows into the next question. When society watches scato-
logical fi lms or other obscene depictions, does unfairness, 
infringement, or some other type of disorder result that 
would give the government the right to prevent people 
from looking at it?176 No.177 Since municipalities can no 
longer enforce moral disapproval, they can offer very 
little explanation for why these content-based restrictions 
are still necessary.178 The government may offer a health-
based reason for regulating fecal fetishes.179 Is there a 
health-based reason to prevent scatological fi lms? Yes,180 
that goes without saying; but there are health reasons 
to prevent all pornography, e.g., the anal, oral, vaginal, 
and dermal transmission of disease. 181 Yet countless legal 
fi lms no doubt capture a moment where an infected per-
son engages in risky sexual activity.182 The prevention of 
scatalogical fi lms in particular is not necessary for public 
health reasons.183

Are obscenity laws narrowly tailored so they deprive 
free speech through the least restrictive means?184 “Nar-
rowly tailored”185 requires the law to be a tiny gatekeeper 
in comparison to the traffi c that it allows.186 Obscenity 
laws that forbid one from producing or distributing de-
pictions of all scatological pornography because it is mor-
ally repugnant are not narrowly tailored.187 If municipali-
ties argue that obscenity laws stop the fi lm industry from 
educating the public about eating excrement, which can 
be unhealthy and dangerous, the response is that munici-
palities cannot regulate imagination and do not regulate 
the written explanation of such acts,188 and the actual act 
may not be regulated in private.189 However, if the cur-
rent standards for obscenity do not pass strict scrutiny, 
and Miller does not suffi ce to uphold free speech, what 
test can be used to regulate obscenity?190 What law or test 
can be applied on a case-by-case basis as to not broadly 
abridge free speech in cases where it is not necessary?191

V. 1 New Test
What is the purpose of obscenity laws? Obscen-

ity is legal to possess,192 so the purpose is not to protect 
the possessor.193 It is legal to engage in scatological play 
(and even expected) under Lawrence.194 Further, under 
Lawrence, moral disapproval is no longer legislatable,195 
so the governmental interest cannot relate to upholding 
puritanical values about the purpose or boundaries of 
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could offer proof of an actor’s substantial fi nancial inde-
pendence coupled with proof of psychological and social 
wellness.238 To avoid prosecution, fi lm producers could 
establish records before production begins and make 
them available as regular business records.239 This type of 
rule might also deter producers from hiring women who 
are vulnerable to sexual harassment and sexual enslave-
ment.240 Even though shock art might be vulnerable to 
prosecution under this rule, at the very least, it would not 
categorically be prohibited as obscenity.241

Of course, in the future, there may be debate over 
whether an enslaved woman would testify against her 
captor or abuser, and how evidence would be authen-
ticated.242 Feminists will debate whether prostitution 
should be legal and whether a woman has the right to sell 
her dignity.243 Eventually, the benefi t or disadvantages of 
no-drop policies for obscenity charges244 related to depic-
tions of sexual degradation will be analyzed in terms of 
paternalism and sexual agency as well.245 The extent of 
those theory and policy questions are beyond the scope 
of this harm principle-based test, and for now, it suffi ces 
to say that striking the balance between the paternalistic 
regulation of sexual freedom and ending the masked, but 
age-old practice of sexual slavery, is essential in order to 
reveal where the right to free speech should be drawn.246 
The right to free speech should not be drawn before ac-
tors engage in sex acts that disgust others, or before 
producers and directors fi nd one more way to shock a 
numb but thirsty audience.247 The Court should hold that 
if women want to eat chocolate or feces, let them; and if 
they want to sell those images, so be it. The line ought to 
be drawn just before commerce and sexual power dispari-
ties incentivize exploitation and commemorate the harm 
as a work of art or as the object of sexual interest.248

Conclusion
The right to free speech guarantees the right to offend 

and shock,249 but not the right to depict images in a pa-
tently offensive way that lacks any serious artistic value, 
and solely appeals to prurient interests.250 Miller’s distinc-
tion between protected speech and unprotected obscenity 
is untenable and refl ects notions about sex and morality 
that are outdated.251 To brighten and update the divid-
ing line between speech that is protected and obscenity, 
which is not, the Court should employ strict scrutiny 
when analyzing any content-based restrictions on obscen-
ity. The Court should also create a single-prong test for 
obscenity that asks whether the person depicted was the 
victim of sexual slavery or another form of severe duress. 
This harm principle-based test eliminates governmental 
paternalism but protects the government’s compelling 
interest in ending free speech protection where the speech 
requires physical harm to another person.

principle creates the least restrictive means for protecting 
children from pornographic exploitation.221 The Court 
should rely on a test that limits obscenity to acts that 
harm others.222 Like the anti-speciesist argument that de-
pictions of sex between humans and animals should not 
be considered obscene as long as the animal is voluntarily 
performing the sexual act (as opposed to being the recipi-
ent of sexual contact) without an underhanded exchange 
for food or shelter,223 the harm principle as applied to 
scatological pornography in court could require proof of 
voluntariness.224

“The right to free speech guarantees 
the right to offend and shock, but not 
the right to depict images in a patently 
offensive way that lacks any serious 
artistic value, and solely appeals to 
prurient interests.”

The feminist contention that obscenity depicts the 
actual abuse of women is unfortunately all too true 
sometimes.225 Women who are degraded in fi lms may 
volunteer or enjoy the degradation,226 but on the other 
hand, some do not and they are the victims of sex traffi ck-
ing or more often than not, fi nancial duress and criminal 
sexual harassment.227 These women are controlled by 
men who supply them with meager amounts of money to 
participate in the most vile, painful, or violent acts, which 
are then recorded and watched hundreds, thousands, or 
millions of times.228 It is a sticky wicket; feminist theory 
would suggest that the attitudes that lead to the sexual 
degradation of women are the same that supply paternal-
istic measures that immobilize female sexual agency.229

To enforce the harm principle, a balance must be 
struck.230 Obscenity should be defi ned as a depiction of 
the impermissible and involuntary degradation of a living 
being.231 Borrowing from contract law, an unfair bargain 
would be evidence of the type of duress used in sexual 
slavery or undue infl uence that is associated with sex-
for-pay.232 Undue infl uence or duress should be viewed 
suspiciously by the Court as a sign that the material does 
not depict a voluntary sex act, it depicts sexual slavery.233 
Borrowing from the limitations of First Amendment pro-
tection for defamation,234 which provides truth of fact as 
an affi rmative defense,235 this harm principle-based ob-
scenity law would permit truthful consent, sexual agency, 
and enjoyment as a defense.236 The director/producer 
would be required to offer proof that the person depicted 
in the explicitly degrading sex act did not engage in the 
act just for money and/or has a history of artwork that re-
fl ects a genuine interest in the subject matter.237 Producers 



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3 69    

Geotargeting Extends Traditional Obscenity Law to the Internet. 3 J. L. 
Tech., & the Internet 1, 3-8 (2012).

13. Id.

14. “The Court held that if the images did not involve children, 
and children were not actually harmed by the images, then 
the prohibition against the images was unnecessary. This legal 
doctrine is a specialized form of the harm principle.” Carmen M. 
Cusack, Busting Patriarchal Booby Traps: Why Feminists Fear Minor 
Distinctions in Child Porn Cases, an Analysis of Social Deviance within 
Gender, Family, or the Home (Etudes 4), 39 S. U. L. REV. 43, 48 (2012) 
citing United States v. Williams, 553 U.S. 285 (2008) and Free 
Speech Coalition, 535 U. S. at 239-241. “Such non-violent videos 
depicting sickening (but ultimately non-violent) acts may or may 
not be obscene; it all depends on who defi nes obscenity. And more 
recently, obscenity is even harder to defi ne when it is distributed 
online.” J. Mason Kjar, 2 Obscenity Standards, 1 Neat Solution: How 
Geotargeting Extends Traditional Obscenity Law to the Internet. 3 J. L. 
Tech., & the Internet 1, 3 (2012).

15. See Carmen M. Cusack, Busting Patriarchal Booby Traps: Why 
Feminists Fear Minor Distinctions in Child Porn Cases, an Analysis of 
Social Deviance within Gender, Family, or the Home (Etudes 4), 39 S. U. 
L. REV. 43, 48 (2012).

16. See, Cindy Jenefsky, Andrea Dworkin’s Reconstruction of Pornography 
as a Discriminatory Social Practice, in VIOLENCE AND ITS ALTERNATIVES 
133 (Manfred B. Steger ed., 1999).

17. Andrea Dworkin, Pornography and Grief, in VIOLENCE AND ITS 
ALTERNATIVES 129 (Manfred B. Steger ed., 1999).

18. Cusack, supra note 15, at 49-52. United States v. Williams, 553 U.S. 
285, 310 (2008). Justice Souter, Dissenting Opinion, “Dealing in 
obscenity is penalized without violating the First Amendment, 
but as a general matter pornography lacks the harm to justify 
prohibiting it. If, however, a photograph (to take the kind of 
image in this case) shows an actual minor child as a pornographic 
subject, its transfer and even its possession may be made 
criminal. [Internal citations omitted] The exception to the general 
rule rests not on the content of the picture but on the need to foil 
the exploitation of child subjects, [Internal citations omitted], 
and the justifi cation limits the exception: only pornographic 
photographs of actual children may be prohibited, [Internal 
citations omitted]. Thus, just six years ago the Court struck 
down a statute outlawing particular material merely represented 
to be child pornography, but not necessarily depicting actual 
children.” Id. New York v. Kent, 19 N.Y.3d 290, 302 (2012). Stanley 
v. Georgia, 394 U.S. 557, 567 (1969). Viewing obscenity in private or 
child pornography on the Internet is not necessarily the equivalent 
of dealing. Id. United States, Appellant v. Extreme Associates, 
Inc., 431 F.3d 150, 153 (2005). “[T]he Court noted that in Stanley 
v. Georgia, 394 U.S. 557, 89 S. Ct. 1243, 22 L. Ed. 2d 542 (1969), 
the Supreme Court recognized the First Amendment right of an 
individual to possess, read, observe, and receive obscene materials 
in the privacy of that individual’s home, and that such a right is 
‘fundamental’ under the Constitution.” These differences elucidate 
how splintered the court’s treatment of pornography can be.

19. U.S. CONST. amend. I.

20. Id.

21. See Sable Commc’ns. of Cal., Inc. v. FCC, 492 U.S. 115, 126 
(1989); Reno v. ACLU, 521 U.S. 844, 876–77 (1997); United States 
v. Extreme Associates, Inc., 431 F.3d 150 (3d Cir. 2005). “A 
legitimate state interest…[cannot] justify infringing one’s liberty 
interest…and certainly cannot rise to the level of a compelling 
interest, as is required” under strict scrutiny.” Id at 154.

22. Id.

23. Roth v. United States, 354 U.S. 476, 485 (1957); Miller v. California, 
413 U.S. 15, 34–35 (1973); Extreme Associates, Inc., 431 F.3d 150; 
Stanley v. Georgia, 394 U.S. 557, 567 (1969).

Endnotes
1. The Etudes is a series of papers written by the Author that 

question popular American myths regarding the supposed legal 
consequences of certain taboos and socially deviant behaviors 
on gender, families, and the home. See, e.g., Carmen M. Cusack, 
Placentophagy and Embryophagy: An Analysis of Social Deviance 
within Gender, Families, or the Home (Etude 1), 1 J. L. & SOC. 
DEVIANCE 112 (2011); Carmen M. Cusack, Consensual Insemination: 
An Analysis of Social Deviance Within Gender, Family, or the Home 
(Etudes 6), 2 J. L. & SOC. DEVIANCE 158 (2011). An étude typically 
refers to the musical study of a particular technique, which is then 
transformed into an aesthetically satisfying composition. Étude, 
Encyclopedia Brtiannica, (last viewed on Feb. 21, 2012 http://
britannica.com/EBchecked/topic/194671/etude). The etudes, 
subtitled “An Analysis of Social Deviance within Gender, Families, 
or the Home,” tackle the societal presumption that taboo behavior 
is illegal. Together, these etudes are aesthetically satisfying because 
they contribute to and defend subculture. The Etudes debunks 
myths and presumptions about judicial or legislative paternalism, 
and they assist readers who question the extent of their liberty 
to be deviant from normative morality or behavior within their 
gender, families, and homes.

2. U.S. CONST. amend. I. (“Congress shall make no law…abridging 
the freedom of speech….”) (emphasis added).

3. Chaplinsky v. N.H., 315 U.S. 568, 571 (1942) (“[T]he right of free 
speech is not absolute at all times and under all circumstances.”); 
see, e.g., Roth v. United States, 354 U.S. 476, 485 (1957) (holding 
that “obscenity is not within the area of constitutionally protected 
speech”).

4. See United States v. Playboy Entm’t Grp., 529 U.S. 803, 813 (2000) 
(“[C]ontent-based speech restriction[s]” must “satisf[y] strict 
scrutiny,” meaning “its content…must be narrowly tailored 
to promote a compelling Government interest.”) (citing Sable 
Commc’ns. of Cal., Inc. v. FCC, 492 U.S. 115, 126 (1989)).

5. Joseph S. Johnston, A Poisoned Arrow in His Quiver: Why Forbidding 
an Entire Branch of Government from Communicating with a Reporter 
Violates the First Amendment, 36 U. BALT. L. REV. 135, 153 (2006) 
(noting that the Supreme Court has applied “a lesser standard 
of scrutiny—not strict scrutiny—to content-based restrictions on 
speech in nonpublic forums”).

6. Roth, 354 U.S. at 485.

7. See, e.g., 18 U.S.C. §§ 1460–1470 (2006) (criminalizing obscenity 
without defi ning either the term “obscene” or “obscenity”). But 
see 20 U.S.C. § 952 (2006) (defi ning the term “obscene” as meaning 
anything that: (1) “the average person, applying contemporary 
community standards, would fi nd…taken as a whole, appeals to 
the prurient interest,” (2) “depicts or describes sexual conduct in 
a patently offensive way,” and (3) “taken as a whole, lacks serious 
literary, artistic, political, or scientifi c value,” although defi ning the 
term “determined to be obscene,” circularly, as meaning anything 
“determined, in a fi nal judgment of a court of record and of 
competent jurisdiction in the United States, to be obscene”).

8. See, e.g., Indictment, United States v. Isaacs, No. 07-00732 (C.D. Cal. 
July 24, 2007), ECF No. 1. United States v. Isaacs, 2008 WL 4346780 
(C.D. Cal. 2008) (No. 2:07-CR-00732), 2007 WL 5238823.

9. Sarah Estrella, Elena Kagan, Justice Stevens, and Shock Artist Ira Isaacs 
in SCOTUS Scat Obscenity Mistrial Case?, EXAMINER.COM (May 
25, 2010), http://examiner.com/sex-relationships-in-national/
elena-kagan-justice-stevens-and-shock-artist-Ira-isaacs-scotus-scat-
obscenity-mistrial-case.

10. Miller v. California, 413 U.S. 15 (1973). 

11. Id. at 24 (internal citations omitted).

12. Carmen M. Cusack, Nova Southeastern University, Feminism and 
Free Speech: Shock Art, Obscenity, and Sexual Slavery (Feb. 17, 
2012). See J. Mason Kjar, 2 Obscenity Standards, 1 Neat Solution: How 



70 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3        

Literally, Enough Is Enough and when Internet Availability Does Not 
Mean Acceptance, 1 HARV. J SPORTS & ENT. L. 7, 14 (2010); Cara L. 
Newman, Eyes Wide Open, Minds Wide Shut: Art, Obscenity, and the 
First Amendment in Contemporary America, 53 DEPAUL L. REV. 121, 
142 (2003) (“New Math: Does Art + Sexual Content = Obscenity?”).

46. Miller, 413 U.S. 15 at 19.

47. Id.

48. Id.

49. Id.

50. Stanley v. Georgia, 394 U.S. 557 (1969).

51. Extreme Associates, Inc., 431 F.3d 150. 

52. Miller, 413 U.S. 15 at 19; Stanley, 394 U.S. 557; Extreme Associates, 
Inc., 431 F.3d 150.

53. TX. CODE ANN. § 43.21 (B)(a)(1)(B)(ii) (2003). Va. Code Ann. § 
18.2-372 (2008). Wyo. Stat. Ann. § 6-4-301(a)(iii) (2005); Besig 
v. United States, 208 F.2d 142, 145 (1953). “The word ‘obscene’ 
is not uncommon and is used in English and American speech 
and writings as the word symbol for indecent, smutty, lewd or 
salacious reference to parts of the human or animal body or to 
their functions or to the excrement therefrom.” Besig v. United 
States, 208 F.2d 142, 145 (1953). See 2 Girls 1 Cup Reaction 
Videos, YouTube, http://youtube.com (search for “2 Girls 1 Cup 
Reaction”) .

54. Lawrence v. Texas, 539 U.S. 558 (2003).

55. Id.

56. Carmen M. Cusack, Obscene Squirting: If the Government Thinks it’s 
Urine, Then They’ve Got Another Thing Coming, TEX. J. WOMEN & 
L. n.117 (forthcoming 2012); Clay Calvert & Robert D. Richards, 
Stopping the Obscenity Madness 50 Years after Roth v. United States, 9 
TEX. REV. ENT. & SPORTS L. 1, 13-14 (2007).

57. Calvert & Richards, Stopping the Obscenity Madness 50 Years after 
Roth v. United States, 9 TEX. REV. ENT. & SPORTS L. 1, 13-14; Lawrence, 
539 U.S. 558.

58. Lawrence, 539 U.S. at 571-572.

59. Lawrence, 539 U.S. 558.

60. United States v. Extreme Associates, 431 F.3d 150, 154 (2005). 
Lawrence v. Texas, 539 U.S. 558, 123 S. Ct. 2472, 156 L. Ed. 2d 508 
(2003).

61. United States v. Extreme Associates, 431 F.3d 150, 154 (2005).

62. Id.

63. Id.

64. Id. 

65. Id. See also Cusack, supra note 56.

66. Government’s Proposed Voir Dire Questions at 3, United States 
v. Isaacs, No. 07-00732 (C.D. Cal. Mar. 7, 2008), ECF No. 50 (Scat 
“is defi ned as the use of feces during sexual activity.”). United 
States v. Isaacs, No. 0973-2 : 2:07-cr-00732-GHK-1 (9th Cir. 2009). 
Greg Risling, “Ira Isaacs Guilty: Adult Film Producer Convicted 
Of Violating Federal Obscenity Laws,” Huffi ngton Post, Apr. 27, 
2012 (last viewed on Oct. 9, 2012, http://www.huffi ngtonpost.
com/2012/04/28/ira-isaacs-guilty_n_1460413.html). As of Oct. 9, 
2012, there is no updated docket entry on PACER.

67. See infra Figure 1.

68. See 2 Girls 1 Cup Reaction Videos, supra note 53.

69. Parodies of 2 Girls 1 Cup Reaction Videos, YOUTUBE, http://
youtube.com (search for “2 Girls 1 Cup Reaction Parody”).

70. Id.

71. See 2 Girls 1 Cup Reaction Videos, supra note 53; see also infra 
Figure 1.

24. Roth, 354 U.S. at 485; Miller, 413 U.S. at 34–35.

25. Clay Calvert & Robert D. Richards, Vulgarians at the Gate: Privacy, 
Pornography & the End of Obscenity Law as We Know It, 34 SW. U. L. 
REV. 427, 446–47 (2005).

26. Id.

27. Miller, 413 U.S. 15, 35, n. 15. See also Chaplinsky v. New 
Hampshire, 315 U.S. 568, 572 (1942) (categorizing obscenity with 
“fi ghting words” and libelous speech, Justice Murphy wrote 
that expressions of this nature are not an “essential part of any 
exposition of ideas, and…that any benefi t…derived from them is 
clearly outweighed by the social interest in order and morality”). 
Note that this analysis was developed in 1942, which was 61 
years before Lawrence and 31 years before Miller. See also, Shannon 
Creasy, Defending Against A Charge Of Obscenity In The Internet 
Age: How Google Searches Can Illuminate Miller’s “Contemporary 
Community Standards,” 26 GA. ST. U.L. REV. 1029, 1035 n.52 (2010). 

28. See e.g. TX. PENAL CODE ANN. § 43.21 (B)(A)(1)(B)(II) (2102). VA. 
CODE ANN. § 18.2-372 (2008). WYO. STAT. ANN. § 6-4-301(a)(iii) 
(2005).

29. Stanley v. Georgia, 394 U.S. 557 (1969).

30. Id. This is because the federal obscenity statutes were enacted 
pursuant to the Commerce Clause.

31. Alan K. Chen, Statutory Speech Bubbles, First Amendment 
Overbreadth, and Improper Legislative Purpose, 38 HARV. C.R.-C.L. L. 
REV. 31 (2003); United States v. Extreme Associates, Inc., 431 F.3d 
150 (3d Cir. 2005).

32. Ashcroft v. Free Speech Coalition, 535 U.S. 234, 258 (2002); Miller 
v. California, 413 U.S. 15 (1973); New York v. Ferber, 458 U.S. 747 
(1982); Extreme Associates, Inc., 431 F.3d 150 (3d Cir. 2005). Contra, 
Stanley v. Georgia, 394 U.S. 557 (1969) (fi nding a right to privately 
possess obscenity).

33. Id.; see discussion infra note 36.

34. Miller, 413 U.S. at 24.

35. Id.

36. This is a general pattern. Some speech will cause an aberration 
to this general pattern. For example, child pornography, in some 
forms, may not satisfy the Miller test but will be proscribed 
because the state has a separate and compelling interest in 
protecting children and punishing those who harm them. See 
Chen, Statutory Speech Bubbles, First Amendment Overbreadth, and 
Improper Legislative Purpose; Miller, 413 U.S. 15.

37. Miller, 413 U.S. 15.

38. Id.

39. Id. at 18.

40. Id.

41. Id.

42. Id.

43. Miller, 413 U.S. 15. See e.g. United States v. Extreme Associates, 
Inc., 431 F.3d 150 (3d Cir. 2005) (using strict scrutiny to protect a 
defendant from obscenity charges). 

44. Cohen v. California, 403 U.S. 15, 25 (1971) (“[O]ne man’s vulgarity 
is another’s lyric.”).

45. Miller, 413 U.S. at 24 (citations omitted) (internal quotation marks 
omitted). See also  Michelle Freeman, First Amendment Protection for 
the Arts After NEA v. Finley, 38 BRANDEIS L.J. 405 (2000); Angelique 
Chrisafi s, “Attack on ‘Blasphemous’ Art Work Fires Debate on 
Role of Religion in France,” THE GUARDIAN (Apr. 18, 2011), http://
www.guardian.co.uk/world/2011/apr/18/andres-serrano-piss-
christ-destroyed-christian-protesters; Andrew Hakken, Art and 
the Obscenity Debate: Narrowing the Subsidy Decision Defense, 39 
WAYNE L. REV. 183 (1992); Clay Calvert et al., Judicial Erosion of 
Protection for Defendants in Obscenity Prosecutions?: When Courts Say, 



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3 71    

depicting actors who defecated, ingested, and vomited feces while 
nude and engaged in sexual acts, with distributing obscenity).

81. Judgment in a Criminal Case, United States v. Croce, No. 06-00182 
(M.D. Fla. Aug. 29, 2007), ECF No. 107.

82. 18 U.S.C. §§ 1460–1470 (2006).

83. Id.

84. The federal obscenity statutes reach the Internet even though 
they do not explicitly mention it. See United States v. Thomas, 
74 F.3d 701 (6th Cir. 1996). See also § 1460 (criminalizing the 
possession of obscene material with the intent to distribute); § 1461 
(criminalizing the mailing of obscene or crime-inciting material); 
§ 1462 (criminalizing the importation or transportation of obscene 
material); § 1463 (criminalizing the mailing of indecent material 
on wrappers or envelopes); § 1464 (criminalizing the broadcast 
of obscene language); § 1465 (criminalizing the production and 
transportation of obscene matters for sale or distribution); § 1466 
(criminalizing the business of selling or transferring obscene 
matter); § 1466A (criminalizing the possession, creation, and 
distribution of obscene visual representations of the sexual 
abuse of children); § 1467 (providing for the forfeiture of obscene 
property); § 1468 (criminalizing the distribution of obscene 
material by cable or subscription television); § 1469 (establishing 
the presumption of interstate commerce); § 1470 (criminalizing the 
transfer of obscene material to minors).

85. U.S. Const. art. I, § 8, cl. 3. The material would likely have been 
considered obscene in a number of states. For example, the 
Commonwealth of Virginia defi nes obscene as follows:

The word “obscene” where it appears in this article 
shall mean that which, considered as a whole, has 
as its dominant theme or purpose an appeal to the 
prurient interest in sex, that is, a shameful or morbid 
interest in nudity, sexual conduct, sexual excitement, 
excretory functions or products thereof or 
sadomasochistic abuse, and which goes substantially 
beyond customary limits of candor in description 
or representation of such matters and which, taken 
as a whole, does not have serious literary, artistic, 
political or scientifi c value.

 VA. CODE ANN. § 18.2-372 (2008). Likewise, the State of Wyoming 
defi nes obscene as any “material which the average person would 
fi nd…[a]pplying contemporary community standards, taken as a 
whole, appeals to the prurient interest…depicts or describes sexual 
conduct in a patently offensive way,” and “lacks serious literary, 
artistic, political or scientifi c value.” WYO. STAT. ANN. § 6-4-301(a)
(iii) (2005). In this context, sexual conduct means “[p]atently 
offensive representations or descriptions of ultimate sexual acts, 
normal or perverted, actual or simulated,” which would include 
“[s]ado-masochistic abuse” and “representations or descriptions 
of masturbation, excretory functions or lewd exhibitions of the 
genitals.” Id. § 6-4-301(a)(v). As can be seen from these examples, 
state defi nitions may actually include excrement within the 
defi nition of prurient. This inclusion refl ects a targeted effort to 
correlate the word prurient, from the Miller test, with scatological 
fetishes. Even though scatological fetishes may not intrinsically 
exist in state defi nitions, the inclusive defi nitions employed can 
surely be liberally construed to this effect. 

86. See sources cited supra note 84 and accompanying text.

87. Id.

88. Id.

89. Brockett v. Spokane Arcades, Inc. 472 U.S. 491, 499-501 (1985).

90. Miller, 413 U.S. 15.

91. Id.

92. Juries, for example, are selected from the community at-large. 
28 U.S.C. § 1861 (2006) (“[A]ll litigants in Federal courts [are] 
entitled to…juries selected at random from a fair cross section 

72. 2 Girls 1 Cup, MXF MEDIA, http://2girls1cup.nl/2girls1cup.fl v.

73. Interest in 2 Girls 1 Cup, GOOGLE, http://google.com/insights/
search (search for “2 Girls 1 Cup” and “Freedom of Speech”). 
Using a search of the term “Free Speech” as a baseline for Google 
search activity at the time. “The numbers on the graph refl ect 
how many searches have been done for a particular term, relative 
to the total number of searches done on Google over time. They 
do not represent absolute search volume numbers, because the 
data is normalized and presented on a scale from 0-100.” What do 
the numbers on the graph mean?, GOOGLE, http://support.google.
com/insights/bin/answer.py?hl=en-US&answer=87285. Shannon 
Creasy, Defending Against a Charge of Obscenity in the Internet 
Age: How Google Searches Can Illuminate Miller’s “Contemporary 
Community Standards,” 26 Ga. St. U.L. Rev. 1029, 1055 (2010) 
(Google data “tools can evaluate information in the aggregate 
for cities, states, or nations, the information can be assessed for 
virtually any community the court chooses. From an evidentiary 
perspective, those tools can easily meet the requirements for 
admissibility in obscenity cases.”). 

74. HUNGRY BITCHES (MFX Video 2007).

75. See supra Figure 1.

76. Calvert & Richards, Vulgarians at the Gate: Privacy, Pornography & 
the End of Obscenity Law as We Know It, at 446–47 (arguing for the 
protection of material that depicts extreme violence, rape, and 
murder so long as it remains within the confi nes of one’s home).

 Signifi cantly, Judge Lancaster spent considerable time and space 
in the factual fi ndings and stipulations portion of his opinion 
exploring the workings of the Internet and, specifi cally, how 
Extreme Associates used that forum to conduct its business. 
Particularly noteworthy was the precisely detailed procedure 
that customers needed to follow in order to access the material 
[which depicted rape, grave violence, and torture, that] Extreme 
Associates made available to its members. As Judge Lancaster 
spelled it out:

To become a member of the Extreme Associate’s 
website, an individual must have completed an on-
line registration form which includes the following: 
1) name; 2) address; and 3) credit card information. 
Once the form was completed, the potential member 
clicked the “submit” button. If Extreme Associates 
accepted the applicant as a member, it then provided 
a user name and password to the new member and 
billed his credit card every three months.

 The court went on to provide even more details about specifi c 
types of materials available to members. This discussion is 
important in several respects. First, it illustrates how sophisticated 
the Internet has become in terms of its use as a commercial 
enterprise—and perhaps more to the point, how accepting the 
federal courts have become with this commercial viability. Second, 
it demonstrates how diffi cult it would be for a minor to access this 
material—arguably a prime motivation when adult materials are 
at issue. Finally, the layers of procedures guarding entry into the 
website serve as suffi cient evidence that an adult could not simply 
stumble unwittingly upon the site. Indeed, to obtain entry into the 
“members only” section, a person must deliberately secure access 
through a paid subscription. Id. (citations omitted). See also United 
States v. Extreme Associates, Inc., 431 F.3d 150 (3d Cir. 2005).

77. See Parodies, supra note 69.

78. See 2 Girls 1 Cup, supra note 72.

79. See Interest in 2 Girls 1 Cup, supra note 73; Reaction Videos, supra 
note 53; Parodies, supra note 69.

80. Affi davit at 43–47, United States v. Croce, No. 06-00182 (M.D. Fla. 
Aug. 27, 2007), EFC No. 98 (submitting statement of Marco Fiorito, 
one of the fi lm’s producers, to the court); Criminal Complaint at 
3–15, United States v. Croce, No. 06-00182 (M.D. Fla. Sep. 5, 2006), 
ECF No. 1 (charging Danilo Simoes Croce, a publisher of videos 



72 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3        

101. Id.

102. Fetish, DICTIONARY.COM, http://dictionary.reference.com/browse/
fetish (A fetish refers to “any object or nongenital part of the body 
that causes a habitual erotic response or fi xation.”).

103. Calvert & Richards, Vulgarians at the Gate: Privacy, Pornography & 
the End of Obscenity Law as We Know It, at 446–47.

104. Freeman, supra note 45; Hakken, supra note 45; Angelique 
Chrisafi s, Attack on ‘Blasphemous’ Art Work Fires Debate on Role of 
Religion in France, THE GUARDIAN (Apr. 18, 2011), http://www.
guardian.co.uk/world/2011/apr/18/andres-serrano-piss-christ-
destroyed-christian-protesters; 

According to Bayles, the difference between the 
beginnings of Modernism and current “shocking” art 
is that, whereas the former was truly revolutionary, 
today’s shock art has no one left to shock, except 
through obscenity. That is, although the middle class 
might not want to pay for Karen Finley to have the 
opportunity to paint her bosom with candy, her 
opportunity to do so on her own, and call it art no 
less, is unquestioned by society. In other words, the 
only shock to the middle class in such “shock art” is 
having to foot the bill for it. Therefore, Bayles argues, 
these recycled cliches of early modern art do not 
shock in any positive sense; they do not challenge 
society’s values. Instead, for Bayles, they merely 
depict or represent the obscene. But, Bayles does not 
argue that such work is obscene by the standards of 
the Miller test….

 Neil C. Patten, The Politics of Art and the Irony of Politics: How the 
Supreme Court, Congress, the NEA, and Karen Finley Misunderstand 
Art and Law in National Endowment for the Arts v. Finley, 37 Hous. 
L. Rev. 559, 595–96 (2000); see Miller, 413 U.S. 15.

105. Miller, 413 U.S. 15.

106.  We also made a conscious choice that some people have 
suddenly criticized. There’s something called a Michigan 
instruction, which says that if the content is designed for a 
specifi c deviant group, you have to judge it by the average 
member of that deviant group. When dealing with a 
deviant group, I really feel it is crucial for the government 
put on an expert unless your expert fi lls it. So we made sure 
that our expert only talked about a deviant group—those 
that would be into urine, degradation and that sort of stuff, 
but who didn’t talk about the average person. He gave 
them nothing that would give them ammunition to deal 
with it from the standpoint for an average person.

 Robert D. Richards & Clay Calvert, The 2008 Federal Obscenity 
Conviction of Paul Little and What It Reveals About Obscenity Law and 
Prosecutions, 11 VAND. J. ENT. & TECH. L. 543, 565 (2009).

107. Calvert & Richards, supra note 25.

108. Spence v. Washington, 418 U.S. 405 (1974); Edward P. Richards, III 
& Katharine C. Rathbun, The Role of the Police Power in 21st Century 
Public Health, 26 SEXUALLY TRANSMITTED DISEASES 350 (1999).

109. Miller, 413 U.S. 15. Spence, 418 U.S. 405; Richards & Rathbun, supra 
note 108.

110. “The policy of punishing consenting adults for private acts was 
not much discussed in the early legal literature.” Lawrence, 539 
U.S. 558, 570. See also, id. at 572.

111. See generally Calvert & Richards, supra note 25.

112. Id.

113. Spence, 418 U.S. 405.

114. Id.

115. Id.; Miller v. California, 413 U.S. 15 (1973).

116. Miller, 413 U.S. 15.

of the community in the district or division wherein the court 
convenes”). They represent a cross-section of a local community 
and operate, many times, by using the reasonable person standard. 
See Martha Minow, Not Only for Myself: Identity, Politics, and Law, 
75 OR. L. REV. 647, 691 (1996).

93. J. Mason Kjar, How Geotargeting Will Change Online Obscenity 
Jurisprudence, ARIZ. ST. L.J., May 16, 2011, http://asulawjournal.
lawnews-asu.org/?p=242. See also Shannon Creasy, Defending 
Against A Charge Of Obscenity In The Internet Age: How Google 
Searches Can Illuminate Miller’s “Contemporary Community 
Standards,” 26 Ga. St. U.L. Rev. 1029, 1043-1044 (2010). “According 
to Google Trends, Pompano Beach, Florida ranked in the top fi ve 
cities whose residents routinely search “salacious” topics.” Id. at 
1056.

94. Speech: Obscenity, INTERNET L. TREATISE, http://ilt.eff.org/index.
php/Speech:_Obscenity (last modifi ed Mar. 10, 2010) (“[T]he 
‘community standards’ criterion as applied to…a nationwide 
audience will be judged by the standards of the community most 
likely to be offended by the message.”) (citing Reno v. ACLU, 521 
U.S. 844, 877–78 (1997)); see also Ashcroft v. ACLU, 535 U.S. 564, 
587 (2002) (O’Connor, J., concurring) (“[A]doption of a national 
standard is necessary in my view for any reasonable regulation 
of Internet obscenity”); Ashcroft, 535 U.S. at 589 (Breyer, J., 
concurring) (“I believe that Congress intended the statutory word 
‘community’ to refer to the Nation’s adult community taken as a 
whole, not to geographically separate local areas.”). 

 In Nitke v. Ashcroft, 413 F. Supp. 2d 262 (S.D.N.Y. 2005), Barbara 
Nitke, a New York photographer who works with erotic subject 
matter, challenged the constitutionality of being hauled into court 
in the least tolerant jurisdiction, arguing that this could chill 
protected speech throughout the Internet. Id. at 264, 266–67. The 
district court ruled that the plaintiffs had not provided suffi cient 
evidence of harm to maintain a facial challenge to the criminal 
provisions, but left open the possibility of a case-by-case analysis. 
Id. at 272–73. 

 In United States v. Kilbride, 584 F.3d 1240 (9th Cir. 2009), the 
defendants argued that because they “cannot control which 
geographic community their works will enter,” a geographic 
community standard for Internet works “unavoidably subjects 
such works to the standards of the least tolerant community in 
the country.” Id. at 1250. The Ninth Circuit agreed, holding that 
“a national community standard must be applied in regulating 
obscene speech on the Internet, including obscenity disseminated 
via email.” Id. at 1254. “To ‘avoid the need to examine the 
serious First Amendment problem that would otherwise exist,’ 
we construe obscenity” under the federal criminal obscenity 
statutes “by reference to a national community standard when 
disseminated via the Internet.” Id. (citing 18 U.S.C. §§ 1462, 1465 
(2006)). Nevertheless, the court found it to be harmless error, and 
the conviction was upheld. Id. at 1250, 1262. However, in United 
States v. Little, 365 F. App’x 159 (11th Cir. 2010), the Eleventh 
Circuit “decline[d] to follow the reasoning of Kilbride,” and held 
that the district court did not err in using a local community 
standard.” Id. at 164 (citing Kilbride, 584 F.3d at 1252–54).

95. HUNGRY BITCHES, supra note 74.

96. Miller v. California, 413 U.S. 15, 18 (1973). HUNGRY BITCHES, supra 
note 74.

97. HUNGRY BITCHES, supra note 74. Lawrence v. Texas, 539 U.S. 558 
(2003); United States v. Extreme Associates, 431 F.3d 150, 154 
(2005).

98. HUNGRY BITCHES, supra note 74. Lawrence v. Texas, 539 U.S. 558 
(2003); United States v. Extreme Associates, 431 F.3d 150, 154 
(2005).

99. Miller v. California, 413 U.S. 15 (1973).

100. Calvert & Richards, Vulgarians at the Gate: Privacy, Pornography & 
the End of Obscenity Law as We Know It, at 446–47.



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3 73    

143.  United States v. Isaacs, No. CR 07-732-GHK, 2008 U.S. Dist. LEXIS 
81149 (C.D. Cal. Sept. 19, 2008), aff’d, 359 Fed. Appx. 875 (9th Cir. 
2009), cert. denied, 130 S. Ct. 3519 (2010).

144. Scott Macaulay, The Trial of Josef K, FILMMAKER MAG. (May 7, 2008), 
http://fi lmmakermagazine.com/news/2008/05/the-trial-of-
josef-k (citing interview by Susannah Breslin with Ira Isaacs (May 
7, 2009); Susannah Breslin, The 2 Girls 1 Cup Defense, REVERSE 
COWGIRL (Apr. 14, 2008, 8:03 AM), http://reversecowgirlblog.
blogspot.com/2008/04/2-girls-1-cup-defense.html).

145. Id.

146. In re Complaint of Judicial Misconduct, 575 F.3d 279 (3rd Cir. 2009); 
see 28 U.S.C. § 351 (2006).

147. David Lat, Chief Judge Kozinski Cleared of Misconduct by Judicial 
Panel, ABOVE THE LAW (Jul. 2, 2009, 9:10 AM), http://abovethelaw.
com/2009/07/chief-judge-kozinski-cleared-of-misconduct-by-
judicial-panel.

148. Id.; see also Calvert & Richards, supra note 25, at 446–47; Fetish, 
supra note 102.

149. See generally Calvert & Richards, supra note 25.

150. Miller v. California, 413 U.S. 15 (1973); Pamela Weinstock, The 
National Endowment for the Arts Funding Controversy and the Miller 
Test: A Plea for the Reunifi cation of Art and Society, 72 B.U. L. REV. 803 
(1992).

151. Id.

152. Id.

153. Id.

154. Id.; Shannon Creasy, Defending Against A Charge Of Obscenity 
In The Internet Age: How Google Searches Can Illuminate Miller’s 
“Contemporary Community Standards,” 26 Ga. St. U.L. Rev. 1029, 
1032 (2010) (“While the Court clearly stated that “sex and 
obscenity are not synonymous” and that only “hard core” sexual 
conduct specifi cally defi ned by state statute is prosecutable, 
identifying the line between legal pornography and illegal 
obscenity has proven to be extremely diffi cult.”). 

155. Miller, 413 U.S. 15; Weinstock, supra note 150.

156. Id.

157. Id.

158. Id.

159. United States v. Siegel, 477 F.3d 87 (3d Cir. 2007); Spence v. 
Washington, 418 U.S. 405 (1974); Hakken, supra note 45.

160. Siegel, 477 F.3d 87; Spence, 418 U.S. 405; Hakken, supra note 45; 
United States v. Extreme Associates, Inc., 431 F.3d 150 (3d Cir. 
2005).

161. Compare, Spence, 418 U.S. 405 (strict scrutiny of First Amendment 
violation public speech) with Extreme Associates, 431 F.3d 150 (strict 
scrutiny of First Amendment violation that discusses Miller’s 
relevance to private speech). United States v. Stagliano, 693 F. 
Supp. 2d 25 (D.D.C. 2010).

162. U.S. Const. art. IV, cl. 2. Siegel, 477 F.3d 87; Spence, 418 U.S. 405; 
Hakken, supra note 45.

163. Siegel, 477 F.3d 87; Spence, 418 U.S. 405; Hakken, supra note 45; 
Creasy, supra note 154 at 1039 (“[T]he Miller test has been widely 
criticized as unconstitutionally vague and overbroad.”).

164. This is so because the Miller test seems to be so problematic for 
regulating the gamut of pornographic images that are available to 
a privately situated viewer of online pornography. Siegel, 477 F.3d 
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Bob Jones Univ., 461 U.S. at 604; see also Volokh, supra note 166, at 
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245. Id.; Carmen M. Cusack, Beating the System: The Feminist 
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251. See discussion supra Part II and III.
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inclined to give much credence to his 
story: discovering that a contestant on a 
daytime quiz called “Dotto” was given 
answers in advance to questions used on 
the air, he complained to the producers 
who then paid him $1,500 in return for 
his signature on documents that waived 
any further claim against them.1

Hilgemeier met with representatives from the D.A.’s 
offi ce again on August 22, 1958. His argument relied on a 
notebook that he discovered while waiting as a standby 
contestant for Dotto, a game based on connect-the-dots. 
Each correct answer created a connection between two 
dots—when all the dots connected, they formed the face 
of a famous person.

Before the May 20, 1958 live broadcast, Hilgemeier 
served as a standby contestant. The two contestants for 
the broadcast were Marie Winn and Yeffe Kimball Slatin.

As Hilgemeier related it, two “Dotto” 
staff members, associate producers 
named Art Henley and Gil Cates, came 
in to take the two women separately to 
another room for “warm-up” sessions, 
during which they went over scripted 
dialogue to be used in the so-called in-
terview segment or chat before the actual 
quizzing; material used in the interviews 
was based on personal background infor-
mation provided to the producers by the 
contestants. After returning to the dress-
ing room from her warm-up, Hilgemeier 
observed, Winn spent some time writing 
in a notebook, holding it tightly on her 
knee to keep what she was writing to 
herself.

Shortly before the broadcast, a dress 
rehearsal took place before the cameras, 
and Hilgemeier noted what he called “an 
undue amount of familiarity” between 
Winn and the studio personnel. When 
the broadcast began, he watched from 
the wings and thought that Winn “had 
everything on the tip of her tongue.” 
Suspicious, he returned to the dressing 

They did not compete to the death, nor did they 
compete in a boxing ring, on a gridiron, or on a baseball 
diamond.

They competed in glass booths, guided by a silky 
smooth referee announcing the rules, guiding the course 
of play, and emanating charisma.

They were Charles Van Doren and Herbert Stempel.

Van Doren and Stempel competed on NBC’s Twenty 
One, a television quiz show in the 1950s. The quiz show 
format was a staple of 1950s television—everyday people 
answered arcane questions for massive prizes. 

Quiz shows were exciting. 

Quiz shows were tense. 

Quiz shows were rigged.

The revelations about the scandal broke the nation’s 
heart. Yet the scandal did not begin with Van Doren and 
Stempel as was portrayed in the 1994 movie Quiz Show. 
Rather, it began with an aspiring actor and comedian in 
his mid-twenties—Edward Hilgemeier, a standby contes-
tant on CBS’ Dotto. 

On August 16, 1958, Hilgemeier met with Melvin 
Stein and Joseph Stone of the Manhattan District Attor-
ney’s offi ce. 

A senior assistant district attorney, Stone ran the 
Complaint Bureau. CBS had cancelled the daytime ver-
sion of Dotto on the previous day and NBC had cancelled 
Twenty One three days prior.

Stein was a recent Columbia Law School 
graduate, with the D.A.’s offi ce only a 
few months; I had fi fteen years’ experi-
ence as a city prosecutor dealing with 
more kinds of fraud than most people 
could imagine existed, but I had never 
heard this one before. But after spend-
ing an hour with the complainant, a tall, 
thin aspiring actor in his mid-twenties 
named Edward Hilgemeier, I was not 

The Quiz Show Scandal: Real vs. Reel
By David Krell

Krell’s Korner is a column about the people, events, and deals that shape the 
entertainment, arts, and sports industries.

In 1956, two gladiators captured the 
nation’s heart. 
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pearing on the show. Daniel Enright, co-
producer of the show, said Stempel made 
the written statement after the produc-
ers learned Stempel “had been making 
charges damaging to the integrity of Dan 
Enright and the ‘21’ program.”6

Enright produced the show through the company he 
co-owned with host Jack Barry & Enright Productions. 
NBC bought the company for $4.8 million dollars in 1957, 
giving it ownership of Twenty One and fi ve additional 
programs.7 The purchase price refl ected NBC’s confi dence 
in the potential investment return. “Although $4,800,000 
is a huge sum to pay for a show, N.B.C. calculated that it 
could get a favorable return on its investment if Twenty 
One remained on the air for another three years, or until 
the summer of 1960.”8

Enright amplifi ed his defense against Stempel at a 
press conference on September 2, 1958 in the Biltmore Ho-
tel. Along with Jack Barry, Enright played a tape record-
ing of a conversation indicating that Stempel attempted to 
blackmail Enright. The recording documented a meeting 
in Enright’s offi ce on March 1, 1957, when Stempel alleg-
edly demanded $50,000 or he would tell the newspapers 
that the producers rigged Twenty One by giving contes-
tants the answers and directing him to purposely lose to 
Charles Van Doren on a specifi c date.

On the tape recording a voice, presumably Mr. En-
right’s, was heard to say:

“You came in with a blackmail scheme 
Friday, and I think to describe it any 
other way would be avoiding the issue. It 
was a blackmail scheme. Do you agree?”

The voice purported to be that of Mr. 
Stempel replied: “Uh [pause] yes.”9

Enright’s defense weakened as further information 
revealed that Stempel’s allegations rested on truth, not 
fabrication. James E. Snodgrass, a Twenty One contestant 
during April, May, and June 1957, also alleged the fi x-
ing of Twenty One. However, Snodgrass had more than 
an allegation—he had written proof. With a grand jury 
convening to investigate the quiz shows, Hogan’s offi ce 
subpoenaed Snodgrass. The 35-year-old artist told his 
story to the press on September 26, 1958: 

He said that he had given the grand jury 
three sealed letters that he had sent to 
himself by registered mail. These letters, 
he asserted, contained the questions and 
answers for the second, third and fourth 
programs in which he participated.

He mailed them, he said, before the 
shows were televised. The letters are be-
ing examined by the police to insure that 
the seals have not been tampered with.10

room and found Winn’s notebook on a 
table, where she had left it, and thumbed 
through it. On one page he saw what 
he thought could be answers to the 
questions Winn was being asked on the 
broadcast, and he tore the page out.2

Stone analyzed the legal implications of the events 
surrounding Hilgemeier—possible extortion by Hilge-
meier and Slatin, larceny if the producers rigged Dotto 
to favor one contestant over another, and bribery if the 
producers received a kickback from the winner.3 

On August 25, 1958, the Manhattan District Attor-
ney’s offi ce announced its investigation of Dotto. Hilge-
meier’s identity remained unknown at this point, though 
press reports revealed his persona and his affi davit to the 
Federal Communications Commission (F.C.C.).

It has been said in trade circles that the 
complainant is an actor who occasionally 
has appeared in off-Broadway stage pro-
ductions. He was a stand-by contestant 
for “Dotto” last May but never appeared 
on the program.

Broadcasting magazine, a trade publica-
tion, quoted an F.C.C. source yesterday 
as acknowledging that a complaint about 
“Dotto” had been received and that 
the F.C.C. had asked C.B.S.-TV for an 
explanation.4

Three days later—August 28, 1958—the Manhattan 
District Attorney’s offi ce incorporated NBC’s Twenty One 
into the investigation. A former contestant triggered the 
decision. 

Gotham’s latest TV spectacular—District 
Attorney Frank Hogan’s investigation of 
small-screen quiz shows—added a big 
name yesterday with the disclosure that 
question-and-answer titan “Twenty-One” 
was one of the programs being probed.

A spokesman for Hogan’s offi ce admit-
ted that “Twenty-One” was brought into 
the widening inquiry as the result of a 
complaint from a former contestant, one 
time “Human Univac” Herbert Stemple 
[sic].”5

Stempel won $49,500 on Twenty One until Charles Van 
Doren dethroned him. Daniel Enright, the co-producer 
of Twenty One, responded to Stempel’s allegation imme-
diately. On August 29, 1958, Enright publicized a prior 
written statement contradicting the allegation. 

In a statement signed Mar. 7, 1957, and 
made public today, Stempel says he never 
had been given any answers before ap-
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and variations on the theme of Nearing’s 
previous motions regarding the legality 
of the original grand jury investigation 
and questions of self-incrimination and 
immunity, there were demands to exam-
ine grand jury minutes and a frivolous 
attempt to invalidate the charges on the 
basis of the contention that since I lived 
in Queens I was not legally an assistant 
district attorney of Manhattan.

Between June and the end of December 
1961, Dudley, Horan, Miller, Rosner, and 
Truppin pleaded guilty and received sus-
pended sentences. As 1962 opened, the 
cases of thirteen of the original twenty 
remained to be tried. Finally, on January 
17, Van Doren, Von Nardroff, Bloom-
garden, and the others pleaded guilty. 
Judge Breslin, a former chief assistant 
district attorney in the Bronx who on the 
bench dealt mostly with street crime, was 
mellow when he asked for my recom-
mendation in sentencing. I told the judge 
I had lived with the cases for a long time 
and was in a position to say how contrite 
the defendants were. No one involved 
could see any point in punishing them 
more than they had already been. Breslin 
suspended the sentences without impos-
ing probation.13

No participants in the quiz show scandals went to 
prison—the Manhattan District Attorney’s charges con-
cerned perjury, not fraud.

In addition to the Manhattan District Attorney, the 
House of Representatives Subcommittee on Legislative 
Oversight of the Committee on Interstate and Foreign 
Commerce investigated the quiz show scandals. Its hear-
ings led to passage of 1960 amendments to the Communi-
cations Act of 1934—the amendments outlawed the fi xing 
of television game shows.

During the hearings, Charles Van Doren admitted his 
culpability. A model for education because of his promi-
nent celebrity sourced in being a Twenty One juggernaut, 
Van Doren fell from grace on November 2, 1959. His 
prepared statement began with an acknowledgment of 
his fraud.

I would give almost anything I have to 
reverse the course of my life in the last 3 
years. I cannot take back one word or ac-
tion; the past does not change for anyone. 
But at least I can learn from the past.

I have learned a lot in those 3 years, 
especially in the last 3 weeks. I’ve learned 
a lot about life. I’ve learned a lot about 

Snodgrass also indicated a mystery person behind the 
rigging. 

Mr. Snodgrass said that an offi cial of 
Barry & Enright, producers of “Twenty-
One,” had approached him after his fi rst 
appearance on the show and said that 
there would be a long series of tie match-
es with his opponent, Hank Bloomgar-
den, and that he would eventually lose. 
He did not identify the offi cial.

He emphasized, however, that he had 
had no dealings with Jack Barry or Dan 
Enright, or with Mr. Bloomgarden. The 
latter, who won a total of $92,500, also 
testifi ed at the District Attorney’s offi ce 
yesterday, but he declined public com-
ment. Barry & Enright announced that 
they had been advised by their attorneys 
to “release no statements at this time.”11

Snodgrass also indicated that the subpoena ignited 
his revelation.

Mr. Snodgrass said he would never had 
brought up the matter had he not been 
subpoenaed, along with many other 
former quiz show contestants, by the 
investigating units.

He said that when he had fi rst been given 
the answers he had “assumed it was an 
accepted practice being given answers so 
I would not fail on the fi rst round.”12

The revelations peeled back the layers of illusion 
regarding the quiz show genre. What was thought to be 
tests of knowledge soon became known as farcical exer-
cises in acting. The most famous perpetrator was Charles 
Van Doren, a scion of a literary family, a college professor 
at Columbia, and the contestant responsible for dethron-
ing Stempel. Vivienne Nearing toppled Van Doren, but 
not before he won $129,000, appeared on NBC’s Today as 
a regular contributor, and fascinated the nation with his 
apparent recall of arcane historical information.

In downtown Manhattan, quiz show contestants 
became targets of the D.A.’s offi ce, primarily for perjury 
charges. Ultimately, their involvement in the quiz show 
scandal led to a dead end regarding penalties.

One by one the defendants came to the 
end of their legal tethers. The fi rst, Near-
ing, pleaded guilty on May 8 [1961] and 
received a suspended sentence. Thirteen 
more motions to dismiss the informations 
[sic] were fi led on behalf of the remain-
ing defendants, each requiring a rebuttal 
by us, each occasioning a delay of the 
fi nal reckoning. In addition to fi ne points 
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for which he was severely chastised by 
Enright. As Enright apparently believed, 
a successful game show needed two 
distinct personalities, one unsympathetic 
and unattractive, the other the opposite.15

Apparently cast as the fair-haired prince, Van Doren 
complied with the quiz-show paradigm—get the answers 
in advance of the broadcast. He stood out like a beacon 
in the darkness because of his appearance, family status, 
and educational background. His celebrity continued to 
be synonymous with the 1950s quiz show scandal.

Joseph Stone sought Van Doren’s assistance during 
the research phase for his book Prime Time and Misde-
meanors. “Many years later [after the quiz show scandals], 
Stone wrote to me asking me to help him publish a book 
about the quiz-show scandal. He said that he’d never 
meant to hurt me and in fact had tried to protect me. I 
threw his letter away and never answered it.”16

Van Doren also refused a $100,000 consulting fee for 
the 1994 fi lm Quiz Show.17

Quiz Show condenses the events from the perspective 
of Richard Goodwin, Special Counsel to the Subcom-
mittee on Legislative Oversight. It ignores, however, the 
initial role of the Manhattan District Attorney. In fact, it 
creates a fi ctional relationship between Goodwin and Van 
Doren bordering on friendship. Actually, Van Doren did 
not meet Goodwin until August 1959 while Quiz Show 
indicates that they met in 1956 as Goodwin followed a 
hunch regarding the fi xing of quiz shows.

Additionally, Quiz Show portrays Van Doren as pur-
posely losing a question to relieve himself of the pressure 
concurrent with celebrity—attention can be overwhelm-
ing, particularly if it is based on a fraud. 

The question concerned foreign royalty, correctly de-
picted in Quiz Show. But Van Doren had received instruc-
tions to lose to Vivienne Nearing, an attorney. He did not 
singularly take a dive.

I didn’t know what to do nor where to 
turn and, frankly, I was very much afraid. 
I told [Twenty One producer Al] Freed-
man of my fears and misgivings, and I 
asked him several times to release me 
from the program. At the end of January 
1957, when I had appeared 8 or 10 times, 
I asked him once more to release me, and 
this time more strongly. He agreed to 
allow me to stop, but it was some time 
before it could be arranged. He told me 
that I had to be defeated in a dramatic 
manner. A series of ties had to be planned 
which would give the program the re-
quired excitement and suspense. On Feb-
ruary 18 I played a tie with Mrs. Vivian 

myself, and about the responsibilities any 
man has to his fellow men. I’ve learned 
a lot about good and evil. They are not 
always what they appear to be. I was 
involved, deeply involved, in a decep-
tion. The fact that I, too, was very much 
deceived cannot keep me from being 
the principal victim of that deception, 
because I was its principal symbol.

There may be a kind of justice in that. 
I don’t know. I do know, and I can say 
it proudly to this committee, that since 
Friday, October 16, when I fi nally came to 
a full understanding of what I had done 
and of what I must do, I have taken a 
number of steps toward trying to make 
up for it.

I have a long way to go. I have deceived 
my friends, and I had millions of them. 
Whatever their feeling[s] for me now, my 
affection for them is stronger today than 
ever before. I am making this statement 
because of them. I hope my being here 
will serve them well and lastingly.14

Van Doren reigned as the Twenty One champion for 
14 weeks in the Winter of 1956 and the Spring of 1957. It 
began on the December 5, 1956 broadcast with beating 
Herbert Stempel, an ex-G.I. and student at City College of 
New York. In a 2008 article authored for The New Yorker, 
Van Doren described Stempel’s manufactured persona, 
coached mannerisms, and earned status.

Each week, Stempel had been told what 
to do: how many points to choose, how 
to deliver his answers. He was to pat his 
brow (it was hot in those glass booths) 
but not rub it, to avoid smearing his 
makeup. In addition, he was instructed 
to get a Marines-type “whitewall” 
haircut, to wear an ill-fi tting suit (it had 
belonged to his deceased father-in-law), 
and to describe himself as a penurious 
student at City College. In fact, he was 
a Marines veteran married to a woman 
of some means who once appeared on 
the set wearing a Persian-lamb coat and 
was quickly spirited away so that she 
wouldn’t blow his cover.

Stempel was also told to wear a six-dollar 
wristwatch that “ticked away like an 
alarm clock,” as he later testifi ed, and 
was audible when he stood sweating in 
the booth, earphones supposedly damp-
ing all outside sound. Once, he wore a 
new suit and had let his hair grow out, 



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2012  |  Vol. 23  |  No. 3 81    

6. Stemple Statement In 1956 Refutes His Quiz Show Charges, Daily 
Boston Globe, Aug. 30, 1958, at 1.

7. ‘21’ On TV Tonight Amid Controversy, N.Y. Times, Sept. 1, 1958, at 
27.

8. Id.

9. Val Adams, Record Is Played On TV ‘Blackmail’:’21’ Producers Offer 
Taped Conversations to Support Their Extortion Charge, N.Y. Times, 
Sept. 3, 1958, at 67.

10. Richard F. Shepard, ‘Twenty-One’ Quiz Is Accused Again: Second 
Contestant Says He Got Answers in Advance—Talks to Grand Jury, 
N.Y. Times, Sept. 27, 1958, at 42.

11. Id.

12. Id.

13. Stone and Yohn, supra note 1, at 308-309.

14. Investigation of Television Quiz Shows: Hearing Before the H. Committee 
on Interstate and Foreign Commerce, 86th Cong. (1959) (statement of 
Charles Van Doren), http://historymatters.gmu.edu/d/6566/.

15. Charles Van Doren, All the Answers: The quiz-show scandals – and the 
aftermath, The New Yorker, July 28, 2008, available at http://www.
newyorker.com/reporting/2008/07/28/080728fa_fact_vandoren.

16. Id.

17. Id.

18. Hearing, supra note 14.

David Krell is the author of Blue Magic: The Brook-
lyn Dodgers, Ebbets Field, and the Battle for Baseball’s 
Soul. Publication in 2013 is expected. David has spoken 
at the Society for American Baseball Research’s Freder-
ick Ivor-Campbell 19th Century Baseball Conference, 
National Baseball Hall of Fame’s Annual Cooperstown 
Symposium on Baseball and American Culture, New 
York Mets 50th Anniversary Conference, Society for 
American Baseball Research’s Jerry Malloy Negro 
Leagues Conference, and the Mid-Atlantic Nostalgia 
Convention. David is a featured guest on the podcast 
Dishing Up the Dodgers where he talks about the his-
tory of the Dodgers baseball team. Additionally, David 
has written for the Dodgers-themed web site Lasor-
daslair.com, the publishing industry web site publish-
ingperspectives.com, and magazines including Patriots 
of the American Revolution, Mi Patente, and Filmfax. 
David is the Co-Editor of the New York State Bar As-
sociation’s sports law book In the Arena, to be published 
in 2013. David is a member of the Bars of New York, 
New Jersey, and Pennsylvania. David’s web site is 
www.davidkrell.com.

Nearing, and the following week played 
two more ties with her. Freedman then 
told me that she was to be my last oppo-
nent, and that I would be defeated by her. 
I thanked him. He told me that I would 
have to play twice more after Febru-
ary 25. The next program was on March 
11. When I arrived at the studio Freed-
man told me that since there were now 
only three programs a month, this was 
not time enough to “build up” another 
contestant and so I was to lose that very 
night. I said: “Thank God.” Mrs. Nearing 
defeated me in the fi rst game played that 
night. My total winnings after 14 appear-
ances were $129,000.18

The revelations regarding the quiz shows—Twenty 
One, The $64,000 Question and Dotto, among others, re-
placed the awe of contestants’ erudition with the shock of 
contestants’ fraud. After the scandals, Van Doren lost his 
teaching position at Columbia and his contract with NBC 
for appearances on Today. He later worked for Encyclope-
dia Britannica. Currently, he teaches at the University of 
Connecticut.

Quiz shows went dormant as prime time fodder but 
returned to a golden era in the 1970s and 1980s daytime 
programming blocks. 

Additionally, Twenty One returned to prime time on 
NBC in 2000 after ABC’s extraordinarily successful prime 
time game show—Who Wants To Be A Millionaire?

The Twenty One envisioned for the 21st century 
lasted less than a year. Perhaps it would have fared better 
featuring a rematch of Herbert Stempel and Charles Van 
Doren.
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