
The current term of the
U.S. Supreme Court has at
least two pending cases of
interest to intellectual proper-
ty lawyers. The Court has
decided to hear consolidated
cases on writs of certiorari as
to Internet wine sales. One
case is Sweedenburg v. Kelly
from the Second Circuit,
where the appellate court held
that the state of New York
could prohibit shipments
from out-of-state wineries under the 21st Amend-
ment (repeal of prohibition). However, other circuit
courts have held that such state protectionist statutes
violate the Commerce Clause. 

Of particular interest is the case of K-P Permanent
Make-Up, Inc. v. Lasting Impressions, Inc. in which the
Court heard oral argument in the beginning of Octo-
ber on whether the trademark fair use defense
requires a showing of no likelihood of confusion (as
in the “classic” fair use defense under the Ninth Cir-
cuit rule) and whether the defendant has the burden
of proving it. Petitioners urge that the defense is
absolute and that the defendant is not required to
show that there is an absence of likelihood of confu-
sion, as the Ninth Circuit held. 
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means the copyright owners have to proceed against
ISPs as conduits the old-fashioned way by commenc-
ing John Doe suits and seeking permission from the
court to issue subpoenas to the ISPs to reveal the
identities of certain individuals based on their IP
(Internet protocol) addresses. Copyright owners will
have to move fast, however, as ISPs typically keep
such IP address records for only two months or so. 

Plaintiffs bringing John Doe suits in the Southern
District of New York are subject to the test set out in
Sony Music v. Does 1-40 in obtaining court permission
to serve subpoenas on ISPs seeking the identity of
alleged copyright infringers. Plaintiffs must set forth
a strong enough case to establish that defendants are
infringing and, therefore, are not entitled to any First
Amendment protection of their identities. Of course,
the reverse is also true: If defendants are not infring-
ing, then the First Amendment would protect against
disclosure, since once their identities are disclosed,
the First Amendment rights of innocent defendants
have been irreparably violated. This is analogous to
the anonymous online defamation cases. Defamatory
speech is not protected by the First Amendment.
Thus, courts in New Jersey and elsewhere act as
gatekeepers, requiring plaintiffs to produce a suffi-
ciently compelling defamation case to strip the
defendant of his or her right to anonymity prior to
actually being adjudged liable. 

It remains to be seen what, if any, First Amend-
ment anonymity protection will be accorded to indi-
viduals who are the object of a section 512(h) subpoe-
na served on ISPs and whether the district court will
have any gatekeeping function, notwithstanding
there being no suit pending. 

October also marked our Section’s Fall Meeting
at The Sagamore hotel on Lake George. This year’s
program, “IP Law: The Next Generation,” was very
well attended and apparently enjoyed by all. The
panel coordinators and speakers did a marvelous job
of providing interesting discussions on idea submis-
sion, rights of publicity, ad words and contextual
advertising on the Internet, cyberlaw case law trends
and litigation strategies, branding, geographical indi-
cations pertaining to trademark law, database protec-
tion, ethics-related patent and trademark searching
and written opinions, and trial technologies. A photo
spread of the conference appears in this issue. Many
thanks to Paul Fakler, Secretary of the Section, for
doing such a great job as my Program Co-Chair.

The weather, once again, was terrific, even with
the wind kicking up on the lake during our annual
boat ride on the Morgan. The “upgraded” wine and
hors d’oeuvres on the water and on land was quite
welcomed, as was the jazz of the Nat Phipps Trio at

the cocktail hour and dinners. Next year we’ll also
upgrade the entrées. It was wonderful to see so
many small children enrolled in our special kiddy
dinner program, complete with arts and craft proj-
ects and counselors. It was also refreshing to see
many first-time Sagamore attendees. 

In a tribute to Marc Lieberstein for his dedication
and service to the Section as Chair, he was presented
with a framed autographed picture of Mickey Mantle
shaking hands with Joe DiMaggio. The two Yankee
superstars will no doubt watch over Marc as he slugs
his way through one case after another. 

As I noted in my previous Message, our Section’s
program at the Bar’s Annual Meeting (Tuesday, Janu-
ary 25, 2005) will showcase the Section’s newly
formed International IP Law Committee. We are fea-
turing a mock arbitration, based on a hypothetical
dispute involving multijurisdictional issues of patent,
copyright, digital rights management, and trademark
law in the context of a dispute over development of
competing computer operating systems.

We are most fortunate to have as our arbitration
panel The Honorable Loretta A. Preska, U.S.D.J.
(S.D.N.Y.); The Honorable Marshall E. Rothstein,
Judge, Federal Court of Appeal, Canada; as well as
other distinguished panelists from Brazil and
Europe. Playing the role as advocates will be attor-
neys from England, Brazil, Canada, and the United
States.

This program is intended as a kick-off for our
International IP Law Committee and is expected to
attract our Section’s foreign members, in addition to
our domestic members. The Section is most grateful
to the Committee’s Co-Chairs, Ray Mantle and Sheila
Francis, for undertaking the enormous task of coordi-
nating this special event, with the help of Marc
Lieberstein, Section Vice Chair Debra Resnick, and
many others. Of course, no program would ever hap-
pen if it were not for our crackerjack team at the
NYSBA: Pat Stockli, Kathleen Heider, Cathy Teeter,
Linda Castilla, and Naomi Pitts. 

Look for our Section’s other programs in the cal-
endar at the end of this issue, and keep a lookout for
our Section’s sponsorship of The U.S. Copyright
Office Comes to New York, which will occur in the
Spring 2005. This was a big hit last year, and we
expect an even bigger turnout this year.

If anyone has any questions, comments or cri-
tiques concerning any Section events or other busi-
ness, please do not hesitate to e-mail me at
rick@ravin.com.

Richard L. Ravin
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The Enforceability of Open-Source Licenses
By George L. Graff

I. Introduction
Proprietary software
developers use copy-
right to take away the
users’ freedom; we
use copyright to guar-
antee their freedom.
That’s why we reverse
the name, changing
``copyright’’ into
``copyleft.’’1

One of the major developments in the licensing
of computer software in recent years has been the
growing acceptance by commercial users of software
distributed under so-called “open source” licenses,
which permit copying, modification and distribution
of the code under the condition that copies of the
source code and the rights granted in the license be
passed on to distributees.2 Although the form of such
licenses bears a superficial resemblance to the types
of software licenses that traditionally have been, and
continue to be, employed by distributors of propri-
etary software, they differ from those licenses in a
number of legally significant respects. For example:

• There is no consideration charged for the per-
missions granted in the licenses.

• Licensees are not asked to assent to the terms
of the license. Indeed, in most cases, the license
does not purport to be an enforceable contract.

• The licensed products usually are the product
of the efforts of numerous individuals, and
authorship and ownership of the copyrights in
any identifiable portion of the “work” is often
murky or indeterminable.

• There is often no effective screening by the
publisher, nor any warranty from a responsible
party, that provides assurances that the licen-
sor has all of the rights it needs to lawfully dis-
tribute the works under the terms of the
license. 

• There are no reported cases and few statutory
provisions that bear upon the licenses.3

Given the substantial investments in and reliance
on open-source software by commercial enterprises,
either as end users or as developers of products that
contain, use, or are derived from open-source code, it

is important not only to understand the nature and
terms of the rights and restrictions contained in those
licenses, but also to determine, in each case, the
answers to questions such as who can enforce the
license, whether the permissions it grants can be
revoked or modified by the licensors, the extent to
which a distributor of derivative works under those
licenses can limit or eliminate its potential liabilities
to distributees, and what protections, if any, those
licenses can provide to users against third parties
who assert claims that works distributed under the
license infringe their rights. 

II. The Concept of Non-Contractual Licensing
Beginning at a time when it was hotly debated

whether computer programs were or should be enti-
tled to protection under federal copyright law, the
commercial software industry in the United States
adopted the practice of requiring users of their prod-
ucts to enter into license agreements in which the
licensees were granted few, if any rights but were
required to agree to various restrictions on their abili-
ty to use, modify, copy, and distribute the works as
well as to various limitations on their legal rights,
such as waivers of implied warranties and limita-
tions on damages. Developers who were given access
to source code usually were required to sign even
more restrictive agreements, containing non-disclo-
sure agreements designed to assure that the code
would be afforded trade-secret as well as copyright
protection, thus limiting the free and open discussion
of the contents of the software among members of
the programming community.

These licensing practices were abhorrent to a sig-
nificant number of programmers who believed that
all software should be freely distributable and modi-
fiable and who challenged the widespread use of
nondisclosure agreements, “shrinkwrap” licenses,
and other techniques adopted by software distribu-
tors to limit the rights of users of their products.

In 1984 the GNU project was founded with the
goal of developing an operating system that was the
functional equivalent of UNIX® but that would be
free of the restrictions imposed by copyright law,
trade secret law, and the licensing practices of the
industry.4 However, rather than simply place their
work into the public domain, the members of the
project decided to use the copyright laws and licens-
ing techniques to ensure that not only their own
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rights and remedies of users who have not commit-
ted any acts of infringement.

III. Enforcement by Licensors
In general, apart from the provisions that pur-

port to disclaim warranties and limit liability, open-
source licenses do not attempt to restrict the rights
of, or impose obligations on, users who do not modi-
fy or distribute the software and thereby engage in
activities that, apart from the license, would not con-
stitute infringement. However, the requirements they
impose on parties who would redistribute the works
in their original or any modified form are quite
restrictive. These include such requirements as mak-
ing source code freely available to distributees with-
out any confidentiality restriction and identifying
and describing all modifications to the original work,
prohibitions against charging royalties for using,
copying, or distributing the work by distributees
(though not against charging for copies they distrib-
ute), granting a license under any patents in the
licensee’s control, and other measures intended to
ensure that all of the permissions granted by the
license are extended to future distributees not only of
the work itself but of any software developed by the
licensee that incorporates or is derived from the
work.

These provisions require developers who wish to
incorporate open-source works into their products to
forfeit the protections to which they are entitled
under copyright, trade secret, and patent law, and
they often provide a significant disincentive to devel-
opers who wish to develop applications intended for
use in an open-source environment while preserving
their propriety rights. Even if one were willing to
abide by these restrictions, it may be important for a
developer contemplating using such works to con-
sider whether, and by whom, those provisions can be
enforced. For example, the Free Software Foundation
and other owners of open-source works recognize a
distinction between separate works distributed
“with” open-source works, which can be preserved
as proprietary, and those that “include” the open-
source work, which must be “free.” This distinction
can be difficult to apply in many cases, and it would
be useful for developers to be able to reach an under-
standing, in advance of any distribution, with the
“licensor” of the open-source works to resolve any
potential disputes. In addition, the GPL itself recog-
nizes the possibility of modifying the license in cir-
cumstances that are not inconsistent with its overall
goals.8

Since the fundamental premise of the non-con-
tractual license is that it represents a grant of permis-
sion by the copyright owner, and a violation of its
provisions is actionable as an infringement, it follows

works, but all future works based on those works
would remain publicly available in perpetuity. Thus,
they developed the “copyleft,” as reflected in the
license form known as the GNU General Public
License (“GPL”) which, in somewhat modified form,
remains the most commonly used form of open
source licensing currently employed.

The GPL and its progeny, though they use the
term “license,” are based upon a fundamentally dif-
ferent (though historically more accurate) concept of
a license than the contractual license agreements that
are employed by the publishers of proprietary soft-
ware; the license is not a contract, but a unilateral
grant of permission by the copyright owner to
engage in conduct that otherwise would violate the
licensor’s copyright. This type of a license is, essen-
tially, an intellectual property analog to the common
law concept of a “license” as that term has long been
understood under property law.5 By adopting this
technique, the distributors of open-source software
avoid the need to pretend that users have “agreed”
to the restrictions they impose, as well as any theo-
retical problems imposed by the fact that the distrib-
utors of open-source software generally receive no
consideration in return for the various permissions
that they grant to distributees of their work.

The enforceability of a non-contractual license
such as the GPL (which has never been tested legal-
ly) is based on the premise that a violation of any of
its provisions would constitute an infringement of
the licensor’s copyright, so that any person who vio-
lates the licensee, whether or not it “agreed” to its
terms, could be held liable for infringement if it vio-
lated those terms.6 Although its theory may be
sound, this form of licensing has a significant limita-
tion; since licensees are not required to agree to the
license provisions, an open-source license does not,
and cannot, impose any obligations on or limit the
rights of persons who lawfully possess copies of the
software and who do not commit any acts that
infringe the copyright.

Despite this theoretical limitation, the current
version of the GPL and other open-source licenses
contains elaborate provisions, modeled after the
most onerous forms employed by licensors of propri-
etary software, that purport to disclaim all legal obli-
gations of the licensor, including warranties, express
or implied, and responsibility for damages of any
kind caused by their products.7 Although some com-
mercial entities that employ open-source licensing,
such as Netscape and IBM, have reverted to a “con-
tractual” model in an effort to enhance the likelihood
of enforcing such provisions, others, including the
GPL, still maintain that they are not contracts despite
the severe restrictions they purport to impose on the
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that the only party who can enforce such a license is
the owner of the copyright who has (at least in the
case of a domestic U.S. work) registered it with the
Copyright Office. However, considering the commu-
nal nature of the development effort, identifying all
of the authors of such a work can be a daunting task.
Thus, some distributors of open-source works, such
as the Free Software Foundation (“FSF”), take great
pains to ensure that they own and can obtain valid
registrations for all of the works they distribute.
These measures include not only obtaining written
assignments from all parties who contribute code but
also releases from their employers for any claims to
authorship based on the “work for hire” doctrine.
However, other distributors of open-source works,
most notably distributors of the Linux® operating
system, do not claim nor seek to obtain ownership of
the copyrights in the works they distribute. 

“Linux” is a trademark owned by Linus Tor-
valds, the individual who wrote the original Linux
kernel and who still exercises significant control over
its contents. But Mr. Torvalds is not, by any means,
the only author of Linux; it is a collective work repre-
senting the contributions of hundreds, perhaps thou-
sands, of individuals whose identities may or may
not be fully known. Furthermore, many of those
authors are employed by commercial enterprises or
universities that may be the lawful “authors” of the
works. To further complicate matters, some of them
were engaged in collaborative efforts that may or
may not have resulted in “joint” ownership, and
many portions of the work are derivative works in
which different authors, working individually or col-
lectively, have contributed different portions at dif-
ferent times. 

To be sure, virtually all distributions of Linux
also include C compilers, applications, libraries, and
other components that are owned by the Free Soft-
ware Foundation, IBM, the University of California,
or other copyright owners who can establish their
ownership of portions of the work. And commercial
distributors of Linux, such as Red Hat, also claim a
copyright in the entire package of elements included
in their distributions as a “collective work.” Thus, it
is highly likely that there is someone who would be
in a position to enforce a violation of the license
against an infringer. However, reaching a binding
agreement to modify the license or avoid or resolve a
dispute is a different matter; no agreement with any
given “author” can purport to bind all of them, and
users must be prepared to recognize and accept that
risk. 

The foregoing discussion relates solely to those
portions of the non-contractual license that will be
violated only by those who modify and/or distribute

copies of the software. However, in the absence of a
contract, there is no legal theory that would support
the enforceability of the warranty disclaimers and
remedy limitations contained in a non-contractual
open-source license. The GPL makes the self-serving
statement that “because the program is licensed free
of charge,” there are no implied warranties. In the
absence of consideration, that may well be an accu-
rate statement of the law in many states, including
those which may adopt UCITA, with respect to cer-
tain warranties, such as the warranty of mer-
chantability, that are implied as a matter of contract
law. However, nothing in a non-contractual license
can effectively eliminate or reduce the exposure of
authors or distributors of open-source works to
product liability claims sounding in tort. Thus, com-
mercial distributors of works that include open-
source materials who wish to protect themselves
against such liability often require users of their
products to execute enforceable end-user agreements
in addition to including copies of the required open-
source license in their products.9

IV. Enforcement by Licensees
Since they are not contracts, it could well be

argued that the promises and privileges afforded by
the non-contractual license to modify and prepare
derivative works and to distribute those works to
others are not binding on the licensors and that
developers who seek to take advantage of those per-
missions and develop products based on the open-
source license do so subject to the risk that the copy-
right holder/licensor may simply change its mind
and either unilaterally revoke or (more likely) modi-
fy the license by, for example, imposing royalties or
other fees upon those who generate revenues from
commercially exploiting their work. In general,
licenses to real property, which provide the theoreti-
cal underpinning for non-contractual software licens-
es, are terminable at will, subject to a few exceptions
that would not appear applicable.10

The FSF is aware of this potential issue and its
potential chilling effect on those who might be con-
templating making a substantial investment on a sys-
tem that relies upon open-source works. In an effort
to assure potential users that it will not change its
policies, it asks those who assign works to the foun-
dation to include restrictions in their grants requiring
that the works be distributed by the foundation in a
manner which preserves their “freedom.” However,
the assignments fall short of creating a trust for the
benefit of the licensees, and the enforceability of
those limitations by the grantors, not to mention the
FSF’s licensees, is anything but certain. Moreover,
there is no legal basis for preventing voluntary con-
tributors to other open-source works, such as Linux,
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for users to defend against a claimant who can make
a reasonable prima facie showing of infringement or
misappropriation.

The potential problem is even further com-
pounded by the fact that a distribution of a product
that is covered by a third-party patent not only con-
stitutes an infringement of that patent but also a vio-
lation of the open-source license since, by definition,
the distributor is unable to grant the free use rights
that are required to comply with the open-source
license.12 Thus, the open-source license not only pro-
vides no protection against third-party infringement
but creates additional exposure if a product based
upon or incorporating such software is found to
infringe.

VI. Conclusion
It is not the intent of this article to create the

impression that the uncertainties surrounding the
ownership and enforceability of the rights and obli-
gations of open-source licenses create commercially
unacceptable risks, but they do present a higher
degree of legal uncertainty than would be provided
by an enforceable agreement entered into with a
known and financially responsible software provider.
Whether the perceived benefits of open-source prod-
ucts in terms of price, reliability and, most important,
customizability, outweigh that uncertainty is a matter
of business judgment, but potential users need to be
aware of these risks and weigh them as one of the
factors in their decision-making process.

Endnotes
1. Statement of the Free Software Foundation, at www.fsf.org/

licenses/licenses.html.

2. For purposes of this article, the term “open source” refers to
software distributed pursuant to the terms specified in the
“Open Source Definition” promulgated by the Open Source
Initiative.

3. To the author’s knowledge, the only statutory provision
under U.S. law that specifically deals with open source
licensing is section 410 of the Uniform Computer Informa-
tion Act (“UCITA”), which has been enacted in only two
states as of this writing. UCITA exempts “free software”
from the implied warranties imposed under the Act, but it
limits the definition of “free software” to “a computer pro-
gram with respect to which the licensor does not intend to
make a profit from the distribution of the copy of the pro-
gram and does not act generally for commercial gain derived
from controlling use of the program or making, modifying,
or redistributing copies of the program.” Although much
open source software falls within this definition, a large and
growing quantity does not. 

4. For a history of the GNU Project, see Richard Stallman’s arti-
cle The GNU Project, available at http://www.fsf.org/gnu/
thegnuproject.html.

5. The Restatement of Property characterizes a license as a
“privilege” in which the property owner grants permission
to the licensee to engage in acts that “would, were it not for

who retain their copyright interest, from changing
their minds and revoking the permissions that their
licenses purport to grant.

There is, to be sure, no known instance in which
a licensor of open-source software has sought to
revoke existing licenses or modify their terms such
as, for example, by charging a royalty for the distri-
bution of commercial products that employ the soft-
ware. However, such efforts are not inconceivable in
an era where open-source software has acquired sig-
nificant commercial value, and its authors may
become strapped for funds, or their rights may be
acquired by persons or firms who may be more inter-
ested in generating revenues than in freely dissemi-
nating knowledge. Thus, although the risk may be
slight, users of open-source software, including those
who may use it as a basis for commercial products,
must recognize that the permissions afforded by a
license are not legally enforceable “rights” but, in the
language of the Restatement of Property, are mere
“privileges” that are revocable at will.

V. Protection Against Third-Party Claims
Although the risk imposed by the lack of

enforceability of open-source licenses against the par-
ties who distribute the software subject to the license
may be more theoretical than real, the same is not
true with respect to third parties who may claim
intellectual property rights in the software and who
did not authorize its distribution. Without comment-
ing on the merits of the particular claims, the litiga-
tion brought by the SCO group against IBM well
illustrates the problem. The lack of any clear record
as to the origins of much of the code in Linux and
similar open-source products makes it virtually
impossible for anyone to state with confidence that
all of the “authors,” actual and statutory, have, in
fact, authorized the distribution, and there is a real
risk that one or more of them may seek to exact a
royalty from major distributors of products contain-
ing open-source code. 

In the world of proprietary software, there is an
implied warranty of non-infringement which pro-
vides some assurance against third-party claims, and
it is commonplace in negotiated licenses to provide
for an indemnity by the licensor.11 Even where the
warranty is “waived,” as frequently occurs in “click-
wrap” licenses, a commercial distributor has a strong
incentive to protect its customers against such
claims. In the world of open-source software, large
commercial distributors such as IBM and Red Hat
are also likely to take measures to protect their cus-
tomers from such claims, but users who obtain their
copies from less responsible sources have no real
recourse against a claimant. Moreover, the high cost
of defending against such a claim makes it difficult



NYSBA Bright Ideas |  Winter 2004  | Vol. 13 | No. 3 7

the license, constitute an invasion of the rights of the licen-
sor.” Restatement of Property § 512, cmt. (c). 

6. Thus, for example, paragraph 5 of the GNU General Public
License (“GPL”) reads : “You are not required to accept this
License, since you have not signed it. However, nothing else
grants you permission to modify or distribute the Program
or its derivative works.”

7. For example, the GPL contains the following broad dis-
claimer of all liability:

IN NO EVENT UNLESS REQUIRED BY
APPLICABLE LAW OR AGREED TO IN
WRITING WILL ANY COPYRIGHT HOLDER,
OR ANY OTHER PARTY WHO MAY MODIFY
AND/OR REDISTRIBUTE THE PROGRAM
AS PERMITTED ABOVE, BE LIABLE TO YOU
FOR DAMAGES, INCLUDING ANY GENER-
AL, SPECIAL, INCIDENTAL OR CONSE-
QUENTIAL DAMAGES ARISING OUT OF
THE USE OR INABILITY TO USE THE PRO-
GRAM (INCLUDING BUT NOT LIMITED TO
LOSS OF DATA OR DATA BEING RENDERED
INACCURATE OR LOSSES SUSTAINED BY
YOU OR THIRD PARTIES OR A FAILURE OF
THE PROGRAM TO OPERATE WITH ANY
OTHER PROGRAMS), EVEN IF SUCH HOLD-
ER OR OTHER PARTY HAS BEEN ADVISED
OF THE POSSIBILITY OF SUCH DAMAGES.

8. The GPL provides that a licensee who wishes to modify its
terms should “write to the author for permission.” However,
that presupposes that there is a single identifiable “author”
of the entire work, which often is not the case. 

9. Although the GPL and other non-contractual licenses prohib-
it the imposition of restrictions on licensees that are greater

than those set forth in the license, there is no prohibition
against entering into an agreement that reinforces the limita-
tions on liability that the non-contractual license also seeks
to impose. 

10. See Restatement of Property § 519. The exception that comes
closest is an estoppel against revocation of a license that is
capable of becoming an easement where the license has
made expenditures of capital or labor in reliance on a repre-
sentation as to the duration. However, among other things,
the GPL and its sister non-contractual licenses grant no inter-
est which is capable of recognition as a property interest and
contain no representation as to duration.

11. In most states, courts will extend the implied warranties of
article 2 of the UCC to software products, including the
implied warranty of non-infringement contained in section
2-312. Section 401 of UCITA contains a similar warranty pro-
vision. 

12. The GPL makes this point very clearly. It provides:

If, as a consequence of a court judgment or
allegation of patent infringement or for any
other reason (not limited to patent issues), con-
ditions are imposed on you (whether by court
order, agreement or otherwise) that contradict
the conditions of this License, they do not
excuse you from the conditions of this License.
If you cannot distribute so as to satisfy simul-
taneously your obligations under this License
and any other pertinent obligations, then as a
consequence you may not distribute the Pro-
gram at all. 

George L. Graff is a partner in Paul, Hastings,
Janofsky & Walker, LLP in New York.
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Peer-to-Peer File Sharing: The Ninth Circuit
Weighs In Again
By Mark S. Kaufman

nearest supernode, which searches its collected files
to provide a copy of the requested file.4

The backdrop to MGM Studios v. Grokster was
provided by the Sony-Betamax5 and Napster6 cases. In
Sony-Betamax, the Supreme Court noted that the
manufacturer of a “staple article of commerce” (a
concept lifted from patent law) was not contributori-
ly liable if it could show that the product was capa-
ble of “substantial” or “commercially significant”
noninfringing uses. The Court held that Sony did not
have constructive knowledge of the purportedly
infringing uses of its Betamax videotape recorders
because the device had commercially significant non-
infringing uses, such as recording television broad-
casts for later viewing or “time-shifting,” which the
Court held to be fair use.7

In Napster, the Ninth Circuit applied Sony-Beta-
max to the knowledge element of contributory copy-
right infringement. Napster held that an alleged con-
tributory infringer could not be imputed to have
constructive knowledge of the primary infringer’s
conduct if the defendant’s product was capable of
“substantial” or “commercially significant” nonin-
fringing uses. Instead, if defendants demonstrated
substantial noninfringing use, “the copyright owner
would be required to show that the defendant had
reasonable knowledge of specific infringing files.”8

Following the Ninth Circuit’s affirming a preliminary
injunction of Napster,9 Napster was shut down as of
July 2001, and new, decentralized services like
Grokster and StreamCast sprang up to fill the void. 

The software in the Grokster cases was found to
be crucially different from that of Napster because
defendants did not operate a central server that gave
them control over specific file-sharing transactions.
No less than 28 recording and studio companies
(some of them with anachronistic trade names that
include the terms “record” or “Twentieth Century”)
sued Grokster and Streamcast Networks in the Cen-
tral District of California, seeking to hold them vicar-
iously and contributorily liable for distributing soft-
ware that allowed individual computer users to
share amongst themselves a variety of files—the vast
majority of which, plaintiffs alleged, infringed the
copyrights in their recorded music and films. Plain-
tiffs moved for summary judgment, and the District
Court rendered its decision in April 2003.

I. Introduction
In the 1961 novel Stranger

in a Strange Land, science fic-
tion writer Robert A. Heinlein
coined the term “grok.”
Visionary as he was, even
Heinlein hardly could have
anticipated that his purported-
ly Martian verb (signifying a
thorough understanding)
would be incorporated into
the name of a peer-to-peer software distributor
Grokster, Ltd.—or that this latter-day namesake, hav-
ing evolved in response to legal developments of the
twenty-first century, would be blessed by the Ninth
Circuit in August 2004.

Peer-to-peer file-sharing technology has arrived
in three forms.1 First came Napster’s proprietary cen-
tralized indexing software system. Users who want-
ed a particular digital copy of a music file would
make a request to the server, which would search for
matching files on a network of logged-in users. The
would-be consumer would receive from Napster
information necessary to contact another user’s com-
puter to download the requested file. The plaintiffs
in Napster had demonstrated at the preliminary
injunction stage that particular compositions were
being infringed and argued successfully that Nap-
ster’s centralized structure not only circumvented
the copyright owners but did so with the knowing,
supervisory consent of Napster.2

Under a second model, users can share files
through a decentralized, peer-to-peer file-sharing
model like the Gnutella software provided by
Grokster’s co-defendant Streamcast (which branded
its version of this open-source technology as “Mor-
pheus”). With this model, each user has an index of
files that the user makes available to the network of
other users. A request is broadcast throughout the
network, and the search results are routed back to
the requesting computer.3

The third form of peer-to-peer file sharing is the
“supernode” model, as developed by KaZaa BV—a
defendant in Grokster that defaulted—and distributed
by Grokster as “FastTrack” software. The supernode
model allows any computer on the network, with
sufficient processing speed and other specifications,
to act as a designated server. The user contacts the
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II. The District Court Decision
The District Court held that distribution of the

current versions of the defendants’ software did not
give rise to secondary copyright infringement liabili-
ty.10

A. Contributory Infringement

Contributory infringement requires direct
infringement plus knowledge and a material contri-
bution on the part of the defendant. In Grokster,
infringement was presumed; some of the parties stip-
ulated, and none disputed, that at least “some” of the
individuals using the defendants’ software directly
infringed the music, film, and other content of plain-
tiff copyright owners.11 The court then noted that lia-
bility required actual knowledge of specific acts of
infringement, citing Sony-Betamax.12 Significantly, the
court found that plaintiffs did not dispute “that there
are substantial noninfringing uses for Defendants’
software—e.g., distributing movie trailers, free songs
or other non-copyrighted works; using the software
in countries where it is legal; or sharing the works of
Shakespeare.”13 Further, StreamCast demonstrated
that its software was used to search for “public
domain materials,” government documents, author-
ized and permitted media content, and computer
software, and Grokster’s software was used to dis-
tribute music from independent bands and musi-
cians.14

Defendants did not dispute that they knew that
“many” of their users used their software to infringe
copyrighted works.15 However, the District Court
held, defendants could not be contributorily liable
unless they acquired actual knowledge of specific
infringements at a time when they could use the
knowledge to prevent the infringements.16

Although Grokster may have had some control
over file sharing and user registration through earlier
versions of its software, its current version does not
provide for any such control; indeed, even registra-
tion is now optional.17 Users who search for and ini-
tiate transfers of files through Grokster’s software
“do so without any information being transmitted to
or through any computers owned or controlled by
Grokster.”18 Streamcast has even less control over its
users, as its software allows for transfers directly
between two individuals.19 Thus, unlike Napster,
which indexed files contained on every user’s com-
puters and routed each request through Napster’s
servers, these defendants hardly provided any “site
and facilities” for direct infringement.20 Indeed, the
court found, “If either Defendant closed their doors
and deactivated all computers within their control,
users of their products could continue sharing files
with little or no interruption.”21

Although plaintiffs cited instances of tech sup-
port that defendants provided to users who had
problems with playing copyrighted music, the Dis-
trict Court found that such instances were not only
“isolated” but immaterial, because plaintiffs provid-
ed no evidence that defendants provided support in
the actual exchange of files.22 Defendants’ purported
ability to communicate with users and provide soft-
ware updates did not mean defendants necessarily
facilitated the infringing file sharing.23 Finally, the
District Court held that references to defendants’
potentially contributory conduct in the past were
irrelevant to determining liability for its current con-
duct.24

B. Vicarious Infringement

The District Court similarly rejected plaintiffs’
vicarious infringement claims. Vicarious infringe-
ment requires a direct financial benefit by the defen-
dant and defendants’ supervision and control over
infringing conduct. The court noted that defendants
clearly derived financial benefit from infringement:
“The more individuals who download the software,
the more advertising revenue Defendants collect[,]”
and a “substantial number” of users use the down-
loaded software to acquire copyrighted material.25 As
for supervisory control, the District Court compared
Fonovisa,26 a Ninth Circuit decision in which the
defendant was an operator of a swap meet where
individuals exchanged, among other things, counter-
feit recordings. The operator was held to have super-
visory control by virtue of its right to terminate ven-
dors, its promotion of the swap meet, its control over
customer access to booths, and through its rules and
regulations.27 Similarly, the District Court continued,
Napster maintained central indices of files; registered
its users; and terminated users who violated policies
and applicable law.28

In contrast, although the plaintiffs in Grokster
argued that defendants could alter their software to
impose such control, the District Court held that
plaintiffs misapprehended the breadth of defendants’
obligation. Unlike Napster’s “integrated service,”
Grokster and StreamCast’s software “communicates
across networks that are entirely outside of Defen-
dants’ control.”29 Moreover, the District Court held,
any infringing activity took place “after the product
has passed to end-users.”30 Thus, vicarious liability
could not be imposed.

III. The Ninth Circuit Affirms
The Ninth Circuit affirmed, based principally on

the District Court’s findings that the defendant soft-
ware distributors did not have the ability to stop spe-
cific infringing acts by their users because, unlike
Napster, they did not maintain centralized control or
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In any event, the court would not assume the
requisite knowledge of infringement, particularly
because the defendants did not receive notice (or,
presumably, acquire specific knowledge by any other
means) of infringing conduct at a time when they could
do anything to stop such activity. Central to the court’s
reasoning was the fact that the supernode and decen-
tralized structures of defendants’ respective software
prevented them from controlling any specific file-
sharing transactions.37 Similarly, the court found, the
defendants did not materially contribute to infringe-
ment because they did not provide any “site and
facilities” for infringement (as the Ninth Circuit
found Napster did). 

B. Vicarious Infringement

Vicarious infringement requires not only direct
infringement—indisputably, most if not the vast
majority of the software users—and direct financial
benefit to the defendant (here, through advertising
revenues), but also the right and ability to supervise
the infringer. Here, the court found that neither
defendant could, as a practical matter, block access to
individual users. Because Grokster lacks registration
and a log-in process, the court noted, Grokster can-
not deny its users access to file sharing. The court
rejected the plaintiffs’ argument that Grokster should
be required to impose mandatory software
“upgrades” which would give Grokster supervisory
“policing power” over file sharing.38 As a practical
matter such “upgrades” were unlikely to be down-
loaded by savvy users who would not thereby cir-
cumscribe their own activities. Further, Grokster
could not block IP addresses of infringing users,
most of whom have dynamic IP addresses—that is,
digital addresses that change every time the user
logs onto the Internet.39 Not only as a practical mat-
ter, but as a matter of law, the Ninth Circuit noted
that even if defendants had supervisory knowledge
of the specific files being shared—which plaintiffs
had not demonstrated—the court would not impose
a “duty to alter software located on another person’s
computer.”40

Similarly, even if StreamCast entirely shut down its
system, those who had received the software still
could use the Gnutella network.41 Thus, the court
affirmed the District Court’s finding that the defen-
dants did not operate or design an integrated service
that they could monitor or control.42

C. Policy

The Ninth Circuit added that the case was not
over, because the copyright owners had other—
potentially successful—claims arising from previous
versions of the software. Of course, this is small com-
fort to these plaintiffs, as any prospects of winning
claims regarding outmoded versions of the software

supervision over the file-sharing activity, and the
software had substantial noninfringing uses.31 The
court thus limited the extent to which secondary
infringement liability could be imposed based on
Internet activities by requiring, as an element of both
contributory and vicarious infringement, that defen-
dants have the ability to control and prevent specific
infringing acts.

The Ninth Circuit began with an overview of the
development of file-sharing technology. Significantly,
both Grokster and Streamcast distribute their respec-
tive software to their users who, in turn, download
the software and use it amongst themselves, virtually
without any further participation by defendants.32

(One can imagine the defendants throwing up their
hands and claiming to be “shocked” as to the pur-
portedly infringing activities of those pesky, irre-
sponsible individuals.) 

The Ninth Circuit affirmed that the software dis-
tributors were not liable under either of plaintiffs’
theories: contributory or vicarious copyright
infringement. 

A. Contributory Infringement

As noted, contributory infringement requires (1)
direct infringement by a primary infringer (here,
indisputably, the individuals using defendants’ soft-
ware); (2) knowledge of the infringement, and (3)
material contribution to such infringement.33 The
knowledge necessary to find contributory copyright
infringement had been addressed in Sony-Betamax.34

Just as the videotape recorder in that case was
demonstrated to have noninfringing capabilities, in
particular, “time-shifting,” the Grokster defendants
had demonstrated that their software had been used
in connection with substantial noninfringing uses,
including the distribution of certain works with per-
mission of the works’ owners, and the distribution of
public domain materials. 

Most significantly, the Ninth Circuit affirmed the
District Court’s finding that the software at issue was
“capable of substantial noninfringing uses”—citing,
essentially, three anecdotes: The pop band Wilco
released on the Internet, without charge, a recording
that their recording company had declined to release;
Wilco’s fans responded so well that the band received
another record contract. Project Guttenberg, through
defendants’ software, purportedly shares “thousands”
of public domain literary works, including Shake-
speare. Third, the Prelinger Archive released historic
public domain films. While recognizing that the vast
majority (some 90%, according to plaintiffs)35 of the
file sharing using defendants’ software involved
copyright infringement, the court held that the defen-
dants passed the Sony noninfringing-uses test and
had demonstrated the “commercial viability.”36
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is tempered by the fact that the defendants’ present
and future activities apparently are unlawful. 

However, as a policy matter, the court was not
willing to stretch copyright law in a manner that
would stifle technology. The Ninth Circuit noted that
technology has developed to create new markets
where none had been expected, “whether the new
technology be a player piano, a copier, a tape
recorder, a video recorder, a personal computer, a
karaoke machine, or an MP3 player.”43 The court
concluded that to expand the reach of the Copyright
Act may or may not be wise, but in any event, that is
a decision for Congress rather than the courts. The
court thus affirmed the manner in which the District
Court had applied the present state of the law and
remanded to resolve “remaining issues” regarding
past versions of the software.44

IV. Analysis: Change, or Die
Despite the indisputably infringing conduct of

many—if not the vast majority of—defendants’
users, the Grokster courts refused to impose contribu-
tory infringement liability. Napster had been on
notice as to specific copyrighted works that were
infringed through its system; Grokster and Stream-
Cast were ignorant, perhaps blissfully so, of the par-
ticular indiscretions of its users.45 Grokster also
declined to impose vicarious infringement liability.
Unlike the Napster defendants, the Ninth Circuit
found, these software distributors have no ability,
and therefore no duty, to supervise. 

An amicus brief filed with the Ninth Circuit in
Grokster by 40 professors of intellectual property and
technology law cogently argued that plaintiffs effec-
tively sought to overturn the clear, objective substan-
tial noninfringing-uses test that Sony-Betamax estab-
lished.46 The professors argued that Sony-Betamax
does not require a court to determine secondary
infringement liability through any subjective or spec-
ulative test, such as whether technology developers
intend the software to infringe copyright, whether
future uses of technology might involve infringing
uses, or whether the technology would involve more
infringing than noninfringing uses over time. Rather,
they argued, a court applying Sony must determine
only whether the technology at issue has or is capa-
ble of substantial noninfringing uses; if so, the manu-
facturer cannot be contributorily liable. Copyright
owners, the professors argued, should leave develop-
ment of technology to technology developers.47

In Sony-Betamax, however, there seemed little
evidence—though substantial fear—of rampant
copyright infringement by end users.48 In contrast,
the Grokster courts recognized that the overwhelming
use of the software was infringing.

By focusing on the noninfringing capabilities of
the technology, rather than on the defendants’ con-
structive knowledge that their software was used
predominantly to facilitate infringing uses, the Ninth
Circuit raised the bar—or at least maintained the
height of the bar—over which the plaintiffs had to
jump: “[I]f the product at issue is capable of substan-
tial or commercially significant noninfringing uses,
the plaintiff must demonstrate that the defendant
had reasonable knowledge of specific infringing files
and failed to act on that knowledge or prevent
infringement.”49 Moreover, notice of such specific
infringement had to arrive at a time when the defen-
dants could act on it by preventing infringement—a
very tall order where, as seen above, defendants
have no practical means to rein in their users. 

Thus, like the paradigm of the three monkeys,
Grokster and StreamCast saw no infringement, heard
no infringement, and therefore, presumably, did
nothing to speak or otherwise contribute to the
infringement. Or, to paraphrase a National Rifle
Association campaign, FastTrack and Morpheus
don’t kill copyright—users kill copyright.

The Ninth Circuit seemed to look for ways to
impose secondary liability, but could not under the
current structure of copyright law. For example, “If
the Software Distributors were true access providers,
failure to disable that access after acquiring specific
knowledge of a user’s infringement might be materi-
al contribution.”50 If the defendants stored files or
indices, and received notice but failed to remove
infringing files, the Ninth Circuit wrote, it may have
found material contribution to infringing conduct.51

But the copyright owners could not do miracles: the
users of such software create their own networks and
apparently cannot be stopped by any centralized
authority.

The Ninth Circuit seemed to gloss over certain
facts. While it may have implicitly relied on the
lower court’s findings, the appellate court leapt from
three anecdotes to a conclusion that such uses have
“commercial viability.”52 While acknowledging that
StreamCast had records of websites that provided
lists of active users and that the FastTrack software
provider has lists of “currently active supernodes,”
the court’s conclusion is, well, conclusory: “Both
defendants also communicate with users incidentally,
but not to facilitate infringement.”53 Similarly, the
court apparently assumes that “the file-sharing tech-
nology at issue is not simply a tool engineered to get
around the holdings of Napster I and Napster II” on
the basis that “the technology has numerous other
uses.”54 In fact, it is possible that the software at
issue was engineered merely to circumvent prior case
law established in Napster.
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One must agree with the Ninth Circuit and rec-
ognize that new means of distribution have repeated-
ly altered rather than eviscerated old markets. For
example, technology has evolved to prove that the
videotape recorders at issue in Sony became a bonan-
za for the film industry by way of videotape sales
and rentals. However, by definition, it is difficult for
copyright owners like the Grokster plaintiffs at pres-
ent to appreciate whether the future of peer-to-peer
file sharing may provide similar, hidden benefits.
The best way to adapt to such changes is not yet
clear—but under this decision, copyright law will
not provide the film, recording, and other established
purveyors of content with the means of avoiding
such change. 

The hero of Heinlein’s science fiction novel sur-
vived as an orphan stranded on Mars (a futuristic
Tarzan), who brought back to Earth his other-world-
ly knowledge of “grokking.” Perhaps Grokster ulti-
mately indicates that such Darwinian adaptation is
necessary for copyright owners and content
providers to survive, as well.

[Editor’s note: On December 10, 2004, the U.S.
Supreme Court granted plaintiffs’ petition for certiorari. A
decision is expected by June 2005.]
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Nissan Motor Co. v. Nissan Computer Corp.:
Ninth Circuit Construes the Federal Trademark
Dilution Act
By Marc Jonas Block
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Uzi Nissan, a resident of the state of North Car-
olina, incorporated his last name into the name of
several business enterprises beginning in 1980. In
1991, he began using the term “nissan” as part of the
name of a North Carolina computer store he owned,
defendant Nissan Computer Corp. (“Nissan Com-
puter”). In 1995, he registered a trademark for the
Nissan Computer logo with the state of North Car-
olina. Nissan Computer registered the domain names
nissan.com and nissan.net, (collectively the “domain
names”) in May 1994 and March 1996, respectively.
In July 1995, Nissan Motor sent defendant a corre-
spondence expressing “great concern” about the use
of the term “Nissan” in defendant’s domain name
but received no response.9 For the next several years,
the defendant operated websites at these addresses
providing computer-related information and servic-
es.10

In August 1999, defendant updated the
nissan.com website by adding a “nissan.com” logo. It
began selling space for advertising, receiving a pay-
ment for each time a user clicked through to an
advertiser’s website. In late September, Nissan Com-
puter began adding automobile-related website
advertisements. By December 1999, Nissan Comput-
er had signed up several automobile-related adver-
tisers.11

Little occurred regarding the matter until Octo-
ber 1999, when the parties met to discuss the possi-
bility of Nissan Computer transferring the
nissan.com domain name to Nissan Motor. In the
course of said negotiations, Mr. Nissan stated that he
“would not sell the domain name except for several
million dollars, and made a proposal involving
monthly payments in perpetuity.”12 Negotiations
were unsuccessful.13

Nissan Motor filed the current action in the Cen-
tral District of California on December 10, 1999, seek-
ing to force the sale of the domain names. Nissan
Motor asserted claims for (1) domain name piracy;
(2) trademark dilution in violation of federal and
state law; (3) trademark infringement; (4) false desig-
nation of origin; (5) and unfair competition.14 Nissan
Motor obtained a preliminary injunction (affirmed by
the Ninth Circuit) that required Nissan Computer to

I. Introduction
Trademark holders are

granted a variety of means to
protect their marks under sec-
tion 43(a) of the Lanham Act,
15 U.S.C. § 1125, especially as
amended by the Federal
Trademark Dilution Act
(“FTDA”) and the Anti-
Cybersquatting Protection Act
(“ACPA”). The statute pro-
vides for civil liability for trademark and trade dress
infringement and false advertising.1 If a mark is
famous, the FTDA grants trademark holders a uni-
form federal standard of protection from dilution.2
Meanwhile, the ACPA grants trademark holders civil
remedies against the bad-faith use of an infringing
domain name.3 The ultimate relief sought will, of
course, depend upon the section of the statute under
which a claim is filed.

A recent case that demarcates the parameters of
various Lanham Act remedies in cyberspace is Nissan
Motor Co. v. Nissan Computer Corp.,4 a trademark-
dilution dispute wherein the Ninth Circuit held that
(1) a party’s trademark must have been famous
before a defendant’s alleged infringement in order to
be entitled to protection against dilution;5 (2) First
Amendment concerns are implicated by injunctive
relief that limits critical commentary on an Internet
site;6 and (3) the three most important factors to
determining initial interest confusion on the Internet
are the similarity of the marks, the relatedness of the
goods or services, and the parties’ simultaneous use
of the Internet in marketing.7

II. Factual Background
Since 1960, plaintiffs Nissan Motor Co. and its

subsidiary, Nissan North America, Inc. (collectively
“Nissan Motor”), marketed, sold, and distributed
automobiles in the United States. Nissan Motor regis-
tered the NISSAN mark for ships and vehicles in the
United States in 1959. Until 1983, automobiles were
sold in the United States under the trademark “DAT-
SUN.” In 1983, Nissan Motor began marketing its
vehicles under the trademark “NISSAN.” For a while
the two names were used together, but since 1985
only the “NISSAN” mark has been used.8

(Continued on page 19)
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identify the domain names as affiliates of Nissan
Computer, to disclaim any connection with Nissan
Motor, and to refrain from displaying automobile-
related information, advertisements, and links.15

In March 2000, during the course of the action,
Nissan Computer started posting commentaries
about the litigation on its websites. For example, it
posted a link on its websites stating “Nissan Motor’s
Lawsuit Against Nissan Computer.” From there the
user was redirected to ncchelp.org. A banner at
ncchelp.org stated, “We Are Being Sued!!!” and
included links regarding (1) the “story,” i.e., Mr. Nis-
san’s description of this litigation;16 (2) “How you
can help,” which included links for e-mailing the
parties and the media, and a link to a site operated
by The Internet Center (TIC), which had auto-related
advertising; (3) “people’s opinions,” which contained
e-mail messages by third parties commenting on the
action; and (4) “news,” which linked to media
reports.17 TIC was owned and operated by Uzi Nis-
san and was added as a defendant to Nissan Motor’s
First Amended Complaint.18

III. The District Court Ruling
On October 15, 2001, Nissan Computer filed a

motion for partial summary judgment regarding Nis-
san Motor’s cause of action for domain-name piracy,
i.e., cybersquatting. As the District Court stated:

Cybersquatting is the practice of reg-
istering “well-known brand names
as Internet domain names” in order
to force the rightful owners of the
marks “to pay for the right to engage
in electronic commerce under their
own brand name.”19

To be liable under the ACPA, the defendant must (1)
possess bad-faith intent to profit from another’s
mark and (2) register, traffic, or use a domain name
that is confusingly similar to a “famous” or “distinc-
tive” mark.20

The District Court held that Nissan Motor’s
ACPA claim failed because Nissan Computer lacked
the requisite bad faith. The websites at issue consist-
ed of the actual name of the corporate defendants
and part of the name of the owner of the sites. Nis-
san Computer used the sites as part of its actual
legitimate business and did not have a history of reg-
istering famous marks and extorting them to their
owners.21 Because Nissan Computer did not adopt
the nissan.com and nissan.net sites in bad faith, it
did not violate the ACPA.

Thereafter, in 2002, Nissan Motor moved for a
permanent injunction to force Nissan Computer to
transfer the domain names nissan.com and
nissan.net.22 The District Court held that the dis-
paraging commentary at the domain sites was suffi-
ciently commercial to bring defendant’s use within
the FTDA because central commentary at those sites,
which use the “NISSAN” mark in the domain name,
exploit the mark’s goodwill.23 Applying the test for
famousness provided in 15 U.S.C. § 1125(c),24 the
court concluded that the “NISSAN” trademark was
famous at the time that Nissan Computer registered
the “nissan.com” domain name in 1994.25 Further-
more, Nissan Computer’s use of the term “nissan” in
its domain names diluted Nissan Motor’s mark by 

blurring its ability to distinguish
Nissan Motor’s goods from other
companies’ products and by tarnish-
ing it because the look and design of
the nissan.com website fall short of
the high standards that Nissan
Motor sets for itself, and because the
site posts disparaging remarks about
Nissan Motor and this lawsuit.26

The court further held that Nissan Computer’s use of
the domain names to sell non-automobile-related
goods did not infringe the plaintiff’s trademark.
However, it held that use of the domain names to sell
automobile-related goods was infringing.

The court expressly denied the application to
force the transfer of the domain names but granted a
permanent injunction prohibiting:

1) Posting commercial content at nissan.com and
nissan.net; 

2) Posting advertising (and permitting advertis-
ing to be posted by third parties) at
nissan.com and nissan.net; 

3) Posting disparaging remarks or negative com-
mentary regarding Nissan Motor Co., Ltd. or
Nissan North America, Inc. at nissan.com and
nissan.net; 

4) Placing, on nissan.com or nissan.net, links to
other websites containing commercial content,
including advertising; and 

5) Placing, on nissan.com or nissan.net, links to
other websites containing disparaging
remarks or negative commentary regarding
Nissan Motor Co., Ltd. or Nissan North
America, Inc.”27

In denying Nissan Computer’s request for a stay,
the court explained that the limitations placed on the

(Continued from page 14)
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The central issue in Nissan was the relevant point
in time for determining whether Nissan Motor’s
trademark was famous. Nissan Motor claimed that
the proper date was 1994, when defendants regis-
tered the Internet domain name “nissan.com.”32 Nis-
san Motor argued that the famousness of its mark
had to be measured as of the first time Nissan Com-
puter used the term by itself instead of as part of a
composite trade or company name. Nissan Motor
argued that the text of 15 U.S.C. § 1125(c)(1) refers to
“such use,” which they claimed means not just any
use, but the “commercial use in commerce of a
mark.” Based on the anti-dissection rule from trade-
mark infringement law, Nissan Motor also argued
that defendants’ use of the “NISSAN” trademark by
itself is a different “commercial use in commerce”
than its use of the mark in the company name “Nis-
san Computer Corp.”33

Nissan Computer argued the date for determin-
ing the fame of the “NISSAN” trademark should be
that of its first actual use of the mark, i.e., 1991, when
Nissan Computers was incorporated.34 By focusing
on the first actual use, Nissan Computer sought to
rely on Uzi Nissan’s various other uses of his name
and also to emphasize third-party uses of the term
“nissan.”

The Ninth Circuit, after analyzing the purpose of
the FTDA, determined that the proper focus of the
inquiry is the use of the mark in question by a defen-
dant which, “assuming it occurs after another’s mark
has become famous, would arguably dilute the
mark.”35 Therefore, the first actual use of the “Nis-
san” term by Nissan Computer was the point for
determining fame, since the use of “Nissan” in the
name of Nissan Computer is arguably diluting,
notwithstanding that it is used in combination with
another identifier.36 The court therefore held that

any commercial use of a famous
mark in commerce is arguably a
diluting use that fixes the time by
which famousness is to be measured.
In this respect as in others, a dilution
claim differs from a claim for
infringement, because not all uses of
a mark are actionable.37

After reviewing the record, the court held that
there were serious issues as to the fame and distinc-
tiveness of Nissan Motor’s “NISSAN” mark in 1991.
The court focused on the plethora of third-party uses
of the term “nissan.” Prior to becoming a trademark
of Nissan Motor, the term “nissan” was (1) a com-
mon Jewish/Israeli family name; (2) a Biblical term
originally identifying the first month in the calendar;
(3) the contemporary name of the seventh month in

domain names did not implicate the First Amend-
ment because the use of the marks was commercial
and the domain names were used as source identi-
fiers, not as part of the communicative message.28

IV. The Appeal
The principal issues raised on appeal by Nissan

Computer concerned the findings of dilution and
infringement as to automobile-related use of the
domain names, as well as the scope of the permanent
injunction. Nissan Motor cross-appealed, seeking to
broaden the injunction to include the forced transfer
of the domain names to itself in exchange for the fair
value of Nissan Computer’s investment.29 Nissan
Motor also cross-appealed the finding of no infringe-
ment for non-automobile-related use of the domain
names.

A. Dilution and the Importance of Being
Famous

After discussing and analyzing four preliminary
issues,30 the Ninth Circuit focused on Nissan Motor’s
dilution FTDA claim. As the court explained:

Dilution is “the lessening of the
capacity of a famous mark to identi-
fy and distinguish goods or services,
regardless of the presence or absence
of—(1) competition between the
owner of the famous mark and other
parties, or (2) likelihood of confu-
sion, mistake, or deception.” . . .
[T]he purpose of the FTDA “is to
protect famous trademarks from
subsequent uses that blur the distinc-
tiveness of the mark or tarnish or
disparage it, even in the absence of a
likelihood of confusion.”. . . “Dilu-
tion refers to the whittling away of
the value of a trademark when it’s
used to identify different prod-
ucts.”31

Famousness is the sine qua non of the FTDA. As
provided in 15 U.S.C. § 1125(c)(1): 

The owner of a famous mark shall be
entitled, subject to the principles of
equity and upon such terms as the
court deems reasonable, to an injunc-
tion against another person’s com-
mercial use in commerce of a mark
or trade name, if such use begins
after the mark has become famous
and causes dilution of the distinctive
quality of the mark, and to obtain
such other relief as is provided in
this subsection.
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the Hebrew calendar; and (4) the Arabic word for
April.38 Further, the court noted the plethora of third-
party trademark uses of the term “Nissan”: (1) it is
part of the trademark or trade name of more than
190 unaffiliated businesses in the United States; (2) it
is an acronym in Japanese for “Japanese Industries
KK”; (3) Nissan Motor itself is a party to a Trade-
mark Basic Agreement with several other corpora-
tions in which each agrees to cooperate to ensure the
proper use and protection of the “NISSAN” trade-
mark; and (4) there are thousands of domain names
that incorporate the word “nissan.”39 The court thus
remanded the issue of the mark’s fame in 1991 for
further review.40 And in view of the Supreme Court’s
decision in Moseley v. V Secret Catalogue,41 the court
remanded for a determination of whether the defen-
dant had caused actual dilution of the “NISSAN”
mark. 

B. The Scope of Injunction

The Ninth Circuit next reviewed the validity of
the permanent injunction. Nissan Computer sought
relief from that part of the permanent injunction
which restrained it from making disparaging
remarks about Nissan Motors on nissan.com and
nissan.net as well as from placing links to other sites
with negative remarks or comments about Nissan
Motors. The Ninth Circuit held that the District
Court’s injunction was a content-based speech
restriction because it sought to control the message.
As such it was not “justified without reference to the
content of the regulated speech.”42

As a content-based speech restriction, the injunc-
tion was presumptively invalid. Content-based
restrictions “pass constitutional muster only if they
are the least restrictive means to further a compelling
interest.”43 The Ninth Circuit found support for its
holding in the FTDA itself:

The FTDA anticipates the constitu-
tional problem where the speech is
not commercial but is potentially
dilutive by including an exception
for noncommercial use of a mark.
. . . So, the relevant question is
whether linking to sites that contain
disparaging comments about Nissan
Motor on the nissan.com website is
commercial.44

The determination as to whether the disparaging
comments on Nissan Computer’s websites were
commercial speech was significant because full First
Amendment protection is accorded to speech that is
not purely commercial, i.e., that does more than pro-

pose a commercial transaction.45 Nissan Motor
argued that disparaging remarks on the Internet are
commercial speech because the comments have an
effect on commerce.46 However, the Ninth Circuit
rejected this argument, stating that it had “never
adopted an ‘effect on commerce’ test to determine
whether speech is commercial. . . .”47 The court held
that negative commentary about Nissan Motor was
informational, not commercial speech. The commen-
tary reflected a point of view and therefore was pro-
tected. The court held that the permanent injunction
violated the First Amendment to the extent it
enjoined the placing of links on nisson.com to sites
with disparaging comments about Nissan Motor.48

C. Trademark Infringement

Finally, the Ninth Circuit affirmed the District
Court’s ruling that Nissan Computer’s use of the
domain names to sell automobile-related goods was
infringing based on initial-interest confusion.49 “Ini-
tial interest confusion,” as explained by the Ninth
Circuit, 

occurs when the defendant uses the
plaintiff’s trademark “in a manner
calculated to capture initial con-
sumer attention, even though no
actual sale is finally completed as a
result of the confusion.”50

The court noted that with respect to claims con-
cerning the Internet that 

the three most important [likelihood
of confusion] factors are the similari-
ty of the marks, the relatedness of
the goods or services, and the par-
ties’ simultaneous use of the Internet
in marketing.51

The court held that Nissan Computers did not
infringe Nissan Motor’s trademark when
“nissan.com” and “nissan.net” were used to sell non-
automobile related products because of widespread
use of the term “nissan” and the fact that the prod-
ucts offered by the parties differ significantly.52 How-
ever, with respect to use of the domain names to sell
automobile-related products, the court found that all
three of the most significant factors weighed in favor
of a finding of likely confusion:

The marks are legally identical; the
goods or services are related as to
auto-related advertising, but not
related as to anything else; and the
parties simultaneously use the inter-
net in marketing.53
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party. To hold otherwise, as the District Court did,
obviously would limit the flow of valuable informa-
tion and opinion on the Internet. Business websites
would be unable to link to any studies or commen-
taries concerning an industry or competitor that con-
tained negative information. However, although non-
defamatory critical speech enjoys First Amendment
protection, owners of websites are not, of course, free
to infringe trademark rights. The Ninth Circuit’s
reliance on initial-interest confusion as a basis for
finding infringement through the use of confusingly
similar domain names reaffirms an important tool for
trademark owners to prevent utilization of their
marks in a manner that diverts consumer attention.
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Jonathan Matkowsky, NYC 
  212/527-7629 
  jmatkowsky@darbylaw.com 
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TRADE SECRETS LAW 

Victoria A. Cundiff, NYC 
  212/318-6030 
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 Douglas A. Miro, NYC 
  212/382-0700 
  dmiro@ostrolenk.com 
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INTELLECTUAL PROPERTY LAW SECTION 

2004-2006 Executive Committee 

The Intellectual Property Law Section 
introduces its newly-formed 

International IP Law Committee 
(Ray Mantle and Sheila Francis, Co-Chairs) 

with its inaugural program on January 25, 2005: 

Going Global:  A Mock Arbitration 
of an International Intellectual Property 

Legal Dispute With Commentary 

The program features a distinguished panel of judges and lawyers 
from a variety of countries in a simulated arbitration based on a 
hypothetical multijurisdictional Intellectual Property Law dispute 
including copyright, patent, trademark, trade secrets, licensing, 
digital rights management, First Amendment, and damages issues. 
The program also features a panel on IP “hot topics” from around 
the world. 

To access the fact pattern and other documents for the dispute, visit 
the Section’s website at:  

www.nysba.org/ipl 

Attendees are encouraged to read the fact pattern and related 
materials prior to attending the meeting, and be prepared for a lively 
debate on the issues!  Hope you can attend. 

Sincerely, 

 
Richard L. Ravin 

Section Chair 

New York State Bar Association
One Elk Street, Albany, New York 12207 • 518/463-3200 • http://www.nysba.org
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Intellectual Property Law Section
Annual Meeting

TUESDAY, JANUARY 25, 2005
New York Marriott Marquis

1535 Broadway, New York City

AFTERNOON PROGRAM, 1:30 p.m.
Marquis Ballroom, 9th Floor

COCKTAIL RECEPTION, 5:30 p.m.
16th Floor Sky Lounge

8:15 - 8:45 a.m. Continental Breakfast - The Section thanks Smart & Biggar 
Featherstonhaugh (Toronto, Canada) for sponsoring breakfast.
Their support of the Section is greatly appreciated.

Going Global: A Mock Arbitration of an International
Intellectual Property Legal Dispute With Commentary

8:45 - 8:55 a.m.  Welcoming Remarks - Richard L. Ravin, Esq., Section Chair

8:55 - 9:15 a.m.  Introduction: Ray Mantle, Esq. and Sheila Francis, Esq., Program Co-Chairs

Arbitrators: Honorable Marshall E. Rothstein
Judge, The Federal Court of Appeals, Ottawa, Canada

Honorable Loretta A. Preska, 
United States District Judge, Southern District of New York, New York City

Robert Harrison, Esq.
Rouse & Co. International, Munich, Germany

Mario A. Soerenson, Esq.
DiBlasi Parente Soerenson Garcia & Associados, Rio de Janeiro, Brazil

The Plaintiffs’ Counsel:
Counsel: Rory J. Radding, Esq.

Morrison & Foerster LLP, New York City

Eduardo M. Machado, Esq.
Montaury, Pimenta, Machado & Lioce, Rio de Janeiro, Brazil 

The Defendants’ Counsel:
Counsel: Bruce Stratton, Esq.

Dimock, Stratton LLP, Toronto, Canada

Simon Chapman, Esq.
Field Fisher Waterhouse, London, United Kingdom

9:15 - 10:30 a.m. The Plaintiffs’ Case
Expert counsel from United States, Brazil, Canada and United Kingdom will present
both legal and policy arguments on behalf of the plaintiffs and defendants on issues
relating to copyright, patent and trademark infringement, trade secrets and breach of
licensing terms and digital rights management and the First Amendment issues.

10:30 - 10:35 a.m. Break

10:35 - 11:50 a.m. The Defendants’ Response

11:50 - 12:15 p.m. “Show Me the Money”: Quantifying Damages for a Multi-jurisdictional
Intellectual Property Dispute

Speaker: Brian W. Napper
StoneTurn Group, LLP, Northern California

IMPORTANT INFORMATION

Under New York's MCLE rule, this program has been approved for a total of up to 7 credit hours, consisting of 7 credit hours
in practice management and/or areas of professional practice.  This course will not qualify for credit for newly admitted
attorneys because it is not a basic practical skills program.

Discounts and Scholarships:  New York State Bar Association members may apply for a discount or scholarship to attend this
program based on financial hardship.  Under that policy, any member of our Association who has a genuine financial hardship
may apply in writing not later than two working days prior to the program, explaining the basis of his/her hardship, and if
approved, can receive a discount or scholarship, depending on the circumstances.  For more details, please contact:  Linda Castilla
at:  New York State Bar Association, One Elk Street, Albany, New York 12207.

Section Chair
Richard L. Ravin, Esq. 

Hartman & Winnicki, P.C.
Paramus, New Jersey and New York City

Program Co-Chair
Ray Mantle, Esq. 

Reitler Brown & Rosenblatt LLC
New York City 

New York State Bar Association

Program Co-Chair
Sheila Francis, Esq. 

Rouse & Co. International
New York City

MORNING PROGRAM, 8:45 a.m.
Marquis Ballroom, 9th Floor

LUNCHEON, 12:15 p.m.
16th Floor Sky Lounge
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12:15 - 1:30 p.m. Lunch - 16th Floor Sky Lounge

The Intellectual Property Law Section would like to thank StoneTurn Group, LLP for sponsoring
lunch.  Their support of the Section is greatly appreciated.

1:30 - 3:00 p.m. The Arbitrators and Commentators Speak

The mock arbitration panel members will comment on the arguments raised by counsel 
in their presentations, followed by specific thoughts raised by the comentators.

Commentators: Jeffrey B. Cahn, Esq.
Sill Cummis Epstein & Gross PC, New York City

Victoria A. Cundiff, Esq.
Paul, Hastings, Janofsky & Walker LLP, New York City

Philip Harris, Esq.
Institute of Trademark Attorneys, London, United Kingdom

Fernando Triana, Esq.
Triana Uribe & Michelsen, Bogota, Columbia

3:00 - 3:05 p.m. Break

3:05 - 3:15 p.m. Introduction of DOAR Litigation Support and Trial Services

Speaker: Susan Flamm, Esq.
DOAR, New York City

The Intellectual Property Law Section would like to thank DOAR for technical assistance in
preparing visual aids.  Their support of the Section is greatly appreciated.

3:15 - 3:45 p.m. Views from Abroad: Hot IP Tips
In this session, various experts from South America, Europe, and the Far East will share their
thoughts on some of the pressing intellectual property issues faced in their respective jurisdictions.

Hot Topics in Latin America: “Protecting IP Assets in Latin America”
An overview of protecting IP assets in Latin America including well known trademarks, tackling
infringements and recent IP cases.

Speaker: Monica Ruiz A., Esq.
Gallegos, Neidl & Asociados, Quito, Equador

3:45 - 4:15 p.m. Hot Topics in Europe: “Image Rights in Europe”
A discussion on conceptual differences between Image and Privacy Rights in Europe and Publicity
Rights in the US; landmark cases and drafting tips for  European image rights contracts.

Speaker: Carolina Pina Sanchez, Esq.
Garrigues Abogados, Madrid, Spain

4:15 - 4:55 p.m. Hot Topics in Asia: “Practical Implications of Recent Legislative Reforms”
A discussion on recent legislative reforms embraced by local courts and government officials in
Asia, with an emphasis on China, and practical improvements in IP protection available to foreign
companies and persons.

Speakers: Lindsay Elser, Esq. Annie Tsoi, Esq.
Deacons, Hong Kong Deacons, Hong Kong

5:30 p.m. Cocktail Reception - 16th Floor Sky Lounge

Please join us for a Cocktail Reception sponsored by 
Thomson & Thomson following the program.  The Section
is most grateful toThomson & Thomson for its continued 
support of the Section year after year!

Intellectual Property
Law Section
Tuesday, January 25, 2005

New York Marriott Marquis
1535 Broadway, New York City

MORNING PROGRAM, 8:45 a.m.
Marquis Ballroom, 9th Floor

LUNCHEON, 12:15 p.m.
16th Floor Sky Lounge

AFTERNOON PROGRAM, 1:30 p.m.
Marquis Ballroom, 9th Floor

COCKTAIL RECEPTION, 5:30 p.m.
16th Floor Sky Lounge

If you need assistance relating to a disability, please contact the NYSBA Meetings Department sufficiently in advance
so that we can make every effort to provide reasonable accommodations.

For overnight room accommodations, please call the New York Marriott Marquis at 1-800-843-4898 and identify
yourself as a member of the New York State Bar Association.  Room rates are $224.00 for single/double occupancy.
Reservations must be made by Friday, December 24, 2004.

For questions about this specific program, please contact Linda Castilla at 518-487-5562.  For registration questions
only, please call 518-487-5621.  
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ANNOUNCING THE
Intellectual Property Law Section’s

ANNUAL LAW STUDENT WRITING CONTEST

To be presented at the Annual Meeting of the Intellectual Property Law Section, January 25, 2005, New
York, NY to the authors of the best law review quality articles on subjects relating to the protection of intellec-
tual property not published elsewhere, scheduled for publication or awarded a prize.

First Prize:  $2,000 Second Prize:  $1,000

CONTEST RULES
To be eligible for consideration, the paper must have been written solely by students in full-time attendance at
a law school (day or evening program) located in New York State or by out-of-state students who are members
of the Section. One hard copy of the paper and an electronic copy in Word format on a 3.5” H.D. disk must be
submitted by mail, postmarked not later than November 4, 2004, to the person named below. As an alterna-
tive to sending the disk, the contestant may e-mail the electronic copies, provided that they are e-mailed before
5:00 p.m. EST, November 4, 2004. Papers should be no longer than 35 pages, double-spaced, including foot-
notes. Submissions must include one file with a cover page indicating the submitter’s name; law school and
expected year of graduation; mailing address; e-mail address; telephone number; and employment information,
if applicable.

Send entries to:
Kelly M. Slavitt

Thelen Reid & Priest LLP
875 Third Avenue

New York, NY 10022
(212) 603-6553

(e-mail: kslavitt@thelenreid.com)

Reasonable expenses will be reimbursed to the author of the winning paper for attendance at the Annual
Meeting to receive the Award.

Please direct any questions to Kelly Slavitt.

The Section reserves the right not to consider any papers submitted late or with incomplete information.

2000
First Prize: Michael J. Kasdan

New York University
School of Law

Second Prize: David R. Johnstone
SUNY Buffalo School of Law

Third Prize: Donna Furey
St. John’s University School of 
Law

Hon. Mention: Darryll Towsley
Albany Law School

2001 
First Prize: Maryellen O’Brien

SUNY Buffalo School of Law
Second Prize: Safia A. Nurbhai

Brooklyn Law School

Third Prize: Stephen C. Giametta
St. John’s University School of Law

2002
First Prize: Deborah Salzberg

Fordham Law School
Second Prize: David V. Lampman, II

Albany Law School
Hon. Mention: Larry Coury

Fordham Law School
2003
First Prize: Christopher Barbaruolo

Hofstra School of Law
Second Prize: Anna Kingsbury

New York University 
School of Law

Law Student Writing Contest Winners
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Membership in the New York State Bar Association’s Intellectual Property Law Section is a valuable way to:

• enhance professional skills;
• keep up-to-date with important developments in the legal profession;

• join colleagues in exciting Section events. 

OPPORTUNITIES FOR EDUCATION

The Intellectual Property Law Section offers both the experienced and novice practitioner excellent
opportunities to enhance their practical and legal knowledge and expertise. Through Section activities,
including conferences on intellectual property (an annual fall event), members may examine vital legal
developments in intellectual property law. The Section’s Web site provides current information regard-
ing Section events and offers “members only” access to current issues of Bright Ideas and current Com-
mittee bulletins providing updates on intellectual property law. The Section plans to sponsor continuing
legal education (CLE) credit-bearing programs for Section members at reduced rates. Recent programs
offered by the Section related to computer software and biotechnology protection, conducting intellectu-
al property audits, and practical considerations in trade secret law. The Section sponsors an annual Intel-
lectual Property Law writing contest for New York State Law Students.

OPPORTUNITIES FOR PROFESSIONAL DEVELOPMENT

Intellectual Property Law Section committees address unique issues facing attorneys, the profession
and the public. The Section offers opportunities to serve on committees such as Patent Law; Trademark
Law; Copyright Law; Internet Law; Trade Secrets; Technology, Transfer and Licensing and Young
Lawyers.

Committees allow you to network with other attorneys from across the state and give you the oppor-
tunity to research issues and influence the laws that can affect your practice. Committees are also an out-
standing way to achieve professional development and recognition. Law students are automatically
members of the Young Lawyers Committee. Section members may join more than one committee.

A VOICE IN THE ASSOCIATION

The Intellectual Property Law Section takes positions on major professional issues that affect practi-
tioners and advocates those positions within the New York State Bar Association, the legislature, and the
public.

See page 30 to become a member of the Intellectual Property Law Section

MEMBERSHIP APPLICATION
New York State Bar Association:

INTELLECTUAL PROPERTY LAW SECTION
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COMMITTEE ASSIGNMENT REQUEST

Please designate, from the list below, those committees in which you wish to participate. For a list of
Committee Chairs and their e-mail addresses, please refer to page 29 of this issue.

___ Copyright Law (IPS1100)

___ International Intellectual Property Issues (IPS2200)

___ Internet Law (IPS1800)

___ Legislative/Amicus (IPS2300)

___ Meetings and Membership (IPS1040)

___ Patent Law (IPS1300)

___ Technology, Transfer and Licensing (IPS1400)

___ Trade Secrets (IPS1500) 

___ Trademark Law (IPS1600)

___ Young Lawyers (IPS1700)

Please e-mail your committee selection(s) to Naomi Pitts at: npitts@nysba.org

*     *     *
To be eligible for membership in the Intellectual Property Law Section, you first must be a member of

the NYSBA.

❐ As a member of the NYSBA, I enclose my payment of $30 for Intellectual Property Law Section dues. 
(Law student rate: $15)

❐ I wish to become a member of the NYSBA and the Intellectual Property Law Section. I enclose both an 
Association and Section application with my payment.

❐ Please send me a NYSBA application. No payment is enclosed.

Name ________________________________________________________________________________________

Office ________________________________________________________________________________________

Office Address ________________________________________________________________________________

Home Address ________________________________________________________________________________

E-mail Address ________________________________________________________________________________

Office Phone No. ______________________________________________________________________________

Office Fax No. __________________________________________________________________________________

Home Phone No. ______________________________________________________________________________

Please return payment and application to:

Membership Department
New York State Bar Association

One Elk Street
Albany, New York 12207
Telephone: 518/487-5577

FAX: 518/487-5579
http://www.nysba.org
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Section Committees and Chairs

Committee on Copyright Law
Jeffrey Barton Cahn (Co-Chair)
Sills Cummis et al.
One Riverfront Plaza, 13th Floor
Newark, NJ 07102
Tel.: (973) 643-5858
Fax: (973) 643-6500
e-mail: jcahn@sillscummis.com

Robert W. Clarida (Co-Chair)
Cowan, Liebowitz & Latman
1133 Avenue of the Americas
New York, NY 10036
Tel.: (212) 790-9200
Fax: (212) 575-0671
e-mail: rwc@cll.com

Committee on International
Intellectual Property Law Issues
Sheila Francis (Co-Chair)
37-15 195 Street
Bayside, NY 11358
Tel.: (718) 445-4758
Fax: (718) 445-4767
e-mail: sfrancis@iprights.com

Raymond A. Mantle (Co-Chair)
1050 Riverside Avenue
Jacksonville, FL 32204
e-mail: rmantle@reitlerbrown.com

Committee on Internet Law
Rory J. Radding (Co-Chair)
Morrison & Foerster LLP
1290 Avenue of the Americas
New York, NY 10104
Tel.: (212) 468-8146
Fax: (212) 468-7900
e-mail: rradding@mofo.com

Peter Szendro (Co-Chair)
Willis Re., Inc.
One Wall Street Plaza
88 Pine Street
New York, NY 10005
Tel.: (212) 820-7693
Fax: (212) 898-5102
e-mail: peter.szendro@willis.com

Committee on Legislative/Amicus
Noel D. Humphreys (Co-Chair)
Connell Foley LLP
85 Livingston Avenue
Roseland, NJ 07068
Tel.: (973) 535-0500
Fax: (973) 535-9217
e-mail: nhumphreys@connellfoley.com

Richard S. Schurin (Co-Chair)
Gottlieb, Racman & Reisman P.C.
270 Madison Avenue
New York, NY 10016
Tel.: (212) 684-3900
Fax: (212) 684-3999
e-mail: rschurin@grr.com

Committee on Meetings
and Membership

Thomas H. Curtin (Co-Chair)
King & Spalding
1185 Avenue of the Americas
New York, NY 10036
Tel.: (212) 556-2100
Fax: (212) 556-2222
e-mail: thcurtin@kslaw.com

Charles Thomas Joseph Weigell, III
(Co-Chair)
Bryan Cave LLP
1290 Avenue of the Americas
New York, NY 10104
Tel.: (212) 541-1298
Fax: (212) 541-4630
e-mail: ctweigell@bryancave.com

Committee on Patent Law
Michael I. Chakansky (Co-Chair)
56 Stuart Place
Oradell, NJ 07649
Tel.: (917) 767-3922
Fax: (201) 576-9190
e-mail: mic@pipeline.com

Philip Furgang (Co-Chair)
Furgang & Adwar, LLP
1140 Avenue of the Americas, 15th Floor
New York, NY 10036
Tel.: (212) 725-1818
Fax: (212) 941-9711
e-mail: philip@furgang.com

Committee on Technology, Transfer
and Licensing
Neil S. Baumgarten (Co-Chair)
1885 Cynthia Lane
Merrick, NY 11566
Tel.: (516) 868-6617
Fax: (516) 868-7666
e-mail: nsbaumg@aol.com

The Intellectual Property Law Section encourages members to participate in its programs and to contact the Sec-
tion officers or Committee Chairs for information.

Walter J. Bayer, II (Co-Chair)
28 Tracey Drive
Lawrenceville, NJ 08648
Tel: (609) 896-2181
Fax: (609) 896-1359
e-mail: bayerw@comcast.net

Committee on Trademark Law
Jonathan Matkowsky (Co-Chair)
Darby & Darby P.C.
805 Third Avenue
New York, NY 10022
Tel.: (212) 527-7629
Fax: (212) 753-6237
e-mail: jmatkowsky@darbylaw.com

George R. McGuire (Co-Chair)
Bond, Schoeneck & King, PLLC
One Lincoln Center
Syracuse, NY 13202
Tel.: (315) 218-8515
Fax: (315) 218-8100
e-mail: gmcguire@bsk.com

Committee on Trade Secrets
Victoria A. Cundiff (Co-Chair)
Paul Hastings et al.
75 East 55th Street
New York, NY 10022
Tel.: (212) 318-6030
Fax: (212) 339-9150
e-mail:
victoriacundiff@paulhastings.com

Douglas A. Miro (Co-Chair)
Ostrolenk Faber et al.
1180 Avenue of the Americas, 7th Floor
New York, NY 10036
Tel.: (212) 382-0700
Fax: (212) 382-0888
e-mail: patentesq@aol.com

Committee on Young Lawyers
Kelly Slavitt (Chair)
Thelen Reid & Priest LLP
875 Third Avenue
New York, NY 10022
Tel.: (212) 603-6553
Fax: (212) 603-2001
e-mail: kslavitt@thelenreid.com



Submission of Articles
Anyone wishing to submit an article, announce-

ment, practice tip, etc., for publication in an upcoming
issue of Bright Ideas is encouraged to do so. Articles
should be works of original authorship on any topic
relating to intellectual property. Submissions may be
of any length.

Submissions should preferably be sent by e-mail
to Jonathan Bloom, Editor-in-Chief, at the address
indicated on this page. Submissions for the
Spring/Summer 2005 issue must be received by
March 1, 2005.
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http://www.nysba.org/ipl
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