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I would like to thank all the NYSBA IP Law Section 
members who made 2015 a successful year and who took 
the time and effort to make these presentations success-
ful. I would also like to thank all who contributed articles 
to Bright Ideas and to those in our Section who make the 
journal possible. Lastly, I would like to thank all of those 
dedicated people at the NYSBA in Albany for helping our 
Section with planning, logistics, and other essentials.

I look forward to a successful 2016 and to continuing 
our tradition of assisting the NYSBA intellectual property 
community. We welcome those who would like to join our 
Section and help us with our events and presentations. 
Drop us a line.

Wishing all a very Happy New Year!
Charles Weigell 

Tempus fugit, and now we 
head into a new year and can 
look upon many events and 
accomplishments in 2015. We 
met our goal of offering more 
frequent events, with presenta-
tions on many different aspects 
of IP Law. Just to mention a few, 
there were presentations on 
Internet advertising, trademark 
developments in Cuba, trade-
mark developments in China, 
legal hiring in the IP fi eld and 
diversity, trade secrets, and our day-long presentation on 
due diligence in IP transactions. Then there was the IP 
Pro Bono event we sponsored with Cardozo Law School 
to help start-up companies and individuals with their 
intellectual property issues.

Message from the Chair
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representation of each pitch, it is distracting and frustrat-
ing for the viewer. 

The invention provides an angle of view from a 
camera that is positioned directly behind the pitcher and 
solves the problem of the pitcher obstructing the view. 
As the ball is thrown, the pitcher is “masked” out and 
rendered at least partially transparent. The inventor envi-
sions replacing the box view with the new and improved 
direct view. The company is considering calling the prod-
uct “True Point of View.”

II. Patents

A. Introduction

A U.S. patent is a grant of property rights from the 
United States to the owner of an invention (the “paten-
tee”). The granted rights include the right “to exclude 
others from making, using, offering for sale, or selling” 
the invention in the United States.1 In exchange for this 
grant, the patentee must disclose the invention, including 
by describing the invention in such a way that one of ordi-
nary skill in the art can make and use the invention. The 
patent grant is for a fi nite period of time, generally twenty 
years from the fi ling date of the application for the patent. 
Moreover, U.S. patent rights are territorial: the right to 
exclude others does not extend beyond the borders of the 
United States. 

B. Types of Patents and Protectable Subject Matter

In the United States, patent protection is available 
for processes, machines, systems, plants, and designs. A 
patent that covers a process and/or machine is a utility 
patent. A design patent, in contrast, covers the ornamental 
appearance of an item, such as an article of manufacture 
(e.g., a chair or a computer icon). Plant patents cover 
invented or discovered reproduced plants. The majority 
of patents are utility patents, but the number of design 
patents continues to increase.2

Patents include claims, which legally defi ne the 
invention being protected. The claims section of a patent 
can cover a specifi c portion of the written description and 
drawings or may cover the entire disclosure. A patent de-
scribing the True Point of View invention described above 
can include many features, including the use of several 
cameras and devices to detect the ball after it is pitched; 
masking and rendering the pitcher transparent; simulat-

I. Introduction
Company assets typically comprise both intellectual 

and physical property, with the former often being more 
valuable than the latter. Protecting a company’s intel-
lectual property, including inventions, brands, writings, 
trade secrets, and know-how, can be paramount for 
growth and/or to establish a competitive advantage. 
Such protection-related concerns must be balanced with 
a company’s need to navigate a potentially treacherous 
intellectual property landscape by avoiding charges of 
patent, trademark, or copyright infringement or theft of 
another’s ideas. 

Strategic interests associated with protecting intellec-
tual property and enforcing intellectual property rights, 
as well as determining whether a company is free to 
operate or may be forced to defend against infringement 
claims, must be weighed against the associated economic 
costs and risks. A startup business or an otherwise estab-
lished company about to release a new product or service 
or working to raise capital often relies on protected 
intellectual property to attract capital investment, secure 
loans, and/or drive up a company’s selling price. Many 
companies experience the inherent tension resulting from 
(i) concern with protecting and enforcing intellectual 
property; (ii) concern with infringing others’ intellectual 
property; and (iii) spending/raising capital based on 
intellectual property. 

This article uses a hypothetical new product idea 
to describe the available forms of intellectual property 
protection and offers a primer on some of the specifi c 
intellectual property issues that come into play when a 
company is launching a new product or service. 

Suppose while watching a Major League Baseball 
(MLB) game, an inventor recognizes a problem associ-
ated with the appearance of the strike zone. The problem 
is that the angle of view of the camera located behind the 
pitcher distorts the appearance of the strike zone, causing 
strikes to appear as balls and balls to appear as strikes. 
Positioning the camera directly behind the pitcher would 
correct for this distortion but would cause the pitcher to 
obstruct the view after the ball is thrown. MLB compen-
sates for this distortion by displaying a small window 
that shows a box graphically representing the strike zone 
and each pitch thrown by the pitcher (the “box view”). 
Although the box view may provide a more accurate 

Navigating the Intellectual Property Landscape:
A Primer for New Businesses and Businesses Readying
a New Product/Service Launch
By Joel J. Felber and Yuval H. Marcus
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D. Timing Considerations and Changes in U.S. 
Patent Law

U.S. patent law provides a one-year grace period to 
fi le for patent protection after an invention is publicly 
disclosed by the inventor.6 For example, if the True Point 
of View invention is publicly disclosed at a tradeshow 
on January 1, the deadline to fi le a patent application is 
the following January 1. In this regard, U.S. patent law is 
quite liberal; under the patent laws of much of the rest of 
the world, any public disclosure of an invention instantly 
results in an absolute bar to patent protection for the dis-
closed invention. Thus, businesses that are considering fi l-
ing for foreign patent protection should ascertain whether 
any public disclosure of the invention occurred.

On September 26, 2011, the United States enacted a 
major revision of the Patent Act, with many of the provi-
sions coming into effect over the course of the following 
eighteen months. Referred to as the America Invents Act 
or AIA, one signifi cant provision transitioned the United 
States from being a “fi rst to invent” jurisdiction to a “fi rst 
to fi le” jurisdiction. Under the old law, an inventor who 
could prove diligence was entitled to patent protection 
even if another inventor conceived of the same invention 
later but fi led for patent protection fi rst. Under the new 
law, the party to get a patent application on fi le with the 
PTO fi rst is entitled to patent protection even if it con-
ceived of the invention later.

One practical effect of this change in the law is a 
perceived need to fi le patent applications quickly and 
frequently in order to preserve invention rights. There is 
a practical risk, though, that businesses will fi le patent 
applications that contain less than complete disclosures, 
potentially dooming their applications to fail and creating 
a false sense of security that the businesses’ inventions 
are protected. Despite a perceived need for speed, there 
remains a need for patent quality, including by fi ling com-
plete and enabling disclosures.

E. Types of Patent-Related Filings

1. Provisional patent application

Business start-ups or companies launching a new 
product or service often avail themselves of a “provi-
sional” patent application, which is a frequently used 
and attractive means of implementing patent protection.7 
Provisional patent applications are attractive because 
they often cost less than regular non-provisional patent 
applications and can be much faster to prepare and fi le. 
Provisional patent applications have no formal require-
ment as to format, although they must contain an en-
abling disclosure and set forth the best mode for making 
and using the described invention. Another benefi t is that 
provisional patent applications stop or prevent the start of 
a potential time bar to obtaining patent protection. 

While a provisional patent application is technically 
a patent application, it does not include all of the require-

ing the ball moving and being caught by the catcher; and 
how the True Point of View window is displayed with 
the MLB video feed. The claims may be limited to just the 
masking and rendering the pitcher transparent. Subse-
quent patent applications can include claims covering the 
other elements, such as how to simulate the ball moving 
and being caught by the catcher and displaying the True 
Point of View window with the MLB video feed.3 It may 
be, for example, that during the patent prosecution pro-
cess the U.S. Patent and Trademark Offi ce (PTO) rejects 
certain claims as too broad. In response, one or more 
features that are described in the written description and 
drawings can be added to the claims to narrow the scope 
of the claims and overcome the rejection.

C. Patent Eligibility

In the United States, the subject matter of an inven-
tion must be patent eligible, i.e., it must be useful and not 
abstract.4 In addition, the invention must be novel and 
not obvious.5 Novelty means that no single “prior art” 
reference, such as a publication (e.g., an article, patent, 
or published patent application) or an act (e.g., a sale or 
offer to sell), covers all of the features of the invention. 
“Obvious” means that the differences between what was 
previously known and the invention are so trivial that 
one of ordinary skill in the art would have found the 
invention obvious. More practically, “obvious” means 
that two or more references, in combination, teach all of 
the features of an invention, and it would be obvious to 
a person of ordinary skill to combine the references and 
arrive at the invention. With respect to the True Point of 
View invention, for example, the Patent Offi ce may reject 
broad claims that cover simulating a pitched baseball to 
compensate for an inaccurate angle of view as obvious 
in view of MLB’s displayed box in combination with the 
masking features of Adobe Photoshop®. 

Prior to fi ling for patent protection, it is often a good 
idea to conduct a search of the prior art to determine 
whether an invention has already been described or 
otherwise publicly disclosed and therefore could be cited 
by the PTO to reject claims. Uncovering such prior art in 
advance of preparing and fi ling a patent application can 
result in signifi cant savings of patent preparation costs 
and fi ling fees. Moreover, uncovering prior art can result 
in tailoring a patent application to avoid a potential rejec-
tion by the PTO. The claims in the True Point of View 
application, for example, can be drafted to distinguish 
MLB’s displayed box and the masking techniques from 
Photoshop.

Yet another benefi t of searching for patents and 
patent applications is that a business may uncover a 
competitor’s patent portfolio. The business can use such 
information and fi le for patent protection covering im-
provements or variations on the competitor’s intellectual 
property. This can hinder the competitor’s future protec-
tion options and give the business a competitive edge.
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F. Freedom to Operate or Right to Use

In addition to obtaining patent protection, businesses 
should consider investigating the patent landscape (e.g., 
conduct a “freedom to operate” search and obtain an 
opinion thereon from counsel) to determine whether 
someone already has a patent covering the invention or 
a signifi cant part thereof. If a relevant or blocking pat-
ent is uncovered, steps can be taken to avoid or combat 
a charge of patent infringement. For example, the True 
Point of View invention may discover that MLB has a 
patent covering its display box and that MLB’s technique 
of tracking of the baseball is the same as in the True Point 
of View system. By changing a feature, the business can 
modify the True Point of View invention prior to launch 
and thereby design around the blocking patent. By simply 
changing one element of an invention, a business may be 
able to head off a patent infringement claim.

In other cases, a business may be able to purchase a 
blocking patent or take a license from the patentee. In any 
case, knowing that a blocking patent exists can be a neces-
sary prerequisite to identifying and taking steps to avoid 
infringement and prevent an expensive legal battle.

Conducting “freedom to operate” searches can be 
very expensive, partly because of third-party searcher 
disbursement costs and partly because of attorneys’ fees 
associated with studying uncovered patents. Patent at-
torneys need to study patents uncovered in a “freedom 
to operate” search and evaluate corresponding prosecu-
tion histories to determine whether the scope of a patent 
is narrower than it appears on its face. The potentially 
high costs of such a search may be a worthwhile substi-
tute for the potentially far higher costs that otherwise 
might be incurred defending a patent infringement claim. 
Unfortunately, locating a particular blocking patent can 
be diffi cult, even for a patent searching company. Never-
theless, for particularly important inventions conducting 
a “freedom to operate” search and obtaining an opinion 
from legal counsel prior to a new product launch can be 
an invaluable investment. 

G. Practical Considerations

We recommend that prior to a new product or service 
launch, businesses review their intellectual property 
assets and consider appropriate patent protection. A 
determination should be made whether the subject matter 
of the intellectual property is eligible for patent protection 
and how time constraints bear on the strategy for obtain-
ing appropriate patent protection. Businesses can benefi t 
from fi ling provisional patent applications relatively 
quickly and possibly at lower cost than regular, non-
provisional patent applications. Many businesses should 
be developing their patent portfolios over time to increase 
the businesses’ value as well as to stop or limit competi-
tors. It is a good idea to consult with a patent attorney 
and consider options that might be available to maximize 
return and mitigate risk.

ments of a regular, non-provisional patent application. 
Most notably, provisional patent applications do not 
require patent claims, and provisional patent applica-
tions are not examined for patentability by the PTO. All 
provisional patent applications expire within one year 
from fi ling. In order to claim the benefi t of an earlier fi led 
provisional patent application, a regular, non-provisional 
patent application must be fi led before the provisional 
patent application expires and must formally claim prior-
ity to the provisional patent application. 

2. Non-provisional patent application

A non-provisional patent application is a full pat-
ent application that includes an enabling disclosure and 
claims, is accompanied by an inventor oath stating that 
the application correctly describes and claims the in-
vention, and is formally examined by the PTO. A non-
provisional patent application can claim priority over a 
provisional patent application and can be entitled to the 
earlier fi ling date of the provisional patent application, 
provided the provisional patent application supports at 
least one claim of the non-provisional patent application. 
The priority claim to a provisional patent application 
can reduce or eliminate prior art that would otherwise 
be cited by the PTO against the non-provisional patent 
application.

3. Foreign/international patent application

In addition to U.S. patent protection, businesses often 
have a need or desire to protect inventions overseas and 
fi le for patent protection around the world. For example, 
the True Point of View invention can have international 
uses, such as for soccer, golf, and tennis. Filing for foreign 
patent protection can be very expensive, and to defer 
those costs an international Patent Cooperation Treaty 
(PCT) patent application can be fi led. An international 
PCT patent application effectively operates as a place-
holder for fi ling future patent protection in countries 
around the world for a period of time, generally thirty 
months from the fi ling date of the U.S. patent application. 

A PCT patent application is formally examined, and 
reports on patentability are issued, by an examining body 
(the “International Searching Authority”). One or more 
reports and opinions issued on a PCT patent application 
are considered to be persuasive authority, but no enforce-
able patent rights are conferred by a PCT patent applica-
tion. Instead, one or more national patent applications 
can be fi led in respective countries or jurisdictions in the 
future, with each of the national applications claiming 
priority over the PCT patent application. One relatively 
recent development is the “Patent Prosecution Highway,” 
which can be used to obtain patent rights in countries 
that are members of the PCT using an international PCT 
patent application that has been examined and received a 
positive report on patentability.
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with the brand owner. In the True Point of View example, 
the proposed name “True Point of View” for a product 
that allows television viewers to see the correct or “true” 
perspective or “point of view” of the baseball is not the 
strongest brand name from a trademark perspective.

There are four broad categories of trademarks. The 
strongest are fanciful names that have no meaning at all, 
e.g., made-up words like KODAK. If a word is made-up, 
consumers will associate the word only with the brand 
owner’s products or services. The next strongest marks 
are arbitrary—words that have meanings but are used 
for goods or services that do not relate to the meanings of 
the word, such as APPLE for computers. Next in line are 
suggestive marks—words that suggest what the product 
or service is but do not describe them, such as COPPER-
TONE for suntan lotion. When choosing a new brand 
name, it is preferable for the brand name to fi t into one of 
these three categories, which are considered to be stron-
ger, inherently distinctive trademarks. 

The weakest category of trademarks is descrip-
tive—names that describe the products or services, such 
as WORLD’S BEST BAGELS for bagels. It is very diffi -
cult to enforce these brands unless the brand owner can 
establish secondary meaning, i.e., that notwithstanding 
the descriptive nature of the brand, consumers associate 
it solely with the brand owner and its goods or services. 
Finally, there are words that are not capable of trademark 
protection: generic words such as “soap” for soap or 
“computers” for computers cannot be trademarks.

The proposed name “True Point of View” would 
likely be considered a descriptive trademark because it 
describes what the product does, namely, correcting the 
point of view and allowing viewers to see the true or 
accurate point of view of the pitched baseball. A slightly 
better mark would be True View, though that mark could 
also be deemed to be descriptive. Using the name HAWK-
EYE would move the brand name into the suggestive cat-
egory. This brand name is suggestive because the brand 
has an association with being able to see by incorporating 
the word “EYE.” Moreover, the word “HAWK” suggests 
the ability to see something with clarity, because hawks 
are associated with strong vision.

There is often tension between marketing profes-
sionals who want to use brand names that describe the 
goods or services so that consumers know what the brand 
stands for and trademark lawyers who counsel com-
panies to create brands that are strong and enforceable 
trademarks. One solution is to create a fanciful or arbi-
trary brand name and use a descriptive tagline to tell con-
sumers what the brand means. This will enable the brand 
owner to create a strong and enforceable trademark and 
still convey what products or services are offered by the 
company under that unique brand name. For example, 
for the “True Point of View” product the company could 

III. Trademarks

A. Introduction

When starting a new company or launching a new 
product or service, branding is extremely important not 
only for marketing purposes but for brand protection as 
well. Savvy brand owners can use trademark law to pre-
vent competitors from using similar brands in a way that 
is likely to confuse consumers. Unlike patent law, which 
requires the fi ling of an application, trademark rights are 
created by using a word, term, name, symbol, device, 
or any combination as a source identifi er in interstate 
commerce. Once use has commenced, usually upon the 
fi rst sale or shipment of goods bearing the trademark, 
or when services are offered using the mark, the brand 
owner has what are called common-law trademark 
rights, and could, if need be, enforce those rights in court. 
There are, however, valuable benefi ts to fi ling an applica-
tion for federal registration of a trademark with the PTO, 
such as a legal presumption of nationwide ownership 
of, and the exclusive right to use, the applied-for trade-
mark for the goods or services listed in the application. 
Furthermore, intermediaries such as Google and Twit-
ter may require registrations in order to act on claimed 
infringements.

B. Preventing Competitors from Stealing Brands

Section 43(a) of the Lanham Act enables the owners 
of registered and unregistered trademarks in the United 
States to prevent competitors from using any word, term, 
name, symbol, or device, or any combination thereof that 
is likely to cause consumer confusion (i) as to the “affi li-
ation, connection or association” of the competitor with 
the trademark owner or (ii) as to “the origin, sponsor-
ship, or approval” of the competitor’s goods or services 
with those of the trademark owner.8 What this means is 
that when a company launches a brand, and competitors 
copy or mimic that brand to take advantage of the good 
will associated with it, if the brand owner has strong 
trademark rights it can stop the competitors from using 
their competing brand. To prevail, however, the brand 
owner will need to show that its brand is strong enough 
to warrant trademark protection, that it used its brand 
fi rst, and that consumers are likely to be confused. 

C. Not All Brands Are Strong Trademarks

Many companies create brand names that describe 
the goods or services for which the brand is used. This 
is a mistake for companies that want to create strong 
trademarks that can be enforced against competitors. 
Descriptive words used as brand names are weak trade-
marks. The reason for this is that trademarks are source-
identifi ers. Ideally, the brand owner wants consumers 
to identify its brand name exclusively with the brand 
owner as the source of its goods or services. The more a 
brand describes the associated goods or services, the less 
likely it is that consumers will associate the brand solely 
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that is similar in sound, appearance, or meaning but 
not identical to a brand name that is already in use may 
cause confusion and thus subject a company to liability 
for trademark infringement. For example, if a company 
begins using the brand name STICKS, and another com-
pany is already using the name STYX, the owner of the 
STYX brand may be able to stop the use of the STICKS 
brand. Also, the actual goods or services do not need to 
be the same, just suffi ciently related that consumers may 
be confused. For example, if the company decided to call 
the True Point of View product HAWKEYE and another 
company was using the mark iHAWK for software that 
allows fi lmmakers to integrate different perspectives 
into a fi nal edited movie, the owner of the iHAWK brand 
might be able to successfully challenge use of the HAWK-
EYE brand. It follows, therefore, that simply conducting a 
Google search, or even a search of the PTO database, may 
not disclose the use of a brand by a third party that could 
potentially force a name change after launch. Similarly, 
just because a name is available to be registered as a cor-
porate name does not mean that name can be used.

F. Practical Considerations

When considering launching a new brand, companies 
should fi rst consider the strength of the proposed brand 
name from a trademark perspective and avoid weak, de-
scriptive brand names. After choosing a strong, inherently 
distinctive brand, conduct a proper trademark search to 
minimize the risk that a third party could successfully 
challenge the use or registration of that brand. Once a 
brand name has been cleared for use and registration, 
fi le intent-to-use trademark applications with the PTO to 
establish a priority date. 

IV. Copyright

A. Introduction 

Copyright protection provides businesses with an 
effective tool to stop others from copying original expres-
sion. Copyrightable expression can be found in many 
forms and places, including on a business’s web site, 
computer programs, written manuals, music, photogra-
phy, and artwork. As with brand rights, copyrights vest 
automatically when original expression is fi xed in a tan-
gible medium, such as on paper or in computer storage. 
Also as with brand protection, there are benefi ts to fi ling 
an application for federal registration of a copyright with 
the U.S. Copyright Offi ce. Perhaps the most important of 
these benefi ts is the right to bring an infringement action. 
Possession of a copyright registration, or in some jurisdic-
tions evidence of an expedited application, is a statutory 
prerequisite to commencing an action.9 In any case, regis-
tering for copyright protection is among the least expen-
sive forms of intellectual property protection.

In the True Point of View example, copyright pro-
tection is available for the computer code and the user 

make up a name such as “YARZ” and use the tagline The 
True Point of View Technology. The YARZ brand name 
would be a strong, fanciful mark for which the company 
can create brand equity, yet the tagline would allow con-
sumers to understand what that brand represents. 

D. The Trademark Application Process

The best way to establish prior trademark rights is 
to fi le a trademark application with the PTO when the 
brand owner fi rst comes up with its brand name. The 
PTO allows brand owners to fi le an application based 
on an intent to use even if the product or service will not 
be launched for months or even years. This establishes 
a priority date for that brand for the goods or services 
listed in the application, provided the application eventu-
ally ripens into a registration. Accordingly, if a company 
chooses a brand name and/or logo that it likes and has a 
bona fi de intention to use it in the future, before disclos-
ing it publicly the company should strongly consider 
fi ling a trademark application with the PTO based on an 
intent to use. If, after the company fi les an intent-to-use 
application, a competitor starts using, or fi les an applica-
tion for, the same name or a confusingly similar name, 
once the brand owner’s application issues to a registra-
tion, it should be able to stop the competitor from using 
the name. If the brand owner is already using the name, it 
can fi le a use-based application as well.

To begin the trademark application process at the 
PTO, the brand owner will need to know the exact name 
or logo it wants to register, the goods or services for 
which the trademark will be used, and the name, ad-
dress, and state of formation of the applicant. If the brand 
owner is already using the brand, it also will need the 
date of fi rst use and a specimen showing the use of the 
brand name in connection with the goods or services 
offered under the trademark. There are many nuances to 
the trademark application process, and it is advisable to 
work with a knowledgeable trademark attorney. In gen-
eral, it takes approximately nine months to a year from 
the date of fi ling to obtain a trademark registration.

E. Avoiding Expensive Mistakes

A common mistake when launching a new brand is 
to fail to conduct a proper trademark search. This can 
lead to expensive consequences. If, for example, another 
company is already using a similar name or logo for relat-
ed goods or services, that company may be able to force 
the newly launched brand to be changed. Conducting a 
proper trademark clearance search prior to the launch of 
the new brand can signifi cantly reduce the risk of that 
happening.

An effective trademark search cannot be limited to 
the exact brand name at issue. This is merely the starting 
point, because the standard for trademark infringement 
is whether the use of a name or logo is likely to cause 
confusion among consumers. Launching a brand name 
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Whether a work is published can have signifi cant 
implications under U.S. copyright law. For example, a 
registration that is applied for more than three months 
after publication can be too late to recover statutory dam-
ages and attorneys’ fees if the infringement occurs after 
publication but before registration. Therefore, businesses 
should consider applying for one or more copyright reg-
istrations as soon as possible to avoid losing potentially 
valuable rights.

D. Freedom to Operate or Right to Use

Avoiding a copyright infringement suit based on 
unauthorized copying and/or use of preexisting materi-
als may entail searching the copyright offi ce records to see 
if the material is registered. In some cases, if it is, taking a 
license should be considered. Fair use may protect the use 
of copyrighted work without consent.17 Factors include 
whether the use of a protected work is for commercial 
or educational purposes (the former being less likely to 
be fair use); whether the amount or substantiality of the 
copied portion is signifi cant; and the effect of the use on 
the potential market for the copyrighted work.18

E. Practical Considerations

Prior to a new product or service launch, businesses 
should identify any original works of authorship cre-
ated in connection with the new endeavor and consider 
fi ling for copyright registration. This process will entail 
determining whether a work is a type that is eligible for 
copyright protection. Bear in mind that a work of au-
thorship created by an employee within the scope of his 
employment is a work made for hire and is owned by 
the employer.19 With regard to commissioned works or 
works authored by outside contractors, it is advisable to 
execute agreements that provide that specifi c works shall 
be considered works made for hire and that if they do not 
qualify as such (section 101 of the Copyright Ac lists nine 
categories of works made for hire), all copyright rights are 
assigned to the employer. 

V. Trade Secrets

A. Introduction

Companies often come up with new and innovative 
ways of conducting business that give them a competitive 
advantage—unique formulas, techniques, methods, or 
processes. As discussed above, such innovations may be 
subject to patent protection, but by fi ling a patent applica-
tion the company must disclose the invention—the source 
of its competitive advantage. Once the patent expires, the 
company’s competitors will be free to use the company’s 
formulas, techniques, methods, or processes to compete 
against it. An alternative to patent protection that avoids 
this problem is to treat the company’s proprietary, con-
fi dential information as a trade secret—the formula for 
Coca-Cola soda being the classic example. For the True 
Point of View invention, the algorithms employed and 

manuals. Copyright protection also can be sought for 
web sites covering the invention as well as for text and 
video commercial content and ads. Copyrights can also 
cover presentation materials, including slides with im-
ages of the product and text, that may accompany public 
presentations.

Compared to patents and trademarks, copyright pro-
tection is relatively narrow, however, and covers only the 
precise expression that is fi xed in the tangible medium. 
Ideas and non-original works, even though they may be 
fi xed in a tangible medium, are not protectable by copy-
right. Furthermore, a successful copyright infringement 
claim requires a showing that the expression at issue was 
copied, not independently created. Copyright infringe-
ment claims are often brought against former employees 
or individuals who have been shown to have had access 
to protected material and copied it.

B. Categories of Expression

Copyright protection is available for specifi c cat-
egories of original expression: literary works, pictorial 
graphic and sculptural works, musical works, sound 
recordings, dramatic works, multimedia works, and 
architectural works. Each must be correctly identifi ed 
in the application, and an appropriate deposit with the 
Copyright Offi ce must accompany the application. Liter-
ary works include non-dramatic textual works, such 
as fi ction and nonfi ction works, poetry, speeches, and 
textbooks.10 Computer programs and databases are also 
considered literary works. Musical works can include 
music and accompanying words and may be in the form 
of sheet music or an audio recording.11 Sound recordings 
include musical, spoken, or other recorded sounds, and 
the author may be the performer and/or the producer 
who processes the sounds.12 Dramatic works can include 
choreography, pantomimes, plays, and treatments, such 
as for television or movie presentation.13 Multimedia 
works combine two or more media, and the media can 
include printed matter, audiovisual material, an audio re-
cording, or a machine-readable copy.14 It is advisable for 
a business to regularly review its copyrightable material 
and to consider registering it to ensure it has the right to 
sue for infringement.

C. Legal Rights Conferred By Copyright 
Registration 

Copyright ownership confers the exclusive right 
to reproduce the work, to prepare derivative works, to 
distribute copies of the work to the public, to perform 
the work, and to publicly display the work.15 A deriva-
tive work includes a work that is based upon pre-existing 
work(s) and often involves some form of translation or 
adaption, such as a novel into a movie. Unauthorized 
acts of copying (i.e., copyright infringement) can include 
photocopying, copying computer software, or using por-
tions of the copyrighted work in another work.16 
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D. Practical Considerations

In today’s world, where it is so easy to quickly copy 
and disseminate information, it behooves every company 
to carefully consider the procedures it has in place to 
safeguard company secrets and to ensure that employees 
and independent contractors are legally obligated not 
to disclose to third parties proprietary company infor-
mation. Once this review has been completed, policies 
and procedures should be implemented to ensure that 
only the appropriate people have access to trade secret 
information and that non-disclosure and confi dentiality 
agreements are in place with all who have access to the 
information.

VI. Conclusion
Prior to launching a new product or service, a busi-

ness should consider appropriate intellectual property 
protection and also take steps to guard against possible 
infringement claims. Even with respect to those intel-
lectual property rights that vest at the time of creation 
(copyright) or use (trademark), fi ling for and obtain-
ing national registrations are recommended to ensure a 
presumption of ownership and validity and to protect a 
business’s enforcement rights. In addition to obtaining 
patents, trademarks and copyrights, businesses should 
enter into nondisclosure and confi dentiality agreements 
with employees and third parties in order to preserve its 
trade secrets. 

Protecting a company’s intellectual property, in-
cluding inventions, brands, writings, trade secrets, and 
know-how, is often essential for growth and to establish a 
competitive advantage. Moreover, conducting “freedom 
to operate” searches and obtaining an opinion of coun-
sel can be effective to reduce the likelihood or combat 
a charge of infringement. Such steps can ensure that a 
startup business or an established company releasing a 
new product or service can successfully attract capital 
investment and gain a competitive edge in the market.
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know-how associated with how the software can best be 
used to create the desired visual effects could be pro-
tected as trade secrets. Other trade secrets can include the 
technology behind masking the pitcher and rendering the 
pitcher transparent as well as how the ball is represented 
after the pitcher releases it. Yet another protectable trade 
secret can include how to render the overall appearance 
of the True Point of View display and how to integrate 
the True Point of View with other video feed.

B. What Are Trade Secrets?

Unlike patents, trademarks, and copyrights, there 
is no federal trade secrets statute; the law varies state to 
state. However, the Uniform Trade Secrets Act (UTSA) 
has been adopted, at least in part, in more than forty 
states and in the District of Columbia,20 and Congress is 
considering trade secrets legislation.21 The UTSA defi nes 
a trade secret as follows:

 Trade secret means information, 
including a formula, pattern, com-
pilation, program, device, method, 
technique, or process, that: 

(i) derives independent economic value, 
actual or potential, from not being 
generally known to, and not be-
ing readily ascertainable by proper 
means by, other persons who can 
obtain economic value from its dis-
closure or use, and 

(ii) is the subject of efforts that are rea-
sonable under the circumstances to 
maintain its secrecy.22

C. Creating Enforceable Trade Secrets

The key to creating enforceable trade secret rights is 
to maintain the confi dentiality of the trade secret. Once 
a trade secret is disclosed publicly, it loses its status as 
a trade secret. Companies therefore must take steps 
to ensure the confi dentiality of their trade secrets. For 
example, company information that is considered to be 
a trade secret should be labeled prominently to indicate 
that it is confi dential and/or that it is a trade secret, and 
access to the information should be restricted by plac-
ing it in a secure location. Access to both physical and 
electronic copies should be limited to specifi c individuals 
or categories of employees who need keys or passwords 
to gain access. Employees should be required to sign 
confi dentiality agreements that obligate them to maintain 
the secrecy of any trade secret materials to which they are 
given access. Similarly, independent contractors or third 
parties should not be allowed to review the confi dential 
trade secret information without fi rst signing confi denti-
ality agreements.
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ness and to require a successful claim of acquired distinc-
tiveness to be registered. Color, sound, and other non-tra-
ditional marks also usually require a showing of acquired 
distinctiveness. In addition, acquired distinctiveness can 
be asserted in part to overcome a requirement to disclaim 
an assertedly non-distinctive element of a mark. On the 
other hand, marks that are deemed functional, deceptive, 
primarily geographically descriptive, deceptively misde-
scriptive, purely ornamental, generic, or otherwise fail to 
function as a trademark cannot be registered even with a 
claim of acquired distinctiveness because they are consid-
ered incapable of obtaining secondary meaning.

Apart from business pressures to adopt descrip-
tive marks, the popularity of registering trade dress and 
non-traditional trademarks in the United States appears 
to be growing, and this may be partly responsible for the 
recent reemergence of interest in the concept of secondary 
meaning.

This article will fi rst address considerations leading 
up to the fi ling of a U.S. trademark application for a mark 
or portion thereof that may lack inherent distinctiveness. 
It then discusses the ways in which acquired distinctive-
ness may be shown during prosecution.

II. Pre-Filing Considerations
When a proposed mark may lack suffi cient distinc-

tiveness to be registered in the United States, several 
considerations should be raised before fi ling the applica-
tion. The benefi ts of considering these issues early are that 
trademark counsel can manage the applicant’s expecta-
tions about the chances of success and cost, while the 
applicant can begin to build its case in support of a claim 
of acquired distinctiveness.

One consideration is where along the spectrum of 
distinctiveness the proposed mark falls. If the mark may 
be generic or highly descriptive, the applicant should be 
prepared for the possibility of substantial additional costs 
associated with efforts to obtain a registration as well as 
the heightened risk that the application will fail. If the 
mark may be descriptive of a characteristic of the goods 
or services, but there is a reasonable argument that target 
consumers will use some imagination, thought, or per-
ception to recognize what the mark conveys (i.e., that the 
mark is suggestive rather than merely descriptive), there 
still may be additional costs, but the chances of success 
will be improved. Nonetheless, an understanding of the 
applicant’s budgetary constraints and the importance of 
the proposed mark to the business can help to determine 
how much effort to put into trying to register a potentially 

I. Introduction
Business enterprises often prefer to adopt trademarks 

that describe the company’s goods or services because 
they require less of an investment to develop the brand 
and educate the target consumer. This is in contrast to 
trademark counsel’s advice to select marks that have no 
meaning or whose meaning has no relationship to the 
goods or services. The reason for this advice is that the 
ability of a trademark to fulfi ll its function of identify-
ing the source of goods or services is measured along a 
spectrum or continuum of distinctiveness, with marks 
that describe the goods or services or some characteristic 
thereof considered weak in their ability to serve as ex-
clusive source-identifi ers. On the other hand, marks that 
are intrinsically capable of this function—marks that are 
“inherently distinctive”—are considered strong. Terms 
that both lack inherent distinctiveness and are considered 
incapable of ever becoming distinctive cannot serve as 
trademarks. If the business insists on adopting a mark 
that merely describes a characteristic of the goods or ser-
vices, its ability to obtain a U.S. registration for the mark 
(as well as registrations in other countries) may depend 
on the ability to demonstrate that the mark has obtained 
secondary meaning in the minds of consumers, i.e., that it 
has “acquired distinctiveness.”

Section 2(f) of the Lanham Act provides that “nothing 
herein shall prevent the registration of a mark used by 
the applicant which has become distinctive of the appli-
cant’s goods in commerce.”1 A 2(f) claim may be made at 
the time of fi ling or, more typically, during prosecution of 
the application. The simplest way to make such a claim 
is by submitting a declaration stating that the applicant 
or its licensee(s) has used the mark continuously and ex-
clusively for a period of fi ve or more years. However, this 
writer has witnessed increased scrutiny by examining 
attorneys in the PTO, who often require additional evi-
dence in the form of, inter alia, advertising expenditures, 
sales revenues, examples of advertising and marketing 
materials, affi davits from relevant consumers attesting to 
their understanding of the term(s) as a source-identifi er, 
and consumer surveys.

The need to show acquired distinctiveness in the 
United States is not limited to marks deemed merely de-
scriptive of the goods or services. Other marks that may 
be considered to lack inherent distinctiveness may be reg-
istered if acquired distinctiveness is demonstrated. Exam-
ples include marks that are refused as “primarily merely 
a surname,” “merely ornamental,” “deceptively misde-
scriptive,” or “primarily geographically descriptive.” All 
product packaging and some product design trade dress 
applications are considered to lack inherent distinctive-
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tional Registration obtained under the Madrid Protocol. 
By helping the client understand how the duration of use 
at the time of fi ling will impact the possibility of registra-
tion, a trademark attorney can better manage the appli-
cant’s expectations about the chances of success and costs 
before it makes the investment.

Another aspect to consider early is how the mark is 
being used at the time of fi ling. Of course, the applicant 
needs to be aware of third-party use as a trademark to 
identify the goods or services of another and how such 
use could serve as a basis for an objection to the proposed 
application. This risk can be better assessed through a 
so-called “comprehensive” clearance search for similar 
terms. A comprehensive search discloses third-party 
efforts to register a similar mark federally or within one 
or more states as well as uses on the Internet and in the 
media that may rise to the level of creating common-law 
trademark rights. The clearance search is also important 
because of the need for caution that another party may 
have obtained secondary meaning that would allow it to 
enforce its rights against the proposed application as well 
as the applicant’s use. It is often advisable to consider 
conducting a private investigation of the third party’s use. 
Applicants wishing to use a term non-exclusively and 
in a descriptive rather than a source-identifying manner 
should be cautioned not to apply to register the term or to 
use the TM or SM symbols in relation thereto so that they 
can more easily claim fair use. Ongoing efforts to monitor 
uses by third parties that are subsequent to those of the 
applicant or its licensees can allow for prompt enforce-
ment efforts as well.

Apart from uses as a source-identifi er, descriptive 
uses by the applicant, its licensees, or third parties also 
can impact the applicant’s ability to register the mark and 
to claim acquired distinctiveness, if necessary. To what 
seems to be an increasing degree, examining attorneys in 
the PTO attempt to identify uses of an applied-for term on 
the Internet and cite such uses when claiming that a mark 
or portion thereof is not inherently distinctive. By using 
its own mark in a descriptive manner, the applicant can 
make it diffi cult to persuade the examining attorney that 
the term functions to distinguish the applicant’s goods or 
services. Similarly, descriptive uses by third parties can 
suggest that the applicant’s claim of exclusivity is unwar-
ranted and that there is a need to keep the term available 
for the commercial speech of others. “Research showing 
that third parties in applicant’s fi eld or closely related 
fi elds use the same or substantially the same wording 
as the mark, or very similar wording as the mark, tends 
to indicate the mark is at least highly descriptive,”2 and 
in those cases, a greater amount of evidence of acquired 
distinctiveness typically is, accordingly, required. 

How can the mark have achieved in the minds of 
consumers secondary meaning that identifi es the appli-
cant as the source of goods or services if those consumers 
see the term(s) in other descriptive contexts? How will 

descriptive mark, depending on where along the spec-
trum of distinctiveness it is likely to fall.

The form of the mark also should be considered. 
While refusal of registration may be avoided by the 
inclusion of an additional distinctive element, such as a 
previously registered term or a graphic logo, if the term 
will be used with that additional element, the descrip-
tive component will likely be the subject of a disclaimer 
requirement, and a claim of acquired distinctiveness in 
part still would be needed to overcome that requirement. 
If the applicant is not concerned about claiming exclusive 
rights to the potentially descriptive term, compliance 
with the disclaimer requirement may be a feasible op-
tion. Moreover, a registration even with the descriptive 
term disclaimed could be helpful in blocking subsequent 
third-party applications comprising the term or deter-
ring subsequent third-party uses, which may ultimately 
help maintain exclusivity. However, as discussed further 
below, attorneys should advise clients on the possible ef-
fect of the disclaimer on future claims of exclusive rights 
in the descriptive term.

Another consideration is whether and for how long 
the applicant’s mark has already been used in U.S. com-
merce. If, at the time of fi ling, the mark has been used for, 
say, a decade or more, and this is refl ected in the claim of 
fi rst use in the application, the examining attorney may 
be predisposed to consider that the mark has obtained 
secondary meaning and to accept an acquired distinctive-
ness claim based solely on a declaration of continuous 
and exclusive use over that period. Use for only fi ve 
years may be enough to support registration under 2(f), 
but the examining attorney may require more evidence 
than just a declaration. Where there has been use for a 
shorter period, one can consider the approximate timing 
of the various steps in examination to calculate whether 
fi ve years of continuous and exclusive use may be 
reached at some point during the prosecution of the ap-
plication. In most cases where there has been use and the 
mark is capable of acquiring distinctiveness, even if a 2(f) 
claim is not permissible or accepted, the applicant has 
the option of seeking registration on the Supplemental 
Register, which is reserved for marks that are capable of 
becoming distinctive through use. 

A more limited set of benefi ts arises from registration 
on the Supplemental Register, but it still can be used to 
prevent third parties from registering and using similar 
marks for similar goods or services. If there is no use 
at the time of fi ling, the Supplemental Register may be 
available only under limited circumstances (discussed 
below), and a claim of acquired distinctiveness also may 
not be feasible without a very signifi cant investment in 
advertising and other evidence collected after the use 
commences. While registration on the Supplemental 
Register is possible in the case of applications based on 
foreign registrations, this would not be an option in the 
case of an extension to the United States of an Interna-
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mark. The applicant also can collect evidence of fi rst use 
of the mark.

Another proactive step the applicant may wish to 
consider before or when fi ling an application for a poten-
tially descriptive mark is to begin to identify customers 
to approach to sign affi davits supporting the applicant’s 
position that the mark has acquired secondary mean-
ing. Obtaining such affi davits typically requires multiple 
steps, including identifying the customers, educating 
them about what must be included in the affi davit and 
the public nature of the document once fi led, and ulti-
mately obtaining the signed documents. These can be 
time-consuming, so it is advisable to initiate efforts to 
obtain this sort of evidence early.

Moreover, advice concerning a potentially descrip-
tive term should not be given in isolation. Consideration 
should be given to whether the applicant owns prior reg-
istrations that comprise the identical term and how that 
may affect the proposed application. If the applicant pre-
viously registered a mark that contains the identical term 
and disclaimed exclusive rights to the term, there is a 
greater risk the PTO will raise the issue of descriptiveness 
in the new application even though examining attorneys 
are instructed not to be infl uenced by disclaimed matter 
in a prior registration. If the applicant owns an earlier 
registration on the Supplemental Register, the examining 
attorney may take a consistent approach with the exami-
nation of the prior registration and issue a descriptiveness 
refusal if a 2(f) claim is not included with the application. 
If the applicant owns a prior registration for the identical 
mark covering different but arguably related goods and 
services, there is a possibility that even if the mark is not 
yet in use on the new goods and services, a claim of ac-
quired distinctiveness will be accepted. To show acquired 
distinctiveness in an intent-to-use application when the 
applicant owns a prior registration for the same mark, 
the applicant must show (a) acquired distinctiveness in 
relation to the previously registered goods and (b) “the 
extent to which the goods or services in the intent-to-use 
application are related to the goods or services in connec-
tion with which the mark is distinctive and that there is a 
strong likelihood that the mark’s established trademark 
function will transfer to the related goods or services 
when use in commerce occurs.”3

III. Claiming Acquired Distinctiveness During 
Prosecution

Where a mark is considered by the PTO to lack inher-
ent distinctiveness, the applicant has the burden of prov-
ing that it has acquired distinctiveness and therefore is 
registrable.4 The applicant’s claim of acquired distinctive-
ness, if not pled in the alternative to arguments that the 
mark is inherently distinctive, serves as a concession that 
the mark is not inherently distinctive.5 In contrast, regis-
tration on the Supplemental Register does not constitute 
an admission of a lack of acquired distinctiveness.6

the consumer know the term is actually a trademark? 
Applicants’ counsel should advise on proper use and 
retention of evidence of such use to eventually support 
the acquired distinctiveness claim if needed. Proper use 
requires that the term(s) be used as an adjective modify-
ing a descriptive noun; that it be prominent and separate 
from other text; and that it include a TM or SM symbol 
immediately after the trademark and perhaps also an at-
tribution statement to educate consumers that the appli-
cant is claiming trademark rights in the term.

The online U.S. trademark application forms en-
courage applicants to provide their website addresses. 
As such web addresses are not required, applicants 
represented by counsel frequently omit this information 
so as not to provide information that could potentially 
be used by the trademark offi ce or third parties as the 
basis for a refusal or objection. This risk arises where an 
applicant includes its web addresses in the application 
and uses the mark in a descriptive sense on the site. On 
the other hand, proper use as a source-identifi er on the 
website, particularly if the web address is included in the 
trademark application, may help persuade an examining 
attorney that the mark has distinctiveness, whether inher-
ent or acquired.

There is also the possibility of anticipating that the 
examining attorney will consider the mark not to be 
inherently distinctive and of avoiding refusal by making 
the claim of acquired distinctiveness in the application 
at the time of fi ling. This strategy may be reserved for 
highly descriptive or otherwise questionably distinc-
tive marks in order to try to discourage the examining 
attorney from refusing the mark as generic or otherwise 
incapable of obtaining secondary meaning.

The other reason for considering the possible need to 
claim acquired distinctiveness prior to fi ling is to provide 
time for the applicant to begin collecting evidence to sup-
port a future claim. As some forms of evidence, which are 
discussed below, may take several steps to obtain over 
time, initiating efforts to collect it with substantially more 
than the typical six-month period for responding to an 
Offi ce Action can help contain costs and facilitate a suc-
cessful 2(f) claim. In addition, by addressing the potential 
need for an acquired distinctiveness claim prior to fi ling, 
the applicant can begin tracking information that may 
support such a claim proactively.

One form of evidence that is considered in a 2(f) 
claim is the extent of advertising and marketing efforts 
to educate consumers about the brand and the amount 
of resulting sales. Applicants for potentially descriptive 
marks should be encouraged to keep track of their annual 
advertising and sales fi gures relating to the mark. Prior to 
fi ling, the applicant can begin to collect or create various 
examples of advertisements showing use of the mark. 
The applicant can collect media clippings in the form of 
unsolicited news articles, blog posts, and social media 
references that identify the term as a source-identifying 
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Other evidence that may be submitted with a 2(f) 
claim may consist of verifi ed statements, depositions, or 
other appropriate evidence showing duration, extent, and 
nature of the use in commerce and advertising expendi-
tures in connection therewith (identifying types of media 
and attaching typical advertisements), and verifi ed state-
ments, letters, or statements from the trade or public, or 
both, or other appropriate evidence of distinctiveness.16 
Courts have provided further guidance as to the relevant 
factors in making a determination that a mark has ac-
quired distinctiveness: “copying, advertising expendi-
tures, sales success, length and exclusivity of use, unsolic-
ited media coverage, consumer studies (linking the name 
to a source).”17 No single factor, however, is determina-
tive.18 In a recent precedential decision of the Trademark 
Trial and Appeal Board, the product design of the base 
assembly of an electric toothbrush head was held not to 
have acquired distinctiveness in spite of evidence of sales 
of 72 million units, approximately $100,000,000 invoiced 
for seven consecutive years, a prior cancelled registration 
for a similar mark, a period of over ten years of continu-
ous use, and alleged third-party infringements.19 The 
sales fi gures were considered substantial, but they were 
found insuffi cient because they were unaccompanied by 
evidence of advertising expenditures identifying types 
of media through which the goods were advertised and 
typical advertisements, which Trademark Rule 2.41(a) 
indicates should be provided, in order to determine the 
nexus, if any, between the sales success and advertis-
ing efforts and the product design. “The ultimate test in 
determining whether a designation has acquired distinc-
tiveness is applicant’s success, rather than its efforts, in 
educating the public to associate the proposed mark with 
a single source.”20

Applicants are often concerned that evidence sub-
mitted becomes part of the public record and is readily 
available on the PTO website. With regard to confi dential 
advertising fi gures, the PTO suggests that applicants may 
instead indicate the types of media through which the 
goods and services have been advertised (e.g., national 
television) and how frequently the advertisements have 
appeared.21

Sample advertisements can be particularly effec-
tive when they include so-called “look for” advertising 
that expressly instructs consumers to view the mark as 
a source-identifi er. “Advertisements showing ‘look-for’ 
types of promotional efforts from an applicant may be 
particularly probative on the issue of whether a product 
design functions as a source identifi er. ‘Look for’ adver-
tising…directs the potential consumer in no uncertain 
terms to look for a certain feature to know that it is from 
that source. It does not refer to advertising that simply 
includes a picture of the product or touts a feature in a 
non-source-identifying manner.”22

A collection of press clippings and other independent 
media coverage also can be helpful, but it should not be 

A 2(f) claim may be made based on: (1) a declara-
tion of continuous and exclusive use over a period of 
fi ve years or more, (2) prior registrations for the same 
mark or a portion of the mark, or (3) other evidence. 
Whether acquired distinctiveness has been established 
is a question of fact.7 However, “proof of substantially 
exclusive and continuous use as a mark by the applicant 
in commerce for the fi ve years before the date on which 
the claim of distinctiveness is made” may be accepted as 
prima facie evidence that the mark has acquired distinc-
tiveness.8 The fi ve-year period can be achieved during 
the pendency of the application and does not depend on 
the fi ling date. If the allegedly descriptive portion of the 
mark was used for substantially longer than fi ve years 
but is only a portion of the applied-for mark, which has 
been used for a shorter period, the applicant may need 
to reference the longstanding, continuous, and exclusive 
use of the descriptive element, even if it cannot claim 
such use for the mark as a whole. If the PTO accepts a 
2(f) claim based, for example, only on a declaration of 
continuous and exclusive use for fi ve or more years, the 
resulting registration on the Principal Register is entitled 
to a legal presumption of validity that includes the valid-
ity of the acquired distinctiveness claim.9 A published 
application for registration on the Principal Register with 
a 2(f) claim is not entitled to the presumption of validity 
in the acquired distinctiveness of the mark in an opposi-
tion proceeding because the registration has not yet is-
sued.10 A registration on the Supplemental Register is not 
entitled to a legal presumption of validity. 

The suffi ciency of evidence depends on the facts of 
each case, including the nature of the mark.11 Typically, 
more evidence is required where a mark is considered so 
highly descriptive that purchasers would be less likely 
to believe that it indicates source in any one party.12 For 
example, the mark CLOUDTV was considered so highly 
descriptive that evidence in the form of three separate 
declarations by a corporate offi cer attesting to the market 
success of the product and accompanied by photographs 
of trade show exhibits and press releases was not suffi -
cient to show acquired distinctiveness in relation to vari-
ous software goods and services and broadcasting and 
entertainment-related services.13 Similarly, for product 
design trade dress, evidence of fi ve years’ use considered 
alone generally is not suffi cient to show acquired distinc-
tiveness.14 However, the examining attorney typically 
will not provide guidance as to the amount or nature of 
evidence that he/she considers suffi cient, though he/she 
will sometimes make suggestions regarding an appropri-
ate course of action.15 Examining attorneys often indicate 
whether they consider a mark to be highly descriptive 
or potentially generic and whether they will consider a 
declaration of fi ve years’ use to be suffi cient or if more 
evidence will be needed. This guidance can aid the appli-
cant and its attorney in determining whether a 2(f) claim 
based on the evidence available is worth pursuing.
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client-generated materials such as press releases. Con-
clusory statements in declarations and accompanying 
press releases were not suffi cient to overturn on appeal 
a refusal by the examining attorney based on the highly 
descriptive nature of the mark CLOUDTV for software 
and television-related goods and services.23

Affi davits and letters from longstanding customers 
also are useful in proving acquired distinctiveness. A few 
of these documents can go a long way toward illustrating 
that the consuming public recognizes the mark as iden-
tifying the applicant’s goods or services. The challenge 
involved in obtaining them is that it may be viewed as 
an imposition on the customer. The applicant then needs 
to educate the identifi ed consumers as to what must be 
said, to get them on board with providing the requested 
letter, and to follow up to ensure timely receipt of the 
documents. 

Properly designed consumer surveys performed by a 
competent marketing research expert, while often too ex-
pensive to employ for ex parte prosecution, can be highly 
probative, as they illustrate somewhat scientifi cally how 
the mark is perceived. However, if the survey is poorly 
designed, the PTO may not afford it suffi cient weight, 
and third parties may be able to later challenge the regis-
tration. The survey should avoid leading questions and 
should address relevant consumers. Employing a control 
group for comparison of results can be helpful.

IV. Conclusion
Acquired distinctiveness claims are becoming more 

important as businesses continue to adopt relatively 
descriptive trademarks, while a growing number pursue 
registration of non-traditional trademarks. At the same 
time, the PTO appears to scrutinize such claims more 
carefully than in the past, such that fi ve or more years of 
continuous and exclusive use often are insuffi cient. This 
has led to increasing costs for applicants seeking to reg-
ister and retain descriptive marks and other marks that 
lack inherent distinctiveness.
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and may re-energize the debate about the level of copy-
right protection properly afforded to fashion designs.2 It 
also raises the question of whether copyright is a design-
er’s best tool for protecting works of fashion. 

II. Varsity Brands v. Star Athletica
Clothing and most other fashion items are consid-

ered “useful articles,” which the Copyright Act defi nes as 
articles having an “intrinsic utilitarian function.”3 Such 
items are only entitled to copyright protection to the 
extent they incorporate pictorial, graphic, or sculptural 
(“PGS”) elements that are separately identifi able from 
their utilitarian aspects. This is known as the “separability 
test.” Courts generally consider two types of separabil-
ity: physical and conceptual. Elements that can literally 
be removed from a useful article are physically separable 
and are capable of copyright protection if they also are 
conceptually separable.4 Conceptually separable elements 
are those that are recognizable as PGS works even if they 
cannot physically be removed from an article.5 Examples 
of conceptually separable elements include an engrav-
ing on vase, a carving on the back of a chair, and artwork 
printed on a t-shirt.6 Whether an element of a fashion item 
is conceptually separable depends on the interpretation of 
the functional purpose of the item.

Varsity Brands, Inc. (“Varsity”) is a manufacturer of 
cheerleading uniforms. Varsity registered with the U.S. 
Copyright Offi ce two-dimensional representations of its 
designs (see below). Varsity sued Star Athletica (“Star”) 
for copyright infringement on the ground that Star’s 
cheerleading uniforms too closely resembled Varsity’s 
registered designs.

I. Introduction
In today’s fashion industry, designs can move from 

catwalk to cash register with incredible speed. Designers 
often see their runway looks quickly recreated by oth-
ers using lower-priced fabrics and cheaper production 
methods. While some high-end designers cry foul, others 
argue that copying has always existed in the apparel 
industry and that designers themselves are copying and 
interpreting prior collections. They argue that fashion 
should be accessible to everyone, particularly when 
trends change in weeks.

So the debate over copyright protection for fashion 
design rages on. The legal issue often boils down to one 
question: Is fashion functional? Historically, the answer 
has largely been yes, and consequently the copyright pro-
tection afforded is thin, although courts have provided 
many different interpretations of how to identify a fash-
ion design’s functional elements. In particular, courts are 
struggling with whether functionality should be broadly 
defi ned to encompass every element of a fashion item or 
whether it should be focused narrowly on only the item’s 
most basic function. 

In Varsity Brands v. Star Athletica,1 the Sixth Circuit 
recently held that design elements affi xed to cheerleading 
uniforms were conceptually separable from the (func-
tional) uniforms themselves and therefore were protected 
by copyright. This approach to protecting designs is at 
odds with that taken by many other circuit courts, includ-
ing the Second Circuit, which defi ne functionality more 
broadly. The Sixth Circuit’s decision—the likely subject 
of a petition for review by the Supreme Court—further 
clouds the already murky fi eld of copyright for fashion 
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The Second Circuit historically has classifi ed articles 
of clothing as “useful articles” and excluded them from 
copyright protection, while recognizing that separable 
design elements can be protected. In 1980, the court 
determined that belt buckle designs were PGS works, 
separable from the belt’s functional purpose, because they 
did not enhance the belt’s ability to keep pants at waist 
level.14 Similarly, in 1995, the court found the selection 
and arrangement of leaves, squirrels, and designs in a 
“fall” color palate on sweaters to be copyrightable.15 And 
in 2005, the court held that it was “at least possible” that 
elements of plush, stuffed animal Halloween costumes 
could exist independently and refl ect the designer’s ar-
tistic judgment, independent of functional concerns, and 
therefore could be conceptually separable.16 

But in a 2012 decision the court took a stricter stance 
on separability. In Jovani Fashion, Inc. v. Fiesta Fashions , 17 
the court considered whether decorative aspects of a 
prom dress—the selection and arrangement of sequins 
and beads as well as tulle added to the lower portion—
were copyrightable.18 The court found that these design 
elements were used to enhance the functionality of the 
dress as clothing for a special occasion and, therefore, 
that the aesthetic merged with the functional to cover 
the body in a particularly attractive way for that special 
occasion.19 The court stated that clothing, in addition to 
covering the body, serves a decorative function, such that 
decorative elements of clothing generally are “intrinsic” 
to the overall function rather than separable from it.20

IV. The Present and Future of Copyright 
Protection for Fashion

In his dissenting opinion in Varsity Brands, Judge Da-
vid William McKeague wrote that “it is apparent that ei-
ther Congress or the Supreme Court (or both) must clarify 
copyright law with respect to garment design. The law in 
this area is a mess—and it has been for a long time.”21 

Congress has, in fact, made recent attempts to extend 
copyright protection to fashion designs. The Innovative 
Design Protection Act of 2012 (a more narrowly tailored 
successor to the Innovative Design Protection and Piracy 
Prevention Act of 2010) proposed granting a three-year 
term of protection to new fashion designs. The bill would 
have extended protection to the appearance of an article 
of apparel, including design elements that are the unique, 
distinguishable, non-trivial, and non-utilitarian result of 
the designer’s creative choices. The bill received wide 
industry support, including from the Council of Fashion 
Designers of America and the American Apparel & Foot-
wear Association,22 while critics argued it would harm 
smaller, independent designers who would not have the 
funds to defend challenges by large fashion houses. The 
bill failed to pass before Congress ended its session in 
2013.23

But not all aspects of fashion design copyrightability 
are in a state of fl ux. It is well settled, for example, that 

 The district court granted Star’s motion for summary 
judgment, fi nding that Varsity’s designs were not copy-
rightable because the designs were not separable from 
the utilitarian function of a cheerleading uniform. The 
district court found that the colors, stripes, and chevrons 
were functional because they made the garment recogniz-
able as a cheerleading uniform.7 

On appeal, the Sixth Circuit adopted a “hybrid” ap-
proach to conceptual separability to determine whether 
the PGS elements of the cheerleading uniform, namely, 
its chevrons, lines, and shapes, were identifi able sepa-
rately from the uniform itself. The court looked at the 
most basic purpose of a cheerleading uniform to deter-
mine its functionality. It determined that the uniform’s 
purpose was to cover the body, wick away moisture, and 
withstand the rigors of athletic movements.8 Contrary 
to decisions in other circuits, the court expressly rejected 
the argument that decorative elements of clothing are 
generally incapable of copyright protection.9 The court 
held instead that the chevrons, lines, and shapes on Var-
sity’s uniforms did not enhance the uniform’s capacity 
to function as a clothing item: A plain white cheerleading 
uniform, the court reasoned, would work equally well to 
meet the utilitarian demands of cheerleading (covering 
the body, wicking moisture, etc.) and would be just as 
easily recognizable as a cheerleading uniform. 

Certain nuances in Varsity’s production process 
played a signifi cant role in the court’s decision. Varsity’s 
designers sketch uniform concepts, and those sketches 
are recreated by affi xing design elements to a basic 
uniform. Varsity’s customers can customize their design 
concept by choosing certain shapes and colors. The court 
emphasized that the variable and customizable nature 
of Varsity’s cheerleading uniforms bolstered the court’s 
ability to separate the uniforms’ design elements: A blank 
cheerleading uniform could appear side-by-side with a 
decorated uniform, emphasizing that the graphic designs 
are separable.10 Also, Varsity’s graphics may be incor-
porated onto other types of clothing.11 This, the court 
reasoned, established that the designs were transferrable 
and wholly unnecessary for the garment to perform func-
tionally. The chevrons, lines, and shapes were therefore 
held to be copyrightable.12

III. Separability in the Second Circuit
The Sixth Circuit in Varsity Brands identifi ed nine 

different approaches used to determine conceptual 
separability and then created its own, tenth approach.13 
Although each approach has nuances, the separability 
issue is, at its core, a question of whether all aspects of 
fashion designs are functional or whether certain aspects 
can be separated and copyrighted. In recent years, the 
Second Circuit has narrowed its approach to conceptual 
separability and now applies a more stringent test than 
the Sixth Circuit, generally treating the decorative aspects 
of clothing as functional. 
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designs is that those designs become more susceptible to 
being protected under trademark law.31

B. Trade Dress

Trade dress generally covers a fashion article’s overall 
appearance, including its “size, shape, color or color com-
binations, texture, graphics, or even particular sales tech-
niques.”32 In 2000, the Supreme Court divided trade dress 
into two categories—product packaging and product 
design—recognizing that unregistered trade dress protec-
tion can extend to fashion designs.33 The Court held that 
product packaging, or the “dressing” of a product, can be 
protectable if it is inherently distinctive or has acquired 
secondary meaning. On the other hand, product design—
the appearance of the product itself—can never be inher-
ently distinctive and must have secondary meaning to be 
protectable. As a result, for a brand owner to protect its 
fashion design as trade dress, the design must have been 
advertised and marketed to such an extent that, when 
consumers see it, they think of the brand. For example, 
Adidas’s three-stripe shoe design has been held to have 
secondary meaning because consumers associate it with 
Adidas.34 Likewise, Hermès has enforced its trade dress 
rights against a manufacturer of lookalike, but rubber, 
Birkin bags.35 Fashion designers who may rely on trade 
dress protection should consider how they promote their 
signature designs and take every opportunity to create an 
association between the design and the brand.

C. Design Patent

Design patents provide fi fteen years of exclusive pro-
tection for the appearance of a novel, nonfunctional, and 
nonobvious design or ornamentation.36 But registration 
is relatively costly and takes about a year. One strategy 
for protecting fashion designs is to combine trade dress 
protection with a design patent. A fashion designer could, 
for example, seek to obtain a design patent from the 
U.S. Patent and Trademark Offi ce while simultaneously 
increasing marketing and advertising to create secondary 
meaning in the design. 

Design patents more easily apply to certain fashion 
items than others. Shoe designs, jewelry, and handbags, 
in particular, are more likely to meet the novel, nonfunc-
tional, and nonobvious requirements than are clothing 
designs, although portions of a design may be patent-
able. Fashion designers should consider design patents if 
aspects of their designs are particularly unique and they 
intend to use them for a considerable length of time.

*   *   *
Copyright protection for fashion design remains a vi-

able option in certain circumstances—although precisely 
which ones may be a moving target. While the copy-
rightability of fashion design continues to sort itself out, 
however, designers may look to other areas of intellectual 
property law for guidance and protection. 

utilitarian aspects of fashion designs, such as the particu-
lar manner in which a garment is tailored or its pockets, 
are not copyrightable.24 Conversely, patterns or pictorial 
designs used on clothing generally are copyrightable.25 
The design of a rose, for example, and the placement of 
that rose repeated in horizontal rows on fabric have been 
held to be copyrightable.26 

After Varsity Brands, there arguably is a stronger 
case for copyright protection of customized items. As 
the Sixth Circuit pointed out, when an unadorned item 
can easily be compared to a decorated garment, the 
decorations are more readily identifi ed as PGS works. 
The decision also could bolster the view that appli-
ques to clothing designs should be entitled to broader 
copyright protection. It is uncertain, however, whether 
Varsity Brands will lead the Supreme Court (or Congress) 
to adopt a uniform test for conceptual separability that 
could be applied nationwide.

V. Other IP Protection for Fashion 
Copyright is not the only available means of pro-

tecting fashion designs. Unless and until copyright is 
clarifi ed in this area, other methods of intellectual prop-
erty protection should be considered when it comes to 
protecting fashion. 

A. Trademark

Trademark law protects some aspects of a fashion de-
signer’s work. A designer can possess trademark rights 
in its brand name, in distinctive logos, and in unique, 
recognizable patterns. The diffi culty lies in obtaining 
trademark protection for a portion of a garment design 
or for a garment design as a whole. 

Some established designers have successfully used 
trademark registrations to protect portions of their 
designs that are iconic signatures for their brands, i.e., 
elements that have attained secondary meaning or are 
inherently distinctive. For instance, Perry Ellis Interna-
tional obtained trademark protection for its signature 
shoulder pleat, which the fashion house has used since 
the 1980s, and Levi Strauss owns federal trademark reg-
istrations for the stitch design that appears on the back 
pocket of its denim jeans.27

Designers also have registered and enforced recog-
nizable patterns such as the Louis Vuitton “LV” initials, 
which the Second Circuit held is an inherently distinctive 
trademark.28

Famously, a single-color feature, namely, a red sole, 
has been held to be capable of functioning as a trade-
mark when it contrasts in color with the remainder of the 
shoe.29 

Designers often incorporate logos and brand names 
into their fabric patterns, jewelry, bags, and shoe de-
signs.30 Intentionally or not, the added benefi t of inter-
weaving traditionally trademark-protected elements into 
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that a purchaser’s use of the specifi cation-compliant discs, 
not excluding their use with Nero’s software, necessar-
ily infringed those patents. In short, its theory was that 
because (a) the asserted patent claims were essential to 
playing, copying, locking, and recording data on an opti-
cal disc compliant with the corresponding DVD or Blu-ray 
standard specifi cation, then (b) Nero’s software also must 
practice the patents when used with standard-compliant 
discs to perform those functions. 

As it happened, JVC was a member of two patent-
licensing consortia for optical disc technology (DVD6C 
and One-Blue). As a result, even without JVC’s assertion 
of standard-essentiality, its patents would be a part of the 
group’s respective licenses automatically if they necessar-
ily would be infringed when implementing DVD, DVD-
R/RW, or BD-R/RE disc standard specifi cations. Put dif-
ferently, patents necessarily infringed by compliant DVD 
and Blu-ray discs, i.e., essential patents, were licensed for 
manufacture and sale by licensees of the patent pools. Ac-
cordingly, unless the disc were supplied by an unlicensed 
manufacturer, the compliant disc would be a licensed 
product. 

Conducting the analysis dictated by Quanta,8 the dis-
trict court found that: (i) the licensed DVD and Blu-ray 
optical discs substantially embody the inventive aspects of 
the asserted JVC patents (which the DVD6C and One-Blue 
licensing consortia had also deemed standards-essential 
to the corresponding optical disc products),9 and (ii) the 
only reasonable and intended use of the licensed DVD 
and Blu-ray optical discs was to play, copy, and record 
data in accordance with the DVD and Blu-ray standards 
specifi cations.10

Quanta further requires that the initial sale be autho-
rized.11 To that end, the district court divided the types 
of sales into three potential categories and dealt with 
each separately.12 The fi rst scenario called for standard-
compliant discs made and sold by a manufacturer who 
had not taken a license from either patent pool or an indi-
vidual license13 from JVC. Clearly, without such a license 
there would be no authorization from the patentee and no 
possibility of exhaustion or express release. However, the 
district court quickly dispensed with this scenario because 
JVC had failed to adduce any facts or to specifi cally al-
lege the existence of black-market discs from unlicensed 
manufacturers.14

The second category involved discs whose manu-
facture or use were merely partially licensed and which 
could be traced to one of two possible sources: (i) a manu-

I. Introduction
The Supreme Court’s 2008 decision in Quanta Comput-

er, Inc. v. LG Elecs., Inc.1 opened the door for exhausting 
patent method claims upon the authorized sale of com-
ponents that substantially embodied them. The Federal 
Circuit grappled with Quanta’s implications in LifeScan 
Scotland Ltd. v. Shasta Techs., LLC,2 and determined in Helf-
erich Patent Licensing, LLC v. The New York Times Co.3 how 
the licensed sale of a product that embodies some method 
claims does not necessarily exhaust other method claims 
that cover complementary products or services. Close on 
the heels of Helferich, the Federal Circuit decided in JVC 
Kenwood Corp. v. Nero, Inc.4 whether a software provider 
was liable for contributory or induced infringement of 
standard-essential patents. Nero turned on the question of 
whether purchasers of licensed, standard-compliant DVD 
and Blu-ray discs were liable as direct infringers if they 
used the authorized discs in combination with unsanc-
tioned software (assuming such combined use necessarily 
practices the standard-essential patents). Against this rich 
backdrop of recent decisions, this article looks at (i) what 
aspects of the patent exhaustion doctrine Nero develops; 
(ii) which it left for another day; and (iii) why. 

II. Nero
JVC’s indirect infringement case against Nero hinged 

on a theory that purchasers of both the licensed optical 
discs and Nero’s software directly infringed JVC’s stan-
dard-essential patents whenever the purchasers used any 
standard patented functions such as fast-forwarding, set-
ting regional control, recording, rewriting, etc. At least six 
JVC patents were at issue, as to which both method and 
apparatus claims were asserted.5 Nero moved for sum-
mary judgment of non-infringement on two theories—
patent exhaustion and express release—each of which 
would foreclose direct infringement by the end users of 
the licensed standard-compliant discs. The trial court in 
the Central District of California agreed with Nero on 
both theories and granted summary judgment of non-
infringement, and JVC timely appealed.6 Applying the 
standard of the regional circuit,7 a Federal Circuit panel 
consisting of Judges Pauline Newman, Timothy B. Dyk, 
and Jimmie V. Reyna reviewed the grant of summary 
judgment de novo.

In the district court JVC did not proffer evidence of 
direct infringement specifi c to any end user; instead, it 
advanced a standards-compliance theory of infringe-
ment. JVC asserted that its patents were essential to the 
relevant standards and DVD/Blu-ray specifi cations and 
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to sue its licensees for past infringement of any licensed 
patents.26 JVC also acknowledged that the express release 
protected end users, not merely its licensed manufactur-
ers, with a complete defense.27 In light of this express 
release, and having already determined JVC’s claim for 
present infringement was barred by the doctrine of patent 
exhaustion, the court held that the doctrine of express re-
lease barred JVC’s claim for past infringement.28 

JVC relied on the standardized disc specifi cations to 
show infringement by Nero’s software when used in con-
junction with the discs, but that approach ended up cut-
ting the other way, supporting the district court’s fi nding 
that the discs and their use by end-users were licensed. 
Even for the one asserted patent whose method claims 
did not recite the optical disc itself, the court concluded 
that the inventive aspects of the claim nonetheless were 
embodied by the standard-compliant optical disc.

III. Deconstructing Nero 
As the most senior judge on the Nero panel, Judge 

Newman had the prerogative of penning the unanimous 
opinion for the Federal Circuit. Together with Judges Dyk 
and Reyna, she upheld the grant of summary judgment 
fi nding non-infringement, agreeing with the lower court’s 
conclusion that JVC “cannot have it both ways—either 
the Patent is essential and licensed or JVC cannot rely on 
the standards to show infringement as it has chosen to 
do.”29 In a nutshell, since the optical discs complied with 
the standards, and their use complied with the standards 
to which JVC alleged its asserted patents were essential, 
both the discs and their necessarily infringing use were 
licensed.

Curiously, however (but perhaps necessarily), the 
panel decided to transpose the lower court’s primary 
rationale of patent exhaustion with its secondary, boot-
strap argument of express release (which the district court 
spent little time elaborating). Although the express release 
argument indisputably had been a benchwarmer in the 
district court’s opinion, the appellate panel featured it 
and demoted the exhaustion defense to a mere “alterna-
tive” theory.30 Specifi cally, the panel affi rmed on express 
release grounds and vacated the district court’s ruling as 
to patent exhaustion.31 

Having determined to affi rm the grant of summary 
judgment on the grounds of licensing, the panel could 
have dispensed with patent exhaustion with a simple 
one-line explanation that it did not need to reach that is-
sue. Instead, Judge Newman devoted three pages to the 
issue, pointing out that: (i) JVC had no adequate response 
to the district court’s formulation that if the patents rep-
resented a “substantial embodiment” of the optical discs 
as sold, then the patents were exhausted upon sale of the 
discs, and (ii) nevertheless, the confl icting factual record 
precluded summary judgment with respect to patent 
exhaustion.32 In particular, the court found the record 

facturer that took a partial license as to some but not all 
of the patents in the pools, e.g., those covering a specifi c 
product such as a rewritable disc, but later made and sold 
types of discs falling outside of the scope of its partial 
license or (ii) a manufacturer who observed the partial 
license but sold to a consumer who later used the product 
in a manner that exceeded the license’s scope. The court 
acknowledged that the fi rst of these subcategories would 
present a situation akin to that in General Talking Pictures 
Corp. v. Western Elec. Co.,15 which held that neither a 
manufacturer that knowingly violated a fi eld-of-use limi-
tation nor the consumer would be protected by the patent 
exhaustion doctrine. Notably, although the court framed 
the issue by citing General Talking Pictures for support,16 
it separately questioned in a footnote17 whether the Fed-
eral Circuit’s opinion in Mallinckrodt, Inc. v. Medipart, 
Inc.,18 which held that the patentee’s rights to sue a direct 
purchaser for violating a post-sale restriction were not 
exhausted, was still good law after Quanta.19 Although 
not addressed in Nero, this question has been teed up and 
argued in the pending en banc appeal in Lexmark Int’l, 
Inc. v. Impression Prods., Inc.20

Similar to the unlicensed discs, the district court 
wrote off the sub-category of partially licensed manufac-
turers who exceeded the scope of their licenses because 
JVC failed to allege their existence.21 Next, the court dis-
posed of the second sub-category: to the extent any pur-
chasers used partially licensed optical discs in a manner 
that exceeded the scope of the license, the court reasoned 
that the initial sale would have exhausted all claims (from 
licensed and unlicensed patents alike) that were substan-
tially embodied by the disc.22 However, the court also 
dismissed this latter possibility as effectively foreclosed 
by JVC’s argument of “necessary infringement.” The 
court’s rationale was that any purportedly unlicensed 
claim that necessarily was infringed by use of the discs 
should have been deemed essential and therefore have 
been included in the partial license in the fi rst place.23 

Finally, at the other extreme, the district court consid-
ered standard-compliant discs from fully licensed manu-
facturers. Having ruled out the fi rst two categories, the 
court reasoned that all discs at issue would fall into this 
last category and concluded that Nero had carried its bur-
den of showing that all of the discs allegedly used with 
Nero’s software had been authorized under at least one 
license.24 The court further concluded that the licensing 
scenario served as a complete defense to infringement, 
reasoning that “[e]nd users should not be faced with the 
possibility of patent infringement if they purchase and 
use an authorized product that embodies a patent and is 
intended for use only to practice the patent.”25 

The district court thus observed that licensees (and 
their purchasers) could not be direct infringers, thereby 
dooming JVC’s claims of indirect infringement. In addi-
tion, the court noted that in both the individual and the 
patent-pool licenses JVC had expressly released its right 



24 NYSBA  Bright Ideas  |  Winter 2015  |  Vol. 24  |  No. 3        

censed, were the only claims asserted against the accused 
infringers.43

On appeal, the Helferich panel reversed the lower 
court’s grant of summary judgment of non-infringement 
based on the exhaustion defense,44 reasoning that (i) the 
accused infringers were not licensees or downstream 
purchasers45 (“authorized acquirers”46) and (ii) the two 
sets of method claims were “distinct, separately patent-
able inventions, even when they are designed to be used 
together.”47 Despite the two sets of claims being related 
and complementary,48 the panel did not fi nd any over-
lap49 between the steps of the unlicensed content claims 
and those of the licensed handset claims. That is, it deter-
mined that (i) the content providers’ storage of content, 
paging the content subscriber, and making temporarily 
available the content (representative of the content claims, 
which involved “sending content to handsets from remote 
servers”50) did not coincide with (ii) receiving a notifi ca-
tion message at a handset and initiating the retrieval of 
information corresponding to what was noticed.51 

Helferich therefore affi rms the patentee’s freedom to 
extract value from complementary products separately 
against third parties who were not licensed initially. The 
accused content providers were not parties to the license 
with the handset manufacturers or their downstream 
customers. Similar to the facts in Nero, where JVC ac-
cused software providers who were not parties to the 
licenses with the disc manufacturers or their downstream 
customers. 

Despite these parallels, the seemingly confl icting 
outcomes are easily harmonized by examining the roles 
of the parties in relation to their respective infringement 
theories. In Nero, the alleged direct infringer was an au-
thorized acquirer at, or downstream from, the fi rst sale, 
and the accused defendants were merely liable for con-
tributing to or inducing the acquirer’s infringement. In 
contrast, the Helferich defendants themselves were being 
accused of direct infringement, rather than of contribu-
tory or induced infringement, for supplying the comple-
mentary good or service.

Thus, it is important to recognize that the patent 
exhaustion defense is not always available, especially 
for third parties accused of direct infringement of an 
independently patentable, unlicensed set of claims not 
embodied (per the second prong in Quanta’s two-part 
inquiry) in the licensed/sold device. The exhaustion de-
fense historically has been availed of by either (i) those 
at, or downstream from, the fi rst sale of a good (sub-
stantially) embodying the asserted claims and accused 
of direct infringement or (ii) others accused of indirect 
infringement for supplying complementary products or 
services to them—e.g., Nero supplying its burning and 
recording software to purchasers who bought their discs 
from licensed manufacturers. Accordingly, while there 
are superfi cial parallels between Nero and Helferich, their 

not suffi ciently developed to resolve the threshold ques-
tion of whether the allegedly exhausting sale originated 
from or through the patentee (i.e., was authorized by the 
patentee).33

It is telling that the panel did not simply leave intact 
the lower court’s treatment of exhaustion. It could have 
simply stated that it was not necessary to reach the issue 
instead of going out of its way to vacate that portion of 
the district court’s ruling. What was so dangerous about 
the district court’s analysis that it could not be left un-
disturbed? As discussed below, the panel’s treatment of 
the exhaustion issue hints at various undercurrents in the 
panel’s decision-making process.

As a preliminary matter, the patent exhaustion sec-
tion of the panel opinion suggests that the judges agreed 
on the proper test for exhaustion34 but not on its applica-
tion. To keep the decision unanimous, Judge Newman 
may have been forced to stop short of applying law to 
facts and thus reached the desired result on a different 
theory. 

Notably, Helferich and LifeScan were the only Federal 
Circuit cases cited in the exhaustion section of the opin-
ion, and they were cited merely for unremarkable points 
of law.35 However, these decisions offer (i) a potential 
backstory explaining why the Nero panel ruled as it did 
and (ii) instructive parallels that offer guidance as to how 
practitioners should approach exhaustion going forward.

IV. Doppelganger of Helferich Patent Licensing?
In Helferich, the defendants “rel[ied] on the reciprocal 

enhancement of utility to argue that the patentee’s licens-
ing of the fi rst group [of claims] terminates the patentee’s 
rights against the second group for practicing the second 
invention, when practicing the second invention in some 
way contemplates the fi rst group’s use of a product made 
under the license.”36 Similarly here, Nero’s software and 
the optical discs seem to be complementary products that 
mutually enhance each other’s value. So how does one 
square the district court’s fi nding of exhaustion with the 
opposite result in Helferich, where the court rejected the 
patent exhaustion defense?37 

In Helferich, the patentee sued various content-pro-
viding network operators on multiple patents, some of 
the claims of which it previously had licensed to third-
party cell phone manufacturers. The asserted claims 
addressed “systems and methods for handling informa-
tion and providing it to wireless devices, such as mobile-
phone handsets”38 (referred to as the “content claims”39). 
In addition, two of the seven patents-in-issue40 contained 
a second set of method claims directed to handset func-
tionality on the receive-end and end-user operations 
(referred to as the “handset claims”41). The latter set of 
method claims had been licensed to the handset manu-
facturers.42 The content claims, which had not been li-
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• comparing the electric current from each of the 
working sensor parts to establish a difference pa-
rameter; and

• giving an indication of an error if said difference 
parameter is greater than a predetermined thresh-
old.

LifeScan’s meter carried out the claims by detecting, 
measuring, and comparing the electric currents through 
three corresponding electrodes on the received test strip 
(i.e., providing two working signals and one reference 
signal).58

Going through the Quanta analysis for method claims 
because the meters were distributed by the patentee, the 
authorization of the fi rst sale was not seriously ques-
tioned. Instead, because the meter alone could not prac-
tice the method without the test strip, the panel majority 
focused on whether the meter “substantially embodies 
the patent”—i.e., whether the additional features needed 
to transform the product into the completed invention 
were themselves “inventive” or “noninventive.”59 The 
majority reasoned that (a) because test strips with mul-
tiple electrodes were known in the prior art,60 and (b) the 
meter was the component that actually carried out the 
measuring, comparing, and indicating steps, therefore (c) 
any and all of the inventive aspects of the claim were sub-
stantially embodied in the meter.61 Thus, the sale of the 
meter, having been authorized by LifeScan, exhausted the 
method claims. The exhaustion shielded purchasers us-
ing the meters from direct infringement and the test-strip 
supplying defendants from indirect infringement.

The plaintiff had tried—in two separate patent ap-
plications62—but failed to separately patent the strips. 
These unsuccessful attempts would serve to bootstrap63 
the majority’s reasoning that the inventive steps criti-
cal to the method claim were actually carried out by the 
meter “and not the confi guration of the electrodes on the 
strips.”64 Stemming from its determination that the me-
ters substantially embodied the asserted method claims, 
the panel majority concluded that the sale65 of the meters 
exhausted those claims. Drawing additional support from 
the Supreme Court’s decision in Morgan Envelope,66 the 
panel held that “if one item in the patented combination 
is either unpatented or if the patent on it is invalid, and 
the inventive concept resides in a second item, then the 
sale of the second item exhausts a product patent in the 
combination.”67

Judge Reyna dissented, disagreeing with the major-
ity’s “substantially embodying” analysis. He took issue 
with the majority’s identifi cation of the meter as the 
component that was implementing the inventive features 
of the claimed method. In Judge Reyna’s view, the test 
strips, not the meters, embodied the essential features.68 
He also criticized what he saw as the majority’s overem-
phasis in its Quanta analysis on the patentability of the 
individual component in the mutually complementary 

differing outcomes are easily reconciled. Moreover, the 
circumstances presented in Nero appear to be those that 
the Helferich panel contemplated when it narrowly cir-
cumscribed its holding.52

To be sure, JVC might have stood a better chance 
had it (i) sought to go after Nero directly with a differ-
ent set of claims rather than to impute liability through 
the licensed end-users on the same set of claims (i.e., had 
it sued Nero as a direct infringer, although this route 
would probably have limited JVC to asserting system or 
apparatus claims); (ii) drafted and asserted claims the 
infringement of which would not necessarily follow from 
implementing the relevant industry-accepted specifi ca-
tions (i.e., non-standard-essential patents or patents not 
otherwise included in the patent pool licenses); and (iii) 
relied far less on the standards to further avoid any over-
lap between the novel features of the licensed claims and 
those of the unlicensed asserted claims.

So if Nero did not present a confl ict with Helferich 
and, moreover, may have been an answer to the Helferich 
panel’s express invitation,53 why was the Nero panel re-
luctant to engage in a substantive analysis of Nero’s ex-
haustion defense? The answer may lie in LifeScan.

V. Détente After LifeScan
Nero nearly could have been a replay of LifeScan. As 

in Nero, the panel in LifeScan included Circuit Judges Dyk 
and Reyna. Also similar to Nero, LifeScan was another 
case in which patent exhaustion was invoked as a defense 
to contributory and induced infringement for supplying 
perishable, complementary products for a device sold 
by the patentee. The case reached the Federal Circuit on 
appeal from an order granting a preliminary injunction 
in favor of the patentee, LifeScan. Because the injunction 
ruling hinged on a question of law, the panel, reviewing 
it de novo54 and, fi nding the asserted method claims to be 
exhausted, reversed.55

The panel was split on whether the authorized fi rst 
sale of the device—a blood-glucose measuring meter—
exhausted method claims covering the use of the device 
in combination with the test strips it was designed to 
receive. In an opinion by Judge Dyk, the majority held 
for the accused replacement test strip supplier, conclud-
ing that the asserted method claims—for using the strips 
together with the meters—were exhausted by the sale of 
those meters.56

The asserted method claims, directed to a more reli-
able and accurate way of measuring blood-glucose levels 
from blood samples,57 required

• measuring an electric current at each working sen-
sor part proportional to the concentration of said 
substance in the sample liquid; 
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set aside the central exhaustion question. She may have 
viewed this route as preferable to a fractured opinion 
that would further muddle the law in this nuanced area. 
Judge Newman even may have accommodated a request 
from her colleague arguing against exhaustion to vacate 
the lower court’s ruling as to exhaustion, thereby dispel-
ling the notion that the panel was sub silentio endorsing 
the lower court’s assessment. She certainly would have 
appreciated the signifi cance of and difference between 
ignoring and disavowing the lower court’s ruling, having 
previously penned a spirited concurrence in Outside the 
Box Innovations v. Travel Caddy74 in response to the panel 
majority using an alternative basis to reach the unani-
mously agreed-upon result while passing over, instead 
of rejecting, an issue she felt had been wrongly decided 
below.75

VI. Disquiet Before Lexmark
There may be another reason the decision came out 

as it did. The panel found the facts on which the district 
court rested its exhaustion fi nding to be “sketchy” and in-
complete.76 As noted, the lower court’s analysis included 
a taxonomical breakdown of the universe of potentially 
infringing incidents into three categories: unlicensed, par-
tially licensed, and fully licensed discs.77 For its discus-
sion on the two sub-groups within the partially licensed 
discs category, the district court fi rst relied on General 
Talking Pictures for the scenario in which the manufactur-
er/seller exceeds the scope of the license.78 Before moving 
on to the second scenario, in which a purchaser uses an 
otherwise conforming disc in a way that exceeds the man-
ufacturer’s partial license,79 the district court questioned 
whether Federal Circuit precedent upholding a patentee’s 
post-sale restriction was still good law after Quanta.80

Nero did not accept any part of the lower court’s me-
thodical treatment of the exhaustion issue and instead 
rejected it without going into the merits.81 The panel’s 
reticence may have been motivated by the pending en 
banc appeal in Lexmark. As all three members of the Nero 
panel must have been aware, this exact question—wheth-
er post-sale restrictions on end-users, which the Federal 
Circuit endorsed in Mallinckrodt, had been implicitly 
overruled by the Supreme Court in Quanta—was heard 
en banc on October 2, 2015. So while the opportunity pre-
sented itself in Nero, albeit mooted by the district court’s 
reasoning,82 Judge Newman declined to fl esh out this area 
of patent law concerning conditional sales. 

VII. Conclusion
The retreat in Nero gave Judge Newman a chance to 

regroup. Nero, an uncontroversial, reserved opinion, may 
be a product of her diplomacy, carefully negotiated with 
her fellow panelists, who may have been dueling over 
how to apply Quanta to the “undeveloped facts”83 of Nero. 
On any given turn at the board, there is the strongest 

combination rather than on the component’s contribution 
to the ultimately claimed invention.69 In other words, he 
thought the majority may have missed the forest for the 
trees.

To Judge Reyna, the claimed steps performed by the 
meter, such as “measuring,” “comparing,” and “giving 
an indication of an error,” were only made possible by 
the test strip’s unique, three-electrode confi guration. Be-
cause prior art test strips only used two electrodes, one 
working and one reference, the readings could be inac-
curate whenever something interfered with the work-
ing electrode. LifeScan’s test strips introduced a third 
electrode (a second working electrode) to guard against 
faults associated with the fi rst working electrode and fur-
ther took a reading of their difference. Thus, he conclud-
ed that the strips themselves embodied inventive aspects 
of the claimed method.

Conversely, Judge Reyna found the complementary 
meter to be old, existing technology. He observed that 
any diabetic patient with “a pencil, a pad of paper, and 
an ammeter” (to measure current—amperage) could de-
termine his or her blood-glucose level “without the assis-
tance of a blood glucose meter.”70 Without the uniquely 
designed test strip, the meter was merely a “standard 
component in the system and only involves the applica-
tion of common processes” that “does not embody the 
essential features of its patented method because the 
steps it performs are common and noninventive.”71

Although the LifeScan panel did not reach the issue of 
validity, it appears that the disagreement over the tech-
nology as well as the law was so fundamental that the 
judges would have reached the same split decision had 
they tackled validity instead of exhaustion: the majority 
believed the strips were unpatentable,72 while the dissent 
believed the meter was unpatentable.73 There was some 
expert testimony on validity, but the panel disagreed 
about what it meant. Accordingly, deciding the appeal 
based on the claim’s validity no more offered a path to 
unanimity than did deciding it based on exhaustion.

In Nero, Judges Dyk and Reyna would again decide 
whether asserted method claims were substantially em-
bodied in one device, such that they were exhausted with 
respect to its post-sale use with complementary products. 
Having cited LifeScan in Nero, Judge Newman was no 
doubt aware of her colleagues’ disagreement in the ear-
lier case. Nero might cause one to speculate that Judge 
Newman and her fellow judges were reliving the same 
debate, with Judge Dyk fi nding all of the inventive steps 
embodied in the disc and Judge Reyna fi nding at least 
one inventive step in Nero’s software (or vice versa), 
thereby coming out on opposite sides of the exhaustion 
issue. If Judges Reyna and Dyk had indeed entrenched 
themselves along these familiar battle lines, that impasse 
would explain why Judge Newman would go out of 
her way to emphasize the express release argument and 
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17. See id. at 1011 n.1 (“Supreme Court precedent, however, does not 
clearly delineate the difference between a conditional sale and an 
unconditional sale…. Prior to Quanta, the Federal Circuit held that 
where conditions to an authorized sale do not violate antitrust 
and competition law, patent licenses, like a contract, may be 
conditioned, and the patent infringement defense is available if the 
condition is violated.”) (citations omitted).

18. 976 F.2d 700, 705-10 (Fed. Cir. 1992).

19. For additional discussion on the viability of Mallinckrodt and 
conditional sales in light of Quanta, please see Gino Cheng, Finding 
a Place for Mallinckrodt and Conditional Sales in the Patent Exhaustion 
Doctrine: Will ‘Lex’ Mark the Spot?, NEW MATTER, Vol. 40, No. 3, 
Fall 2015, available at http://www.winston.com/en/who-we-are/
attorneys/cheng-gino.html. 

20. Appeal Nos. 2014-1617 and -1619 from Case No. 1:10-cv-00564 
(S.D. Ohio Apr. 14, 2015) (“In light of Quanta Computer, Inc. v. LG 
Electronics, Inc., 553 U.S. 617 (2008), should this court overrule 
Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992), 
to the extent it ruled that a sale of a patented article, when the 
sale is made under a restriction that is otherwise lawful and 
within the scope of the patent grant, does not give rise to patent 
exhaustion?”). Oral arguments before the active bench were heard 
on October 2, 2015. 

 In addition to the fate of Mallinckrodt, the Federal Circuit will also 
decide whether, “[i]n light of Kirtsaeng v. John Wiley & Sons, Inc., 
133 S. Ct. 1351 (2012) […] this court overrule Jazz Photo Corp. v. 
International Trade Commission, 264 F.3d 1094 (Fed. Cir. 2001), to 
the extent it ruled that a sale of a patented item outside the United 
States never gives rise to United States patent exhaustion.”

 This question is beyond the scope of this article, but is addressed 
elsewhere. See, e.g., Gino Cheng, Whether International Sales Under 
Worldwide Licenses Exhaust U.S. Patents: The Days of the Jazz Photo, 
Ninestar, and Benun Line of Cases May Be Numbered, BLOOMBERG 
BNA’S PATENT TRADEMARK & COPYRIGHT JOURNAL, July 24, 2015, 
available at http://www.winston.com/en/thought-leadership/
whether-international-sales-under-worldwide-licenses-exhaust-
u-s.html; Gino Cheng et al., Helping the U.S. Federal Circuit Find 
a Place for Jazz Photo in the Legal Landscape of International Patent 
Exhaustion: Will “Lex” Mark the Spot?, KEEP YOUR COUNSEL, July 
15, 2015, available at http://www.winston.com/en/thought-
leadership/keep-your-counsel-volume-2-issue-3.html.

21. See Nero I, 966 F. Supp. 2d at 1010-11.

22. See id. at 1011.

23. See id. (“JVC cannot have it both ways—either the Patent is 
essential and licensed or JVC cannot rely on the standards to show 
infringement as it has chosen to do. JVC’s argument regarding 
partially licensed optical discs therefore does not raise a disputed 
issue of material fact.”).

24. See id. at 1011-12.

25. Id. at 1012 (citing Tessera, Inc. v. ITC, 646 F.3d 1357, 1367, 1370 (Fed. 
Cir. 2011)).

26. See id. at 1015-16.

27. See id. 

28. See id. at 1016; see also id. at 1018 (“JVC is further barred from 
asserting claims of direct infringement against end users for use 
of Nero software with DVD and Blu-ray optical discs made or 
sold by a party whose products have been expressly released from 
claims of infringement by JVC with regard to the Patents”).

29. See Nero II, slip op. at 12-13.

30. See id. at 2, 3, 13.

31. See id. at 15.

32. See id.

move, and there is the best move. In Nero, Judge New-
man may have opted for the latter.
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Products and Lexmark argued against exhaustion in that scenario. 
Regardless, as this type of transaction was not implicated on the 
facts of Lexmark, if the Federal Circuit chooses to address it, it 
would likely be in dictum only. For further description and analysis 
of Lexmark, see Gino Cheng, “Update on Recent U.S. Federal 
Circuit Briefi ng: How To Structure Licenses To Avoid Patent 
Exhaustion,” Licensing Executives Society Chinese Taipei (LESCT), 
Taipei, Taiwan, October 22, 2015, available at http://www.winston.
com/en/thought-leadership/gino-cheng-presents-how-to-
structure-licenses-to-avoid-patent.html.

80. See id. at 1011 n.1 (“After Quanta, however, it is unclear to what 
extent the Mallinckrodt decision applies”). See also supra note 19.

81. See Nero II, slip op. at 15.

82. See Nero I, 966 F. Supp. 2d at 1011 (reasoning that all necessarily 
infringed patents would have been standard-essential patents and 
therefore included in the partial license to the manufacturers).

83. Nero II, slip op. at 15.

Gino Cheng is a senior IP litigation associate and 
registered patent attorney in Winston & Strawn LLP’s 
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76. See Nero II, slip op. at 15 (“On the sketchy record, contradictory 
arguments, and undeveloped facts before us, we decline to 
expand the theory of patent exhaustion to reach this case.”).

77. See Nero I, 966 F. Supp. 2d at 1009-12.

78. See id. at 1010-11.

79. In this situation, the district court held that “the sale of the 
partially licensed optical disc is an authorized sale that can trigger 
patent exhaustion.” Id. at 1011, vacated by Nero II, slip op. at 15. 
General Talking Pictures offers no guidance, because (i) there, both 
the licensee and the purchaser knew of the license’s scope but 
decided to breach it anyway, and (ii) while the Supreme Court 
acknowledged the purchaser’s knowledge, it did not address 
the legal consequence of that knowledge. During oral arguments 
at the October 2, 2015 hearing in the pending Lexmark appeal, 
counsel for both parties and the U.S. government as amicus curiae 
each were posed this precise hypothetical. Where a compliant 
licensee unwittingly sells to a bad-faith purchaser who intends 
to act beyond license’s scope at the time of sale, the federal 
government argued for exhaustion, the licensee having been 
authorized to make the sale (“If someone [a purchaser] lies to you 
[the licensee], I think it’s still an authorized sale as long as you’ve 
fulfi lled whatever license terms there were about ensuring your 
selling within the scope of your license. Then I think your rights 
would have been exhausted.”). Interestingly, both Impression 
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