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EASL Section Chairs 
01. 1988-1990 Marc Jacobson (Founding Chair) 
02. 1990-1991 Eric Roper 
03. 1991-1992 Howard Siegel 
04. 1992-1994 Philip Cowan 
05. 1994-1996 John Kettle III 
06. 1996-1998 Samuel Pinkus 
07. 1998-2000 Timothy DeBaets 
08. 2000-2002 Judith Bresler 
09. 2002-2004 Jeffrey Rosenthal 
10. 2004-2006 Elissa D. Hecker 
11. 2006-2008 Alan Barson 
12. 2008-2010 Kenneth Swezey 
13. 2012-2012 Judith Prowda 
14. 2012-2014 Rosemarie Tully 
15. 2014-2016 Stephen Rodner 
16. 2016-2018 Diane Krausz  
17. 2018-2020 Barry Skidelsky (Current Chair)

A special shout out goes to one such former chair, 
Elissa D. Hecker, who among the many hats she wears 
is that as editor of the EASL Journal and Blog. For this 
special 30th anniversary issue of the Journal, Elissa has 
compiled an outstanding collection of articles that look 
back over the last three decades, cover today’s hot topics, 
and look ahead to what the reasonably foreseeable future 
holds in store for the various areas in which EASL mem-
bers practice. 

Another shout-out goes to our new Section liaison at 
NYSBA, Kristina Maldonado, who joined our merry band 
in August 2018. She too stands on the shoulders of former 
Section liaisons, who also deserve their own shout-outs: 
the relatively short tenured Sydney Joy (who, after only 
four months as EASL’s liaison, resigned to become Facili-
ties Manager at the Cornell Cooperative), and Beth Gould 
(who, after serving as EASL’s liaison from December 2011 
through April 2018, resigned to become Director of Mem-
bership at the Girl Scouts).

Sydney and Beth are missed, but Kristina hit the 
ground running inter alia helping to organize EASL’s 
2018 Fall Meeting, which took place on October 18 at the 
NYC offices of Arent Fox. Co-sponsored with NYSBA’s 
Food, Drug & Cosmetic Law Section (Brian Malkin, 
Chair), that program consisted of two very interesting 
CLE panels and a superbly catered networking reception. 

The Fall Meeting’s first panel focused on the inter-
section of sports and drugs (e.g., doping, steroids and 
supplements), while the second panel addressed the legal 
fallout of the “Me Too” movement in the entertainment 
law realm and beyond (e.g., inclusion riders, morals 
clauses, sexual harassment, and an overview of several 
new New York State laws affecting employers of every 
size effective October 2018).

Greetings from Lawyersville (yes, that’s a real place 
in New York State), and welcome to this special edition of 
the EASL Journal celebrating the 30th anniversary of the 
1988 founding of the New York State Bar Association’s 
Entertainment, Arts and Sports Law Section.

1988-2018

It has truly been an honor and a privilege for me to 
serve as the 17th EASL Chair in 2018, and I look forward 
to continuing in that role through 2019. Although it may 
sound like a cliché, I really do stand on the shoulders of 
EASL’s 16 former chairs—many of whom are still actively 
involved, and to whom we all owe much gratitude and 
thanks.

Greetings from Lawyersville, by Barry Skidelsky, EASL Chair
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By the time this issue of the EASL Journal is pub-
lished, EASL will have already held its annual Music 
Business and Law Conference at New York Law School 
on November 16, and, plans will have been firmed up for 
EASL’s  2019 Annual Meeting, to be held at the New York 
Hilton on January 15, 2019 (please note the earlier-than-
usual date).

2019 Annual Meeting plans include CLE panels on 
underlying rights and adaptations in multiple media, 
as well as a panel on ethics for EASL practitioners, and 
another post-program joint networking reception with 
NYSBA’s Intellectual Property Law Section (Robin Sil-
berman, Chair)—which we first did at last year’s Annual 
Meeting.

EASL remains eager to cross-pollinate not only with 
other NYSBA Sections, but also with other bar associa-
tions, law schools, law firms and additional organiza-
tions—all in order to create and add value for our EASL 
family and friends. If you have any CLE program ideas 
or other suggestions on how we might collaborate to 
help advance our mutual professional and personal 
interests, please feel free to contact me directly. I mean it! 
Call me!

Let’s lift each other up! Whether you might like to 
be a speaker, write an article for our Journal or Blog, get 
involved with one of our many committees or pro bono 
clinics, there are many opportunities for you that are just 
a phone call or email away. Importantly, while we appre-
ciate your being an EASL member, we much prefer your 
active engagement and collaboration to help make 2019 a 
better year for all of us—young and old alike.

Which brings me to one final note, a sad one, to men-
tion the passing of a long-time EASL collaborator Alan 
Hartnick. A member of EASL’s Executive Committee for 
several years, Alan had a distinguished career as a copy-
right lawyer (including service as President of the Copy-
right Society of the USA), and he loved teaching new 
generations of lawyers. He passed away on August 18, 
2018 (at the age of 88), while listening to classical music 
with a pile of books by his side.

With that, I wish you and yours good health and hap-
piness in the coming year; and, I look forward to hearing 
from you or seeing you soon.

You can reach me at bskidelsky@mindspring.com or 
212-832-4800.

Best, 
Barry Skidelsky

Below are three photos taken at EASL’s Fall Meeting. 
The first photo is a wide shot showing not only some of 
the program attendees, but also (in the foreground) the 
EASL 30th anniversary mug given out as a gift—which, 
while supplies last, will continue to be given to members 
at our next few events. The other two photos are of the 
two Fall Meeting panels, with further details and more 
available at nysba.org/EASL.

Brian Malkin, Adolpho Birch, Cameron Myler, Jay 
Manfre, and Rick Collins

Eriq Gardner, Jennifer O’Sullivan, Kalpana Kotagal, Ben 
Brafman, Kristin Klein Wheaton, and Greg Chiarello
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Elissa D. Hecker 
practices in the fields 
of copyright, trade-
mark and business 
law. Her clients 
encompass a large 
spectrum of the enter-
tainment and corpo-
rate worlds.

In addition to 
her private practice, 
Elissa is also a Past 
Chair of the EASL 
Section, Co-Chair and creator of EASL’s Pro Bono Com-
mittee, Editor of the EASL Blog, Editor of Entertainment 
Litigation, Counseling Content Providers in the Digital 
Age, and In the Arena, Chair of the Board of Directors 
for Dance/NYC, a member and former Trustee of the 
Copyright Society of the U.S.A (CSUSA), and Associ-
ate Editor and member of the Board of Editors for the 
Journal of the CSUSA. Elissa is a repeat Super Lawyer, 
Top 25 Westchester Lawyers, Trademark Lawyer of the 
Year, NY—2018 IP Excellence Award, and recipient of 
the CSUSA’s inaugural Excellent Service Award. She 
can be reached at (914) 478-0457, via email at ehecker-
esq@eheckeresq.com or through her website at www.
eheckeresq.com.

As Marc Jacobson, Founding Father of the EASL Sec-
tion said on our 25th anniversary, “EASL has become an 
institution. I look forward to #30, 40 and beyond!”

Welcome to 30.

I became Editor of the EASL Journal in 2000, when 
Judith Bresler was Chair, and cannot believe how time 
has passed so quickly. It was an honor and pleasure to 
serve as Section Chair from 2004-2006, and to watch EASL 
and its Executive Committee grow in population and 
programming.

Since I started with EASL, the Journal has been 
published three times a year (with the exception of one 
or two special issues). EASL has published three books, 
Entertainment Litigation, Counseling Content Providers in the 
Digital Age, and In the Arena. We also have EASL Blog that 
is available to all.

This particular issue of the Journal contains articles 
from many of our committees, as well as Former Chairs 
of the Section, and letters of commendation. The Journal 
is a publication of quality thanks to contributions from so 
many of you.

Please keep them coming!

Thanks as always to our wonderful folks at the 
“mother ship” in Albany, past and present: Beth Gould, 
Lyn Curtis, Wendy Harbour, Sydney Joy, Kristina Maldo-
nado, Simone Smith, and Dan McMahon. They are inte-
gral components to EASL’s meetings, programming, and 
publications. Thank you as well to Barry, EASL’s Chair, 
and the dedicated Executive Committee, which members 
make our numerous programs and offerings possible.

As always, I look forward to hearing from you, our 
fabulous EASL members. Happy Anniversary to us all!

Elissa D. Hecker 
Chair, Publications Committee

The next EASL Journal deadline 
is Friday, January 4, 2019.

Editor’s Note and Publications Committee

Find details on programs, meetings 
and much more on our Website at 

www.nysba.org/EASL
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New York State requires both practitioners and law 
students to provide pro bono services. Since 2002, the 
EASL Pro Bono Committee has helped its members do 
so by providing easily accessible opportunities to “do 
good.”

Pro Bono Update
By Elissa D. Hecker, Carol Steinberg and Irina Tarsis 
Pro Bono Steering Committee

History

In 2002, Elissa D. Hecker and Elizabeth K. Wolfe 
created the Pro Bono Steering Committee. Since then, 
our mission has been to make pro bono resources avail-
able to all EASL members, and to be a leader in pro 
bono efforts for the NYSBA. Over the years we have had 
excellent Co-Chairs of our Steering Committee, includ-
ing Elissa D. Hecker, Kathy Kim, Philippa (Pippa) 
Loengard, Monica Pa, Christine Pepe, Carol Steinberg, 
Irina Tarsis, and Elizabeth.

In 2003, EASL was instrumental in lobbying for the 
expanded definition of “pro bono” to include legal work 
provided to individual artists as well as arts-related and 
educational organizations. That definition was success-
fully expanded. There is now a greater need than ever 
for legal help within the arts communities, and the goal 
of the Pro Bono Steering Committee is to have every 
EASL member be able to offer pro bono services to those 
who are in need. 

 Clinics and Legal Assistance
Over the past decade, EASL has run Pro Bono Legal 

Clinics with Volunteer Lawyers for the Arts (VLA), the 
Directors Guild, Actor’s Equity, New York Foundation 
for the Arts (NYFA), and Dance/NYC. Clients assisted 
during Clinics covering issues including:

 • 501(c)(3), LLC/Corp structure issues, choices  
     of entities for incorporation and not-for-profit 
 • Agreements in general, including collabora- 
    tion and ownership, and independent contrac- 
    tor language 
 • Licensing 
 • General contract questions 
 • Development of websites, use of social media 
 • Fair Use 
 • General entertainment 
 • Intellectual Property (copyright and trademarks) 
 • Immigration 
 • Sexual Harassment

Our pro bono efforts were recognized by Volunteer 
Lawyers for the Arts, when the EASL Section received 
the VLA Arts Law Clinics Pro Bono Service Award. 
EASL also encouraged the IP Section to create its own 
Pro Bono Committee, and together we provide pro bono 
opportunities for our members during every Clinic.

Recognizing that the lack of malpractice insurance 
coverage was a barrier to attorneys becoming involved 
with pro bono, the EASL Section acquired malpractice 
coverage for its Clinic volunteers, and for years, the IP 
Section has partnered with us under the yearly policy. 
Malpractice coverage has since been provided for those 
who needed it during each Clinic. Participation in-
creased dramatically when EASL and IP Section mem-
bers learned that malpractice insurance was available.

The Pro Bono Steering Committee also tries to assist 
those struggling artists whose issues are not resolvable 
in a Clinic by matching them with experienced attor-
neys who may be willing to accept their issues either 
pro bono or for a reduced fee. This includes both trans-
actional and litigation matters.

Speakers’ Bureau and Collaboration with EASL’s 
Fine Arts Committee

Over the years, many artist organizations and art 
schools informally asked EASL members to be speakers 
and provide programs on various legal issues. We real-
ized that there was a great need to provide legal educa-
tion and that artist/entertainer groups were hungry for 
an understanding of basic legal issues that govern their 
creative works. Recognizing that the expertise among 
EASL attorneys was vast and varied, and that there 
were many attorneys who generously spoke on a pro 
bono basis, we established a Speakers’ Bureau. This out-
reach to New York-based arts and entertainment com-
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munities let them know that we could provide speakers 
on legal issues within EASL’s purview, and to schedule 
and accommodate their requests.

The Speakers Bureau participants present programs 
to educate artists and entertainers on various issues 
of relevance to their communities. Many experienced 
EASL members have volunteered their time and exper-
tise to speak to groups throughout the State. In fact, the 
response to requests to speak has been so overwhelm-
ing, that often there are more volunteers than needed. 
Speaking opportunities reach across the spectrum of 
EASL issues, and we are always interested in reaching 
new groups and involving new attorney volunteers.

In addition, the Pro Bono Steering Committee col-
laborates with EASL’s Fine Arts Committee to present 
interesting speakers at Brown Bag lunches. There is no 
charge, so it enables members to meet esteemed lawyers 
in the EASL field and to network with each other.

Below are some of the programs that have been 
held recently. Pro Bono Steering and Fine Arts Commit-
tees Co-Chair Carol Steinberg coordinated some of the 
programs and assisted other EASL members in planning 
and coordinating others: 

• Adrienne Fields, Director of Legal Services at the 
Artists’ Rights Society (ARS), spoke about the 
scope of her job. She described the fascinating his-
tory of ARS, gave a brief description of her back-
ground and role at ARS, gave a slide presentation 
depicting how works of art are used/licensed, 
and discussed hot topics in art licensing. 

• EASL member Amanda Jacobson, an attorney at 
the City’s Department of Cultural Affairs (DCLA), 
put together a program in which the DCLA’s Gen-
eral Counsel and attorneys described in-depth the 
types of issues they address. 

• EASL members Lena Saltos and Elizabeth Urstadt 
put together a program called “Inside Auction 
Houses.” They enlisted counsel at top positions 
in the major auction houses, including Christie’s, 
Bonhams, Phillips, and Sotheby’s and partners 
from major law firms that represent the auction 
houses and clients that deal with them. Instead 
of individual presentations, Lena and Elizabeth 
crafted questions for the panelists to address.  The 
program was so successful that they repeated it at 
EASL’s Fall Meeting.

• Nisa Ojalvo, Jill Elliman, and Lena Saltos put 
together a fascinating panel on “Design Issues.” 
Betsy Pierce talked about representing Alexander 

McQueen and Kate Spade and was quite fascinat-
ing with anecdotes and personal reminiscence of 
the noted and sadly deceased iconic designers. 
Nisa moderated the panel and also asked pointed 
questions of the panelists. 

Ideas for Brown Bag Lunch Programs and/or inter-
est in helping to plan them should be sent to Carol at 
elizabethcjs@gmail.com.

Working with NYFA
The Pro Bono Steering Committee has produced 

myriad programs for artists of all disciplines throughout 
New York City to educate them about their legal rights. 
Early on, we made a connection with NYFA, when 
Elissa Hecker read that New York City’s Economic De-
velopment Corporation had awarded NYFA a grant for 
Professional Development for Artists. Elissa suggested 
that the Pro Bono Steering Committee pursue a connec-
tion, and Carol reached out to NYFA’s then-Director of 
Education, Peter Cobb, an attorney, arts educator, and 
jazz musician, and a beautiful working relationship was 
forged. NYFA began to regularly call on EASL to pro-
vide lawyers to speak at their professional development 
events and contribute to its written materials, including 
its resource book The Profitable Artist. In addition, the 
Pro Bono Steering Committee and NYFA collaborated to 
put together some fascinating programs.

Carol Steinberg took the lead on creating these 
programs. She found that EASL’s Executive Committee 
was filled with bright and eager attorneys who willingly 
volunteered their time and expertise, and even traveled 
to remote sections of the boroughs to share their exper-
tise and wisdom. 

One of the earliest programs was a day-long pro-
gram on Legal Issues for Dancers and Dance Companies 
at New York University. We had an array of fascinating 
speakers, including the General Counsel for the Alvin 
Ailey company and the Director of the Martha Graham 
School, to cover issues such as Intellectual Property 
for dancers, how and why to form business entities, 
contracts and negotiations, and the infamous lawsuit in-
volving the rights in Graham’s work. The program was 
a great success and much appreciated by the audience.

The core of NYFA’s professional education work 
consisted of a series of Boot Camps for Artists, which 
focused on “How to Become a Successful Artist En-
trepreneur.” Part of every workshop was a lecture on 
Intellectual Property, contracts, and the formation of 
business entities. EASL provided esteemed lawyers to 
speak on these topics. We are still providing speakers for 

mailto:elizabethcjs@gmail.com
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these programs, including a recent one, which was held 
for immigrant artists.

NYFA has a working relationship with the Chinese 
Arts Delegation, made up of the top arts profession-
als in China, who are actually part of the government. 
NYFA hosts the delegation when it visits the U.S. each 
year. EASL put together a day of panels (made up of top 
lawyers in the EASL fields) for the delegation on one 
of its first visits. One of the featured speakers was the 
General Counsel of Lincoln Center, as well as a then-
partner from Pryor Cashman who had an active practice 
with China. During subsequent visits to the U.S. hosted 
by NYFA for the Chinese Arts Delegation, EASL cre-
ated additional panels of selected EASL topics for the 
arts delegation. Further, two of the top members of the 
delegation had a meeting at the Chinese Embassy with 
the General Counsel of MOMA and the General Counsel 
of Lincoln Center, with Carol and Peter. The delegates 
were most impressed by their U.S. hosts.

NYFA also created a very innovative Arts Business 
Incubator (ABI) program. Similar to the incubators at 
business and engineering schools, which nurture up-
coming entrepreneurs, NYFA determined that arts com-
panies also needed nurturing and mentoring; NYFA put 
together a program and EASL provided the legal basics. 
For each ABI group, EASL provided panels of speakers 
on legal issues, from Intellectual Property to contracts. 
The panels were held over a two-day period and once 
again were greatly appreciated by the participants. Once 
again, EASL members willingly and enthusiastically 
volunteered to speak on these panels.

EASL also organized panels on “Legal Issues for 
Artists,” held at various arts organizations throughout 
the boroughs. One was held at a Bushwick Arts Center 
and another in conjunction with No Longer’s Empty’s 
exhibit at the Bronx County Courthouse. There is a skill 
involved in making legal issues accessible to artists. 
Lawyers, as we know, speak our own language, not 
one that is easily understood by the general public, and 
certainly not by most artists. As an example, during 
one of the presentations in Bushwick, an artist audience 
member interrupted a speaker to ask what the word 
“infringement” means. Even though this word slipped 
by, the speakers at these programs made great efforts 
to present the complex topics in ways that were under-
stood by the artist audience members.

One of the most popular panels was “Estates Is-
sues for Artists.” This was held at NYFA with standing 
room only. Top estates lawyers explained the basics and 
answered questions from the attendees. Another such 

program is being planned, as there is a great demand for 
information on the subject.

Thank you!
Together with our partnering organizations, the 

EASL Section’s members help countless New York art-
ists and entertainers to do what it is that they do best—
create. Thank you so much for doing your best to help 
those who cannot afford to pay for counsel. 

The Pro Bono Steering Committee’s active program-
ming is not only a creative endeavor on the part of the 
producers, but also for all the speakers and participants. 
We welcome the participation of all EASL members and 
invite you to contact the Co-Chairs with your sugges-
tions and interests about topics, speaking, and creating 
programming. 

**********************************************************

Clinics 

Elissa D. Hecker coordinates legal clinics 
with various organizations.

• eheckeresq@eheckeresq.com

Speakers Bureau 
Carol Steinberg coordinates Speakers Bu-

reau programs and events.

• elizabethcjs@gmail.com or  
www.carolsteinbergesq.com

Litigations
Irina Tarsis coordinates pro bono 

litigations.

• tarsis@gmail.com

We look forward to working with all of you, 
and to making pro bono resources available to 
every EASL member.
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The New York State Bar Association 
Entertainment, Arts and Sports Law Section

Law Student Initiative  
Writing Contest

The Entertainment, Arts and Sports Law (EASL) Section of the New York State Bar Association offers 
an initiative giving law students a chance to publish articles both in the EASL Journal as well as on the 
EASL Web site. The Initiative is designed to bridge the gap between students and the entertainment, arts 
and sports law communities and shed light on students’ diverse perspectives in areas of practice of mutual 
interest to students and Section member practitioners.

Law school students who are interested in entertainment, art and/or sports law and who are members 
of the EASL Section are invited to submit articles. This Initiative is unique, as it grants students the 
opportunity to be published and gain exposure in these highly competitive areas of practice. The EASL 
Journal is among the profession’s foremost law journals. Both it and the Web site have wide national 
distribution.

Requirements
• Eligibility: Open to all full-time and part-time J.D. candidates who are EASL Section members. A law 

student wishing to submit an article to be considered for publication in the EASL Journal must first 
obtain a commitment from a practicing attorney (admitted five years or more, and preferably an EASL 
member) familiar with the topic to sponsor, supervise, or co-author the article. The role of sponsor, 
supervisor, or co-author shall be determined between the law student and practicing attorney, and 
must be acknowledged in the author’s notes for the article. In the event the law student is unable to 
obtain such a commitment, he or she may reach out to Elissa D. Hecker, who will consider circulating 
the opportunity to the members of the EASL Executive Committee.

• Form: Include complete contact information, name, mailing address, law school, phone number 
and email address. There is no length requirement. Any notes must be in Bluebook endnote form. An 
author’s blurb must also be included.

• Deadline: Submissions must be received by Friday, January 4, 2019.

• Submissions: Articles must be submitted via a Word email attachment to eheckeresq@eheckeresq.
com. 

Topics
Each student may write on the subject matter of his/her choice, so long as it is unique to the 

entertainment, art and sports law fields.

Judging
Submissions will be judged on the basis of quality of writing, originality and thoroughness. 

Winning submissions will be published in the EASL Journal. All winners will receive complimentary 
memberships to the EASL Section for the following year. In addition, the winning entrants will be featured 
in the EASL Journal and on our website.

mailto:eheckeresq@eheckeresq.com
mailto:eheckeresq@eheckeresq.com


NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3 13

for distribution. The Committee will read the papers sub-
mitted and will select the Scholarship recipient(s).

Eligibility
The Competition is open to all students—both J.D. 

candidates and L.L.M. candidates—attending eligible law 
schools. “Eligible” law schools mean all accredited law 
schools within New York State, along with Rutgers 
University Law School and Seton Hall Law School in 
New Jersey, and up to ten other accredited law schools 
throughout the country to be selected, at the Committee’s 
discretion, on a rotating basis.

Free Membership to EASL
All students submitting a paper for consideration, 

who are NYSBA members, will immediately and auto-
matically be offered a free membership in EASL (with all 
the benefits of an EASL member) for a one-year period, 
commencing January 1st of the year following submission 
of the paper.

Yearly Deadlines
December 12th: Law School Faculty liaison submits 

all papers she/he receives to the EASL/BMI Scholarship 
Committee. 

January 15th: EASL/BMI Scholarship Committee will 
determine the winner(s).

The winner(s) will be announced, and the Scholarship(s) 
awarded at EASLs January Annual Meeting. 

Submission
All papers should be submitted via email to Kristina 

Maldonado at kmaldonado@nysba.org no later than 
December 12th. 

Law students, take note of this publishing and 
scholarship opportunity: The Entertainment, Arts and 
Sports Law Section of the New York State Bar Associa-
tion (EASL), in partnership with BMI, the world’s largest 
music performing rights organization, has established 
the Phil Cowan Memorial/BMI Scholarship! Created in 
memory of Cowan, an esteemed entertainment lawyer 
and a former Chair of EASL, the Phil Cowan Memorial/
BMI Scholarship fund offers up to two awards of $2,000 
each on an annual basis in Phil Cowan’s memory to a law 
student who is committed to a practice concentrating in 
one or more areas of entertainment, art or sports law.

The Phil Cowan Memorial/BMI Scholarship has been 
in effect since 2005. It is awarded each year at EASL’s An-
nual Meeting in January in New York City.

The Competition
Each Scholarship candidate must write an original 

paper on any legal issue of current interest in the area of 
entertainment, art or sports law.

The paper should be twelve to fifteen pages in length 
(including Bluebook form footnotes), double-spaced and 
submitted in Microsoft Word format. PAPERS LONGER 
THAN 15 PAGES TOTAL WILL NOT BE CONSIDERED. 
The cover page (not part of the page count) should contain 
the title of the paper, the student’s name, school, class year, 
telephone number and email address. The first page of the 
actual paper should contain only the title at the top, imme-
diately followed by the body of text. The name of the au-
thor or any other identifying information must not appear 
anywhere other than on the cover page. All papers should 
be submitted to designated faculty members of each re-
spective law school. Each designated faculty member shall 
forward all submissions to his/her Scholarship Commit-
tee Liaison. The Liaison, in turn, shall forward all papers 
received by him/her to the three (3) Committee Co-Chairs 

mailto:bgould@nysba.org
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About BMI
BMI is an American performing rights organiza-

tion that represents approximately 700,000 songwriters, 
composers, and music publishers in all genres of music. 
The non-profit making company, founded in 1940 col-
lects license fees on behalf of those American creators it 
represents, as well as thousands of creators from around 
the world who chose BMI for representation in the United 
States. The license fees BMI collects for the “public per-
formances” of its repertoire of approximately 10.5 million 
compositions are then distributed as royalties to 
BMI-member writers, composers and copyright holders.

About the New York State Bar Association/EASL
The New York State Bar Association is the official 

statewide organization of lawyers in New York and the 
largest voluntary state bar association in the nation. 
Founded in 1876, NYSBA programs and activities have 
continuously served the public and improved the justice 
system for more than 140 years.

The more than 1,500 members of the Entertainment, 
Arts and Sports Law Section of the NYSBA represent var-
ied interests, including headline stories, matters debated 
in Congress, and issues ruled upon by the courts today. 
The EASL Section provides substantive case law, forums 
for discussion, debate and information-sharing, pro bono 
opportunities, and access to unique resources including 
its popular publication, the EASL Journal.

Prerogatives of EASL/BMI’s Scholarship 
Committee

The Scholarship Committee is composed of the cur-
rent Chair of EASL and, on a rotating basis, former EASL 
Chairs who are still active in the Section, Section District 
Representatives, and any other interested member of the 
EASL Executive Committee. Each winning paper will be 
published in the EASL Journal and will be made available to 
EASL members on the EASL website. BMI reserves the right 
to post each winning paper on the BMI website, and to 
distribute copies of each winning paper in all media. The 
Scholarship Committee is willing to waive the right of first 
publication so that students may simultaneously submit 
their papers to law journals or other school publications. 
In addition, papers previously submitted and published in 
law journals or other school publications are also eligible for 
submission to The Scholarship Committee. The Scholar-
ship Committee reserves the right to submit all papers it 
receives to the EASL Journal for publication and the EASL 
Web site. The Scholarship Committee also reserves the 
right to award only one Scholarship or no Scholarship if it 
determines, in any given year that, respectively, only one 
paper, or no paper. is sufficiently meritorious. All rights of 
dissemination of the papers by each of EASL and BMI are 
non-exclusive.

Payment of Monies
Payment of Scholarship funds will be made by 

EASL/BMI directly to the law school of the winner, to be 
credited against the winner’s account.

Follow NYSBA 
and the EASL Section 

on Twitter
visit

www.twitter.com/nysba

and

www.twitter.com/
nysbaEASL

and click the link to follow us and stay 
up to date on the latest news 
from the Association and the 

Entertainment, Arts and Sports Law Section
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• one credit is given for each hour of research or writ-
ing, up to a maximum of 12 credits;

• a maximum of 12 credit hours may be earned for 
writing in any one reporting cycle;

• articles written for general circulation, newspapers 
and magazines directed at nonlawyer audiences do 
not qualify for credit;

• only writings published or accepted for publication 
after January 1, 1998 can be used to earn credits;

• credit (a maximum of 12) can be earned for updates 
and revisions of materials previously granted credit 
within any one reporting cycle;

• no credit can be earned for editing such writings;

• allocation of credit for jointly authored publica-
tions shall be divided between or among the joint 
authors to reflect the proportional effort devoted to 
the research or writing of the publication;

• only attorneys admitted more than 24 months may 
earn credits for writing.

In order to receive credit, the applicant must send 
a copy of the writing to the New York State Continu-
ing Legal Education Board, 25 Beaver Street, 8th Floor, 
New York, NY 10004. A completed application should 
be sent with the materials (the application form can be 
downloaded from the Unified Court System’s Web site, 
at this address: www.courts.state.ny.us/mcle.htm (click 
on“Publication Credit Application” near the bottom of 
the page)). After review of the application and materials, 
the Board will notify the applicant by first-class mail of its 
decision and the number of credits earned.

Under New York’s Mandatory CLE Rule, MCLE 
credits may be earned for legal research-based writing, 
directed to an attorney audience. This might take the 
form of an article for a periodical, or work on a book. The 
applicable portion of the MCLE Rule, at Part 1500.22(h), 
states:

Credit may be earned for legal research-based 
writing upon application to the CLE Board, 
provided the activity (i) produced material 
published or to be published in the form of 
an article, chapter or book written, in whole 
or in substantial part, by the applicant, and 
(ii) contributed substantially to the continu-
ing legal education of the applicant and other 
attorneys. Authorship of articles for general 
circulation, newspapers or magazines directed 
to a non-lawyer audience does not qualify 
for CLE credit. Allocation of credit of jointly 
authored publications should be divided 
between or among the joint authors to reflect 
the proportional effort devoted to the research 
and writing of the publication.

Further explanation of this portion of the rule is pro-
vided in the regulations and guidelines that pertain to the 
rule. At section 3.c.9 of those regulations and guidelines, 
one finds the specific criteria and procedure for earning 
credits for writing. In brief, they are as follows:

• The writing must be such that it contributes sub-
stantially to the continuing legal education of the 
author and other attorneys;

• it must be published or accepted for publication;

• it must have been written in whole or in substantial 
part by the applicant;

NYSBA Guidelines for Obtaining MCLE Credit for Writing

www.nysba.org/EASLJournal
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verification—but each of these methods has its 
drawbacks. Documentation of the history of 
ownership and public exhibition of a work of art 
is sometimes unavailable, inasmuch as docu-
mentation itself is, on occasion, either forged or 
missing entirely. Stylistic inquiry is inherently 
subjective: an expert examines the work and, 
on the basis of his or her knowledge, experience 
and intuition, determines its authenticity. The 
results of stylistic inquiry may vary from expert 
to expert. For example, in November 2016, a set 

of 65 newly revealed van Gogh drawings, verified 
as authentic and collated by two renown van Gogh schol-
ars, was published internationally in Vincent van Gogh: The 
Lost Arles Sketchbook. However, in what has been termed 
by a number of van Gogh experts an “unprecedented” 
faceoff among scholars, the van Gogh Museum—which 
has the sole power to officially authenticate works attrib-
uted to van Gogh, and which has repeatedly dismissed 
the sketches as “imitations”—released, on the same day 
publication of the book was announced, a detailed state-
ment disputing the drawings’ attribution (based on both 
stylistic analysis and ownership history).2 To further 
complicate matters, any given expert may change his or 
her opinion on stylistic determinations over time. Scien-
tific verification can assist in authentication, but even this 
has limitations. Scientific techniques used to analyze art 
include radio carbon dating, thermoluminescent analysis, 
x-ray technologies, and high-resolution digital photogra-
phy. All of these processes are objective, and the accuracy 
of the results can be tested by other scientists. However, 
scientific verification, which can be effective in detecting 
the age of art objects, is often more useful in uncovering 
a fake, rather than in positively confirming authorship. 
In one much-publicized example, Sotheby’s New York 
which, in 2011, brokered a private sale to an art collector 
for about $10.8 million of Portrait of a Man, considered by 
leading scholars to be an undiscovered masterwork by 
Frans Hals, declared the painting a “modern forgery” in 
October 2016, rescinded the sale, and reimbursed the buy-
er.3 The Sotheby’s opinion was based on an in-depth sci-
entific analysis of the “Hals” that determined it contained 
traces of 20th century materials, and therefore could not 
have been painted in the 17th century. Yet, even with all 
the limitations of the various authentication techniques, 
authenticators have a crucial role in the art market, and it 
is essential that authenticators are able to do their work 
with scholarly integrity and in good faith without the 
threat of being sued. 

The art market is peculiarly vulnerable. 
While art can fetch stratospheric prices, its 
value is dependent on its authenticity—and 
authenticity of works can be notoriously dif-
ficult to determine. Authenticity, which is tied 
to the artistic authorship of an artwork as well 
as to its uniqueness and condition, is a major 
driver in art transactions. When a party spends 
a sum of six, seven, eight, or even nine figures 
on a work of art—for example, Jean-Michel 
Basquiat’s painting, Untitled, which sold at 
Sotheby’s, New York in May of 2017 for $110.5 
million—the buyer wants confirmation that he or she is 
buying a genuine work, whether the object in question is 
being acquired from a private individual, a gallery or an 
auction house. Whatever the source of the sale, a buyer 
is unlikely to have any interest in the artwork if there is 
no reliable opinion regarding the work’s authenticity. 
Similarly, when a work is lent to a museum, the museum 
requires assurance that what it will be exhibiting is, in 
terms of authorship, what it is described to be. When a 
collector donates a work of art to a museum, the donor, 
in order to be able to take an appropriate tax deduction 
for the charitable donation, must obtain a qualified ap-
praisal from a qualified appraiser, which is predicated 
on a reliable authenticity opinion to justify the amount of 
the deduction. Estates that include works of art are also 
required to obtain authenticity determinations to affix a 
dollar value to each work.

“Scientific techniques used to analyze 
art include radio carbon dating, 
thermoluminescent analysis, x-ray 
technologies, and high-resolution digital 
photography.”

Authenticity opinions encompass more than uncover-
ing fakes and forgeries. Often, disputes over authenticity 
arise because a legitimate work of art (that is, an artwork 
not created with the intent to deceive) has been misat-
tributed to a particular artist. For example, the question of 
whether a painting was authored by Sir Joshua Reynolds, 
the distinguished 18th century English portrait painter, 
or by Tilly Kettle, a lesser contemporary of Reynolds, was 
the subject of the 1980s lawsuit, Travis v. Sotheby Parke 
Bernet.1

Artworks are generally authenticated by three 
separate modes of analysis sometimes used in combina-
tion—documentation, stylistic inquiry, and scientific 

Brave New Art World: Unsilencing the Authenticators
By Judith Bresler (EASL Section Chair, 2000-2002)

Judith Bresler
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Appellate Court, dismissed the case because a successful 
lawsuit in negligent misrepresentation requires a special 
relationship of trust and confidence between the par-
ties—and Bruce-Gardyne’s opinion was, in this instance, 
merely free advice based on a walk-in inquiry.

The temporal and financial hazards of authenticat-
ing art apply not only to the individual art expert, but to 
artists’ foundations and authentication boards as well. If 
an artist has a resale market, the artist or his or her estate 
often creates a foundation to preserve the artist’s legacy. 
That foundation will often publish a catalogue raisonné—
a definitive text of the artist’s work, which is a primary 
reference for the art market. Inclusion of a work in a 
catalogue raisonné—particularly one affiliated with the 
artist’s foundation—generally constitutes an imprimatur 
of the work’s authenticity. If a work is excluded from such 
a catalogue raisonné, it may well be unsalable. If a work 
purportedly by an artist is not included in the artist’s cata-
logue raisonné, an interested party may seek validation of 
the work’s authenticity through an artist’s authentication 
board, which is frequently created by the artist’s founda-
tion. An authentication board generally includes people 
with scholarly knowledge of the artist’s work, people 
with direct experience working with the artist, relatives 
of the artist, and/or people who are officers of the artist’s 
foundation. Unlike the process of preparing a catalogue 
raisonné, an authentication board only reviews artwork 
submitted to it and its process of evaluation is, of neces-
sity, generally secretive, since transparency can enable art 
forgers to readily ascertain “hallmarks” of a work au-
thored by the artist and incorporate them into fakes. 

Perhaps predictably, artists’ foundations and authen-
tication boards have been sued on conspiracy theories in 
the course of rendering opinions about a work’s authen-
ticity, attribution or authorship. The enormous impact on 
the marketplace of such expert opinions, coupled with the 
often intertwined relationships between an artist’s foun-
dation and the artist’s authentication board can provide 
fertile ground for accusations by the owner of a work. 
When the authenticity of a work is denied, the owner 
might claim that the artist’s foundation and authentica-
tion board have colluded to exclude certain authentic 
pieces from the accepted canon of that artist’s work, and 
thereby from the market, in an attempt to increase the 
value of that artist’s work owned by the foundation and 
sold, generally, at auction. 

One such artist foundation, the Pollock-Krasner 
Foundation (PK Foundation), established an authentica-
tion board to examine and make authenticity determina-
tions on works of art purportedly by the artist Jackson 
Pollock. In operation for six years (1990-1996), a period 
during which it evaluated hundreds of hitherto unknown 
works and certified only a few for entry into the cata-
logue raisonné, the authentication board dissolved after 

The Problem
In the art market, authentication plays a vital role. 

Authenticators, however, must practice their profession 
at their own risk—a risk compounded by the imperfec-
tions of the authentication process—including incurring 
potential legal liability for their authenticity opinions. 
Over the course of rendering opinions in good faith, they 
have been sued by buyers, owners, and sellers about the 
authenticity, attribution, or authorship of artworks on 
a variety of legal theories, to wit: negligence, negligent 
misrepresentation, fraud, product disparagement, and 
defamation, as well as on antitrust grounds.4 Although 
usually the law, whether state or federal, is on the side 
of art experts, and they have generally prevailed in the 
courts, the costs of vindication have been too great: thou-
sands of hours and dollars spent on legal defense rather 
than on the practice of their profession has increasingly 
forced experts to withdraw from offering their opinions. 
The result of this silence has been detrimental to the art 
market, causing fakes and forgeries of a valuable com-
modity to flood the marketplace.

“In operation for six years (1990-1996), 
a period during which it evaluated 
hundreds of hitherto unknown works 
and certified only a few for entry into the 
catalogue raisonné, the authentication 
board dissolved after the Pollock 
catalogue raisonné was completed.”

Examples of lawsuits that have been brought against 
individual art experts—and ultimately dismissed—in-
clude Kirby v. Wildenstein and Ravenna v. Christie’s. In 
Kirby, an owner of a painting by the artist Jean Béraud 
sued Daniel Wildenstein on a theory of product dispar-
agement after the owner’s painting, evaluated by Wilden-
stein, failed to sell at auction at Christie’s in New York.5 
In dismissing the suit, a New York federal district court 
held, among other points, that the owner of the artwork 
failed to demonstrate a requisite causal connection be-
tween Wildenstein’s statements and any losses sustained 
by the owner. In Ravenna, a painting by Ludovico Car-
racci, a master of the Italian Baroque, was misattributed, 
on the basis of a photograph of the artwork, as being from 
the studio of a minor Italian artist and was consequently 
sold as such by the owner in a private sale.6 When the 
painting, now owned by the buyer, was soon after offered 
for sale by Christie’s New York as an authentic Carracci, 
the original owner sued James Bruce-Gardyne, the Old 
Master specialist at Christie’s who had originally mis-
identified the painting. Bruce-Gardyne (along with Chris-
tie’s) was sued on a theory of negligent misrepresenta-
tion. The New York State Supreme Court, affirmed by the 
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tie’s auction. Prior to the auction, Christie’s sought and 
received authentication of the silkscreen from the War-
hol Estate. A trustee of the Warhol Foundation, Vincent 
Fremont, confirmed the authenticity by stamping the 
work with Warhol’s signature. One year later, a dealer 
interested in buying the silkscreen sought and received 
additional confirmation of the work’s authenticity: Fred 
Hughes, executor of Warhol’s Estate and Chairman of the 
Warhol Foundation, inscribed on the edge of the paint-
ing, “I certify that this is an original painting by Andy 
Warhol completed by him in 1964.” The work changed 
hands again when Joe Simon-Whelan purchased it in 1989 
for $195,000. In 2001 Simon-Whelan decided to sell it. He 
submitted the work to the Andy Warhol Art Authentica-
tion Board for authentication and for inclusion in the War-
hol catalogue raisonné. The authentication board rejected 
the authenticity of the work and stamped “DENIED” 
on the back of the work. Simon-Whelan subsequently 
amassed evidence for the authentication of the work and 
once again submitted the silkscreen to the board for ap-
proval. The board, however, denied the work’s authentic-
ity and once again stamped “DENIED” on the back of the 
silkscreen. 

Simon-Whelan then sued the Warhol Foundation, the 
Warhol Authentication Board, and the successor Executor 
of the Warhol Estate in a New York federal district court 
for failing to authenticate his silkscreen, alleging, among 
other claims, that they had violated §§ 1 and 2 of the Sher-
man Antitrust Act. More specifically, he alleged that the 
defendants had unlawfully conspired to refuse authenti-
cation of his and other works of art so that those rejected 
works would be eliminated from the marketplace, and 
thus to intentionally inflate the value of the Warhol works 
owned by the Warhol Foundation and the other defen-
dants. He asserted that the authentication board was 
dominated and controlled by the Warhol Foundation, 
which the board used as a tool to remove competing War-
hols from the market in an attempt at “monopolization.” 

Although the defendants moved to dismiss the 
complaint for failure to state a claim, the court denied the 
motion and permitted Simon-Whelan’s antitrust claims 
to proceed. What was the court’s line of reasoning? First, 
it found that the complaint’s antitrust claims under the 
Sherman Antitrust Act were sufficiently plausible in that 
the plaintiff had adequately alleged facts pointing to anti-
competitive conduct with a specific objective to monopo-
lize and a probability of achieving such monopoly power. 
Next, the court noted that the complaint had alleged that 
the anticompetitive activities took place within both a rel-
evant product market and a relevant geographic market. 
Third, it found that the plaintiff had successfully alleged 
antitrust injury: that is, he was prevented from compet-
ing as a seller in the lucrative market for Warhols because 
the authentication board had twice stamped “DENIED” 

the Pollock catalogue raisonné was completed. Prior to 
its dissolution, the PK Foundation was sued in Kramer v. 
Pollock-Krasner Foundation for, among other claims, anti-
trust violations pursuant to § 1 of the Sherman Antitrust 
Act, which prohibits conspiracies in restraint of trade, 
and § 2 of the Sherman Act, which prohibits monopo-
lization. In that case, one David Kramer, an art dealer, 
bought a painting privately for $15,000 that, he alleged, 
could be worth $10 million if it were authenticated as 
a Jackson Pollock and sold at auction.7 Both Sotheby’s 
and Christie’s told Kramer that they would auction the 
painting if it were authenticated by the Pollock-Krasner 
Authentication Board. After a careful review, the Board 
refused to authenticate the painting and Kramer brought 
suit. The New York federal district court dismissed all of 
Kramer’s allegations for failure to state a cause of action. 
In doing so, the court, referring to the Sherman Act, noted 
that Kramer had reasonable alternatives, other than at 
Sotheby’s or Christie’s, to selling his painting (privately, 
for example, or through another auction house), and 
therefore no market restraint existed. Moreover, the court 
found that the complaint presented no coherent theory of 
participation by Sotheby’s or Christie’s in the alleged con-
spiracy, and that each house had an independent interest 
in not selling forgeries. The PK Foundation, subsequent 
to dissolution of its authentication board, has contin-
ued to receive legal challenges based on its authenticity 
determinations.

More recently, in 2012, the Andy Warhol Founda-
tion for the Visual Arts dissolved the Andy Warhol Art 
Authentication Board as announced in October 20118 
following a series of controversial authenticity decisions, 
including the double denial of validation of a Warhol self-
portrait prepared by a silk-screen factory that may or may 
not have been created at Warhol’s direction. This decision 
by the Warhol authentication board resulted in a lengthy 
lawsuit, Simon-Whelan v. The Andy Warhol Foundation for 
the Visual Arts commenced in 2007,9 and involved an ar-
ray of claims, including antitrust claims, lodged against 
the Foundation by the owner of the purported Warhol. 
The legal defense for this case alone cost the Warhol 
Foundation more than $6 million (legal costs that it was 
unable to recover from the plaintiff, despite the fact that 
the plaintiff eventually abandoned his claim against it).

“The authentication board rejected the 
authenticity of the work and stamped 
‘DENIED’ on the back of the work.”

The artwork that was the subject of this lawsuit was 
a silkscreened Warhol self-portrait that was one of an 
edition of 10 prepared by a silkscreen factory. There is a 
dispute over whether the series was created at Warhol’s 
direction. This artwork was first sold in 1987 at a Chris-
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them into the stream of commerce for $80.7 million.14 She 
was arrested in May 2013, and later that year pled guilty 
to tax evasion and money laundering. She confessed that 
the paintings were created by Pei-Shen Qian, a Chinese 
immigrant artist living in Queens, New York. Qian was 
indicted but fled to China and is currently believed to be 
in Shanghai.15 In September 2017, Ann Freedman settled 
the last of the lawsuits against her arising out of the forg-
ery scandal, although two lawsuits against the Knoedler 
Gallery were ongoing.16

What About Insurance? 

In today’s litigious environment, the trend of many 
art foundations has been to entirely dissolve their authen-
tication boards (some examples include the Pollock-Kras-
ner Foundation, the Andy Warhol Foundation for the Vi-
sual Arts, the Roy Lichtenstein Foundation, the Estate of 
Jean-Michel Basquiat, and the Keith Haring Foundation) 
in the face of the risks of cost and time posed by litiga-
tion.17 What possible solutions are there to this dilemma? 
Carrying liability insurance is one possible solution, but 
on its own it does not guarantee protection. For example, 
in the Simon-Whelan lawsuit, the Warhol Foundation’s 
insurer, the Philadelphia Indemnity Insurance Company 
(PIIC), initially denied coverage but ultimately agreed 
to pay the full limit of $2 million of defense fees under 
its Errors and Omissions policy—but nothing under its 
Directors and Officers policy. This gave rise to further 
litigation by the Foundation against PIIC18 to recover the 
remaining balance of its defense costs—$4.6 million plus 
interest. The lawsuit ultimately resulted in a settlement 
whereby six years after the Warhol Foundation was sued 
by Simon-Whelan, PIIC reportedly paid to it the “lion’s 
share” of the remaining cost.19

In addition to not guaranteeing protection, liability 
insurance can be particularly burdensome to an individu-
al authenticator. An insurance provider can require the art 
professional to establish and maintain a loss-prevention 
program to help minimize the chance of a professional-
liability claim being brought against the expert in the first 
place. Among elements of such a loss-prevention program 
would be the following: using engagement letters, con-
tracts, and other means to precisely identify the scope of 
services to be performed; keeping written documentation 
of all activity, including telephone calls, billing calcula-
tions, and the like; participating in peer reviews, when 
feasible; and avoiding giving specific warranties and 
similar performance guarantees.20

Adherence to all of these elements can be burden-
some to authenticators—particularly those with modest 
incomes, such as scholars, who practice their profession 
solo. Moreover, alleged noncompliance with even one 
of the above elements might cause an insurance carrier 
to “justify” withholding compensation payments from 

on his artwork, which helped further the alleged antitrust 
conspiracy. Finally, the court found that Simon-Whelan’s 
antitrust claims were timely because he had alleged suf-
ficient facts to invoke the “continuing conspiracy excep-
tion” to the four-year statute of limitations for antitrust 
claims based on the board’s second denial of authenticity. 
Consequently, after having evaluated approximately 6,000 
pieces over a 15-year period, during which time the War-
hol Foundation and board found itself mired in a num-
ber of other authentication controversies,10 the Warhol 
Foundation determined that, in the current legal climate, 
it should dissolve its authentication board and concen-
trate its resources on grant-making and other charitable 
activities.

“Therefore, while liability coverage for the 
art authenticator may be advisable (it can 
work well in conjunction with proposed 
legislation to be discussed below), it 
is unable to function as a stand-alone 
substitution for such legislation.”

When authenticators are silenced, the results can 
be problematic. In 2011, the Knoedler Gallery, a distin-
guished art gallery in Manhattan that had been in busi-
ness for 165 years, closed its doors. The gallery and its 
director, Ann Freedman, were subsequently sued in 10 
cases11 by collectors who had bought fakes through the 
gallery, including works purportedly by the artists Jack-
son Pollock, Clyfford Still, Willem de Kooning and Mark 
Rothko. The Knoedler Gallery had acquired the modern-
ist “masterpieces” from a little-known art dealer on Long 
Island, New York, named Glafira Rosales, who apparently 
sold some 63 works to Knoedler and one other art dealer 
between 1994 and 2009. The works were all new to the 
market, and it is alleged that Rosales was not forthcoming 
about the ownership history of the cache of works. A few 
art experts who authenticated some of the works were 
paid undisclosed consulting fees by Knoedler.12 Other 
scholars privately identified a few of the works as being 
fakes—but were instructed by attorneys to remain silent 
to avoid being sued by Knoedler.13 After many of the 
works had been sold, the FBI commenced an investiga-
tion based on the opinions of several experts who, when 
the works that were the subjects of lawsuits had been sub-
mitted for a determination of authenticity after they were 
sold, either questioned their authorship or denounced 
the works as fake. It is likely that the purchasers of such 
works from Knoedler would have agreed to indemnify 
such experts for any claims or causes of action asserted 
against them for their rendering of the authenticity opin-
ions. Rosales, the art dealer on Long Island who had sold 
the paintings to the Knoedler Gallery, allegedly was paid 
$33.2 million for the fakes, and the galleries allegedly sold 
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Who Is an Authenticator?

The Bill added a broad definition of “authenticator” 
to Article 11 (the Definitions Article) of NYACAL to pro-
tect a wide range of experts. An “authenticator” includes 
authors of catalogues raisonnés or other scholarly texts as 
well as other persons or entities recognized in the visual-
arts community as having expertise regarding the artist, 
work of fine art, or visual art multiple with respect to 
which the authenticator renders an opinion as to authen-
ticity, attribution or authorship. “Authenticator” also 
includes persons or entities recognized in the visual-arts 
or scientific communities who have expertise in uncover-
ing facts (such as forensic scientists) that serve as a direct 
basis for an authenticity or authorship opinion about a 
work of art. The definition of “authenticator” expressly 
excludes any person or entity with a financial interest in 
the work being evaluated, other than to be compensated 
for the rendering of the opinion. 

Requirement of the Claimant

The Bill added a section to the law that would have 
helped to prevent frivolous or meritless lawsuits. Section 
15.12 to Article 15 of NYACAL would have required a 
claimant, in any civil action brought against an authenti-
cator for the expert’s opinion or information concerning 
a work of art, to specify in the complaint facts sufficient 
to support each element of each claim. This requirement 
would effectively expose a frivolous or meritless lawsuit, 
such as the earlier-noted Ravenna v. Christie’s—the case in 
which the New York state courts dismissed a complaint 
alleging “negligent misrepresentation” in the misattribu-
tion by Christie’s and its expert of a Ludovico Carracci on 
the grounds that the plaintiff was unable to set forth any 
special relationship of trust and confidence requisite to 
sustain an action under that theory of liability.22

Cost/Fee-Shifting in Favor of the Art Expert 

Finally, the Bill amended Subdivision 4 of § 15.15 
to create Subdivisions 4(a), (b) and (c). Subdivision 4(a) 
referred to the already existing discretion of the court 
to award court costs and fees to a prevailing purchaser 
of visual art multiples. Subdivision 4(b) permitted this 
same discretion to the court with respect to a prevailing 
authenticator in an action arising from an authenticator’s 
authenticity opinion about a work, subject to the proviso 
that such costs and fees may only be awarded if the court 
finds good and just cause for the award, as specified in 
a written finding. Subdivision 4(c) merely made it clear 
that the already existing discretion of the court to award 
court costs and fees to an art merchant does not extend to 
actions brought against an art authenticator with respect 
to the authenticator’s opinion or information regarding a 
visual art multiple or work of fine art.

an authenticator who is sued. Therefore, while liability 
coverage for the art authenticator may be advisable (it can 
work well in conjunction with proposed legislation to be 
discussed below), it is unable to function as a stand-alone 
substitution for such legislation. 

Proposed Solution—the New York Legislation

To uphold and enhance the integrity of art market 
transactions, it is essential to foster an environment that 
allows art experts to render opinions about the author-
ship of artworks and “visual art multiples.”21 The New 
York City Bar (City Bar), through its Art Law Committee 
of which this writer is a member, has proposed that an ef-
fective way to encourage art experts to practice their pro-
fession is through legislation designed to accord greater 
protection to art experts who render good faith authentic-
ity opinions on works of art, including multiples. Yet, at 
the same time and in keeping with public policy, the City 
Bar recommends that the courts should be accessible to 
all parties so as not to deter meritorious lawsuits brought 
against such authenticators under New York state law. 

Accordingly, the City Bar—with the support of EASL 
and an array of art market constituents, among them mu-
seums of both regional and international stature, multiple 
trade associations involving art dealers, appraisers, and 
the International Foundation of Art Research—approved 
legislation drafted by its Art Law Committee, which had 
been a bill pending in the New York State Legislature in 
its 2017 session under sponsorship in both the New York 
State Assembly and the New York State Senate (the Bill).

“It would be fitting that New York, the art 
capital of the United States and a leading 
center of the worldwide art market, be 
a pioneer in creating incentives for art 
experts to render authenticity opinions 
without fear, thereby enhancing the 
integrity of art transactions conducted in 
New York State and perhaps serving as 
a model for other states to enact similar 
legislation.”

Elements of the Bill

The Bill addressed important deficiencies in the 
provisions of the New York Arts and Cultural Affairs Law 
(NYACAL), the state statute that governs art transactions 
in New York State. The key deficiency of the statute is 
the absence of protections under the law for the valuable 
work of authenticators who render independent, good-
faith opinions about the authenticity, attribution, and 
authorship of works of artwork. 
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The Bill’s Unhappy Journey
The Bill was introduced into the state legislature in 

three consecutive sessions. Each time, it passed the New 
York State Senate by a vote of 61 to 1, and remained 
stalled in committee in the Assembly. Given the complex-
ion of the state legislature, the Bill was not introduced in 
2018.

Conclusion
While, as noted, the Bill has the support of an array 

of art market constituents, the passage of this legislation 
would be unique in the United States. It would be fitting 
that New York, the art capital of the United States and a 
leading center of the worldwide art market, be a pioneer 
in creating incentives for art experts to render authenticity 
opinions without fear, thereby enhancing the integrity of 
art transactions conducted in New York State and perhaps 
serving as a model for other states to enact similar legisla-
tion. Unfortunately, despite the myriad of abuses taking 
place in the art market, the enactment of legislation of this 
nature is not, at this time, a priority in Albany.
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mistake is substantial and fundamental to the deal, for 
instance a question of authenticity, and assumption of risk 
has not been assigned to a contracting party, the contract 
can be rescinded following a complaint by one party of a 
newly discovered fact.5 Conversely, parties can contractu-
ally assign risk (contractual warranty) and prevent the 
defense of mutual mistake of fact. If there is no contrac-
tual warranty, sellers can assert a conscious ignorance 
defense to prevent contract rescission.6 The conscious 
ignorance defense rests not on whether there was mutual 
limited knowledge, but rather, whether the party request-
ing rescission had both the means and the opportunity to 
supplement his or her or its knowledge and learn the fact 
before sale.7

This defense was tested in Jerome M. Eisenberg, Inc. v. 
Hall. There the majority found that because Eisenberg, a 
qualifi ed appraiser and expert in Roman, Egyptian, and 
Near Eastern Art, purchased inauthentic art from an ex-
pert art seller after Eisenberg had purchased art from the 
same seller that was also later determined to be inauthen-
tic, a trial court could fi nd that Eisenberg was negligent 
in not conducting more tests to determine authenticity. 
The court determined that he was therefore not entitled 
to contract rescission. However, the dissent quoted Feigen, 
another New York case dealing with an art transaction, 
asserting that “there is no authority for the proposition 
… that in a contract between an expert and non-expert, 
rescission based on mutual mistake is unavailable to the 
expert.”8 The judge in Feigen denied the seller’s argument 
that the buyer had a duty to authenticate the claimed 
Matisse because the buyer had more expertise.9 The Eisen-
berg dissent also cited Upton Gallery, Inc. v. Doninger, argu-
ing that there, the court rejected the conscious ignorance 
defense because both parties entered into the sale agree-
ment on the assumption that the painting was an authen-
tic Bernard Buffet, and the seller should not be entitled 

By substantially changing our everyday world, tech-
nology has disrupted traditional contracting and created 
new demands of the legal fi eld, from drafting 
performance contracts between athletes and 
sports teams, to negotiating purchase agree-
ments between buyers and sellers of rare art. 
Lawyers are migrating from traditional meth-
ods of drafting and assessing risk, and instead 
favoring innovative methods that account for a 
rapidly changing digital environment. Techno-
logical innovation demands that instead of an-
ticipating events that may or may not happen, 
lawyers must draft with fl exibility to capture 
inevitable, yet unpredictable, developments.

This article looks back at the impact of some 
of the technological innovations of the past 30 
years, since the founding of EASL, and how they have 
impacted the practice of law in the entertainment, arts, 
and sports law fi elds. While there are dozens of such ex-
amples, and each can be explored in lengthy law review 
articles, this article offers an overview of several, includ-
ing new methods for testing the authenticity of visual art, 
the ever-evolving impact of the Digital Millennium Copy-
right Act of 1998 (DMCA), the creation of livestreaming 
technology and the consequent ability of average specta-
tors to create and distribute live broadcasts, the develop-
ment of blockchain contracts, and the tension between the 
evolution of new means of athletes’ doping and tools for 
its discovery. 

Technology and Art
Technology has been developed—and is being 

improved every day—to test the authenticity of visual 
artworks. Previously, experts conducted stylistic evalua-
tions to rule on authenticity, while currently, scientists use 
equipment, such as electron scanning microscopes and 
gas chromatography with mass spectroscopy, to chemi-
cally analyze materials.1 The questions of what happens 
if a piece of art is discovered to be inauthentic after sale 
and who bears the risk arise with greater frequency.2 The 
question of authenticity has always been a looming one 
in art sales, and a statement from an expert is no longer 
suffi cient. Scientifi c analyses can create direct confl icts 
with expert rulings, which can result in serious legal and 
fi nancial consequences.3 Advanced authenticity technol-
ogy for visual works has changed the way that lawyers 
draft sale and purchase agreements for such art.4 

For example, the mutual mistake of fact doctrine has 
been refi ned in the visual arts context. When there is a 
mutual mistake of fact at the time of the deal and that 
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much return on investments as possible, livestreaming 
services, such as Netflix, restrict access to movies and 
television shows, depending on the country in which the 
viewer is located.18 Demand varies by country, so studios 
charge more to such streaming services to provide popu-
lar shows and movies in certain locations. Netflix may 
negotiate content deals in one country but not in another, 
because of price variations. As travelers have access to 
only those titles that are available in the country in which 
they are viewing, Netflix blocks certain titles when view-
ers travel. To avoid this, users have been connecting to 
virtual private networks (VPN) that mask a device’s inter-
net protocol address, and make it appear as if a user is in 
a country in which a particular title is available. Though 
this is prohibited by Netflix’s terms of service, consumers 
were doing it so frequently that studios demanded Netflix 
pay larger content fees. In response, Netflix blocked some 
VPNs.19 

Netflix and similar technologies disrupted traditional 
studio licensing, and when combined with the technol-
ogy that makes Netflix possible, changed entertainment 
contract law. Previously, content could only be shown 
in particular theaters or on particular networks; now, 
Netflix and similar platforms enable viewing anywhere. 
While Netflix’s attempt to ban VPNs is understandable, 
the development of technology that provides new ways 
to access restricted content is constant.20 Content agree-
ments, therefore, need to adapt to meet this ever-chang-
ing market.21 For example, in 2014, the Supreme Court 
heard American Broadcasting Cos. v. Aereo, Inc. Aereo was a 
start-up company that marketed and sold a subscription-
based streaming service for local television channels to 
online subscribers.22 Aereo used micro-antennae to record 
content from over-the-air broadcast signals. The company 
did not pay any broadcast television networks for the re-
cordings. ABC, NBC, CBS, and FOX sought a preliminary 
injunction to prevent the company from launching its ser-
vice. The Supreme Court found that Aereo infringed on 
copyrights by distributing over-the-air broadcast content 
without paying licensing fees.23 Notably, the Court lim-
ited its decision to retransmission of broadcast television, 
choosing not to extend it to cloud-based technology.

Another area in which streaming technology has had 
a significant disruptive impact is sports broadcasting. In 
2011, for example, the National Football League (NFL) 
agreed to grant its television rights to ESPN through 
the 2021 season.24 As that agreement was just the first 
of many with traditional cable companies set to expire, 
the NFL has been and will continue to negotiate with 
nontraditional providers, such as Verizon, to allow for 
livestreaming. It is rumored that Verizon and the NFL 
struck a $2.5 billion per year deal for livestreaming of 
NFL in-market games, highlights, and commentary, 
streamable to almost any device.25 Other sports leagues 
will likely do the same as their television agreements 
expire. Major League Baseball (MLB) deals end after the 
2020 season and National Basketball Association (NBA) 

to a windfall because the value of the painting was much 
lower than the contract price.10  

Technology and the DMCA
The DMCA is the U.S. codification of the 1996 World 

Intellectual Property Organization Copyright Treaty 
(Treaty) of 1996.11 The original purpose of the Treaty was 
to regulate copyright in the era of fast-paced digital tech-
nology progress.12 However, the DMCA has proven to be 
extremely controversial, as some question the resulting 
illegality of reverse engineering software and the anti-cir-
cumvention rule, the latter of which prohibits users from 
breaking “access controls” of copyrighted works.13 Access 
controls are often presented as “digital rights manage-
ment” (DRM). The most well-known example of an access 
control of a copyrighted work is the DRM on DVDs that 
prevents companies from making DVD players that play 
unauthorized DVDs made overseas. Though this example 
is practically harmless and arguably helps the entertain-
ment industry enforce copyrights, it opens for discussion 
the issue of how much control a purchaser should have 
over a good. When a consumer purchases a DVD, should 
that consumer be allowed to use it in any way? DRMs 
present a wide range of challenges in other contexts as 
well. For example, the anti-circumvention provision 
technically prohibits mechanics from reverse engineering 
or manipulating the software in cars to diagnose and fix 
problems. This can create a manufacturer’s monopoly on 
car parts and auto repairs.14 Further, security experts who 
oppose the anti-circumvention provision argue that it also 
prevents reverse engineering or manipulation of software 
to fix bugs that allow hackers, for example, to remotely 
take control of a car and crash it, to interfere with live-
saving medical devices, or to stalk a family by listening in 
on its private conversations through devices, such as the 
Amazon Echo.15 Opponents of the DMCA argue that it 
too harshly restricts rights of use of copyrighted material 
and therefore stalls progress and possibly creates holes 
in security.16 The DMCA has been challenged in the U.S. 
District Court for the District of Columbia in Green v. U.S. 
Dep’t Justice.17 This DMCA debate and ensuing legisla-
tion asks us to balance the protection and enforcement of 
copyrights against the freedom to experiment with and 
possibly improve upon technology.

“Netflix and similar technologies 
disrupted traditional studio licensing, and 
when combined with the technology 
that makes Netflix possible, changed 
entertainment contract law.”

Technology and Entertainment
Livestreaming technology has also upended exist-

ing copyright law. To protect copyrights and to earn as 
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the Socony-Vacuum Oil Company, by paying observ-
ers stationed at points outside, but within field view, of 
Forbes Field to broadcast identical news about the games. 
The court granted a preliminary injunction, finding that 
both the plaintiffs and defendants were using baseball 
news as material for profit, and KQV’s actions constituted 
unfair competition. 

Streaming services not only present new contracting 
challenges, disrupting common expectations concern-
ing pricing and exclusivity, but also create policing and 
enforcement challenges to sports leagues and cable com-
panies, as multiple streaming platforms vie for the right 
to stream and customers have the ability to livestream 
events to and from almost any device.36 Personal stream-
ing platforms such as Facebook Live, Meerkat, and Peri-
scope also create policing and enforcement challenges, as 
fans can personally livestream to social media any event 
they are attending or anything they are watching on tele-
vision.37 Though such streaming is usually against press 
credential and ticket-back policy, sports leagues need to 
balance between providing the best possible fan experi-
ence and protecting broadcasting rights, particularly as 
they struggle to find ways to engage younger fans.38

Are Blockchain and Smart Contracts Replacing 
Lawyers?

In addition to contracting with the teams for whom 
they play, athletes frequently contract with companies 
and venues. When entering into endorsement agree-
ments, however, athletes do not have a players’ union to 
represent them. Instead, they must either hire lawyers 
or agents or represent themselves. As a result, athletes, 
as well as artists and entertainers, are being introduced 
to the use of smart contracts through blockchain.39 As 
explained by proponents, the purpose of blockchain is 
to give contracting power to artists or athletes.40 Block-
chain is an independent “decentralized system that exists 
between all permitted parties.”41 Essentially, each side, 
without counsel, agrees to contract terms. The contract is 
converted to computer code, stored, and replicated on the 
blockchain system. The agreed-upon fee is also some-
times programmed into the blockchain to be automati-
cally distributed upon completion of the contract terms. 
It is supervised by a network of computers, so in theory 
there is no need to pay intermediary fees for attorneys or 
supervisors of the contract. The parties can code virtually 
any triggering event, and once the blockchain recognizes 
that event, the contract is self-executing. One example 
would be a mall paying a performer to do an appearance 
once a month for a year.42 The triggering event is coded as 
one mall appearance per month for the calendar year, and 
as soon as the blockchain is entered, the smart contract 
software code will continuously sweep the internet for 
evidence that the terms have been met. Evidence can 
include photos uploaded by the performer to his or her 
social media page, news reports, or hashtags on Twitter. 

contracts expire after the 2024 season. Analysts believe 
that despite declining reported ratings for televised 
sports, the price of media rights will continue to climb, 
as livestreaming providers join the negotiating table with 
sports leagues and television networks.26

Streaming technology has led to various legal pro-
ceedings as well. Following American Needle v. NFL,27 in 
which the Court found that NFL teams are distinct eco-
nomic actors with separate economic interests that are ca-
pable of conspiring, sports leagues were sued for various 
antitrust violations. MLB recently settled a class action 
by agreeing to lower the cost of the league-wide package, 
provide local team live broadcasts online, provide view-
ers with the option of following one team online through 
the season without buying the entire package, and allow 
viewers to access a visiting team’s broadcast online.28

“The agreed-upon fee is also sometimes 
programmed into the blockchain to be 
automatically distributed upon completion 
of the contract terms.”

The antitrust suit was filed against the MLB, Com-
cast, and DirecTV in 2012, by a class of MLB viewers who 
alleged that the MLB teams were a cartel that agreed 
to eliminate competition in the distribution of baseball 
games over the internet and television.29 The suit sur-
vived summary judgement in 2014, when U.S. District 
Judge Shira Scheindlin held that baseball’s antitrust 
exemption did not apply to television broadcasting rights, 
because such rights are not central to the business of 
baseball.30 The National Hockey League (NHL) and NFL 
faced similar antitrust class action suits. The NHL settled 
by offering an option for viewers to purchase a package 
with their teams’ out-of-market games.31 The lawsuit 
against the NFL was dismissed by a California federal 
court because the court found, among other things, that 
output was not restricted, there was no harm to competi-
tion, and there were procompetitive effects resulting from 
DirecTV’s renegotiation with the NFL every few years.32 
The court found the NFL broadcast arrangements differ-
ent from the MLB and NHL arrangements, because unlike 
the MLB and NHL, the NFL owns the rights to every 
game broadcast.33 Further, in 2017, Dish Network sued 
Univision asserting that the latter undercut the value of a 
licensing deal when it streamed soccer games on Face-
book.34 The case is currently in the Southern District of 
New York, although many documents have been sealed. 

The precursor to these modern streaming lawsuits is 
the 1938 case of Pittsburgh Athletic Co. v. KQV Broadcasting 
Co. from the Western District of Pennsylvania.35 There, 
Pittsburgh Athletic Company (owner of the Pittsburgh 
Pirates) argued that radio station KQV was interfering 
with Pittsburgh’s property rights in the home field games, 
which it had exclusively assigned to General Mills and 
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to use whatever means they choose to compete at the top 
levels of their sports.48

Further complicating the matter is state-sponsored 
doping,49 as well as state and private regulations sanc-
tioning doping. For example, following the scandal at the 
1998 Tour de France bicycle race, France became the first 
country to enact anti-doping legislation. Many countries 
and independent agencies then developed their own poli-
cies. This, however, led to disparate results. In recognition 
of the lack of uniformity in regulation, the IOC convened 
a World Conference on Doping in Sport, which took place 
in Lausanne, Switzerland during February 1999. This 
resulted in the establishment of the World Anti-Doping 
Agency (WADA), the “international independent agency 
composed and funded equally by the sport movement 
and governments of the world.”50 WADA is comprised 
of 38 IOC representatives. They created the Anti-Doping 
Code (the Code). While governments cannot be bound by 
the Code, states are ratifying it individually by adopting 
the UNESCO International Convention Against Doping in 
Sport, the first global international treaty against doping 
in sport.51

Though medical and technological advancements 
have led to new ways to administer such performance 
enhancing drugs, those advancements have also led to 
new anti-doping testing. WADA first enacted a cap for 
EPO levels, for example, banning athletes from competing 
if their volume percentages of red blood cells was above 
the cap.52 Doctors now additionally test for blood trans-
fusions or EPOs using urine analysis and “blood pass-
ports,” which are long-term records of the characteristics 
of an athlete’s blood that can reveal short-term manipu-
lation.53 These methods, of course, are not 100% accurate 
and sometimes produce false positives. However, new 
methods to test for doping are being created every day. 
Technological advancement has also led to methods of 
retesting old blood samples to ensure clean performances. 
As tests develop more sensitive screening and longer 
detection windows, agencies like the United States Anti-
Doping Agency can take advantage of WADA’s provision 
in the Code that allows blood and urine samples to be 
kept and retested for up to 10 years. This, some argue, 
deters athletes from doping because even if they can get 
away with it today, there is no guarantee that the samples 
will not be retested in the future and test positive for 
performance-enhancing drugs with consequent penalties 
or reputational harm in the future.54

Conclusion
Technology continues to disrupt traditional legal 

practices. Instead of reactive lawyering, however, we 
should aim to create proactive systems of contracting and 
risk assignment. Technology allows for innovation and 
creativity in engineering and business, and it seems ap-
propriate that moving into the future, the legal profession 
uses that same innovation and creativity to adapt contrac-
tual practices to the needs of our ever-changing society.

Once the obligation has been fulfilled, the blockchain 
automatically releases the agreed-upon fee. 

Proponents argue that this is the contract system of 
the future, as it is faster, cheaper, more secure, and of-
fers greater transparency than do traditional contracts.43 
They also argue that smart contracts can be used across 
the legal spectrum, including with financial derivatives, 
performance obligations, appearances, insurance premi-
ums, property agreements, credit enforcement, financial 
services, and crowdfunding agreements. Smart contracts 
represent a total overhaul of the traditional contracting 
system. Instead of using players’ associations or labels 
for representation, athletes and artists are advocating for 
“peer-to-peer” contracting.

”Technology continues to disrupt 
traditional legal practices. Instead of 
reactive lawyering, however, we should 
aim to create proactive systems of 
contracting and risk assignment.”

Although this topic is ripe for discussion, entertain-
ment, arts, and sports negotiations often present complex 
legal arrangements with financial stakes that usually 
warrant the engagement of experienced counsel. Though 
smart contracts may be appropriate in certain circum-
stances, in most entertainment, arts, and sport contexts, 
traditional contracting methods are well worth the 
investment.44

Technology and Doping
Technology has greatly impacted both how perfor-

mance enhancing drugs are made, and also how they are 
policed. Though believed to date back to well before the 
19th century, doping in modern sports, or the use of per-
formance enhancing drugs, became familiar to the public 
in 1896, with the first reported doping-related death fol-
lowing the Bordeaux-Paris bicycle race.45 

Today, doping is perceived as widespread.46 Ad-
vancements in science and technology have evolved in 
sports doping, from the use of amphetamines, to ana-
bolic steroids, and blood doping. Blood doping involves 
increasing hemoglobin on the red blood cells to obtain 
a higher level of oxygen in the blood. This is believed 
to enhance performance.47 Originally, athletes would 
have red blood cells removed, then replaced, to increase 
hemoglobin (blood transfusions), but since the Interna-
tional Olympic Committee (IOC) banned that technique 
in the 1970s, athletes have been using other methods 
(such as taking Erythropoietin (EPO)) for the same result. 
Although the IOC responded by regulating against such 
methods, medical and technological advancements con-
tinue to present new challenges to regulation. Scholars, 
doctors, athletes, and others argue over whether doping 
should be legislated, or whether athletes should be free 
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39. Smart contracts are also known as blockchain contracts, self-
executing contracts, or digital contracts.

40. See Jon Southurst, Ex-Rugby Star: Smart Contracts Could Prevent 
Legal Disputes in Sport, Coindesk (Jan. 22, 2015, 12:27 PM), available 
at https://www.coindesk.com/ex-rugby-star-smart-contracts-
prevent-legal-disputes-sport/. 
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examination of the mobile and inattention to 
the “AC” signature.4

The seller’s expert, Linda Silverman, 
refused to examine the archival photograph 
because she found it unreliable. Clearly, 
the court was impressed by her meticulous 
hour and a half long examination of every 
blade and joint of the work, as well as the 
“AC” signature. Moreover, the seller could 
establish flawless provenance for the piece, 
favoring a finding of authenticity. Thus, the 
court concluded that despite the great weight 
accorded to Perls and his superior credentials 
as an acknowledged expert on Calder, “the 
mobile is [more likely than not] not a forgery, 

but the original Rio Nero which has been misas-
sembled and abused to the point that, on cursory exami-
nation, it does not exactly resemble the original photo and 
has lost its delicate balance required for proper hanging.”5 

This case is a prime example of the art market reject-
ing a court-authenticated work and assessing it as having 
no market value. The seller kept the purchase price of 
$500,000. The work, however, is excluded from the cata-
logue raisonné and reportedly remains in storage, unsale-
able as a work by Calder.6 Unsurprisingly, the work has 
negligible market value because the art market trusts the 
opinion of Perls, not the court.7 

In another authenticity case, coincidentally involv-
ing Calder, a New York State appellate court in Thome v. 
Alexander & Louisa Calder Foundation8 was called upon to 
determine in a declaratory judgment action the authen-
ticity of two theatrical stage sets that were purported to 
be works by Alexander Calder. The court observed that 
“because of the procedures and processes by which our 
civil litigation is decided, courts are not equipped to 
deliver a meaningful declaration of authenticity. For such 
a pronouncement to have any validity in the marketplace 
or artworld, it would have to be supported by the level 
of justification sufficient to support a pronouncement 
by a recognized expert with credentials in the relevant 
specialty. ... [I]n our legal system, courts have neither the 
education to appropriately weigh the experts’ opinions 
nor the authority to independently gather all available 
appropriate information.”9 In ruling that the plaintiff 
was not entitled to a declaration of authenticity, the court 
pointed out that a declaration of authenticity would not 
resolve the plaintiff’s situation, “because his inability to 
sell the sets is a function of the marketplace.”10 Moreover, 
the court ruled that the Foundation, a private entity, could 
not be compelled to include a particular work in its cata-
logue raisonné based solely on the court’s independent 
finding that the work is authentic.11 The creation of a 
catalogue raisonné is a private scholarly endeavor, “and 

In an oft-cited 1903 Supreme Court deci-
sion, which upheld copyright in a color post-
er drawing of circus performers, Justice Oli-
ver Wendell Holmes, Jr. wrote: “It would be 
a dangerous undertaking for persons trained 
only to the law to constitute themselves final 
judges of the worth of pictorial illustrations, 
outside of the narrowest and most obvious 
of limits.”1 Nevertheless, courts decide all 
manner of art disputes—copyright, authen-
ticity, title, contracts, even the very nature of 
art—often acknowledging, as Justice Holmes 
did so eloquently over a century ago, their 
limitations. Courts hearing an authenticity 
dispute, for example, are aided by expert 
testimony adduced by both sides, and must ul-
timately determine, based on a preponderance 
of the evidence (more likely than not) standard, whether 
an artwork is real or fake. The judge or jury deciding the 
facts may have little or no expertise in art, the language of 
connoisseurship, the validity of a provenance report, or 
comprehend underlying scientific evidence supporting or 
discrediting the authenticity of the work.

It is not surprising, then, that the art market may 
disregard a court’s ruling. The art market is not required 
to accept it as truth and is not bound by it. The art market 
bases its belief on the validity of a work on the opinion 
of a recognized expert on that artist’s oeuvre, whether it 
be the artist’s foundation, family member, dealer, scholar 
or moral rights holder. Several courts have observed that 
litigation may not always fit with the objectives of an art 
dispute. Courts may base their determination on fac-
tors such as connoisseurship, provenance, and forensic 
inquiry, but in the end, the art market is the final arbiter 
as to whether a work is “right” (salable) or not. 

Battle of the Experts
For example, in Greenberg Gallery v. Bauman,2 a group 

of art dealers bought a work they believed to be Rio Nero, 
a 1959 mobile by the renowned artist Alexander Calder. 
After failing to make it hang properly, the buyer dealers 
sought to rescind the sale. When the seller refused, they 
sued under theories of fraud, breach of express warranty, 
and material mistake of fact. At trial, connoisseurship evi-
dence was introduced by both sides. Klaus Perls, Calder’s 
exclusive American dealer for 20 years and a recognized 
Calder expert, testified in a deposition that a Calder 
“forgery . . . is usually quite apparently a forgery because 
it does not fit in the feel of a real Calder.”3 Perls’s meth-
odology was to compare the mobile to an archival pho-
tograph he had taken of the original mobile before it left 
his gallery in 1962. Despite Perls’s premier credentials as 
an expert on Calder, the court was critical of his cursory 
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droit moral of the artist concerning the authorship of the 
work. By finding Nikiel liable in damages because of her 
opinion, the Court of Appeals had breached her right to 
freedom of expression under Article 10 of the European 
Convention of Human Rights. Moreover, by ordering 
Nikiel to include the painting in her catalogue raisonné 
against her conviction to the contrary, the Court of Ap-
peals had violated her right to express her beliefs under 
Article 9 of the European Convention of Human Rights.17  
As for the final determination of the work’s authenticity, 
at the end of the day, it is a matter for the art market to 
decide.

As illustrated in the cases above, decisions made by 
traditional courts—authenticity cases, for example—are 
not always accepted in the art market. Traditional courts, 
which are not trained in art matters, may rule that a spe-
cific work is authentic. However, if the art market believes 
an expert who testifies otherwise, then doubt about the 
work may linger long after the ink has dried.

Enter the Court of Arbitration for Art
To respond to a growing perception of a need for a 

specialized forum dedicated to resolving art disputes, a 
new tribunal was created.18 This court was founded by a 
working group, spearheaded and organized by William 
Charron, partner at Pryor Cashman, and Advisory Board 
member of The Hague-based nonprofit Authentication 
in Art (AiA),19 which holds an interdisciplinary confer-
ence on art authentication every two years. Following the 
AiA 2016 Congress, Charron set out to create a mediation 
and arbitration tribunal exclusively dedicated to resolv-
ing art disputes, which became known as the Court of 
Arbitration for Art (CAfA). The specialized court would 
be administered jointly by the AiA and the Netherlands 
Arbitration Institute (NAI),20 also based in The Hague. 
The original working group included New York-based art 
lawyers Luke Nikas, partner at Quinn Emanuel Urquhart 
& Sullivan, LLP; Megan Noh, partner at Cahill Cossu Noh 
& Robinson LLP, and myself. Over the next 18 months, 
the four of us met regularly to conceptualize the court, 
report back to each other on our interviews with art 
market participants, such as provenance researchers, art 
historians, and forensic scientists, and critically, to devel-
op a set of rules21 that would provide market legitimacy 
and decisional accuracy. A literature review of alternate 
dispute resolution (ADR) principles generally and other 
specialized tribunals specifically was conducted.

To provide a balanced international perspective to the 
working group, the original group was joined by Nicola 
Wallace, Barrister and Mediator, 4 Paper Buildings, Lon-
don and Friederike Gräfin von Brühl, M.A., K&L Gates 
LLP, Berlin. 

Here are a few highlights:

• While CAfA is seated in The Hague, proceedings 
may be conducted around the globe, addressing a 
wide spectrum of art disputes, including authen-

neither its issuance nor its contents are controlled by any 
governmental regulatory agency. . . . Whether the art 
world accepts a catalogue raisonné as a definitive listing 
of an artist’s work is a function of the marketplace, rather 
than of any legal directive or requirement.”12 

In France, there have been a number of high profile 
authenticity lawsuits in the past two decades in which 
an aggrieved owner has challenged an expert (author of 
a catalogue raisonné, artist’s foundation, or connoisseur 
deemed by the art market as the “leading expert” on a 
given artist). The main aim of these cases is to challenge 
the expert’s denial of the work’s authenticity. Experts 
have defended themselves, not always successfully, by 
invoking their freedom of expression or by claiming that 
their rejection of a work in a catalogue raisonné was not 
an opinion on authenticity. French courts, relying on 
court-appointed experts, have overruled opinions by 
leading art experts, sometimes ordering the inclusion of 
a work in a catalogue raisonné and finding the leading 
expert liable for negligence and monetary damages.13 

In 2014, the Cour de Cassation (French Supreme 
Court) took a 180-degree turn from past cases14 in a 
landmark decision involving the authenticity of a work 
attributed to French Cubist painter Jean Metzinger, titled 
La Maison Blanche.15 In that case, the owner of the work, 
Laurent Alexandre, found a buyer willing to purchase it 
for €60,000 on the condition that Bozena Nikiel, author of 
Metzinger’s catalogue raisonné and holder of the artist’s 
droit moral, authenticate the work and include it in her 
forthcoming catalogue raisonné. When Nikiel refused, 
claiming the work to be “painted in the style of” Metzing-
er, Alexandre requested an opinion by a court-appointed 
expert, who found the work authentic.16 Nikiel continued 
to reject the work, and offered no evidence to support this 
opinion, whereupon Alexandre sued on the grounds that 
Nikiel was abusing her status as droit moral holder. 

The Tribunal de Grande Instance of Paris (the lower 
court) ordered Nikiel, who disputed the work’s authen-
ticity, to include the work in her catalogue raisonné, and 
to pay Alexandre €10,000 in damages for “the loss of 
the chance to sell the painting.” On appeal, the French 
high court affirmed the lower court, finding that Nikiel’s 
refusal to authenticate the work and include it in the 
catalogue raisonné was a chargeable offense in view of 
the opinion of the court-appointed expert. The appel-
late court ordered Nikiel to pay Alexandre an additional 
€30,000 in damages or, in the alternative, authenticate the 
work and include it in the Metzinger catalogue raisonné 
within one month of the decision. Adamant in her posi-
tion, Nikiel appealed the decision to the French Supreme 
Court, contesting the credentials of the court-appointed 
expert and insisting that her research should have led him 
to consider the authenticity of the work as “doubtful.” 

In a sharp departure from past cases, the French 
Supreme Court overturned the Court of Appeals decision 
on the grounds that Nikiel’s refusal to authenticate the 
painting was the result of her “intimate conviction” of the 



30 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3

Background on EASL’s ADR Committee
Since this article is intended to be a retrospective 

piece, not only about the law, but also the EASL Section 
in celebration of EASL’s 30th Anniversary, I offer a few 
observations in that spirit.

Over the years, I have perceived a steady recognition 
in the legal community in the value of considering the 
resolution of entertainment disputes by means of media-
tion, arbitration, and processes other than litigation. The 
art world has been slower to embrace ADR, that is, until 
recently.

When EASL’s ADR Committee was created in 2005, 
its mission (based on my own notes at the time) was 
primarily to educate EASL members in arbitration and 
mediation through CLE and non-CLE programs and 
to mentor those desiring training “to address what we 
perceive is a growing need for mediation and arbitration 
services for disputes in the arts, entertainment and intel-
lectual property areas of law.” The Committee’s mission 
was formalized in 2012:

The EASL ADR Committee encourages 
EASL members to consider the resolu-
tion of disputes by means of mediation, 
arbitration and processes other than liti-
gation. Since the Committee’s formation 
in 2005, we have offered a wide range of 
CLE programs, including lectures, mock 
mediations and arbitrations and other 
interactive methods of instruction taught 
by some of the most distinguished practi-
tioners in the field of Dispute Resolution. 
Our events are geared for participants of 
all levels of experience and provide our 
members with an important set of skills 
for the practice of entertainment, arts and 
sports law.

In 2009, I was asked to do an informal survey for 
the City Bar Art Law Committee and inquired at several 
museums and auction houses, as well as private practitio-
ners, on their adoption of ADR. While the research was an 
anecdotal, and not a scientific, survey, it quickly revealed 
that there was not much use of ADR in art-related mat-
ters, with the exception of major auction houses, which 
had departments dedicated to facilitating a dialogue 
between a consignor and claimant to settle a title dis-
pute. Museums tended to negotiate settlements without 
the assistance of third parties. For example, in 2006, the 
Metropolitan Museum of Art (Met) and Italian govern-
ment reached an agreement resulting in the Met’s return 
of the Euphronios krater and other objects in its collection 
to Italy in exchange for long-term loans of other antiqui-
ties of “equivalent beauty and importance.”24 Overall, 
other kinds of disputes involving museums and auction 
houses tended to be litigated in court, although there 
were exceptions.  

ticity, contract, chain of title, copyright, and more. 
CAfA decisions will be legally binding under the 
1958 New York Convention on the Recognition and 
Enforcement of Foreign Arbitral Awards and other 
international conventions. 

• CAfA mediators and arbitrators, who are seasoned 
art lawyers with extensive art market and ADR 
experience, are selected by a committee consisting 
of academics and former judges who have gained 
particular experience in art law.22 The idea is that 
the market is more likely to accept decisions made 
by practitioners who are better equipped to un-
derstand and properly weigh the evidence than a 
traditional court. 

• Disputes valued at €1.5 million and above will 
be heard by a panel of three arbitrators. Below 
that value, a single arbitrator will be appointed. 
The parties select the arbitrator(s) from the pool 
described above. Each party selects an arbitrator 
from the pool described above, and then those two 
arbitrators select a third. 

• In cases involving authenticity, CAfA will appoint 
its own forensic and provenance experts from an 
internationally recognized pool rather than hear 
competing experts. The concept here is to reassure 
the market as much as possible that authenticity 
decisions are based on objective expert analysis, 
rather than having to weigh testimony favoring 
each side. Court-assigned experts will be respon-
sible to the court to ensure neutrality.23 Costs and 
fees will be evenly divided by the parties. 

• Additionally, a “technical process advisor” (a role 
analogous to a “special master” in U.S. discovery 
procedures) will be appointed in certain cases, 
with the parties’ consent, to oversee the discovery 
process and discuss it with the experts (together 
with the parties) where additional scientific testing 
is necessary. 

• Arbitral proceedings will be conducted in private, 
as with traditional ADR. At the conclusion of a case, 
the arbitrator(s) will publish a written opinion ex-
plaining how he or she or they reached a decision. 
The names of the parties will be kept confidential, 
but the artwork will be identified, to ensure market 
understanding and acceptance of the final determi-
nation.

Ultimately, the primary objective of the working 
group was twofold: to create a tribunal that could pro-
vide both market legitimacy and decisional accuracy. 
Everything we analyzed reflected back to the questions 
of whether this was something the market would likely 
accept and whether it best positions the tribunal to reach 
the correct results. 



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3 31

Addressing the topic of the under-utilization of 
mediation in the art world at the Appraisers Association’s 
Art Law Day in 2010,25 I found the audience receptive and 
open-minded, even enthusiastic. I was optimistic. Had the 
tides turned? In my own ADR practice, I was called upon 
more and more frequently to serve as an arbitrator or 
mediator in disputes involving galleries, dealers, artists, 
buyers, and sellers, who turned to ADR for their advan-
tages of privacy, cost-effectiveness, and flexibility. I began 
to teach principles of mediation and arbitration to my 
Master’s of Art Business students at Sotheby’s Institute of 
Art, impressing upon them that litigation is not the only 
method of resolving a conflict. Mock negotiations and 
mediations in class led to creative settlements that a court 
would never have the power to reach. A new generation 
of art professionals was willing to consider alternatives to 
litigation.

With the creation of CAfA, there is truly an alterna-
tive to resolving art disputes. Now that, and EASL’s 30th 
Anniversary, are worth celebrating!

https://www.artatlaw.com/archives/archives-2014-jan-dec/
expert-opinion-u-turn-french-supreme-court.

18. The Court of Arbitration for Art (CAfA) was officially launched by 
the Netherlands Arbitration Institute (NAI) in conjunction with 
The Hague-based Authentication in Art (AiA) at the AiA Congress 
on June 7, 2018.

19. Authentication in Art (AiA) comprises a group of prominent art 
world professionals who joined together to create a forum that can 
catalyze and promote best practices in art authentication. AiA 
provides leadership, shapes dialogue and develops sound practice 
guidelines with the global art community, including collectors, art 
historians, art market professionals, financial institutions, legal 
advisors, trust and estate practitioners, and other industry 
stakeholders. http://authenticationinart.org/about-us/.

20. https://www.nai-nl.org/en/.

21. The CAfA Arbitration Rules (which consist of the NAI Arbitration 
Rules + the AiA/NAI Adjunct Arbitration Rules) will be published 
on the NAI and AiA websites when they are finalized.

22. Criteria for admission to the arbitrator and mediator pools can be 
found at https://www.nai-nl.org/. An application form for 
arbitrators can be requested at https://www.nai-nl.org/en/form/
cafa_arbitrator/ and for mediators at https://www.nai-nl.org/en/
form/cafa_mediator/.

23. This is similar to the French legal system where declarations of 
authenticity are reportedly made by courts, who hear not only 
experts on both sides, but also the testimony of their own neutral 
experts who possess the necessary expertise. See Thome v. Alexander 
& Louisa Calder Foundation, 70 A.D.3d 88, 101 (1st Dept. 2009) 
(citing Van Kirk Reeves, Establishing Authenticity in French Law, in 
The Expert versus the Object, Ronald D. Spencer, ed. [Oxford Univ. 
Press. 2004]).

24. Randy Kennedy, Hugh Eakin, and Elisabetta Povoledo, The Met, 
Ending 30-Year Stance, Is Set to Yield Prized Vase to Italy, The New 
York Times, (Feb. 3, 2006), available at http://query.nytimes.com/
gst/fullpage.html?res=9C0DE2DE163EF930A35751C0A9609C8B63
&&scp=4&sq=euphronios%20krater&st=cse.

25. Appraisers Association of America’s Art Law Day, November 12, 
2010, Panel entitled, “If Mediation’s So Great, Why Isn’t It Used 
More?,” moderated by Professor Elayne Greenberg. See https://
www.appraisersassociation.org/index.cfm?fuseaction=page.
viewPage&pageID=604&nodeID=1; see also Judith B. Prowda, The 
Art of Resolving Art Disputes: A Case for Mediation, in All About 
Appraising: The Definitive Appraisal Handbook (Appraisers 
Association of America, 2d Ed. 2013), available at http://www.
appraisersassociation.org/index.cfm?fuseaction=Store.
viewProduct&product_ID=957&prod_cat_ID=0.
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When Elissa Hecker asked all former EASL Chairs 
to write a piece for the 30th anniversary issue, so many 
ideas occurred to me. Many of them involved looking 
back on my three plus decades of practice as an attorney 
in the entertainment field, giving wise and thoughtful 
insight from my personal experiences as a practitioner, 
woman business owner, and long-term veteran. There are 
many stories to be told, some extremely hilarious; others 
bittersweet, some not so sweet, and still others too painful 
to retell. What I realized, however, is that my experiences, 
particularly with my colleagues in EASL, and other attor-
neys I met through other events sponsored by the NYSBA 
and other organized “lawyer” events, were some of the 
most positive and productive for me. Being part of EASL 
provides some essential materials for anyone who seeks 
a source of continued and consistent support and growth 
in the area of the entertainment legal profession. Member-
ship and attendance at events can often provide encoun-
ters with really interesting people in similar or dissimilar 
situations. There is also access to current and ever-chang-
ing legal decisions, laws, and social trends that influence 
existing laws. Some of us, myself included, really enjoy 
the social aspects of meeting with other professionals at 
different stages of their careers or with different experi-
ences and knowledge, and also assisting in planning these 
events. In addition, personally, any type of public (e.g., 
THIS) writing is a particular challenge, and I have found 
it easier through repetition and with the kindness of more 
talented wordsmiths who generously lend their editing 

Remarks from Diane Krausz
(Immediate Past EASL Chair, 2016-2018)

prow-
ess when 
requested. 
Part of 
being 
involved 
in a profes-
sion is also 
finding ways 
to be part of a community of professionals, and what can 
be gained from interaction with the inevitable scope of 
this group’s individual achievements and knowledge. In 
addition, much of this group is comprised of kind, funny, 
articulate people who are fun both at work and play. 
Whether someone is a member of a small or a large firm, 
it is always worthwhile to attend a few meetings where 
there is a possibility that there will be someone who, 
although with the same training, may have something 
to share or offer that will add to your own life stories 
because of so many differences in background, life experi-
ences, and age. At this point, I particularly like meeting 
younger lawyers entering the profession, and hearing 
about their experiences and career paths.

For me personally, my enthusiasm for creating “cross-
border” seminars between practice groups eventually led 
to a membership on the newly formed NYSBA Cannabis 
Law Committee, where new friendships are in formation 
and my learning continues.

Diane Krausz
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and Television,” with the co-sponsorship of MBBA and 
the support of Cardozo’s Black Law Students Association 
and South Asian Law Student Association, and “Lumi-
naries Lighting the Path for Creative Professionals—the 
MGMT Edition.” The latter was an interactive networking 
experience (again jointly presented with MBBA), where a 
panel of seasoned music executives and artist managers 
shared their professional experiences representing A-list 
musicians and entertainers in the business. The venue 
was SRO, and the informal setting at Black Wax Creative 
Space was very popular with attendees. This was the 
first of our “unCLEs”—so named because the goal is for 
audience members to share and learn from others’ experi-
ences, rather than get CLE credit.

Lest you think the Diversity Committee does not take 
on contemporary legal issues, in response to the Blurred 
Lines decision, on March 23, 2016, we presented “Protect-
ing Your Share, Respecting What’s Fair Sampling and 
Co-Authorship in Pop, Urban and Dance Music—Rel-
evant Legal Precedent and Practical Legal Tips,” fol-
lowed by “Is This the Real Life? Virtual and Augmented 
Reality,” which was co-sponsored by MBBA, the Asian 
American Bar Association of New York, and the Cardozo 
Entertainment Law Society. The Diversity Committee 
also presented a CLE panel about “Low Budget Agree-
ments & Diversity Initiatives,” in which counsel from the 
Writers Guild of America, SAG/AFTRA, the DGA, and 
an experienced producer in the low-budget film world 
discussed the types of contracts the unions have for lower 
budget projects, as well as each union’s effort to diversify 
its respective organization. 

We look forward to working with other bar associa-
tions and student groups in the future, with a goal of 
making our industry ever more inclusive in the legal 
offices as well as in front of the cameras, on the stage, and 
the playing field. We maintain our working relationships 
with other similar bar groups, and cross-market and at-
tend each other’s’ functions. We also have regular in-per-
son meetings in which we work on our programming, use 
the opportunity to learn more about each other’s practices 
and ambitions, and do our own networking. We are open 
to new Committee members who want to share and work 
with us.

EASL’s Diversity Com-
mittee is still relatively 
young in terms of EASL’s 
lifespan, having been start-
ed in 2011—back when we 
used phrases like “diverse 
new lawyers” and before 
the days of “Inclusion Rid-
ers.” Times and terminology 
have certainly changed, but 
the need remains the same.

Over the course of that 
first year, we: 

• Hosted joint CLE pro-
grams with the Entertainment 
and Sports Law Committee 

of the Metropolitan Black Bar Association (MBBA), 
“From Pitch to Pilot,” and the Black Entertainment 
and Sports Lawyers Association (BESLA), “From 
Prospect to Pro—A Legal Primer on Recruitment of 
Professional Athletes including Foreign Players”;

• worked with the Producers Guild of America—
East, Veterans Initiative by providing them with 
speakers for a joint event; and

• received a NYSBA Section Diversity Challenge 
Team Award in 2012. 

Over the past seven years, we have continued to 
host joint events with other bar associations with an eye 
toward not only diversifying EASL’s membership, but 
to introducing potential new speakers to our members; 
as we know, diversity in presenters is also a desirable 
goal. One of the objectives of the Diversity Committee is 
creating environments so that attorneys and law students 
from diverse backgrounds feel welcome as panelists, 
EASL event attendees and members, and ultimately, as 
members of our shared industry. In furtherance of that 
goal, we have regularly had student liaisons, and are very 
proud to have helped these students achieve some of their 
career goals in the entertainment industry.

Other programming highlights include: “Rights, 
Camera, Action! Obtaining Underlying Rights for Film 

Diversity Committee
Co-Chairs: anne s. atkinson anD Cheryl l. Davis

You Say Diversity, I Say 
Inclusion: How Did the Whole 
Thing Start?
By Cheryl L. Davis 

Cheryl L. Davis
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been attacked, caus-
ing her great distress 
and suffering both in 
body and mind; that 
she was made sick 
and suffered a severe 
nervous shock, was confined to her bed and compelled to 
employ a physician….”3

The New York Times editorial did not ring hollow and, 
faced with an outcry, the New York State legislature took 
prompt action by enacting a statute in 1903 that became 
the Civil Rights Law, codifying a right of privacy in two 
short sections.4 Succinct and limited in scope, § 50 of the 
Law, a criminal provision that has gone unchanged since 
1903, provides:

A person, firm or corporation that uses 
for advertising purposes, or for the pur-
poses of trade, the name, portrait or pic-
ture of any living person without having 
first obtained the written consent of such 
person, or if a minor of his or her parent 
or guardian, is guilty of a misdemeanor. 

Section 51, which was amended and expanded after 
1903, provides a private right of action to “[a]ny person 
whose name, portrait, picture or voice is used within this 
state for advertising purposes or for the purposes of trade 
without … written consent.”5 Remedies are provided 
for damages and injunctive relief (as they were in 1903). 
Exemplary damages may be sought only if a violation is 
willful and would otherwise be unlawful under § 50.6 

The right in question, often called a “Right of Public-
ity,” is generally recognized as one form of protection for 
the right of privacy—the right to be left alone—described 
in a 1890 law review article by Samuel Warren and future 
Supreme Court Justice Louis Brandeis.7 The article and 
its progeny identified four types of privacy protections, 
including the right to be free of intrusion into one’s 
private life, free from the public revelation of embarrass-
ing private facts, protection from false light depictions, 
and protection from the misappropriation of a person’s 
name or likeness for commercial purposes. It is this fourth 
prong that is at the heart of the issue under discussion. 
The New York Court of Appeals has repeatedly stressed 

If there be … no law now to cover the 
savage and horrible practices, practices 
incompatible with the claims of the com-
munity in which they are allowed to be 
committed with impunity to be called 
a civilized community, then the decent 
people will say that it is high time that 
there were such a law.1

Thus opined the New York Times on August 23, 1902, com-
menting on the “savage and horrible practice”—then per-
mitted by the New York Court of Appeals—of allowing 
Franklin Mills Company to get away with photograph-
ing and distributing lithographic prints of little Abigail 
Roberson as part of an ad campaign for Franklin Mills 
Flour, which described her as the “Flour of the Family.”2 
Abigail’s mother was quite upset and sued on behalf of 
her minor daughter for damages and injunctive relief. 

Characterizing the claim as of a type that had never 
crossed the desk of the Court but akin to seeking redress 
for violation of some privacy right without any libel 
element, the Court of Appeals concluded, in a close 4-3 
decision, that New York’s common law did not recog-
nize any such cause of action, despite allegations that 
the daughter had been “greatly humiliated by the scoffs 
and jeers of persons who have recognized her face and 
picture on this advertisement and her good name has 

PubliCity, PrivaCy anD meDia Committee
Co-Chairs: eDwarD h. rosenthal anD barry werbin

A Historical Retrospective on New York’s 
Right of Privacy Law: 115 Years of New 
York Court of Appeals Jurisprudence
By Edward H. Rosenthal and Barry Werbin

Barry WerbinEdward H. Rosenthal
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exclusive grant which barred any other 
advertiser from using their pictures.

We think the New York decisions recognize such a 
right.11

Having lasted largely unchanged for over a century 
and despite yielding a robust body of decisional prec-
edent, a push for a major overhaul by myriad interest 
groups in the 21st century was probably inevitable. In 
2017, the State legislature attempted in a rush to push 
through a bill (Assembly Bill A08155) that would have 
radically rewritten and substantially expanded the statute 
to create a dedicated right of publicity. Among its key 
provisions were the addition of a 40-year post mortem 
enforcement right, enhanced protection for a person’s 
characteristics (including identifiable mannerisms and 
gestures), conditional protection against digital replicas 
(“a computer-generated or electronic reproduction of a 
living or deceased individual’s likeness or voice that real-
istically depicts the likeness or voice of the individual”), 
and standing to sue by anyone whose “identity” was 
used in New York regardless of actual domicile.

After voluminous and sometimes heated submissions 
by numerous stakeholders, the 2017 bill died. However, in 
2018, a revised version of the bill was introduced in both 
the Assembly and Senate with little or no actual legisla-
tive debate (Assembly Bill 8155-B, Senate Bill 5857-B). 
These bills also would have re-crafted the established 
statutory privacy right into a freely transferable property 
right. They also died, but the momentum increased to get 
something on the books, and 2019 will likely see another 
attempt at passage of some form of legislation. 

While a detailed review of these bills is beyond the 
scope of this article, the authors want to leave the reader 
to ponder whether such a radical overhaul of New York’s 
statute is necessary, or whether our courts have done an 
adequate job in protecting the personal privacy and at-
tendant publicity rights that are covered by the statute. In 
this article, we are limiting ourselves to the cases decided 
by our highest court—the Court of Appeals—over the 
past 110 years. There are, of course, many significant cases 
decided by lower courts in New York State as well as by 
the federal courts in our jurisdiction. 

For ease of presentation, we have divided the cases 
into several broad categories, while recognizing that 
many would fall into more than one group. We also do 
not intend to be comprehensive, and many of these cases 
could, in and of themselves, be the subject of lengthy ar-
ticles. Finally, we take no position in this article, but hope 
that the following retrospective will both inform and, at 
times, entertain and perhaps shed some light on the ques-
tion of whether a major revision of the New York statute 
is needed. 

that, in New York, the sole remedy for a breach of privacy 
lies in the statute. 8 In other words, there is no protection 
in New York for the other types of privacy rights, such 
as publication of embarrassing private facts or false light 
portrayals that are protected in many other jurisdictions. 

New York’s statute does not grant any post-mortem 
enforcement rights, although use of a person’s identifiable 
persona attributes for commercial purposes even after 
death may constitute trademark infringement in appro-
priate cases. Over the decades, important First Amend-
ment principles and restrictions have been read into the 
statute and applied by New York state and federal courts 
to news reporting, matters of public interest, art, music, 
film, theatre, parody, media, and evolving technology and 
online usages.

As will be shown in the case summaries below, the 
New York Court of Appeals has recognized statutory 
protection for commercial misappropriation of living 
person’s names and likenesses for more than 100 years. 
Yet it took 50 years for the first instance of the “right of 
publicity” nomenclature to be applied to the right of 
privacy under the Civil Rights Law, and it came with a 
1953 Second Circuit decision involving chewing gum and 
baseball cards.9 The plaintiff made gum and contracted 
with a ballplayer for the exclusive use of his photo in con-
nection with its sales of the gum. Topps Chewing Gum 
(Topps) induced the ballplayer to permit it to also use his 
photo, despite the exclusivity held by the plaintiff. Topps 
argued that the signed agreement was a mere release of 
liability because the ballplayer had no property interest in 
his photo outside of his statutory right of privacy,  
“i. e., a personal and non-assignable right not to have his 
feelings hurt by such a publication.”10 The Court refused 
to so limit the statute, noting that “in addition to and 
independent of that [statutory] right of privacy . . . a man 
has a right in the publicity value of his photograph, i. e., 
the right to grant the exclusive privilege of publishing his 
picture . . . . Whether it be labelled a ‘property’ right is 
immaterial; for here, as often elsewhere, the tag ‘property’ 
simply symbolizes the fact that courts enforce a claim 
which has pecuniary worth.” 

The Court observed: 

This right might be called a “right of 
publicity.” For it is common knowledge 
that many prominent persons (especially 
actors and ball-players), far from hav-
ing their feelings bruised through public 
exposure of their likenesses, would feel 
sorely deprived if they no longer received 
money for authorizing advertisements, 
popularizing their countenances, dis-
played in newspapers, magazines, buses, 
trains and subways. This right of public-
ity would usually yield them no money 
unless it could be made the subject of an 
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Is the Use “Reasonably Related” to a First 
Amendment Protected Use?

Many of the leading cases before the New York Court 
of Appeals have involved uses of names or photographs 
of persons in traditionally protected media, such as 
newspapers and magazines, but where the plaintiff has 
claimed that he or she had nothing to do with the specific 
content of the news story or article. In Arrington v. New 
York Times Co.,16 plaintiff Clarence W. Arrington objected 
to the use of his photograph in the New York Times maga-
zine section illustrating an article entitled “The Black 
Middle Class: Making It.” Arrington contended that he 
had not given permission to use his image, and that the 
article in question expressed ideas and views with which 
he did not agree. The Court of Appeals affirmed the dis-
missal of his claims against the New York Times, holding 
that a picture illustrating an article on a matter of public 
interest is entitled to the protections for free speech and 
free press under both the federal and New York state con-
stitutions, unless “it has no real relationship to the article, 
or unless the article is an advertisement in disguise.”17 

Significantly, the Court did not dismiss the claims 
against the photographer who took the photo at issue or 
the agency that sold it to the New York Times. Later, 
§ 51 was amended to provide that there can be no right 
of publicity claim against a photographer or other entity 
based upon the sale of a particular image for use permit-
ted under the statute. 

The Arrington Court also referenced its earlier deci-
sion in Murray v. New York Mag. Co.,18 where the Court 
rejected a claim under § 51 respecting use of a photograph 
of a non-Irish plaintiff watching the St. Patrick’s Day 
parade in so-called Irish garb that appeared on the cover 
of New York Magazine. The photo was held to have prop-
erly illustrated an article about contemporary attitudes 
of Irish-Americans in New York City and the St. Patrick’s 
Day festivities. 

The Court of Appeals addressed this issue again in 
Stephano v. News Group Publications, Inc.19 In that case, the 
use of the plaintiff’s photograph in a New York Magazine 
feature called “Best Bets,” which contained information 
about new and unusual products and services available 
in the New York City metropolitan area, was held to be 
a use in a publication concerning events or matters of 
public interest and was not, as the plaintiff contended, an 
advertisement of products in disguise.20 The Court noted 
that the defendants had submitted evidence that the ar-
ticle was published without consideration for advertising 
concerns and had not received any payment for including 
the particular item. The fact that the publication chose to 
include this photograph to increase circulation and profits 
did not render it an advertisement in disguise.

In the factually amusing case Finger v. Omni Publica-
tions International, Ltd.,21 the husband and wife plaintiffs 
complained about the use of a photograph of themselves 

Which Uses Fall Within Statutory Coverage?
While the “name, portrait, picture or voice” statutory 

formulation would seem to be fairly straightforward, 
the Court of Appeals has wrestled with questions as to 
whether a particular use falls within the language of § 51 
(as have courts in other jurisdictions).

In Cohen v. Herbal Concepts, Inc.,12 mother and daugh-
ter plaintiffs claimed that a photograph taken of them 
from behind and used in an advertisement for a cellulite 
elimination product infringed their right of publicity. 
The defendants argued that the identity of the plain-
tiffs could not be determined from the photos, but the 
Court of Appeals upheld the plaintiffs’ claim, holding 
that it was a question of fact as to whether the individu-
als were recognizable. It noted, among other things, that 
there were certain other identifying characteristics in the 
photographs and that the husband/father submitted an 
affidavit stating that he recognized the plaintiffs. The case 
demonstrates that the “name, portrait or picture” for-
mulation under the statute will not be limited to clearly 
recognizable faces. Moreover, as protection for one’s own 
right to be left alone and free from commercial exploita-
tion, simply recognizing yourself or a loved one may be 
sufficient to state a claim.

In two recent cases decided on the same day this year, 
the Court of Appeals upheld the dismissal of claims relat-
ing to the uses of avatars in the video game “Grand Theft 
Auto V.” In Lohan v. Take-Two Interactive Software, Inc.,13 
actress Lindsay Lohan claimed that an avatar of a blond 
woman, in one case wearing a denim skirt and large sun-
glasses and in another wearing a red bikini while display-
ing a peace sign, evoked her “images, portrait and per-
sona.” The Court of Appeals ruled that while an avatar 
could constitute a “portrait” within the meaning of § 51, 
the images in question were not recognizable as Lohan, 
instead being “indistinct, satirical representations of the 
style, look and persona of a modern, beach-going young 
woman.” The Court did not reach the question of whether 
the use of an avatar in a video game constituted a use in 
advertising or trade under the meaning of the statute. In 
Gravano v. Take-Two Interactive Software, Inc.,14 the Court of 
Appeals reached the same conclusion in a case brought by 
Karen Gravano, the daughter of alleged mobster Sammy 
“The Bull” Gravano, who alleged that an avatar in the 
same video game used her picture or portrait.

In Allen v. Gordon,15 the Court of Appeals affirmed the 
lower court dismissal of a claim brought by a psychiatrist 
named Dr. Eugene Allen that the character “Dr. Allen” in 
the book I’m Dancing as Fast as I Can, which was about the 
defendant’s experiences with drugs, infringed his right 
of publicity. The Court noted that there was no physical 
description of Allen in the book, that his office location 
was different, and that the plaintiff had never treated the 
defendant author. 
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and their six children to illustrate a magazine article 
describing caffeine-aided fertilization. The photograph 
was captioned “Want a big family? Maybe your sperm 
needs a cup of Java in the morning. Tests reveal that 
caffeine-spritzed sperm swim faster, which may increase 
the chances for in vitro fertilization.” The article did not 
mention the names of the plaintiffs or their children, nor 
did it suggest that the children were produced as a result 
of caffeine use or in vitro fertilization. The Court, citing 
Arrington and Stephano, had little trouble concluding 
that there was a real relationship between the use of the 
photograph and the article in question and rejected the 
plaintiffs’ claims.

These principles were reiterated in the factually dif-
ficult case Messenger v. Gruner + Jahr Print. & Publ.22 In 
brief, the defendant used a stock photo of the plaintiff in 
an article in YM Magazine about a supposedly 14-year-old 
girl who claimed to have become drunk at a party and 
had sex with three different young men. The plaintiff was 
not involved in any way in the incidents described in the 
article. Once again, the Court, citing Arrington, Finger, 
Murray and other cases, held that there was a real rela-
tionship between the photograph and the article it illus-
trated and was not an advertisement in disguise. The case 
went on to discuss a line of cases, which will be covered 
in more depth below, that suggested a cause of action 
under § 51 might lie if the use was used in a substan-
tially factionalized way. The Court held that unlike cases 
that involved fictionalized descriptions of the life of the 
plaintiff, the article in YM Magazine was used to illustrate 
a newsworthy article. 

There are, however, Court of Appeals cases that came 
out the other way. In Flores v. Mosler Safe Co.,23 the defen-
dant was in the business of manufacturing and selling 
safes and vaults. It created what the Court described as 
a “circular” that included reprints of the news article, in-
cluding photos, captions, and news accounts, describing a 
building burning and which included several mentions of 
the plaintiff’s name. Advertising copy was “appended” to 
the news accounts and photographs encouraging readers 
to protect their valuables by using one of the defendant’s 
products. The Court of Appeals rejected the defendant’s 
contention that the use of the plaintiff’s name was in-
cidental or unrelated to the advertising copy, and held 
that the plaintiff stated a cause of action under § 51. In so 
holding, the Court distinguished its decision in Gautier v. 
Pro-Football, Inc,24 which had rejected a claim by a well-
known animal trainer arising from the television broad-
casting of the plaintiff’s animal training act, performed 
before a professional baseball game. The Gautier Court 
ruled that this was not a commercial use actionable under 
the statute, even though the broadcast was supported 
by advertising, and held that the public had a legitimate 
interest in viewing this special and public event.25

There are a couple of other Court of Appeals cases 
worth a mention. In Rand v. Hearst Corp,26 the Court of Ap-

peals held that the use of the name of plaintiff Ayn Rand 
on the cover of a book by author Eugene Vale did not 
violate § 51. The book cover included a short excerpt from 
a review of the book that mentioned Rand’s name (“Ayn 
Rand enjoys the same kind of mystique as Vale . . . ”). The 
Court affirmed the lower court decision holding that this 
was not a use for advertising or trade purposes under the 
Civil Rights Law.27 It is interesting to contrast the Rand 
decision with the decision in Beverley v. Choices Women’s 
Medical Center, Inc.,28 holding that the use of the plaintiff 
physician’s name, photo, and title in a calendar designed 
to promote a Queens medical facility was an advertising 
use subject to protection under § 51. 

In Shaw v. Time-Life Records,29 the recording artist and 
bandleader Artie Shaw complained that the defendants’ 
creation, and use of his name to advertise new records 
that used his arrangements, violated his rights under 
§§ 50 and 51 of the New York Civil Rights Law. The Court 
of Appeals noted that Shaw did not own any copyright 
interest in the arrangements or new recordings and held 
that a specific exception set forth in § 51 (as amended), 
permitting the use of the “name, portrait, picture or 
voice” of an artist in connection with the sale of artistic 
productions, applied in this case (even though Shaw did 
not actually perform on the albums).

Does the Use in an Otherwise Protected Medium 
Violate the Statute if It Is Pervaded With Actual 
Falsity?

For this topic, we have to go all the way back to 1911, 
when the Court of Appeals decided Binns v. Vitagraph 
Co. of America.30 A defendant creator and distributor of 
motion pictures made a movie about the 1909 collision of 
two ships at sea. The plaintiff’s name and picture were 
used in the film. The Court of Appeals upheld the plain-
tiff’s claims, noting that “in the case before us, the series 
of pictures were not true pictures of a current event, but 
mainly the product of the imagination, based, however, 
largely upon such information relating to an actual occur-
rence as could readily be obtained.” In other words, the 
motion picture did not use actual footage of the event de-
picted, but recreated it in its studios and assigned actors 
and actresses to play the roles of the actual participants. 
Undoubtedly, the Court’s analysis, and in all likelihood 
its holding, would be different today in a time where our 
view of movie making and the protection accorded to 
entertainment vehicles has changed.31

Spahn v. Julian Messner, Inc.32 involved a supposed 
biography of Hall of Fame pitcher Warren Spahn. The 
Court found that the book was filled with invented 
dialog, imaginary incidents, and attributed thoughts and 
feelings. The author had never interviewed Spahn, any 
member of Spahn’s family or even anyone who knew 
Spahn. The Court of Appeals held that in order to be 
actionable, an otherwise protected work must be “in-
fected with material and substantial falsification . . . and 
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8. See, e.g., Gautier v. Pro-Football, Inc., 304 N.Y. 354 (1952); Flores v. 
Mosler Safe Co., 7 N.Y.2d 276 (1959). 

9. Haelan Labs. v. Topps Chewing Gum, 202 F.2d 866 (2d Cir. 1953).

10. Haelan Labs, 202 F.2d at 868. 

11. Id.

12. 63 N.Y.2d 379 (1984).

13. 31 N.Y.3d 111 (2018).

14. 31 N.Y.3d 988 (2018).

15. 56 N.Y.2d 780 (1982).

16. 55 N.Y.2d 433 (1982), cert. denied, 459 U.S. 1146 (1983).

17. 55 N.Y.2d at 440 (quoting Murray v. New York Mag. Co., 27 N.Y.2d 
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18. Murray, 27 N.Y.2d at 406.

19. 64 N.Y.2d 174 (1984).  

20. See also Freihofer v. Hearst Corp., 65 N.Y.2d 135 (1985) (publication 
by a newspaper of an article detailing court files from a 
matrimonial action are newsworthy irrespective of any motive by 
defendant to increase circulation).

21. 77 N.Y.2d 138 (1990).

22. 94 N.Y.2d 436 (2000).

23. 7 N.Y.2d 276 (1959).

24. 304 N.Y. 354 (1952).

25. Somewhat remarkably, the Court of Appeals did not cite or even 
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Scripps-Howard Broadcasting Company, 433 U.S. 562 (1977), which 
held that the broadcast of the plaintiff’s entire circus act of being 
shot from a cannon misappropriated his right of publicity under 
the First and Fourth Amendments. 

26. 26 N.Y.2d 806 (1970).

27. In Estate of Hemingway v. Random House, Inc., 23 N.Y.2d 341 (1968), 
the Court of Appeals held that circulation of galley proofs of an 
upcoming book by its publisher was not a use for “advertising 
purposes” under the Civil Rights Law. 

28. 78 N.Y.2d 745 (1991).

29. 38 N.Y.2d 201 (1975).
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31. As a modern example, the 11th Circuit held (based on the answer 
to a certified question from the Florida Supreme Court), that 
claims by families of the captain and a crew member of the 
doomed ship the Andrea Gail, featured in the film “The Perfect 
Storm,” and other fisherman depicted in the film, had no claims 
for misappropriation and common law false light invasion of 
privacy, even though the film was a fictionalized account “based 
on” a true story, as the use was not for “purposes of trade or for 
any commercial or advertising purpose” under Florida law. Tyne v. 
Time Warner Entertainment Co., 425 F.3d 1363 (11th Cir. 2005). 

32. 21 N.Y. 2d 124 (1967).

33. Id. at 127.

34. Messenger, 94 N.Y.2d at 446. Note the dissent by Judge Bellacosa 
that includes a detailed analysis of the prior cases, questioning 
whether the fictionalization exception still is applicable, and 
concluding that it is not possible to reconcile the decision in 
Messenger with Spahn.

35. De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845 (Ct. App. 2d. 
2018).

36. 147 A.D.3d 1253 (3d Dep’t 2017).

37. Id. at 1255.

Edward H. Rosenthal, partner at Frankfurt Kurnit 
Klein & Selz, P.C.; and Barry Werbin, counsel at Herrick, 
Feinstein LLP, are Co-Chairs of the EASL Committee on 
Publicity, Privacy and Media.

published with knowledge of such falsification or with a 
reckless disregard for the truth.33 

Spahn and Binns both were discussed in the Messen-
ger case, described above. The Court of Appeals distin-
guished the situation there, where a photograph of the 
plaintiff was used to illustrate and was reasonably related 
to a newsworthy article, from the Spahn and Binns cases, 
which involved attempts to trade on the persona of an 
individual “so infected with fiction, dramatization or 
embellishment that it cannot be said to fulfill the purpose 
of the newsworthiness exception.”34

The “pervaded with fiction” concept may still have 
some real resonance, especially in a world of docudramas 
and fictionalized biographies. In California, an intermedi-
ate appellate court recently reversed a lower court deci-
sion and dismissed a claim by Olivia De Havilland that 
portions of the docudrama “Feud,” which depicted the 
rivalry between Joan Crawford and Bette Davis, were fic-
tionalized.35 In New York, much attention has been given 
to the Third Department’s decision in Porco v. Lifetime 
Entertainment Services, LLC.,36 which ruled at the plead-
ing stage that a convicted murderer stated a claim against 
the producer of the film “Romeo Killer: The Christopher 
Porco Story” on the ground that there was substantial 
fictionalization in the program and the alleged facts made 
it “reasonable to infer that the producer indicated that the 
film was considered to be a fictitious program.”37

We expect that many of these issues will be the 
subject of more litigation, especially in light of changes 
in technology, as well as the public and judicial under-
standing of what is or is not newsworthy. We also expect 
continued attempts to modify New York’s statutory pro-
tections, mostly designed to provide increased protection 
for individuals and creators (such as songwriters), and 
ongoing opposition from news and media organizations 
on First Amendment and other grounds. We wish EASL 
another 30 years of leadership in the fields of entertain-
ment, arts, and sports law, and in its ongoing role in 
shaping debate on cutting edge issues significant to its 
constituents and to the public.
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from 11% to 47%, along with other incen-
tives.10 This credit, coupled with a favorable 
exchange rate (in June 1998, $1.00 U.S. was 
worth $1.47 Canadian)11 and the ability of 
Canadian cities, such as Toronto, to convinc-
ingly represent U.S. cities like New York, 
made Canada a popular draw for films and 
television. 

In 2009, 44 states—in addition to Puerto 
Rico and Washington D.C.—offered some 
form of incentive for film and television pro-
duction.12 As of January 2018, that number 
decreased to 31 states, plus Washington D.C., 
Puerto Rico, and the U.S. Virgin Islands.13 
Moreover, many states have changed the 

requirements for qualified expenses as well 
as per-project and annual program caps since 

their inception. In the fiscal year 2018, Colorado, Mary-
land, and Texas reduced their annual appropriation, 
while Oklahoma reduced its annual cap from $5 million 
to $4 million.14 However, in June 2018, North Carolina 
increased the per-project cap to $12 million for television 
series and $7 million for feature films and made-for-tele-
vision movies.15 Other changes to the incentives include 
changing the format of the credit. In 2015, North Carolina 
moved from a tax credit to a grant program.16 

Tax Incentives—Credits, Rebates, and Refunds 
Production incentives in different states vary on 

certain points. These include the type of incentive offered, 
qualifying expenditures, and whether a financial cap is 
allocated to the incentive. The typical forms of incentives 
are tax credits, tax rebates, and refundable tax credits. A 
state can issue a tax credit to refund a portion of the tax 
incurred by a production in the state. A tax rebate pays 
cash, in the form of a check, to a production for certain 
expenditures made in the state. A refundable tax credit 
is paid by the state to the production for the balance in 
excess of taxes owed. The credits are based on qualified 
expenses, which vary from state to state. 

Many states allow tax credits to be “tradable” or 
“transferrable,” meaning that they can be traded for cash, 
like stock options. For example: a film production spends 

Who knew that states like Georgia, Loui-
siana, New Mexico, and North Carolina, or 
countries such as Canada, bear any resem-
blance to Hollywood? These locations, de-
spite being geographically distant from Cali-
fornia, are known in the film industry as the 
“Hollywood of the South,”1 “Southwest,”2 
“East,”3 and “North,”4 respectively. State 
film and economic development offices have 
become competitive in their quest to attract 
productions and the economies they pro-
duce. As a result, there are several important 
considerations for productions in determin-
ing which location, and corresponding film 
incentive program, to utilize. 

Runaway Productions
When choosing a location for a shoot, producers 

consider factors such as the setting for the screenplay, 
availability of the crew, access to sound stages, and costs 
of travel and lodging. However, their first priority is to 
reduce the cost of production. According to Vans Steven-
son, Senior Vice President of State Government Affairs for 
the Motion Picture Association of America: “Incentives 
are the number one item that film finance and production 
companies look at when they are trying to decide where 
to locate a production.”5 Stevenson also pointed out that 
labor costs and location are important, although he noted 
that most places can be made to look like someplace else.6 
One example is “Battle: Los Angeles.” This film, about 
an alien invasion of Los Angeles, was not filmed in that 
city or even in the state of California; nearly all of it was 
filmed in Shreveport and Baton Rouge, Louisiana.7   

The incentives in the United States have changed 
since Louisiana became the first state to create a program 
in 1992.8 The creation and growth of incentives are a 
response to “runaway productions,” those that leave the 
United States to be produced in other countries. A 2005 
report by the Center for Entertainment Industry Data 
and Research attributed this trend to factors including 
financial incentives and exchange rates.9 The Canadian 
Production Services Tax Credit, enacted in 1998, offered 
a rebate of 11% on qualified Canadian labor; individual 
provinces offered additional rebates on labor that ranged 
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more television drama pilots, 24, were filmed in New 
York City than in Los Angeles, 19.21 The number of hour-
long broadcast drama pilots filmed in New York City 
continued to rise, from 38 in 2017 to 43 in 2018.22 In the 
2015-2016 season, a record-breaking 52 episodic television 
series were filmed in New York.23 That record was broken 
again during the 2016-2017 season with 56 episodic televi-
sion series.24 

Evaluating the Effectiveness of Entertainment 
Incentives

To reduce production costs, the first factor to consider 
is which state’s incentive could have the greatest cost-
lowering impact. It may not be necessary for a production 
to do an in-depth quantitative background check on the 
state’s incentive, but understanding how the incentive 
works—beyond the monetary savings—can be help-
ful in choosing the right state. The very existence of the 
incentive program is key; as the incentive is a bill enacted 
by the legislature, the state can modify or eliminate the 
program at any time. The availability of state funds is 
another factor of which to be aware. No production wants 
to start filming and find that, by the time of completion, 
the state has spent all of the program’s funds for the 
term or the year. Lastly, it is often useful to research and 
read reports that evaluate the effectiveness of the state’s 
program.

Ernst & Young’s Evaluating the effectiveness of state 
film tax credit programs25 guide was written to assist in 
evaluating the effectiveness of state entertainment credit 
programs. The report states, “[t]he key objective of film 
credits is to provide state residents with increased em-
ployment and higher incomes in the film and related 
industries and from statewide multiplier activity associ-
ated with production in these industries.”26 The report ex-
plains that “[t]he multiplier activity accounts for jobs and 
incomes earned from in-state suppliers to the industry 
and from the spending and respending of the additional 
earnings of employees throughout the state economy.”27 
This multiplier primarily benefits the private sector ac-
counting for jobs and suppliers to the production, such as 
sound stage construction, catering, and transportation.28 
From an economic development perspective, the policy 
question to ask regarding a program’s effectiveness is: 
“[D]o the residents of the state get a good return for their 
investment?”, not “[D]oes the investment pay for itself 
in terms of additional state tax collections?”29 This is 
because film credit programs can be effective in regard 
to economic development, though the public sector is 
not a net beneficiary.30 The report noted that many stud-
ies evaluating incentives simply ask: “[D]oes the credit 
pay for itself?,” which also may not be the appropriate 
question to determine its effectiveness.31 This is because 
the state (public) return-on-investment (ROI) calculates 
the state’s economic benefits and net credit costs.32 These 
evaluations “do not explicitly evaluate the film credit’s 

$1 million in a state that offers a 30% tax credit. After all 
the receipts and financials have been processed by a certi-
fied public accountant, proving the money was spent in 
the state and is a qualified expenditure, the production 
company files a request with the state for a tax credit cer-
tificate. Once approved, the state gives the production a 
tax credit certificate for $300,000 (30% of $1 million). This 
credit can then be used to lower the taxes accumulated on 
the production—or the credit can be sold. If it is sold, the 
dollar value—for example, 90 cents on the dollar—is ne-
gotiated with a buyer. This allows the buyer, which could 
be any business located in the state, to buy a $300,000 tax 
credit for $270,000 and use it toward taxes owed to the 
state’s government. The production company then has 
$270,000 in cash to use at its discretion.

“From an economic development 
perspective, the policy question to ask 
regarding a program’s effectiveness is:  
‘[D]o the residents of the state get a good 
return for their investment?’, not ‘[D]oes 
the investment pay for itself in terms of 
additional state tax collections?’”

The types of expenditures included in the incentive 
vary from state to state. “Qualified expenses” generally 
covers pre-production, production, and post-production 
expenditures, such as facilities, props, travel, wardrobe, 
and set construction. “Qualified labor” includes those in-
dividuals whose salaries are covered by the incentive, but 
many states place a cap on an individual’s salary. “Quali-
fied production” usually includes feature films, episodic 
television series, television pilots, television movies, and 
miniseries. Most incentives exclude documentaries, news 
programs, interview or talk shows, instructional videos, 
sports events, daytime soap operas, reality programs, 
commercials, and music videos. 

Cities, too, may offer additional enticements in the 
forms of tax credits, city services, and marketing credits. 
New York City’s Office of Film, Theatre and Broadcast-
ing’s “Made in New York®” Marketing Credit Program 
offers media packages where at least 75% of the project 
is produced in New York City.17 The credit, which varies 
based on the below-the-line budget of the film, allows 
promotion and advertising of the film through public 
transportation—at bus stops, on subway cards, and in 
30-second commercials on taxicab video monitors.18 The 
New York Police Department (NYPD) offers the services 
of the NYPD Movie/TV Unit, which assists produc-
tions in dealing with any filmed scenes that may impact 
public safety.19 New York’s Empire State Film Production 
Tax Credit Program has allocated $420 million per year 
with a fully refundable credit of 30%.20 This incentive, 
along with New York City’s program, has made the city 
a draw for productions. In 2014, for the first time ever, 
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detailed economics of the actual productions receiving the 
credits, whenever it is possible.”46 It also emphasized that 
“[t]he most common way to incorporate production-spe-
cific data is to adjust the economic model to reflect actual 
industry wages, spending and employment or model 
these components separately.”47 

Each State Is Unique
The Georgia Entertainment Industry Investment 

Act has seen tremendous success since it was passed. In 
fiscal year 2017, according to the Georgia Department 
of Economic Development, film and television produc-
tions spent $2.65 billion in the state.48 When commercial 
and music video productions are included, this grows 
to $2.7 billion spent, having an economic impact of $9.5 
billion on the state.49 This was responsible for 92,000 
direct and indirect jobs in 2017,50 an increase from fiscal 
year 2016, when 245 film and television productions were 
shot, spending $2.02 billion, and generating an economic 
impact of $7.2 billion.51 The increase is significant when 
looking to 2011, when industry as a whole spent $689.3 
million in the state, with $671.6 million spent on televi-
sion and filmmaking, generating an economic impact of 
$2.4 billion.52 Looking back to 2007, Georgia had 48 pro-
ductions with $93.1 million spent, generating an econom-
ic impact of $241.5 million.53 As a result of the incentive, 
Georgia is now third in the nation, behind California and 
New York, in film and television industry productions.54 

As with any industry, things take time. Georgia’s 
resemblance to several different states and cities, as well 
as its climate, helped to support year-round shooting.55 
This made the state a hotspot in the 1970s and 1980s for 
film productions, including “Deliverance,” “Smokey and the 
Bandit,” and “Driving Miss Daisy,” and television produc-
tions like “The Dukes of Hazzard” and “In the Heat of the 
Night.”56 In 1973, then-Governor Jimmy Carter created 
the state’s film commission to ensure that Georgia would 
continue to attract productions.57 In the 1990s, changes 
occurred, as productions were “running away” due to, 
as stated previously, Canada’s aggressive incentives and 
favorable exchange rates.58 The “wake-up call”59 came in 
2004 when Georgia lost on the filming of “Ray,” the story 
of Georgia native Ray Charles.60 The film instead chose 
Louisiana due to the passing of the state’s incentive.61 In 
2005, Georgia took action by passing an incentive pro-
gram, first based on a tiered system, revising it in 2008, 
and revising it again in 2012.62 

Georgia’s Film, Television and Digital Entertain-
ment Tax Credit offers a 20% tax credit for companies 
that spend $500,000 or more on production and post-
production.63 An additional 10% credit is granted if the 
finished product includes a promotional state logo.64 The 
credit is just one part of the success. Since 2010, 16 film 
and television studios have announced plans to locate or 
expand facilities in the state.65 Moreover, the creation of 
the Georgia Film Academy helps train residents to meet 

effectiveness in generating more jobs and income than 
alternative economic development programs.”33 

The short-term goal of the incentives is to attract 
specific productions.34 The long-term goals are in devel-
oping an in-state production industry, expanding in-state 
employment and skill sets of in-state residents to have 
knowledge to work industry jobs, and expanding in-state 
suppliers.35 The success of the state’s incentives “may 
depend on the historical development of the industry, 
the state’s location and topological characteristics, the 
presence of related industries in the state and the overall 
regulatory and business tax structure in the state.”36

The evaluation of the effectiveness of a state’s incen-
tives varies due to several factors. As previously stated, 
each state’s program is different. Among the variations 
are the type of incentive the state offers, the percent-
age of “qualified expenses” the production receives, the 
metric of evaluating the program and the definition of 
what production expenses “qualify” for the credit. For 
example, Oklahoma’s incentive currently offers a 35-37% 
cash rebate with no per-project cap (though the program 
has an annual $4 million cap) and a minimum budget of 
$50,000.37 That can be compared to Maryland’s program, 
which offers a 25-27% refundable income tax credit with 
$10 million per project cap and a minimum spend of 
$250,000.38

“Since 2010, 16 film and television 
studios have announced plans to locate 
or expand facilities in the state.”

The Ernst & Young report also clarified that the author 
of each state’s effectiveness study “must make several 
choices in estimating the economic impacts of film pro-
duction activity.”39 One choice is the economic model that 
is used.40 The two most common state economic models, 
the Minnesota IMPLAN Group (IMPLAN) and the Re-
gional Economic Models, Inc. (REMI), have several differ-
ences.41 “The major difference between the two models is 
that the REMI model incorporates dynamic economic re-
sponses to changes in key economic and policy variables, 
such as price levels, business tax rates and investment.”42 
This model is more useful “when evaluating fundamental 
changes in an economy or broad policy changes, such as 
tax reform.”43 In addition, “[w]hen the economic change 
is small relative to the overall size of the economy and the 
change can be well defined in terms of changes in com-
modity demand and labor compensation, the IMPLAN 
model has richer industry detail that permits more accu-
rate impact estimates.”44 Another choice that evaluations 
help make is whether to adjust the model’s structure to 
use detailed information from incentive credit applica-
tions about specific productions or use “default” data that 
looks at industry averages.45 The report highlighted that 
“[e]conomic models used should be adjusted to reflect the 
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these years, $209.3 million with $73 million in credit costs 
and $322.6 million with $117.2 million in credits costs, 
respectively, was spent on total production expenditures 
in Michigan.82 As a result of this spending, each dollar 
of net film tax credit cost generated $5.89 in economic out-
put in 2009 and generated $5.94 in 2010.83 In assessing the 
effectiveness of the Michigan credit, Ernst & Young used 
the IMPLAN model.84 Though the incentive cap was in-
creased in 2013 to $50 million,85 Snyder signed legislation 
on July 10, 2015 that eliminated the house bill. He opined 
that the state’s talent and scenery would continue to draw 
industry people despite the lack of a program.86 

North Carolina’s incentive took effect in 2005 under 
the signature of then-Governor Mike Easley, who stated, 
“this legislation is critical to strengthening the movie and 
television production business in North Carolina.”87 The 
next governor, Beverly Perdue, supported the incentive,88 
signing the bill to increase the incentive to 25% in 2009.89 
However, after Pat McCrory become governor in 2013, 
despite touting the economic impact the film industry 
had on the state, he supported ending the tax credit.90 As 
had Michigan’s Governor Snyder, McCrory stated that the 
state’s beauty and creative workforce made it “an ideal 
place to produce quality projects efficiently.”91 Supporters 
of North Carolina’s program felt that the governor and 
state officials took the film industry for granted, assuming 
that productions in the state would continue after the ex-
piration of tax credits.92 In August 2014, it was announced 
that the state, which took in $61 million in incentives in 
2013, would be replacing the incentive with a $10 mil-
lion grant program starting January 1, 2015.93 The cap 
per production would be $5 million, a quarter of what 
the state paid to productions, such as 2012’s Iron Man 3, 
which employed 2,377 people and generated $81 million 
for the state on a $20 million credit.94 The Motion Picture 
Association of America stated that North Carolina’s new 
program could lose as many as 4,000 jobs in addition to 
the overall economic boost brought by a production.95 
According to the North Carolina General Assembly, the 
reduction in the incentive was intended to create an even 
economic playing field for all businesses and industries 
in the state.96 As a result, film production dropped from 
$377 million in 2012 to $140 million in 2016.97 The decline 
for productions continued in 2017, as film and television 
spending in North Carolina was $49.3 million, though it 
did create more than 5,300 job opportunities, including 
1,000 crew and talent positions.98 

While campaigning and upon taking office in 2017, 
Governor Roy Cooper was a supporter of the state’s film 
incentive.99 In October 2017, Cooper signed a bill that 
removed the July 2020 sunset, or program expiration date, 
of the incentive.100 The bill also increased funding to $31 
million for the 2018 fiscal year, to recur each year.101 In 
June 2018, North Carolina increased the per-project cap to 
$12 million for television series and $7 million for feature 
films and made-for-television movies.102 

the skilled demands of productions.66 The state has been 
the location for films such as The Hunger Games and The 
Blind Side and television shows such as The Walking Dead, 
Stranger Things, 24: Legacy, and MacGyver.67 Georgia’s pro-
gram also helped to attract hometown productions, such 
as the television drama Atlanta and reality-based shows, 
such as The Real Housewives of Atlanta and Love & Hip Hop 
Atlanta.68 

Making It Work in the State
Several factors have contributed to the long-term 

success of Georgia’s program, including the state’s solid 
infrastructure.69 Even before Georgia’s incentive program 
began, the state was considered both savvy and experi-
enced in working with productions and their facilities. 
Moreover, when studios like Tyler Perry’s opened in 
Atlanta in the mid-2000s, it became a hub for all of Perry’s 
film and television productions.70

“The Motion Picture Association of 
America stated that North Carolina’s new 
program could lose as many as 4,000 jobs 
in addition to the overall economic boost 
brought by a production.”

While the incentive is a bill passed by the state’s legis-
lature, the success of the program, and the infrastructure, 
starts with support from the state’s governor.71 Georgia’s 
Governor Nathan Deal, who took office in January 2011, 
continued to support its existing incentive.72 In contrast, 
incentives in North Carolina and Michigan were success-
ful until newly elected governors withdrew support.

From 2008 to 2011, Michigan had one of the most 
lucrative film incentives in the country—a credit of up 
to 42%.73 When the bill was signed in April 2008, then-
Governor Jennifer Granholm stated, “[w]e’re going to 
grow this industry and in the process grow our economy 
and create jobs.”74 The year before the incentive became 
effective, $2 million was spent on productions in the 
state.75 The year the incentive passed, spending grew to 
$125 million, then more than $223 million in the follow-
ing year.76 Clint Eastwood, who in 2008 directed and 
starred in Gran Torino—which takes place and was filmed 
in the state—proclaimed that Michigan “will be the new 
film capital of the world.”77 Time Magazine named Michi-
gan “the Hollywood of the Midwest.”78 However, when 
the current Governor Rick Snyder took office in Janu-
ary 2011, he soon announced that Michigan’s Film and 
Digital Media Production Assistance Program would 
incur significant cuts.79 In the most drastic reduction, the 
previously no-cap incentive would now be subject to a 
cap of $25 million.80 In February 2011, Ernst and Young 
issued a report showing the economic effect of Michigan’s 
film credit in 2009 and 2010, prior to the cuts.81 In each of 
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Knowing what you know now, to which state will 
your production go to find Hollywood? 
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lation of the band’s concert 
appearance. The court held 
that there was no reason to 
impose a fiduciary duty on a 
discharged agent. However, 
by referring to the personal 
manager as an agent, there 
seems to be an implication 
that the manager was an 
agent with a fiduciary duty 
while engaged by the band. 7

Tyson v. Cayton8 is also a 
mixed bag. The case pertains 
to a series of boxer-manager 
contracts involving the former heavyweight champion 
Mike Tyson. The court seemed to hold that the defendant 
boxing manager was by definition a fiduciary and there 
were questions of fact whether the defendant manager 
violated his fiduciary duties in connection with their 
fourth and fifth management contracts. However, the 
court also found that there were questions of fact whether 
the defendant was a fiduciary when the parties signed 
their first personal management contract. In a virtual 15 
rounder, I would give it a split decision 9-6 in favor of 
managers generally being fiduciaries.

Another federal court case seems to cut the other way. 
In a suit brought by Jim Croce’s widow against former 
managers, publishers, and lawyer, the court found that 
the lawyer was liable for breach of fiduciary because 
he did not advise Croce to obtain independent counsel. 
However, the non-lawyer managers were not found to 
have fiduciary duties.9

Despite the court specifically acknowledging that 
the contracts were hard bargains favoring defendants 
and that Croce had little bargaining power, Judge Sweet, 
noting the risks in the music business, found them not to 
be unconscionable and found that no fiduciary duty was 
owed to Croce. This is a good illustration of where such 
an imbalance is passable for a breach of contract claim, 
but not consistent with fiduciary duties.

Additionally, somewhere in the long and winding 
road of George Harrison’s “My Sweet Lord”/ “He’s So 
Fine” travails, the Second Circuit found that George’s ex 
business manager breached fiduciary duties but refused 

Is a Personal Manager 
the Artist’s Fiduciary?
By Judah S. Shapiro

In almost every litigation involving an artist and a 
former personal manager, there is invariably a claim for 
breach of fiduciary duty. A split can be a messy divorce 
between former pals—the artist and his or her personal 
manager, who has been a day-to-day confidante, career 
advisor, fixer, co-party-er and sometimes the artist’s law-
yer. Whether the artist is unsatisfied with lack of career 
progress, wants to move on to a new handler (Broadway 
Danny Rose style), or suspects self dealing, the manager’s 
course of conduct and business dealing comes under 
significant scrutiny. 

Though a common type of litigation, there are not 
many reported cases that directly address whether a per-
sonal manager has a fiduciary duty to his or her artist/
client. After much research and hours of serious thought 
and analysis, I have come to agree with my initial opinion 
reached jointly with my esteemed colleague Marc Jacob-
son, who pithily stated: “It depends.”1

Perhaps the strongest case in New York support-
ing a fiduciary duty is Gershonoff v. Panov.2 In Gershonoff, 
prominent ballet dancers who defected from the Soviet 
Union entered into a contract with Maxim Gershonoff as 
an “impresario manager.” Valery and Galina Panov were 
described by the court as being “hot properties” and “un-
taught babes in a world where freedom exists.” The court 
described circumstances indicating that the Panovs were 
wholly dependent upon their Russian speaking “impresa-
rio manager.”3 

The appellate court specifically held that Gershon-
off had a fiduciary duty and stated that his conduct was 
“entirely incompatible with the duty owed by manager 
Gershonoff to his principals.” However, the court then 
cited only two very old cases (one from the 19th century) 
addressing agency generally.4

While the court’s decision could (and probably 
should) be read to mean that the relationship of a talent/
personal manager is a fiduciary one, it may be a function 
of the extreme “double dealing” of the manager and total 
dependence of the artists, in this particular case.5

The First Department also touched upon the fiduciary 
issue in Vogotta v. DCA Productions Plus, Inc.,6 where a 
rock band brought an action against its former personal 
manager after the ex-manager allegedly caused a cancel-

Judah S. Shapiro
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ship. An artist’s lawyer could make the good argument 
for establishing such a duty.

What’s the counter argument / protective action for 
manager’s counsel? It would be to set it up in the lan-
guage of the personal management contracts. A contract 
could read something like:

You [manager] will use your best efforts 
to counsel and advise me in all matters 
pertaining to my professional career, 
engagements and business interests, the 
exploitation of my name and talents, the 
choice of booking agent’s services, the ne-
gotiation of contracts for my services and 
generally in all matters relating to my 
interest and welfare. You are not required 
to secure offers of employment for me.17

Specifically defining the extent of the relationship to 
“best efforts” significantly (not wholly) militates against 
the establishment a fiduciary relationship, especially if the 
artist is represented by competent independent counsel. 
Yet, on the other hand, “best efforts,” though raising the 
bar from a pure arm’s length contractual “good faith” 
standard, can also be viewed as a limiting provision. 

In New York, where parties have entered into a con-
tract, courts look to that agreement “to discover  
. . . the nexus of [the parties’] relationship and the par-
ticular contractual expression establishing the parties’ 
interdependency.”18 “If the parties do not create their own 
relationship of higher trust, courts should not ordinarily 
transport them to the higher realm of relationship and 
fashion the stricter duty for them.”19 Further, when par-
ties deal at arm’s length in a commercial transaction, no 
relation of confidence or trust sufficient to find the exis-
tence of a fiduciary relationship will arise absent extraor-
dinary circumstances.20 Moreover, the burden of proof in 
establishing an agency relationship generally falls upon 
the party asserting such relationship.21 

Although this is a good counter-argument, while 
the limiting provision is relevant it is not dispositive. In 
addition to the contract language, the course of conduct 
of the parties may define the scope of the manager’s 
responsibilities (fiduciary or otherwise) and how depen-
dent the artists became upon the manager’s guidance and 
activities. “It is fundamental that fiduciary liability is not 
dependent solely upon an agreement or contractual rela-
tion between the fiduciary and the beneficiary but results 
from the relation.”22

The courts have also opined that the parties’ course of 
performance of a contract necessarily is manifested after 
execution of the contract, but their performance is highly 
probative of their states of mind at the time the contract 
was signed.”23 Additionally, generally a finding of a fidu-
ciary duty is a “mixed question of law and fact.”24 Such 
a relationship, necessarily fact-specific, is grounded in a 

to apply a strict standard of scrutiny to the artist-personal 
manager relationship for fear that it would “not suit the 
realities of the business world.”10 In other jurisdictions, a 
personal manager was assumed to be a fiduciary.11 How-
ever, it is less definitive in New York.

• In Malmsteen v. Berdon LLP,12 the court held that 
where a personal manager and business manager 
were accused of embezzlement, it was a question of 
fact for the jury to determine whether the respec-
tive manager took on a fiduciary duty to monitor a 
musician’s income.

• In Thomas v. 563 Entertainment,13 the court ruled on 
a motion to dismiss various claims brought by a 
musician against his personal manager. The court, 
interestingly, denied a motion to dismiss a con-
structive trust claim based upon alleged fiduciary 
duties created by a pleaded joint venture. However, 
it contemporaneously dismissed a similar claim, 
stating that no fiduciary duty was alleged, in con-
nection with a Personal Management Contract. 
This seems very odd (and probably incorrect) and 
certainly argues against a finding that managers are 
fiduciaries per se.14

One would think on a motion to dismiss that the 
artist would be given leave to replead, especially since 
the court seemed to be aware of the alleged nature of the 
artist-manager relationship. The court stated the core es-
sentials of personal management duties as: “specifically 
Massenburg was to assist Thomas with major business 
and creative decisions and to oversee and take steps to 
promote and advance Thomas’ career as a recording artist 
and live performer, including, coordinating concert tours 
and booking Thomas for live performances.”15

“Moreover, the burden of proof in 
establishing an agency relationship 
generally falls upon the party asserting 
such relationship.”

Judge Kern’s description of a personal manager’s job 
function is essentially accurate. While phrased in various 
ways, “guidance, counsel, and advice,” is the key lan-
guage most often associated with the personal manager’s 
primary job functions. “The personal manager is expected 
to advise an artist in all facets of the artist’s career and 
primarily advise, counsel, direct, and coordinate the 
development of the artist’s career. The manager advises 
in both business and personal matters, frequently lending 
money to young artists, and serves as spokesperson for 
his or her artists.”16

The personal manager’s deep involvement in advis-
ing and acting for the artist by aiding his or her day-to-
day business and personal decisions would seem to in 
and of itself evidence the indicia of a fiduciary relation-
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higher level of trust than normally present in the market-
place between those involved in arm’s length business 
transactions.25 Why does this all matter?

Imposing a fiduciary can have a significant impact 
on a litigation as well the daily business practices of a 
personal manager. A fiduciary relationship or agency 
generally raises the level of communication expected by 
the principal who is entitled to all material information 
the fiduciary receives.26 What constitutes “material” is 
rife with problems and questions of fact.

“If a manger acts as a fiduciary with the 
artist’s imprimatur, this militates in favor 
of a broader role, and bookings being 
properly characterized as incidental.”

A fiduciary duty can supply the “special relationship” 
element of a negligent misrepresentation claim.27 When 
one considers that an omission of a material fact can be a 
constituent, an element of negligence, this opens a whole 
set of headaches for a manager entrusted with daily re-
sponsibilities and who handles thousands of communica-
tions. The manager is then subject to potential liability for 
non-willful acts or lack of due diligence. 

A personal manager frequently, if not typically, is not 
exclusive to a particular artist. A fiduciary has a height-
ened duty to act in the beneficiary’s behalf and avoid 
conflicts of interests—in the framework of Justice Cardo-
zo’s famous “punctilio of honor”28 standard resulting in 
greater exposure to any hint of self-dealing. For example, 
a client can sue a manager, alleging that the manager 
spent too much time promoting another client in a similar 
genre.

For the litigator, all of this makes motion practice 
(such as summary judgment) and discovery a wide-
open consequential battlefield rife with questions of fact. 
Moreover, a breach of fiduciary duty can make it easier 
for the artist to claim and prove damages.29 The increased 
exposure to damages beyond mere breach of contract 
obviously impacts motion practice, final judgment and of 
course the 90% of cases that settle. 

While a fiduciary finding greatly advantages the 
artist, theoretically there may be a countervailing modest 
consideration. There have been a number of cases where 
a personal manager has been denied fees because of an 
artist’s claim that the manager acted as an unlicensed 
booking agent, which is highly regulated by statute in 
California and New York.30 It is a common affirmative 
defense. In sum, a personal manager should be okay if 
his or her bookings are limited and “incidental” to other 
job duties. If a manger acts as a fiduciary with the artist’s 
imprimatur, this militates in favor of a broader role, and 
bookings being properly characterized as incidental. This 
would be particularly so in California, which seems more 
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pro-artist in those matters compared to New York, which 
does not allow for a private right of action.31 Given the 
broad involvement of a personal manager in an artist’s ca-
reer, it is likely that he or she would properly be found to 
be a fiduciary, but not necessarily and not without factual 
inquiry.

The New York Court of Appeals has held that “[a] fi-
duciary relation exists when confidence is reposed on one 
side and there is resulting superiority and influence on 
the other.”32 Accordingly, a proper inquiry would be: (1) 
to what extent the artist reposed trust in the manger and 
(2) the degree of superiority and influence the manager 
yields. 

A new, inexperienced artist probably would be able 
to prove a fiduciary relationship with his or her manager, 
whereas a more established musician, such as Sir Paul 
McCartney, who possesses bargaining power and an 
army of informed professionals, such as the lawyers read-
ing this article, would likely need a little luck.
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Entertainment, Arts and Sports Law Section Blog

The EASL Blog provides a Forum and News Source on Issues of Interest. The EASL Blog acts as a new informational 
resource on topics of interest, including the latest Section programs and initiatives, as well as provides a forum for de-
bate and discussion to anyone in the world with access to the internet. It is available through the New York State Bar 
Association website at http://nysbar.com/blogs/EASL.

To submit a Blog entry, email Elissa D. Hecker at eheckeresq@eheckeresq.com.

~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~~

EASL Member Community

What Are Member Communities? 
The member communities are private, online professional networks, built on the concept of listserves that offer en-
hanced features such as collaboration tools and document libraries. They offer you a variety of tools to help you con-
nect, network and work collaboratively with fellow NYSBA members. 

To participate, each member has a profile based on their basic membership information. You can enhance your profile 
by adding your photo, professional affiliations, volunteer activities and other accomplishments. You have the option to 
pull information from your LinkedIn profile, or even link to your personal blog or other social media feeds.

How Can I Use It? 
Seamlessly integrated with nysba.org, no additional login or password is needed to enter a community. You just need to 
be a NYSBA member. 

Just like a listserv, members of a specific community can share information with one another using email. Documents 
are emailed among members using links as opposed to email attachments, as attachments can be problematic with 
spam filters or limits on file size. Members can receive community emails as the messages are posted, or in digest form. 
These resource libraries have no space limitations, accept all file types, and can be organized using folders. Any mem-
ber of a community can contribute to the library.

If you are a member of a NYSBA Section, Committee or Task Force, and working to develop a report, white paper, poli-
cy change or recommendation, an online community is the perfect forum for you and your colleagues. You have a dedi-
cated space designed to facilitate an efficient and collaborative work effort; find us at www.nysba.org/easlcommunity.

what’s haPPening at easl?
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affirmed as precedential case law, Goldman 
has the potential to destabilize the informa-
tion sharing ecosystem to a degree that would 
shake the internet to its core, undermining one 
of the key practices of modern online informa-
tion exchange and dialogue. However, the case 
also presents a fresh opportunity to reconsider 
the reach of copyright’s public display right 
with respect to online content in light of rap-
idly evolving technological, legal, and policy 

considerations. 

In the case at hand, plaintiff Justin Goldman original-
ly uploaded a photograph of New England Patriots quar-
terback Tom Brady and others in East Hampton, New 
York to his personal Snapchat Story.5 The photo quickly 
went viral, and several Twitter users reposted the photo 
in tweets that the defendants—a range of news websites 
including Breitbart, Time, the Boston Globe, and Yahoo—
embedded on their own sites to display Goldman’s 
photo, using Twitter’s publicly available embed code.6 
Importantly, the full size photo was visible without the 
news websites users’ having to click on a hyperlink, or 
a thumbnail, in order to view the photo.7 Goldman then 
sued the news websites for copyright infringement, alleg-
ing that they violated the exclusive public display right 
inherent in his copyright in the photo. In February, Judge 
Forrest agreed with Goldman, finding that Goldman’s 
public display right was infringed, and issued summary 
judgment on that issue.8 The key factor was whether im-
ages shown on one website (here, the defendants’ news 
websites) but stored on another website’s server (here, 
Twitter) implicated the public display right.9 It is interest-
ing to note that Twitter, the hosting website, did not itself 
have permission from Goldman to store the photograph: 
the Twitter users who uploaded Goldman’s Snapchat 
photo to Twitter’s service did so without authorization. 

Embedding Content—Historical Perspective
The practice of embedding content from third-party 

online service providers, especially platforms delivering 

Have You Been Framed? The Future 
of Embedding Copyrighted Content 
on the Internet
By Andrew H. Seiden and Christopher J. Norton

Digital meDia Committee
Co-Chairs: Sarah Margaret robertSon, andrew h. Seiden, and Szyuan Shannon zhu

The practice of “framing” content online, 
by which one website’s content is shown 
within a frame of another website, is one of 
the cornerstones of the modern internet’s 
functionality. Beginning in the 1990s, the 
practice led content owners to bring lawsuits 
against web services that would frame their 
copyrighted content, beginning in the text 
era and evolving with the growth of the in-
ternet itself to include photographs, videos, 
and other types of copyrightable multimedia 
online.1 As framing has matured over time 
into a more seamless experience wherein 
the entirety of the third party content may 
appear on-screen within a borderless frame 
(and, later, fully embedded within the website using the 
third party content), the complaints of copyright own-
ers have been held at bay by case law, placing the onus 
for infringement on the website hosting the copyrighted 
content, rather than on the website framing it.2 

The Goldman Case
Understandably, then, the February 2018 decision in 

Goldman v. Breitbart News Network LLC3 (Goldman) in the 
U.S. District Court for the Southern District of New York, 
in which the court held that “embedding” on one’s own 
website copyrighted content hosted on another website 
can be copyright infringement, has aroused great ap-
prehension in the digital media community. U.S. District 
Judge Katherine B. Forrest opened her opinion by writ-
ing: “When the Copyright Act was amended in 1976, the 
words ‘tweet,’ ‘viral,’ and ‘embed’ invoked thoughts of a 
bird, a disease, and a reporter. . . . In answering questions 
with previously uncontemplated technologies, however, 
the Court must not be distracted by new terms or new 
forms of content, but turn instead to familiar guiding 
principles of copyright.”4 The ruling has called into ques-
tion the widespread practice of embedding digital media 
on the internet, which is used on nearly every website 
that participates in public dialogue. 

The U.S. Court of Appeals for the Second Circuit in 
July 2018 declined to hear an interlocutory appeal of the 
district court’s summary judgment ruling, and sent the 
case back down for further proceedings. If ultimately 

Andrew H. Seiden
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user-generated content, such as Twitter and YouTube, has 
become a keystone practice of the modern digital media 
landscape. These platforms provide the ability to embed 
as a fundamental feature of their services, allowing for 
sharing and reposting of content that, as in Goldman, can 
proliferate virally with no further action on the part of the 
platforms or the users who uploaded the content. This 
practice has flourished in large part due to a perception of 
legality based upon the 2007 decision of the U.S. Court of 
Appeals for the Ninth Circuit in Perfect 10, Inc. v. Ama-
zon.com, Inc.,10 which established the so-called “server 
test” for online copyright infringement. In Perfect 10, the 
plaintiff copyright owner sued Google and other tech 
companies, alleging that their search engines’ display of 
the plaintiff’s photos in image search results constituted 
direct infringement of the plaintiff’s public display and 
distribution rights.11 The search engines provided thumb-
nail versions stored on the search engine operators’ serv-
ers of the plaintiff’s copyrighted images, and also allowed 
for display of the full size images via the process of “in-
line linking” and “framing,” which are precursors to the 
practice of embedding.12 In-line linking is the process by 
which a webpage directs a user’s browser to incorporate 
content from different computers into a single window.13 
Framing refers to the process by which information from 
one computer appears to frame and annotate the in-line 
linked content from another computer.14

”There are crucial distinctions between 
the type of in-line linking and framing 
that the search engines in Perfect 10 
carried out via their HTML code versus 
the embedding of full size images that 
has become common practice via Twitter 
and other platforms.”

The Ninth Circuit held in Perfect 10 that a search 
engine did not display a copy of full-size infringing im-
ages for purposes of the Copyright Act when the search 
engine framed in-line linked images that appeared on a 
user’s computer screen, even though the search engine 
operator’s separate communication of its stored thumb-
nail images directly infringed the public display right.15 
It found that providing HTML instructions to retrieve an 
image from elsewhere was not equivalent to showing a 
copy of that image.16 The court found that the search en-
gine’s code contained HTML instructions communicating 
where to find the full-size images, but the search engine 
operator did not itself distribute copies of the infringing 
photographs.17 The court wrote: “Google may facilitate 
the user’s access to infringing images. However, such 
assistance raises only contributory liability issues . . . and 
does not constitute direct infringement of the copyright 
owner’s display rights.”18 Perfect 10 argued that Google 
displayed a copy of the full-size images by framing the 

full size images, which gave the impression that Google 
was showing the image within a single Google webpage, 
but the court responded: “While in-line linking and fram-
ing may cause some computer users to believe they are 
viewing a single Google webpage, the Copyright Act, 
unlike the Trademark Act, does not protect a copyright 
holder against acts that cause consumer confusion.”19

Goldman Holding and Rationale
There are crucial distinctions between the type of in-

line linking and framing that the search engines in Perfect 
10 carried out via their HTML code versus the embedding 
of full-size images that has become common practice via 
Twitter and other platforms. Judge Forrest delved into 
these distinctions in Goldman and found the server test 
was neither applicable to the embedding-related facts at 
hand nor “adequately grounded in the text of the Copy-
right Act.”20

Judge Forrest found “no indication” in the text or 
legislative history of the Copyright Act that possessing a 
copy of an infringing image is a prerequisite to display-
ing it.21 The Ninth Circuit’s Perfect 10 analysis hinged on 
whether the defendant search engine operators “copied” 
the image to be displayed and stored the copies on their 
own servers.22 However, Judge Forrest stated that in fram-
ing the analysis this way, the Ninth Circuit erroneously 
collapsed the display right in § 106(5) of the Copyright 
Act into the reproduction right in § 106(1).23 Judge Forrest 
further wrote: “Perfect 10 was heavily informed by two 
factors—the fact that the defendant operated a search 
engine, and the fact that the user made an active choice to 
click on an image before it was displayed—that suggest 
that such a broad reading is neither appropriate nor desir-
able.” In contrast to the in-line linking and framing of the 
search engines in Perfect 10, the Goldman news website 
defendants presented Goldman’s full-size photo seam-
lessly woven into the total overall appearance of their 
own websites. Judge Forrest wrote of this distinction: 

In Perfect 10, Google’s search engine 
provided a service whereby the user navi-
gated from webpage to webpage, with 
Google’s assistance. This is manifestly not 
the same as opening up a favorite blog or 
website to find a full color image await-
ing the user, whether he or she asked for 
it, looked for it, clicked on it, or not. Both 
the nature of Google Search Engine, as 
compared to the defendant websites, and 
the volitional act taken by users of the 
services, provide a sharp contrast to the 
facts at hand.24 

The distinctions Judge Forrest drew between Perfect 
10’s server test and the facts of Goldman came under fire 
from technology advocacy organizations such as the  
Electronic Frontier Foundation (EEF) and Public Knowl-
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and transferable license to host, store, 
use, display, reproduce, modify, adapt, 
edit, publish, and distribute that content. 
This license is for the limited purpose of 
operating, developing, providing, pro-
moting, and improving the Services and 
researching and developing new ones.32 

While these terms provide the right to Snapchat itself 
to sublicense content, they include no explicit grant of any 
sublicense to other third parties like the defendant news 
websites, and the terms applicable to privately posted 
content include a more limited sublicensing right that 
would not permit sublicenses to news websites for their 
public use of the content. In January 2018 plaintiff Gold-
man submitted to the court an endorsed letter, stating: 

When I posted my Tom Brady photo to 
Snapchat, I did so through Snapchat’s 
“My Story” option. It was and is my 
understanding that “My Story” postings 
can only be seen by the specific people I 
have authorized in advance to see those 
postings. I can’t say now how many 
people were authorized by me to see my 
“My Story” postings at that time, but I 
can say that that number does not exceed 
90, and could well have been fewer. I had 
no intention of making the Photo avail-
able to anyone else beyond those autho-
rized to see my “My Story” postings and 
I do not believe I did so. When I posted 
the Photo to Snapchat, I had a choice 
to post it either to “My Story,” which is 
limited to those I authorize to see it, or to 
“Our Story,” which would be accessible 
to the public at large, without restriction. 
I deliberately chose the “My Story” option, 
because I did not want the general public to 
have access to it. If I did, I would have posted 
it to a different platform, such as Twitter, or 
Facebook or Instagram, where it could have 
been seen without restriction. I did not want 
that and did not do that. And I did not 
authorize any of the people who did have 
access to my “My Story” posting to share 
it elsewhere.33 

Accordingly, the broader grant of rights in public content 
included in the Snapchat terms of service are not likely 
to provide much help to the news website defendants in 
claiming a license to use the photo. 

Meanwhile, Twitter’s terms of service contain a grant 
of rights provision comparable to Snapchat’s, but with a 
key difference: 

By submitting, posting or displaying 
Content on or through the Services, you 
grant us a worldwide, non-exclusive, 

edge, which together submitted an amicus brief in the 
district court in support of the defendants and the ap-
plication of the server test in the case.25 Following Judge 
Forrest’s decision, the EFF issued a statement warning 
that “[i]f adopted by other courts, this legally and tech-
nically misguided decision would threaten millions of 
ordinary Internet users with infringement liability.”26 The 
EFF claimed Judge Forrest’s logic in Goldman extended to 
all in-line linking, not just embedding.27 An outpouring 
of anxiety in the digital media world followed, with news 
websites and blogs sounding alarms of the consequences 
the public (but especially those websites themselves) 
would face as a result of the Goldman decision.28 Other 
legal commentators, however, found little reason to panic 
in the face of Goldman, given the potential defenses to 
infringement liability that have not yet played out, which 
could involve a license defense, the safe harbors of the 
Digital Millennium Copyright Act (DMCA), and/or fair 
use.29 The Goldman litigation will next proceed in a sepa-
rate second phase to deal with remaining issues, includ-
ing such potential defenses.30

”Accordingly, the broader grant of 
rights in public content included in the 
Snapchat terms of service are not likely to 
provide much help to the news website 
defendants in claiming a license to use 
the photo.”

Potential Defense: Terms of Service Implied 
License

The potential defenses the news websites could raise 
include the possibility of a license to use the photo based 
on Twitter and/or Snapchat’s terms of service. Both ser-
vices provide that users retain ownership in the content 
they post online via the services, subject to a grant of 
certain license rights to the services. Regarding the rights 
that Snapchat users grant to the service in content they 
upload and make publicly available via the service, Snap-
chat’s terms of service provide: 

[Y]ou . . . grant us a perpetual license to 
create derivative works from, promote, 
exhibit, broadcast, syndicate, sublicense, 
publicly perform, and publicly display 
Public Content in any form and in any 
and all media or distribution methods 
(now known or later developed).31 

For content posted privately, however, the terms of 
service include only a more limited license (also appli-
cable to public content) which provides: 

[Y]ou grant Snap Inc. and our affiliates a 
worldwide, royalty-free, sublicensable, 
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tent posted on Twitter may be permissible, this does not 
necessarily require a general license to use this content as 
AFP has.”41 Judge Nathan explained: 

[T]he plain language of the Twitter TOS 
does not support finding a license cover-
ing AFP’s conduct, even as a third-party 
beneficiary. As Judge Pauley already 
explained, the Twitter TOS spell out 
expressly the entities to whom a license 
is granted, namely Twitter and its part-
ners—and AFP does not contend that it 
is one of Twitter’s “partners.” Constru-
ing the Twitter TOS to provide an unre-
strained, third-party license to remove 
content from Twitter and commercially 
license that content would be a gross ex-
pansion of the terms of the Twitter TOS.42

Similarly, the Twitter terms of service that will ap-
ply to the Goldman case will not likely support a license 
defense on the defendant news websites’ part. Although 
the Goldman defendants were not explicitly removing and 
reselling the photo Goldman took, as the Morel defen-
dants were, the Goldman defendants were similarly disas-
sociating the photo from its original context on Twitter 
and using it for commercial gain in a manner that would 
normally require a license from the photographer. Ad-
ditionally, Morel himself intentionally posted his photos 
on Twitter. Conversely, Goldman uploaded his photo to 
Snapchat, thinking it was visible only privately, and never 
agreed to the unauthorized Twitter users’ public upload 
of the photo. 

Potential Defense: DMCA § 512 Safe Harbors
The Goldman defendants will also likely assert a 

defense based on the § 512 safe harbors of the DMCA.43 
The safe harbor of § 512(c), which applies to user-gener-
ated content uploaded to online service providers, is the 
defense that Twitter would rely on in the event Gold-
man had sued it. This safe harbor establishes a notice-
and-takedown procedure to initially resolve claims of 
copyright infringement without litigation, via platforms’ 
removal of user-uploaded content at the request of a 
copyright holder.44 The Goldman defendants, however, are 
not user-generated platforms like Twitter or other social 
media services: they are traditional purveyors of news 
and journalism. Accordingly, it is unlikely that these web-
sites will be able to rely on the § 512(c) safe harbor. 

Instead, the defendants may potentially assert that 
§ 512(d) of the DMCA—which applies to “information 
location tools” like search engines—protects their con-
duct via the external linking aspect of the embedding 
process.45 This safe harbor provides: “A service provider 
shall not be liable . . . for infringement of copyright by 
reason of the provider referring or linking users to an 
online location containing infringing material or infring-

royalty-free license (with the right to sub-
license) to use, copy, reproduce, process, 
adapt, modify, publish, transmit, display 
and distribute such Content in any and 
all media or distribution methods (now 
known or later developed). This license 
authorizes us to make your Content 
available to the rest of the world and to let 
others do the same.34

Here, the defendants could attempt to rely on the 
Twitter terms of service to claim that they had a reason-
able expectation of having license to embed the tweet, 
perhaps as third-party beneficiaries of the terms as an 
agreement between Twitter and the users that tweeted 
Goldman’s photo. 

However, in 2013 another judge in the Southern Dis-
trict of New York closely examined the applicability of the 
same license grant in Twitter’s contemporaneous terms 
of service to photographer Daniel Morel’s copyright 
infringement claims against Agence France Presse (AFP) 
and Getty Images for downloading Morel’s photos of the 
then-recent earthquake in Haiti from Twitter and resell-
ing the photos to others.35 In that case (Morel), the court 
granted summary judgment to the photographer on the 
license defense in January 2013, saying that the terms of 
service did not grant a license for the defendants’ infring-
ing conduct.36 Later that year, a jury awarded Morel $1.2 
million against the defendants in the case.37 

The alleged infringing conduct in the Morel case was 
more egregious than in the Goldman case, given that the 
Morel defendants were actually taking Morel’s photos off 
Twitter and licensing them out to others as though they 
owned the rights, not merely redisplaying the full images 
via Twitter itself. Additionally, Morel posted those photos 
to Twitter himself through an app called TwitPic, in 
contrast to the Goldman embedded tweet photos, which 
were posted by other Twitter users without Goldman’s 
authorization. Nonetheless, the Morel court’s analysis of 
the Twitter terms of service as applied to the photos in 
suit is instructive in considering potential defenses for the 
Goldman defendants’ conduct. 

In Morel, defendant AFP argued that by posting 
his photos on Twitter, Morel subjected those photos to 
the Twitter terms of service, and those terms of service 
provided AFP with a license to use the photos.38 The 
Twitter terms of service at that time contained a provision 
for rights in uploaded content, similar to the currently-
in-effect terms of service referenced above, which stated 
in part: “This license is you authorizing us to make your 
Tweets available to the rest of the world and to let others 
do the same. But what’s yours is yours & you own your 
content.”39 Specifically, AFP claimed to be a third-party 
beneficiary of the terms of service agreement between 
Morel and Twitter.40 U.S. District Judge Alison J. Nathan 
disagreed, writing: “[T]his is the fatal flaw in AFP’s argu-
ment: it fails to recognize that even if some re-uses of con-
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use is of a commercial nature or is for nonprofit educa-
tional purposes; (2) the nature of the copyrighted work; 
(3) the amount and substantiality of the portion used in 
relation to the copyrighted work as a whole; and (4) the 
effect of the use upon the potential market for or value of 
the copyrighted work.52 In this case, the photo clearly had 
great news value in the sports media world, as evidenced 
by the defendants’ publication of the photo in their news 
articles, but newsworthiness alone is insufficient to sup-
port a finding of fair use. 

While the fair use analysis is a case-by-case analysis 
heavily dependent on the facts of each matter, two recent 
fair use court decisions in the Southern District of New 
York illustrate how the test plays out in similar fact pat-
terns involving news websites’ unauthorized publication 
of celebrity photographs.53 These decisions, which could 
serve as potential persuasive authority for plaintiff Gold-
man’s position, suggest that fair use will not be available 
as a defense here. In the 2017 case Barcroft Media, Ltd. v. 
Coed Media Grp., LLC, the plaintiffs were purveyors of 
entertainment journalism who owned copyrights in celeb-
rity and human interest photographs, while the defen-
dant ran celebrity gossip and entertainment websites and 
displayed 12 of the plaintiffs’ images on its sites without 
any licenses.54 The court found that the defendants’ use 
of the celebrity photos was not fair use.55 The first fac-
tor—the purpose and character of the infringing work—
weighed strongly against the defendant because the de-
fendant displayed the photos in the same manner and for 
the same purpose as they were originally intended to be 
used.56 The court held that the use was not transformative 
criticism or commentary because the defendants’ articles 
did not comment on, criticize, or report news about the 
images themselves. Instead, the court found the defen-
dant made commercial use of the photos as illustrative 
aids because the photos depicted the subjects described 
in its articles.57 The court noted that celebrity photos “are 
fleetingly relevant and have limited staying power (and 
therefore market power) beyond a short window in which 
they offer timely news and gossip about their subjects.”58 
The second factor—the nature of the copyrighted work—
weighed slightly in the defendant’s favor because the 
photographs were essentially factual in nature.59 The 
third factor—the amount and substantiality of the por-
tion used—weighed against the defendant because the 
defendant displayed all or most of each original photo on 
its website.60 The final factor— the effect of the use upon 
the potential market for the original—weighed against 
the defendant because the defendant displayed the pho-
tos for the very purpose for which they were originally 
intended, and thus the use “usurped the function of the 
original works in the market.”61The court noted that if 
the defendant’s practice of using celebrity and human 
interest photographs without licensing “were to become 
widespread, it is intuitive that the market for such images 
would diminish correspondingly.”62 

ing activity, by using information location tools, including 
a directory, index, reference, pointer, or hypertext link,” 
subject to certain restrictions.46 The service provider must 
not have actual knowledge that the material or activity is 
infringing; in the absence of such actual knowledge, must 
not be aware of facts or circumstances from which infring-
ing activity is apparent; or, upon obtaining such knowl-
edge or awareness, must act expeditiously to remove or 
disable access to the material.47 The service provider must 
not receive a financial benefit directly attributable to the 
infringing activity, in a case in which the service provider 
has the right and ability to control such activity.48 Finally, 
upon notification of claimed infringement the service 
provider must expeditiously remove or disable access to 
the allegedly infringing material.49

“In the 2017 case Barcroft Media, Ltd. v. 
Coed Media Grp., LLC, the plaintiffs were 
purveyors of entertainment journalism 
who owned copyrights in celebrity and 
human interest photographs, while 
the defendant ran celebrity gossip and 
entertainment websites and displayed 
12 of the plaintiffs’ images on its sites 
without any licenses.”

The Goldman defendants’ DMCA defense would be 
likely to turn on the second requirement noted above 
in § 512(d)(2): the news websites likely derived a finan-
cial benefit from the infringing activity via increases in 
viewer traffic to their sites and, presumably, the sale of 
advertising displayed on the pages including Goldman’s 
photo. Since the websites certainly had the choice of what 
images to display in their articles, they would also have 
had the right and ability to control the infringing activity. 
Thus, this factor would likely defeat a § 512(d) DMCA 
defense. Of course, if Goldman had sent Twitter the req-
uisite DMCA § 512(c) notification of infringement, and if 
the notice-and-takedown process had proceeded as usual, 
Twitter would have removed Goldman’s photo from its 
infringing users’ Tweets, which process would have also 
automatically removed the photo as it appeared when 
embedded into the defendants’ websites.

Potential Defense: Fair Use
Finally, the Goldman defendants are likely to argue 

that their use of the photo for news reporting purposes 
qualifies as fair use, thereby insulating them from in-
fringement liability.50 The Copyright Act enumerates 
certain uses of copyrighted content, including news 
reporting, that may qualify as fair use, and lays out 
a four-factor test for courts to determine whether an 
infringing use is fair.51 The four factors include: (1) the 
purpose and character of the use, including whether such 
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are applied to the facts of Goldman. Regarding the nature 
and purpose of the new use, like the Barcroft and BWP 
defendants, the Goldman news website defendants were 
using the photo for the same purpose for which it was 
originally created: the revelation of heretofore unknown 
celebrity news. Thus, it is unlikely that the embedding of 
the photo will be considered transformative in relation 
to the first factor of the test. The photo was documen-
tary rather than artistic, so the second factor may weigh 
slightly in favor of the defendants, given the factual 
nature of their news reporting efforts. However, the entire 
photograph was displayed on the defendants’ websites, 
so the third factor will weigh against the defendants. The 
fourth factor will likely weigh against the defendants as 
well, because they opted to embed the photo, rather than 
to pay for a license to use it as news websites would cus-
tomarily do, thereby diminishing any potential economic 
market for Goldman’s original photo.67

Conclusion
In conclusion, it is worth considering that Goldman 

presents more than a potentially chaotic nightmare for the 
future of copyright infringement liability in online com-
munication. This case may instead be a prime opportunity 
for all stakeholders in the digital media industries, which 
rely so heavily on copyright, to consider how broadly 
we wish the scope of copyright to reach in our modern 
information ecosystem, and how strict limitations must 
remain on the rights thereby granted to creators. Twitter 
encourages its users to tweet, retweet, and embed content 
with gusto, and indeed the platform is built entirely on 
the value of such sharing. The network effects generated 
by proliferation of shared content online serve many 
legitimate public interests, as the EFF and others have 
reiterated. However, those network effects invariably 
benefit platforms more than individual content creators or 
consumers. Recalibrating the reach of copyright’s pub-
lic display right online as Goldman has done may be an 
overdue balancing act necessary to restore a measure of 
control and compensation to the creators generating the 
value inherent in any copyrighted content, compared to 
those who may wish to disseminate said content and thus 
capitalize on that inherent value.

Meanwhile, in the 2016 case BWP Media USA, Inc. v. 
Gossip Cop Media, Inc., the plaintiff owned copyrights in 
photographs of celebrities that it licensed to print and 
online publications, while the defendant ran a for-profit 
website that presented celebrity gossip news and evalu-
ated the truthfulness of gossip stories published by third 
parties.63 The court ruled that the defendant’s unauthor-
ized, commercial use of the photos did not constitute fair 
use because the photographs were specifically taken to 
be used by celebrity news outlets and the defendant used 
the photographs for the precise reasons they were creat-
ed.64 While the second statutory factor, the nature of the 
work, weighed slightly in the defendant’s favor because 
the photographs were taken to document their subjects 
rather than as creative art pieces, the court found that the 
remaining three factors to weigh against fair use.65 The 
court found that the defendant added no new meaning or 
expression to the images, but simply used the photos to 
illustrate its stories in the same manner as websites that 
paid to display the photos.66

”Twitter encourages its users to tweet, 
retweet, and embed content with 
gusto, and indeed the platform is built 
entirely on the value of such sharing. The 
network effects generated by proliferation 
of shared content online serve many 
legitimate public interests, as the EFF and 
others have reiterated.”

Taken together, these two celebrity photo fair use 
cases provide an unwelcome outlook for the Goldman 
defendant news websites’ fair use argument. It is unlikely 
that the news websites will be able to rely on their news 
reporting activities to defend their uses of Goldman’s 
photo, because as with many celebrity photos, the photo 
itself was the news: the appearance of Tom Brady in a 
particular location was essentially the entirety of the news 
value of the photograph. The websites will likely argue 
that their reporting and commentary in relation to the 
photograph, which was focused on Brady’s alleged efforts 
to recruit the National Basketball Association star Kevin 
Durant to play for the Boston Celtics, added value and 
context to the image alone, transforming it into something 
more than simply a reproduction of the original. Addi-
tionally, they will likely argue the original image here was 
not subject to a commercial market for licensing, since 
Goldman is not a professional photographer or paparazzi 
seeking to license his image to media outlets, but rather 
a private citizen who was claiming that his private photo 
was unlawfully used. 

However, these arguments are likely to prove un-
availing, like those of the defendants in the recent celeb-
rity photo precedent cases, when the four fair use factors 
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For example, in Greenville Mem’l Audito-
rium v. Martin,4 the South Carolina Supreme 
court upheld a jury determination that injuries 
sustained by a rock concert patron struck by 
a glass bottle were foreseeable. The venue 
and its employees were found negligent in 
adequately securing and maintaining the 
concert venue where the rock group Loverboy 

was in concert, 14 security guards were pro-
vided to control a crowd of 6,000 persons, and patrons 
were openly drinking out of liquor bottles and smoking 
marijuana.5 Where violent acts are totally unforeseeable, 
however, courts have been reluctant to find liability on 
behalf of venue owners.6

Accordingly, the owner of a 40-table diner would 
arguably not be responsible for a violent criminal act 
taking place on its premises by a stranger when it had no 
reasonable expectation that such conduct would likely 
occur. The foreseeability of a particular criminal act is to 
be determined in light of all the circumstances rather than 
by a rigid application of a mechanical “prior similar” rule. 
If a property owner takes affirmative steps to safeguard 
against weapons entering its establishment, such as 
through the use of metal detectors or body pat downs, it 
then undertakes a duty to protect and safeguard its pa-
trons against violent acts (such as using banned weapons) 
on the premises. Once the duty is undertaken it cannot 
be carried out in a negligent manner without potential 
liability attaching to such conduct. The fact that a party in 
control of certain premises undertook certain precaution-
ary measures may be evidence that an owner-defendant 
had actual or constructive knowledge of a dangerous 
condition.7 Concert venues that have a history of violent 
acts taking place at their premises are put on notice of the 
risk of such future acts taking place and therefore must 
undertake reasonable and adequate precautions to ensure 
the safety of its patrons.8

In Grimmie, the plaintiffs alleged that the Orlando 
Philharmonic Orchestra, as the owner of The Plaza Live 

Concert Venue and Promoter Liability for 
Violent Acts and Injuries at Concerts
By Brian D. Caplan

litigation Committee
Co-Chairs: brian d. Caplan and paul V. liCalSi

Contrary to what one might expect, there 
is a paucity of case law in jurisdictions around 
the United States related to venue and pro-
moter liability for acts of violence that occur 
at concerts. However, with the horrific acts 
of terror at concerts in Las Vegas, Paris, and 
Manchester, venue and promoter liability is-
sues have received greater attention than ever 
before. A recent Florida state court decision 
in the case of The Estate of Christina Grimmie, 
et al. v. AEG Live et al., denying motions to 
dismiss a complaint brought by the Estate of 
Christina Grimmie against the concert venue 
and promoter of a concert in Orlando, Florida 
where Grimmie, a 22-year-old singer and 
performer, was tragically killed by an armed assailant, 
provides useful illustration and guidance on the relevant 
inquiries at issue.

”The fact that a party in control of certain 
premises undertook certain precautionary 
measures may be evidence that an owner 
defendant had actual or constructive 
knowledge of a dangerous condition.”

All questions of negligence begin with the question 
of whether a duty is owed from one party to another. 
However, venue liability and promoter liability require 
distinct analyses. 

Venue Liability
As the owner of real property, the owner of a con-

cert venue generally has a common law duty to keep 
the property safe with respect to invitees on his or her 
or its venue. Accordingly, the owner of a premises with 
the right to control access has a duty to exercise due care 
to maintain the premises in a reasonably safe condition 
commensurate with the activities conducted thereon, to 
use every reasonable effort to maintain order among the 
patrons, employees, or those who come upon the prem-
ises, and to protect others from injury.1 This duty is not, 
however, absolute, and is subject to a test of reasonable 
foreseeability.2 Each case is fact specific.3

Brian D. Caplan
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are undertaken by the owners of the venues. With such 
contracts in place, a strong argument can be made that a 
promoter legally stands in the same shoes as the venue 
owner for liability purposes, as the promoter has joint 
control over access to and security at a venue, giving 
rise to a duty to use reasonable care to protect concert 
attendees and performing artists from foreseeable harm. 
Promoters also often contractually agree directly with 
touring performers to provide and be responsible for the 
artists’ security. In such situations, where an injury occurs 
at a venue, an artist would also have a direct breach of 
contract action against the promoter.

As a rule, performing artists have contractual privity 
with concert promoters and no such privity with the own-
ers of concert venues. Accordingly, it would be reasonable 
for such artists, who perform in various venues and states 
while touring, to the benefit of concert promoters’ bottom 
line, to look to their promoters for purposes of providing 
a safe workplace. 

In Grimmie, the court found that the plaintiffs had 
adequately pled a special relationship between an artist 
and a promoter, AEG Live, imposing a duty upon the pro-
moter to exercise reasonable care to protect the artist from 
foreseeable risks of harm. The Grimmie complaint alleged:

52. As part of Defendant AEG Live’s business, AEG   
 Live identifies venues for the artists with whom it  
 contracts, prices the event or tour, and arranges   
 for financing and advertising for the event or   
 tour.

53. As part of Defendant AEG Live’s business,   
 AEG Live enters into contracts with venues and   
 is responsible for assuring that the facilities are   
 adequate for the health and safety of the artists,   
 their equipment, and other personnel involved in  
 the event or tour.

54. As part of Defendant AEG Live’s business, AEG 
 Live is responsible for managing and controlling  
 all tour events, including for assuring the safety   
 of artists and other persons attending concerts.

55. In connection with the Spring/Summer 2016  
 Tour, neither Grimmie nor any other of the artists  
 had contractual privity with the venues. Rather,  
 Grimmie and the other artists relied on Defen- 
 dant AEG Live to enter into appropriate contracts  
 with the venues and to make all arrangements  
 necessary for the concerts, including security ar- 
 rangements.

*    *   *

57. It is standard practice that, when a promoter  
 engages with an artist, the promoter specifically  
 undertakes to be responsible for the security of  
 the tour’s performers during the tour. ***

*    *   *

Theater, owed a duty to Christina Grimmie to use rea-
sonable care and was obligated to keep the premises 
reasonably safe for her, the other performers, and the 
attendees at her concert. The plaintiffs further alleged that 
the Orlando Philharmonic Orchestra had the right and 
authority to manage and control the event and assumed 
a duty to protect Christina when its employees or agents 
performed bag checks of the attendees. Plaintiffs also 
noted that: 

1. There was a “No Guns” sign in plain view where 
patrons entered the venue;

2. the venue conducted a superficial bag check for 
patrons attending the concert without using metal 
detectors, wands or body pat downs; and

3. Grimmie’s assailant was permitted to enter the 
venue with two hand guns and a hunting knife 
prior to the fatal attack.

In finding that the plaintiffs adequately alleged a 
factual basis for a finding of liability against the venue, 
the court noted:

While a property owner is not required 
to protect an invitee from every conceiv-
able risk, the property owner does owe 
a duty to protect against risks which are 
reasonably foreseeable. However, the 
question of foreseeability is for the trier of 
fact. Hall v. Billy Jack’s Inc., 458 So. 2d 760 
(Fla. 1984); see also Paterson v. Deeb, 472 
So. 2d @ 1218 (Where reasonable persons 
might differ, the ultimate determination 
of foreseeability and legal cause are ques-
tions for the jury.) Furthermore, “whether 
the specific injury was genuinely foresee-
able or merely an improbable freak—then 
the resolution of the issue must be left to 
the fact-finder.” McCain v. Florida Power 
Corp., 593 So. 2d 500-03 (Fla. 1992). Lastly, 
where a party specifically undertakes 
to provide security, liability for breach 
of duty can be established without any 
evidence of prior offenses at that location. 
Burns Intern. Sec. Services Inc. of Florida v. 
Philadelphia Indem. Ins. Co., 899 So. 2d 361, 
364-65 (Fla. 4th DCA 2005). Because there 
remain unresolved issues of fact, Count 
Vi [the wrongful death claim] survives 
the motion to dismiss.

Promoter Liability
The liability of concert promoters for acts of violence 

that occur at their concerts is analyzed under a different 
framework. Powerful concert promoters have contracts 
with many concert venues that give them the ability, if 
they so choose, to determine what security measures 
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Brian D. Caplan has more than 33 years’ experience 
litigating a broad range of entertainment, intellectual 
property and commercial matters. He is a partner in the 
New York City law firm of Reitler Kailas & Rosenblatt 
LLC. His clients have included recording artists and pro-
ducers, publishing companies, record labels, personal 
managers, business management, accounting firms, pro-
fessional athletes, and dealers in fine art. In addition to 
contractual disputes, defamation cases and the prosecu-
tion and defense of copyright and trademark infringe-
ment actions, Brian has represented clients in a broad 
range of disputes relating to partnerships and closely 
held corporations, as well as employment matters. 
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universities with respect to intellectual property mat-
ters and the dynamics of the entertainment industry. His 
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People. Brian represented Mr. Willis in a precedent-
setting copyright termination case involving the compo-
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61. As a paid performer contracted by AEG Live to  
 perform on the Spring/Summer 2016 Tour, Grim- 
 mie had a reasonable basis to believe that AEG  
 Live would undertake to be responsible for her  
 security at the venues where she performed.

*    *   *

99. *** By virtue of its role in staging the concert,  
 inviting Grimmie to participate in the concert  
 being promoted by AEG Live, and inviting the  
 public to attend for a price, AEG Live was under  
 an obligation to keep the premises in a reasonably  
 safe condition for her, the other artists participat- 
 ing in the concert, and the attendees of the con- 
 cert.

The court in its decision cited several of these factors in 
rejecting AEG Live’s motion to dismiss.

It is not surprising that courts in other jurisdictions 
have recognized that event promoters, such as AEG Live, 
can be held liable for injuries resulting from their failure 
to exercise reasonable care in the manner in which an 
event is conducted and the manner in which security is 
arranged.9 

Conclusion
Due to the unfortunate uptick of violence at music 

concerts and entertainment events, and the resulting 
casualties to concertgoers and performers alike, the issues 
of venue and promoter liability will likely become the 
focus of increased judicial scrutiny. As violent acts are 
perpetrated, it will become more difficult for venues and 
promoters to disclaim liability by maintaining that such 
senseless acts of violence are not foreseeable. In a climate 
where a 22-year-old performer is gunned down after a 
show and hundreds are held under siege at a music fes-
tival, the reality is that concert safety is more precarious 
than ever. Venues and promoters must adequately protect 
their performers and attendees with proper safety mea-
sures or risk facing significant liability under negligence 
and breach of contract theories.
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250 additional stores by the end 
of the following year. Kmart 
acquired Borders Inc., the owner 
of 19 superstores. Kmart, at the 
time, already owned Walden-
books and planned to open an 
additional 60 superstores by the 
end of 1993. These superstores 
held as much as 10 times more 
inventory than mall bookstores. 
At the time, independent book-
stores still accounted for 60% of 

the number of retail outlets for 
books in the United States. By 1994, chain bookstores 
were outselling independent bookstores, signaling fears 
that the smaller booksellers would be pushed out by the 
superstores.2

 2. Debut of Electronic Publishing

In the mid-1990s, several newspapers launched their 
first online versions for the internet.3 In addition, in 1998, 
the first dedicated electronic reading devices were intro-
duced, including the Rocket e-book and Softbook. These 
e-readers did not catch on, however; at the time, e-book 
selection was very limited—since various formats had 
to be produced, there was no continuity for reading over 
different devices, and the personal computer was not suit-
able for reading books. This period is considered a “false 
start” for digital publishing.4 

 3. Expansion of the Grant of Rights

With the introduction of electronic publishing, pub-
lishers began to expand the language in their contracts 
that previously provided for print rights or mechanical re-
production rights. These expanded rights were often bro-
ken down into “display rights” and “multimedia rights.”5 
Display rights allowed for the reproduction, transmission 
and display of the verbatim contents of a book in digital 
media and electronic devices. Multimedia rights referred 
to the right to include third-party content, such as music, 
photographs, and video, as well as interactivity.6

30 Developments in Publishing in 30 Years: 
A Review of New Business Models, Trends 
and Court Cases from 1988 to 2018
By Judith B. Bass, Joan S. Faier, and Erica Ruff

literary rights Committee
Co-Chairs: Judith b. baSS and Joan S. Faier

Probably the most significant development in launch-
ing a revolution in publishing over the last 30 years actu-
ally occurred in 1989. In that year, the World Wide Web 
was invented by Sir Tim Berners-Lee, along with a plan 
to make it accessible to the general population. All of the 
changes that have occurred in the publishing industry 
since then can be traced back to that invention, including 
e-books, self-publishing, and the rise of the digital pub-
lishing phenomenon.

In this article, we will look at some of the changes in 
the book publishing industry that have impacted authors 
and publishers and the relationships between them over 
the last 30 years. We will first highlight a few key devel-
opments in the 1990s after the internet came into being 
and describe some of the changes that happened in those 
years. We will then look at each of the next two decades 
and profile some new business models that arose and 
various trends that emerged in the publishing indus-
try during that period and going forward. We will also 
review a selection of significant court cases decided in the 
last 30 years that have impacted the publishing industry. 

 I. 1988-1998

 1. Rise of the Big Bookstores

In the early 1990s, the big news was the opening of 
very large bookstores known as “superstores.”1 In 1992, 
Barnes & Noble opened a series of such superstores 
stocked with 100,000 books each, with plans for up to 

Judith B. Bass Joan S. Faier Erica Ruff



NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3 67

 II. 1999-2008

 1. Consolidation in the Book Publishing  
     Industry Accelerates

In the beginning of 2001, a Publishers Weekly article 
noted that after years of mergers and acquisitions among 
book publishers, each sector of the industry (trade, educa-
tional, and professional) was comprised of a few very big 
companies, a number of medium publishers, and many 
smaller ones. For example, at that time, Random House, 
which had been purchased by Bertelsmann in 1998, was 
the biggest trade book publisher in the U.S., and the Pen-
guin Group, which was owned by Pearson and had just 
bought Dorling Kindersley in 2000, became the second 
largest trade publisher in the U.S., both with sales of over 
$1 billion.16

The trend towards consolidation has more recently 
culminated in the merger of Random House and the 
Penguin Group in July 2013, creating Penguin Random 
House. According to an article in Publishers Weekly ap-
pearing just after the five-year anniversary of the merger, 
Penguin Random House is the largest trade publisher 
in the world, with 2017 revenues of $3.4 billion, 275 
book imprints, and sales of 700 million books annually.17 
The Big Six traditional trade book publishers, as they 
were previously known, became the Big Five after this 
merger.18 

 2. E-book Only Publishers Arrive

As e-books become reader-friendly, e-book-only pub-
lishing companies were launched, focusing first on “back-
list” books previously published in print formats but 
not available in digital formats. One of the first of these, 
Rosetta Books, started its e-book business in 2001 with a 
list of 100 preeminent digital titles. Open Road Integrated 
Media (Open Road) commenced business in 2009.

 3. The Kindle and Kindle Direct Publishing Are  
     Launched

In 2007, Amazon introduced its Kindle electronic 
reader as well as its Kindle Direct Publishing (KDP) free 
platform, offering authors the ability to publish e-books 
of their own.19 Before the Kindle was launched, less than 
1% of books sold were e-books. Within five years, they 
reached 20% of the trade book market.20 

 4. Consumer Book Review Sites Begin

In 2007, Otis Chandler and his wife, Elizabeth Khuri 
Chandler, founded Goodreads, an online social media site 
for learning about books, with the basic idea of creating a 
vehicle for friends to share their ideas about good books 
to read.21 The site includes many features in addition 
to the book reviews written by fellow readers. Amazon 
purchased Goodreads in 2013.22 As of 2017, the tenth 
anniversary of Goodreads, it had more than 65 million 
members, according to an article in Publishers Weekly. 
In that same article, founder Otis Chandler stated that 

 4. Introduction of Print-on-Demand  
     Technology

By the late 1990s, the introduction of print-on-de-
mand (POD) technology allowed books to be printed one 
at a time.7 POD is credited as leading to the later explo-
sion in self-publishing through websites such as Lulu, 
CreateSpace and iUniverse.8 The POD publishers offered 
authors low-cost self-publishing options without the need 
to pay for print runs, inventory, and warehousing.9

 5. The Beginning of Amazon

Amazon was founded on July 5, 1994. Its website 
started as an online bookstore. By 1997, when the com-
pany went public, the New Yorker reported that Amazon’s 
book inventory “could have filled six football fields.”10 In 
1999, it first tried to enter the publishing business by buy-
ing a defunct imprint but was unsuccessful.11 It was not 
until a decade later that Amazon tried again.  

Cases

 1. Simon & Schuster v. Members of the New  
     York State Crime Victims’ Board12

In 1977, New York enacted the “Son of Sam” law to 
prevent criminals from profiting from their crimes by 
selling their stories or writing a book about their crimes. 
Any proceeds in violation of the “Son of Sam” law had 
to be surrendered to the New York State Crime Victims 
Board (the Board) and could later be claimed by victims 
of the criminal through civil suits. Ten years later, the 
Board ordered convicted mobster Henry Hill to turn over 
payments from Wiseguy, the book about him by Nicho-
las Pileggi, that was about to be published by Simon 
& Schuster. Simon & Schuster brought suit against the 
Board, arguing that the “Son of Sam” law violated the free 
speech clause of the First Amendment. The suit conclud-
ed in 1991 with an 8-0 ruling by the United States Su-
preme Court holding that the law was unconstitutional. 
New York subsequently adopted a new “Son of Sam” law 
in 2001 that applied to income of over $10,000 received 
by anyone convicted of a crime from virtually any source 
and allowed victims of the crime to sue the perpetrator to 
obtain compensation from those proceeds. 

 2. Dr. Seuss v. Penguin Books13

Penguin Books and Dove Audio wanted to publish a 
book entitled The Cat NOT in the Hat! A Parody by Dr. Juice. 
The book was a rhyming summary of the murder trial 
of O. J. Simpson using an illustration and style similar 
to those used in Dr. Seuss’s books. Dr. Seuss Enterprises 
sued to stop the publication. The Ninth Circuit Court of 
Appeals found that Penguin Books could not rely on a 
fair use defense because, quoting the Supreme Court in 
Acuff-Rose,14 the work was not a parody and the defen-
dants made “no effort to create a transformative work 
with new expression, meaning, or message.”15
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“book form” did not include a grant of the e-book rights, 
which are retained by the authors to license elsewhere.

 4. Gaiman v. McFarlane29

Well-known author Neil Gaiman brought suit against 
Todd McFarlane, the creator of the comic book character 
Spawn, over the ownership of a series of Spawn-related 
characters Gaiman co-created with McFarlane in 1993 and 
Gaiman’s entitlement to a division of proceeds from com-
ic books in which the characters appeared. After a jury 
trial, the district court entered a judgment finding that 
Gaiman was a co-owner of the characters, ordered that he 
be so designated on any undistributed copies of the comic 
books, and that an accounting of profits be done. In 2004, 
the Seventh Circuit Court of Appeals affirmed. 

 5. Warner Bros. Entertainment v. RDR Books30

J.K. Rowling and Warner Bros. Entertainment, author 
and film rights owner and distributor of the Harry Potter 
books, respectively, sued RDR Books over its attempted 
re-publication of a free online guide to the Harry Potter 
fictional universe entitled The Harry Potter Lexicon. After 
a trial, the United States District Court for the Southern 
District of New York found that the Lexicon was not suf-
ficiently transformative and held in favor of the plaintiffs, 
while recognizing that reference guides and companion 
books in general are not derivative works subject to the 
control of authors and should be encouraged, not stifled. 
RDR Books subsequently released a new edition of the 
Lexicon, dropping lengthy quotes from the books and 
adding commentary.

 III. 2009-2018

 1. Roles of Independent Book Stores and Book  
     Chains Start to Change

Increasing competition from online book sellers, 
including Amazon, affected the health of the book store 
chains and independent book stores. For example, Bor-
ders went bankrupt in 201131 and Barnes & Noble closed 
an estimated 10% of its stores beginning in 2011.32 In 2017, 
the fourth biggest book store chain, Book World, which 
began in 1976, went out of business, its owner citing a 
downturn in retail shopping.33 Independent book store 
numbers also dropped dramatically to around 1,600 in 
2008,34 down from the mid-1980s number of 3,500 inde-
pendent booksellers, recollected by one industry expert.35 
However, in a reversal of this trend, independent book 
store numbers are actually now climbing slowly back up. 
According to the American Booksellers Association, the 
independent book store category has grown over 30% 
since 2009 with more than 2,200 stores today.36

 2. Self-Publishing Becomes Established

With the launch of a variety of publishing platforms 
such as Amazon’s KDP in 2007, Barnes & Noble’s Nook 
in 2010, and Kobo’s Writing Life in 2012, authors over 
the last 10 years became able to publish and distribute 

Goodreads helps authors and publishers with readers’ 
abilities to discover books and also with word-of-mouth 
book suggestions, two important factors in book selling.23 
At the same time that Goodreads appeared on the scene, 
professional review sections in newspapers, written by 
book critics, were experiencing cutbacks.24

Cases

 1. Tasini v. New York Times25

The New York Times and other print publishers licensed 
rights to copy and sell articles to LEXIS/NEXIS without 
first consulting the authors of those articles who were en-
gaged as independent contractors under contracts with the 
publishers. The freelance journalists sued on the basis that 
they had not granted the publishers the rights to place the 
articles in electronic databases. The publishers responded 
that they were authorized by § 201(c) of the Copyright Act 
to re-publish articles that had appeared in their magazines 
or journals as part of that collective work or any revision of 
that collective work. The Supreme Court held that place-
ment in the electronic databases was not a revision of the 
collective work and that the reproduction was not privi-
leged by § 201(c). In her decision writing for the majority, 
Justice Ruth Bader Ginsburg said that “the parties (authors 
and publishers) may enter into an agreement allowing 
continued electronic reproduction of the authors’ works; 
they, and if necessary the courts and Congress, may draw 
on numerous models for distributing copyrighted works 
and remunerating authors for their distribution.”26

 2. Suntrust Bank v. Houghton Mifflin Co.27

A 2001 novel entitled The Wind Done Gone, published 
by Houghton Mifflin, critiqued Margaret Mitchell’s 
famous novel Gone With the Wind and its depiction of 
slavery and the South during the Civil War era. As the 
trustee holding the copyrights to the latter, SunTrust 
Bank sued Houghton Mifflin, alleging that the new novel 
was an infringement by virtue of its verbatim copying 
of certain dialogue and descriptions, summarizing of 
various scenes, and copying of core characters, traits and 
relationships. The Eleventh Circuit Court of Appeals held 
in favor of Houghton Mifflin, reasoning that the creation 
and publication of a carefully written parody novel was 
transformative and its borrowing from Gone With the Wind 
constituted fair use.

 3. Random House v. Rosetta Books28

In one of the first court cases to address e-book rights, 
Random House sought an injunction against Rosetta 
Books, an e-book publisher. Rosetta was selling in digital 
format eight specific works that Random House had the 
exclusive license to “print, publish and sell… in book 
form.” The Second Circuit Court of Appeals in 2002 af-
firmed the district court’s decision denying the injunction 
and holding that a book publishing contract granting to 
the publisher the right to publish an author’s book in 
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the parties share the risk. Accordingly, although the 
author generally pays an upfront fee to publish the work, 
the parties together recoup the costs of publication and 
other preapproved costs and expense, and then share the 
royalties received on a 50/50 basis.47 Hybrid publishers 
also have a curatorial approach, choosing what they will 
publish and offering authors editing services. 

Given the growing popularity of this model and the 
lack of protocols to distinguish true hybrid publishers 
from assisted service providers, the Independent Book 
Publishers Association (IBPA), an organization that rep-
resents independent publishers, including self-published 
authors and authors working with hybrid publishers, 
released a set of guidelines in February 2018 called the 
“IBPA Hybrid Publisher Criteria” that include nine char-
acteristics that a “professional” hybrid publisher should 
possess.48 Among the criteria are requirements that 
the hybrid publisher vet submissions; ensure editorial, 
design and production quality; pursue a range of publish-
ing rights (e.g., both print and digital formats); provide 
distribution services (e.g., through online and traditional 
methods to wholesalers and bookstores as well); and pay 
authors a higher-than-standard royalty.49

 5. Online Writing Communities Become  
     Increasingly Popular

Online social writing communities developed as a 
result of the existence of the internet and the popularity 
of social media. Wattpad, one of the best known of these 
writing sites, launched in 2006, and celebrated its tenth 
anniversary in 2016, with successful growth and expan-
sion plans for the future.50 On that anniversary, Wattpad 
had over 45 million monthly visitors51 and had grown 
to 65 million monthly visitors by early 2018.52 Wattpad 
writers post their works to the site, largely on a serializa-
tion basis, and use the platform to receive reader input on 
their stories.53 Although Wattpad does not publish books 
itself, it has become a source for book publishers and 
television and film producers seeking content for proj-
ects.54 Other social media writing sites that started some-
what after Wattpad include Penguin’s Book Country in 
2011,55 Figment in 2010 (later bought by Random House 
in 2013)56 and, with a slightly different business model, 
Kindle Worlds in 2013, a platform that allows writers to 
write fan fiction using characters licensed from sources, 
such as comic book companies, according to agreed-upon 
rules.57 

 6. Audio Books Take on Market Share

Although recordings of books for various purposes, 
such as for use by the blind, have been around since the 
1930s, they jumped into mainstream popularity in the 
mid-1980s, fueled first by the development of cassette 
technology and then compact discs.58 They have become 
increasingly popular recently; numbers provided by the 
Audio Publishers Association in 2017 showed that more 
than 67 million people in the U.S. listened to at least one 

e-books on their own. As a result of these developments, 
the self-publishing industry has flourished. According to 
a report issued by Bowker, from 2011 to 2016, the number 
of ISBNs issued for self-publishers jumped by 218% from 
247,210 to 786,935.37 These numbers do not even include 
e-books self-published through Amazon’s KDP program, 
since those e-books use ASIN identifiers rather than 
ISBNs. Amazon’s Create Space is the largest publisher of 
self-published print books and Smashwords is the larg-
est on the e-book side.38 Whereas initially self-published 
books had somewhat of a stigma attached to them since 
they were not published with the quality control of a 
traditional publisher, more recently they are receiving an 
increasingly popular reception, especially in genres such 
as romance, science fiction, fantasy, and mystery/sus-
pense.39 As to sales numbers, the reports vary, with some 
authors experiencing success and others selling fewer 
than 100 to 150 copies.40 One example of a self-published 
work that has gone on to become a runaway best seller in 
the traditional sphere is E. L. James’ Fifty Shades of Grey, 
starting out as fan fiction and later becoming a blockbust-
er for Penguin.41 

 3. Subscription E-book Services Begin

In the fall of 2013, three different subscription e-book 
services debuted—Oyster, Scribd, and Entitle. These ser-
vices were modeled after Netflix for movies and Spotify 
for music.42 Subscribers paid a modest monthly fee, such 
as $10 or less, and had access to an unlimited number 
of books. The subscription services licensed books from 
publishers to include in their services. At the onset, 
publishers only offered backlist books to these services, 
concerned that participation would otherwise hurt sales 
of individual books and uncertain as to how authors 
would be compensated. In July 2014, Amazon launched 
Kindle Unlimited (KU), its e-book subscription service. At 
launch, KU was comprised of works from Kindle Select 
(Amazon’s self-publishing platform), Amazon’s imprints, 
and independent trade publishers, but none from the 
big five publishers.43 KU’s online sign-up page currently 
states that it has over one million books available to 
read.44Authors are paid through a revenue-sharing model 
based on a monthly pool established by Amazon.45 Of the 
three initial subscription services mentioned previously, 
only Scribd still exists, although others have entered the 
market, such as 24symbols and Playster, some of which 
include audiobooks, magazines, music, and games, along 
with books.

 4. Hybrid Publishing Gains Ground

For authors who do not want to self-publish and for 
whom traditional publishing is not an option by choice 
or otherwise, a middle ground known as hybrid publish-
ing has become popular.46 The business model for hybrid 
publishing combines key elements of traditional publish-
ing and self-publishing. For example, rather than the 
traditional publisher or the self-published author bearing 
the financial risk, as the case may be, in the hybrid model 
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 2. Golan v. Holder69

The Supreme Court held in 2012 that Congress 
had the authority to restore copyrights to thousands of 
foreign works that had fallen into the public domain in 
the United States that were still protected by copyright 
in their countries of origin. Congress had restored the 
copyrights pursuant to the Uruguay Round Agreements 
Act passed in 1994 (the Act), following the adoption of 
the Berne Convention by the United States. As a result, 
owners of the works that were previously in the public 
domain could now receive compensation for any uses 
going forward. Conductor Lawrence Golan and a group 
of artists who had previously performed, distributed, and 
otherwise used certain works while they were in the pub-
lic domain challenged the constitutionality of the Act on 
the basis that it violated the copyright clause and the First 
Amendment. The Supreme Court affirmed the decision 
of the Tenth Circuit Court of Appeals in a ruling that was 
6-2, holding that changing the term of copyright was not 
violative of the First or Fifth Amendments. 

 3. Kirtsaeng v. John Wiley & Sons70

The Supreme Court in 2013 held that the “first sale” 
doctrine, codified at 17 U.S.C. § 109 of the Copyright Act 
of 1976 as a limitation to the copyright owner’s exclusive 
rights, applies to works lawfully purchased abroad so 
that a publisher in the United States could not stop the 
importation back into the United States of such copies.  
Thai citizen Supap Kirtsaeng, who was studying in the 
U.S., purchased English-language foreign edition versions 
of his textbooks from Thailand where they were cheaper, 
and then sold them to American students for a profit even 
though they were marked for sale exclusively abroad.  
John Wiley & Sons, an academic textbook publisher 
that frequently assigned rights to foreign subsidiaries to 
produce foreign editions, sued Kirtsaeng for copyright 
infringement; the Second Circuit Court of Appeals agreed 
that such copyrighted works could not be imported into 
the United States without the permission of the U.S. 
copyright owner. In 2013, the case went before the Su-
preme Court and it reversed, holding that because the 
textbooks in question were legally published in Thailand 
and Kirtsaeng lawfully purchased the textbooks, he did 
not require the copyright owner’s permission to resell 
the books in the U.S. under the “first sale” doctrine since 
the doctrine had no geographic restrictions. The case was 
then remanded for further proceedings. The case imme-
diately had an impact on publishers and others imposing 
territorial restrictions on sales that is still being felt.71

 4. HarperCollins Pub. v. Open Road72

In 2014, the same New York district court that had 
decided the Rosetta Books case73 found that language in 
the 1971 author-publisher contract enabled HarperCollins 
to have e-book publishing rights. The case was brought 
by the publisher of the children’s novel Julie of the Wolves 
against Open Road over the latter’s publication of an e-

audiobook during the year. The audiobook market is 
now made up largely of digital downloads and streaming 
rather than physical audiobooks.59 According to industry 
statistics published in Forbes, digital audiobook revenue 
was up 32.1% in the first quarter of 2018, with higher 
sales than mass market paperbacks and e-books.60 Some 
authors are even planning to release their works as audio-
books instead of using print formats.61 

 7. Direct-to-Consumer Selling in the Book  
     Business Begins

Book publishers experimented with direct-to-con-
sumer selling during this time period. For example, in 
July 2014, HarperCollins kicked off a new website with 
the ability to permit direct-to-consumer selling of its 
print books, audiobooks in physical form, and e-books.62 
Although it had sold e-books from its own site previously, 
HarperCollins it had never sold print books this way 
before, eliminating the retail bookstore entirely. Links to 
a list of third party booksellers as well as to Amazon and 
Apple are included. Several months later, it also instituted 
a royalty incentive to authors who sold their works direct-
ly to consumers through the HarperCollins platform.63 
Another effort in this area was the creation of the Every-
where Store by Zola Books, which is a widget that can be 
placed on a bookstore, publisher or author’s website, for 
example, enabling direct sales of books to consumers.64 

While the traditional publishers’ model of selling di-
rectly to consumers cuts out the retailers, Amazon is mak-
ing efforts to eliminate the publisher as well. One com-
mentator has noted that Amazon’s KDP program “is an 
arrow to the heart of publishers because it cuts publishers 
out and gives the artist the lion’s share of the income.”65 
Moreover, it’s “Amazon’s model of the future of books.”66 
As publishers’ revenues decrease as a result of below-cost 
sales by Amazon, this commentator says that it “means 
‘goodbye publishers’ as we know them and most book-
shops too. This will leave e-book publishing disintermedi-
ated like apps for your iPhone. There will still be publish-
ers but they will be small and the industry fragmented 
and barely recognizable.”67 Whether this prognostication 
is true remains to be seen.

Cases

 1. Salinger v. Colting68

Fredrik Colting, a Swedish author using the pen 
name John David California, published a novel featuring 
an older version of the famous Holden Caulfield charac-
ter of Salinger’s The Catcher in the Rye. Salinger sued the 
author for infringing his copyright by using extensive 
similarities in characters, structure and scenes. The United 
States Court of Appeals for the Second Circuit affirmed 
the district court’s finding that Colting was not likely to 
succeed in asserting a fair use defense because of his fo-
cus on the “purpose and character of the use,” specifically 
the novel’s minimally transformative purpose.
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substitute for the original publications, and thus Google’s 
Project was protected by fair use. 

 7. U.S. v. Apple Inc78

In anticipation of Apple’s 2010 release of the iPad, 
Apple entered into negotiations with six major publish-
ing companies in the U.S. regarding sales of e-books on 
the device. Five of the publishers agreed to sell e-books 
on the iPad pursuant to a so-called “agency” model, such 
that the publishers had the authority to control prices and 
Apple received a fee on books sold, rather than under 
the “wholesale” model, where the retailer controlled the 
ultimate price to consumers. This model was attractive 
to the publishers who were concerned about Amazon’s 
sales of newly released books and New York Times bestsell-
ers under the wholesale model at $9.99, approximately 
$2 to $5 below Amazon’s cost per book. The publishers 
worried that these below-cost sales would bring down 
book prices, lessen authors’ royalties, and hurt brick and 
mortar bookstores.79 As a result, some publishers had 
started withholding their books from Amazon. After 
Apple entered into the agreements with the five publish-
ers, Amazon sent a letter to the Federal Trade Commis-
sion complaining that certain publishers were demand-
ing that it enter into agency model agreements as well. 
Amazon did in fact enter into agency agreements with 
four of the publishers, resulting in a price increase for new 
releases and New York Times bestsellers sold by Amazon. 
The United States Department of Justice, along with 33 
states and territories, then brought suit against Apple 
alleging that Apple “orchestrated a conspiracy among the 
Publisher Defendants to raise the price of e-books—par-
ticularly new releases and New York Times bestsellers.”80 
In 2013, United States District Court Judge Denise Cote 
found Apple to be in violation of the Sherman Anti-Trust 
Act81 and state antitrust laws when it conspired with five 
major publishing companies (Hachette, HarperCollins, 
Macmillan, Penguin, and Simon & Schuster) to raise the 
price of e-books across the expanding e-book market, and 
ordered a trial to assess damages. The publishers each 
settled before trial, admitting no liability. In June 2014, 
Apple settled the case, agreeing to pay $450 million in 
damages. In 2015, the United States Court of Appeals for 
the Second Circuit concurred with Judge Cote. In March 
2016, the United States Supreme Court declined to hear 
Apple’s appeal. 

Conclusion
There is no question that the arrival of digital mul-

timedia in the 1990s was transformational for the book 
publishing industry. Before that, books were printed on 
paper and sold in brick and mortar bookstores. Today, 
one is able to instantly purchase print, electronic, and 
audiobook versions of the same book on one’s computer 
and seamlessly switch from reading to listening and back 
again through the Kindle and Audible apps without los-
ing one’s place. Authors can be part of a wide-ranging so-

book version of the novel. The contract granted the pub-
lisher not only the “exclusive right to publish . . . in book 
form” but also provided for exclusive “subsidiary rights” 
and a grant of certain publication rights, including uses 
“in storage and retrieval and information systems and/or 
whether through computer, computer-stored, mechanical 
or other electronic means ‘now known or hereafter in-
vented . . . .’” In the district court decision, Judge Naomi 
Reice Buchwald held that the contractual language was 
“sufficiently broad to draw within its ambit e-book pub-
lication” and that e-books constituted a “permissible new 
use,” even though when the 1971 contract was entered 
into “no commercial market for e-books existed.”74 Judge 
Buchwald expressly recognized that the holding “depen-
dent as it is on antiquated language, may be of limited 
applicability beyond the confines of this contract and 
this case” because “contemporary publication contracts 
explicitly address e-book publication rights.”75

 5. Authors Guild v. HathiTrust76

Beginning in 2004, several research universities 
agreed to allow Google to electronically scan their book 
collections. Thirteen universities founded HathiTrust in 
2008 to operate the HathiTrust Digital Library, which was 
planned as a repository for the digital copies resulting 
from Google’s efforts. Authors and authors’ associations, 
most notably the Authors Guild, brought suit against Ha-
thiTrust, arguing that the unauthorized digitization of the 
copyrighted works in the university collections violated 
the Copyright Act. A conglomeration of individuals with 
print disabilities, including the National Federation of the 
Blind, intervened in the suit. The United States District 
Court for the Southern District of New York granted sum-
mary judgment in favor of HathiTrust, the participating 
universities, and the intervenors. On appeal, the United 
States Second Circuit Court of Appeals affirmed, hold-
ing that HathiTrust’s use of the copyrighted works was 
protected and did not constitute an infringement on the 
authors’ rights.

 6. Authors Guild v. Google77

The Google Library Project (the Project) was a vast 
project involving bi-lateral agreements between Google 
and a number of the world’s major research libraries. The 
Project required scanning entire books, many of which 
were copyrighted, and making them available as search-
able text for the general public as well as allowing the 
public to see displays of snippets of text. The Authors 
Guild, on behalf of authors of copyrighted works being 
copied and displayed by the Project, brought a copyright 
infringement action against Google. In 2013, the United 
States District Court for the Southern District of New 
York granted Google’s motion for summary judgment 
on the basis of the fair use doctrine. Two years later, the 
United States Court of Appeals for the Second Circuit 
found that Google’s highly transformative use and limit-
ed display of the text did not provide a significant market 
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cial writing community and then self-publish books that 
are distributed online and through traditional channels of 
distribution. Readers can access an unlimited number of 
e-books through subscription services and share reviews 
of the books with others through social media sites. While 
reasonable people may disagree as to whether these 
developments are good or bad for book publishing in 
particular or society in general, it is indisputable that the 
last 30 years has been a time of innovation and change. In 
some instances, the introduction of these technologies and 
new ways of doing business has resulted in legal chal-
lenges and re-consideration of core legal concepts as de-
scribed above. For lawyers working in publishing, it also 
means that we must keep up to date on developments in 
the industry and be mindful of new models and trends in 
order to properly advise our author and publisher clients.
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In tackling the threshold question of the Rogers test—
i.e., whether the mark is protected by the First Amend-
ment—the Second Circuit found that, because creators of 
artistic works can express themselves in the actual titles of 
creative works, the expressive elements of a title deserve 
more protection than those of a non-creative commercial 
product. Thus, the Court found that the title Ginger and 
Fred was entitled to protection under the First Amend-
ment as an expressive work.

The Court held that the title, Ginger and Fred, did have 
artistic relevance because the names of the main charac-
ters in the film are nicknamed “Ginger” and “Fred,” so 
Rogers’ name was not arbitrarily chosen to exploit her 
fame.7 Further, the Court noted that an affidavit from 
Fellini revealed that he chose the title as an ironic com-
mentary to contrast the “glamourous and carefree” Holly-
wood lifestyle of the 1930s and 1940s to the harsh reality 
of Italy during that time.8 Therefore, the Court found the 
title to be a vital part of Fellini’s artistic expression.9 

Having found artistic expression, the Court moved 
to the second inquiry of the Rogers test—determining 
whether the title explicitly misled consumers as to the 
source or content of the film. It held that the title did not 
clearly indicate that Rogers endorsed the film.10 It found 
that it would not be clear to a viewer that the film was a 
true depiction of Rogers’ life. Thus, the Court ruled that 
ultimately any risk that the title would mislead consum-
ers was “outweighed by the danger that suppressing 

Honey Badger May Not Care, but You Should: 
A 1930s Film Star, a 30-Year-Old Legal Test, 
and Trademark in the Age of Digital Content
By Donna Frosco and L. Elizabeth Dale

CoPyright anD traDemark Committee
Co-Chairs: donna FroSCo and tereSa lee

The year 2018 marks EASL’s 30th anniversary. One 
year after EASL’s founding in 1989, the U.S. Court of 
Appeals for the Second Circuit decided the landmark 
trademark case Rogers v. Grimaldi.1 What has come to be 
known as the “Rogers test” would, in the ensuing years, 
become the standard by which courts would analyze 
the permitted use of trademarks in expressive works of 
visual art. 

Ginger Rogers, Federico Fellini, and U.S. 
Trademarks

Ginger Rogers and Fred Astaire were an iconic dance 
duo who starred in classic films in the 1930s and 1940s, 
including Top Hat (1935), Carefree (1938), and Swing Time 
(1939). Rogers was Hollywood royalty in her time—she 
even earned a spot at number 14 on the American Film 
Institute’s list of female stars of classic American films.2 
In 1986, renowned director Federico Fellini created and 
directed a film entitled Ginger and Fred, which followed 
the exploits of fictional performers who imitated Rogers 
and Astaire and became known in Italy as “Ginger and 
Fred.” After Fellini released the film, Rogers sued him, 
claiming that the title of the work violated § 43(a) of the 
Lanham Act,3 by creating the false impression that the 
story was about her or that she “sponsored, endorsed, or 
was otherwise involved in the film” and that it violated 
her rights of publicity and privacy.4

In Rogers, the Second Circuit found that the Lanham 
Act “should be construed to apply to artistic works only 
where the public interest in avoiding consumer confu-
sion outweighs the public interest in free expression.”5 
The Court then gave us the Rogers test. The test has 
been cited to require the person using a trademark in an 
artistic work to show that the allegedly infringing use is 
part of a work that is protected by the First Amendment. 
If he or she does so, the burden shifts to the owner of the 
mark to demonstrate that there is a likelihood of confu-
sion and that either the mark is not artistically relevant to 
the underlying work whatsoever or, if it does have some 
artistic relevance, it explicitly misleads consumers as to 
the source or content of the work.6

Donna Frosco L. Elizabeth Dale
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Honey Badger May “Take What It Wants” but 
That’s Not a License to Infringe

Gordon’s video earned him much fame in the digital 
world and, reportedly, copious money in the real world. 
Gordon was able to expand his digital dynasty into the 
business world and eventually registered before the Unit-
ed States Patent and Trademark Office the catchphrase 
“Honey Badger Don’t Care”17 in relation to multiple 
classes of goods. At the time of the lawsuit, Gordon had 
not filed an application for the crasser, “Honey Badger 
Don’t Give a Sh**”, but presently has an open application 
for registration.18 Gordon used the phrases on his own 
“Honey Badger Don’t Care” merchandise, which he sold 
on his website, randallshoneybadger.com, and in stores 
like Wal-Mart, Target, and Urban Outfitters.19 The popu-
larity of the phrases was undeniable—celebrities quoted 
them,20 and they were the subject of pop culture news 
stories in reputable publications.21 Understandably, along 
with Gordon’s success came much attention from larger 
entities cognizant of the viral popularity of his work. 

“Thanks for the Mouse. See Ya Later”???
The 2015 Gordon v. Drape Creative case stems from 

Gordon’s claims that he marketed to the defendant greet-
ing card companies the idea of cards featuring his “Honey 
Badger Don’t Care” and “Honey Badger Don’t Give a 
Sh**” phrases. Gordon maintains that he hired a licensing 
agent to manage his permitted use of the phrases, and 
Gordon entered into several licensing deals, including 
one deal for greeting cards.22 However, prior to the greet-
ing cards licensing deal, Gordon’s agent had contacted 
American Greetings, the parent company of defendants 
Drape Creative, Inc. and Papyrus Recycled Greetings, 
Inc.23 The court noted that Gordon’s agent had email ex-
changes with an American Greetings employee in which 
the employee said the video was a “really fun and irrever-
ent property” and that she would “love to see if there 
(would be) an opportunity on one of (their) distribution 
platforms….”24 However, no license was ever granted to 
American Greetings or the defendants, and Gordon went 
forward with licenses to the other card companies.25

Despite the lack of a license, Gordon claimed, the de-
fendants designed and produced seven greeting cards us-
ing his two honey badger phrases with slight variations.26 
These designs included an election-themed card, birth-
day-themed cards, and a Halloween-themed card—all of 
which revealed inside the card that the honey badger did 
not give a “sh**” about these events.27 

The cards gave rise to Gordon’s action against the 
companies alleging trademark infringement under the 
Lanham Act. The defendants denied infringement and 
claimed that the president of Drape Creative, who de-
signed the cards, had never heard of Gordon’s video. He 
claimed that “he could not recall what inspired the cards’ 
designs.”28

any artistically relevant though ambiguous title would 
unduly restrict expression.”11 Therefore, Rogers’ claim 
against Fellini under the Lanham Act failed.

30 Years Later…
Fast forward 30 years to the fast-paced age of digital 

content and the people who capitalize on that digital con-
tent disseminated through social media. The 1989 Rogers 
test is being used as the standard by which to analyze 
new cases involving digital content and trademarks. Since 
the time of Rogers, the proliferation of the internet has 
given almost anyone with a computer and knowledge 
of social media the ability to create and rapidly share 
creative content. Elements of that content can quickly join 
the American lexicon. Yet, although media has changed 
beyond the wildest dreams of many in the 1980s, the ap-
plicable legal principles have not changed all that much.

In today’s social media arena, at the click of a mouse, 
individuals have the freedom to develop, express, share, 
and even capitalize on creative works. From videos of 
cats playing the piano to charitable challenges, to bad 
lip readings or sports trick shots, social media abounds 
with a collection of creative content that is ripe for visual 
consumption.

Enter: The Honey Badger…“Ewww”
There are many lessons to be learned from the honey 

badger. The honey badger is a furry animal that dwells 
in the dry areas of Africa, Southwest Asia, and the Indian 
Subcontinent, and although it may sound sweet, it is far 
from it. With a reputation for being ferocious and fearless, 
it is known to hunt animals eight to 10 times its weight.12 
UrbanDictionary.com defines the honey badger as the 
“Chuck Norris of the Animal Kingdom.”

The honey badger was injected into the psyche of the 
general populace in 2011 through the viral video titled 
“The Crazy Nastya** Honey Badger.”13 The video follows 
the honey badger as it goes about its day-to-day activi-
ties, scavenging for food, chasing jackals, and receiving 
a venomous cobra bite, passing out and regaining con-
sciousness to eat the cobra. Yet, what earned this video 
the acclaim from HuffPost as being “The Best Nature 
Video of All Time,”14 was not necessarily the actions of 
the tenacious creature itself, but the video creator’s spin 
and voiceover.15

The video’s success is due to the original content of 
Christopher Gordon, the comedian who added narra-
tion and colorful commentary to what may have been a 
less humorous video. Gordon’s sassy voiceover made the 
video a viral classic, receiving over 80 million views on 
YouTube. Thanks to Gordon, it is no small wonder that 
we now know why the honey badger has been called the 
animal kingdom’s most fearless animal by the Guinness 
Book of World’s Records (according to Gordon).16

https://www.youtube.com/watch?v=4r7wHMg5Yjg
https://www.huffingtonpost.com/2011/03/04/honey-badger-dont-care_n_831278.html
https://www.huffingtonpost.com/2011/03/04/honey-badger-dont-care_n_831278.html
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ger case teaches us that the Rogers test is still as important 
as ever. Other circuits are also ruling that creative digital 
content deserves trademark protection in the real world. 
In May 2018, the Fifth Circuit in Viacom Int’l v. IJR Capital 
Investments held that a restaurant with the same name 
as a fictional restaurant in Nickelodeon’s “SpongeBob 
SquarePants” (owned by Viacom) would infringe on Via-
com’s trademark rights.37

We arguably are experiencing a new technological 
revolution where access to copious amounts of informa-
tion and the creative works of others are literally at our 
fingertips. Not everything is Fellini-esqe—but it need not 
be to have real financial value. 

The ability to produce, publish, and disseminate 
content to hundreds of thousands or millions of viewers 
is a few clicks away. With technology advancing at such 
a rapid pace, trademark owners should be aware of the 
value of their intellectual property and the steps that are 
available to protect it. Conversely, avid consumers of 
digital social media should be aware that simply because 
something is online or has gone viral does not necessarily 
mean it is up for grabs, especially for commercial gain.

“Nothing Can Stop the Honey Badger When It’s 
Hungry”—Gordon Appealed

The lower court granted the defendants’ motion for 
summary judgement. Gordon appealed. On July 30, 2018, 
the U.S. Court of Appeals for the Ninth Circuit reversed the 
district court’s decision and sent the case back down to the 
lower court for further proceedings. The Ninth Circuit ac-
knowledged that the Rogers test should be used to “balance 
the competing interests at stake when a trademark owner 
claims that an expressive work infringes on its trademark 
rights.”29 However, the Court also noted that “the Rog-
ers test is not an automatic safe harbor for any minimally 
expressive work that copies someone else’s mark.”30 

The Court distinguished Gordon from all prior cases 
in which it had applied the Rogers test and found that 
infringement claims were blocked as a matter of law.31 
In Gordon, the Court found that a genuine issue of mate-
rial fact existed as to whether the defendants’ use of the 
phrases in the greeting cards was artistically relevant, or 
merely a pasting of Gordon’s marks into cards to appro-
priate the goodwill associated with the marks.32

In applying the Rogers test, the Court first found that 
the greeting cards were considered expressive works pro-
tected under the First Amendment because they conveyed 
messages to consumers through their humorous words 
and images.33 Having found that the defendants met that 
threshold showing, the Court then turned to Gordon’s 
burden to demonstrate a triable issue of fact upon which 
a jury could find either that his marks did not add artistic 
relevance to the cards or that their use misled the viewer 
into believing that the cards were sponsored or endorsed 
by Gordon.

The Ninth Circuit provided guidance, finding that 
the question of whether the use of a mark is artistically 
relevant to an underlying expressive work not only asks 
“whether the mark is relevant to the rest of the work; 
it also asks whether the mark is relevant to the defen-
dant’s own artistry.”34 The Court explained that the crux 
of whether the mark adds to the defendant’s artistry is 
whether the defendant used the mark for artistic reasons 
rather than to simply appropriate the trademark owner’s 
goodwill. 

The Ninth Circuit noted that in Rogers and in the 
cases in which it applied the Rogers test, the mark at issue 
was clearly relevant to the secondary user’s work and it 
was used to add to the user’s artistic expression.35 In this 
case, the Court found that “[a] jury could find that defen-
dants’ cards are only intelligible to readers familiar with 
Gordon’s video and deliberately trade on the goodwill 
associated with his brand.”36

Why Should You Care About the Honey Badger?
The Ninth Circuit has deemed there to be real factual 

issues that have yet to be determined, but the Honey Bad-

Endnotes
1. Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).

2. http://www.afi.com/100Years/stars.aspx.

3. Rogers was decided before the Trademark Law Revision Act of 1988. 
At that time, Section 43(a) of the Lanham Act imposed civil liability 
on “[a]ny person who shall . . . use in connection with any goods or 
services . . . a false designation of origin, or any false description or 
representation, including words or other symbols tending falsely to 
describe or represent same, and shall cause such goods to enter into 
commerce . . . .”15 U.S.C. § 1125(a) (1982).

4. Rogers, 875 F.2d at 997.

5. Id. at 999.

6. Id.; Gordon v. Drape Creative, Inc., 897 F.3d 1184, 1190 (9th Cir. 2018).

7. Rogers, 875 F.2d at 1001.

8. Id.

9. Id.

10. Id.

11. Id.

12. https://blog.nationalgeographic.org/2011/11/04/honey-badger-
dont-care-but-we-do/.

13. https://youtu.be/4r7wHMg5Yjg.

14. https://www.huffingtonpost.com/2011/03/04/honey-badger-
dont-care_n_831278.html.

15. Gordon, 897 F.3d at 1187.

16. https://youtu.be/4r7wHMg5Yjg at 00:21.

17. Registered for Christmas tree ornaments and decorations; talking 
dolls and plush toys (Reg. No. 4419081); mugs (Reg. No. 4281472); 
audio books in the field of comedy, parody and satire; computer 
application software for mobile phones, portable media players, 
handheld computers, namely, software for playing games (Reg. No. 
4419079); clothing, namely, t-shirts, tank tops, one piece garment for 
infants and toddlers; Long-sleeve shirts, caps (Reg. No. 4505781); 
and Bumper Stickers; decals (Reg. No. 5059721).



78 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3

18. Applied for clothing, namely, t-shirts (Serial No. 87280166).

19. Gordon, 897 F.3d at 1187.

20. Id. at 1188 (citing use by Taylor Swift and Anderson Cooper).

21. Id. (noting coverage of the video in Forbes, The Wall Street 
Journal, and The Huffington Post).

22. Id. at 1188.

23. Id.

24. Id.

25. Id.

26. Id. at 1186.

27. Id. at 1188-89.

28. Id. at 1189.

29. Id. at 1186-87.

30. Id. at 1187.

31. Id. at 1191.

32. Id. at 1194.

33. Id.

34. Id. at 1189 (emphasis in original).

35. Id.

36. Id. at 1196.

37. Viacom Int’l v. IJR Capital Investments, L.L.C., 891 F.3d 178, 183 (5th 
Cir. 2018).

Donna Frosco, Esq. is a Co-Chair of EASL’s Commit-
tee on Copyright and Trademark. Ms. Frosco is a Partner 
with Dunnington Bartholow & Miller in Manhattan 
in the firm’s Intellectual Property, Advertising, Art & 
Fashion Law; International; and Litigation & Arbitra-
tion practice groups. She focuses on matters relating 
to brand protection, protection and transfer of intellec-
tual property and e-commerce and privacy issues. Her 
experience in licensing law extends to both domestic 
and foreign licensors and licensees, including exclu-
sive worldwide rights to major marks and labels. She 
also has extensive first chair litigation experience and 
has successfully contested issues of first impression in 
complex cases.

L. Elizabeth Dale, Esq. is an associate at Dunning-
ton, Bartholow & Miller in the corporate and intellec-
tual property practice groups.

Valerie Oyakhilome, a Legal Assistant at the firm, 
assisted in preparation of this article.

EASL SECTION

VISIT US ONLINE AT
www.nysba.org/EASL

N E W  Y O R K  S T A T E  B A R  A S S O C I A T I O N

http://dunnington.com/pages/practice-areas/intellectual_property.html
http://dunnington.com/pages/practice-areas/intellectual_property.html
http://dunnington.com/pages/practice-areas/international.html
http://www.dunnington.com/pages/practice-areas/litigation.html
http://www.dunnington.com/pages/practice-areas/litigation.html


NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3 79

Within what kind of 
legal and regulatory 
structure did televi-
sion operate? 

The early part of the Broadcast Era is also 
sometimes referred to as the Golden Age of 
Television. Part of this can be explained by 
the hagiography bestowed upon the past (as 
in, “Make America Great Again”). However, 
this era actually defined what we understand 
television to be: 30-minute situation comedies 
(actually 22-24 minutes without commercials) 
represented by I Love Lucy; hour-long dramas; 

game shows (a prime-time staple until the quiz 
show scandals of the mid-1950s); early morn-

ing news and talk (the Today show launched in 1952); and 
even reality television with programs such as Queen for a 
Day. Amazingly enough, 70 years later, these remain the 
dominant content formats for broadcast television and 
also across cable and streaming platforms. 

The Broadcast Era presented a simple business propo-
sition: Consumers would pay nothing directly (“free TV”) 
with revenue supplied from advertisers who could buy 
time from a few gatekeepers. At the beginning, the only 
way for consumers to watch television was on one of ini-
tially two broadcast networks, NBC and CBS, which be-
came three with ABC (Fox did not become a network until 
the 1980s). There was only one device on which to watch 
television, a set consisting of a large cathode ray tube 
encased in a big wooden box, which spread from some 
6,000 in 1946 to 12 million in 1951. The job of a network 
sales executive, it was said only half-jokingly, consisted of 
answering the phone, taking orders, and playing golf. As 
the philosopher Mel Brooks once observed: “It’s good to 
be the King.” 

As for regulation, broadcasters had to hew to the 
government dictate to operate “in the public interest,” in-
cluding abiding by a fairness doctrine for covering news 
and restrictions on “indecent” programming (defined 
famously by the Supreme Court in the FCC v. Pacifica 
Foundation, also known as the “7 Dirty Words” case1). Yet 
with the laws of physics creating a natural barrier to entry 
for new broadcast competitors, the regulatory tradeoff did 

What Is ‘TV’ Anymore? The Business Must 
Incorporate Lessons of Its Rich History to 
Build Its Future
By Howard Homonoff

television anD raDio Committee
Co-Chairs: paMela JoneS, Mary ann ziMMer, and Barry Skidelsky

Over more than a decade, the television 
business has grappled with a tidal wave of 
challenges, from changing consumer choices 
to emerging digital giants. For all of those 
with a stake in that business, it is become al-
most a parlor game to address the existential 
question: What does the future of television 
look like? 

The easiest part to answer is the terminol-
ogy. Despite lingering references to “premium 
video,” “premium content,” and “digital 
video,” and to paraphrase famed politico 
James Carville, “It’s TV, stupid!” Michael 
Wolff, before he dove into the waters of the 
Trump White House, wrote a book several years ago en-
titled Television Is the New Television, and it is apparent that 
both the consumer and business sides of the television 
equation seem to well understand what that term means 
for what they are watching, buying, and selling.  

If we still call it “TV,” that only starts, rather than 
ends, the analysis. It is easy, but it would be wrong, to fol-
low the approach of sports analysts who look at today’s 
standings as the guide for who will win the champion-
ship in the end. Clearly, the business of the future will 
not be the same as the one we have known and continue 
to enjoy today. Still, the rich tapestry of television’s past 
does provide a solid framework for any speculation on 
what it might look like. 

The business began in earnest in the aftermath of 
World War II, and its lifespan fits into three distinct eras. 
First came the Broadcast Era, which began in roughly 
1948, with the launch of The Texaco Star Theatre, starring 
Milton Berle. Next came the Multichannel Era, which be-
gan in earnest with the launches of ESPN, USA Network, 
and CNN in 1979-1980. Since 2007, we have been living 
in the Streaming Era, linked to Netflix’s expansion from 
DVD delivery to streaming video. While the first two eras 
encompassed roughly a generation each, the current one 
has seen massive changes in a far shorter window. 

It is helpful to understand the progress of the differ-
ent television eras through several lenses: What content 
predominated? What business model(s) supported it? 
How did television define its competition during the era? 

Howard Homonoff
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The federal government came to cable’s rescue with 
the 1984 Cable Act, overriding local authority power to 
dictate content carried on cable systems, putting caps on 
franchise fees, and streamlining the franchise renewal 
process. However, quite quickly this turned, due to rising 
pricing and often questionable service to consumers. By 
1992, cable operators became saddled with a new over-
lay of federal oversight on their quality of service, rates, 
and programming relationships. Broadcasters (increas-
ingly concerned with their lack of control in the market) 
obtained new retransmission consent rights, which forced 
cable to pay for the carriage of broadcaster signals, and 
satellite providers gained access to the most valuable 
cable programming. Through all of this, the viewer sim-
ply wanted more and more television, although at always 
elusive lower prices. 

The World Wide Web became available as early as 
1991 and its popularity was well established by the late 
1990s, but limited broadband availability made video a 
still-limited part of the equation. Then, the Streaming Era 
kicked off with a flourish in 2007, with Netflix streaming 
video on demand, following Google’s purchase of You-
Tube barely a year earlier. Television has never been the 
same. 

Perhaps the most dramatic change in the Streaming 
Era landscape has been the proliferation and diversifica-
tion of business participants. We have a flood of new 
content producers, beyond the traditional studios, in the 
industry; a host of new distribution platforms from You-
Tube to Netflix, Amazon, and Hulu; a growing number of 
independent outlets for over-the-top (OTT) services, in-
cluding both subscription video-on-demand (SVOD) and 
advertising-supported video-on-demand (AVOD); and an 
intricate web of technology and data analytics companies 
bringing digital data precision to monitoring viewers and 
delivering video advertising. On top of that we can add 
a group of original equipment manufacturers (OEMs) 
of new devices for viewing content, such as phones and 
tablets from Apple and Samsung, and connected devices 
from Roku, Apple, Amazon, and Google.  

Somewhat ironically, despite the massive disrup-
tion in business models, the format of television content 
may have changed the least. Hulu is now home of the 
Emmy winner for Best Dramatic Series, The Handmaid’s 
Tale. Amazon Prime’s Transparent is an Emmy and Golden 
Globe winner for Best Actor and Best Comedy Series. 
Netflix is the home of the best standup comedy, a genre 
that has been around since vaudeville. Sports and news 
remain staples of broadcast television, as well as every 
live subscription streaming platform. By 2017, of the 100 
most highly rated programs on television, 60 were live 
sports events (and 44 were related to the National Foot-
ball League). One of the “new kids” on the block in the 
OTT world, Fubo TV, has banked its model heavily on the 
investment in top tier sports programming.  

little to undermine the gravy train of broadcast television 
and its oligopoly networks. 

The nascent cable television business spent several 
decades almost exclusively retransmitting the signals of 
broadcast stations, in large part to areas whose geography 
of valleys, mountains, and rural areas made reception 
of broadcast signals difficult or impossible. The dawn of 
the Multichannel Era, running between roughly 1980 and 
2007, offered television consumers an explosion of choices 
and reset the map for who got to play in the business. 
HBO was the first network to be delivered via satellite 
in 1975, but the consumer and business landscape really 
began to take shape in 1979, with the launch of national 
networks focused on sports, news, and general entertain-
ment, such as ESPN, CNN, and USA. From their incep-
tion, these and other cable networks enjoyed a dual rev-
enue stream of advertising (just like broadcast television) 
and a share of the monthly subscriber fees that consumers 
paid to their cable operators. That dual revenue stream 
has attained the status of the Holy Grail for media players 
well into the digital age.

“By 2017, of the 100 most highly rated 
programs on television, 60 were live 
sports events (and 44 were related to the 
National Football League).”

For consumers, there was never any question but that 
“TV” now included cable. In fact, cable insiders joked that 
“cable marketing” was an oxymoron—just roll a truck 
down a street and watch people chase it. Cable delivery 
was followed by direct broadcast satellite from DIRECTV 
and Dish, and finally by the telecommunications giants 
AT&T and Verizon, all rapidly gaining new subscribers 
through the 1980s, 1990s, and even the early 2000s as 
multichannel video subscribers reached nearly 90% of the 
entire television household universe in the U.S. 

Channel offerings grew exponentially throughout 
most of this period, and although Bruce Springsteen fa-
mously sang that there were “57 Channels (And Nothin’ 
On),” cable brought consumers a plethora of original 
and library programming. Content still primarily meant 
what it meant in the Golden Age: sitcoms, dramas, news/
talk, and sports (actually so many sports), but there was a 
greater selection available to suit more niche tastes. Guess 
what? People kept watching all of it! 

The regulatory picture became a much more com-
plicated in the Multichannel Era. The legal framework 
of broadcast television evolved from almost an entirely 
federal structure to one with some elements of local, state, 
and federal oversight. Cable, however, began as a disrup-
tive and challenged upstart, battling demands of local of-
ficials seeking tribute in the form of franchise fees (a/k/a 
taxes) for the right to dig up city streets or string more 
wires on telephone poles. 
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never again be the kind of “one size fits all” that existed 
in television’s early days. 

Facebook, Apple, Amazon, Netflix and Google (col-
lectively, FAANG) are already powerful video players, 
and Netflix is outspending all of them on content by liter-
ally billions of dollars per year. Even with that however, 
none of these players has yet demonstrated the ability to 
dominate the creative side of the business, and each of 
these digital giants has suffered some hiccups in cre-
ative enterprises. Especially if (or once) Netflix’s growth 
trajectory slows, I suspect that the television futures of 
these giants will depend upon the extent of their ability to 
partner creatively in production, distribution, and mon-
etization with media companies that today may be their 
“frenemies.” 

As for the always unpredictable legal framework, 
clues to its future lie within the recent opinion of U.S. 
District Judge Richard Leon in the AT&T-Time Warner 
merger case. Judge Leon noted the far-reaching disrup-
tion going on in the business, girding his finding ap-
proving the merger with the recognition of a very differ-
ent digitally focused media world. With respect to the 
obvious indicia of how different this world has already 
become, he said: “It doesn’t take a weatherman to know 
which way the wind blows.” This view will likely work 
its way into the policymaking apparatus of the Federal 
Communications Commission, the Department of Justice, 
and Congress, with a warning to all players borrowed 
from today’s financial prospectuses: “Past performance is 
no guarantee of future results.”

Unlike the decades-long predictability of business 
models in the Broadcast and Multichannel Eras, the 
Streaming Era has brought almost constant experimen-
tation. Relying upon advertising, media companies 
launched their own “dot coms,” seeking to drive traf-
fic and dollars to their own sites. Soon thereafter came 
multichannel content networks (MCNs), such as Maker 
Studios, Awesomeness TV, and Machinima, provid-
ing massive content niches on YouTube from producers 
outside traditional Hollywood. Broadcasters and cable 
networks have followed suit, launching services like TV 
Everywhere, which provides online and mobile access to 
enhance the value of existing multichannel subscriptions. 
Netflix, Amazon Prime, and Hulu have led the way with 
SVOD. Skinny subscription bundles of live program-
ming have sprung up everywhere, from AT&T’s DirecTV 
Now, to Dish’s Sling, to Sony PlayStation Vue, to Xbox. 
Consumers are even watching thousands of hours of 
programming on a panoply of oddly named advertiser-
supported platforms like Xumo, Tubi, and Pluto. This is 
hardly the Broadcast Era of a few powerful gatekeepers, 
and there is little predictability anywhere. 

So . . . where are we going from here? 

Seven decades of data tell us clearly that people still 
love television. Remarkably, even faced with an almost 
limitless choice of how to spend his or her media time, 
the average American still watches over four hours of live 
television per day. From a cultural perspective, program-
ming continues its powerful hold, with many hundreds 
of new series launched across all platforms each year, the 
best of which have come to be known as “Peak TV.” The 
business has maintained its cultural status and relevance 
to a greater degree than the motion picture industry, 
which apart from the comic book universe, has developed 
few, if any, breakthrough releases in recent years. Regard-
less, there is no slowdown in creative desire among writ-
ers, actors, and directors, or in the hunger for compelling 
content from the public and advertisers.  

Alas, for those who longed for the days of media 
fiefdoms, the future does not look quite so rosy. Although 
I would not predict that the traditional television busi-
ness will suffer as dramatically, or for as long, as the 
music business has in its transition to the digital world, 
we will never again approach an environment with a so 
few gatekeeper producers, distributors or advertisers. 
The public may love television, but it does not love the 
confusing choice about how to get it and for how much 
it will have to pay. With the availability of more tailored 
content choices and the interest and access to massive 
“on-demand” libraries, including free advertiser-on-de-
mand, I expect retrenchment in the number of 24/7 cable 
networks, even among established companies controlling 
groups of networks, such as A&E, Discovery, Viacom, 
and Warner Media (formerly Time Warner). Given the 
enormous preponderance of live sports events among the 
most-watched programming, the broadcast networks are 
likely to weather the scramble for viewers. Yet there will 

Endnote
1. F.C.C. v. Pacifica Foundation, 438 U.S. 726 (1978).
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tion, and also evaluate how technology has—or has not—
altered the way our business, often stubbornly resistant to 
change, has evolved, financially and artistically. The Com-
mittee also will look at sexual harassment in the theater 
industry, which by no means has escaped the “#MeToo” 
movement, as well as ongoing efforts to address diver-
sity both on stage and off. Finally, the Committee will 
examine some of the changes to the law, both judicial and 
legislative, that could impact several facets of the theater 
industry, including court cases involving fair use and 
potential changes in the law relating to rights of publicity.

Theatrical Fundraising and the JOBS Act

By Adam J. Rosen

The JOBS Act2 was signed into law in 2012, shortly 
before the Committee published its 25th Anniversary re-
port, but the specific rules promulgated by the Securities 
and Exchange Commission (SEC) in response have been 
implemented more recently. The JOBS Act was intended 
to make equity fundraising easier for issuers of securities, 
especially for small companies, such as the production 
entities formed to finance and produce Broadway shows. 
Although the impact of the new rules on theatrical fund-
raising has been minimal thus far, it may still be too soon 
to say with certainty what the future will bring.

The vast majority of recent theatrical offerings have 
been completed under one of the “safe harbor” exemp-
tions to requirements for securities offerings to be regis-
tered with state securities agencies and the SEC. These 
offerings are much less costly and less complicated for 
issuers than registered public offerings, but there have 
always been drawbacks, including rules against general 
solicitation of investors and limitations on sales to inves-
tors that do not have “accredited”3 status. The new rules 
implemented pursuant to the JOBS Act were intended 
to facilitate fundraising by permitting advertising to the 
general public (including through internet-based crowd-
funding) and provide more flexibility with respect to sales 
to non-accredited investors, while continuing to allow for 
a more streamlined and simplified process than a regis-
tered public offering.

30 Years Later—the Show Must Go 
On: Current Trends and Issues in the 
Theater Industry
By Jason Baruch, Kathy Kim, Adam J. Rosen,  
Eric Goldman, Alexandra Mary Clapps, Rebecca Frank Oeser, 
Jason Aylesworth, and David Friedlander

theater anD Performing arts Committee
Co-Chairs: JaSon baruCh, Kathy KiM, and diane KrauSz

Five years ago, the EASL Journal published an ar-
ticle called “Exit Stage Left, Enter Stage Right: Theater 
Trends Over the Past 25 Years”1 to celebrate EASL’s 25th 
Anniversary. In that article, members of the Theatre 
and Performing Arts Committee (Committee) identified 
trends in the theater industry over the preceding quarter 
century, and tried to anticipate the state of play (“state of 
the play”) in the quarter century to come. Among other 
things, we predicted that the then newly enacted Jump-
start Our Business Startups Act (JOBS Act) could finally 
liberalize fundraising techniques and democratize the 
process of bringing a show to market by giving producers 
new tools to reach a greater number of potential investors 
with fewer barriers to entry. We anticipated that produc-
ers would continue to struggle with ever-increasing costs, 
including labor costs, and would continue to mitigate risk 
by identifying beloved and familiar underlying properties 
to adapt for the stage. We also expected new technologies 
and techniques, like dynamic pricing, to throw open the 
theater doors to new and more diverse audiences.

Five years later, as EASL celebrates its 30th Anniver-
sary, the Committee has revisited some of its predictions, 
while at the same time casting an eye toward new issues 
and trends that landed center stage recently. In this article, 
current members of the Committee will look back on the 
practical impact of the JOBS Act on the theater economy, 
now that we have had the benefit of years of implementa-

Jason Baruch Kathy Kim
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Finally, the rules known as “Regulation A+” were 
adopted by the SEC in 2015. Regulation A+ permits an 
issuer to accept accredited or unaccredited investors and 
to seek them through general solicitation and advertis-
ing, but the offering remains exempt from registration 
with the SEC.9 There are two “tiers” of Regulation A+ 
offerings, and many Broadway producers likely will elect 
“Tier 2,” which permits issuers to raise up to $50 million 
in a one-year period and includes preemption of state 
registration and review requirements, which is a huge 
saver of time and money. However, these Regulation A+ 
offerings do require filing of a disclosure statement that 
must be reviewed by the SEC, and Tier 2 offerings require 
audited financial statements, ongoing reporting require-
ments and certain limitations on the investments of non-
accredited investors. The process may be too complex and 
costly to gain popularity among Broadway producers. 

Generally, these recent changes have been met with 
“a big yawn”10 by the theatrical industry. Broadway 
is steeped in tradition, and the personal relationships 
between producers and investors have always been cru-
cially important to fundraising. General solicitation may 
signify struggles to raise money and the expenses associ-
ated with the new structures under the JOBS Act may be 
too much to bear, as opposed to relying on the traditional 
Rule 506(b) offering, which has worked very well for es-
tablished producers. That said, perhaps we will see more 
adventurous producers and/or some novice producers 
without ready access to an existing contact list of accred-
ited investors taking advantage of these potentially excit-
ing new options in years to come.

Is Technology Changing the Theater Industry?

By Eric Goldman

As any fan of Patti LuPone will tell you, technology 
and live theater remain odd bedfellows. On the surface, 
it would appear that technology is making inroads into 
how live theater is produced, marketed, and sold. Scratch 
the surface, though, and one may find an industry resis-
tant to change and leery of the advantages technology has 
to offer.

The theater industry has also seen apps enter the 
ticket-purchasing space. Broadway Box and TodayTix 
are new tools available to producers to fill empty seats. 
The apps do help producers move inventory, but they are 
arguably training theatergoers to pay less than full price 
for tickets. In addition, there is little likelihood that apps 
are going to replace traditional ticket sellers—Telecharge 
and box offices. 

The fact that three companies own and control the 
vast majority of Broadway theaters, and that all of those 
theater owners have exclusive agreements with Tel-
echarge, has successfully kept the disruptive power of 
apps from greatly altering the theater landscape. While 
Uber and Lyft, as a comparison, are able to use dynamic 

In 2013, the SEC authorized the new Rule 506(c) of 
Regulation D under the Securities Act to address the JOBS 
Act’s mandate to change Rule 506’s ban on “general solic-
itation and advertising.”4 Most recent Broadway offerings 
have been completed pursuant to Rule 506’s exemption 
to the public offering registration requirements. Under 
the commonly used Rule 506(b), issuers may raise an 
unlimited amount of money from an unlimited number 
of accredited investors, but only from a limited number of 
non-accredited investors (and if there are non-accredited 
investors in the offering, more substantial disclosures are 
required, so Broadway producers generally are advised 
against including any non-accredited investors). A 506(b) 
offering may solely be made to investors with whom the 
issuer has a pre-existing relationship, but the new Rule 
506(c) allows a company to “broadly solicit and generally 
advertise an offering”5 (and still be eligible for exemp-
tion from registration). One of the primary distinctions 
between these exemptions is that all investors in a Rule 
506(c) offering must be accredited and, unlike 506(b), 
which allows an issuer to rely on a statement by the 
investor of its accredited status (without requiring further 
due diligence to confirm), a 506(c) issuer must take “rea-
sonable steps”6 to verify that every investor is accredited. 
This verification may be accomplished by reviewing tax 
returns, statement balances, credit reports, confirmations 
from a broker-dealer, investment adviser, attorney, and 
accountant, among others—each of these methods is far 
more intrusive than 506(b)’s self-certification, and theatri-
cal producers may be reluctant to subject their investors 
to this sort of invasive scrutiny.7

“The theater industry has also seen 
apps enter the ticket-purchasing space. 
Broadway Box and TodayTix are new tools 
available to producers to fill empty seats.”

Donation-based internet crowdfunding, e.g., use of 
platforms like Kickstarter, is a popular method of fund-
ing small performing arts projects, but the SEC’s new 
rules for equity crowdfunding as required by the JOBS Act 
(Regulation Crowdfunding)8 took effect more recently 
in 2016. The new rules permit issuers to raise up to $1 
million per year from accredited or non-accredited inves-
tors through internet crowdfunding without registration. 
However, the issuer must use internet funding platforms 
maintained by an SEC-registered intermediary (either a 
broker-dealer or a registered funding portal). Issuers also 
are required to file extensive disclosures about their busi-
nesses and ongoing annual reports. These burdens and 
expenses may make equity crowdfunding less appealing 
than traditional fundraising options for many issuers. 
Further, for the Broadway producing community, the $1 
million limit will be an insurmountable obstacle as a sole 
source of fundraising except with respect to certain small 
and discrete ventures. 
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theater owners regarding ticket pricing and purchas-
ing. Theater owners and Telecharge may be holding the 
line now, but resisting the advance and incorporation of 
technology is not the answer—think Tower Records and 
Blockbuster. 

With Audible (owned by Amazon) starting to pro-
duce theater Off-Broadway14 and abroad to circumvent 
entrenched interests, such as Broadway theater owners, 
Telecharge and Equity, it is arguable that the tech indus-
try has Broadway in its sights and that change will most 
likely follow. The tech industry has not embraced unions, 
has reduced the value of brick and mortar marketplaces, 
and has shifted the power of every entertainment indus-
try other than live theater. It is entirely possible that there 
will be legal battles challenging the power of entrenched 
interests in the theater industry.

One other item worth mentioning is that legislative 
and judicial changes may continue to disrupt the theater 
market. By way of example, theater remains a unionized 
industry, but unions are under attack nationwide. In fact, 
the Supreme Court has recently handed down a signifi-
cant anti-union decision in Janus v. AFSCME.15 As the gig 
economy advances it may very well be that the power of 
theater unions will come under attack, with length-of-the-
run agreements being deemed anticompetitive and full-
time employment for cast, crew and orchestra replaced by 
part-time and freelance labor.

Harassment and the “Me Too” Movement in 
Theater

By Alexandra Mary Clapps

While sexual harassment in theater probably dates 
back as far as the art form itself, in the wake of Hol-
lywood’s self-reflection regarding the behavior of Har-
vey Weinstein and others, the theater industry has seen 
a shakeup in how it anticipates and reacts to sexual 
harassment.

What has been surprising about the aftermath of 
Weinstein’s fall from grace in Hollywood is not the num-
ber of theater professionals who have been subjected to 
harassment, humiliation, assault, or retaliation while just 
trying to do their jobs—it is the sheer number who have 
come forward to speak publicly about these incidents. 
The publication of the Weinstein story was followed by 
thousands of survivors taking to Twitter, Facebook, Me-
dium, and other platforms to say “me too.” Stories were 
told of harassment and assault in professional theaters, 
during the audition or interview process, in college and 
university settings, and among collaborators during the 
development of new works. There has also been a rise 
of “secret” groups on Facebook and other platforms 
where people (usually women), sometimes in defiance of 
non-disclosure agreements, share specific stories about 
companies that are still operating where the culture of 
harassment has not yet been addressed. 

pricing to immediately raise fees in times of high demand 
for car service, any request for a change in ticket prices 
requires an approval process. For example, Telecharge 
requires 72 hours to process a change in prices.

What has presented unique business and legal 
challenges for producers is the rise of sanctioned online 
marketplaces for theater tickets. StubHub allows ticket 
buyers to purchase tickets to popular shows, often at 
multiple times face value. Other resellers have shifted 
the capital out of the hands of theater producers and into 
their hands. The producers of Hamilton and Springsteen on 
Broadway have countered this trend by selling tickets at 
a value above the customary range of prices,11 but that is 
not a strategy many producers choose (or are able to) to 
implement.

”The publication of the Weinstein story 
was followed by thousands of survivors 
taking to Twitter, Facebook, Medium, and 
other platforms to say ‘me too.’” 

In addition, technology and apps have yet to result 
in any meaningful advance in theater industry market 
research. Although it is easier to collect data on ticket 
purchasers as a result of technology, the industry has still 
yet to fully embrace the power of the internet to track the 
habits of theatergoers and has failed to develop a means 
for sharing such data.

The onstage use of technology has had a more visible 
effect on the industry. The use of LED screens in produc-
tions, such as Dear Evan Hansen and Anastasia, is making 
it possible for designers to make new forms of artistic 
statements. However, technology arguably has not yet 
translated into substantial cost savings. Yes, LED screens 
can minimize the costs that would otherwise be allocated 
to the set budget. However, one may argue that these 
screens trigger other expenses, such as compensation to 
projection designer(s) and programmer(s), along with 
the potential cost of maintenance during the run of the 
production.  

One may also argue that advances in lighting technol-
ogy are causing new sets of problems in the industry.12 
The LED lighting industry, for example, has yet to be 
able to produce bulbs suitable for use in theater lighting 
that are consistent in color. One white LED bulb may be 
a completely different hue from another, even when pur-
chased from the same manufacturer. In addition, because 
the market for theater lighting is relatively small, the 
cost for each theater-appropriate bulb currently is much 
higher than for traditional bulbs. Presumably this is one 
of the reasons that the decision in the UK to mandate the 
use of LED lights in all theaters caused such a furor.13

What does all of this mean for the legal practitioner? 
There may be coming battles between tech giants and 
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Group has a comprehensive list of Resources on Sexual 
Abuse and Misconduct in Theater available on its web-
site. The Public Theater held a Town Hall following the 
Weinstein revelations to discuss sexual harassment in the 
New York City theater community. Actors’ Equity has 
publicly stated to its membership that harassment can 
be reported to the business representatives, since Equity 
theaters have a duty under their agreements to provide 
a harassment-free workplace. The Broadway League cre-
ated a Sexual Harassment task force. Actor Marin Ireland 
and attorney Norman Siegel spearheaded the Theatrical 
Community Sexual Harassment Education and Media-
tion Pilot Project, focusing on education and mediation, 
as part of Human Resources for the Arts. Many theaters 
nationwide have either revisited harassment policies 
or are implementing them for the first time. The theater 
community has committed to require these policies to 
be read at the first rehearsal and posted on callboards. 
More importantly, perhaps, it appears that this commu-
nity feels empowered to actually enforce these policies, 
because despite the temporary negative publicity the 
exposure of such incidents might bring, the pursuit to 
make necessary changes seems to be exponentially more 
powerful. Likewise, perhaps the “cult of personality” (the 
Old Vic described an environment where there were no 
reports of misconduct by Kevin Spacey being brought to 
the management’s attention), has been replaced with the 
expectation from the staff that companies will take reports 
of sexual harassment seriously, no matter who the allega-
tions are against and without any fear that the report will 
cause any negative consequences to the one making such 
a report.

Keeping It Diverse

By Rebecca Frank Oeser

On EASL’s 30th anniversary, diversity is a key topic 
in our conversation about the state of theater and theater 
law. Since our 25th anniversary article, Hamilton’s finan-
cial success and unapologetic diversity demonstrated to 
the industry that it could profit from projects celebrating 
diversity and prompted a push for projects to be devel-
oped by a diverse group of artists and producers.

The blanket topic of diversity brings up more ques-
tions than answers: How do we unpack diversity in all 
its forms, let alone report on the current state of diversity 
in theater? Are we looking only at actors of color? What 
about press agents, stagehands, producers, and, of course, 
lawyers? Does the term embrace differently-abled actors 
and personnel? What about those who are trans and those 
who identify as non-binary gender? 

Earlier this year, The New York Times reported on a 
study by the Asian American Performers Action Coali-
tion (AAPAC),21 which found that in the 2015-16 season, 
35% of all roles were going to minority actors,22 and that 
percentage had risen from previous years. In 2015, social 

Such theater luminaries as Kevin Spacey, Ben Ver-
een, and Dustin Hoffman have stopped shining quite so 
brightly as revelations have emerged.16 After Anthony 
Rapp went public with his story of Spacey’s sexual 
advances towards him in 1986 (when Rapp was still a mi-
nor), numerous employees at the Old Vic, where Spacey 
was Artistic Director, came forward with more recent 
accounts, and Spacey was forced out of this role at the 
theater.17 

In some ways, theater was ahead of Hollywood in 
exposing bad behavior—The Chicago Reader published a 
story in 2016 exposing decades of abuse by artistic direc-
tor Darrell W. Cox, who helmed the respected Profiles 
Theater.18 The response to the report was swift and 
dramatic—within days, the company had shut down and 
Cox had left the industry. Cox’s abuse was not limited to 
sexual harassment, but also included onstage physical as-
sault. Reports of similar behavior emerged in 2017 about 
Jeremy Menekseoglu, Artistic Director of the Dream 
Theater Company, which had begun in Chicago and 
relocated to Atlanta. The company swiftly shut down as 
well. However, this was a change from the past, in which 
allegations of harassment or inappropriate sexual conduct 
would become public and any ramifications would be mi-
nor and quickly forgotten. After a season or two passed, 
previous victims may have even encountered their abus-
ers in the rehearsal room once again. By way of example, 
allegations against playwright Israel Horovitz were made 
public as early as 1986, but it was not until 2018 that he 
was ousted from Gloucester Stage Company. 

Other notable departures in the past year have in-
cluded members of the leadership of the Dallas Theater 
Center, the Alley Theater, Long Wharf Theater, and the 
Guthrie Theater. The Guthrie notably undertook a formal 
investigation of harassment following the resignation of 
two carpenters citing the toxic culture, particularly for 
women.19 Additionally, Justin Huff, former casting direc-
tor with Telsey + Company, was dismissed, following 
allegations of inappropriate behavior.

“Just prior to the beginning of the 
2018-19 season, there are 30 Broadway 
productions currently performing, many 
of which feature actors of color and two 
that feature trans actors in leading roles.”

Women in particular have been attempting for years 
to address harassment and abuse in local theaters that 
would not require an individual actor to risk personal 
retaliation.20 The organization Not In Our House in Chi-
cago, which grew out of a sexual harassment scandal in 
the improvisation community, Let Us Work in New York, 
as well as Intimacy Directors, which operates nationwide, 
have worked with companies to create policies to protect 
artists and prevent harassment. Theater Communications 
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These incidents highlight that language must be used 
thoughtfully and that we must own our missteps and 
move forward.

Conversations about diversity can be messy, difficult 
to navigate, and fear of a misstep can shut a person down, 
but the conversations themselves are vital and the only 
way to move forward. When a casting call for Hamilton 
stirred controversy by seeking “non-white” actors,29 Ac-
tors’ Equity Association (AEA) chastised the casting call 
along with an attorney who stirred the issue up by cat-
egorizing the casting call as discrimination. The Hamilton 
producers responded: 

The producers of Hamilton regret the con-
fusion that’s arisen from the recent post-
ing of an open call casting notice for the 
show. It is essential to the storytelling of 
Hamilton that the principal roles—which 
were written for non-white characters 
(excepting King George)—be performed 
by non-white actors. This adheres to the 
accepted practice that certain character-
istics in certain roles constitute a “bona 
fide occupational qualification” that is 
legal. This also follows in the tradition of 
many shows that call for race, ethnicity or 
age specific casting, whether it’s The Color 
Purple or Porgy & Bess or Matilda. The 
casting will be amended to also include 
language we neglected to add, that is, we 
welcome people of all ethnicities to audi-
tion for Hamilton.

Both parties kept the issue mainly to one of seman-
tics. Their dispute was about the difference between 
dictating the race of a character and that of the actor—the 
former being artistic expression and the latter being dis-
crimination. The President of AEA wrote an impassioned 
opinion piece in Variety supporting color conscious cast-
ing and called for the industry to keep working toward 
better diversity.30 Where then, does the responsibility 
lie? Casting directors should champion color conscious 
casting, take on projects that will add diversity, and add 
diversity to projects. Playwright Chuck Mee expresses 
how this may be accomplished:

There is not a single role in any one of my 
plays that must be played by a physi-
cally intact white person. And directors 
should go very far out of their way to 
avoid creating the bizarre, artificial world 
of all intact white people, a world that no 
longer exists where I live, in casting my 
plays.31

The AAPAC study notes that in the 2010 Census, New 
York City demographics were 56% not Caucasian. Should 
we aim for the same in casting? Certainly, the more 
organizations and people in the spotlight that model the 

media celebrated that Waitress had the first all-female 
creative team in Broadway’s history23 and conversely, in 
2018, social media erupted in outrage that Pretty Woman 
had an all white male creative team (although its lead 
producer was a woman). Just prior to the beginning of 
the 2018-19 season, there are 30 Broadway productions 
currently performing, many of which feature actors of 
color and two that feature trans actors in leading roles. 
Notably, one of the productions currently playing and 
featuring two trans actors is Straight White Men, by Young 
Jean Lee—the first Asian American female writer on 
Broadway. 

EASL’s 25th Anniversary article prepared by the 
Committee predicted that, “[Producers] will also continue 
to mitigate risk by relying on pre-branded properties such 
as well-known films, music catalogues, and celebrity ac-
tors and producers.” This has substantially proven true. 
Looking at Theatrical Index today, 26 of the 30 productions 
on Broadway are a revival of a theatrical work or are 
based on a popular movie title or a popular music cata-
logue. Mitigating financial risks and marketing challenges 
with pre-branded properties that overwhelmingly have 
white creative teams and “name” actors that are predomi-
nantly white perpetuates the deep-seated problem in 
Hollywood and more generally the entertainment indus-
try as a whole—a lack of diversity behind and in front 
of the camera (or in front of and behind the footlights) 
and no avenues through which to develop more diverse 
projects.24

“Writers and designers in the theater 
industry have been cautious about 
utilizing pre-existing copyrighted materials 
in their new works, but a number of 
recent cases have reaffirmed the power 
of a fair use defense over an infringement 
claim from an underlying rights owner.”

In July 2018, in Ben Brantley’s review of the new 
Go-Go’s musical, Head Over Heels,25 he used offensive 
language to describe a trans character—played, it should 
be noted and celebrated, by a trans actor. The trans com-
munity took note of Brantley’s language and expressed its 
outrage on social media. Brantley subsequently apolo-
gized, indicating that he had attempted to “reflect the 
light tone of the show”26 in his review. Brantley and The 
New York Times acted swiftly and, seemingly, earnestly to 
correct the offensive language. Their acknowledgement of 
the offense and swift correction were a positive outcome. 

In the recent review for Smokey Joe’s Café, Laura 
Collins-Hughes made a point to mention Alysha Um-
phress’ weight, calling her “a bigger girl” while ostensibly 
critiquing the costume designer.27 Umphress called out 
the body-shaming and received industry-wide support.28 
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play 3C copied extensively from the television series, 
Three’s Company, including but not limited to characters 
and plot points.40  Moreover, Adjmi used “many minor 
elements, which had neither ‘parodic purpose nor were 
necessary to evoke’ (e.g., the three main characters of both 
works included a Chef-in-Training, a Minister’s daugh-
ter and an employee in a flower shop).”41 The New York 
district court acknowledged that “3C’s copying of not 
only Three’s Company’s heart, but also its metaphori-
cal appendages, considered on its own, weigh against a 
finding of fair use.”42 Nevertheless, the court reminded 
us that the Supreme Court in Campbell “set a floor, not a 
ceiling.”43 Consequently, due to the court’s label of 3C as 
a “highly transformative parody,” plus the minimal effect 
on the market (or value of Three’s Company), the third fac-
tor (which leaned favorably towards DLT Entertainment, 
the owner of the copyright in Three’s Company) weighed 
less compared to the first and fourth factors in favor of 
Adjmi.44 

The recent United States Court of Appeals, Second 
Circuit affirmation of its district court’s ruling in Lom-
bardo not only memorialized the notion that a parody will 
defeat an infringement claim, but that one of the deriva-
tive rights of a copyright owner may also be in jeopardy.45 
While the attorneys on behalf of Dr. Seuss Enterprises, 
L.P., argued that Who’s Holiday takes one of its characters 
and proposes an epilogue on what transpired in her life 
(and to a certain degree, the Grinch’s life), which would 
amount to a sequel, the New York Court of Appeals 
nevertheless held that Lombardo’s use was in service 
of his parody.46 Unlike Salinger v. Colting,47 where this 
court held that a derivative work reimagining the iconic 
teenager Holden Caulfield from A Catcher in the Rye as a 
70-year old was not fair use, Lombardo’s colorful use of 
rhyming couplets in an expletive-filled play persuaded 
judges that his work was a parody of the story (and 
unique style) of Dr. Seuss.48 Based on this verdict, and so 
long as writers can transform the underlying works into 
a parody, there may be no limit in taking a character from 
any pre-existing copyrighted work and creating a future 
for them in a parodic universe. 

Another noteworthy ruling was in TCA Television 
Corp. v. McCollum,49 where the New York Court of Ap-
peals disagreed with the lower court’s fair use analysis 
of the use of the text from Abbott and Costello’s “Who’s 
on First” in the play Hand to God.50  The major distinction 
between this case and the ones in Adjmi and Lombardo 
was whether the use of the copyrighted work was trans-
formative. This Court ruled that the use was not parodic, 
as it did not critique or comment on the original work.51 
In addition, the written text was not modified except in its 
performance.52 For these reasons (as well as the commer-
cial nature of its use), the first fair use factor favored the 
copyright owner.53 Examination of the other factors (e.g., 
how much of the underlying work was taken in compari-
son to the whole; interference with the licensing market), 

behavior of good listening and swift responsiveness, the 
more we can move forward in our conversations and our 
actions. 

The Evolution of Fair Use

By Jason Aylesworth

Writers and designers in the theater industry have 
been cautious about utilizing pre-existing copyrighted 
materials in their new works, but a number of recent 
cases have reaffirmed the power of a fair use defense over 
an infringement claim from an underlying rights owner. 
Creatives (and their legal representatives) have relied on 
Campbell v. Acuff-Rose Music, Inc.32 in determining how 
courts should apply the four factors under the fair use 
exception.33 Even though no factor is given more weight 
over the others, most decisions are determined by the first 
one. Campbell v. Acuff-Rose Music, Inc. held that “the cen-
tral purpose . . . is to see … whether the new work merely 
‘supersede[s] the objects’ of the original creation … or 
instead adds something new, with a further purpose or 
different character, altering the first with new expression, 
meaning or message; it asks, in other words, whether and 
to what extent the new work is “transformative.”34 The 
more transformative the new work, the less will be the 
significance of other factors, like commercialism, that may 
weigh against a finding of fair use.35

“Based on this verdict, and so long as 
writers can transform the underlying 
works into a parody, there may be no 
limit in taking a character from any pre-
existing copyrighted work and creating a 
future for them in a parodic universe.”

Live stage parodies of popular works have been 
popping up on the theater scene over the last few years, 
including Hamilton, Game of Thrones and Friends.36 Some 
parodists reach a mutual understanding with owners of 
the original works,37 while others are determined that 
their parodies are not infringements and consequently, 
do not seek such approval. Regardless of whether dra-
matists have a good faith argument that their works do 
not infringe on the underlying works, they are neverthe-
less vulnerable to threats of litigation. Playwrights David 
Adjmi and Matthew Lombardo both received “cease and 
desist” notices from exploiting their works, and ended up 
in court defending their parodies.38  

For parodies, Campbell established that using the 
heart of the underlying work is essential so audiences can 
recognize what the writer is poking fun at, there was an 
allowance that was broader when examining the third 
factor of the fair use analysis.39 While 2 Live Crew’s use 
of Roy Orbison’s song Pretty Woman was limited to a 
repeated bass riff and the words “pretty woman,” Adjmi’s 
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pher envisioned having his or her works reimagined in a 
fixated moving collage supporting the narrative of a live 
stage presentation. 

Even if writers and designers are determined that 
their creations would withstand threats of copyright in-
fringement, many are not able to financially litigate these 
disputes. Moreover, producers and theater owners are 
often attached as parties of such claims, as they are pre-
senting these works without authorization. Furthermore, 
even with a good faith belief that their use is protected 
under the fair use doctrine, the theater community still 
may seek informal consent from the underlying rights 
owners to maintain good relations, who may control 
other copyrighted properties that would require a license. 
For those artists who choose to create works that would 
survive a fair use test, but nevertheless get challenged by 
the underlying rights owners, organizations such as The 
Dramatists Legal Defense Fund have significantly con-
tributed to protecting their First Amendment rights,61 not 
to mention a number of attorneys who worked for those 
without the financial resources to front the exorbitant 
costs of litigation.62

Proposed Revision to NY State’s Right of Privacy 
Statute

By David H. Friedlander

New York State’s law on the right of publicity may 
undergo a major overhaul. On June 18, 2018, the New 
York State Assembly, by a margin of 131 to 9, passed Bill 
No. A08155B, which is entitled “An Act to Amend the 
Civil Rights Law, in Relation to the Right of Privacy and 
the Right of Publicity; And to Amend the Civil Practice 
Law and Rules, in Relation to the Timeliness of Com-
mencement of an Action for Violation of the Right of 
Publicity.”63 The bill now goes to the New York State Sen-
ate (as Bill No. S5857B)64 and, if passed, to the Governor 
to be signed (presumably) or vetoed.

A summary of some of the proposed revisions is 
below but, most notably, the new law will create a post-
mortem right of publicity (which currently does not exist 
under New York Law) extending for 40 years following 
the death of the individual, make the right of publicity 
descendible and freely transferrable, establish a public 
registry of post-mortem rights to facilitate their exploita-
tion, and create regulations regarding the use of digital 
avatars. Many of the changes will transform the statute to 
resemble the laws in California and, ideally, reduce some 
of the concerns surrounding which jurisdiction recognizes 
these rights.

New York’s right of publicity statutes are found in 
§§ 50 and 51 of the New York Civil Rights Law (CRL). 
Though CRL § 50 is entitled “Right of Privacy,” it is, in 
fact, a right of publicity—the right to use (or prevent oth-
ers from using without consent) certain identifying attri-
butes of a living person for advertising or trade purposes. 

supported its conclusion that the copying of the text was 
not fair use.54 

Besides authors, projection designers also face fair use 
issues when creating their works for live stage produc-
tions. Unlike parodists, projection designers generally 
are not commenting on or critiquing the authors of the 
underlying works they are using, but nevertheless are still 
transforming the underlying work into a new medium 
of expression. Typically either the projection designers or 
producers would license the copyrighted work, but a few 
decisions have opened up the door that such license may 
not be necessary. In SOFA Entertainment, Inc. v. Dodger 
Productions, Inc.,55 the producers of Jersey Boys were 
victorious in their unauthorized use of a seven-second 
video clip from The Ed Sullivan Show, which was part of 
the projection design. All of the factors weighed toward 
the producers of Jersey Boys (including the second fac-
tor regarding the nature of the copyrighted work, which 
typically favors the original copyright owner, but did not 
here because it was a factual representation in history).56 
One statement within the fourth factor analysis is worth 
noting: The California court noted that the musical Jersey 
Boys was “not manufactured on DVDs,” so presumably 
that would not interfere with the market since the clip 
was used only during a live performance.57 Not only 
have a number of musicals since then been exploited on 
DVDs, but many have also been captured for screenings 
in movie theaters, as well as streaming platforms such as 
Broadway HD and Netflix.  The verdict probably would 
not have shifted in favor of the owners of the The Ed Sul-
livan Show clips solely on this issue, but it is certainly one 
that courts may consider when assessing uses that can be 
reproduced and disseminated throughout the universe 
and on the internet.

“Famously (or infamously), New York 
State has no common law right of 
privacy and, only by statute, creates a 
right of action for the privacy tort of 
appropriation. Again, generally speaking, 
appropriation is the use of another 
person’s name or likeness without 
consent for one’s own use or benefit.”

Another fair use case supporting projection design-
ers who may add new imagery content to pre-existing 
materials in their designs is Blanch v. Koons.58  Artist Jeff 
Koons created and exploited a collage painting incorpo-
rating a copyrighted photo by Andrea Blanch.59 Besides 
determining that Koons’ work was transformative, it also 
noted “his purposes in using Blanch’s image are sharply 
different from Blanch’s goals in creating it.”60 This point 
is truly helpful for projection designers, as it is hard to 
imagine that any photographer, painter or cinematogra-
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musical or artistic productions…” where the use of those 
attributes was granted along with production rights.

With this limited right, let us now turn to what is be-
ing proposed:

The bedrock CRL § 50 would be deemed renumbered 
as § 50-f (the existing §§ 50-a through 50-e discuss privacy 
rights related to personnel records of various law en-
forcement officers, and victims of sex offenses or offenses 
involving the transmission of HIV) and § 50 will instead 
set forth critical definitions. First, the statute would 
define “Persona” and expand the protected attributes to 
include “…the name, portrait or picture, voice or signa-
ture of an individual” [proposed CRL § 50(8), emphasis 
added]. Next, the bill will finally create definitions and 
clear distinctions between the right of privacy and right 
of publicity:

9. “Right of privacy” means a personal 
right, which protects against the un-
authorized use of a living individual’s 
name, portrait or picture, voice, or signa-
ture for advertising purposes or purposes 
of trade without written consent, extin-
guished upon death.

10. “Right of publicity” means an inde-
pendent property right, derived from 
and independent of the right of privacy, 
which protects the unauthorized use of 
a living or deceased individual’s name, 
portrait or picture, voice, or signature 
for advertising purposes or purposes of 
trade without written consent.

As drafted, the “right of privacy” would be consistent 
with the concepts embodied in the current § 50, which 
applies only to a “living person” [see CRL § 50]—which it 
defines as a “personal right … extinguished upon death” 
[proposed CRL § 50(9)]. The radical change comes in the 
definition of “right of publicity,” which would create “an 
independent property right” protecting an individual’s 
Persona whether that individual is “living or deceased” 
[proposed CRL § 50(10)].

Not only is it a property right, but an individual’s 
right of publicity would extend post-mortem and “con-
tinue to exist for forty years after his or her death” [pro-
posed CRL § 50-g]. During and after the individual’s life, 
the right of publicity would be “freely transferable and 
descendible, in whole or in part” by (a) contract; (b) li-
cense; (c) gift; (d) trust; (e) testamentary document (either 
as a specific bequest or as part of the residuary estate); or 
(f) intestate succession [proposed CRL § 50-h(1)].

If there is no inter-vivos or testamentary document 
of transfer, and no survivors to take in intestacy, then the 
deceased individual’s right of publicity would terminate 
[proposed CRL § 50-h(3)]. If the right of publicity were to 
pass by intestate succession, the right may be “exercised 

Though a full discussion of the differences and similari-
ties of the rights of publicity and privacy is beyond the 
scope of this summary of current legislation, it is useful to 
put the statute (and its proposed revision) in context. In 
comparison, the right of privacy arises within the frame-
work of torts, and is the right of a person to control the 
disclosure and spreading of information about them-
selves—often referred to as “the right to be let alone.”65 
Most states recognize four different privacy right causes 
of action: (1) disclosure of private facts; (2) intrusion upon 
seclusion; (3) false light; and (4) appropriation.

“If there is no inter-vivos or testamentary 
document of transfer, and no survivors 
to take in intestacy, then the deceased 
individual’s right of publicity would 
terminate.”

Famously (or infamously), New York State has no 
common law right of privacy and, only by statute, creates 
a right of action for the privacy tort of appropriation. 
Again, generally speaking, appropriation is the use of 
another person’s name or likeness without consent for 
one’s own use or benefit. It is easy to see how the right of 
privacy concept is embodied into CRL § 50 which states, 
in its entirety:

§ 50. Right of privacy. A person, firm 
or corporation that uses for advertising 
purposes, or for the purposes of trade, 
the name, portrait or picture of any living 
person without having first obtained the 
written consent of such person, or if a 
minor of his or her parent or guardian, is 
guilty of a misdemeanor.

Its companion, CRL § 51 creates a civil cause of action 
for a violation of § 50, and expands the list of protected 
attributes to include “voice”:

§ 51. Action for injunction and for dam-
ages. Any person whose name, portrait, 
picture or voice is used within this 
state for advertising purposes or for the 
purposes of trade without the written 
consent first obtained as above provided 
may maintain an equitable action in the 
supreme court of this state […] and may 
also sue and recover damages for any 
injuries sustained by reason of such use…

There are some exceptions, including for those 
“practicing the profession of photography” exhibiting 
their work under certain circumstances, and, of perhaps 
greater relevance to members of the EASL Section, for 
those “using the name, portrait, picture or voice of any 
author, composer or artist in connection with his literary, 
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Persona. The proposal would define “Digital replica” as: 
“an individual’s likeness or voice that realistically depicts 
the likeness or voice of the individual being portrayed. A 
digital replica is included within an individual’s portrait” 
[Proposed CRL § 50(2)]. The bill would prohibit the use 
of the digital replica of an individual without consent in a 
manner that intends to or creates the impression that the 
individual is performing an activity for which he or she is 
known (i) in the role of a fictional character in a scripted 
audiovisual, audio or live performance of a dramatic 
work; (ii) in a musical performance; or (iii) in an audio-
visual work depicting the individual’s engagement in 
athletic activity [proposed CRL § 51(3)]. Not surprisingly, 
this prohibition would also apply to the unauthorized use 
of an individual’s digital replica “in an audiovisual por-
nographic work” that intends to or creates the impression 
that the individual is performing in such work.

There are, of course, exceptions to the consent re-
quirement for digital replicas, but EASL members are 
encouraged to review the text of the proposed bill to gain 
a full understanding of the legislation to anticipate how 
the changes may affect his or her practice.

Conclusion
So far, the JOBS Act has received an underwhelming 

response from Broadway producers, although it still may 
have a meaningful impact on smaller capitalized projects, 
while changes in technology have introduced more so-
phisticated sales and marketing techniques without nec-
essarily driving down ever-increasing production costs. 
As in other industries, the theater community has shown 
that it is not immune to the problems of harassment and 
lack of diversity, although we see tangible efforts on the 
part of members of the community to address both. Final-
ly, changes in the law are potentially impacting theatrical 
content, and specifically what can—and cannot—be put 
on stage, and who has the right to decide.

We look forward to periodically checking in and 
updating interested readers on the state of the theater 
industry. The show, after all, must go on. We wish EASL a 
happy 30th birthday.

and enforced by a person or persons who possess at least 
a fifty-one percent interest of the individual’s right of 
publicity” subject to the controlling majority’s obligation 
to “act at all times in good faith” and share the proceeds 
pro-rata with any other intestate successor(s)-in-interest 
[proposed CRL § 50-h(1)(f)].

The post-mortem right of publicity has a num-
ber of conditions in order to be exploited by a 
successor(s)-in-interest:

• The successor must register the claim to ownership 
of the right with the New York State Secretary of 
State, on a registry to be established, and upon pay-
ment of a fee of $100. Claimants would be required 
to provide (a) the name and date of death of the 
deceased individual, (b) the name and address of 
the claimant, (c) the basis of the claim, and (d) a 
sworn affidavit as to the rights claimed. [proposed 
CRL § 50-h(4)]. The registry of successors would be 
publicly accessible on the State’s website [proposed 
CRL § 50-h(5)].

• Similar to copyright, registration of a claim by a 
successor-in-interest would be a prerequisite to 
bringing an action for enforcement [proposed CRL 
§ 50-h(7)]. However, actions for violations prior to 
registration may be brought if the claim is regis-
tered within six months of the date of death of the 
individual [proposed CRL § 50-h(7)(a)].

• Anyone seeking a license of an individual’s right 
of publicity can then rely on the records appearing 
on the State’s website; and reliance on a registered 
licensor would be a defense to infringement [pro-
posed CRL § 50-h(8)].

• The statute of limitations for an action under the 
proposed statute is one year from the earlier of the 
date of discovery, or from the date on which due 
diligence would have revealed the injury to the 
plaintiff [proposed revision to CPLR S215(3)]

The bill maintains many of the same exceptions 
where consent to use another’s Persona is not required, 
such as news, public affairs or a sports broadcast. Of par-
ticular interest to EASL Section members, consent would 
not be required for the use of another’s Persona in:

(i)  a play, book, magazine, newspaper, musical  
  composition, visual work, work of art, audiovisual  
  work, radio or television program if it is fictional  
  or nonfictional entertainment, or a dramatic, liter- 
  ary or musical work; 

(ii) a work of political, public interest or newsworthy  
  value including a comment, criticism, parody, sat- 
  ire or a transformative creation of a work of au- 
  thorship [proposed CRL § 51(2)(b)]. 

Another new creation from the proposed bill is the 
recognition of rights in avatars based on an individual’s 
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ing officers more discretion by “restor[ing] 
to the adjudicator full discretion to deny 
applications, petitions, and requests with-
out first issuing an RFE or a NOID, when 
appropriate.”3 

To many of us, this is frightening 
considering the array of nonsensical and 
confused—not just confusing, but con-
fused—RFEs that we have received under 
the new administration and particularly 
within the last year. The concern is that by 
allowing a reviewing officer more discre-
tion, USCIS is creating a situation where an 
array of individuals, with whom there is no 
direct line of communication, has the ability 
to improperly deny an applicant, petitioner 

or requestor the benefit he or she seeks. 

However, the 2018 Policy indicates that “[t]his 
policy is intended to discourage frivolous or substan-
tially incomplete filings used as ‘placeholder’ filings and 
encourage applicants, petitioners, and requestors to be 
diligent in collecting and submitting required evidence. 
It is not intended to penalize filers for innocent mistakes 
or misunderstandings of evidentiary requirements.”4 
Altogether, there are many questions that arise from this 
language, such as:

• How is a “placeholder” filing defined?

• What constitutes a ‘frivolous’ filing?

• If a petition is denied without an RFE, will there be 
a detailed explanation of why?

• What is the impact this Policy has on submitting an 
O or P petition without a labor consultation opin-
ion? 

• How are “innocent mistakes or misunderstandings 
of evidentiary requirements” determined?

• Will there be a different standard applied if the peti-
tion is submitted with/by an attorney, as opposed 
to without?

A quick search of “USCIS new policy RFE NOID 
denials” in Google reveals links upon links to webpages 
discussing how this will have dire consequences for ev-
eryone involved and will result in mass denials. Unfor-
tunately, we do not yet know what will happen and can 

SportS and EntErtainmEnt immigration:
What Did We Learn in 2018? (Spoiler Alert: Immigration 
Is Still Difficult)
By Michael Cataliotti

2018 was a very interesting year for im-
migration. While we had much bluster and 
bombast from the current administration in 
2017, it was 2018 that served as the inter-
esting time frame in which we saw many 
difficulties arise for individuals seeking to 
work in the U.S. and for their employers. 
These difficulties have expanded beyond 
the commonly derided H-1B classifica-
tion and reached our O and P visas, and 
the EB-1 category. As such, the difficulties 
have expanded beyond tech—though still 
prevalent, present, and unpleasant—into 
the entertainment, arts, and sports fields. 

Let us take a look at some of the things 
that we have learned over the last year, and 
because for our purposes this was and proves 
to be the most dramatic, let us begin with requests for 
evidence (RFEs).

RFEs
2018 ushered in the Age of the RFE, as the issuance 

of them became the norm. While there have been discus-
sions at length and on numerous occasions in various 
immigration columns,1 the policy and/or practices im-
pacting them seems to be changing, so although receiving 
an RFE for nearly all petitions had been expected in 2018, 
that may not be the case any longer.

Since 2013, the standard practice has been that when 
reviewing a petition seeking an immigration benefit (e.g., 
an O or P visa), the reviewing officer at U.S. Citizenship 
and Immigration Services (USCIS) will either issue an 
RFE seeking further clarification or documentation about 
how the artist(s), entertainer(s), athlete(s), and/or others 
qualify for the visa he or she or they seek, or to approve 
the petition. This was under the June 3, 2013 Policy 
Memorandum titled, “Requests for Evidence and Notices 
of Intent to Deny,” (NOID) issued by USCIS.

As of September 11, 2018, that policy changed, and a 
reviewing officer will no longer be obligated to issue an 
RFE before denying a petition. This is because all peti-
tions received by USCIS on or after September 12, 2018 
will be subject to the new July 13, 2018 Policy Memoran-
dum, “Issuance of Certain RFEs and NOIDs; Revisions 
to Adjudicator’s Field Manual (AFM)” Chapter 10.5(a), and 
10.5(b)” (PM-602-0163), which we will refer to here as the 
“2018 Policy.”2 The 2018 Policy aims to provide review-
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Due to the hostility towards immigrants or those 
perceived as “others” since 2017, we must all stay alert 
with eyes wide open for what may come as a result of this 
new Policy. It should be noted, though, that we may have 
an answer to whether this 2018 Policy has had little, no 
or a major impact on petition processing by the time this 
article is published.

Buy American, Hire American, and Extreme 
Vetting Are Chaotic

When the Buy American, Hire American, and Ex-
treme Vetting executive orders were enacted, we all knew 
that there were going to be significant and numerous 
issues forthcoming for employers and employees going 
through the immigration process. I wrote about it. We all 
read about it. 

Most recently (again, as of this writing), an article 
published in The New York Times summed up the situation 
rather clearly:

The Trump administration is using the 
country’s vast and nearly opaque immi-
gration bureaucracy to constrict the flow 
of foreign workers into the United States 
by throwing up new roadblocks to limit 
legal arrivals.5

This was explained at length in the last several EASL 
Journal Sports and Entertainment Immigration columns.

The government is denying more work 
visas, asking applicants to provide 
additional information and delaying 
approvals more frequently than just a 
year earlier. Hospitals, hotels, technology 
companies and other businesses say they 
are now struggling to fill jobs with the 
foreign workers they need. 

With foreign hires missing, the employees 
who remain are being forced to pick up 
the slack. Seasonal industries like hotels 
and landscaping are having to turn down 
customers or provide fewer services.6 

This is obviously not ideal by any metric, but what we 
have seen time and again in 2018. 

With respect to the notion that there are more work 
visas being denied, based on information obtained 
through a FOIA request, I can confirm that the Califor-
nia Service Center had steadily increased its denials of 
O-1B petitions from FY2014 through FY2017, and that the 
Vermont Service Center had a higher number of denials 
in FY2017 than FY2015 and FY2014 (interestingly enough, 
there was a noticeable increase across several classifica-
tions at the Vermont Service Center in FY2016). What 
is also worth noting, though, is that both the California 
Service Center and Vermont Service Center increased 

only speculate based on the rash of, again, nonsensical 
and illogical RFEs that we have been seeing. 

Nonetheless, on the CIS Ombudsman’s September 6, 
2018 monthly call, many of the questions above were ad-
dressed and answered by representatives of USCIS. The 
positives: 

• A “placeholder” or “frivolous” filing could be 
considered to be a filing that includes the required 
form and one piece of supporting documentation; 

• If a denial is issued without first issuing an RFE, 
that denial will still need to have an explanation or 
clarification of why the petition was denied; 

• “Innocent” mistakes or “misunderstandings” of 
evidentiary criteria include a missing page of a 
passport scan or other immigration history, a miss-
ing piece of evidence, and may include one or a 
few. If one or a few pieces are missing, the review-
ing officer is supposed to issue an RFE; 

• Innocent mistakes are still innocent even if the peti-
tion is filed by or with an attorney of record—any-
one “can leave a piece of paper in the copier” or it 
can fall under one’s desk; 

• The 2018 Policy does not change any rules, regula-
tions or form instructions, which means that filing 
an O or P petition without a labor consultation 
opinion, provided such a request has been or will 
be made, and that request is documented with US-
CIS (as per page 27 of Form I-129); 

• The legal standard of review for a petition to be ap-
proved or denied has not changed; and 

• USCIS will be providing—or at the time of reading 
this, has provided—a checklist of “initial docu-
mentation” for each visa classification that the 2018 
Policy affects. Unfortunately, the checklists are not 
definitive, so careful review and preparation of 
materials are still required. 

The negatives: 

• Potential for abuse of discretion by reviewing of-
ficers, of which there is a long history of encounter-
ing; and 

• Lack of clearly defined oversight and review of 
reviewing officers’ decisions. 

While there are more positives than negatives, the 
potential ramifications of the negatives are dire and can 
be swiftly effected. For example, many of us have re-
ceived a NOID, or Denial Notice, indicating that an RFE 
was issued by USCIS, but never responded to, yet no RFE 
was ever received by any of the parties involved with the 
petition. 
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the number of approvals issued from FY2014 through 
FY2017. 

Curiously enough, and something that we have long 
believed, with respect to EB-1 petitions decided at the 
Nebraska Service Center, in FY2017 roughly 21% were 
denied, compared to the 16% at the Texas Service Center. 
While we do not yet have numbers for FY2018, it would 
not be a surprise to see that the denials in general have 
increased further. 

“As for asking applicants to provide additional 
information,” I believe we have covered this thoroughly 
above and in previous columns, though some examples 
of RFEs will not hurt: (i) “We do not believe that [one of 
17 national physics laboratories] is distinguished. Please 
provide further evidence,” when a copy of the organiza-
tion’s history and quantity of Nobel Laureates has been 
submitted; (ii) “You did not submit any evidence for this 
criterion,” when dozens, if not hundreds, of pages are in 
the record; and (iii) When being asked to clarify the cir-
culation or prestige of publications, one reviewing officer 
wrote: 

To qualify as major media, the publica-
tion should have significant national 
or international distribution. An (sic) 
beneficiary would not earn acclaim at the 
national level from a local publication. 
Some newspapers, such as the New York 
Times, nominally serve in a particular 
locality (sic) but would qualify as major 
media because of significant national 
distribution, unlike small local commu-
nity papers and magazines, or limited 
foreign language print. And, USCIS is not 
persuaded that international accessibil-
ity via the internet by itself is a realistic 
indicator of whether a given publica-
tion is “major media,” or whether this 
single article was placed on the internet. 
The petitioner must still provide verifi-
able evidence, such as a (sic) verifiable 
widespread distribution, readership, 
or overall interest in the publication in 
order to demonstrate that the publication 
(or internet website) is a professional or 
major trade publication or major media 
in order for us to credit these articles.

While we all should agree with and fully accept the re-
viewing officer’s position, what is concerning and unfor-
tunate is that copies of the articles were submitted with 
web analytics from an unbiased, third-party source that 
had been accepted by USCIS for several years without is-
sue, each of which detailed the global ranking and circu-
lation statistics of the digital publications. 

More concerning though, were these lines from the 
same reviewing officer:

It is also noted that the name at the top 
of page one of the email (sic) is Michael 
Cataliotti. If this is an email (sic) forward-
ed from you to Michael Cataliotti then 
it appears that the portion of the email 
(sic) identifying “To” and “From” and 
“Subject” has been deleted. If a portion of 
the email (sic) has been deleted then the 
document has been altered, and as such, 
is inadmissible.

As anyone who has ever received an email and then 
printed it, the account holder’s name generally appears in 
the header of the first page. Then, a few lines below that, 
appears the metadata indicating the sender, recipient, 
timestamp, subject, and the like, all of which was not only 
included in the printout, but highlighted for easy recogni-
tion and identification. Though it is unclear why the re-
viewing officer made such a clear error, and reached such 
an inappropriate and incorrect conclusion, this is the type 
of nonsense that we have been seeing in 2018.

Regarding delaying approvals, we have seen a 
change in policy with respect to issuing work and travel 
authorizations (employment authorization documents 
and advanced parole documents, respectively). Histori-
cally, we could expect it/those document(s) to be issued 
within 90 days of USCIS receiving the application for 
each. However, several conversations with USCIS have 
revealed that the current practice will not be bound by 
the 90-day period, and so we are seeing those documents 
issued, in some instances, after five, six or nearly seven 
months. Nonetheless, we are also seeing significant time 
pass before a final determination (approval or denial) is 
issued for any petition, whether it be an H, O, P, EB-1 or 
otherwise. 

Other Immigration Issues

Consulate Problems

In 2018, we learned that Border Patrol Officers and 
Consular Officers will now have significant latitude 
in searching an individual’s phone, computer, e-mail 
accounts, social media pages, and the like. We are not 
hearing much about this at the time of writing. We know, 
however and unfortunately, that many individuals have 
been impacted by this practice as, for instance, Consular 
Officers delay issuance, or simply deny issuance, of a visa 
based on a USCIS-approved petition.

An Almost Entirely Separate Matter

Though we stay in our lane in immigration, it is im-
portant to note, if even briefly, that as distributed ledger 
technologies (e.g., blockchain) expand beyond finance 
into other industries and sectors, many of those entre-
preneurs, programmers, developers, and implementers 
are non-U.S. citizens who may need visas at some point. 
While the tech industry is already being impacted sig-
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nificantly by the H-1B stigma and other negative press, 
it is plausible that many other areas will be as negatively 
affected without the possibility of alternative routes: 
The Immigrant Entrepreneur Rule has effectively been 
rescinded, H-1Bs are increasingly difficult to obtain, and 
most of those individuals will not meet the standard for 
an O-1A (which is higher than an O-1B). As we have seen, 
some RFEs construe narrowly what constitutes areas of 
“creativity”—which is the fundamental basis for O-1B 
classification—so the O-1B may not even be a viable 
option. 

Conclusion
In 2018, we learned that there is not much likelihood 

that immigration will get easier any time soon. Whether it 
be the result of executive orders, executive tweets, issued 
policies or the silent but salient pushback by reviewing 
officers and their curious RFEs, until there is a shift in 
the posture towards immigration as a whole (or at least 
employment-based immigration), 2019 is going to be a 
very loud and busy year for us all.
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could make a difference 
in how (and sometimes 
whether) the dispute is 
resolved, how quickly a 
resolution is achieved, 
and how cost-effective the 
process will likely be. As 
alternative dispute resolu-
tion mechanisms like arbi-
tration and mediation are 
voluntary and consensual 
in nature, they are processes 
detailed in dispute resolu-
tion clauses that are (outside 
of the mandatory, adhesion 
context) customizable by 
the parties, in that the parties have broad flexibility to 
design a dispute resolution mechanism that best fits the 
dispute in question. One of the aspects of this customiza-
tion is the ability of the parties to select neutrals who are 
“experts” familiar with the subject matter of the dispute, 
the industry or background business norms in which 
the dispute arises, or the legal framework governing the 
dispute itself. Exercising this flexibility is something often 
overlooked by many parties.

Arbitration is seen as having a number of signifi-
cant advantages over litigation. One of these advantages 
is that the parties have the ability to choose their own 
decision maker. That decision maker can be someone 
who is an acknowledged expert in the subject matter of 
the dispute, such that an arbitration should (at least in 
theory) be conducted more quickly and efficiently than 
having it heard and decided by a randomly assigned and, 
most likely, generalist judge, who has no special expertise, 
knowledge or insight into the dispute, the relevant indus-
try, or the business context. 

A mediator who is an acknowledged expert in the 
industry or the business norms underlying the dispute 
could assist in helping the parties to furnish or uncover 
creative and innovative solutions. A mediator who is an 
acknowledged expert in the subject matter of the dis-
pute could also add a helpful, perhaps more evaluative, 
perspective for the parties, oftentimes offering a different 
kind of reality testing—not a reality testing of the legal 
contentions, but the practicalities of implementing certain 
proposals.

Imagine that you are the Human Resources manager 
at a record label and you have just received a copy of a 
federal court complaint filed by a recently terminated em-
ployee who is now claiming that her firing was discrimi-
natory. The court has also automatically referred the case 
to mediation. Although there are any number of potential 
mediators with expertise in the employment field, you 
wonder whether someone with knowledge of the music 
industry might better understand the context of the em-
ployment situation.

“A mediator who is an acknowledged 
expert in the subject matter of the dispute 
could also add a helpful, perhaps more 
evaluative, perspective for the parties, 
oftentimes offering a different kind of 
reality testing—not a reality testing of the 
legal contentions, but the practicalities of 
implementing certain proposals.”

Or maybe you negotiate agreements for the purchase 
of artwork for your museum’s own collection. Allega-
tions have surfaced that your most recent acquisition 
from a private gallery may be a counterfeit. Your agree-
ments with galleries always contain a standard, generic 
arbitration clause, but you now wonder whether having 
an arbitrator with knowledge, training, or expertise in art 
history might better understand both the background of 
the dispute, as well as appreciate the technical informa-
tion that might be adduced at the evidentiary hearing.

Or perhaps your company licenses the logo of a 
professional basketball team and makes and sells various 
articles of clothing and other merchandising on which 
that logo appears. Recently, the team’s in-house direc-
tor of intellectual property and licensing contacted you 
and is upset about the quality of the apparel being made 
by your overseas manufacturer, which she contends is 
damaging the brand. She is threatening to terminate the 
licensing agreement, pointing to some arguable language 
in the agreement as a basis for doing so. You wonder 
whether you might suggest that the parties try mediat-
ing the dispute using someone with knowledge of sports 
merchandising and licensing in the apparel industry.

In each of the above scenarios, the characteristics of 
the person being selected as the arbitrator or mediator 

rESolution allEy

Providing for Neutrals with Industry, Legal, and Business 
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which is affiliated with the parties to the 
contract. Judgment upon any award ren-
dered by the arbitrator may be entered in 
any court having jurisdiction thereof.

Depending upon the circumstances, some degree of 
expertise can matter. Why not provide for it upfront in the 
dispute resolution clause?

For the situation where a court has automatically 
referred or mandated the dispute to be resolved, in the 
first instance, through one or more alternative dispute 
resolution mechanisms, many courts maintain rosters 
of individuals with varying degrees of industry, busi-
ness, and legal backgrounds. Parties can choose someone 
from those rosters with the appropriate background for 
that dispute. And if the practice is for the court to assign 
a neutral, the rules usually permit parties to opt out of 
that selection and choose a replacement—someone who 
would be a better fit.

One cautionary note is to exercise some restraint in 
drafting such specificity into the clause. Being too specific 
can inadvertently limit the pool of arbitrators or media-
tors from which the parties can make their selection. For 
example, a clause that mandates that “the mediator shall 
possess a Ph.D. degree in the field of experimental plasma 
physics and/or quantum particle acceleration” would ob-
viously result in few available candidates because, even if 
the pool of such Ph.D. degree recipients is large, the likeli-
hood that they also possess the requisite mediation skills 
(or can even conduct anything approaching a mediation 
process) is undoubtedly low. Thus, over-specifying the 
qualifications and/or credentials of the arbitrator or 
mediator may inadvertently lead to situations where very 
few suitable neutrals can be identified (or, in some cases, 
none), thereby thwarting the original intent of the par-
ties in trying to design a more cost-effective and efficient 
process.

If the parties had not exercised this flexibility to insert 
the qualifications and/or credentials of the neutral into 
the dispute resolution clause before the dispute arises, all 
is not lost. Although the parties may disagree on the mer-
its and preferred outcome of the dispute, it is conceivable 
that they will each recognize the benefits of agreeing, after 
the dispute has arisen, to select a neutral who has certain 
industry, business, or legal expertise. In matters adminis-
tered by a provider such as the AAA, the CPR Institute, or 
Resolute Systems, the parties may be afforded an oppor-
tunity, after the case is filed, to articulate any preferences 
they may have for the neutral, particularly in situations 
where the dispute resolution clause is generic or silent as 
to the neutral’s qualifications and/or credentials. Such an 
opportunity is another time when the flexibility and cus-
tomization of alternative dispute resolution mechanisms 
can be leveraged to ensure that the neutral might have 
a better understanding of the industry, business norms, 
and/or legal framework in which the dispute has arisen 

Delineating the qualifications and/or credentials 
of the arbitrator or mediator can also lead to increased 
savings in both time and cost. The parties do not need to 
expend additional time and energy educating the neutral 
as much about the underlying industry, business norms, 
or legal framework applicable to the dispute, as so often 
is important in entertainment, arts, and sports disputes.

“Although the parties may disagree on 
the merits and preferred outcome of the 
dispute, it is conceivable that they will 
each recognize the benefits of agreeing, 
after the dispute has arisen, to select a 
neutral who has certain industry, business, 
or legal expertise.”

The parties can begin thinking about this option 
when they first draft and enter into a dispute resolution 
provision. Here is an example of an arbitration clause that 
requires a certain level of subject matter experience:

Any controversy or claim arising out of 
or relating to this contract, or the breach 
thereof, shall be settled by arbitration 
administered by the American Arbitra-
tion Association in accordance with its 
Commercial Arbitration Rules before a 
single arbitrator. The arbitrator shall have 
at least 10 years of experience in intellec-
tual property licensing matters. Judgment 
on any award rendered by the arbitrator 
may be entered in any court having juris-
diction thereof.

Or, for employment matters in a particular industry, 
the clause might read something like this:

If a dispute arises out of or relates to 
this employment contract, or the breach 
thereof, and if the dispute cannot be 
settled through negotiation, the parties 
agree first to try in good faith to settle 
the dispute by mediation administered 
by the American Arbitration Association 
under its Commercial Mediation Proce-
dures before resorting to arbitration. The 
mediator shall be currently employed 
at either a record company or a music 
publisher, neither of which is affiliated 
with the parties to the contract. Any 
arbitration shall be administered by the 
American Arbitration Association under 
its Employment Arbitration Rules and 
Mediation Procedures before a single 
arbitrator, who shall also similarly be 
currently employed at either a record 
company or a music publisher, neither of 
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and appreciate any technical information that might be 
adduced at the evidentiary hearing.

The ability to provide for, and ultimately select, the 
neutral with the right background and experience for the 
dispute in question is one of the hallmarks of a voluntary, 
consensual alternative dispute resolution process. It dis-
tinguishes arbitration and mediation, for example, from 
the traditional litigation model for resolving disputes and 
is well worth considering, not only at the moment when 
dispute resolution clauses are being drafted and entered 
into, but also when disputes actually arise.
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Concussion—Traumatic Brain Injury
By James A. Johnson

Concussions, which are traumatic brain injuries 
(TBIs), occur when the brain violently impacts the inside 
of the skull. Concussions can permanently damage a 
brain’s function ability to think or work. These injuries 
lead to tort claims and product liability lawsuits against 
the National Football League (NFL), high schools, college 
teams, helmet manufacturers, and others involved in the 
game of football.

Football
Are you ready for some football? This is the rhetorical 

question every September and at the Super Bowl. Well, 
YES and NO. This controlled violence is still violence, 
engendering results like retired players who cannot get 
out of bed without help, migraine headaches, and quar-
terbacks and linemen who cannot raise their arms or tie 
their shoes. Football has caused suicides, namely Aaron 
Hernandez, Jovan Belcher, Junior Seau, O.J. Murdock, 
Kurt Crain, Mike Current, Dave Duerson, and Ray East-
erling. There was an avalanche of litigation against the 
NFL, NFL Properties, Riddell Sports Group (Riddell) and 
others. Approximately 2,500 former players and surviv-
ing family members sued the NFL for allegedly distorting 
and hiding data about concussions. On April 15, 2013, a 
Denver, Colorado jury found Riddell Inc. liable for failing 
to warn about concussion dangers. The jury awarded 
$11.5 million to Rhett Ridolfi, a high school student, and 
found Riddell 27% at fault. Ridolfi, a former Colorado 
high school football player, suffered serious brain injuries 
and partial paralysis. The jury assessed $3.1 million in 
damages against Riddell.

In 2010, the NFL gave Boston University’s Center 
for the Study of Traumatic Encephalopathy $1 million 
to study the brains of 60 deceased football players.1 

Although all the test results are not in, many showed 
signs of chronic traumatic encephalopathy (CTE). CTE is 
a neurodegenerative disease caused by repeated blows 
to the head. The symptoms of CTE are slurred speech, 
headaches, psychosis, and depression. On December 3, 
2012, an additional study from Boston University detailed 
33 causes of CTE in deceased ex-NFL players. The NFL, 
NFLPA, owners, coaches, general managers, and players 
should see this as a call to action.

National Center for Injury Prevention
According to the National Center for Injury Preven-

tion, it is estimated that as many as 47% of all high school 
football players suffer a concussion each year. Football 
players who suffer multiple concussions are at risk of 
permanent brain damage. A few years ago, not one state 
required that high school and middle school athletes who 
suffered concussion symptoms receive medical clearance 

to return to play. According to USA Football, all 50 states 
now have some form of student–athlete concussion law in 
place.2 

One of the purposes of this article is to inform coach-
es, players, parents, athletic directors, and general counsel 
about the seriousness of the risks of concussions to young 
people whose brains have not yet fully developed. Every 
concussion is a brain injury. The effect of this damage 
ranges from behavioral and emotional disorders to full 
body paralysis.

An excellent online resource for comprehensive facts 
and laws covering youth sports is The Policy Surveillance 
Portal, a LawAtlas project. It covers information specify-
ing requirements of when an athlete may return to play 
and the distribution of some form of TBI/concussion 
sheet. For example, it states:

Every year as many as 300,000 young 
people suffer concussions or traumatic 
brain injuries (TBIs), from playing Sports. 
These injuries can have serious-and long 
term effects, and all states have adopted 
laws aimed at reducing harm for youth 
sports TBIs occurring at scholastic activi-
ties. This map identifies and displays key 
features of such laws across all 50 states 
and the District of Columbia and over 
time, from 2009 to 2017.3 

Litigation
The power and tension between intercollegiate athlet-

ics and universities has escalated. Football and basketball 
coaches who are successful often overshadow the insti-
tutions themselves. Money is power. These coaches are 
deities on their campuses and in their respective states. 
The revenue stream from sports often drives university 
decision-making and conflicts with the schools’ under-
lying values. University administrators must strike a 
delicate balance and enforce educational values, while at 
the same time reward winning athletic programs. This 
balance requires a tightening of the reins on coaches and 
requiring in their contracts immediate reporting and 
action in handling allegations of wrongdoing and allega-
tions of crimes. Cases in point are Penn State and Ohio 
State. However, there are likely other athletic programs 
with serious problems that have not yet surfaced. A reas-
sessment is in order with new rules to keep coaches’ input 
at a minimum in admission policies, discipline, and other 
areas that are purely university business. Athletic direc-
tors, university general counsel, and lawyers in general 
should find positive solutions and eliminate the need for 
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this cascade of litigation involving educational institu-
tions and athletic programs.

New York State
In 2011 New York passed the Concussion Manage-

ment and Awareness Act (Ch. 496 of the Laws of 2011) 
(the Act) that became effective July 1, 2012 for all public 
and charter schools. The Act requires the Commissioner 
of Education, in conjunction with the Commissioner of 
Health, to promulgate rules and regulations related to 
students who sustained a concussion or mild traumatic 
brain injury. These guidelines apply to all public school 
students who have sustained a concussion, regardless of 
where the concussion occurred.4

The Act requires that school coaches, physical educa-
tion teachers, nurses and certified athletic trainers com-
plete a New York State Education Department approved 
course on concussions and concussion management every 
two years. It also requires that students who sustained, 
or are suspected to have sustained, a concussion during 
athletic activities are to be immediately removed from 
such activities. A student may not return to athletic activi-
ties until he or she is free of symptoms for a minimum of 
24 hours and has been evaluated by and received written 
and signed authorization to return to activities from a 
licensed physician.

Show Me the Money
For years, there has been a groundswell of talk about 

whether college players should be paid or able to profit 
from their fame before they graduate. This is not opti-
mal, because one cannot make the amateurism argument 
when players are being compensated. Moreover, pay-
ing players money raises questions of maintaining the 
academic integrity of institutions. The National Collegiate 
Athletic Association (NCAA) President, Mark Emmert, 
has increased the value of athletic scholarships to cover 
the full cost of attending college.

In fact, the five wealthiest college football conferences 
notified the NCAA in October 2014 of their proposals to 
provide more benefits to athletes under the new gover-
nance model. This allows the Big 10, ACC, Big 12, Pac-12 
and SEC to pass legislation without the support of the 
other Division I leagues. These changes would increase 
benefits to student-athletes, including athletic scholar-
ships that will fully cover tuition; guaranteeing multi-
year scholarships, and allow former athletes to return to 
school at any time and provide long-term health care and 
insurance to former athletes.5

Authentication needs to be returned to sport and 
the integrity of competition should be preserved, which 
in turn will foster even greater competition and help to 
remove the asterisk in front of new records. It appears 
that NFL Commissioner Roger Goodell has been paying 

attention. Affirmative steps are being taken, in earnest, to 
address player safety, conduct, and rule changes. 

U.S. District Judge Anita Brody in Philadelphia ap-
proved a $1 billion settlement for NFL players and family 
members that became effective on January 7, 2017. The 
revised settlement approved by Judge Brody covers more 
than 20,000 NFL retirees and is designed to last at least 
65 years. It also provides up to $5 million to individual 
retirees who develop Lou Gehrig’s disease and other 
profound problems.6     

As an interesting aside, the U.S. Court of Appeals 
from the Seventh Circuit in Chicago held on June 26, 2018 
that the NCAA transfer rules do not violate the Sherman 
Act. Student athletes who transfer to Division I schools 
are required to wait a full academic year before they can 
play on teams. The opinion upheld the year in residency 
rule of the NCAA based on the fact that college athletes 
are amateurs, and cited the 1984 U.S. Supreme Court 
opinion NCAA v. Board of Regents of the Univ. of Oklahoma7 
and the Seventh Circuit 2012 opinion in Agnew v. NCAA.8

Conclusion
The purpose of this article is not to deter participation 

in football, but rather to educate and inform attorneys, 
athletic directors, coaches, parents and players of the risks 
and symptoms of concussion. Participation in sports by 
young people can engender mental and physical tough-
ness, discipline, sportsmanship and leadership qualities. 
These individual attributes collectively can also provide 
an advantage in the game of life.   

In the final analysis, to inspire true sport and protect 
the rights of athletes, Grantland Rice, the dean of sports 
journalists said it best: “When the one great scorer comes 
to mark against your name, he will not write if you won 
or lost, but how you played the game.”

Endnotes
1. www.bu.edu/today/2010/nfl-gives-1m-to-bu-center-for-athlete-

brain-study/. 

2. http://usafootball.com.

3. www.lawatlas.org.

4. The Concussion Management Awareness Act, available at www.
nysenate.gov.

5. Detroit Free Press, Nation & World, Oct. 2, 2014 at Sec. 9C.

6 https://nflconcussionsettlement.com.

7. N.C.A.A. v. Bd. of Regents Univ. Oklahoma, 468 U.S. 85 (1984).

8. Agnew v. N.C.A.A., 683 F.3d 328 (7th Cir. 2012).

James A. Johnson of James A. Johnson, Esq. in 
Southfield, Michigan is an accomplished trial lawyer. 
James concentrates on Sports & Entertainment Law, 
serious Personal Injury and Insurance Coverage. He 
is an active member of the Massachusetts, Michigan, 
Texas and federal court bars. He can be reached at www.
JamesAJohnsonEsq.com.



102 NYSBA  Entertainment, Arts and Sports Law Journal  |  Fall/Winter 2018  |  Vol. 29  |  No. 3

graphic hashing is that it is computationally 
impossible to reverse engineer the hash val-
ue in order to discover the original input.4 

Blockchain

A blockchain is a form of distributed 
ledger technology that uses cryptography 
to secure, record, and transfer blocks of 
time stamped and chronologically linked 
data across a shared network. A blockchain 
is comprised of a chain of fixed length and 
cryptographically secured blocks of data, 
each having its own unique identifier (hash 
value), and is validated by a consensus of 
the nodes operating within the network pri-

or to being published to that network. When 
a new block is published to the network, it is 

added to the end of a pre-existing chain of blocks, each 
having their own unique hash values.5 All updates to the 
blockchain are time stamped and published to the net-
work in real time. Blockchains have four critical charac-
teristics: They are immutable, transparent, trustless, and 
distributed.

Immutable

If something is immutable it is not changing or is 
unable to be changed.6 A blockchain is tamper evident to 
the extent that any attempted change to publish a block 
cannot go undetected and will fail. If any data on an indi-
vidual block is changed, the hash value of that block will 
also be changed. It is currently computationally impos-
sible to change data on a block and reproduce the same 
hash value for that same block. Since each block refer-
ences the hash value of the previous block, if the hash 
value of one block is changed, then the links between the 
blocks will no longer match. This effectively breaks and 
invalidates the chain. This is a significant security feature 
of a blockchain.

Transparent

Transparency is another key characteristic of a block-
chain. As mentioned above, blockchains are time stamped 
and in chronological order. The entire transaction history 
of a blockchain can be viewed by the network. Select 
transactions or data sets cannot be arbitrarily omitted 
from the blocks. Since all transactions are visible, the 
blockchain is easily auditable.  

Trustless

A trust-based system is created when there is a 
central authority or central intermediary that is needed 
to operate a specific infrastructure. Trust is needed in the 

Over the past two years, blockchain 
has been one of the most, if not the most, 
talked about emerging technology. Some 
debate that the technology will be the big-
gest breakthrough since the internet. That 
is all still to be determined. Simultaneous 
to the emergence of blockchain technology 
is the digitalization of the music industry. 
According to the IFPI Global Music Report 
2018, in 2017, the music industry showed a 
41.1% growth in music streaming compared 
to the previous year.1 According to the 
same report, music streaming and digital 
downloading have combined for a 54% 
global share of music revenue, while only 
30% of global recorded music revenues are 
generated from the consumption of music in 
the physical format.2 Although 30% remains respectable, 
that is accounting for a 5.4% decline from the previous 
year, with projections that it will continue steadily further 
down.3 The music industry must move quickly to adapt 
to this digital evolution, and blockchain technology has 
the potential to play a key role in helping it do just that. 

What Is Blockchain?
To understand blockchain technology, one must 

first understand distributed ledger technology and 
cryptography.

Distributed Ledger Technology

A distributed ledger stores, replicates, and shares 
data in real time, across a synchronized network of nodes 
unlimited by their geographical locations. The three major 
components of a distributed ledger consist of the database, 
the network and the decentralization. The database refers to 
the ledger of data being stored and shared on the net-
work. The network consists of the collection of an intercon-
nected group of nodes (or individuals) with whom the 
database is being shared for viewing and transacting. It 
is essentially a peer-to-peer system in which the network 
consists of all people using the database. Decentralization 
simply means that there is no central database. 

Cryptography

Cryptography is the process of using a mathemati-
cal algorithm to convert an input of data of any size into 
an output of a predetermined fixed length of characters 
representing that original input of data. This is known as 
hashing. The output characters will be a random alpha-
numeric string that is unique to only that original data 
input. This specific output uniquely identifying the data 
is known as a hash value. A key characteristic of crypto-

Blockchain Technology and the Music Modernization Act: 
A Match That Should Be Made
By Christopher J.P. Mitchell
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Focusing in on the goal of creating and maintaining 
a public database to identify musical works with their 
owners, an excerpt from the House Judiciary Commit-
tee’s Congressional Report directly expresses the concerns 
driving this part of the proposal: 

However, there is no reliable, public 
database to link sound recordings with 
their underlying musical works. Un-
matched works routinely occur as a result 
of different spellings of artist names and 
song titles. Even differing punctuation 
in the name of a work has been enough 
to create unmatched works...In an era 
in which Americans can buy millions of 
products via an app on their phone based 
upon the UPC code on the product, the 
failure of the music industry to develop 
and maintain a master database has led 
to significant litigation and underpaid 
royalties for decades…9  

The proposed database would contain the following 
information:

The database that is required by this 
legislation will contain information 
such as the title of a work, its copyright 
owner(s) and shares thereof, contact 
information for the copyright owner(s), 
International Standard Recordings Codes 
(ISRC) and International Standard Work 
Codes (ISWC), relevant information for 
the sound recordings a work is embodied 
in, and any other information that the 
Register of Copyrights may prescribe by 
regulation.10

Creating a master database of such music ownership 
information is an excellent start. A desire to create the 
most secure, transparent, and immutable database should 
be reason enough to use blockchain technology. However, 
limiting this master database to ownership information 
of musical works would be entirely too shortsighted. As 
previously discussed, the MMA has several additional 
objectives and blockchain technology (if utilized to its full 
capabilities) can be effective in accomplishing many of 
them. Specifically, blockchain technology can be used to 
accomplish the MMA’s goals of resolving the inefficien-
cies of music licensing, acting as a mechanism for the 
collection of revenues and a platform for the distribution 
of royalties. 

To most effectively address these issues using block-
chain technology, the database should first be comprised 
of more than just ownership information and contact 
information of the musical works. The data placed on 
the blockchain should include information on chain of 
ownership, copyright registrations, authors, songwriters, 
publishers, contributors, performers, licensing rights and 
history, royalty splits, physical form sales, downloads 

security of such a database, in its ability to carry out the 
transactions, and in how the system’s data is handled and 
protected. The consensus protocol and methodology of a 
blockchain removes the need for a third party intermedi-
ary for which one needs to place that trust. The platform 
runs autonomously once the protocol has been written 
and requires a consensus of the network participants to 
validate the transactions. The lack of an intermediary re-
moves the need for trust of one central authority, and the 
consensus validation protocol removes the need for trust 
in the individual network participants.  

Distributed

The distributed network is another feature that makes 
a blockchain highly secure. What makes data insecure is 
a hacker’s ability to take down a central access point or 
vulnerability and gain access to an entire system of infor-
mation and data. Insecurity can also result from a system 
failure, which leads to losing, damaging or compromising 
stored data. 

The key to distributed ledger technology is that there 
is no central point of failure, no central point of access to 
the data, and there is no central data storage. On a distrib-
uted network, nodes interact from many geographical lo-
cations. If there is any single point of failure, the network 
continues to operate through the other points. System 
entry or vulnerability across the majority of the nodes 
would need to occur in order to effectively take down a 
blockchain and modify or remove data. As a result, dev-
astation of a hack is significantly reduced.

Blockchain Technology and the Music 
Modernization Act 

Music Modernization Act (MMA) was passed and 
signed into law on October 11, 2018. Legislators should 
now take a strong look at blockchain technology to 
complement its implementation. The MMA has been 
proposed to bring important regulatory aspects of the 
industry up to speed with the current digital landscape. 
The three primary objectives of the MMA are: to provide 
fair payments to songwriters for music streaming, create a 
more efficient process in the collection of music revenues, 
and establish a collective to oversee the distribution of 
mechanical royalties.7 

The Board of the Mechanical License Collective 
(MLC) is now being created to oversee the distribution 
of mechanical royalties. The MLC will collect, distribute, 
and audit the royalties generated from these licenses, cre-
ate and maintain a public database that identifies musi-
cal works with their owners along with ownership share 
information, make efforts to match copyright owners of 
musical works embodied in particular sound recordings, 
and hold unclaimed mechanical royalties for at least three 
years before distributing them on a market-share basis to 
music publishers.8 It will be comprised of 10 music pub-
lishers, four songwriters, and three nonvoting advisers.
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evolution. Here is an opportunity for the industry to 
be proactive rather than reactive. This course of action 
reduces costs, creates transparency, adds security, and 
brings clarity and uniformity to an industry that has been 
desperately calling for it.

data, streaming data, and any and all other available me-
ta-data for each musical work. This would create the full 
transparency of musical works for which the industry is 
looking. It would also provide the comprehensive amount 
of data needed to transact on the platform while removing 
the third party intermediaries and their associated fees.

After all relevant information is placed on the block-
chain database, it is primed to become a potential one-
stop shop for music transactions.  Why move back and 
forth through multiple platforms and third party inter-
mediaries if the transactions can be facilitated through a 
single database? Blockchain is primarily associated with 
the cryptocurrency Bitcoin, but its value can be found 
within any transaction-based economy in which par-
ticipants need to make secure peer-to-peer exchanges of 
data or assets. In this instance, the data and assets being 
exchanged are intellectual property rights. 

Smart contracts, which are self-executing contracts 
drafted by computer code, can be deployed to automate 
the transactions, for the issuance of licenses, payment of 
licensing fees, royalty payments, ownership transfers, 
additional rights issuances, and other related peer-to-peer 
transfers, while recording every transaction on the plat-
form in real time. The use of private keys will allow rights 
holders to still control specific content that was meant 
to be kept private or exclusive. The use of private keys 
can create a gatekeeping of access to any content placed 
on the platform. This can include artists sharing bonus 
content with fans, selling music directly to fans, and myri-
ad other functions. This may be a feature embraced by 
independent artists who took 32.2% of total market share 
(based on revenues earned), which is an amount higher 
than any major label took in 2017.11 

Conclusion
The music industry is evolving, blockchain technol-

ogy is evolving, and their paths are crossing. There are 
already artists like Imogen Heap and many other inde-
pendents using blockchain to sell music.  Some artists 
have taken more control of their digital music distribution 
through ownership interests in streaming services like 
Tidal.12 There are also several blockchain-based plat-
forms in development and targeted towards the music 
industry,13 including blockchain-based music platforms 
currently attempting to become the predominate global 
music registry platform. Even ASCAP and BMI threw 
their respective hats into the ring and launched a joint 
project to have a single database. As of this writing, no 
platform has asserted itself as the “master database,” 
which can provide the comprehensive services discussed 
within this article.  Even if one does, the MMA is calling 
for a database not owned by any other entity. The self-
governing feature of the blockchain technology would 
satisfy that criteria as well.  

With the passage of the MMA, migrating all rights 
information onto a single blockchain platform would just 
be the next step in this music industry and blockchain 
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tion a user may perform, and 
reduce liability for copyright 
infringement based on an 
errant performance of an 
unlicensed composition. 
For example, the owner of 
a nightclub, who would 
otherwise have to negotiate a 
license with each individual 
publisher of any song to be 
played in the venue, can sim-
ply execute blanket licenses 
with ASCAP and BMI and 
receive the right to perform 
any of the tens of millions 
of musical compositions in 
their repertories.

 2. The Antitrust Consent Decrees

ASCAP and BMI’s blanket license is made possible 
by the consent decrees that have governed each organiza-
tion’s licensing practices since the 1940s. In the 1930s, as 
the only existing PRO, ASCAP had complete control over 
public performance rights. After demanding a substan-
tial increase in license fees from radio stations, ASCAP 
withheld the rights to its works when the radio stations 
refused to agree. Thereafter, in 1941, the DOJ brought a 
lawsuit against ASCAP for violation of the Sherman Act, 
15 U.S.C. § 1, based on ASCAP’s monopoly on public 
performance licensing and anti-competitive licensing 
practices. The case was settled through a consent decree 
which has been modified over the years and remains 
in effect today. The most recent version of the ASCAP 
consent decree, issued in June 2001, is called AFJ2. 2 AFJ2 
places a number of restrictions on ASCAP’s licensing 
practices. For example, if ASCAP and an applicant can-
not agree on a license fee after a period of time, the issue 
may be brought before the designated “rate court” in 
the Southern District of New York. Additionally, ASCAP 
must grant a license to perform all the musical composi-
tions in its repertory to any applicant who requests such 
a license. It therefore cannot deny a blanket license for all 
its compositions to any entity requesting it. Furthermore, 
ASCAP cannot discriminate as to pricing or other terms 
between “similarly situated” licensees. 

 3. In re Petition of Pandora Media, Inc.: Music  
 Publishers Seek a “Partial Withdrawal” Right  
 From ASCAP

As digital distribution of recorded music has steadily 
increased over the past decade, the major music publish-
ing companies have applied heavy pressure on ASCAP to 
change its rules to recognize “partial withdrawal” rights. 

For nearly 80 years, performing rights organizations 
(PROs) American Society of Composers, Authors and 
Publishers (ASCAP) and Broadcast Music Inc. (BMI) have 
licensed public performance rights to musical composi-
tions on behalf of their member songwriters and publish-
ers, subject to the restrictions of antitrust consent decrees. 
In recent years, the major music publishing companies 
have pushed hard to modify or nullify these consent 
decrees on the basis that they are no longer relevant to the 
current music marketplace. The Department of Justice’s 
(DOJ) Antitrust Division has recently stated that it will 
assess whether the consent decrees are still relevant in 
a marketplace where digital technology has completely 
transformed the distribution of music. Modification of the 
consent decrees would likely cause immediate and seismic 
changes in the music market, particularly in the market 
for digital music, and could drastically alter the role that 
PROs play in administering public performance rights.

This article reviews the role of PROs and the consent 
decrees that govern their licensing practices. It then dis-
cusses the proposed modification of the consent decrees to 
allow “partial withdrawal” from the PROs by major pub-
lishing companies and subsequent litigation of this issue 
in In re Petition for Pandora Media, Inc. Finally, the article 
discusses the potential impact of a “partial withdrawal” on 
the music publishing industry, PRO licensees (e.g., digital 
music services), and the existing membership of the PROs.

 1. ASCAP and BMI

Since the early 20th century, ASCAP and BMI have 
performed an essential role in the music market by licens-
ing and administering the rights to publicly perform copy-
righted musical compositions to a wide array of music 
users, including television networks, radio stations, live 
music venues, bars, restaurants and, most recently, digital 
music services.1 Both PROs are comprised of songwriters 
and publishers who rely on these organizations to negoti-
ate public performance licenses for their musical composi-
tions, to monitor and enforce compliance with copyright 
law, and to distribute licensing revenues to the appropri-
ate copyright owners. The PROs are governed by a series 
of internal rules and contracts. Relevant to this discussion 
is the ASCAP Compendium, a written document govern-
ing ASCAP’s obligations to its copyright owners.

Most ASCAP and BMI licensees opt to take a blan-
ket license, which grants the right to perform all works 
in ASCAP and/or BMI’s repertory for a flat annual rate 
determined by the manner in which the music is per-
formed and the size of the venue or potential audience. 
Blanket licenses reduce the insurmountable cost and 
effort of having to negotiate public performance licenses 
with each individual publisher of every musical composi-
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court ruled that a royalty consistent with ASCAP’s exist-
ing arrangement with Pandora prior to the lawsuit was 
appropriate.  ASCAP and the music publishers appealed 
both rulings, and the Second Circuit affirmed them.

 4. DOJ Review of the ASCAP and BMI Consent  
 Decrees

In 2014, the DOJ’s Antitrust Division opened an inves-
tigation into ASCAP and BMI’s consent decrees. The PROs 
had proposed three major modifications—(1) allowing 
publishers to partially withdraw works from the PROs for 
licensing to digital music services; (2) streamlining the fee 
dispute process through arbitration; and (3) allowing PROs 
to grant rights other than public performance, such as me-
chanical licensing of a reproduction of a musical composi-
tion in a sound recording. The DOJ solicited two rounds of 
public comments and, in August 2016, issued its conclu-
sion that the consent decrees should not be modified.7

However, with the new administration, renewed 
interest has been shown in the ASCAP/BMI consent 
decrees. During a speech at Vanderbilt University Law 
School in March 2018, Assistant U.S. Attorney Makan 
Delrahim, who heads the DOJ’s Antitrust Division, com-
mented that music copyright law is “a mess” and stated 
that the Antitrust Division “needed to take a look and 
see if th[e] consent decrees are still relevant in the mar-
ketplace” based on the technological advances in music 
distribution. He indicated that the DOJ had commenced 
a review of all 1,300 operative antitrust consent decrees to 
determine whether they are still relevant or if they should 
be phased out. Subsequently, in a keynote address made 
at the National Music Publishers Association (NMPA) 
Annual Meeting in June 13, 2018, Delrahim reiterated 
his earlier remarks and indicated that the DOJ had not 
yet reached any conclusions regarding the ASCAP and 
BMI consent decrees but would do so consistent with its 
principles of protecting competitive markets. Although 
there had been speculation that the keynote speech at the 
NMPA signaled a big announcement, Delrahim gave no 
indication as to what the DOJ’s conclusions would be, al-
though he reassured the publishing industry that the DOJ 
had its interests in mind. To date, the DOJ has not issued 
any conclusions concerning the consent decrees.

 5. Potential Consequences of Modifying the  
 Consent Decrees to Allow a Partial  
 Withdrawal Right

If the consent decrees are modified by the DOJ to allow 
partial withdrawal rights, the music publishing industry 
will be able to set its own rates for performances of music by 
digital music services, with the goal of moving those rates 
closer to the rates set by the CRB for digital transmissions 
of sound recordings. As digital music becomes increasingly 
popular (digital revenues accounted for 54% of the global 
recorded music market in 2017), this will generate increased 
revenue for those publishers who withdraw and the song-
writers they represent, and may also help raise the bench-
mark ASCAP/BMI licensing rates for those publishers who 
do not withdraw.  In the music publishing industry’s view, 
this change will ensure a competitive market notwithstand-

Such rights would allow members to selectively withdraw 
from ASCAP the right to license works to digital music 
services and allow them to negotiate directly with those 
services without the restrictions of the consent decree. The 
publishers’ desire for “partial withdrawal” rights is based 
largely on the perceived unfairness of the large disparity 
between the amounts paid to record companies for public 
performance rights to sound recordings, and the far lower 
amounts paid to PROs for musical compositions.

In 1995, Congress passed the Digital Performance in 
Sound Recordings Act (DPSRA), which recognized a pub-
lic performance copyright in sound recordings, but lim-
ited it solely to digital audio transmissions.3 In particular, 
digital audio transmissions that were “non-interactive” 
(for example, through a service that broadcasts audio 
according to a set playlist, but does not allow the user to 
select a particular song, such as Pandora or Sirius XM), 
were subject to a compulsory license with a fee set by the 
Copyright Royalty Board (CRB), made up of three judges 
appointed by the Librarian of Congress. The CRB subse-
quently determined that the market for sound recording 
performance rights was different from the market for mu-
sical composition performance rights, and set compulsory 
license fees for sound recording rights many times higher 
than the prevailing rates for public performance licenses 
for musical compositions.4 Consequently, for each perfor-
mance of a song that is transmitted digitally, the owner of 
the sound recording copyright (i.e., the record company) 
is receiving a substantially higher public performance roy-
alty than the copyright owner of the musical composition 
of that same song (i.e., the PRO and music publisher).

Although significant concerns were raised as to the 
effects of “partial withdrawal” by ASCAP’s writers and 
independent publishers, ASCAP modified its Compen-
dium in 2011 to allow “partial withdrawal,”5 and within 
a year-and-half, four of ASCAP’s largest publishers, 
including EMI, Sony ATV Music Publishing LLC (Sony) 
and Universal Music Publishing Group (UPMG), had 
withdrawn and began negotiating their own licenses with 
digital music services. Pandora Media Inc., a digital music 
broadcasting company for the service Pandora, had been 
in negotiations with ASCAP since late 2011, but these 
discussions had been fruitless in light of the major pub-
lishers’ imminent withdrawal from ASCAP. In fact, Sony 
had threatened to sue ASCAP if it executed a license with 
Pandora prior to the effective date of Sony’s withdrawal. 
Pandora then negotiated individually with both Sony and 
UPMG, but eventually filed a rate court petition when 
both companies insisted on substantial increases over the 
prevailing industry licensing rate.  Pandora moved for 
summary judgment before the rate court seeking a deter-
mination that the publishers’ withdrawals did not affect 
the scope of the ASCAP repertory available under license. 
The rate court granted Pandora’s motion, effectively nulli-
fying the withdrawals by holding that the consent decree 
“unambiguously requires ASCAP to provide Pandora 
with a license for all of the works in its repertory” and 
that ASCAP retains the rights to the works of withdraw-
ing publishers even if it claims to lack the rights to license 
to digital music services.6 Following a bench trial, the rate 
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in the digital music market and in the roles of ASCAP 
and BMI as the administrator of public performance 
licensing for all its members. Even if the DOJ concludes 
that no modification is necessary, this is not an issue that 
is likely to go away. Music publishers will continue to 
push for modification and incoming administrations will 
continue to review the DOJ consent decrees, particularly 
terms of the decrees that generate controversy. Current 
and prospective members of ASCAP, BMI, and/or other 
PROs, as well as digital music entrepreneurs and execu-
tives are recommended to assess the potential impact of 
partial withdrawal on their business, and to make their 
opinions heard in the event that the DOJ again solicits 
public comments.

ing the technological changes in the distribution of music, 
and will ensure fairness by allowing music publishers to set 
digital public performance license rates commensurate with 
those received by the recording industry.

The opposing view is that the consent decrees remain 
relevant and should remain in force in an industry in 
which the licensing structure has not changed materially, 
and where ASCAP and BMI are still joint ventures be-
tween directly competing copyright owners and together 
control the public performance rights to nearly every 
song that is not in the public domain. The circumstances 
of the Pandora litigation have demonstrated potential 
consequences of modifying the consent decrees to allow a 
partial withdrawal. There, the rate court found that once 
Pandora opened negotiations with Sony and UPMG, who 
represent an estimated 30% and 17% of ASCAP’s reperto-
ry, respectively, each “exercised [its] considerable market 
power to extract supra-competitive prices.” Sony would 
only agree to an increase of 25% over the prevailing indus-
try licensing rate, and UPMG would only agree to an in-
crease of nearly 50%. The rate court rejected the argument 
that either of these rates reflected fair market value of an 
ASCAP license with Pandora. The rate court further found 
that ASCAP, Sony, and UPMG had “coordinated their ac-
tivities with respect to Pandora,” thus implicating “a core 
antitrust concern underlying [the consent decree]” and 
“cast[ing] doubt on the proposition that ‘the market under 
examination reflects an adequate degree of competition 
to justify reliance on the agreements it has spawned.’”8 
This suggests that modification of the consent decrees 
may encourage anti-competitive behavior and may allow 
major publishers to exert their market dominance to push 
licensing rates well beyond what would be considered fair 
market value by the rate court. In turn, this may create 
significant financial obstacles for emerging digital music 
companies to get a foothold in the marketplace, and allow 
music publishers to wield considerable power over the 
evolution of the digital music market.

Additional concerns have been voiced by current 
members of ASCAP. Many songwriters not affiliated with 
a major publisher are dependent on ASCAP and there are 
concerns that partial withdrawals will weaken the PROs 
and place the burden on the remaining members to pay 
for ASCAP’s other functions. Songwriters who are affili-
ated with major publishers worry that if their publishing 
companies take over the collection and distribution of rev-
enue, they may not do so as reliably or as fairly as ASCAP 
has done, or that they may decide to retain advances 
against royalties or to alter the way that revenues are 
currently split by ASCAP in a manner unfavorable to the 
songwriters. Finally, many current members of ASCAP 
are concerned that a move toward partial withdrawal will 
eventually reduce the PROs to being administrative arms 
for the major publishers, such that independent songwrit-
ers and publishers who still depend on the PROs will lose 
any leverage and no longer be a major priority.

 6. Conclusion

If the DOJ modifies the consent decrees to allow par-
tial withdrawal, it will likely lead to significant changes 
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the mile-and-a-half Belmont. Maybe the horse 
was completely out of control and Florent had 
no choice. I will never know.”5

Jockey John Velasquez on Vino Rosso 
said, ““Why would you send a horse that 
breaks bad and takes everybody out, then 
comes back in…That’s his job, to protect the 
other horse and it worked for them. You have 
to give it to them.”6

The issues raised include:

1. Was there collusion among the par-
ticipants in the race to ease the path towards 
Justify’s victory? 

2. Were Noble Indy and Restoring Hope rid-
den on their merits to try to win the race?

3. Did Restoring Hope’s rider intentionally make it 
harder for other horses to pressure Justify early? 

4. If one finds that Restoring Hope was intentionally 
ridden to make things harder for Justify’s competi-
tors, should Justify be disqualified for the actions of 
Restoring Hope?

5. Even if Justify should not be disqualified, should 
disciplinary actions be taken against Florent Geroux 
and Bob Baffert for harming the chances of the other 
participants in the race due to the actions of Restor-
ing Hope?

The stewards working at the New York Racing Asso-
ciation (NYRA), which operates Belmont Park, concluded 
that no disciplinary action needed to be taken. They 
initially said that nothing untoward had been brought to 
their attention.7 After the fuss over the rides grew, they 
did interview jockey Geroux, but took no action.

The History of the Rules Governing the Belmont 
Issues

Much of the analysis of the Belmont collusion allega-
tions involves the rather convoluted history of coupled 
entries in the United States, and in New York in particu-
lar. For the first three quarters of the 20th century, horses 
trained by the same individual and/or owned by the same 
individual(s) were coupled, running as one betting entry. 
Under the traditional scenario, Vino Rosso and Noble 
Indy would have been coupled, since they shared the same 
trainer and similar owners. A wager on Vino Rosso would 
include a wager on Noble Indy and vice versa. Justify and 
Restoring Hope also would have been coupled as a single 
entry, since they were both trained by Bob Baffert. More-
over, adding the WinStar Farm commonality of ownership 

No Foul, but Plenty of Harm—Sorting Out the 2018 
Belmont Stakes
By Bennett Liebman

The Background of the Controversy
On the afternoon of June 9, 2018, the Bel-

mont Stakes seemed like a dream come true 
for thoroughbred racing. The undefeated 
Justify went wire to wire to win the Belmont 
and to become the thirteenth horse and only 
the second undefeated horse to win the Tri-
ple Crown. Bob Baffert, the trainer of Justify, 
became the second person to train two Triple 
Crown winners. On the next day, however, 
some of the Triple Crown luster wore off, 
as the participants in the race began talking 
about possible collusion among the jockeys 
to assist Justify’s run for the Triple Crown.

The main instigator of the collusion 
allegation was horse owner Mike Repole.1 
Repole was the owner of two horses running in the race. 
He owned Vino Rosso and co-owned Noble Indy with 
WinStar Farm, the 60% owner of Justify. Both Repole 
horses were trained by Todd Pletcher. Vino Rosso was the 
more highly regarded of the two, and went off at odds of 
7-1. Noble Indy went off at odds of 23-1. The instructions 
to Javier Castellano, the jockey of Noble Indy, were to go 
to the lead. Noble Indy, however, did not go to the lead, 
and was fourth after the first quarter-mile of the one-and-
a-half-mile race. Noble Indy finished tenth and last, and 
Vino Ross finished fourth, beaten by 12 lengths.

Repole also complained about the actions of Florent 
Geroux, the rider of Restoring Hope. Restoring Hope was 
the longest shot in the field at 37-1 and although he was 
trained by Bob Baffert,2 he was not owned by the same 
people as was Justify. As Justify reached the lead soon 
after the start, Geroux moved his horse very wide enter-
ing the clubhouse turn into second place, outside of Jus-
tify. Geroux subsequently moved Restoring Hope to the 
inside soon after the turn, making sure that Bravazo, who 
had finished second to Justify in the Preakness, remained 
along the rail. 

The Washington Post described the race as “Restoring 
Hope took a noticeably wide path that went rightward 
in front of Noble Indy before veering back to the left in 
a manner that appeared to push Bravazo to an inside 
position behind Justify.”3 Repole stated, “It definitely 
seemed to me he was more of an offensive lineman than 
a racehorse trying to win the Belmont … and Justify was 
a running back trying to run for a touchdown.”4 Restor-
ing Hope finished eighth, beaten by 38¾ lengths. Even 
the owner of Restoring Hope, Gary West, added, “‘I have 
no earthly idea what Florent was thinking or what his race 
strategy was …Had I known better, the first eighth of a 
mile I would have thought it was a quarter-horse race, not 
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disqualify Justify if Restoring Hope’s foul “prevented any 
other horse or horses” from finishing ahead of Justify. 
In the 60 years since the New York stewards were given 
discretion to determine whether a foul committed by one 
part of an entry should result in the disqualification of 
the other part of the entry, there have been no occasions 
where the innocent horse has been disqualified.16

What Rules Apply to the Belmont Stakes?
Besides the rule on potentially disqualifying the in-

nocent parts of an entry with common interests, the main 
Gaming Commission rule is § 4035.4, which states: “All 
horses are expected to give their best efforts in races in 
which they run, and any instructions or advice to jockeys 
to ride or handle their mounts otherwise than for the pur-
pose of winning are forbidden and will subject all persons 
giving or following such instructions or advice to disci-
plinary action by the stewards and the commission.”17 
In short, riders owe the public their best efforts to ensure 
that their horses have a full opportunity to obtain their 
best placing, and trainers and owners must only give rid-
ers instructions that would be consistent with the intent to 
win the race. Thus, Bob Baffert cannot tell Florent Geroux 
to ride Restoring Hope to block horses that might threat-
en Justify. Similarly, Todd Pletcher and/or Mike Repole 
cannot tell Javier Castellano on Noble Indy to sacrifice his 
mount by placing pressure on Justify in order to set up 
Vino Rosso’s late run.18

Collusion in the Past
There have been several instances in the past where 

disciplinary action was taken against riders and har-
ness drivers who acted in a collusive manner. In New 
York thoroughbred racing, the most well-known incident 
involved controversial jockey Don Meade in October 
1942. Meade, riding Secretariat’s grand-dam, Imperatrice, 
shouted out to Herb Lindberg, the jockey of his stable 
mate, to take care of another horse moving on the outside 
to contend with Imperatrice. Lindberg promptly fouled 
the contending horse by taking his horse very wide to 
prevent the horse from catching Imperatrice.19 Lindberg 
was suspended until the spring of 1943. This collusion 
garnered a “lifetime suspension” for Meade, which as 
a practical matter, kept him out of racing for 19 months 
until May 1944.20 No action was taken against the trainer.

In harness racing in 1969 in a stakes race at Yonkers 
Raceway, driver Yves Filion took his horse off the rail—in-
terfering with another horse—in order to let his brother 
Herve come along the rail on an entry mate to win the 
race. Yves’ horse was disqualified for interference, and 
Herve’s horse was similarly taken down due to the auto-
matic disqualification rule that governed harness racing 
at the time. Yves received a 15-day suspension.21

In the celebrated case of the 2006 Hambletonian, 
trainer/driver Trond Smedshammer trained three horses 
in the race. He was driving his Here Comes Herbie on the 
lead entering the stretch at the Meadowlands. With Here 

between Noble Indy and Justify, all four horses—Justify, 
Restoring Hope, Vino Rosso, and Noble Indy—would 
have been coupled, and a wager on any one of these horses 
would have included a wager on all four horses

New York in the 1970s saw the racetracks faced by 
pressure from Off Track Betting (OTB). They began to see 
sharp declines in both live attendance and handle, and it 
was believed that there was a need to increase the number 
of betting entries in order to encourage more wagering.8 
Therefore, in 1976 the Racing and Wagering Board (now 
the Gaming Commission) in order to assist the tracks, al-
lowed the decoupling of entries when the horses only had 
the same trainer. When there was commonality of owner-
ship the horses remained coupled. The 1976 rule allowing 
decoupling proved extremely unpopular with bettors,9 
and the Racing and Wagering Board repealed the rule at 
the start of 1981. The rule remained the same until 2001. In 
that year, New York hosted the Breeders’ Cup, and in order 
to insure full wagering fields, the Racing and Wagering 
Board allowed uncoupling of all entries—regardless of 
common ownership and/or a common trainer if the race 
had a purse of $1 million or more.10

In 2010, the Board went back to its 1976 rules and 
authorized decoupling when the only connection between 
horses was the common trainer.11 This was followed in 
2015 by allowing decoupling—even when there was com-
mon ownership of the horses—in any stakes race with a 
purse of $50,000 or higher.12

Thus, in the 2018 Belmont Stakes, all horses entered—
regardless of their common ownership or trainer interest—
would be uncoupled and run as separate betting interests, 
since it was a stakes race with a purse well in excess of 
$50,000. If all four horses had run in a non-stakes event, 
Justify, Vino Rosso and Noble Indy would have run as 
a coupled entry due to their commonality of ownership. 
Restoring Hope, without a common owner, would have 
run uncoupled.

However, when most of the coupling requirements 
are eliminated, how are fouls treated when committed by 
what would in earlier years have been part of the coupled 
entry? Is the innocent part of the uncoupled entry pun-
ished for the misdeeds of the guilty part of the entry?

Until the 1950s, at a time where all entries were 
coupled, the answer was simple. If one part of an entry 
committed a foul, the entire entry was disqualified. That 
changed in New York in 1957, and the stewards were given 
discretion as to whether to disqualify the innocent part of 
the entry.13 In 1980, the rule was further amended to read 
that “the balance of the entry shall also be disqualified if 
in the judgment of the stewards such violation prevented 
any other horse or horses from finishing ahead of the 
other part of the entry.”14 

Uncoupled entries are treated in the same manner as 
if they were coupled entries and are subject to the same 
rules as the coupled entries.15 Thus, in the Belmont, if 
Restoring Hope committed a foul, one could conceivably 
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got off a step slowly. Castellano could have legiti-
mately believed that it was imprudent to rush his 
horse into the lead after the start. While he moved 
into contention, just before the first quarter mile of 
the race, he was forced two paths further wide by 
Restoring Hope. Under these circumstances, jockey 
Castellano would have had decent reasons to try 
a different approach. Unless there exists extraor-
dinary evidence—that is, available apart from 
the actual tape of the race—it is hard to discipline 
Castellano for his ride.

3. Florent Geroux’s ride on Restoring Hope is more 
questionable. The horse broke slowly. Geroux 
rushed the horse into contention between horses. 
Restoring Hope, approaching the lead of Justify, 
then moved extremely wide into the first turn, 
forcing Noble Indy out two paths further to the 
outside. Before the backstretch, Restoring Hope 
moved inside, staying about a length-and-a-half 
behind Justify and just outside of Bravazo. He 
stayed in that position until the far turn where he 
gave way and finished eighth. There was consider-
able talk about Restoring Hope being rank, which 
means being difficult to constrain from rushing 
towards the lead. If the stewards or the investiga-
tory authorities credit that explanation, it would be 
difficult to place any blame on Geroux.26 Yet, if that 
was not the case, there would have been a signifi-
cant issue of whether Restoring Hope was running 
interference for Justify during the first half of the 
race. Even assuming the strong presumption that 
a rider is entitled to determine the proper tactics 
of his or her mount, this issue needs a full review 
by the proper authorities.27 People are wagering 
on Restoring Hope. A rider is not allowed to help 
another horse by sacrificing his or her own mount. 
How would Geroux’s tactics on Restoring Hope be 
consistent with the goal of winning the race? Riders 
do not break slowly in long distance races, rush 
their horses through a pack of horses, and then 
swing their horses far wide into the first turn. That 
could be seen as a tactic to keep anyone from dar-
ing to challenge Justify for the lead, and not a tactic 
designed to improve Restoring Hope’s opportunity 
to win the race.

4. In addition to the inquiry into Geroux, there is a 
need to investigate others in the race. In the United 
Kingdom under the rules of the British Horserac-
ing Authority, a rider cannot make a maneuver in a 
race “in the interests of another horse in Common 
Ownership or under common control,” whether or 
not the maneuver “causes interference or causes his 
horse to fail to achieve its best possible placing.”28 
Thus a jockey can be punished if the jockey aids 
a stablemate, even if that jockey’s horse does not 
cause interference. Additionally, in the UK, if the 
jockey is guilty of improperly assisting another 
horse, the trainer is also presumed guilty of the 

Comes Herbie tiring badly, Smedshammer moved his 
horse off the rail to the outside, clearing a path for Smed-
shammer’s trainee, Blue Mac Lad. Blue Mac Lad reached 
the lead but was only able to finish third in the race.22 
Smedshammer eventually was suspended for 35 days and 
was forced to pay $18,000, which was the share of the race 
winnings he had earned from training Blue Mac Lad.23

In 2016 in the Sword Dancer Stakes at Saratoga, the 
stewards at NYRA did not take any action against Aaron 
Gryder. Gryder, riding the pacemaker Inordinate, moved 
off the rail in the stretch run, allowing his uncoupled 
stablemate Flintshire to come through along the rail to 
easily win the race. In the Sword Dancer Stakes, the stew-
ards did not find that Gryder’s action had interfered with 
any other horse.24

Viewing the Belmont Issues
1. Should Justify have been disqualified? Here, the 

answer should be a clear no. Besides the fact that 
no innocent part of an entry has ever been disquali-
fied under New York’s rules, the rule only autho-
rizes a disqualification of the innocent part of the 
entry “if such violation prevented any other horse 
or horses from finishing ahead of the other part 
of the entry.”25 Here, there is no apparent foul by 
Restoring Hope. The horse did force Noble Indy 
two paths to the outside before the first quarter of 
the race, but Noble Indy was not forced to shorten 
stride. The rider on Noble Indy never had to take 
hold of his horse in response to Restoring Hope’s 
actions. A foul is hard to find. In the absence of a 
foul by Restoring Hope, there is no way that one 
can disqualify Justify. Even if a foul is presupposed 
by Restoring Hope, there is obviously no way to 
find that Restoring Hope’s violations prevented 
any horse from finishing in front of Justify. Restor-
ing Hope’s interactions were with Noble Indy and 
Bravazo. They respectively finished 54 and 8½ 
lengths behind Justify. There is no way that Justify 
can be taken down under the rules. No horse was 
prevented from finishing ahead of him.

2. What about Noble Indy? Owner Repole said that 
the instructions to Noble Indy’s rider were to go to 
the lead. Noble Indy had won the Louisiana Derby 
in March, racing close to the lead. Instead, per the 
official charts, Noble Indy soon “took up position in 
midpack and went four wide around the clubhouse 
bend.” The closest Noble Indy got was into fourth 
place before finishing last. The question for the 
stewards is: was there a plausible tactical reason for 
Javier Castellano’s ride on Noble Indy? Utilizing 
this inquiry, the rider is given a considerable pre-
sumption that his or her tactics are reasonable. In 
this case, it would be very hard to find any miscon-
duct by Castellano. The fact is, per the charts, Noble 
Indy moved “out with his initial step and brushed 
right side of the starting gate.” In short, Noble Indy 
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same offense, unless the trainer can satisfy the 
stewards that the instructions to the rider were 
consistent with winning the race.29 Thus, the inves-
tigation needs to focus on Bob Baffert as well as the 
ownership interests of Justify. What did they say 
and to whom did they say it? Any help afforded 
to Justify that was not consistent with Geroux’s 
obligation to try to win the race ought to mete pun-
ishment. In reviewing the replay of the race, NBC 
commentator Randy Moss said of Restoring Hope’s 
dash to the outside of Justify, “That’s fine. That’s 
perfectly legal.” However, it is only fine if it did not 
compromise Restoring Hope’s chances of winning 
the race. If the move was made to run interference 
for Justify, it was not legitimate. Fans bet on Restor-
ing Hope. They deserve a run for their money and 
not a run for Justify’s money. 

This is not so hard. The public deserves a full expla-
nation and investigation of the race. Someone in racing—
the stewards, the Gaming Commission, NYRA, or a com-
bination of these groups—needs to undertake that review. 
They need to make sure that all the participants in racing 
know what their responsibilities were under the rules of 
racing. The Triple Crown is racing’s biggest showcase. 
This is not the time for the sport to put on its blinkers. 
There may not have been a foul in the 2018 Belmont, but 
there was considerable harm.
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year deal worth a reported 
$3.25 million, beginning with 
the 1975 season.3 

Steinbrenner’s next signing 
was another former A’s star—
Reggie Jackson. After spending 
one season with the Baltimore 
Orioles, the slugger penned his 
name on a five-year contract. 
Steinbrenner had an ace-in-the-
hole in addition to deep pockets—the allure of New York 
City. Daily News columnist Dick Young, noted for an acid-
ic style of reporting, compared Steinbrenner to the owners 
of the San Diego Padres and the Montreal Expos in the 
bidding for Jackson’s services, backed by three World 
Series rings with the A’s: “Ray Kroc, the McDonald’s man, 
offered a million more than Steinbrenner did. Charles 
Bronfman, the Seagram’s man, offered two million more, 
but if there’s one place on the North American continent 
that has worse weather than New York, it’s Montreal.”4

The signings indicated a brash open-the-checkbook 
approach that defined Steinbrenner. While critics balked, 
the Yankees blasted through the American League. In 
1975, Hunter led the major leagues in his first season in 
pinstripes, compiling a 23-14 record. The Yankees went to 
the World Series the following year, losing four straight to 
the Cincinnati Reds. With Jackson on board, the Yankees 
won the World Series in 1977 and 1978, both times against 
the Los Angeles Dodgers. Jackson earned the nickname 
“Mr. October” for his performance, which included three 
home runs in one game in the 1977 World Series. The Yan-
kees returned to the World Series in the strike-shortened 
season of 1981, but lost to the Dodgers.

Free agency was a radical concept when Curt Flood 
of the St. Louis Cardinals challenged the status quo in the 
1960s, which allowed Major League Baseball (MLB) teams 
to rely on the reserve clause in player contracts. This 
clause gave the teams power to keep or trade players. 
Flood’s pursuit reached the United States Supreme Court 
in Flood vs. Kuhn.5 The Justices voted 5-3 for the MLB. 
Flood’s dare came after a trade to the Philadelphia Phil-
lies with other members of the Cardinals squad. Though 
Flood lost in the judiciary, he caught the attention of other 

Krell’s Korner is a column about the people, events, and deals that shape the 
entertainment, arts, and sports industries.

The Steinbrenner Era Begins 
By David Krell

                 Not since disc jockey Alan Freed transplant- 
                        ed to New York City in the mid-1950s and  
                        further popularized rock and roll did a   
                        Cleveland public figure make a highly 
                        significant splash in the Big Apple as  
                        George Steinbrenner did when he led a 
group to purchase the New York Yankees in 1973. “I 
won’t be active in the day-to-day operations of the club at 
all,” declared the shipping magnate. “I can’t spread my-
self so thin. I’ve got enough headaches with my shipping 
company.”1 

“Steinbrenner’s next signing was another 
former A’s star—Reggie Jackson.”

It did not quite work out that way.

The promise of a laissez-faire approach evaporated 
as Steinbrenner had Vesuvian expressions of delight and 
dismay regarding the team’s fortunes and misfortunes. 
He became great copy for the New York City tabloids, 
often overshadowing the nuts-and-bolts reporting of 
games. A hallmark of the early Steinbrenner years is the 
hiring and firing of manager Billy Martin five times; Yan-
kee Stadium, one of the most vaunted arenas in sports, 
garnered the nickname “The Bronx Zoo” for the volatility 
that surrounded the team.  

Taking over his family’s shipping business in 1967, 
Steinbrenner also had a sports portfolio that included 
the Cleveland Pipers, a basketball team in the National 
Industrial Basketball League and the American Basket-
ball League.2 When his group took over the Yankees, it 
had been nearly 10 years since there was an American 
League championship for the South Bronx; the team’s 
last World Series appearance was in 1964, when it lost in 
seven games to the St. Louis Cardinals. CBS had owned it 
since that year; the Tiffany Network’s aegis spanned from 
the Beatles’ American début on The Ed Sullivan Show to 
President Nixon’s Watergate scandal. 

Rather than fight for the dying model of iron-fisted 
team ownership, Steinbrenner embraced the concept of 
free agency—players negotiating with teams rather than 
being tied to any particular squad. Jim “Catfish” Hunter, 
the Oakland A’s ace, signed with the Yankees for a five-
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players who felt that teams and MLB treated them like 
chattel. 

In a 1975 arbitration decision involving pitchers Andy 
Messersmith of the Dodgers and Dave McNally of the 
Montreal Expos, arbitrator Peter Seitz solidified the con-
cept, ruling that teams had limited power under the stan-
dard “automatic renewal clause,” thereby giving play-
ers the opportunity to test the waters with other teams. 
During its infancy in the mid-1970s, outfielder Larry Hisle 
commanded a $3.1 million contract over six years with 
the Milwaukee Brewers. Sports Illustrated labeled it “the 
richest contract in the 1977 [free agent] draft.”6 

Free agency was not a magic elixir, though. Though 
Steinbrenner continued his pursuits, the Yankees did not 
return to the World Series for 15 years after the loss to 
the Dodgers in ’81. Steinbrenner was not the cause of free 
agency, but he can be considered its most outspoken ad-
vocate in its early years as he let his wallet do the talking. 
Though Yankee icons in previous eras were handsomely 
paid, it’s wondrous to imagine what kind of salaries Joe 
DiMaggio and Mickey Mantle—who both spent their 
entire careers in pinstripes—would have commanded in 
free agency.

Endnotes
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NEW YORK STATE BAR ASSOCIATION
1.800.582.2452    www.nysba.org/pubs 
Mention Code: PUB9103N      Discount valid until December 25, 2018

Siegel on Entertainment Law
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2018 / 1,132 pp.,  
PN: 40868 (Print) 
PN: 40868E (E-Book)

NYSBA Members $145
Non-members $180

Order multiple titles to take advantage of our 
low flat rate shipping charge of $5.95 per order, 
regardless of the number of items shipped. $5.95 
shipping and handling offer applies to orders 
shipped within the continental U.S. Shipping and 
handling charges for orders shipped outside the 
continental U.S. will be based on destination and 
added to your total. 

This book details the contractual and licensing considerations 
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on ́ Fashion Law’ and ́ Virtual Reality, Augmented Reality and the Law.’
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I highly recommend Entertainment Law 
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